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S.  1321— FOR  THE  GENERAL  REFORM  OF  THE  PATENT 
LAWS,  TITLE  35  OF  THE  UNITED  STATES  CODE,  AND 
FOR  OTHER  PURPOSES 


TUESDAY,   SEPTEMBER   11,    1973 

U.  S.  Senate, 
Subcommittee  on  Patents,  Trademarks  and  Copyrights 

OF  the  Comisiittee  on  the  Judiciary 

Washiiigfon,  D.C. 

The  committee  met  at  10  a.m..  in  room  1114,  Dirksen  Senate  Office 
Building,  Senator  Philip  A.  Hart,  presiding. 

Present:  Senator  Hart  (presiding). 

Also  present:  Thomas  C.  Brennan.  chief  connsel,  Dennis  Unkovic, 
assistant  counsel.  Subcommittee  on  Patents,  Trademarks  and  Copy- 
riglits,  Bernard  Xash,  assistant  counsel.  Antitrust  and  Monopoly 
Subcommittee. 

Senator  Hart.  The  committee  will  be  in  order. 

Permit  me  first  a  brief  opening  statement.  Then  we  will  proceed 
to  take  testimony. 

Beginning  with  the  1966  Report  of  the  President's  Commission 
on  the  Patent  System,  Congress  undertook  serious  consideration  of 
reforming  our  system  for  issuing  patents.  Many  hours  of  testimony, 
and  dozens  of  filed  statements,  have  been  received  by  this  subcorn- 
mittee  since  then  on  a  number  of  bills  designed  to  accomplish  this 
important  and  difficult  task. 

Under  the  able  chairmanship  of  the  distinguished  senior  Senator 
from  Arkansas,  John  IMcClcllan.  the  subcommittee  reported  a  solid 
reform  bill  in  October  1971.  Unfortunately,  patent  reform  got  no 
further  because  of  the  effort  to  tie  antitrust  exemptions  for  patent 
licensing  agreements  to  patent  reform. 

No  system  designed  in  1836  can  remain  viable  under  the  economic 
and  technological  conditions  of  1973.  And  that  is  why  the  patent 
system  is  under  attack.  Unless  it  is  reformed  to  create  procedures, 
safeguards,  and  mechanisms  to  weed  out  the  bad  patents  before  is- 
suance— whether  fraudulent  or  not — and  to  assure  the  expeditious 
and  impartial  issuance  of  patents  that  meet  the  constitutional  and 
statutory  standards,  the  patent  system  will  die  of  atrophy. 

I  am  pleased  to  chair  what  I  expect  to  be  the  final  hearings  on 
patent  reform  before  the  subcommittee  marks  up  a  bill  next  month. 

The  bill  under  consideration,  S.  1321,  represents  a  distillation  of 
prior  reform  bills,  including  the  bulk  of  the  1971  subcommittee  bill, 
the  Presidential  Commission  recommendations,  suggestions  for  re- 
form made  over  the  past  years,  and  some  European  approaches.  Al- 
though complicated,  it  is  designed  simply  to  raise  the  quality  and 

(1) 


reliability  of  tho  U.S.  patont  by  ovorhauliiifr  the  system  for  issuing 
patents  to  pi'oinote  the  pro<ri'ess  of  seieiice  aiul  the  useful  arts. 

The  liearinjrs  will  concentrate  on  the  five  areas  which  either  contain 
new  reform  proposals  or  have  not  been  recently  explored  by  the 
siibconnnittee.  I  would  expect,  however,  that  the  subcommittee  will 
consider  all  of  its  prior  work  and  the  views  of  the  administration,  if 
they  should  be  foi'thcomin<r.  in  rejiortinir  out  a  reform  bill. 

Thi-ee  days  of  heariuirs  were  oriirinally  scheduled  for  this  Tues- 
day. Thui-sdny.  and  Fi-iday.  As  some  of  you  know,  tlie  full  Commit- 
tee on  tlie  Judiciary  has  scheduled  this  Thui'sday  to  continue  con- 
firmation hearinfrs  on  Mr.  Ruckleshaus  as  Deputy  Attorney  Gen- 
ei-al.  Our  Thui-sday  session,  accordin^jly,  has  been  rescheduled  for 
AA'ednesday.  T  apologize  for  the  inconvenience.  I  am  grateful  that 
Tou  were  able  and  willino;  to  cooperate  on  this  problem. 

'Mr.  Brkxxax.  Mr.  Chairman,  on  behalf  of  Senator  McClellan.  I 
would  like  to  read  a  short  statement.  The  chairman  is  otherwise  oc- 
cui)ied  with  his  duties  as  chairman  of  the  Appropriations  Committee, 
and  cannot  attend  this  series  of  hearings.  He  has  asked  me  to  read 
the  following  statement: 

The  suhconiinittee  today  is  enininoiifiiiff  what  is  presently  contemplated  as 
the  final   series  of  liearinss  on  legislation  for  the  jreneral   revision  of  title  35. 

There  are  significant  differences  of  oi)inion  concerninfj  what  reforms  of  the 
patent  system  are  necessary  and  prudent.  These  differences  have  heen  re- 
flected in  the  previous  deliberations  and  actions  of  this  subcommittee,  and 
will  undoubtedly  occur  m  the  further  processing  of  this  lejrislation.  I  have  in 
the  i)ast  supported,  and  will  continue  to  support,  such  measures  as  are  re- 
rinired  to  modernize  the  American  patent  system.  I  have  in  the  past  opposed, 
and  will  continue  to  oppose,  measures  which  would  reduce  the  incentives  of 
the  patent  system,  or  make  the  system  so  cumbersome  that  it  is  less  effective 
in  achievinsr  the  objectives  for  which  it   was  created. 

A  m:i.ior  factor  coiitributinjr  to  the  inconclusive  nature  of  the  prior  action  of 
the  subconnnittee  has  been  the  failure  of  the  executive  branch  to  formulate 
an  administration  i)osition  on  patent  law  revision.  On  September  21.  1972. 
the  Minority  Leader  and  T  addressed  a  joint  letter  to  the  President  urging 
him  to  direct  further  efforts  to  produce  an  administration  bill,  including  a 
statutory  clarification  of  the  rifjlits  of  patent  owners  with  respect  to  the 
liccn-^iiiu'  of  their  inventions. 

Snlistantial  jirosress  has  been  made.  I  luiderstand  there  is  now  an  admin- 
istration i)osition  on  the  issues  beinjj  considered  in  these  hearinffs.  I  have 
be(>n  assured  that  the  executive  branch  will  expeditiously  complete  the  re- 
maining work  on  the  preparation  of  an  administration  bill."  With  the  coopera- 
tion of  the  executive  branch,  the  bar.  and  other  Interested  i)arties,  it  should 
be  iiossible  for  the  subcommittee  to  report  a  patent  revisions  bill  prior  to  the 
adjounnnent  of  the  current  session  of  the  Congress. 

Mr.  Cliairman,  T  ask  unanimous  consent  to  have  printed  at  this 
point  in  the  i-ecord  the  letter  of  the  cliairman  and  the  minoritv  leader 
to  the  President  of  the  Tinited  States. 

Sejuitor  Hart.  Tt  will  be  printed. 

[The  letter  referred  to  follows:] 

rj,,     t,  September  21,  1972. 

The   I'RESIDE.XT. 

Thr   White  Ilnimr, 
Washitiffton,  D.C. 

My  1)k.m!  r^lK.  I'riKsrnE.NT :  The  n2nd  Congress  will  he  adiourning  shortlv 
without  acting  on  the  legislation  to  modernize  the  American'  Patent  System 
As  you  indicated  in  the  Message  on  Science  and  Technologv  "a  strong  and 
reli.-.ble  pjitent  .system  is  imi.ortant  to  technological  progress  and  industrial 
strength  .  ^U'  concur  in  your  judgment  that  "we  must  make  the  most  effectiive 


possible  use  of  the  incentives  which  are  provided  by  our  patent  system",  if 
the  private  sector  is  to  be  adequately  encouraged  to  invest  funds  and  talent 
in  the  application  of  technology  to  the  achievement  of  national  goals. 

We  welcome  the  efforts  currently  being  made  to  promote  more  effective 
utilization  of  American  technology  as  the  competition  in  world  trade  becomes 
ever  more  intense.  But  the  testimony  before  our  Subcommittee  suggests  that 
invention  and  innovation  is  being  retarded  by  inadequate  incentives,  and  the 
uncertainty  which  has  developed  concerning  certain  aspects  of  our  patent 
.svstem. 

Because  of  the  complexity  and  technical  nature  of  patent  legislation,  it  is 
difficult  under  the  most  favorable  of  circumstances  to  secure  action  in  the 
Congress.  Our  task  has  been  rendered  significantly  more  burdensome  by  tiie 
inability  of  the  executive  branch  to  formulate  a  single  position  on  the  patent 
revision  legislation,  including  a  proposed  statutory  claritication  of  the  rights 
of  patent  owners  with  respect  to  the  licensing  of  their  inventions.  The  absence 
of  an  Administration  position  has  been  exploited  by  some  who  wish  to  weaken 
and   discredit   the   patent  system. 

We.  therefore,  request  that  you  direct  the  appropriate  departments  and 
agencies  of  the  executive  branch  to  undertake  renewed  efforts  to  formulate 
ail  Administration  position  on  patent  law  revision.  We  would  hope  that  it 
will  be  possible  for  you  to  communicate  this  position  upon  the  convening  of 
the  93rd  Congress. 

With  kindest  personal  regards. 
Respectfully  yours, 

John  L.  McClellan, 

Chairman. 
Hugh  Scott, 
Ranking  Republican  Member. 

Mr.  Brenxan.  I  further  request  permission,  ]Mr.  Chairman,  to 
have  printed  at  this  point  in  the  record  the  notice  of  this  hearing 
and  the  text  of  S.  1321. 

Senator  Hart.  So  ordered. 

[The  information  referred  to  follows:] 

[From    the    Congressional    Record,    Senate,    July    ?,1,    197.3] 
Notice  of  Hearings  on  Patent  Law  Revision 

Mr.  McClellan.  Mr.  President,  as  chairman  of  the  Subcommittee  on  Pat- 
ents, Trademarks,  and  Copyrights,  I  desire  to  announce  that  the  subcommittee 
has  decided  to  reopen  the  hearings  on  the  general  revision  of  the  patent  law, 
title  3.5. 

The  hearings  are  being  reopened  for  the  purpose  of  receiving  testimony  on 
various  important  new  issues,  such  as  are  contained  in  S.  1321.  The  hearings 
will  include  the  following  subjects  : 

First,  modification  of  patent  examination  proceedings  to  provide  pul)lic 
adversary  hearings ; 

Second,  the  creation  of  the  Office  of  Public  Counsel ; 

Third,  establishment  of  a  system  for  deferred  examination  of  patent  applica- 
tions ; 

Fourth,  revision  of  the  patent  fee  schedule,  including  the  establishment  of 
maintenance  fees ;   and 

Fifth,  administrative  restructuring  of  the  Patent  Office,  including  the  pro- 
posed establishment  of  the  Patent  Office  as  an  independent  agency. 

The  hearings  will  be  held  on  Septem!>er  11,  13.  and  14  in  room  1114  of  the 
Dirksen  Senate  Office  Building  and  will  commence  each  day  at  10  a.m. 

Anvone  desiring  to  testifv  during  the  hearings  should  contact  the  office  of 
the  subcommittee  at  202-225-2268. 

[S.   1321,  9.3d  Cong.   1st  Sess.] 

A    BILL    For    the    general    reform    and    revision    of    the    patent    laws,    title    3.5    of    tiie 
United   States   Code,    and   for    other   purposes 

Be  it  enacted  by  the  Senate  and  House  of  Reirrescntatires  of  the  T'vited  State.<i 
of  America  in  Conpress  assembled.  That,  in  accordance  with  the  authority  granted 
by.  article  1,  .section  8.  clause  8  of  the  United  States  Constitution,  entitled 
'"Patents",  is  hereby  amended  in  its  entirety  to  read  as  follows  : 


"TITLE  35— PATENTS 
"Part  Sec. 

"I.  Patent  Office 1 

"II.  Patentability  of  inventions  and  grants  of  patents 100 

"III.  I'atents  and  infringement  of  patents -61 

"Part  I — Patent  Office 
"Chapter  Sec. 

"1.  E.stablishment,  officer.s,  functions 1 

"2.  Proceedings   in    the   Patent    Office    21 

"3.  Practice   before   the   Patent    Office    31 

"4.  Patent    Office    fees    41 

"CHAPTEB    1. ESTABLISHMENT,    OFFICERS,    FUNCTIONS 

"Sec. 

"1.  National  patent  policy. 

"2.  Establishment  and  seal. 

"3.  Commissioner  and  other  officers. 

"4.  Restrictions  on  officers  and  employees  as  to  interest  in  patents. 

"5.  Board  of  Appeals. 

"6.  Library,  classification  of  patents,  public  search  facilities. 

"7.  Certified  copies  of  records. 

"8.  Publications. 

"9.  Annual  report  to  Congress. 

"10.  Advisory  Council  on  the  Patent  System. 

"§  1.  'National  patent  policy 

"It  is  hereby  declared  to  be  the  national  patent  policy  of  the  United  States 
lo  promote  the  progress  of  science  and  useful  arts,  by  granting  inventors  the 
privilege,  for  a  limited  time  and  subjecti  to  the  provisions  of  this  title  and  any 
other  Act  the  Congress  has  or  may  hereafter  enact,  to  exclude  others  from 
making,  using,  and  selling  new  and  useful  inventions  discovered  by  such 
inventors  and  fully  disclosed  to  the  public.  This  title  shall  be  interpreted  in 
light  of  this  policy  and  of  the  constitutional  purpose  permitting  Congress  to 
enact  a  patent  law,  to  assure  that  United  States  patents  are  of  high  quality 
and  reliable. 

"§  2.  Establishment  and  seal 

"The  Patent  Office,  at  times  referred  to  in  this  title  as  the  'Office',  shall  be 
an  independent  agency,  where  records,  books,  drawings,  specifications,  and 
other  papers  and  things  pertaining  to  patents  and  to  trademark  registrations 
shall  bo  kept  and  preserved,  except  as  otherwise  provided  by  law.  The  Pat- 
ent Office  shall  have  a  seal  with  which  letters  patent,  certificates  of  trade- 
mark registration,  and  papers  issued  from  the   Office  shall  be  authenticated. 

"§  3.  Commissioner  and  other  officers 

"(a)  There  shall  be  a  chief  administrative  officer  of  the  Patent  Office,  the 
Commissioner  of  Patents,  referred  to  in  this  title  as  the  'Commissioner'.  The 
Commissioner  shall  be  appointed  by  the  President,  by  and  with  the  advice  and 
consent  of  the  Senate,  and  he  shall  be  compensated  at  the  rate  now  or  here- 
after provided  for  level  IV  of  the  Executive  Schedule  pay  rates  (5  U.S.C. 
n31.")).  The  Commissioner  shall  superintend  or  perform  ail  duties  required 
by  law  respecting  the  granting  and  Issuing  of  patents  and  the  registration  of 
trademarks,  and  he  sliall  have  charge  of  property  belonging  to  the  Patent 
Office.  The  Commissioner  is  authorized  to  promulgate  rules  and  regulations 
governing  proceedings  before  the  Patent  Office:  to  define  any  and  all  terms 
used  in  this  title  in  connection  tliei-ewith ;  and  otherwise  to  prescribe  such 
further  rules  and  regulations  as  may  be  necessary  or  proper  for  purposes  of 
administration  of  the  Patent  Office. 

"(b)  Tiiere  shall  l)e  a  Deputy  Commissioner  of  the  Patent  Office,  who  shall 
be  appointed  by  the  President,  by  jind  with  the  advice  and  consent  of  the 
Senate,  and  who  shall  be  compensated  at  the  rate  now  or  hereafter  provided  for 
level  V  of  the  Executive  Schedule  pay  rates  (5  U.S.C.  .5316).  The  Deputy 
Commissioner  shall  perform  such  functions  as  the  Commissioner  may  assign 
or  delegate  and  he  shall  act  as  Commissioner  during  the  absence  or  disability 
of  the  Commissioner  or  in  the  event  of  a  vacancy  in  the  Office  of  Commis- 
sioner. 


"(c)  There  shall  he  no  more  than  three  Assistant  Commissioners  of  the 
Patent  Office,  who  shall  be  appointed  by  the  Commissioner  and  who  shall  be 
compensated  at  a  per  annum  rate  of  basic  compensation  fixed  by  him  not  in 
excess  of  the  maximum  scheduled  rate  provided  for  positions  in  grade  18  of 
the  General  Schedule  (5  U.S.C.  5104).  Such  Assistant  Commissioners  shall 
perform  such  functions  as  the  Commissioner  may  from  time  to  time  assign 
or  delegate.  In  the  event  of  vacancies  in  the  offices  of  Commissioner  and 
Deputy  Commissioner,  or  their  absence  or  disability,  the  Assistant  Commis- 
sioner senior  in  date  of  appointment  shall  fill  the  office  of  Commissioner  until 
said  vacancies,  absences,  or  disabilities  terminate. 

"(d)  There  shall  in  addition  be  an  Assistant  Commissioner  of  the  Patent 
Office  for  Appeals.  Litigation,  and  Public  Counsel,  referred  to  in  this  title  as 
the  'Public  Counsel',  who  shall  be  appointed  by  the  President,  by  and  with 
the  advice  and  consent  of  the  Senate.  The  position  of  Public  Counsel  shall  be 
in  the  competitive  service,  and  the  per  annum  rate  of  basic  compensation 
therefor  shall  not  exceed  the  maximum  scheduled  rate  provided  for  positions 
in  grade  18  of  the  General  Schedule  (5  U.S.C.  5104).  The  Public  Counsel  shall 
assure  an  advocate,  and  through  the  adversary  process,  that  high  quality 
patents  which  meet  the  statutory  and  constitutional  criteria  therefor  issue 
from  the  Patent  Office.  To  that  end  he  shall  consider  and  review  all  proceed- 
ings in  the  Patent  Office,  and  he  or  his  delegates : 

"(1)  may  intervene  and  participate  at  any  time  in  any  Patent  Office 
proceeding,  or  appeal  therefrom,  when,  in  his  discretion,  it  is  necessary 
or  appropriate  to  do  so : 

"(A)   in   the   public  interest   to   assure   the   integrity,    strength,  and 
reliability  of  a  high  quality  patent  system ;  or 

"(B)   in  circumstances  which  indicate  the  public  need  to  analyze  or 
defend  au  important,  new,  or  developing  theory  of  law ;  or 

"(C)   in  the  case   of  important,   new,   or  developing  areas   of  tech- 
nology ;  and 
"(2)   shall   prosecute   or   defend   appeals  from    any    final    action    of    the 
Patent  Office ;  and 

"(3)  shall  have  all  other  rights  and  powers  afforded  parties  under  this 
title ;  and 

"(4)  shall  take  such  other  action,  participate  in  such  other  proceedings, 
and  conduct  such  other  investigations  or  inquiries,  as  may  be  necessary 
or  appropriate  to  carry  out  the  purposes  of  this  title. 

The  Commissioner  may  also  assign  or  delegate  other  duties  to  the  Public  Coun- 
sel, to  the  extent  such  assignment  or  delegation  does  not  interfere  with  the 
responsibilities  of  the  Public  Counsel  provided  by  this  subsection.  In  all  other 
respects,  the  Public  Counsel  shall  be  independent  of  the  Commissioner  in  carry- 
ing out  his  responsibilities  hereunder. 

"(e)  The  Commissioner  shall,  subject  to  other  requirements  of  law,  appoint 
other  officers  and  employees  of  the  Patent  Office,  assign  or  delegate  to  them 
the  functions  of  the  Office,  and  fix  the  per  annum  rate  of  basic  compensation 
therefor. 

"§  4-  Restrictions  on  officers  and  employees  as  to  interest  in  patents 

"Officers  and  employees  of  the  Patent  Office  shall  be  incapable,  during  the 
period  of  their  appointments  and  for  three  years  thereafter,  of  applying  for 
a  patent  or,  during  such  period  and  for  three  years  thereafter,  being  named 
as  an  inventor  in  an  application  for  patent  for  an  invention  made  during 
such  period  or  for  three  years  thereafter  and  of  acquiring,  directly  or  indi- 
rectly, except  by  inheritance  or  bequest,  any  patent  or  any  right  or  interest 
in  any  patent,  issued  or  to  be  issued  by  the  Office.  Such  applications  for 
patent  thereafter  shall  not  be  entitled  to  any  priority  date  earlier  than  three 
years  after  the  termination  of  the  appointment  of  such  officers  and  employees. 

"§  5.  Board  of  Appeals 

"(a)  There  shall  be  in  the  Office  not  to  exceed  twenty-four  examiners-in- 
chief,  who  shall  be  appointed  under  the  competitive  service,  in  the  manner 
prescril)ed  for  Administrative  Law  Judges  (5  U.S.C.  3105,  5362,  7521).  The 
per  annum  rate  of  basic  compensation  of  each  examiner-in-chief  shall  be  fixed 
at  not  in  excess  of  the  maximum  scheduled  rate  provided  for  positions  in  grade 
17  of  the  General  Schedule   (5  U.S.C.  5104). 
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"(b)  The  examiners-iii-chief  shall  constitute  a  Board  of  Appeals  in  the 
Patent  Office.  Tlie  exaniiners-in-chief  shall  be  persons  of  competent  legal  knowl- 
edge and  scientific  ability,  who  will  perform  and  exercise  the  judicial  functions 
of  the  Office. 

"(c)  The  Board  of  Appeals  shall  review  all  final  orders  (as  that  term  is 
defined  in  5  T'.S.C.  551)  of  primary  examiners  and  may  review  orders  issued 
pursuant  to  section  23  of  this  title,  except  with  respect  to  such  matters  relat- 
in.g  to  Office  procedure  which  the  Commissioner  has  by  general  rule  or  regula- 
tion assigned  for  determination  by  a  single  member  of  the  Board  of  Appeals, 
wlio  shall  from  time  to  time  be  designated  by  the  examiner-in-chief  senior  in 
date  of  appointment.  Except  as  otherwise  provided  in  this  title,  the  Board 
of  Appeals  shall  exercise  all  judicial  functions,  including  all  agency  re- 
view or  appeals,  under  this  title.  The  order  of  the  Board  of  Appeals  shall 
constitute  final  agency  action  (as  that  term  is  defined  in  5  U.S.C.  551)  in 
all  matters  considered  by  it.  as  sliall  the  order  of  a  single  member  in  matters 
assigned  for  determination  by  him. 

"(d)  Each  appeal  or  other  action  shall  be  heard  or  considered  by  a  panel 
of  at  least  three  members  of  the  Board  of  Appeals,  except  as  otherwise  pro- 
vided in  subsection  (c)  of  this  section.  Said  panel  shall  be  designated  for 
each  case  by  the  examiner-in-chief  senior  in  date  of  appointment,  consistent 
with  the  provisions  of  section  3105,  of  title  5,  United  States  Code.  The  Board 
of  appeals  has  sole  power  to  grant  rehearings. 

"(e)  Whenever  the  Commission  considers  it  necessary  to  maintain  the  work 
of  the  Board  of  Appeals  current,  he  may  designate  any  patent  examiner  of 
the  primary  examiner  grade  or  higher  having  the  requisite  ability,  to  serve 
as  examiner  in  chief  for  periods  not  exceeding  six  months  each.  An  examiner 
so  designated  shall  be  qualified  to  act  as  a  member  of  the  Board  of  Appeals. 
Not  more  than  one  acting  examiner  in  chief  shall  be  a  member  of  the  panel 
of  the  Board  of  Appeals  hearing  any  ajipeal  or  considering  any  case.  The 
Commissioner  is  authorized  to  fix  the  per  annum  rate  of  basic  compensation 
of  each  designated  examiner  in  chief  in  the  Patent  Office  at  not  in  excess 
of  the  maxiuumi  scheduled  rate  provided  for  positions  in  grade  16  of  the  Gen- 
eral Schedule  (5  U.S.C.  5104).  The  per  annum  rate  of  basic  compensation  of 
each  designated  examiner  in  chief  shall  be  adjusted,  at  the  close  of  the  period 
for  which  he  was  designated  to  act  as  examiner  in  chief,  to  the  per  annum  rate 
of  basic  compensation  which  he  would  have  been  receiving  at  the  close  of 
such  period  if  such  designation  had  not  been  made. 

"§   6.  Lil)ranj.  cloasifirationa  of  patents,  ptthlir  ficarrh  facilities 

"(a)  The  Commissioner  shall  maintain  a  complete  and  current  library  of 
patents  and  scientific  and  other  works  and  periodicals,  both  foreign  and 
domestic,  in  the  Patent  Office  which  shall  be  available  to  its  employees  in  the 
discharge  of  their  duties  under  this  title  and  to  assist  the  public  in  the  study 
of  science  and  the  useful  arts. 

"(b)  The  Commissioner  shall  establish  liaison  with  all  Government  agencies 
in  order  to  make  available  in  the  Patent  Office  library  additional  scientific, 
technological,  and  other  works  and  periodicals.  Such  material  or  copies  thereof 
shall  be  provided  to  the  Office  by  such  agencies  without  charge  if  the  Commis- 
sioner so  recpiests.  T'pon  request,  the  Commissioner  shall  provide  other  Gov- 
ernment agencies,  without  charge,  with  copies  of  specified  documents  main- 
tained in  the  custody   of  the  Office. 

"(c)  The  Commissioner  shall  maintain  with  appropriate  revisions  a  current 
publicly  available  classification  and  index  by  subject  matter  of  published 
specifications  of  T^nited  States  patents  and  of  such  other  patents  and  applica- 
tions, whether  aliandoned  or  published,  and  other  scientific  and  other  works 
and  periodicals,  both  foreign  and  domestic,  as  may  be  necessary  for  the  purpose 
of  determining  with  readiness  and  accuracy  the  patentability  of  subject  matter 
for  whir-b  aiiplications  for  patent  are  filed. 

"(d)  The  Commissioner  sli;ill  maintain  jniblic  facilities,  in  various  parts  of 
the  T'nited  States,  for  tlie  searcliing  of  prior  art  and  patent  materials,  both 
foreiirn  and  domestic.  To  the  maximum  extent  feasible,  such  prior  art  and 
patent  materials  shall  be  complete  and  current,  drawing  upon  all  relevant 
scientific,  technological,  and  other  works  and  periodicals,  both  foreign  and 
domestic,  avallalile  to  any  Government  agency.  The  Connnissioner  shall  have 
such  prior  art  and  patent  materials  classified  and  indexed  according  to  the 
classification  of  patents. 


"(e)  To  tlie  maximum  extent  feasible,  the  Commissioner  sliall  mechanize, 
or  otlierwise  facilitate  liy  electrical,  mechanical,  or  other  appropriate  means, 
the  search  of  such  prior  art  and  patent  materials.  The  Commissioner  shall 
conduct  an  ongoing  program  of  research  and  development  to  keep  the  handling, 
classification,  storage,  and  retrieval  of  such  prior  art  and  patent  material 
current  and  up  to  the  state  of  the  art. 

"§  7.  Certified  copies  of  records 

"The  Commissioner  shall,  upon  payment  of  the  prescril)ed  fee,  furnish 
certified  copies  of  records  of  the  Patent  Office  within  thirty  days  to  persons 
entitled   thereto. 

"§  S.  Publications 

"(a)  The  Commissioner  shall  cause  to  be  published  in  a  timely  fashion  in 
such  format  as  he  determines  to  be  suitable,  the  following : 

"(1)  the  specifications  and  drawings  of  patents,  and  patent  applica- 
tions, subject  to  the  provisions  of  this  title  ; 

"(2)  certificates  of  trademark  registrations,  including  statements  and 
drawings ; 

"(3)  complete  and  current  annual  volumes  of  all  current  decisions  of 
the  Patent  Office  Board  of  Appeals  and  the  Trademark  Trial  and  Apiwal 
Board  in  patent  and  trademark  cases ; 

"(4)   current    classification  nmnuals    and    indices    of  the    classifications 
of  patents. 
"(b)   The   Commissioner   may   cause  to  be  published,  in   such  format   as  he 
determines  to  be  suitable,  the  following : 

"(1)   Patent  abstracts. 

"(2)   The  Oflicial  Gazette  of  the  United  States  Patent  Office, 

"(3)  Anniml  indices  of  patents,  puljlished  applications  and  of  trade- 
marks and  information  concerning  the  same, 

"(4)  Pamphlet  copies  of  the  patent  laws  and  rules  of  practice,  laws 
and  rules  relating  to  trademarks  and  circulars  or  other  publications  relat- 
ing to  the  business  Office. 

"(c)  The  Commissioner  may  exchange  any  of  the  publications  specified  in 
subsections  (a)  and  (b)  of  tliis  sectiim  for  piiblications  desirable  for  the  use 
of  the  Patent  Office,  and  furnish  copies  of  any  of  these  publications  to  inter- 
national intergovernmental  organizations  of  which  the  United  States  is  a 
menil)er. 

"(d)  The  Commissioner  may  supply  copies  of  specifications  and  drawings 
of  patents  to  public  libraries  in  the  United  States  which  shall  maintain  such 
copies  for  the  use  of  the  public,  at  the  rate  for  each  year's  issue  prescribed 
by  the  Commissioner  in  accordance  with  section  41(a)   of  this  title. 

"(e)  The  Patent  Office  may  print  the  headings  of  the  drawings  for  patents 
for   the  purpose   of  photolithography. 

"(f)  The  Commissioner  may  establish  a  public  information  service  for  the 
dissemination  to  the  ])ul)lic  of  information  concerning  patents  and  trademarks, 
and  may  from  time  to  time  disseminate  or  provide  for  dissemination  of  public 
technological  and  other  public  information,  the  publication  of  which  in  his 
judgment  would  promote  the  progress  of  science  and  the  useful  arts.  Such 
dissemination  may  be  made  by  periodical  or  other  publications,  the  prepara- 
tion and  display  of  exhibits,   and  other  appropriate  means. 

"§  9.  Annual  report  to  Congress 

"The  Commissioner  shall  report  to  Congress  annually  the  money  received 
and  expended,  statistics  concerning  the  work  of  the  Office,  an  evaluation  of 
the  overall  quality  of  the  patents  issued  (including  court  decisions  related 
to  tlie  validity  and  enforcement  of  patents),  and  other  information  relating 
to  the  Office  as  may  be  useful  to  the  Congress  or  the  public.  Such  statistics 
shall  evaluate  current  iiatterns  (as  well  as  historical  development  over  time) 
of  patent  and  trademark  ownership,  grouped  by  economic  categories  of  owner- 
ship, significance  and  type  of  technology  involved,  and  geographic  origin. 

"§  10.  Advisory  Council  on  the  Patent  System 

"(a)  There  shall  be  an  Advisory  Council  on  the  Patent  System  (referred 
to  in  this  section  as  the  'Council')  of  not  less  than  twelve"  nor  more  than 
twenty-four  members  to  l)e  appointed  by  the  President,  liy  and  with   tlie  ad- 


vice  niul  consent  of  the  Senate,  from  the  general  puhlic.  without  regard  to  the 
civil  service  hnvs,  and  to  consist  of  persons  representing  each  of  the  sectors 
affected  bv  tlie  patent  svsteni.  including  manufacturers,  scientists,  engineers, 
consumers',  legal  scholars,  jurists  or  former  jurists,  and  representatives  of 
Federal  asencies  involved  in  the  promotifm  of  science  and  useful  arts,  the 
administration  of  the  patent  system,  and  the  enforcement  of  Federal  law.  The 
President  shall  designate  the  Chairman  of  the  Council  and  set  the  term  of 
members.  ,      .      . 

"(h)  It  shall  he  the  duty  of  the  Council,  on  a  continuing  basis,  to  evaluate 
the  effectiveness  of  the  patent  system  in  serving  the  public  interest;  to  analyze 
the  contemporarv  conditions  and  needs  of  the  patent  system;  to  study  and 
appraise  the  methods  and  operations  of  the  United  States  Patent  Office 
including  the  quality  of  United  States  patents;  and  to  report  to  the  Com- 
missioner and  the  Congress  its  conclusions  and  recommendations. 

•'(c)  The  Commissioner  sliall  furnish  to  the  Council  such  professional, 
secretarial,  clerical,  and  other  services  and  facilities  as  the  Chairman  of  the 
Council  deems  necessary  to  the  conduct  of  its  business.  The  Chairman  of  the 
Council  shall  appoint  an  executive  secretary,  the  basic  rate  of  compensation 
for  whom  shall  not  exceed  the  maximum  scheduled  for  positions  in  grade  15 
of  the  General  Schedule  (5  U.S.C.  5104),  and  such  compensation  shall  be 
charged  to  the  appropriation  of  the  Patent  Office. 

"CHAPTER    2. PHOCEKDINGS    IN    THE    PATEKT    OFFICE 

"Sec. 

"21.  Day  for  taking  action  falling  on  Saturday,  Sunday,  or  holiday. 
"22.  Form  of  paiK^rs  filed. 

"23.  Issue  of  subpenas  and  other  orders  by  Patent  Office ;  review  and  enforce- 
ment. 
"24.  Issue  of  subpenas  and  other  orders  by  Public  Counsel. 
"25.  Oath  and  declaration  in  lieu  of  oath. 
"2G.  Effect  of  defective  execution. 

"§  21.  Day  for  taking  action  fallinp  on  Saturday,  Sunday,  or  holiday 

"When  the  day,  or  the  last  day,  for  taking  any  action  or  paying  any  fee  in 
the  United  States  Patent  Office,  or  as  otherwise  provided  in  this  title,  falls  on 
Saturday.  Sunday,  a  holiday  within  the  District  of  Columbia,  or  on  any  other 
day  the  Patent  Office  is  closed  for  the  receipt  of  papers,  the  action  may  be 
taken,  or  the  fee  paid,  on  the  next  succeeding  secular  or  business  day. 

"§  22.  Form  of  papers  filed. 

"The  Commissioner  may  by  regulation  prescribe  the  form  of  papers  filed 
in  the  Patent  Office. 

"§  23.  Issiic  of  subpenas  and  other  orders  by  Patent  Office;  review  and  en- 
forcement 

"(a)  Any  party  of  record  in  any  Patent  Office  proceeding  may  apply  at  any 
time  to  tlie  primary  examiner  or  other  presiding  official  for  subpenas  or  other 
orders  to  provide  discovery,  testimony,  or  evidence,  and  he  shall  issue  the 
same  ex  parte.  Tlie  primary  examiner  or  any  member  of  the  Board  of  Appeals 
may  also  issue  such  subpenas  or  orders  on  his  own  motion,  in  any  proceeding. 
Such  subpenas  and  orders  may  issue  against  the  applicant  or  any  person  within 
tiie  jurisdiction  of  the  United  States,  whether  or  not  he  is  a  party  of  record. 

"(b)(1)  The  Commissioner  shall  establish  rules  for  taking  .such  discovery, 
testimony,  and  evidence.  Such  rules  shall  provide  the  parties  of  record  all 
discovery  permitted,  and  the  sanctions  for  noncompliance  therewith  prescribed, 
in  tlie  Federal  courts  pursuant  to  the  Federal  Rules  of  Civil  Procedure,  as 
I)rocedur:il  necessities  within  the  Office  permit.  Such  rules  shall  provide,  fur- 
ther, for  the  payment  of  witness  fees  and  expenses  as  prescribed  for  liroceed- 
iiigs  in  the  district  courts. 

"(2)  The  Commissioner  shall  also  establish  rules  governing  inter  partes 
proceedings  by  which  subpenas  and  orders  issued  pursuant  to  subsection  (a) 
of  this  section  may  be  sustained,  (piashed,  or  modified. 

"(c)(1)  Agency  action  pursuant  to  subsections  (a)  and  (b)  of  this  section 
shall  not  be  deemed  final  decisions  or  orders  for  the  purposes  of  chapter  13 
of  this  title.  Judicial  review  of  such  orders  may  be  had  upon  review  of  the 
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final  decision  or  order  in  the  entire  iiroeeedinj;,  pursuant  to  cliapter  13  of  this 
title,  or  as  may  otherwise  be  required  by  sections  701-700  of  title  5,  United 
States  Code.  Judicial  review  of  agency  action  pursuant  to  subsections  (a)  or 
(b)  of  this  section  may  also  be  had  in  the  course  of  a  civil  enforcement  pro- 
ceeding. Such  proceeding  uuiy  be  by  way  of  application  by  any  party  aggrieved 
by  refusal  or  failure  to  comply  with  a  subpena  or  order  issued  pursuant  to 
subsections  (a)  or  (b)  of  this  section,  to  the  United  States  District  Court 
for  tlie  District  of  Columbia,  for  an  order  to  show  cause  why  the  person  refusing 
or  failing  to  comply  with  such  subpena  or  order  should  not  be  commanded  by 
the  court  to  comply  therewith. 

"{2)  Tlie  process  of  such  district  court  for  such  purpose  shall  run  through- 
out the  United  States  and  otiiervvise  as  pi'ovided  by  the  Federal  Rules  of 
Civil  Procedure  or  any   Federal  statute. 

"(3)  Disobedience  to  any  court  order  entered  pursiuiut  to  this  sub.section 
shall  be  punishable  as  a  contempt. 

"S  2.'/.  T.ssiic  <'f  si(hpc)uif<  and  other  orders  hy  Puhlic  Voun:<el 

"(a)  The  Public  Counsel  may  issue  a  subpena  or  order  to  any  applicant, 
patentee,  or  any  i)erson  within  the  jurisdiction  of  the  United  States,  requir- 
ing him- — 

'•(1)   to  appear   before   a   designated  representative   of   the  Office,    in    a 

nonadjudicative  proceeding,   to  testify,   produce  documentary   evidence,   or 

produce  other  information  or  material ;  or 

"(2)  to  file  reports  or  answers  in  writing  to  specific  questions — relat- 
ing to  any  matter  under  investigation  or  incjuiry  by  the  Public  Counsel,  or 
likely  to  lead  to  the  production  of  information  relating  thereto,  whether  or 
not  the  subject  nmtter  of  the  investigation  or  inquiry  may  also  be  involved 
in  any  proceeding  before  a  primary  examiner  or  the  Board  of  Appeals,  or  any 
other  proceeding  before  any  court  or  other  tribunal. 

"(b)  Agency  review  of  subpenas  or  orders  issued  pursuant  to  this  sec- 
tion shall  be  before  the  Public  Counsel,  in  accordance  with  such  rules  as  the 
Patent  Office  may  prescribe. 

"(c)  In  the  case  of  disol)edience  to  or  failure  to  comply  with  such  sub- 
penas or  orders,  the  Public  Counsel  may,  in  his  discretion,  seek  enforcement 
thereof  by  the  procedure  specified  in  section  23(c)  of  this  chapter,  and  the 
procedures  specified  tiierein  shall  be  applicable  to  subpenas  and  orders  en- 
tered pursuant  to  this  section.  The  Public  Counsel  or  his  delegate  shall  be 
authorized  to  appear  before  the  court  and  institute  any  such  proceeding  pur- 
suant to  this  subsection,  notwithstanding  any  other  provisions  of  law. 

"§  25.  Oath  and  declaration  in  lieu  of  oath 

"(a)  An  oath  to  be  filed  in  the  Patent  OflSce  may  be  made  before  any  person 
within  the  United  States  authorized  to  administer  oaths,  or  before  any  ofiicer 
authorized  to  administer  oaths  in  the  foreign  country  in  which  the  afliant 
may  be,  whose  authority  shall  be  proved  l)y  certificate  of  a  diplomatic  or 
consular  officer  of  the  United  States,  and  such  oath  shall  be  valid  if  it  com- 
plies with  the  laws  of  the  State  or  country   where  made. 

•'(b)  The  Commissioner  may  by  regulation  prescribe  that  any  document  to 
be  filed  in  the  Patent  Office  and  which  is  required  by  any  law  or  regulation 
to  be  under  oath  may  be  subscribed  to  liy  a  written  declaration  in  such  form 
as  the  Commissioner  may  prescribe,  such  declaration  to  be  in  lieu  of  the  oath 
otherwise  required. 

"(c)  Whenever  such  written  declaration  is  used,  the  document  must  warn 
the  declarant  that  willful  false  statements  and  the  like  are  sul)ject  to  punish- 
ment including  fine  or  imprisonment,  or  both    (18  U.S.C.  1001). 

"(d)   Whenever  the  afiiant  or  declarant  does  not  use  English  as  his  primary 
language,  the  oath  or  declaration  shall  be  made  in  his  primary  language  and 
shall  be    filed    with    an    English    translation,    the    accuracy  of  which    shall  be 
attested  pursuant  to  such  rules  as  the  Comrai.ssioner  may  prescribe. 
"§  2G.  Effect  of  defective  execution 

"Any  document  to  be  filed  in  the  Patent  Ofiice  and  which  is  required  by  any 
law  or  regulation  to  be  executed  in  a  specified  manner  may  be  provisionally 
accepted  by  the  Commissioner  despite  a  defective  execution,  provided  a  prop- 
erly executed  document  is  submitted  within  such  time  as  may  be  prescribed 
by  the  Commissioner,  not  to  exceed  six  months. 
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"CHAPTKK    3. PRACTICE    BEFORE    THE    PATENT    OKFU  E 

'•Sec. 

'-.'il.  Regulations  for  asonts  and  attorneys. 
••;{•_'.  Stisiicnsion  or  ext-lusion  from  practice. 
-M.  I'nautliorized  representation  as  practitioner. 

"§  .;/.  Regulations  for  agents  and  attorneys 

"Tlie  Commissioner  may  prescril)e  resulations  soverning  the  recognition  and 
conduct  of  agents,  attorneys,  or  other  persons  representing  applicants  or 
otiier  persons  before  the  Patent  Office,  and  may  require  them,  before  being 
recognized  as  representatives  of  applicants  or  other  persons,  to  show  that  they 
are  of  good  moral  character  and  reputation  and  are  possessed  of  the  necessary 
iiualilirations  to  render  to  applicants  or  other  persons  valuable  service,  advice, 
and  assistance  in  tlie  presentation  or  prosecution  of  their  applications  or 
other  business  before  the  Office. 
'•§  .12.  Suspension  or  exclusion  from  practice 

'•The  Patent  Office  may,  pursuant  to  such  rules  and  regulations  as  the  Com- 
missioner shall  prescril)e,  suspend,  or  exclude,  either  generally  or  in  any  par- 
ticular case,  from  further  practice  before  the  Office,  any  person,  agent,  or 
attorney  shown  to  be  incompetent  or  disreputable,  or  guilty  of  gross  miscon- 
duct, or  who  does  not  comply  with  the  regulations  established  under  .section 
31  of  this  chapter,  or  section  115  of  this  title,  or  who  shall,  by  word,  circular, 
letter,  or  advertising,  with  intent  to  defraud  in  any  manner,  deceive,  mislead, 
or  threaten  any  applicant  or  prospective  applicant,  or  other  person  having  im- 
mediate or  prospective  business  before  the  Office.  The  decision  of  the  agency 
shall  be  determined  on  the  record  after  notice  and  opportunity  for  an  agency 
hearing,  and  shall  be  subject  to  the  provisions  of  sections  551-559  of  title  5, 
United  States  Code.  The  United  States  IJistrict  Court  for  the  District  of 
Columbia,  under  such  conditions  and  upon  such  proceedings  as  it  by  its  rules 
determines,  may  review  the  final  action  of  the  agency  upon  the  petition  of  the 
person  so  suspended  or  excluded,  and  such  suspension  or  exclusion  shall  be  set 
aside  if  unsupported  by  suiistantial  evidence  or  otherwise  not  in  accordance 
with  law. 

"§  33.  Unauthorized  representation  as  practitioner 

"(a)  Whoever,  not  being  recognized  to  practice  before  the  Patent  Office, 
holds  himself  out  or  permits  himself  to  be  held  out  as  so  recognized,  or  as  being 
(pialified  to  prepare  or  prosecute  an  application  for  patent,  sliall  be  fined  not 
more  than  $1,000  for  each  offense. 

"(b)  Where  an  agent,  attorney,  or  firm  recognized  to  practice  before  the 
Patent  Office,  assumes  responsibility  for  the  service  of  preparing  or  prosecut- 
ing a  patent  application  at  the  time  such  service  is  rendered,  the  service  shall 
l>e  considered  as  performed  by  such  agent,  attorney,  or  firm  within  the  meaning 
of  this  .section. 

"chapter    4. PATENT    OFFICE    FEES 

"Sec. 

"41.  Patent  Office  fees. 

"42.  Payment  of  fees ;  return  of  excess  amounts ;  review  of  budget. 

"S  -'//.  Patent  Office  fees 

"(a)  The  Commissioner  shall  prescribe  by  regulations  the  fees  to  be  paid 
in  connection  with  the  filing  and  examination  of  patent  and  trademark  appli- 
cations, the  issuance  of  patents,  the  maintenance  of  patents  in  force,  the 
supply  of  copies  of  records,  the  furnishing  of  publications  or  other  services 
furnislied  by  the  Patent  Office,  and  any  other  matters  set  forth  in  this  title 
or  in  tlie  Trademark  Act  of  1946  (60  Stat.  427;  15  U.S.C.  1051),  as  amended, 
re(|uiring  a  fee;  and  tlie  time  within  which  such  fees  shall  be  paid. 

"(b)  (It  Fees  shall  be  designed  to  affect  an  overall  recovery  in  the  range 
of  <)5  to  75  per  centum  of  the  costs  of  operation  of  the  Patent  Office:  Provided, 
hoirever.  for  a  patent  with  one  claim  in  independent  form,  and  with  no  more 
than  nine  additional  dependent  claims,  the  application  fee,  issue  fee,  and 
annual  maintenance  fee  (for  the  first  three  years  thereof)  shall  not  exceed 
.$1(M». 

"(2)  Tlie  Commissioner  shall  by  regulation  prescribe  fee  exemptions  on  a 
progressively  graduated  basis,  not  to  exceed  50  per  centum  of  filing  and  exami- 


11 

nation  fees  and  SO  per  centuiii  of  maintenance  fees,  to  benefit  and  encourage 
individual  inventors  and  small  businessmen. 

••(c)(1)  Bciiiiniing  the  fourth  year  after  a  patent  issues,  the  maintenance 
fee  thereon  siiall  be  no  less  than  $1,000,  and  shall  increase  annually  by  at 
least  25  iter  centum  each  year,  except  as  may  be  provided  pursuant  to  sub- 
section   (b)(2)    of  this  section. 

"(2)  The  Commissioner  by  regulation  may  in  whole  or  in  part  defer  pay- 
ment of  accrued  maintenance  fees  for  up  to  four  years  from  the  date  of  is- 
suance, and  he  may  waive  such  fees  if  sucli  patent  is  disclaimed  or  canceled 
lielore  the  commencement  of  the  fifth  year.  Additionally,  a  member  of  the 
Board  of  Appeals,  pursuant  to  section  5(c)  of  this  title,  may  extend  such 
four-year  period  up  to  ten  years,  in  individual  cases,  if  the  patentee  estab- 
lishes, by  a  preponderance  of  proof  that  he — 

'•(A)  has  made  a  good  faith  effort  commercially  to  work  the  subject 
matter  patented  and  that  such  efforts  were  without  success  due  solely  to 
ciri'umstances   beyond   his  control;   or 

"(B)  is  otherwise  unable  to  pay  any  fee  charged  for  maintaining  an 
issued  patent  in  force. 

"(d)  If  payment  of  the  fees  in  connection  with  the  examination,  publica- 
tion, or  issuance  of  a  patent  application,  or  the  maintenance  of  a  patent,  are 
not  timely  made,  the  application  shall  be  regarded  as  abandoned,  or  the  patent 
canceled  (and  notice  of  such  cancellation  shall  be  endorsed  on  copies  of  the 
specification  of  the  patent  thereafter  distributed  by  the  Patent  Oflice).  An 
applicant  shall  be  given  at  least  thirty  days,  and  no  more  than  six  months, 
following  notice  of  a  fee  due  in  which  to  pay  the  fee,  except  as  otherwise  pro- 
vided in  this  title. 

"(e)  Except  as  otherwise  provided  in  this  title,  the  fees  established  under 
the  authority  of  this  section  shall  apply  to  any  other  Government  department 
or  agency,  or  oflScer  thereof,  except  that  the  Commissioner  may  waive  the 
payment  of  any  fee  for  services  or  materials  in  cases  of  occasional  or  inci- 
dental requests  by  a  Government  department  or  agency,  or  officer  thereof. 

••(f)  The  Commissioner  may  prescribe  by  regulations  that  copies  of  Patent 
Office  records  and  publications  may  be  provided  without  charge,  or  at  re- 
duced or  nominal  fees,  to  lil)raries  or  other  similar  bodies,  or  in  exchange  for 
records  or  piablications  of  foreign  countries. 

"§  ^2.  Payment  of  fees ;  return  of  excess  amounts;  revieto  of  budget 

"  ( a )  All  fees  shall  be  paid  to  the  Commissioner  who  shall  deposit  the  same 
in  the  Treasury  of  the  United  States  in  such  manner  as  the  Secretary  of  the 
Treasury   directs. 

"(b)  The  Commissioner  may  refund  any  sum  paid  by  mistake  or  in  excess 
of  the  fee  required. 

"(c)  The  Office  of  Management  and  Budget  shall  not  inspect,  examine, 
audit,  or  review  the  subpenas,  orders,  records,  work,  congressional  recommen- 
dations, or  testimony  of  the  Patent  Office  or  the  Public  Counsel  or  comment 
on  any  budget  reciuest  made  by  the  Office,  any  other  provision  of  law  to  the 
contrary  notwithstanding.  The  Comptroller  General  shall  conduct  such  re- 
views, audits,  and  evaluations  of  the  Ofiice  as  he  deems  necessary.  All  accounts, 
budgets,  and  records  of  the  Office  sliall  be  submitted  to  the  General  Account- 
ing Office  from  time  to  time  as  the  Comptroller  General  may  require,  and  the 
Office  shall  maintain,  preserve,  and  make  available  for  inspection  by  the  Gen- 
eral Accounting  Office  such  records  as  the  Comptroller  General  may  require. 

"Part  II —  Patextability  of  Inventions  and  Grant  of  Patents 

"Chapter  Sec. 

"10.  Patentability   of   inventions    100 

"11.  Application  for  patent  HI 

"12.  Examination    of    application    131 

"13.  Review   of  Patent   Ofl3ce   decisions    141 

"14.  Issue   of  patent   151 

"15.  Plant  patents Igl 

"17.  Secrecy   and   filing  applications   in   foreign    countries    LSI 

"IS.  Deferred    examinations    101 

"19.  Amendment,  correction,  and  reissue  of  patents 201 
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"chapter    10. PATENTABILITY    OF   IXVENTIOXS 

"Sec. 

"100.  Definitions. 

"101.  Subject  matter  patentable. 

"102.  Conditions  for  patentability ;  novelty  and  bars  to  patent. 

"103.  Conditions  for  patentability ;  nonobvious  subject  matter. 

"104.  Date  of  invention ;  priority. 

"§  100.  Definitions 

"When  used  in  this  title,  unless  the  context  otherwise  indicate.s — 

"(a)   The  term  'invention'  means  invention  or  discovery. 

"(b)  The  term  'process'  means  process,  art,  or  method  and  includes  a  new 
use  of  a  known  process,  macliine,  manufacture,  composition  of  matter,  or 
material. 

"(c)  The  terms  'United  States'  and  'this  country'  mean  the  United  States 
of  America,  its  territories,  and  possessions,  and  tlie  Commonwealth  of  Puerto 
Rico. 

"(d)  The  term  'applicant'  means  any  person  wlio  owns  an  application  for 
a  patent,  as  provided  in  tliis  title. 

"(e)  The  term  'patentee"  includes  not  only  the  person  to  whom  the  patent 
was  issued  but  also  the  successors  in  title  to  such  person. 

"(f)  The  term  'actual  filing  date  in  the  United  States'  includes  the  filing 
date  to  which  an  application  or  patent,  or  tlie  subject  matter  of  any  claim 
thereof,  may  l)e  entitled  under  the  provisions  of  section  120  of  this  title  (and 
excludes  any  date  under  section  119  of  tliis  title).  An  application  or  the  result- 
ing patent  may  contain  separate  claims  for  subject  matter  having  different 
actual  filing  dates  in  the  United  States  by  virtue  of  the  provisions  of  section 
120  of  this  title  or  may  contain  claims  entitled  to  the  benefit  of  a  prior  date 
under  the  provisions  of  section  119  of  this  title,  in  addition  to  claims  not  so 
entitled. 

"(g)  The  terms  'manufacture',  'composition  of  matter',  and  'new  and  useful 
improvement  thereof  do  not  include  any  known  manufacture  or  composition 
of  matter,  any  obvious  variation  of  or  on  such  known  composition  of  matter 
or  the  structure  thereof,  or  any  conventional  formulation  or  preparation  of 
any  of  the  foregoing  or  of  any  material,  whether  or  not  the  same  is  adapted 
for  practicing  a  new  use  thereof. 

"(h)  The  term  'party'  includes  any  agency  (as  that  term  is  defined  in  5 
U.S.C.  551(a)),  the  United  States,  the  Public  Counsel,  the  government  of  the 
District  of  Columbia,  any  State  or  political  subdivision  thereof,  or  any  agency 
or  instrumentality  thereof,  and  any  person  who  is  or  may  be  adversely 
affected  by  any  action  (as  that  term  is  defined  in  5  U.S.C.  551(g)),  of  the 
Patent  Office. 

"§  101.  Subject  matter  patentable 

"Whoever  invents  or  discovers  any  new  and  useful  process,  machine,  manu- 
facture, or  composition  of  matter,  or  any  new  and  useful  improvement  thereof, 
or  his  successor  in  title,  may  obtain  a  patent  therefor,  subject  to  the  condi- 
tions and  requirements  of  this  title. 

"§  102.  Conditions  for  patentability ;  novelty  and  bars  to  potent 

"A  person  shall  not  be  entitled  to  a  patent  if  the  subject  matter  sought  to 
be  patented — 

"(a)  was  known  or  used  l)y  others  in  this  or  a  foreign  country,  or  was 
patented  or  described  in  printed  or  other  tangible  form  in  this  or  a  foreign 
country,  before  the  invention  thereof  by  tlie  inventor  named  in  the  appli- 
cation, or 

"(b)  was  patented  or  described  in  printed  or  other  tangible  form  in  this 
or  a  foreign  country,  or  was  in  public  use  or  on  sale  in  this  or  a  foreign 
country,  more  than  one  year  prior  to  the  actual  filing  date  of  the  applica- 
tion for  the  patent  in  the  ITnited  States,  or 

"(c)  was  forfeited,  suppressed,  or  concealed  by  him,  or 
"(d)  was  first  patented  or  caused  to  be  patented  by.  or  was  the  subject 
of  an  inventor's  certificate  issued  to,  the  applicant  or  his  legal  representa- 
tives, assigns,  or  predecessors  in  title  in  a  foreign  country  prior  to  the 
actual  filing  date  of  the  application  for  patent  in  tlie  United  States,  on 
an  application  for  patent  or  inventor's  certificate  filed  more  than  twelve 
months  before  the  actual  filing  date  of  the  application  in  the  United 
States,  or 
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"(e)  was  dei^cribed  in  a  published  or  publicly  available  United  States 
patent  application  or  United  States  patent,  which  has  an  actual  tiling 
date  in  the  United  States  (or  a  prior  filing  date  arising  under  section 
119  of  this  title)  before  the  invention  thereof  by  the  inventor  named  in 
the  application,  or 

"(f)  was  not  invented  by  the  person  named  as  inventor  in  the  appli- 
cation, or 

"(g)  was  invented  by  another  person  before  the  alleged  invention 
thereof  by  the  inventor  named  in  the  application,  unless  such  other  per- 
son himself  suppressed  or  concealed  it  or  has  terminated  activity  with 
respect  to  the  subject  matter  in  circumstances  establishing  his  intent  not 
to  resume  such  activity. 

"§  103.  Conditions  for  patentability;  nonohvious  subject  matte)- 

"A  patent  may  not  be  obtained  though  the  subject  matter  sought  to  be 
patented  is  not  disclosed  or  described  as  set  forth  in  section  102  of  this  title, 
if  the  differences  between  the  sul)ject  matter  sought  to  be  patented  and  the 
prior  art  are  such  that  the  subject  matter  as  a  whole  would  have  been  obvious 
at  the  time  the  invention  was  made  to  a  person  having  ordinary  skill  in  the 
art  to  which  said  subject  matter  pertains. 
"§  lOJf.  Date  of  invention;  priority 

"(a)  No  date  of  invention  shall  be  accorded  any  applicant,  with  respect  to 
the  subject  matter  of  this  part  of  this  title,  which  is  more  than  one  year  earlier 
than  the  date  on  which  his  application  was  tiled  or,  in  the  case  of  a  continuing 
application,  more  than  one  year  earlier  than  the  date  on  which  his  immediately 
preceding  parent  application  was  filed. 

"(b)  The  OflSce  shall  determine  priority  of  invention  between  or  among 
applicants  for  claims  on  substantially  the  same  subject  matter  on  the  basis  of 
rules  and  regulations  which  the  Commissioner  shall  prescribe,  in  accordance 
with  the  procedures  specified  pursuant  to  section  136  of  this  title.  Such  rules 
and  regulations  shall  make  dispositive  the  respective  dates  of  filing,  first,  and 
reduction  to  practice,  second,  insofar  as  the  same  is  consistent  with  subsection 
(a)    of  this  section. 

"(c)  An  applicant  who  seeks  to  establish  patentability  based  on  a  showing 
of  any  novel  or  unexpected  property  or  result  of  the  substantial  superiority 
of  any  known  or  obvious  property  or  result  shall  be  entitled  to  claim  priority 
for,  or  otherwise  rely  on,  an  application  (whether  filed  in  the  United  States 
or  in  a  foreign  country),  only  if  it  discloses  each  and  every  such  property 
or  result  so  i*elied  upon. 

"(d)  To  constitute  disclosure  or  description  for  the  purposes  of  sections 
102  and  103  of  this  chapter,  any  description  of  any  manufacture  or  composi- 
tion of  matter  needed  not  describe  or  disclose  how  to  make  or  use  such  manu- 
facture or  composition  of  matter. 

"(e)  Patentability  shall  not  be  found  in  the  perception  of  a  problem  the 
solution  of  which  is  obvious. 

"CHAPTER    11. APPLICATION    FOR    PATENT 

"Sec. 

"111.  Application  for  patent. 

"112.  Specification. 

"113.  Drawings. 

"114.  Models,  specimens. 

"115.  Oath  of  invention. 

"116.  Joint  inventors. 

"117.  Death  or  incapacity  of  inventor. 

"119.  Benefit  of  earlier  filing  date  in  foreign  country ;  right  of  priority. 

"120.  Benefit  of  earlier  filing  date  in  the  United  States. 

"122.  Public  availability,  publication  and  confidential  status  of  application. 

"§  111.  Application  for  patent 

"(a)  An  application  for  patent  may  be  filed  by  any  person  claiming  to  have 
invented  the  subject  matter  sought  to  be  patented,  or  his  assignee  or  other 
successor  in  title.  The  application  shall  be  made  in  writing  to  the  Commis- 
sioner, shall  be  signed  by  the  applicant  and  include  the  name  of  each  person 
believed  to  have  made  an  inventive  contribution,  and  shall  be  accompanied  by 
the   prescribed  fee.  An  application  filed   by    a    person    not    the  inventor    shall 
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inchule.  at  the  time  of  filinji.   ii   st;itenieiit  of  the  facts  siiiiportiu;;  the  allega- 
tion of  assijninient  and  ownership  of  tlie  snhject  matter  sought  to  be  patented. 
"(h)   An  application  for  patent  shall  include — 

'•(1)  a  specification  as  prescribed  by  section  112  of  this  chapter; 

"(2j  a  drawing  as  prescribed  by  section  113  of  this  chapter; 
and 

••(3)  an  oath  as  prescribed  by  section  115  of  this  chapter. 

"((•)  When  the  application  is  signed  by  or  on  behalf  of  the  assignee,  or 
other  successor  in  title,  he  shall,  within  thirty  days  after  filing  an  applica- 
tion for  patent,  serve  a  copy  of  the  application  on  the  inventor  along  with  a 
statement  calling  the  inventor's  attention  to  the  provisions  of  subsection  (d) 
of  this  section.  Service  may  be  affected  by  mailing  a  copy  of  the  application 
and  statement,  by  first-class  mail,  to  the  last  known  address  of  the  inventor. 
Failure  to  serve  a  copy  of  the  application  and  statement  on  the  inventor 
within  thirty  days  shall  result  in  abandonment  of  the  application.  The  Com- 
missioner may  by  regulation  require  proof  of  such  service,  and  may  extend 
the  thirty-d:iy  period  or  waive  the  requirement  for  service  upon  a  showing  of 
sufficient  cause. 

'•(d)  An  inventor,  within  a  time  prescribed  by  the  Commissioner,  may  fur- 
nish a  verified  written  notice  to  the  Commissioner  alleging  that  the  applicant 
is  not  the  assignee  of  the  subject  matter  of  the  application  as  required  by  sub- 
section (a)  of  this  section.  The  Commissioner,  in  accordance  with  such  regula- 
tions as  he  establishes  and  on  the  applicant's  compliance  with  the  require- 
ment of  this  title,  shall  issue  a  patent  to  the  inventor  filing  such  written 
notice,  without  prejudice  to  later  judicial  proceedings,  unless  the  notice  is 
witlidrawn  by  the  inventor  or  the  applicant  records  in  the  Patent  Office  an 
assignment  by  the  inventor,  or  in  lieu  thereof,  files  a  written  statement  by 
tlie  inventor  consenting  to  the  filing  of  the  application  by  and  the  issuance  of 
the  patent  to  the  applicant. 

"(e)  Notice  to  the  Commissioner,  in  a  manner  prescribed  by  regulations, 
of  a  final  decision  in  a  judicial  proceeding  in  a  court  having  jurisdiction 
thereof,  from  which  no  appeal  has  or  can  be  talcen.  that  an  applicant  is  tlie 
assignee  or  owner  of  the  subject  matter  of  the  application  shall  constitute  an 
assignment  to  such  applicant  of  his  application  therefor. 

"§  112.  Specification 

"(a)  The  specification  shall  contain  a  written  description  of  the  subject 
matter  sought  to  be  patented ;  of  the  manner  and  process  of  making  and 
nsing  it,  in  such  full,  clear,  concise,  and  exact  terms  as  to  enable  any  person 
skilled  in  the  art  to  which  it  pertains,  or  with  which  it  is  most  nearly  con- 
nected, to  make  and  use  the  same ;  and  of  all  its  novel  or  unexpected  proper- 
ties or  results,  and  all  its  substantially  superior  known  or  obvious  properties 
or  results,  on  which  patentability  is  to  be  based  or  upheld.  The  specification 
shall  include  each  date  or  dates  of  invention,  for  each  claim  thereof,  on 
which  the  applicant  intends  to  rely,  including  any  date  of  reduction  to  practice. 
Tlie  specification  shall  further  include  as  a  separate  portion  thereof,  desig- 
nated as  such,  a  description  of  the  best  modes  known  or  contemplated  by  the 
inventor  and  applicant  of  making,  using,  and  commercially  working  the  subject 
matter  sought  to  be  patented,  together  with  all  know-how  known  to  the  inven- 
tor and  applicant  necessary  or  commercially  requisite  to  make  use,  and  work 
the  same.  The  primary  examiner  may  require  the  applicant  to  support  any 
factual  assertion  with  empirical  data  and  by  an  affidavit  from  an  affiant 
with  i)ersonal  knowledge  of  the  facts  thereof. 

"(b)  Tlie  specification  shall  specifically  note  what  is  known  to  the  inventor 
and  applicant  to  be  conventional  or  old,  or  which  is  obvious  therefrom  and 
it  sliall  conclude  with  one  or  more  claims  particularly  pointing  out  and  dis- 
tinctly claiming  the  subject  matter  which  the  inventor  regards  as  his  inven- 
tion. Any  new  use  of  a  known  machine,  manufacture,  composition  of  matter, 
or  material  must  be  claimed  as  a  process  (as  defined  in  section  100(b)  of  this 
title),  and  may  not  be  claimed  as  a  machine,  manufacture,  or  other  product. 
The  claim  or  claims  must  include  only  matter  set  forth  in  the  remainder  of 
the  specification.  Tlie  range  of  e(inivalents  to  which  any  element  of  any  claim 
sliall  be  accorded  shall  be  that  expressly  set  forth  in  the  specification  as  relat- 
ing thereto.  A  claim  may  be  written  in  independent  or,  if  tlie  nature  of  tlie 
case  admits,   in  dependent   form.  If  the  claim   is   in  dependent  form,   it  shall 
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be  construed  to  include  all  the  limitations  of  the  claim  incorporated  by  refer- 
ence into  the  dependent  claim. 

"(c)  An  element  in  a  claim  for  a  combination  may  be  expressed  as  a  means 
or  step  for  performing  a  specified  function  without  the  recital  in  the  claim  of 
structure,  material,  or  acts  in  support  thereof,  and  such  claim  shall  be  con- 
strued to  cover  the  corresponding  structure,  material,  or  acts  described  in  the 
specification. 

"(d)  Where  the  nature  of  the  case  admits,  any  independent  claim  shall 
contain,   in  the  following  order : 

"(1)  a  preamble  including  a  description  of  all  the  elements  or  steps  of 
the  claimed  subject  matter  which  are  conventional  or  old, 

"(2)    a  phase  such  as  'wherein  the  improvement  comprises,'  and 
"(3)    those   elements,    steps,    and/or    relationships    among   them   and/or 
between  them  and  the  elements  or  steps  set  forth  in  the  preamble,  which 
constitute  that  portion  of  the  subject  matter  of  the  claim  embodying  the 
inventive  contribution. 
Xo  claim  shall   consist  of  a   mere  aggregation   of  a   number   of   old  parts   or 
elements,  or  steps,  some  or  all  of  which,  in  the  aggregation,  perform  or  pro- 
duce, or  act  together  to  perform  or  produce,  no  new  or  different  function  or 
operation  than  that  theretofore  performed  or  produced  by   such  old  parts   or 
elements,   or  steps.  Where  an  improvement  is  in   one  part   or   element   of   an 
old  combination,  or  step  of  an  old  process,  the  improvement  shall  be  claimed 
as  such  and  shall  not  he  claimed  as  a  combination   with  other  old  parts   or 
elements,   or  steps,   which  perform  no  new  function  in   the  combination. 

"(e»  When  the  subject  matter  sought  to  be  patented  relates  to  a  process 
involving  the  action  of  a  micro-organism  not  already  known  and  available 
to  the  public  or  to  a  product  of  such  a  process,  the  written  description  re- 
quired by  subsection  (a)  of  this  section  shall  be  sufficient  as  to  said  micro- 
organism,  if — 

"(1)  not  later  than  the  date  that  the  United  States  application  is  filed, 
an  approved  deposit  of  a  culture  of  the  micro-organism  is  made  by  or  on 
behalf  of  the  applicant  or  his  predecessor  in  title,  and 

"(2)  the  written  description  includes  the  name  of  the  depository  and 
its  designation  of  the  approved  deposit  and,  taken  as  a  whole,  is  in  such 
descriptive  terms  as  to  enable  any  person  skilled  in  the  art  to  which 
such  subject  matter  pertains  to  make  and  use  the  best  mode  known  or 
contemplated  by  the  inventor  and  applicant  of  making,  using,  and  com- 
mercially working  the  same. 

An  apiiroved  deposit  shall  be  a  deposit  which — 

"(1)  is  made  in  any  public  depository  in  the  United  States  which  shall 
have  been  designated  for  such  deposits  by  the  Commissioner  of  Patents 
by   publication,   and 

"(2)  is  available,  except  as  otherwise  prohibited  by  law,  in  accordance 
with  .such  regulations  as  may  be  prescribed, 

"(A)  to  the  public  upon  issuance  of  a  United  States  patent  to  the 
applicant  or  his  predecessor  or  successor  in  title  which  refers  to  such 
deposit,  or 

"(B)  prior  to  publication  of  said  patent,  as  specified  in  section  122 
of  this  title. 
"(f)  For  the  dissemination  of  information  and  other  purposes,  the  Com- 
missioner, in  accordance  with  such  regulations  as  he  establishes,  may  require 
;i  brief  abstract  of  all  or  part  of  the  application.  The  abstract  shall  not  be 
used  for  interpreting  the  scope  of  any  claims  of  a  patent,  nor  shall  it  affect 
in  any  way  the  validity  or  infringement  of  the  patent. 

"§  llo.  Drawings 

"When  the  nature  of  the  case  admits,  the  applicant  shall  furnish  a  drawing. 
"§  IIJ/.  Models,  specimens 

"(a)  The  primary  examiner  may  require  the  applicant  to  furnish  a  model 
of  convenient  size  to  exhibit  advantageously  the  several  parts  of  the  subject 
matter  sought  to  be  patented. 

"(b)  The  primary  examiner  may  also  require  the  applicant  to  furnish  speci- 
mens or  ingredients  for  the  purpose  of  inspection  or  experiment. 
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"(c)  For  the  purpose  of  carryiiisi  into  effect  the  provisions  of  this  title 
with  respect  to  uny  drni;  or  sul>ject  matter  for  niiich  therapeutic  utility  is 
asserted  by  tlie  applicant,  the  Commissioner  of  the  P\)od  and  Drug  Administra- 
tion shall,  upon  request  of  the  Patent  Office  and  notwithstanding  any  other 
provision  of  law : 

"(1)  furnish  all  information  of.  and  available  to,  the  Food  and  Drug 
Adniinistratiou, 

"(2)  conduct  through  the  appropriate  bureau  or  division  of  the  Food 
and  Drug  Administration  research  upon  special  problems  (including 
evaluation  of  the  utility,  safety,  or  efficacy  of  such  drugs),  and 

"(3)  detail  to  the  Patent  Office  officers  and  employees  of  the  Food  and 
Drug  Administration  as  may  be  necessary  t(j  accomplish  the  purposes  of 
this  title. 

"§  115.  Oath  of  invention 

"(a)  The  inventor,  the  applicant,  if  not  the  inventor,  and  each  of  the  agents, 
or  attorneys  or  other  persons  recognized  under  section  31  of  this  title  who 
participated  in  the  preparation  or  prosecution  of  the  application,  or  in  any 
other  proceeding  before  the  l*atent  Office,  has  an  uncompromising  duty  to  act 
with  the  highest  degree  of  candor  and  good  faitli  toward  the  Patent  Office 
and  to  disclose  to  the  Patent  Office  (i)  all  information  known  to  him  con- 
concerning  possible  fraud  or  inequitableness  underlying  the  application  in 
issue  and  (ii)  all  information  known  to  him  necessary  to  make  the  applica- 
tion as  a  whole  not  misleading.  Additionally  : 

"(1)  Each  inventor,  at  the  time  the  application  is  filed,  shall  make  oath 
that  he  believes  himself  to  be  the  original  and  first  inventor,  and  that  he  is 
aware  of  no  prior  public  use  or  other  material  information  which  would  ad- 
versely affect  the  issuance  of  the  patent  to  the  applicant ;  and  shall  state  of 
what  country  he  is  a  citizen.  The  inventor,  after  the  notice  of  allowance,  shall 
reaffirm  the  original  oath  and  further  make  (jath  that  he  is  aware  of  no  prior 
art  or  other  information  that  he  in  good  faith  believes  to  be  more  perti- 
nent than  that  considered  by  the  Patent  Office.  In  an  application  for  patent 
for  an  invention  naming  two  or  more  inventors,  each  inventor  shall  specif- 
ically identify  to  which  claim  or  claims  he  had  made  an  inventive  contribu- 
tion. 

"(2)  Each  applicant,  if  he  is  not  the  inventor,  shall  himself,  or,  in  the  case 
of  a  corporation  or  other  business  entity  not  a  natural  person,  by  one  or  more 
directors,  officers,  employees,  or  agents  thereof  who  has  knowledge  of  the 
subject  matter  covered  by  the  oath  and  with  authority  to  make  an  oath  on 
behalf  of  the  applicant,  shall,  after  notice  of  allowance,  make  oath  that  he 
has  no  reason  to  believe  the  inventor  not  to  be  the  original  and  first  inventor, 
that  he  is  aware  of  no  prior  art  that  he  in  good  faith  believes  to  be  moi'e 
pertinent  than  that  considered  by  the  Patent  Office,  and  that  he  is  aware  of 
no  prior  public  u.se  or  other  material  information  which  would  adversely 
affect  the  issuance  of  the  patent  to  him ;  such  oath  shall  verify  the  statement 
of  facts  supporting  the  allegation  of  ownership  of,  or  the  right  otherwise 
to  file  an  application  for,  the  subject  matter  .sought  to  be  patented. 

"(3)  Each  agent,  attorney,  or  other  person  recognized  under  section  31  of 
this  title  who  participated  in  the  preparation  or  prosecution  of  the  application 
as  shall  be  required  by  the  Commissioner  for  purposes  of  carrying  out  this 
section  shall,  after  notice  of  allowance,  file  a  statement  that  he  has  no  reason 
to  believe  the  inventor  not  to  be  the  original  and  first  inventor,  that  he  is 
aware  of  no  prior  art  that  he  in  good  faith  believes  to  be  more  pertinent  than 
that  considei-ed  by  the  Patent  Office,  and  that  he  is  aware  of  no  prior  public 
use  or  other  material  information  which  would  adversely  affect  the  issuance 
of  the  patent  to  the  applicant. 

"(b)  The  Connnissioner  shall  prescribe  such  rules  and  regulations  as  may 
be  necessary  or  proper  for  carrying  out  the  purposes  of  (his  section,  including 
the  form  and  content  of  any  oath  and  statement  herein  required. 

"(c)  Whenever  an  inventor,  applicant,  agent,  attorney,  or  other  person 
recognized  under  section  31  of  this  title  refuses  to  execute  any  oath  or  state- 
ment reciuired  by  subsection  (a)  of  this  section,  or  cannot  be  found  or  reached 
after  diligent  effort,  the  inventor  or  a  person  to  whom  the  inventor  has 
assigned  or  agreed  in  writing  to  assign  the  suliject  matter  sought  to  be 
patented,  or  who  otherwise  shows  sufficient  proprietary  interest  in  the  matter 
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.iustifvinc  such  action,  shall  file  iu  lieu  of  said  oath  or  statement  an  affidavit 
proving  tlie  pertinent  facts  and  showing  that  such  action  is  necessary  to  pre- 
serve his  rights  or  to  prevent  irreparable  damage. 

"(d)  The  applicant  of  an  application  filed  pursuant  to  section  117  of  this 
title  shall  make  the  oath  required  by  subsection  (a)  of  this  section,  so  varied 
in  form  that  it  can  be  made  by  him. 

"(e)  Every  oath  or  statement  required  by  subsection  (a)  of  this  section 
shall  be  submitted  not  later  than  the  time  of  payment  of  the  fee  required 
under  the  provisions  of  section  151(a)  of  this  title. 

"§  116.  Joint  inventors 

"(a)  When  two  or  more  persons  have  made  inventive  contributions  to 
suliject  matter  claimed  in  an  application,  they  'shall  apply  for  a  patent  jointly 
and  each  sign  the  application  and  make  the  required  oath,  or,  if  the  applica- 
tion is  filed  by  some  other  person  having  the  right  to  do  so,  they  shall  be 
named  as  the  inventors. 

"(b)  In  an  application  for  patent  naming  two  or  more  inventors,  it  shall 
not  be  necessary  for  each  person  named  as  an  inventor  to  be  a  joint  inventor 
(if  the  subject  matter  asserted  in  any  claim. 

"(c)  If  a  joint  inventor  refuses  to  join  another  inventor  in  an  application 
for  patent,  or  cannot  be  found  or  reached  after  diligent  effort,  the  applica- 
tion may,  subject  to  the  requirements  of  section  111  of  this  title,  be  made  by 
the  other  inventor  on  liehalf  of  himself  and  the  omitted  inventor.  The  Patent 
Office,  in  such  proceedings  as  the  Commissioner  shall  by  regulation  prescribe 
and  after  notice  to  the  omitted  inventor  as  he  prescribes,  may  grant  a  patent 
to  the  inventor  making  the  application,  subject  to  the  same  rights  which  the 
omitted  inventor  would  have  had  if  he  had  been  joined.  The  omitted  inventor 
may  subsequently  join  in  the  application. 

"§  117.  Death  or  incapacity  of  inventor 

"Legal  representatives  of  deceased  inventors  and  of  those  under  legal  in- 
capacity may  make  application  for  patent  upon  compliance  with  the  require- 
ments and  on  the  same  terms  and  conditions  applicable  to  the  inventor,  and 
may  proceed  on  behalf  of  the  inventor  under  the  provisions  of  section  111(d) 
of  this  title. 

"§  119.  Benefit  of  earlier  filing  date  in  foreign  country;  right  of  priority 

"(a)  If  an  applicant  seeks  to  obtain  a  patent  on  subject  matter  disclosed  in 
an  application  previously  filed  in  a  foreign  country,  he  shall,  subject  to  the 
provisions  of  this  section,  be  entitled  to  such  earlier  foreign  filing  date,  if — 

"(1)  such  foreign  application  was  filed  by  the  applicant,  or  the 
predecessor  or  successor  in  title  thereto ;  and 

"(2)  the  subject  matter  common  to  the  two  applications,  and  on  which 
the  applicant  seeks  a  United  States  patent,  was  expressly  disclosed  in 
such  foreign  application  in  the  manner  required  by  section  112(a)  of 
this  chapter ;   and 

"(3)  the  subject  matter  of  the  two  applications  has  the  same  inventor 
for  the  common  claims  thereof ;  and 

"(4)  the  application  filed  in  the  United  States  was  filed  within  twelve 
months  after  the  earliest  date  on  which  such  foreign  application  was 
filed :    and 

"(5)  such  foreign  application  was  regularly  filed  in  a  foreign  country 
which  affords  similar  privileges  in  the  case  of  applications  filed  in  the 
United  States  or  to  citizens  of  the  United  States. 

"(b)  No  application  shall  be  entitled  to  a  right  of  priority  under  this  sec- 
tion unless  a  claim  therefor  is  made  in  the  specification  at  the  time  of  filing 
the  application,  and  a  certified  copy  of  the  original  foreign  application, 
specification,  and  drawings,  upon  which  it  is  based  is  filed  in  accordance  with 
regulations  established  by  the  Commissioner,  not  later  than  the  time  of  pay- 
ment of  the  fee  specified  in  section  151  of  this  title.  An  applicant  shall  not 
Ite  required  to  file  such  certified  copy  earlier  than  three  months  after  the 
actual  filing  date  of  the  application  in  the  United  States.  Certification  shall 
Ite  made  by  the  Patent  Office  of  the  foreign  country  in  which  filed  and  show 
the  date  of  the  application  and  of  the  filing  of  tlie  specification  and  other 
papers.  The  Commissioner  may   require  translation  of  the  papers  filed  if  not 
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in  the  English  hmguage  and  such  other  information   as  lie  deems   necessary. 

"(c)  In  like  manner  and  subject  to  the  same  conditions  and  requirements, 
the  right  provided  in  this  section  may  be  based  upon  a  subsequent  regularly 
filed  application  in  the  same  foreign  country  instead  of  the  first  filed  foreign 
application :  Provided,  That  any  foreign  application  filed  prior  to  such  sub- 
sequent application  has  been  withdrawn,  abandoned,  or  otherwise  disposed 
of  without  having  been  laid  open  to  public  inspection  and  without  leaving 
any  rights  outstanduig,  and  has  not  served,  nor  thereafter  shall  serve,  as  a 
basis  for  ciainiing  a   right  of  priority. 

"(d)  When  the  application  claiming  priority  under  this  section,  discloses 
.subject  matter  relating  to  a  process  involving  the  action  of  a  micro-organism 
not  already  known  and  available  to  the  public  or  to  a  product  of  such  a 
process  and  an  approved  deposit  is  made  imder  section  112(e)  of  this  title, 
the  approved  deposit  sliall  be  considered  to  have  been  made  on  the  earliest 
date  that  an  application  in  a  foreign  country,  the  priority  of  which  is  being 
claimed,  contains  a  reference  identifying  a  deposit  of  the  same  micro-organism 
made  in  a  public  depository. 

"(e)  Applications  for  inventors'  certificates  filed  in  a  foreign  country  in 
which  api»licants  have  a  riglit  to  apply,  at  their  discretion,  either  for  a 
patent  or  for  an  inventor's  certificate  shall  be  treated  in  this  country  in  the 
same  manner  and  have  the  same  effect  for  purpose  of  the  right  of  priority 
under  this  section  as  applications  for  patent,  subject  to  the  same  conditions 
and  re(|uirements  of  this  section  as  apply  to  applications  for  patent :  Pro- 
vided. Tliat  such  applicants  are  entitled  to  the  benefits  of  the  Stockholm  Re- 
vision of  the  Paris  Convention  at  the  time  of  such  filing. 

"§  120.  Benefit  of  earlier  filing  date  in  the  United  States 

"(a)  If  an  applicant  seeks  to  obtain  a  patent  on  subject  matter  disclosed 
in  an  application  previ(msly  filed  in  the  United  States,  he  shall,  subject  to  the 
provisions  of  section  104  of  this  title,  be  entitled  to  the  benefit  of  such  earlier 
filing  date,  if — 

"(1)  the  subject  matter  common  to  the  two  applications,  and  on  which 
he  seeks  a  patent  in  the  later  aiiplication,  was  expressly  disclosed,  in  the 
manner  recpiired  by  section  112(a)  of  this  chapter,  in  the  previous  appli- 
cation ;  and 

"(2)  the  subject  matter  of  the  two  applications  has  the  same  inventor 
for  the  common   claims  thereof :   and 

"(3)  the  applicant  specifically  claims  in  the  specification  the  benefit 
of  tlie  date  of  filing  tlie  previous  apitlication  for  the  subject  matter 
claimed  in  the  second  application,  at  the  time  he  files  the  second  appli- 
cation ;  and 

"(4)   the  second  application  is  filed  prior  to  the  earlier  of — 
"(A)   the  patenting  of  the  previous  application,  or 
"(B)   the  abandonment  thereof,   or 
"(C)   the  termination  of  proceedings  therein,  or 

"(D)  the  filing  by  the  applicant  of  an  appeal  under  section  134  of 
this   title  therein,    or 

"(E)  one  year  from  the  public  availability  of  the  subject  matter 
disclosed  in  the  pi'evious  application  under  section  122  of  this  chap- 
ter (or.  in  tlie  case  of  deferred  exjimination  of  the  previous  applica- 
tion, pursuant  to  chapter  18  of  this  title,  one  year  from  the  com- 
mencement of  examination  of  the  previous  application). 

"(1))  Subject  to  the  limitations  of  this  section,  if  the  previous  application 
referred  to  in  subset tion  (a)  of  this  section  is  entitled  to  tlie  benefit  of  the 
date  of  an  application  in  a  foreign  country  under  section  119  of  this  chapter, 
with  respect  to  the  subject  matter  sought  to  be  ])atented  in  the  later  applica- 
tion, then  the  later  application  referred  to  in  subsection  (a)  of  this  secti(ni 
shall  be  entitled  to  the  l)enefit  of  such  date. 

"(c)  When  any  applicant  who  seeks  to  (ihtaiii  the  benefit  of  an  earlier 
filing  date  has  made  any  changes  in  the  specification  of  the  later  application, 
with  respect  to  the  allegedly  common  subject  matter,  the  burden  shall  be  on 
such  a])i)licant  to  ])ersuade  the  OflSce  that  the  subject  Jiiatter  of  such  changes 
was  expressly  disclosed  in  the  previous  aii))lication.  Whenever  the  applicant 
includes  new  matter  in  an  application,  for  which  he  seeks  the  l)enefit  provided 
by   subsection    (a)    of   this   sectidii.   the   applicant    shall   iiarticularly  point  out 
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whatever  new  matter  he  adds,  designated  as  such,  in   a  separate  portion  of 
the  specification;    and    such    matter    shall  not    enjoy  the    benefit  provided  by 
said  subsection. 
"§  122.  Piiblic  availabiliti/,  puhlication,  and  confidential  status  of  application 

"(a)  The  Commissioner  shall,  prior  to  the  date  of  first  examination,  in 
accordance  witli  such  regulations  as  he  may  prescribe,  promptly  index  and 
make  availaltle  for  pul)lic  inspection  and  copying  all  pending  applications  for 
patent,  and  any  papers  filed  during  the  prosecution  thereof,  except  as  pro- 
vided in  subsection  (b)  of  this  section.  Abandoned  patent  applications,  and 
any  papers  filed  during  the  prosecution  thereof,  shall  be  indexed  and  main- 
tained available  for  public  inspection  and  copying. 

"(b)  The  Commissioner  may  keep  such  pending  applications  and  papers 
(including  new  matter  in  continuing  applications  as  designated  by  the  appli- 
cant pursuant  to  section  120(c)  of  this  chapter)  secret  until  completion  of 
review,  if  any,  of  the  application,  pursuant  to  section  181  of  this  title.  No 
such  period  of  secrecy  shall  exceed  six  months  from  the  actual  filing  date  of 
the  application  in  the  United  states,  or,  in  the  case  of  new  matter  in  a  con- 
tinuing application  (designated  as  new  matter  by  the  applicant  pursuant  to 
section  120(c)  of  this  chapter),  six  months  from  the  date  of  filing  said  con- 
tinuing application,  unless  the  application  has  been  ordered  to  be  kept  .secret 
pursuant   to  section   181   of  this   title. 

'•(c»  Under  regulations  prescribed  by  the  Commissioner,  a  pending  applica- 
tion for  patent  shall  be  published  promptly  after  such  application  is  made 
available  for  public  inspection  and  copying  pursuant  to  subsection  (a)  of 
this  section.  Wliere  necessary  to  correct  formal  defects,  action  may  be  taken 
under  sections  132  and  133  of  this  title  to  place  the  application  in  condition 
for  publication. 

••chapter     1-2. EXAMINATION    OF    APPLICATION 

"Sec. 

"131.  Examination  of  application. 

"132.  Examination  proceedings. 

"133.  Time  for  prosecuting  application. 

"134.  Appeal  to  the  Board  of  Appeals. 

"13.J.  Examination  or  reexamination  on  the  basis  of  patents,  publications,  or 

information,  cited  or  furnished  by  others. 
"1.30.  Procedures  in  priority  of  invention  contest. 
"137.  Participation  of  parties. 
"138.  Effect  of  proceedings  before  Patent  Office. 
•'139.  Settlement  agreements. 
"140.  Burden  of  persuasion. 

'•§  131.  Examination  of  application 

"(a)  The  Commissioner  shall  cause  an  examination  to  be  made  of  the 
application  and  the  subject  matter  sought  to  be  patented,  in  an  examination 
proceeding,  as  specified  in  section  132  of  this  chapter.  If  on  such  examination 
it  appears  that  the  applicant  is  entitled  to  a  patent  under  the  law,  the  Com- 
missioner shall  issue  a  patent  therefor. 

"(b)  Tlie  applicant  shall,  pursuant  to  such  rules  and  within  such  time  as 
the  Commissioner  shall  prescribe,  submit : 

"(1)  copies  of  or  citations  to  those  patents,  publications,  or  other  prior 
art  or  evidence  of  the  state  of  the  art  which  the  applicant  has  considered 
in  connection  witli  such  application  for  patent,  the  disclosure  of  which  is 
necessary  to  make  the  application  as  a  wliole  not  misleading;  and 

"(2)  an  explanation  as  to  why  tlie  claims  in  such  application  are 
patentable  over  such  matter. 

Tlie  applicant  shall,  if  he  considered  no  specific  prior  art  in  connection  with 
his  application,  submit  a  statement  to  that  effect  and  an  explanation  as  to 
wliy  he  lielieves  that  the  claims  in  such  application  are  patentable.  In  any 
proceeding  in  which  alleged  fraud  or  misuse  is  predicated  upon  failure  to 
comply  with  tins  subsection,  the  burden  of  proof  shall  be  upon  the  party 
asserting  such  fraud  or  misuse. 

"§  182.  Examination  proceedings 

"(a)  The  Commissioner  shall  provide  for  the  assignment  of  applications  to 
primary    examiners,  in    accordance    with    sucli    general   system    of    tecluiical 
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classification  of  patentable  subject  matter  as  the  Commissioner  shall  establish 
and  publish.  The  primary  examiner  shall  be  the  presiding  officer  in  the  exami- 
nation proceeding.  He  shall  examine  the  specification  and  claims  therein,  or 
cause  them  to  be  examined  in  the  first  instance  by  another  examiner,  and 
shall  determine  whether  the  subject  matter  sought  to  be  patented  is  patent- 
alile.  The  primary  examiner  may  at  any  time  request  the  Public  Counsel  to 
intervene  and  participate  in  any  proceeding. 

"(b)  Whenever,  in  an  examination  proceeding,  the  primary  examiner  grants 
or  rejects  any  claim  of  an  application,  makes  any  objection  or  requirement, 
or  renders  any  other  decision,  he  shall  notify  all  parties  of  record.  If,  after 
service  of  such  decision,  any  party  of  record  requests  reexamination,  with  or 
without  amendment,  the  primary  examiner  shall  reexamine  the  application 
and  render  a  decision.  The  examiner  may  decline  to  reexamine  the  applica- 
tion after  having  once  reexamined  it  at  the  instance  of  the  party  of  record 
requesting  such  reexamination. 

"(c)  All  decisions  by  a  primary  examiner  shall  be  a  written  part  of  the 
record  in  the  OflSce,  and  shall  include : 

"(1)  findings  and  conclusions,  and  the  reasons  or  basis  therefor,  on  all 
material  issues  of  fact,  law,  or  discretion  presented ;  and 

"(2)   an   appropriate   order;    and 

"(3)  such  information  and  references  as  the  primary  examiner  may 
deem  useful  to  the  applicant  in  evaluating  the  desirability  of  continuing 
the  prosecution  of  the  application ;  and 

"(4)  a  complete  narrative  report  of  all  matters  discussed  in  personal 
meetings,  telephone  discussions,  or  other  communications  between  an 
examiner  and  an  applicant,  or  his  representatives,  relating  to  the  patent 
application  under  examination. 

Statements  of  reasons  may  be  long  or  short  as  the  nature  of  the  case  may 
require. 

"(d)  No  amendment  shall  introduce  new  matter  into  the  disclosure  of  the 
invention.  Whenever  any  change  is  made  in  the  disclosure,  the  burden  shall 
be  on  the  applicant  to  persuade  the  Office  that  the  matter  is  not  new. 

"(e)  The  applicant  may  present  amended  or  new  claims  for  reexamination 
of  his  application,  but  no  such  claims  shall  materially  enlarge  the  scope  of 
the  claims  of  the  application.  Nothing  contained  in  this  subsection  shall  pre- 
clude any  applicant  from  utilizing  the  procedures  permitted  by  section  120 
of  this  title. 

"(f)  If  the  subject  matter  sought  to  be  patented  in  an  application  appears 
to  relate  to  two  or  more  classes  of  patentable  subject  matter,  as  established 
pursuant  to  subsection  (a)  of  this  section,  or  if  the  needs  of  administration 
of  the  Office  otherwise  appear  so  to  require,  the  Commissioner  may  require 
examination  by  two  or  more  primary  examiners,  for  which  additional  exami- 
nation the  Commissioner  may  prescribe  additional  examination  fees  in  ac- 
cordance with  section  41(a)  of  this  title. 

"§  133.  Time  for  prosecuting  application 

"Upon  failure  of  the  applicant  to  prosecute  the  application  within  six 
months  after  any  action  therein,  of  which  notice  has  been  given  or  mailed  to 
the  applicant,  or  within  such  shorter  time,  not  less  than  one  month,  as  fixed 
by  the  primary  examiner  in  such  action,  the  application  shall  be  regarded  as 
abandoned,  unless  it  be  shown  to  the  satisfaction  of  the  primary  examiner 
that  such  delay  was  unavoidable. 

"§  tSJ^.  Appeal  to  the  Board  of  Appeals 

"(a)  The  appeal  from  any  final  decision  of  the  primary  examiner  shall 
be  to  the  Board  of  Appeals.  The  Public  Counsel  shall  be  responsible  for 
briefing  and  arguing  the  case  before  the  Board  of  Api)eals  in  respect  to  any 
appeal  taken  by  any  applicant,  except  in  respect  to  priority  of  invention  con- 
tests pursuant  to  section  136  of  this  chapter,  in  which  case  participation  of 
the  Public  Counsel  shall  be  at  his  discretion. 

"(b)  If  any  appeal  is  taken  to  the  Board  of  Appeals,  the  primary  examiner 
ma.v,  within  such  time  as  the  Commissioner  ma.v  by  regulation  prescribe,  pre- 
pare a  legal  opinion  elaborating  and  explaining  the  decision  and  statement 
made  by  him  pursuant  to  section  132  of  this  cliapter.  The  primary  examiner 
shall  not,  in  any  appeal,  otherwise  appear  before  tlie  Board  of  Appeals. 
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"(c)  In  any  proceeding  before  the  Board  of  Appeals,  any  party  may  intro- 
duce into  the  record  any  patents,  publications,  or  other  evidence  of  the  state 
of  the  art  not  previously  made  part  of  the  record ;  and  may  seek  to  reverse 
the  decision  of  the  primary  examiner  on  the  basis  thereof.  The  Board  may 
consider  the  patentability  of  any  claim  in  the  application,  de  novo,  or  remand 
any  proceeding  to  the  primary  examiner  for  reconsideration  in  the  light  of 
such  or  other  further  information,  including  any  adduced  by  the  Board,  sua 
sponte. 

"(d)  Proceedings  before  the  Board  of  Appeals  shall  be  open  to  the  public 
and  a  transcript  of  any  hearing  shall  be  kept.  The  Board  of  Appeals  shall  ren- 
der a  written  decision  which  shall  be  entered  of  record  and  govern  further 
proceedings  in  the  case.  The  decision  of  the  Board  shall  constitute  final  ad- 
ministrative action  by  the  Office. 

"§  135.  Examination  or  reexamination  on  the  basis  of  patents,  publications, 
or  information  cited  or  funishcd  by  others 

"(a)  Any  party  or  other  person  may,  after  an  application  for  patent  be- 
comes publicly  available  under  section  122  of  this  title  and  until  notice  of 
allowance  of  a  patent  thereon,  notify  the  Commissioner  of  patents,  publica- 
tions, other  documentary  or  tangible  evidence  of  the  state  of  the  art,  or  any 
other  information,  which  may  have  a  bearing  on  the  patentaJnlity  of  any 
claim  of  said  patent  application,  together  with  any  explanation  thereof  which 
such  person  deems  appropriate. 

"(b)  The  Commissioner  shall  cause  the  claims  of  the  patent  application  to 
be  examined  or  reexamined  by  the  primary  examiner  in  the  light  of  matter 
submitted  pursuant  to  subsection  (a)  of  this  section,  in  such  proceedings  as 
the  Commissioner  shall  by  regulation  establish.  In  any  such  proceeding,  the 
primary  examiner  shall  determine  the  patentability  of  the  subject  matter, 
pursuant  to  section  132  of  this  chapter. 

"(c)  The  Commissioner  shall  inform  the  applicant  of  the  receipt  of  a  notice 
under  this  section,  not  later  than  one  month  after  the  receipt  thereof.  The 
applicant  may  present  amended  or  new  claims  for  such  examination  or  re- 
examination, but  no  such  claims  shall  enlarge  the  scope  of  the  claims  of  the 
application.  Failure  of  the  applicant  to  prosecute  in  accordance  with  section 
133  of  this  title  shall  result  in  the  abandonment  of  his  application.  No  patent 
shall  issue  until  completion  of  the  examination  or  reexamination  of  any  such 
application. 

"(d)  The  party,  or  other  person,  making  the  notification  under  subsection 
(a)  of  this  section  may  participate  as  a  party  in  the  examination  or  reexami- 
nation proceeding,  unless  he  elects  not  to  be  identified.  In  such  case,  the 
Patent  Office  shall  give  no  information  concerning  the  identity  of  such  per- 
son, without  his  authority,  unless  such  information  is  necessary  to  carry  out 
the  provisions  of  an  Act  of  Congress  or  by  reason  of  such  special  circum- 
stances, as  may  be  determined  by  the  Commissioner  to  effectuate  the  pur- 
poses of  this  title. 

"§  136.  Procedures  in  priority  of  invention  contest 

"(a)  Whenever  there  are  two  or  more  pending  applications  naming  different 
inventors  and  claiming  the  same  or  substantially  the  same  subject  matter, 
the  patent  shall  ordinarily  be  issued  on  the  application  having  the  earliest 
actual  filing  date  in  the  United  States,  if  such  application  is  otherwise  allow- 
able, and  any  applications  having  later  actual  filing  dates  in  the  United 
States  with  respect  to  such  subject  matter  shall  be  rejected  on  the  basis  of 
such  patent. 

"(b)  The  priority  of  invention  between  or  among  applications  subject  to 
sub.section  (a)  of  this  section  shall  be  determined  by  the  primary  examiner 
in  a  proceding  in  accordance  with  such  rules  as  the  Commissioner  shall 
establish,  if : 

"(1)   the  later  filed  application  is  otherwise  allowable; 
"(2)   the  applicant  therefor  makes  a  prima  facie  showing  of  invention, 
as  the  same  is  defined  pursuant  to  section  104  of  this  title,  with  respect 
to  the  date  of  invention  stated  pursuant  to  section  112(a)    of  this  title; 
and 

"(3)  such  applicant  offers  to  present  evidence  in  support  of  such  show- 
ing, within  such  time  as  the  Commissioner  shall  prescribe  by  rules,  after 
rejection  of  his  claims. 
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"(c)(1)  Subject  to  paragraph  (2)  of  this  subsection,  whenever  an  other 
wise  allowable  claim  of  an  application  is  for  the  same  or  substantially  the 
same  subject  matter  as  a  claim  of  an  issued  patent  havini?  an  actual  filing 
date  in  the  United  States  later  than  that  of  such  application,  or  such  appli- 
cation discloses  subject  matter  over  which  a  claim  of  such  patent  is  unpatent 
able,  the  primary  examiner  shall,  on  his  own  or  any  party's  motion,  initiate 
a  proceedins  t<i  determine  priority  of  invention. 

'•(2)  No  claim  for  tlie  same  or  substantially  the  same  subject  matter  as  a 
claim  of  an  issued  patent  shall  be  allowed  unless  such  claim  is  made  within 
one  year  after  the  date  on  which  the  patent  was  jrranted.  Nothing  contained 
in  this  paragraph  shall,  however,  preclude  any  person  from  asserting  the  un- 
patentability to  the  patentee  of  the  subject  matter  of  such  a  claim,  by  reason 
of  the  prior  activity   of  the  applicant. 

"(dl  If  two  or  more  otherwise  allowable  applications  claim  the  same  or 
substantially  the  same  matter  and  have  the  same  actual  filing  date  in  the 
T'nited  States,  or  one  or  more  otherwi.'^e  allowable  applications  and  an  issued 
patent  claim  tlie  same  or  substantially  the  same  subject  matter  and  have  the 
same  actual  filing  date  in  the  I'nited  States,  the  primary  examiner  shall 
initiate  a  jiroceeding  to  determine  priority. 

"(e)  Faihire  of  the  applicant  to  proceed  under  subsections  (b),  (c).  or  (d) 
within  the  time  specified  shall  preclude  such  applicant  from  asserting  priority 
of  invention  with  respect  to  the  subject  matter  claimed  in  the  patent  for  the 
purpose  of  obtaining  a  patent.  Failure  of  the  patentee  to  proceed  under  sub- 
section (c)  or  (d)  of  this  section  within  the  time  specified  shall  operate  to 
cancel  such  claim  from  the  patent,  and  notice  thereof  shall  l)e  endorsed  on 
copies  of  the  specification  of  the  patent  thereafter  distributed  by  the  Patent 
Office. 

"(f)  In  any  proceeding  under  this  section,  the  primary  examiner,  or  any 
party,  may  raise  the  question  of  the  patentability  of  any  claim  which  is  in- 
volved in  the  proceeding,  and  such  question  shall  1)6  determined  in  the  pro- 
ceeding. 

"§  131.  Participation  of  parties 

"Any  party  may  at  any  time  participate  or  intervene  in  any  proceeding 
arising  jiursuant  to  this  title,  or  initiate,  pai-ticipate.  or  intervene  in  any 
appeal  therefrom,  and  thereby  shall  become  a  party  of  record. 

"§  138.  Effect  of  proceedings  before  Patent  Office 

"(a)  A  final  decision  by  the  Patent  Office  adverse  to  a  claim  of  an  issued 
patent  from  which  no  api)eal  or  other  review  has  been  or  can  be  taken  or 
had  shall  constitute  cancellation  of  such  claim  from  the  patent,  and  notice 
thereof  shall  be  endorsed  on  copies  of  the  specification  of  the  patent  there- 
after distributed  by  the  Patent  Office. 

"(b)  Except  as  otherwise  provided  in  this  title,  no  party  or  other  person 
shall  be  foreclosed,  estopped,  or  in  any  way  prejudiced  with  respect  to  the 
assertion  of  any  claim  or  any  defense  in  any  proceeding  in  any  court  by 
reason  of  his,  or  any  other  party's  or  other  person's,  having  proceeded  or 
failed  to  proceed  in  accordance  witli  the  provisions  of  this  title.  Nothing  con- 
tained in  this  title  shall  be  constriied  to  supersede  the  jurisdiction  of  any 
Federal  court  or  agency,  nor  to  make  any  proceeding  before  such  court  or 
agency  subject  to  the  primary  jurisdiction  of  the  Patent  Office. 

"§  139.  Settlement  agreements 

"(a)  Any  agreement  or  undei'standing  between  parties  to  a  proceeding 
under  this  chapter,  including  any  collateral  agreements  referred  to  therein, 
made  in  coniie<*tion  with  or  in  contemplation  of  tlie  termination  of  the  pro- 
ceeding, shall  be  in  writing.  A  copy  thereof  shall  be  filed  in  the  Patent  Office 
before  the  termination  of  the  proceeding  as  between  such  parties.  Tlie  copy 
shall  be  made  jiart  of  the  public  record  of  the  proceeding. 

"(b)  Failure  to  file  such  agreement  or  understanding  shall  render  such 
agreement  or  understanding  and  any  patent  issued  in  connection  with  such 
proceeding  permanently  unenforceal)le. 

"§  l.'iO.  Burden  of  persuasion 

"In  all  proceedings  in  the  I'atent  Office,  the  applicant  shall  have  the  burden 
of  persuading  the  Office  that  a  claim  is  patentable. 
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"chapter    13. — REVIEW   OF   PATENT   OFFICE   DECISIONS 
"Sec. 

"141.  Appeal  to  Court  of  Customs  and  Patent  Appeals. 
"142.  Notice  of  appeal. 
"143.  Proceedings  on  appeal. 
"144.  Decision  on  appeal. 
"14.1.  Civil  action. 

"147.  Appeal  to  the  United  States  Court  of  Appeals  for  the  District  of  Col- 
umbia. 
"§  I'fl.  Appeal  to  Court  of  Customs  and  Patent  Appeals 

"An  appeal  from  a  final  decision  of  the  Board  of  Appeals  may  be  had  by 
any  party  to  tin-  United  States  Court  of  Customs  and  Patent  Appeals.  Any 
such  appeal  shall  be  dismissed  without  prejudice,  however,  if  any  other 
party,  within  twenty  days  after  the  notice  of  appeal  is  filed,  files  notice  with 
the  Commissioner  that  he  elects  to  have  all  further  proceedings  conducted 
as  provided  in  section  145  of  tliis  chapter. 

"§  1^2.  Xotice  of  appeal 

"When  an  appeal  is  taken  to  the  United  States  Court  of  Customs  and 
I'atent  Appeals,  the  appellant  shall  file  in  the  Patent  Office  and  serve  upon  the 
Pulilic  Counsel  and  all  parties  of  record  a  written  notice  of  appeal,  within 
such  time  after  the  date  of  the  decision  appealed  from,  not  less  than  sixty 
days,  as  the  Commissioner  appoints. 

"§  14s.  Proceedings  on  appeal 

"The  Commissioner  shall  transmit  to  the  United  States  Court  of  Customs 
and  Patent  Appeals  certified  copies  of  the  decision  of  the  Board  of  Appeals 
and  of  all  other  necessary  original  papers  and  evidence  in  the  case  specified 
by  the  appellant  or  any  other  party.  The  Public  Counsel  shall  be  responsible 
for  liriefing  and  arguing  the  case  before  the  court  in  respect  to  any  appeal 
taken  by  the  applicant,  except  in  respect  to  priority  of  invention  contests 
pursuant  to  section  136  of  this  title,  in  which  case  participation  of  the  Public 
Counsel  shall  be  at  his  discretion.  The  court  shall,  before  hearing  such  appeal, 
give  notice  of  the  time  and  place  of  the  hearing  to  the  Commissioner,  the 
I'ublic  Counsel,  and  any  parties  of  record. 

"S  lJf4.  Decision  on  appeal 

"The  United  States  Court  of  Customs  and  Patent  Appeals  shall  review  the 
decision  appealed  from  under  section  141  of  this  title.  The  court  may  affirm 
or  set  aside  the  decision  below,  or  remand  the  matter  to  the  Office  for  further 
consideration  in  light  of  other  factors  or  information  that  the  court  deems 
pertinent.  Upon  its  determination  the  court  shall  return  to  the  Commissioner 
a  certificate  of  its  proceedings  and  decision,  which  shall  be  entered  of  record 
in  the  Patent  Office  and  govern  further  proceedings  in  the  case. 

"§  145.  Civil  action 

"Any  final  decision  of  the  Board  of  Appeals  shall  be  subject  to  judicial 
review  by  civil  action  against  the  Commissioner  by  any  party  in  the  United 
States  District  Court  for  the  District  of  Columbia.  Such  action  shall  be  com- 
menced within  such  time  after  such  decision,  not  less  than  sixty  days,  as  the 
Commissioner  appoints.  The  Public  Counsel  shall  be  responsible  for  briefing 
and  arguing  the  case  before  the  court  in  i-espect  to  any  appeal  taken  by  the 
applicant,  except  in  respect  to  priority  of  invention  contests  pursuant  to 
section  136  of  this  title,  in  which  case  participation  of  the  Public  Counsel 
shall  be  at  his  discretion.  In  any  such  proceeding  before  said  district  court, 
any  party  may  introduce  into  the  record  any  publications,  patents,  or  other 
evidence  of  the  state  of  the  art,  or  other  information  not  previously  made 
part  of  the  record ;  and  may  seek  to  reverse  the  decision  of  the  Board  of 
Appeals.  The  court  may  consider  patentability,  de  novo,  or  remand  any  pro- 
ceeding to  the  Patent  Office  for  reconsideration  in  light  of  such  further  in- 
formation. The  court  may  affirm  the  decision  below,  set  aside  the  rejection 
of  any  claims  which  were  rejected  in  the  decision  of  the  Board  of  Appeals, 
reject  the  allowance  of  any  claims  previously  allowed,  or  remand  the  pro- 
ceeding to  the  Patent  Office  for  further  consideration.  Such  adjudication  shall 
be  entered  of  record  in  the  Patent  Office  and  govern  further  proceedings  in  the 
case. 
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"§  Ufl.  Appeal  to  the  United  States  Court  of  Appeals  for  the  District  of 
Columbia 

"(a)  Any  party  dissatisfied  with  the  decision  of  tlie  Court  of  Customs  and 
Patent  Appeals  in  a  proceeding  under  section  141  of  this  title  may  seek  a 
review  thereof  by  the  United  States  Court  of  Appeals  for  the  District  of 
Columbia  Circuit  by  petition  for  the  allowance  of  an  appeal. 

"(b)  Said  court  of  appeals  may  prescribe  rules  governing  time  for  making 
such  petition,  the  practice  and  procedure  on  such  petition,  the  preparation 
of  and  the  time  for  filing  the  transcript  of  the  record  in  such  cases,  and  gen- 
erally to  regulate  all  matters  relating  to  appeals  in  such  cases.  If  said  court 
of  appeals  shall  allow  an  appeal,  the  court  shall  review  the  record  on  appeal 
and  shall  afhrm,  reverse,  or  modify  the  decision  in  accordance  with  law. 

"(c)  No  party  shall  file  a  petition  for  certiorari,  pursuant  to  section  12.56 
of  title  28,  United  States  Code,  unless  he  has  first  filed  a  petition  pursuant 
to  subsections  (a)  and  (b)  of  this  section,  and  it  has  been  denied.  If  such  a 
petition  is  granted,  the  provisions  of  sections  1252  and  1254,  title  28,  United 
States  Code,  shall  govern  any  subseqiient  appellate  review. 

"chapter    14. — ISSUE   OF  PATENT 

"Sec. 

"151.  Issue  of  patent. 

"152.  How  issued. 

"153.  Contents  and  term  of  patent. 

"§  151.  Issue  of  patent 

"(a)  If  it  is  determined  that  an  applicant  is  entitled  to  a  patent  under 
the  law,  a  written  notice  of  allowance  of  the  application  shall  be  given  or 
mailed  to  the  applicant.  The  notice  shall  specify  a  sum,  constituting  the 
issue  fee  or  a  portion  thereof,  which  shall  be  paid  within  three  months  there- 
after. 

"(b)  Upon  payment  of  this  sum  the  patent  shall  issue,  but  if  payment  is 
not  timely  made,  the  application  shall  be  regarded  as  abandoned. 

"(c)  Any  remaining  balance  of  the  issue  fee  shall  be  paid  within  three 
months  from  the  sending  of  a  notice  thereof  and,  if  not  paid,  the  patent  shall 
lapse  at  the  termination  of  the  three-month  period.  In  calculating  the  amount 
of  a  remaining  balance,  charges  for  a  page  or  less  may  be  disregarded. 

"(d)  If  any  payment  required  by  this  section  is  not  timely  made,  but  is 
submitted  with  the  fee  for  delayed  payment  and  sufficient  cause  is  shown  for 
the  late  payment,  it  may  be  accepted  by  the  Commissioner  as  though  no  aban- 
donment or  lapse  had  ever  occurred. 

"§  152.  How  issued 

"Patents  shall  be  issued  in  the  name  of  the  United  States  of  America,  under 
the  seal  of  the  Patent  Ofiice,  and  shall  be  signed  by  the  Commissioner  or  have 
his  signature  placed  thereon,  and  shall  be  recorded  in  the  Patent  Office. 
"§  153.  Contents  and  term  of  patent 

"(a)  Every  patent  shall  contain  a  grant  to  the  applicant,  his  heirs  or 
a.ssigns,  or,  as  provided  in  section  111(d)  of  this  title,  to  the  inventor,  his 
heirs  or  assigns  of  the  right,  during  the  term  of  the  patent,  to  exclude  others, 
pursuant  to  part  III  of  this  title,  from  making,  using,  or  selling  the  patented 
subject  matter  throughout  the  United  States,  referring  to  the  specifications 
for  the  particulars  thereof.  A  copy  of  the  specification  and  drawings  shall 
be  annexed  to  the  patent  and  be  a  part  thereof. 

"(b)  The  term  of  a  patent  shall  expire  twelve  years  from  the  actual  filing 
date  in  the  United  States  or,  if  a  prior  filing  date  under  section  119  of  this 
title  has  been  claimed,  twelve  years  from  such  date :  Provided,  Jwicever,  That 
there  shall  be  added  to  any  such  twelve-year  period  the  period  of  time  during 
which  the  examination  of  the  subject  matter  of  the  application  was  deferred 
pursuant  to  chapter  18  of  this  title.  Notice  of  the  term  of  any  patent  shall  be 
indicated  at  the  beginning  thereof. 

"(c)  The  term  of  a  patent  whose  issuance  has  been  delayed  by  reason  of 
the  ai)plication  having  been  ordered  kept  secret  under  section  181  of  this  title 
shall  be  extended  for  a  period  equal  to  such  delay  in  issuance  of  the  patent 
after  the  notice  of  allowability  referred  to  in  section  183  of  this  title.  The  term 
of  a  patent  shall  be  extended  for  a  period  of  equal  to  the  delay  incurred  due 
to  review  under  section  151  or  152  of  the  Atomic  Energy  Act  of"  1954  (68  Stat. 
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0^3),   or  under  section  305  of   the   National   Aeronautics   and    Space  Act    (72 
Htat.  435). 

"chapter    15. — PLANT   PATEiS'TS 
'•Sec. 

"161.  Patents  for  plants. 

"162.  Description,  claim. 

"163.  Grant. 

"164.  Assistance  of  Department  of  Agriculture. 

"§  161.  Patents  for  plants 

"(a)  Whoever  invents  or  discovers  and  asexually  reproduces  any  distinct 
and  new  variety  of  plant  including  cultivated  sports,  mutants,  hybrids,  and 
newly  found  seedlings,  other  than  a  tuber  propagated  plant  or  a  plant  found 
in  an  uncultivated  state,  may  obtain  a  patent  therefor,  subject  to  the  condi- 
tions and  requirements  of  this  title. 

"(b)  The  provisions  of  this  title  relating  to  patents  for  inventions  shall 
apply  to  patents  for  plants,  except  as  otherwise  provided. 

"§  162.  Description,  claim 

"No  plant  patent  shall  be  declared  invalid  for  noncompliance  with  section 
112  of  this  title  if  the  description  is  as  complete  as  is  reasonably  possible. 

"The  claim  in  the  specification  shall  be  in  formal  terms  to  the  plant  shown 
and  described. 

"§  163.  Grant 

"In  the  case  of  a  plant  patent  the  grant  shall  be  the  right  to  exclude  others, 
pursuant  to  part  III  of  this  title,  from  asexually  reproducing  the  plant  or 
.selling  or  using  the  plant  so  reproduced. 

"§  164.  Assistance  of  Department  of  Agriculture 

"The  President  may  by  Executive  order  direct  the  Secretary  of  Agriculture, 
in  accordance  with  the  request  of  the  Commissioner,  for  the  purpose  of  carry- 
ing into  effect  the  provisions  of  this  title  with  respect  to  plants  (1)  to  furnish 
available  information  of  the  Department  of  Agriculture,  (2)  to  conduct 
through  the  appropriate  bureau  or  division  of  the  Department  research  upon 
special  problems,  or  (3)  to  detail  to  the  Commissioner  ofiicers  and  employees 
of  the  Department. 

"chapter    17. — SECEECY   AND  FILING   APPLICATIONS   IN   FOKEIGN    COUNTEIES 
"Sec. 

"181.  Secrecy  and  withholding  of  patent. 

"182.  Abandonment  of  subject  matter  by  reason  of  unauthorized  disclosure. 

"183.  Right  to  compensation. 

"184.  Filing  of  application  in  foreign  country. 

"185.  Patent  barred  for  filing  without  license. 

"186.  Penalty. 

"187.  Nonapplicability  to  certain  persons. 

"188.  Rules  and  regulations,  delegation  of  power. 

"§  181.  Secrecy  and  tvithholding  of  patent 

"(a)  Whenever  publication  or  disclosure  of  the  subject  matter  of  an  appli- 
cation for  patent  in  which  the  Government  has  a  property  interest  might,  in 
the  opinion  of  the  head  of  an  interested  Government  agency,  be  detrimental 
to  the  national  security,  the  Commissioner  upon  being  so  notified  shall  order 
that  the  subject  matter  be  kept  secret  and  shall  withhold  disclosure  thereof 
and  the  grant  of  a  patent  therefor  under  the  conditions  set  forth  hereinafter. 

"(b)  Whenever  the  publication  or  disclosure  of  subject  matter  described 
in  an  application  for  patent  in  which  the  Government  does  not  have  a  property 
interest,  might,  in  the  opinion  of  the  Commissioner,  be  detrimental  to  the 
national  security,  the  Commissioner  shall  within  two  months  of  the  date  on 
which  the  application  was  filed  in  the  United  States,  make  the  application 
for  patent  in  which  subject  matter  is  disclosed  available  for  inspection  to  the 
Atomic  Energy  Commission,  the  Secretary  of  Defense,  and  the  chief  officer  of 
any  other  department  or  agency  of  the  Government  designated  by  the  President 
as  a  defense  agency  of  the  United  States. 

"(c)  Each  individual  to  whom  the  application  is  disclosed  shall  sign  a 
dated  acknowledgment  thereof,  which  acknowledgment  shall  be  entered  in  the 


2G 

file  of  the  application.  If.  in  the  opinion  of  the  Atomic  Energy  Commission, 
tJie  Secretary  of  1  >ef ("ns(>.  or  the  chief  officer  of  another  department  or  agency 
so  designated,  the  publication  or  disclosure  of  such  subject  matter  would  be 
detrimental  to  the  national  security,  the  Atomic  Energy  Commission,  the  Secre- 
tary of  Defense,  or  such  other  chief  officer  shall  notify  the  Commissioner 
within  five  months  of  the  date  on  which  the  application  was  filed  in  the 
I'nited  States.  The  Commissioner  shall  order  that  such  subject  matter  he  kept 
secret  and  shall  withhold  publication  and  the  grant  of  a  patent  for  such 
period  as  the  national  interest  re<iuires.  and  ut)tify  the  applicant  thereof. 
Upon  proper  showing  l)y  tlie  head  of  the  de])artment  or  agency  which  caused 
the  secrecy  order  to  be  issued  that  the  examination  of  the  application  might 
jeopardize  the  national  interest,  the  Conunissioner  shall  thereupon  maintain 
the  application  in  a  sealed  condition  and  notify  the  applicant  thereof.  The 
applicant  whose  application  has  been  placed  under  a  secrecy  order  shall  have 
a  right  to  appeal  from  the  order  to  the  United  States  District  Court  for  the 
District  of  Columbia,  under  such  conditions  and  upon  such  proceedings  as 
the  court  by   its  rules  determines. 

"(d»  Subject  matter  described  in  an  application  shall  not  be  ordered  kept 
secret  and  publication  withheld  for  a  period  of  more  than  one  year.  The 
Commissioner  shall  renew  the  order  at  the  end  thereof,  or  at  the  end  of  any 
renewal  period,  for  additional  periods  of  one  year  upon  notification  by  tlie 
head  of  the  department  or  agency  which  caused  the  order  to  be  issued  that 
an  affirmative  determination  has  been  made  that  the  national  interest  con- 
tinues so  to  require.  An  order  in  effect,  or  issued,  during  a  time  when  the 
United  States  is  at  war,  shall  remain  in  elTect  for  the  duration  of  hostilities 
and  one  year  following  cessation  of  hostilities.  An  order  in  effect,  or  issued, 
during  a  national  emergency  declared  by  the  President  shall  remain  in  effect 
for  the  duration  of  the  national  emergency  and  six  months  thereafter.  The 
Commissioner  may  rescind  any  order  upon  notification  by  the  head  of  the 
department  or  agency  which  caused  the  order  to  be  issued  that  the  publication 
or  disclosure  of  such  subject  matter  is  no  longer  deemed  detrimental  to  the 
national  security. 

"§  182.  Abandonment  of  subject  matter  by  reason  of  unauthorized  disclosure 

"Subject  matter  disclosed  in  an  application  for  patent  subject  to  an  order 
made  pursuant  to  section  181  of  this  chapter  shall  be  held  abandoned  upon 
a  determination  by  a  member  of  the  Board  of  Appeals,  pursuant  to  section 
n(c)  of  this  title,  in  such  proceedings  as  the  Commissioner  shall  by  regula- 
tion establish,  that  in  violation  of  said  order  such  subject  matter  has  been 
published  or  disclosed  or  that  an  application  for  a  patent  therefor  has  been 
filed  in  a  foreign  country  by  the  inventor,  his  successors,  assigns,  or  legal 
representatives,  or  anyone  in  privity  with  him  or  them,  without  the  consent  of 
the  Commissioner.  The  abandonment  shall  be  held  to  have  occurred  as  of  the 
time  of  violation.  The  consent  of  the  Commissioner  shall  not  be  given  without 
the  concurrence  of  the  heads  of  the  departments  and  agencies  which  caused 
the  order  to  lie  issued.  A  holding  of  abandonment  shall  abrogate  all  claims 
•against  the  United  States  based  upon  such  subject  matter  by  the  applicant, 
his  successors,  assigns,  or  legal  representatives,  or  anyone  in  privity  with 
him  or  them. 

"§  183.  Right  to  compensation 

"An  applicant,  or  patentee,  or  his  legal  representatives,  whose  patent  is 
withheld  as  herein  provided,  shall  have  the  right,  beginning  at  the  date  the 
applicant  is  notified  that,  except  for  such  order,  his  application  is  otherwise 
in  condition  for  allowance,  and  ending  six  years  alter  a  patent  is  issued 
thereon,  to  apply  to  the  head  of  any  department  or  agency  who  caused  the 
order  to  be  issued  for  compensation  for  the  damage  cau.sed  by  the  order  of 
secrecy  and/or  for  the  iise  f)f  such  .subject  matter  by  the  Oovernment  resulting 
from  his  disclosure.  The  right  to  compensation  for  u.se  liy  the  (Jovernment 
shall  begin  on  the  date  of  the  first  use  of  such  subject  matter  by  the  Govern- 
ment and  shall  terminate  not  later  than  twenty  years  from  the  actual  filing 
date  in  the  United  States.  The  head  of  the  department  or  agency  is  author- 
ized, upon  the  ])resentation  of  the  <-laim.  to  enter  into  an  agreement  with  the 
applicant,  or  patentee,  or  his  legal  representatives,  in  full  settlement  for  the 
damage  and/or  u.se.  This  settlement  agreement  shall  be  conclusive  for  all 
purposes  notwithstanding  any  other  provision  of  law  to  the  contrary.  If  full 


settlement  of  the  claim  cannot  be  effected,  the  head  of  the  department  or 
agency  may  award  and  pay  to  such  applicant,  or  patentee,  or  his  lej^al  repre- 
sentatives, a  sum  not  exceeding  75  per  centum  of  the  sum  which  the  head 
of  the  department  or  agency  considers  just  compensation  for  the  damage  and/ 
or  use.  A  claimant  may  bring  suit  against  the  United  States  in  the  Court  of 
Claims  or  in  the  district  court  of  the  United  States  for  the  district  in  which 
such  claimant  is  a  resident  for  an  amount  which  when  added  to  tlie  award 
shall  c(»nstitute  just  compensation  for  the  damage  and/or  vise  of  such  subject 
matter,  by  the  Government.  The  owner  of  any  patent  issued  upon  an  applica- 
tion tliat  was  subject  to  a  secrecy  order  issued  pursuant  to  section  181  of 
this  chapter,  who  did  not  apply  for  compensation  as  above  provided,  shall 
have  tlie  right,  after  the  date  of  issuance  of  such  patent,  to  bring  suit  in  the 
Court  of  Claims  for  just  compensation  for  the  damage  caused  by  reason  of 
the  order  of  secrecy  and/or  use  by  the  Government  of  such  subject  matter 
resulting  from  his  disclosiire.  The  right  to  compensation  for  use  by  the  Gov- 
ernment shall  begin  on  the  date  of  the  first  use  of  the  invention  l»y  the  Gov- 
ernment and  sliall  terminate  not  later  than  twenty  years  from  the  actual 
filing  date  in  tlie  X'nited  States  of  the  patent.  In  a  suit  under  the  provisions  of 
this  section  the  United  States  may  avail  itself  of  all  defenses  it  may  plead 
in  an  action  under  section  1498  of  title  28.  This  section  shall  not  confer  a 
right  of  action  on  anyone  or  his  successors,  assigns,  or  legal  representatives 
who,  while  in  the  full-time  employment  or  service  of  the  United  States,  dis- 
covered, invented,  or  developed  the  subject  matter  on  which  the  claim  is  based. 
A  patentee  receiving  a  settlement  of  his  claim  for  damages  caused  by  reason 
of  an  order  of  secrecy  from  a  head  of  a  department  or  agency  or  who  is 
awarded  compensation  for  damages  caused  by  reason  of  an  order  of  secrecy 
by  the  Court  of  Claims  shall  be  required  to  disclaim  the  terminal  portion  of 
the  patent  term  eciual  in  duration  to  any  extension  granted  under  the  provi- 
sions of  section  154(c)  of  this  title. 

"§  18 Jf.  Filing  of  application  in  foreign  cotnitry 

"(a)  Except  when  authorized  by  a  licen.se  obtained  from  the  Commissioner, 
a  person  shall  not  file  or  cause  or  authorize  to  be  filed  in  any  foreign  country 
an  application  f(u-  patent  or  for  the  registration  of  a  utility  model,  industrial 
design  or  model  in  respect  of  an  invention  made  in  this  country  prior  to  six 
months  after  filing  an  application  for  patent  in  the  United  States.  A  license 
shall  not  be  granted  with  respect  to  subject  matter  to  an  order  issued  by  the 
Commissioner  pursuant  to  section  181  of  this  chapter  without  the  concurrence 
of  the  heads  of  the  departments  and  agencies  which  caused  the  order  to  be 
is.sued. 

"(b)  The  term  'application'  when  used  in  this  chapter  includes  applications 
and  any  modifications,  amendments,  or  supplements  thereto,  or  divisions 
thereof. 

"(c)  )  No  license  shall  be  required  subsequent  to  the  filing  of  a  foreign 
application  for  any  modifications,  amendments,  or  supplements  to  that 
foreign  application,  or  divisions  thereof,  which  do  not  alter  the  nature  of  the 
subject  matter  originally  disclosed,  which  are  Avithin  the  scope  of  the  subject 
matter  originally  disclosed,  and  where  the  filing  of  the  foreign  application 
originally  complied  with  the  provisions  of  this  section,  unless  the  applicant 
has  been  notified  by  the  Commissioner  that  a  specific  license  is  required  for 
filing  such  papers  in  connection  with  any  application. 

"§  185.  Patent  barred  for  filing  rvithout  license 

"Notwithstanding  any  other  provisions  of  law  any  person,  and  his  succes- 
sors, assigns,  or  legal  representatives,  shall  not  receive  a  United  States 
patent  for  subject  matter  described  in  an  application  if  that  person,  or  his 
successors,  assigns,  or  legal  representatives  shall,  without  procuring  the 
license  prescrilied  in  section  184  of  this  chapter,  have  made,  or  consented  to 
or  assisted  another's  making,  application  in  a  foreign  country  for  a  patent 
or  for  the  registration  of  a  utility  model,  industrial  design."  or  model  in 
respect  to  such  subbject  matter.  A  United  States  patent  if  issued  for  .such 
person,  his  successors,  assigns,  or  legal  representatives  shall  be  invalid. 
"§  186.Penalty 

"Whoever,  during  the  period  or  periods  of  time  any  .subject  matter  has  been 
ordered  to  be  kept  secret  and  the  grant  of  a  patent  thereon  withheld  pursuant 


I 


28 

to  section  181  of  this  cliapter.  shall,  with  knowledge  of  such  order  and  with- 
out due  authorization,  willfully  imblish  or  disclose  or  authorize  or  cause  to 
be  published  or  disclosed  the  subject  matter  or  material  informatiou  with 
respeet  thereto,  or  whoever,  in  violation  of  the  provisions  of  section  184  of 
this  chapter,  shall  file  or  cause  or  authorize  to  be  filed  in  any  foreign  country 
an  application  for  patent  or  for  the  registration  of  a  utility  model,  industrial 
design,  or  model  in  respect  of  an  invention  made  in  the  United  States,  shall, 
upon  conviction,  be  fined  not  more  than  $10,000  or  imprisoned  for  not  more 
than  two  years,  or  both. 

"§  181.  Nonapplicability  to  certain  persons 

"The  provisions  and  penalties  of  this  chapter  shall  not  apply  to  any  oflacer 
or  agent  of  the  United  States  acting  within  the  scope  of  his  authority,  nor  to 
any  person  acting  upon  his  written  instructions  or  permission. 
"§  188.  Rules  and  regtdations,  delegation  of  power 

"The  Atomic  Energy  Commission,  the  Secretary  of  Defense,  the  chief  oflBcer 
of  any  other  department  or  agency  of  the  Government  designated  by  the  Presi- 
dent as  a  defense  agency  of  the  United  States,  and  the  Patent  Office,  may 
separately  issue  rules  and  regulations  to  enable  the  respective  department  or 
agency  to  carry  out  the  provisions  of  this  chapter,  and  may  delegate  any 
power  conferred  by  this  chapter. 

"chapter    18. DEFERRED    EXAMINATION 

"Sec. 

"191.  Deferment  of  examination. 

"192.  Examination. 

"193.  Examination  of  related  applications. 

"§  191.  Deferment  of  examination 

"(a)  Notwithstanding  the  provisions  of  chapter  12  of  this  title,  the  exam- 
ination of  an  application  for  patent  shall  be  deferred  unless  at  the  time  of 
filing  the  applicant  requests  immediate  examination  and  pays  the  prescribed 
fee. 

"(b)  An  application,  the  examination  of  which  is  deferred  under  the  pro- 
visions of  this  chapter,  shall  be  examined  as  to  formal  matters  and  other  such  I 
matters  as  the  Commissioner  may  prescribe,  and  action  shall  be  taken 
under  sections  132  and  133  of  this  title  to  place  the  application  in  condition 
for  prompt  publication  pursuant  to  section  122  of  this  title.  Except  for  a  nom- 
inal fee  for  the  examination  as  provided  in  this  subsection  and  for  a  publi- 
cation fee,  as  prescribed  by  the  Commissioner  in  accordance  with  section  41(a) 
of  this  title,  no  fees  shall  be  charged  during  the  period  of  time  which  the 
examination  of  such  application  is  deferred  under  the  provisions  of  this 
chapter. 

"§  192.  Examination 

"(a))  If  a  request  for  examination  of  an  application,  the  examination  of 
W'hich  has  been  deferred  under  the  provisions  of  this  chapter,  accompanied  by 
payment  of  the  required  fee  is  made  at  any  time  before  the  expiration  of  five 
years  from  the  earliest  effective  filing  date  claimed,  such  application  shall  be 
examined  as  provided  in  chapter  12. 

"(b)  Any  party,  or  any  other  person,  may  make  the  request  under  subsec- 
tion (a)  of  this  section.  If  the  request  is  made  by  the  applicant,  he  shall  pay 
the  full  examination  fee.  If  the  request  is  made  by  any  other  party  or  person, 
except  the  Public  Counsel  or  the  United  States,  that  person  sliall  pay  the 
basic  examination  fee  on  the  requested  application ;  the  applicant  shall  pay  all 
other  fees,  including  any  fee  for  extra  claims.  No  basic  examination  fee  shall 
be  charged  if  examination  is  requested  by  the  Public  Counsel  or  the  United 
States,  but  the  applicant  shall  pay  all  other  fees.  The  identity  of  such  other 
party  or  person  (except  the  Public  Counsel  or  the  United  States)  requesting 
the  examination  shall  be  kept  in  confidence  by  the  Patent  OflSce  and  no  infor- 
mation concerning  the  same  given  without  authority  of  such  other  party  or 
person  unless  necessary  to  carry  out  the  provisions  of  any  Act  of  Congres's  or 
in  such  special  circumstances  as  may  be  determined  by  the  Commissioner. 

"(c)  If  no  request  for  examination  is  received  within  the  time  specified  in 
sub.section  (a)   of  this  section,  the  application  shall  be  regarded  as  abandoned. 
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"§  193.  Examination  of  related  applications 

"When  examination  of  a  deferred  application  is  requested  under  section  192 
of  this  title,  the  Commissioner  may  call  upon  the  applicant  to  reiiuest  exam- 
ination of  any  other  of  his  applications  which  may  have  been  deferred  and 
which  claim  the  date  of  the  first  mentioned  application  or  any  application  the 
date  of  which  is  claimed  by  the  first  mentioned  application  and  to  pay  the 
fee.  Notice  shall  be  given  the  applicant  of  the  fee  due  and  a  time  of  not  less 
than  thirty  days  shall  be  set  for  payment.  If  the  fee  is  paid  within  the  specified 
time,  examination  shall  proceed  on  all  such  applications  concurrently.  If  the 
fee  is  not  paid  within  such  time,  the  applications  on  which  the  required  fee  has 
not  been  paid  shall  be  regarded  as  abandoned. 

"chapter    19. AMENDMENT,    CORRECTION,   AND    REISSUE    OF    PATENTS 

'•Sec. 

"201.  Reissue  of  defective  patents. 

"202.  Effect  of  reissue. 

"203.  Disclaimer. 

"204.  Certificate  of  correction  of  Patent  Office  mistake. 

"20.5.  Certificate  of  correction  of  applicant's  mi.stake. 

"206.  Misjoinder  of  inventor. 

"§  201.  Reissue  of  defective  patents 

"(a)  Whenever  any  patent  is,  through  inadvertence,  accident,  or  mistake, 
and  without  any  willful  default  or  intent  to  defraud,  mislead,  or  deceive  the 
public,  wholly  or  partly  inor)erative  or  invalid,  by  reason  of  a  defective  speci- 
fication or  drawing,  or  by  reason  of  the  patentee  claiming  more  than  he  had  a 
right  to  claim  in  the  patent,  the  Patent  Office,  pursuant  to  such  rules  and 
regulations  as  the  Commissioner  shall  prescribe,  and  on  the  surrender  of  such 
patent  and  tlie  payment  of  the  fee  required  by  law,  shall  reissue  the  patent  for 
tlie  subject  matter  disclosed  in  the  original  patent,  and  in  accordance  with  a 
new  and  amended  application,  for  the  unexpired  part  of  the  term  of  the  origi- 
nal patent.  No  new  matter  shall  be  introduced  into  the  application  for  reissue. 

"(b)  The  provisions  of  chapters  12.  13.  and  14  of  this  title  relating  to  ap- 
plications for  patent  sliall  be  applicable  to  applications  for  reissue  of  a  patent. 

"(c)  No  reissued  patent  shall  be  granted  enlarging  the  .scope  of  the  claims 
of  the  original  patent. 

"(d)  No  reissue  patent  shall  be  granted  during  the  pendency  of  any  pro- 
ceeding l)efore  any  court  or  agency  of  the  United  States  in  which  the  validity 
of  the  patent,  or  the  inequity  of  the  patentee  in  procuring  it,  has  been  brought 
into  question.  The  institution  of  any  .such  proceeding  shall  stay  the  continu- 
ance of  any  proceeding  under  this  section. 

"§  202.  Effect  of  reissue 

"(a)  The  surrender  of  the  original  patent  shall  take  effect  upon  the  issue 
of  the  reissued  patent,  and  every  reissued  patent  shall  have  the  same  effect 
and  operation  in  law,  on  the  trial  of  actions  for  causes  thereafter  arising,  as 
if  the  same  had  been  originally  granted  in  such  amended  form,  but  insofar  as 
the  claims  of  the  original  and  reissued  patents  are  identical,  such  surrender 
shall  not  affect  any  action  then  pending  nor  abate  any  cause  of  action  then 
existing,  and  the  reissued  patent,  to  the  extent  that  its  claims  are  identical 
or  substantially  identical  v<ith  the  original  patent,  shall  constitute  a  continua- 
tion thereof  and  have  effect  continuously  from  the  date  of  the  original  patent. 

"(b)  No  reissued  patent  shall  abridge  or  affect  the  right  of  any  person  or 
his  successors  in  business  who  made,  purchased,  or  used  prior  to  the  grant  of 
a  reissue  any  thing  patented  by  the  reissued  patent,  to  continue  the  use  of,  or 
to  sell  to  others  to  be  used  or  sold,  the  specific  thing  so  made,  purchased,  or 
used,  unless  the  making,  using,  or  selling  of  such  thing  infringes  a  valid  claim 
of  the  reissued  patent  and  would  also  have  infringed  the  original  patent.  The 
court  liefore  which  such  matter  is  in  question  may  provide  for  the  continued 
manufacture,  use,  or  sale  of  the  thing  made,  purchased,  or  used  as  specified  or 
for  the  manufacture,  use,  or  sale  of  which  substantial  preparation  was  made 
before  the  grant  of  the  reissue,  and  it  may  also  provide  for  the  continued 
practice  of  any  process  patented  by  the  reissue,  practiced  or  for  the  practice  of 
which  substantial  preparation  was  made,  prior  to  the  grant  of  the  reissue,  to 
the  extent  and  under  such  terms  as  the  court  deems  equitable  for  the  protec- 
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tioii  of  investments    made    or  business    commenced    before    the  grant    of    the 
reissue. 

"§  203.  Disclaimer 

'•(a)  Wlienever,  through  inadvertence,  accident,  or  mistake,  and  without  any 
willful  default  or  intent  to  defraud,  mislead,  or  deceive  the  public,  a  claim  of 
a  patent  is  invalid  the  remaining  claims  shall  not  thereby  be  I'endered  invalid : 
Proriiled.  Tliat  the  patentee  timely  makes  a  disclaimer  pursuant  to  this  sec- 
tion, upon  his  learning  of  the  defect  in  such  claim.  A  patentee,  whether  of 
the  whole  or  any  interest  therein,  may,  on  payment  of  the  fee  required  by  law, 
make  disclaimer  of  any  claim,  stating  therein  the  extent  of  his  interst  in  such 
patent.  Such  disclaimer  shall  be  in  writing  and  recorded  in  the  Patent  Office ; 
and  it  shall  thereafter  be  considered  as  part  of  the  original  patent  to  the 
extent  of  the  interest  possessed  by  the  disclaimant  and  by  those  claiming 
under  him. 

"(li)  In  like  manner  any  patentee  or  applicant  may  disclaim  or  dedicate  to 
the  public  the  entire  term,  or  any  terminal  part  of  the  term,  of  the  patent 
granted  or  to  be  granted. 

"(c)  The  fact  that  two  patents  which  have  been  or  may  be  issued  expire  at 
the  same  time  by  means  of  a  terminal  disclaimer  or  dedication  under  this  sec- 
tion or  otherwise,  shall  have  no  effect  in  the  determination  of  the  patenta- 
bility or  validity  of  a  claim  in  either. 

"§  204.  Certificate  of  correction  of  Patent  Office  mistake 

"Whenever  a  mistake  in  a  patent,  incurred  through  the  fault  of  the  Patent 
Office,  is  clearly  disclosed  by  the  records  of  the  Office,  the  Commissioner  may 
issue  a  certificate  of  correction  stating  the  fact  and  nature  of  such  mistake, 
iinder  seal,  without  charge,  to  be  recorded  in  the  records  of  patents.  A  printed 
copy  thereof  shall  be  attached  to  each  printed  copy  of  the  patent,  and  such 
certificate  shall  be  considered  as  part  of  the  original  patent.  Every  such  patent, 
together  with  such  certificate,  shall  have  the  same  effect  and  operation  in  law 
on  the  trial  of  actions  for  causes  thereafter  arising  as  if  the  same  had  been 
originally  issued  in  such  corrected  form.  The  Commissioner  may  issue  a 
corrected  patent  without  charge  in  lieu  of  and  with  like  effect  as  a  certificate 
of  correction. 

"§  205.  Certificate  of  correction  of  applicant's  mistake 

"Whenever  a  mistake  of  a  clerical  or  typographical  nature,  or  of  minor 
character,  which  was  not  the  fault  of  the  Patent  Office,  appears  in  a  patent 
and  a  showing  has  been  made  that  such  mistake  occurred  in  good  faith,  the 
Patent  Office  may,  pursuant  to  such  rules  and  regulations  as  the  Commissioner 
shall  prescribe  and  upon  payment  of  the  required  fee,  issue  a  certificate  of 
correction,  if  the  correction  does  not  involve  such  changes  in  the  patent  as 
would  constitute  new  matter  or  would  require  reexamination.  Such  certificate 
shall  be  considered  as  part  of  the  original  patent,  and  a  copy  thereof  may  be 
attached  to  each  copy  of  the  patent.  Every  such  patent,  together  with  the 
certificate,  shall  have  he  same  effect  and  operation  in  law  on  the  trial  of  ac- 
tions for  causes  thereafter  arising  as  if  the  same  had  been  originally  issued 
in  such  corrected  form. 

"§  206.  Misjoinder  of  inventor 

"(a)  Whenever  a  patent  is  issued  naming  two  or  more  persons  as  joint 
inventors  and  it  appears  that  one  of  such  persons  was  not  in  fact  a  joint  in- 
ventor, and  that  he  was  included  as  a  joint  inventor  by  inadvertence,  accident, 
or  mistake,  and  without  any  willful  default  or  intent  to  defraud,  mislead,  or 
deceive  tlie  pultlic,  the  Piitent  Office  may,  on  timely  petition  by  all  the  appli- 
cants and  named  inventors,  and  assignees  thereof,  in  such  proceedings  as  the 
Connnissioner  shall  by  regulati(»n  prescribe,  and  with  verified  proof  of  the 
facts  and  such  other  requirements  as  may  be  imposed,  issue  a  certificate  de- 
leting the  name  of  the  erroneously  joined  person  from  the  patent. 

"(b)  Whenever  a  patent  is  issued  and  it  appears  that  a  person  was  a  joint 
inventor,  but  was  omitted  by  inadvertence,  accident,  or  mistake,  and  without 
any  willful  default  or  intent  to  defraud,  mislead,  or  deceive  the  public,  on  his 
part,  the  Patent  Office  may,  on  timely  petition  by  all  the  applicants  and  in- 
ventors, and  assignees  thereof,  and  in  such  proceedings  as  the  Commissioner 
shall  by  regulation  prescribe,  and     with  verified  proof  of  the  facts  and  such 
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other  reqiiiremeuts  as  may  be  imposed,  issue  a  certificate  adding  his  name  to 
the   patent  as  a   joint  inventor. 

"(c)  The  inadvertent,  accidental,  or  mistaken  misjoinder  or  nonjoinder  of 
joint  inventors,  without  any  willful  default  or  intent  to  defraud,  mislead,  or 
deceive  the  pulilic.  shall  not  invalidate  a  patent,  if  such  error  can  be  corrected 
as  provided  in  this  section.  The  court  before  which  such  matter  is  called  in 
question  may  order  correction  of  the  patent  on  notice  and  hearing  of  all  parties 
concerned  and  the  Patent  Office  shall  issue  a  certificate  accordingly. 

"Part  III — Patexts  and  Infringement  of  Patents 
"Chapter  Sec. 

"26.  Ownership   and   assignment    261 

"27.  Government  interests  in  patents   267 

"28.  Infringement  of  patents 271 

"29.  Remedies  for  infringement  of  patent,   and  othe  actions   281 

"chapter    2G. OWNERSHIP   AND    ASSIGNMENT 

"Sec. 

"261.  Ownership ;  assignment. 

"262.  Joint  owners. 

"263.  Rights  of  employee-inventors  guaranteed. 

"§  261.  Oivnership;  assignment 

"(a)  Subject  to  the  provisions  of  this  title,  patents  slmll  have  the  attributes 
of  personal  property. 

"(b)  Applications  for  patent,  patents,  or  any  interest  tlierein,  shall  be  as- 
signable in  law  by  an  instrument  in  writing. 

"(c)  A  certificate  of  acknowledgment  under  the  hand  and  official  seal  of  a 
person  authorized  to  administer  oaths  within  the  United  States,  or,  in  a  for- 
eign country,  of  a  diplomatic  or  consular  officer  of  the  United  States  or  an 
ofiicer  authorized  to  administer  oaths  whose  authority  is  proved  by  a  certifi- 
cate of  a  diplomatic  or  consular  officer  of  the  United  States,  shall  be  prima 
facie  evidence  of  the  execution  of  an  assignment,  grant,  or  conveyance  of  a 
patent  or  application  for  patent. 

"(d)   An  assignment,  grant,  or  conveyance  shall  be  void  as  against  any  sub- 
sequent purchaser  or  mortgagee  for  a  valuable  consideration,  without  notice, 
unless  it  is  recorded  in  the  Patent  Office  within  three  months  from  its  date  or 
prior  to  the  date  of  such  subsequent  purchase  or  mortgage. 
"§  262.  Joint  owners 

"In  the  absence  of  any  agreement  to  the  contrary,  each  of  the  joint  owners 
of  a  patent  may  make,  use,  or  sell  the  patented  subject  matter  without  the 
consent  of  and  without  accounting  to  the  other  owners. 
"§  263.  Rights  of  employee-inventors  guaranteed 

"Subject  to  other  provisions  of  Federal  law,  no  direct  or  indirect  assign- 
ment by  an  inventor  to  his  employer,  or  to  a  person  designated  thereby,  of  the 
subject  matter  of  an  application  for  patent  or  patent,  developed  in  the  course  of 
his  employment,  shall  be  valid  unless  the  employer  agrees  to  pay  the  employee, 
in  addition  to  his  regular  salary  or  compensation  for  services,  a  minimum  of 
2  per  centum  of  the  profit  or  savings  to  the  employer,  attributable  to  such  sub- 
ject matter.  The  Commissioner  shall  by  regulation  establish  procedures  and 
methods,  including  accounting  procedures,  for  carrying  out  the  provisions  of  this 
section.  No  assignment,  or  other  disposition  by  the  employee  of  such  right  to 
additional  payment,  shall  be  valid,  unless  there  is  equitable  and  adequate 
consideration  therfor. 

"chapter   27. GO\'ERNMENT  INTERESTS    IN   PATENTS 

"Sec. 

"267.  Time  for  taking  action  in  Government  applications. 
"§  267.  Time  for  taking  action  in  Government  applications 

"Notwithstanding  the  provisions  of  sections  41,  133,  and  151  of  this  title,  the 
Commissioner  may  extend  the  time  for  taking  any  action  to  three  years,  when 
an  application  has  become  the  property  of  the  United  States  and  the' head  of  the 
appropriate  department  or  agency  of  the  Government  has  certified  to  the  Com- 
missioner that  the  subject  matter  disclosed  therein  is  important  to  the  arma- 
ment or  defense  of  the  United  States. 
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"CHAPTER    28. — INFRINGEMENT    OF   PATENTS 
"Sec. 

"271.  Infringement  of  patent. 

"272.  Temporary  presence  in  the  United  States. 

"273.  Unauthorized  practice  of  subject  matter  prior  to  issuance  of  patent. 

"§  271.  Infr'nigcment  of  patent 

"(a)  Except  as  otherwise  provided  in  this  title,  whoever  without  authority 
malces,  uses,  or  sells  any  patented  subject  matter  within  the  United  States 
after  the  issuance  of  the  patent  therefor  and  during  its  term,  infringes  the 
patent. 

"(b)  Whoever  actively  induces  infringement  of  a  patent  shall  be  liable  as  an 
infringer. 

"(c)  Whoever  sells  a  component  of  a  patented  machine,  manufacture,  com- 
l)inati<)n  or  composition,  or  a  material  or  apparatus  for  use  in  practicing  a  pat- 
ented process,  constituting  a  material  part  of  the  patented  subject  matter, 
knowing  the  same  to  be  especially  made  or  especially  adapted  for  use  in  an 
infringement  of  such  patent,  and  not  a  staple  article  or  commodity  of  com- 
merce suitable  for  substantial  noninfringing  use.  shall  be  liable  as  an  infringer. 

"(d)  No  patent  owner  otherwise  entitled  to  relief  for  infringement  of  a  pat- 
ent shall  be  denied  relief  or  deemed  guilty  of  misuse  or  illegal  extension  of  the 
patent  right  by  reason  of  his  having  done  in  good  faith  one  or  more  of  the  fol- 
lowing :  ( 1 )  drived  revenue  from  acts  which  if  performed  l»y  another  without 
his  consent  would  constitute  infringement  of  the  patent ;  (2)  licensed  or  author- 
ized anotlier  to  perform  acts  which  if  performed  without  his  consent  would 
constitute  infringement  of  the  patent;  (3)  sought  to  enforce  the  patent  against 
infringement. 

"§  212.  Temporary  presence  in  the  United  States 

"The  use  of  any  patented  suliject  matter  in  any  vessel,  aircraft,  or  vehicle  of 
any  country  which  affords  similar  privileges  to  vessels,  aircraft,  or  vehicles  of 
the  United  States,  entering  the  United  States  temporarily  or  accidentally,  shall 
not  constitute  infringement  of  any  patent,  if  such  subject  matter  is  used  ex- 
clusively for  the  needs  of  the  vessel,  aircraft,  or  vehicle  and  is  not  sold  in  or 
used  for  the  manufacture  of  anything  to  be  sold  in  or  exported  from  the  United 
States. 

"§  273.  Unauthorised  practice  of  subject  matter  prior  to  issuance  of  patent 

"(a)  After  the  issuance  of  a  patent,  a  patentee  may  obtain  damages  for  the 
unauthorized  making,  using,  or  selling  of  the  subject  matter  of  a  claim  in  tlie 
patent  during  an  interim  period  prior  to  issuance  of  sucli  patent,  under  the 
provisions  of  subsections  (b)  and  (c)  of  this  section  and  chapter  29  of  this  title. 
"(b)  Such  interim  period  shall  begin  after  the  occurrence  of  all  of  the  fol- 
lowing events : 

"(1)   publication  of  the  application  containing  such  claim, 
"(2)   such  claim  is  indicated  as  allowable  by  the  Patent  Office,  and 
"(3)   actual   notice   to   the  alleged   unauthorized   practitioner   that   such 
claim  has  been  indicated  as  allowable  and  how  his  acts  are  considered  to 
constitute  unauthorized  practice  of  the  subject  matter  of  such  claims, 
and  shall  end  upon  issuance  of  the  patent. 

"(c)  Damages  for  unauthorized  practice  during  the  interim  period  shall  be 
limited  to  royalties  reasonable  in  the  circumstances.  No  injunction  or  other  re- 
lief may  be  had  with  respect  to  the  subsequent  use  or  sale  of  machines,  manu- 
factures, or  compositions  of  matter  made  prior  to  the  grant  of  the  patent  as  to 
which  a  notice  under  this  section  applies,  but  reasonable  royalties  may  be  ob- 
tained. The  courl  l>efore  which  such  matter  is  in  question  may  provide  for  the 
continued  manufacture,  use,  or  sale  of  the  thing  made,  purchased,  or  used  as 
specified  or  for  the  manufacture,  use,  or  sale  of  which  substantial  preparation 
was  made  before  the  grant  of  the  patent,  and  it  may  also  provide  for  the  con- 
tiiuied  practice  of  any  patented  process,  practiced  or  for  the  practice  of  which 
substantial  preparation  was  made,  prior  to  the  grant  of  the  patent,  to  the  ex- 
tent and  under  such  terms  as  the  court  deems  equiable  for  the  protection  of  in- 
vestments made  or  business  commenced  before  the  grant  of  the  patent. 
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"chapter   29. REMEDIES   FOR  IXFRIXGEMENT  OF  PATENT,   AND  OTHER  ACTIONS 

"Sec. 

"281.  Remedy  for  infringement  of  patent. 

"282.  Presumption  of  validity ;  defenses. 

"283.  Injunction. 

"284.  Damages. 

"28.1.  Attorney  fees. 

"286.  Time  limitation  on  damages. 

"287.  Limitation  on  damages ;  marking  and  notice. 

"288.  Action  for  infringement  of  a  patent  containing  an  invalid  claim. 

"290.  Notice  of  patent  suits. 

"291.  Priority  of  invention  between  patentees. 

"292.  False  marking. 

"293.  Nonresident  patentee ;  service  and  notice. 

"§  281.  Remedy  for  infringement  of  patent 

"A  patentee  shall  have  remedy  by  civil  action  for  infringement  of  his  patent. 
"§  282.  Presumption  of  validity ;  defenses 

"(a)  A  patent  shall  be  presumed  valid.  Each  claim  of  a  patent  (whether  in 
independent  or  dependent  form)  shall  be  presumed  valid  independently  of  the 
validity  of  other  claims ;  dependent  claims  shall  be  presumed  valid  even  though 
dependent  upon  an  invalid  claim.  The  burden  of  establishing  invalidity  of  a 
patent  or  any  claim  thereof  shall  rest  on  the  party  asserting  such  invalidity. 

"(b)  The  following  shall  be  defenses  in  any  action  involving  the  validity  or 
infringement  of  a  patent  and  shall  be  pleaded : 

"(1)   Noninfringement,    absence  of   liability   for   infringement,   or   unen- 
forceability, 

"(2)   invalidity  of  the  patent  or  any  claim  in  suit  on  any  ground  specified 
in  part  II  of  this  title  as  a  condition  for  patentability, 

"(3)   invalidity  of  the  patent  or  any  claim  in  suit  for  failure  to  comply 
with  any  requirement  of  sections  112,  115,  or  201  of  this  title, 

"(4)  any  other  act  or  fact  made  a  defense  by  this  title. 
"(c)  In  actions  involving  the  validity  or  infringement  of  a  patent,  the  pat- 
entee or  party  asserting  infringement  shall  give  notice  in  the  pleadings  or 
otherwise  in  writing  to  all  parties  as  soon  as  practicable  and  at  least  ninety 
days  before  the  trial,  of  the  manner  in  which  each  of  the  claims  charged  to  be 
infringed,  element  by  element,  applies  to  the  allegedly  infringing  process  or 
product,  and  the  elements  of  the  structure  thereof.  In  like  manner,  the  party 
asserting  invalidity  or  noninfringement  shall  at  some  later  time  give  notice  to 
all  parties  of  the  country,  number,  date,  and  name  of  the  patentee  of  any  patent, 
and  the  title,  date,  and  page  numbers  of  any  publication  to  be  relied  upon  as 
anticipation  of  the  patent  in  suit,  or,  except  in  actions  in  the  United  States 
Court  of  Claims,  as  showing  the  state  of  the  art ;  and  the  name  and  address  of 
any  person  who  may  be  relied  upon  as  the  prior  inventor,  or  as  having  prior 
knowledge  of,  or  as  having  previously  used  or  offered  for  sale,  the  subject 
matter  of  the  patent  in  suit.  In  addition,  he  shall  at  some  still  later  time  (at 
least  thirty  days  before  the  trial),  apply  such  prior  art,  element  by  element, 
against  the  claims  charged  to  be  infringed,  which  he  alleges  to  be  invalid.  In 
the  absence  of  such  notice  and  other  information,  as  specified  in  this  subsection, 
proof  of  such  matters  may  not  be  made  at  the  trial  except  on  such  terms  as  the 
court  may  require. 

"(d)  In  any  action  or  proceeding  involving  the  patentability,  validity,  en- 
forceability, or  infringement  of  a  patent,  whether  or  not  arising  under  this 
title,  in  connection  with  which  a  court  of  the  United  States  orders  any  party 
of  record  or  any  person  in  privity  with  such  party  to  furnish  discovery,  testi- 
mony, or  evidence,  and  such  party  or  person  refuses,  declines,  or  fails  to  com- 
ply with  such  order  on  the  ground  that  a  foreign  statute  or  law  prohibits 
compliance  with  such  order,  the  court  shall  enter  an  order  against  such  party 
di-smissing  all  his  claims,  striking  all  his  defenses,  and  otherwise  terminating 
the  proceeding  adversely  as  to  him ;  and  if  an  issued  patent  owned  by  such 
party  is  involved  in  such  action  or  proceeding,  it  shall  be  canceled  (and  notice 
of  such  cancellation  shall  be  endorsed  on  copies  of  the  specification  of  the 
patent  thereafter  distributed  by  the  Patent  Office). 
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"§  283.  Injunction 

"The  several  courts  liavhifi  jurisdiction  of  cases  under  this  title  may  grant 
injunctions  in  accordance  with  the  jjrinciples  of  equity  to  prevent  the  infringe- 
ment of  any  claim  of  a  patent,  on  such  terms  as  the  court  deems  reasonable. 

"§  284.  Damages 

"(a)  Upon  finding  for  the  claimant  the  court  shall  award  the  claimant 
damages  adequate  to  compensate  for  the  infringement  but  in  no  event  less 
than  a  reasonable  royalty  for  the  use  made  of  the  patented  subject  matter  by 
the  infh"inger,  together  witli  interest  and  cost  as  fixed  by  the  court. 

"(b)  When  the  damages  are  not  found  by  a  jury,  the  court  shall  assess 
them.  In  either  event  the  court  may  increase  the  damages  up  to  three  times 
the  amount  found  or  asses.sed. 

"(c)  The  court  may  receive  expert  testimony  as  an  aid  to  the  determina- 
tion of  damages  or  of  what  royalty  would  be  reasonable  under  the  circum- 
stances. 

"§  285.  Attorney  fees 

"The  court  in  exceptional  cases  may  award  reasonable  attorney  fees  to  the 
prevailing  party. 

"§  286.  Time  limitation  on  damages 

"(a)  Except  as  otherwi.se  provided  by  law,  no  recovery  shall  be  had  for  any 
infringement  committed  more  than  two  years  prior  to  the  filing  of  the  com- 
plaint or  counterclaim  for  infringement  in  the  action. 

"(b)  In  the  ca.se  of  claims  against  the  United  States  Government  for  use  of 
patented  subject  matter,  the  period  before  bringing  suit,  up  to  four  years, 
between  the  date  of  receipt  of  a  written  claim  for  compensation  by  the  depart- 
ment or  agency  of  the  Government  having  authority  to  settle  such  claim,  and 
the  date  of  mailing  by  the  Government  of  a  notice  to  the  claimant  that  his 
claim  has  been  denied  shall  not  be  counted  as  part  of  the  period  referred 
to  in  the  preceding  paragraph. 

"§  281.  Limitation  on  damages;  marking  and  notice 

"Patentees,  and  persons  making  or  selling  any  patented  article  (or  using 
any  patented  process)  for  or  under  them,  may  give  notice  to  the  public  that 
the  article  or  process  is  patented,  either  by  fixing  on  the  article  the  word 
'patent'  or  the  abbreviation  'pat.',  together  with  the  number  of  the  patent,  or 
when,  from  the  character  of  the  article,  this  cannot  be  done,  by  fixing  to  it,  or 
to  the  package  wherein  one  or  more  of  them  is  contained,  a  label  containing  a 
like  notice.  In  the  event  of  failure  .so  to  mark,  no  damages  shall  be  recov- 
ered by  the  patents  in  any  action  for  infringement,  except  on  proof  that  the 
infringer  was  notified  of  the  infringement  and  continued  to  infringe  thereafter, 
in  which  event  damages  may  be  recovered  only  for  infringement  occurring 
after  such  notice.  Filing  of  an  action  for  infringement  shall  constitute  such 
notice. 

"§  288.  Action  for  infringement  of  a  patent  containing  an  invalid  claim 

"Whenever,  through  inadvertence,  accident,  or  mistake,  and  without  any 
willful  default  or  intent  to  defraud,  mislead,  or  deceive  the  public,  a  claim  of 
a  patent  is  invalid,  an  action  may  be  maintained  for  the  infringement  of  a 
claim  of  the  patent  which  may  be  valid  provided  the  requirements  of  section 
203(a)   of  this  title  have  been  met. 

"§  290.  Notice  of  patent  suits 

"The  clerks  of  the  courts  of  the  United  States,  within  one  month  after  the 
filing  of  an  action  under  this  title  shall  give  notice  thereof  in  writing  to  the 
Commissioner,  setting  forth  so  far  as  known  the  names  and  addresses  of  the 
parties,  name  of  the  inventor,  and  the  designating  number  of  the  patent  upon 
which  the  action  has  been  brought.  If  any  other  patent  is  subsecjuently  in- 
cluded in  the  action  he  shall  give  like  notice  thereof.  Within  one  month  after 
the  decision  is  rendered  or  a  judgment  issued  the  clerk  of  the  court  shall  give 
notice  thereof  to  the  Commissioner.  The  Commissioner  shall,  on  receipt  of 
such  notices,  enter  the  same  in  the  file  of  such  patent. 

"§  291.  Priority  of  invention  betiveen  patentees 

"(a)  Whenever  tlu're  are  two  patents  naming  different  inventors  and  claim- 
ing the  .same  or  substantially  the  .same  subject  matter,  the  owner  of  either  of 


35 

the  patents  may  have  relief  against  the  owner  of  the  other  by  civil  action,  and 
the  court  may  adjudge  the  validity  of  any  of  such  patents,  in  whole  or  in 
part. 

"(b)  Such  suit  may  be  instituted  against  the  party  in  interest  as  shown  by 
the  records  of  the  Patent  OflSce,  but  any  party  may  become  a  party  to  the 
action.  If  there  be  adverse  parties  residing  in  a  plurality  of  districts  not 
embraced  within  the  same  .State,  or  an  adverse  party  re.siding  in  a  foreign 
country,  the  United  States  District  Court  for  the  District  of  Columbia  shall 
have  jurisdiction  and  may  issue  summons  against  the  adverse  parties  directed 
to  the  marshal  of  any  di.strict  in  which  any  adverse  party  resides.  Summons 
against  adverse  parties  residing  in  foreign  countries  may  be  served  by  pulili- 
cation  or  otherwise  as  the  court  directs.  The  Commissioner  shall  not  be  made 
a  party  but  he  shall  be  notified  of  the  filing  of  the  suit  by  the  clerk  of  the 
court  in  which  it  is  filed  and  shall  have  the  right  to  intervene. 

"§  292.  FaUe  marking 

"(a)  Whoever,  without  the  consent  of  the  patentee,  marks  upon,  or  affixes 
to.  or  uses  in  advertising  in  connection  with  anything  made,  used,  or  sold  by 
him,  the  name  or  any  imitation  of  the  name  of  the  patentee,  the  patent  num- 
l)er,  or  the  words  'patent",  'patentee',  or  the  like,  with  the  intent  of  counter- 
feiting or  imitating  the  mark  of  the  patentee,  or  of  deceiving  the  public  and 
inducing  them  to  believe  that  the  thing  was  made  or  .sold  by  or  with  the  con- 
sent of  the  patentee ;  or 

"Whoever  marks  upon,  or  affixes  to,  or  uses  in  advertising  in  connection 
with  any  unpatented  article,  the  word  'patent'  or  any  word  or  number  import- 
ing that  the  same  is  patented,  for  the  purjioses  or  with  tbe  necessary  effect  of 
deceiving  the  public :  or 

"Whoever  marks  upon,  or  affixes  to,  or  uses  in  advertising  in  connection 
with  any  article,  the  words  'patent  applied  for',  'patent  pending",  or  any  word 
importing  that  an  application  for  patent  has  been  made,  when  no  application 
for  patent  lias  been  made,  or  if  made,  is  not  pending,  for  the  purpose  or  with 
the   necessary   effect  of  deceiving   the  public — 

'"Shall  be  liable  for  a  civil  penalty  of  not  more  than  $.500  for  every  such 
violation.  Each  article  so  "marked  shall  furnish  the  basis  for  finding  a  separate 
violation. 

"(lij  Any  person  may  .sue  for  the  penalty,  in  which  event  one-half  shall  go 
to  the  person  suing  and  the  other  to  the  use  of  the  United  States. 

"§  293.  Xonresident  patentee;  service  and  notice 

"Every  patentee  not  residing  in  the  United  States  may  file  in  the  Patent 
Office  a  written  designation  stating  the  name  and  address  of  a  r^^rson  resid- 
ing within  the  United  States  on  whom  may  be  served  process  or  notice  of  pro- 
ceedings affecting  the  patent  or  rights  thereunder.  If  the  person  designated 
cannot  be  found  at  the  address  given  in  the  last  designation,  or  if  no  person 
has  been  designated,  the  United  States  District  Court  for  the  District  of 
Columbia  shall  have  jurisdiction  and  simimons  shall  l>e  served  by  publication 
or  otherwise  as  the  court  direc-t.s.  Tlie  court  shall  have  the  same  juri.sdiction 
to  take  any  action  resijecting  the  patent  or  rights  thereunder  that  it  would 
have  if  the  patentee  were  personally  within  the  jurisdiction  of  the  court."' 

TBANSITITIONAL  A?fD   SUPPLEMENTAET  PBOVISIONS 

Sec.  2.  Section  1542  of  title  28,  United  States  Code,  Judicial  Code  and 
Judiciary,  is  amended  to  read  as  follows : 

"§  1.542.  Patent  Office  decisions 

"The  Court  of  Customs  and  Patent  Appeals  shall  have  jurisdiction  of  ap- 
peals from  decisions  of : 

"(1)  The  Board  of  Appeals  of  the  Patent  Office  as  to  patent  applica- 
tions and  patents  as  provided  in  chapter  13  of  title  35,  Patents,  United 
States  Code. 

"(2)   The    Commissioner    of    Patents    or    the  Trademark  Trial    and  Ap- 
peals Board  as  to  trademark  applications  and  proceedings  as  provided  in 
section  1071  of  title  15."' 
Sec.  3.  If  any  provision  of  title  .35.  Patents.  United  States  Code,  as  amended 
by  this  Act,  or  any  other  provision  of  this  Act,  is  declared  unconstitutional  or 
is  held  invalid,  the  validity  of  the  remaining  provisions  shall  not  be  affected. 
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Skc.  4.  (a)  This  Act  shall  take  effect  on  the  date  six  months  after  enact- 
ment. Except  as  otherwise  provided  hereafter  in  this  section,  it  shall  apply 
to  all  applications  filed  in  the  United  States  on  or  after  such  effective  date, 
whether  or  not  such  applications  are  entitled  to  the  benefit  of  an  earlier  filing 
date;  to  patents  issued  on  such  applications;  to  applications  in  respect  to 
which,  on  or  before  such  effective  date,  there  has  been  no  notice  of  allowance 
pursuant  to  section  151(a)  of  title  35,  United  States  Code,  as  amended  by  this 
Act ;  and  to  patents  issued  on  such  applications. 

(b)  Except  as  otherwise  provided  hereafter  in  this  section,  the  provisions 
of  title  35,  United  States  Code,  in  effect  immediately  prior  to  the  effective 
date  of  this  Act.  shall  govern  all  patents  issued  before  such  effective  date ; 
api)Iications  filed  in  the  United  States  before  and  still  pending  on  such  effec- 
tive date,  in  respect  to  which,  on  or  before  such  effective  date,  there  has  been 
notice  of  allowance  pursuant  to  section  151(a)  of  title  35,  amended  by  this 
Act ;  and  to  patents  issued  on  such  applications. 

(c)  Section  1.'63  of  title  35,  United  States  Code,  as  amended  by  this  Act, 
.shall  apply  to  all  applications  filed  on  or  after  the  effective  date  of  this  Act, 
and  patents  issued  on  such  applications,  and  it  shall  apply  only  to  such  appli- 
cations and  patents. 

(d)  The  following  provisions  of  title  35  as  amended  by  this  Act,  shall  apply 
to  all  vniexpired  patents,  whether  issued  or  applied  for  before  or  after  the 
effective  date  of  this  Act : 

(1)  chapter  19  of  part   II,  and 

(2)  part  III    (subject  to  subsection    (c)   of  this  section). 

(e)  Section  147  of  title  35,  United  States  Code,  as  amended  by  this  Act, 
shall  apply  to  all  appeals  decided  on  or  after  the  effective  date  of  this  Act. 

(f)  Notwithstanding  any  other  provision  of  this  Act,  subsection  (e)  of 
section  112  of  title  35  as  amended  by  this  Act  shall  not  apply  to  patents  issued, 
and  applications  filed,  prior  to  the  effective  date  of  this  Act.  No  such  appli- 
cation sliall  be  held  incomplete,  and  no  such  patent  shall  be  held  invalid, 
because  availability  to  the  public  of  a  deposit  of  a  micro-organism  recited 
therein  was  conditioned  upon  issuance  of  a  United  States  patent  reciting  a 
deposit  of  said   micro-organism. 

(g)  The  amendment  of  title  35,  United  States  Code,  by  this  Act,  shall  not 
affect  any  rights  or  liabilities  existing  under  title  35  in  effect  immediately 
prior  to  the  effective  date  of  this  Act. 

(h)  Examiners-in-chief  in  ofiice  on  the  effective  date  of  this  Act  shall  con- 
tinue in  ofiice  under  and  in  accordance  with  their  then  existing  appointments. 

(i)  The  Commissioner  may  exercise  any  rulemaking  power  conferred  upon 
him  by  this  Act,  upon  the  date  of  enactment  hereof :  Provided,  however,  That 
no  rule  promulgated  under  any  newly  conferred  authority  shall  become  effec- 
tive prior  to  the  effective  date  hereof.  The  Public  Counsel  may  exercise  all 
the  pov.ers  this  Act  confers  upon  him,  on  and  after  the  effective  date  thereof, 
in  respect  to  any  patents,  applications,  or  conduct,  whether  i-ssued,  applied 
for.  filed,   or  engaged  in  before  or  after  the  effective  date  hereof. 

Sec.  5.  Nothing  in  title  35  as  amended  by  this  Act  shall  affect  any  provi- 
sion of  tlie  Atomic  Energy  Act  of  1954  (Aug.  30,  1954,  ch.  1073,  68  Stat.  919) 
as  amended  or  of  the  National  Aeronautics  and  Space  Act  (Public  Law 
85-568,  .7uly  29.  1958;  72  Stat.  426)  except  that  the  functions  of  a  Board  of 
Patent  Interferences  specified  in  said  Acts  may  be  performed  by  the  Board 
of  Appeals  as  specified  in  section  5  of  title  35  as  amended  by  this  Act. 

Sec.  6.  (a)  Section  119(e)  of  this  title  shall  take  effect  on  the  date  when  arti- 
cles 1-2  of  tlie  Paris  Convention  of  March  20,  1883,  for  tlie  Protection  of  Indus- 
trial Property,  as  revised  at  Stockholm,  .Tuly  14,  1967,  come  into  force  with 
respect  to  the  United  States  and  shall  apply  only  to  applications  thereafter  filed 
in  the  T'nited  States. 

(b)  Section  102(d)  of  this  title,  insofar  as  it  applies  to  inventors'  certifi- 
cates, shall  take  effect  six  months  from  tlie  date  when  articles  1-12  of  tlie 
Paris  Convention  of  Marcli  20.  1883.  for  the  Protection  of  Industrial  Property, 
as  revised  at  Stockholm,  .July  14,  19()7,  ctmie  into  force  with  respect  to  tlie 
United  States  and  shall  apply  to  applications  thereafter  filed  in  the  United 
States. 

Skc.  7.  Section  31  of  the  Trademark  Act  of  1946  (60  Stat,  427,  as  amended  • 
15  U.S.C.  1113)  is  j:evi.sed  to  read : 
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"§  31.  Trademark  fees 

"Trademark  fees  shall  be  prescribed  by  the  Commissioner  under  the  author- 
ity of  sectiou  41  of  title  35,  United  States  Code.  If  a  fee  in  connection  with 
examination  of  a  trademark  application  is  not  paid  within  such  time  as  pre- 
scribed by  the  Commissioner,  tlie  application  shall  be  regarded  as  abandoned." 

Sec.  8.  In  the  second  sentence  of  section  7(c)  of  the  Trademark  Act  of 
19^6  (60  Stat.  427,  as  amended;  15  U.S.C.  1057c),  "fee  herein  provided"  is 
changed  to  "prescribed  fee". 

Sec.  9.  In  sectiou  7(e)  of  the  Trademark  Act  of  194G  (60  Stat.  427,  as 
amended;  15  U.S.C.  1062a),  "fee  herein  provided"  is  changed  to  "prescribed 
fee". 

Sec.  10.  In  section  12(a)  of  the  Trademark  Act  of  1946  (60  Stat.  427,  as 
amended;  15  U.S.C.  1062a),  "fee  herein  provided"  is  changed  to  "prescribed 
fee". 

Sec.  11.  Section  5315  of  title  5,  United  States  Code,  is  amended  by  adding 
at  the  end  thereof  the  following : 

"(95)   Commissioner  of  Patents." 

Sec.  12.  Section  5316  of  title  5,  United  States  Code,  is  amended  by  delet- 
ing the  following : 

"(48)   Commissioner  of  Patents,  Department  of  Commerce." 

Sec.  13.  Section  5316  of  title  5,  United  States  Code,  is  amended  by  adding 
at  the  end  thereof  the  following : 

"(131)   Deputy  Commissioner  of  the  Patent  OflBce." 

Sec.  14.  This  Act  may  be  cited  as  "The  Patent  Reform  Act  of  1973". 

Mr.  Brennan.  I  again  call  the  attention  of  all  the  witnesses  to 
the  hearing  notice  which  indicate  that  this  series  of  hearings  is 
limited  to  the  five  issues  specified  in  the  hearing  notice. 

Senator  ^IcClellan,  however,  has  indicated  that  the  subcommittee 
will  accept  for  the  record  written  statements  on  any  issue  relevant 
to  S.  1321.  For  that  purpose,  it  is  the  intention  of  the  chairman  to 
leave  the  record  open  until  September  28,  and  we  can  incorporate 
all  the  statements  that  are  submitted  for  the  record. 

Senator  Hart.  We  can  enter  an  order — do  I  understand  Senator 
IMcClellan  authorizes  the  entering  of  an  order  that  any  such  state- 
ment filed  before  then  will  be  made  part  of  the  record? 

Mr.  Brexxax.  That  is  correct. 

Mr.  Chairman,  the  first  witness  this  morning  is  Mr.  C.  Marshall 
Dann. 

Mr.  Dann,  would  you  identify  yourself  and  your  associate  for  the 
record,  please? 

Mr.  Dax-^n-.  I  am  C.  Marshall  Dann.  I'm  a  patent  lawyer  and  cur- 
rently president  of  the  American  Patent  Law  Association  on  whose 
behalf  I  am  testifying. 

On  my  left  is  Mr.  John  T.  Kelton,  who  is  currently  the  president- 
elect of  the  American  Patent  Law  Association. 

INIr.  Brexxax.  Mr.  Dann,  I  believe  you  have  a  prepared  statement. 
Do  you  wish  to  have  the  statement  printed  in  full  in  the  record,  and 
then  you  may  highlight  the  statement? 

Mr.  Dax'x.  I  would  appreciate  that  happening. 

Senator  Hart.  So  ordered. 

[The  prepared  statement  of  Mr.  Dann  follows:] 

Statement  of  C.  Marshall  Dann,  President,  American  Patent  Law 

Association 

This  statement  is  submitted  in  behalf  of  the  American  Patent  Law  Associa- 
tion, an  organization  compo.sed  of  about  3800  lawyers  located  throughout  the 
United  States  who  are  concerned  with  the  law  of  patents,  trademarks,  copy- 
rights and   unfair   competition. 


38 

Many  of  these  lawyers  are  members  of  private  firms  specializing  in  patent 
law ;  many  are  members  of  corporation  patent  departments.  On  any  given 
occasion,  some  of  onr  members  are  seeking  to  obtain  or  to  enforce  patents 
on  inventions  and  others  are  working  to  avoid  or  to  invalidate  the  patents 
granted  to  persons  other  than  their  clients. 

Despite  this  wide  variety  of  objectives  with  respect  to  specific  patents,  I 
think  that  essentially  all  of  our  members  share  the  belief  that  the  United 
States  patent  system  has  been  a  constructive  feature  of  our  political  and 
economic  scheme  and  that  it  has  played  an  important  part  in  stimulating  the 
creation  and  introduction  of  new  technological  developments.  Speaking  gen- 
erally, we  are  in  favor  of  anything  whicli  will  strengthen  this  system  and 
add  to  its  reliability  and  are  opposed  to  whatever  seems  calculated  to  weaken 
the  incentives  it   provide.s. 

It  is  popular  to  ))lame  many  of  the  current  problems  of  society  on  our 
advanced  state  of  technology.  This  is  said  to  be  the  cause  of  our  environ- 
mental difficulties,  our  materialism,  the  effect  of  the  automobile  on  our  cities 
and  so  on.  The  fact  remains  that  the  solution  of  many  of  the  most  aggravated 
of  these  situations  lies  in  the  development  of  still  more  technology.  We  can't 
hope  to  cure  the  prol»lems  caused  by  the  automobile  by  going  back  to  the  horse. 

If  our  patent  system  is  to  provide  effective  incentives  for  invention  and 
innovation,  we  should  avoid  provisions  which  make  the  whole  procedure  of 
obtaining  a  patent  unduly  expensive  and  burdensome  to  the  applicant.  If  the 
mere  filing  of  a  patent  application  exposes  the  applicant  to  harassment,  great 
expense,  the  possibility  of  becoming  involved  in  litigation  outside  his  control, 
and  the  need  to  divulge  his  invention  to  the  world,  including  his  competitors, 
before  be  has  any  sort  of  assurance  that  he  will  obtain  patent  protection, 
many  individuals  and  companies  will  decide  that  the  game  is  not  worth  the 
candle.  The  result  would  be  to  stifle  rather  than  to  promote  the  development 
of  technology  and  the  disclosure  of  new  discoveries. 

Valuable  inventions  are  made  both  by  individual  inventors  and  by  persons 
employed  by  corporations.  So  far  as  the  public  interest  in  obtaining  solutions 
to  the  technical  problems  of  the  day  is  concerned,  it  is  immaterial  which  sort 
of  inventor  solves  the  problem.  It  is  therefore  important  that  the  incentives 
to  make  the  necessary  developments  be  uniformly  available  to  all  applicants. 

The  Board  of  Managers  of  our  Association  has  recently  given  its  approval 
to  a  proposed  patent  revision  bill  and  we  have  requested  the  chairman  of  the 
Subcommittee  to  have  a  copy  included  in  the  record  of  these  hearings  so  it 
will  be  available  for  your  consideration.  In  most  respects  this  proposed  bill 
is  similar  to  S.  643  of  the  92nd  Congress.  Our  committees  have  carefully 
studied  the  previoiis  bill  and  the  objections  tliereto  which  have  been  raised 
in  various  quarters  and  have  redefined  some  of  its  provisions  to  overcome 
as  nmny  objections  as  possible.  "We  believe  our  proposed  bill  represents  a 
consensus  on  how  best  to  revise  the  patent  laws  to  achieve  in  the  present  day 
world  the  purposes  which  the  patent  system  should  fulfill.  "While  there  is  no 
unanimity  among  our  members  on  its  provisions,  we  are  prepared  to  and  do 
support  it. 

Our  proposed  bill  differs  from  S.  1321  with  respect  to  every  one  of  the  five 
subjects  to  which  these  hearings  are  primarily  directed.  The  strength  of  our 
opposition  to  these  subjects  as  treated  in  S.  1321,  however,  is  not  the  same 
in  every  case.  I  will  discuss  eacli  proposal  separately. 

Incidentally,  at  the  meeting  of  our  Association  to  be  held  next  month,  on 
October  11  and  12,  we  have  scheduled  symposia  on  the  subjects  of  oppositions, 
deferred  examination  and  maintenance  fees  as  they  have  actually  worked 
in  foreign  countries.  European  and  domestic  patent  counsel  will  participate. 
The  information  developed  through  these  di.scussions  should  cast  further  light 
on  whether  these  practices  might,  in  some  form,  improve  the  patent  system, 
ill   tliis  country. 

ADVERSARY  PROCEEDINGS  DURING  EXAMINATION 

In  our  proposed  bill,  we  have  not  provided  for  any  opposition  or  reexamina- 
tion prior  to  issue  of  the  patent,  but  have  included  in  Sections  191  and  192 
provision  for  reexamination  after  issuance. 

We  definitely  favor  providing  some  opportiniity  for  members  of  the  public 
to  come  in  witli  i)rior  art  or  otlier  information,  which  may  demonstrate  that 
the  invention  is  not  patental)le.   We  agree  that  this  should  help  to  weed  out 
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some  undeserving  patents  and  also  to  persuade  the  courts  to  give  greater 
effect  to  the  presumption  of  validity  for  patents  which  have  been  exposed  to 
this  procedure.  Sections  191  and  192  of  our  proposed  bill  are  believed  to  ac- 
complish this  with  a  minimum  of  chances  for  harassment  and  oppression. 

Our  concerns  with  the  procedure  set  forth  in  Section  135  of  S.  1321  include 
(a)  the  added  expense  to  the  Patent  Office  and  therefore  to  the  public  of 
having  to  publish  applications  twice,  once  prior  to  opposition  and  again  at 
time  of  grant;  (b)  exposure  of  the  applicant  to  the  possibility  of  harassment 
by  way  of  extensive  discovery,  either  by  the  Public  Counsel  or  by  "any 
party";  (c)  the  added  expense  to  the  applicant  of  a  full-blown  inter  partes 
proceeding,  particularly  if  prior  to  indication  of  patentability  such  as  to 
justify  such  expense;  and  (d)  the  lengthy  delays  in  issuance  which  could 
occur  if  a  number  of  persons  choose  to  intervene. 

If  adversary  examination  procedures  prior  to  issue  should  be  adopted,  we 
strongly  urge  that  the  reexamination  not  take  place  until  the  Patent  Office 
has  indicated  the  application  to  be  allowable,  that  the  reexamination  process 
not  be  repeated  after  issue  and  that  the  term  of  the  patent  not  be  shortened 
as  a  result  of  the  time  used  in  the  reexamination  proceedings.  Postponing 
reexamination  after  the  case  has  been  found  allowable  would  at  least  give 
potential  opposers  a  better  idea  of  the  scope  of  claim  which  might  issue  and 
would  avoid  making  the  applicant  publish  his  invention  before  he  has  some 
reasonable  prospect  of  obtaining  protection  in  return. 

If  provision  for  reexamination  is  included  in  the  bill,  it  would  seem  desir- 
able and  might  be  specified  that  the  reexamination  would  be  by  a  different 
person  from  the  examiner  who  handled  the  case  initially.  This  should  make 
for  a  greater  degree  of  objectivity.  It  has  been  suggested  that  any  reexamina- 
tion be  by  the  Board  of  Appeals. 

PUBLIC   COUNSEL 

We  readily  agree  that  patents  should  not  issue  on  unpatentable  inventions, 
but  have  difficulty  in  seeing  how  creation  of  the  office  of  Public  Counsel  can 
accomplish  very  much  in  this  regard  except  at  great  expense.  Our  problem 
is  with  the  practicality  of  the  proposal  rather  than  with  the  principle. 

We  do  not  see  how  the  Public  Counsel  could  hope  to  do  a  thorough  inde- 
pendent job  of  examining  selected  applications  unless  he  had  a  staff  more  or 
less  duplicating  that  of  the  regular  examining  corps.  Many  of  the  duties 
given  the  Public  Counsel  in  S.  1321  are  already  performed  by  someone  else. 
Thus  the  Patent  Office  Solicitor  and  Law  Examiners  now  represent  the  Patent 
Office  in  appeals  and  contested  cases.  The  Commissioner  regularly  carries  on 
a  (luality  control  program,  though  this  could  be  considerably  more  effective  if 
more  funds   were   available. 

It  is  not  clear  to  us  how  the  Public  Counsel  and  his  staff  would  know 
when  to  intervene  in  a  pending  application.  With  the  subpoena  power  there 
is  at  least  the  possibility  that  decisions  to  intervene  might  be  arbitrary,  might 
be  a  form  of  harassment  of  specific  applicants,  and  might  be  made  for  reasons 
other  than  the  only  legitimate  one.  which  is  to  assure  that  only  high  quality 
patents  issue.  Creation  of  the  Public  Counsel  might  also  appear  to  denigrate 
the  patent  examining  operation  and  result  in  a  lesser  feeling  of  responsibility, 
lower  morale  and  a  generally  lower  level  of  effectiveness  on  the  part  of  the 
examining  corps.  We  tend  to  think  that  more  could  be  obtained  in  improving 
the  quality  of  patents  by  expending  added  monies  in  strengthening  the 
examining  staff  and  the  present  quality  control  program. 

DEFERRED  EXAMINATION 

Provision  for  deferred  examination  has  not  been  included  in  our  proposed 
l)ill.  though  it  would  obviously  be  desirable  to  avoid  the  effort  of  examining 
those  applications  which,  after  the  passage  of  some  years,  either  seem  un- 
patentable to  the  applicants  or  are  of  so  little  interest  to  them  that  examina- 
tion is  not  requested. 

There  are,  however  distinct  disadvantages.  Early  publication  of  applica- 
tions, before  there  is  any  indication  that  they  will  be  allowable,  is  unfair  to 
the  applicant  and  will  lead  to  inventions  being  kept  secret  instead  of  being 
filed  on. 

If  deferred  examination  is  introduced,  it  will  be  necessary  for  the  Patent 
Office  to  publish  all  applications  subject  to  deferral  and  later  to  publish  again 
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those  that  have  become  patents.  Under  current  practice  applications  which  do 
not  become  patents  never  must  be  published.  As  a  result  deferred  examination 
would  entail  a  substantial  increase  in  printing  costs  for  the  Patent  Office. 

Deferred  examination  has  an  adverse  effect  on  the  users  of  inventions. 
During  tlie  period  of  deferral  there  is  uncertainty  whether  the  application 
will  ever  become  patented  and  what  subject  matter  will  be  within  its  ultimate 
claims  if  examination  is  requested.  Each  possible  user  must  conduct  his  own 
examination  of  those  applications  which  might  affect  him.  Separate  examina- 
tions by  all  potential  users  would  be  wasteful  as  compared  with  a  single  ex- 
amination, by  the  Patent  Office. 

Most  countries  where  deferred  examination  has  been  adopted  were  faced 
with  intolerable  backlogs  of  unexamined  applications,  so  that  it  was  almost 
a  matter  of  necessity  to  adopt  this  procedure.  The  situation  is  quite  different 
here  where  the  backlog  has  been  dropping  steadily  and  is  by  no  means  un- 
manageable. We  are  not  convinced  that  the  advantages  of  deferred  examina- 
tion overcomes  the  disincentives  and  possibility  of  additional  costs  that  ac- 
company  it. 

If  deferred  examination  should  be  adopted,  there  would  be  no  need  to  pub- 
lish those  applications  where  examination  is  requested  immediately,  and  it 
would  seem  desirable  not  to  do  so. 

MAINTENANCE  FEES 

While  the  patent  bar  in  this  country  has  been  historically  and  uniformly 
opposed  to  maintenance  fees,  there  is  currently  some  sentiment  that  such 
fees,  if  reasonable  in  amount  and  non-discriminatory,  might  be  preferable  to 
further  increases  in  the  filing  and  issue  fees. 

If  maintenance  fees  should  be  instituted,  they  should  not  be  so  large  as 
to  make  it  prohibitive  to  keep  in  force  patents  which  may  not  yet  have  pro- 
duced any  income  but  which  have  a  reasonable  chance  of  producing  such 
income  in  the  future.  An  inventor  who  has  complied  with  his  part  of  the 
bargain  and  disclosed  his  invention  to  the  public  should  not  have  his  right 
of  exclusion  taxed  away  simply  to  satisfy  some  preconception  that  the  fewer 
patents  in  force  the  better.  The  maintenance  fees  called  for  by  S.  1321  seem 
entirely  too  high  and  border  on  being  confiscatory. 

Even  when  kept  reasonable  in  amount,  maintenance  fees  are  inherently 
burdensome  and  wasteful  in  that  they  involve  record-keeping  and  publication 
expense  to  the  Patent  Office,  and  effort  and  expense  to  the  patentee  who  must 
periodically  decide  whether  to  keep  track  of  when  fees  are  due. 

Finally,  fees,  whatever  their  nature,  should  be  kept  administratively  as 
simple  as  possible.  Fees  should  not  vary  according  to  who  owns  the  patent, 
nor  should  there  be  special  exemptions. 

In  this  connection  we  would  urge  that  the  matter  of  fees  be  reconsidered 
generally.  At  the  hearings  held  by  this  Subcommittee  in  May,  1971,  the 
American  Patent  Law  Association  submitted  a  report  urging  the  following 
basis  for  fee  practice : 

(a)  costs  of  examination  be  divided  equally  between  the  Patent  Office  and 
the  applicant,  since  the  examination  process  is  equally  of  benefit  to  the  appli- 
cant and  to  the  public ; 

(b)  the  cost  of  supplying  patent  copies  and  similar  services  should  be 
charged  entirely  to  the  persons  receiving  the  services ; 

(c)  the  cost  of  maintaining  search  facilities  and  the  Scientific  Library, 
and  the  printing  of  patents  should  be  funded  entirely  from  public  funds,  as 
representing  functions  of  benefit  to  the  general  public  rather  than  to  appli- 
cants ;  and 

(d)  the  trademark  operation  should  be  entirely  self-sustaining,  as  it  is  pri- 
marily for  the  benefit  of  trademark  owners. 

Similar  recommendations  were  made  at  the  same  time  by  former  Commis- 
sioner Brenner. 

We  continue  to  think  that  this  suggested  handling  of  fees  would  be  fairer 
to  applicants  and  to  the  public  than  trying  to  maintain  any  arbitrary  overall 
percentage  of  return.  If  it  were  followed,  it  might  well  turn  out  to  be  unnec- 
essary to  look  to  maintenance  fees  to  supply  needed  revenue. 

ADMINISTRATIVE  RESTRUCTURING  OF  PATENT  OFFICE 

In  our  proposd  version  of  a  patent  law  revision  bill,  we  have  retained 
language  which  would  leave  the  Patent  Office  where  it  now  is,  in  the  Depart- 
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ment  of  Commerce.  Nevertheless  many  of  our  members  would  be  pleased  to 
see  it  become  an  independent  agency.  This  would  give  the  Commissioner  a 
degree  of  freedom  of  operation  that  would  be  desirable.  On  the  other  hand, 
it  would  deprive  the  Patent  OflBce  of  the  protection  afforded  by  being  part  of 
a  regular  department  of  the  Executive  branch  and  could  make  its  financial 
stability  more   precarious. 

An  alternative,  of  course,  would  be  to  make  the  Commissioner  an  Assistant 
Secretary  of  Commerce,  as  is  provided  in  S.  1957  introduced  June  7,  1973  by 
Senator  McClellan.  This  provision  was  also  present  in  S.  1254  of  the  previous 
Congress,  which  passed  the  Senate  but  not  the  House.  Part  of  the  problems 
of  the  Patent  Office  in  the  past  decade  or  so  seem  to  have  resulted  from  an 
apparent  dilution  of  the  Commissioner's  authority  because  of  his  position  in 
the  administrative  structure  of  the  Department  of  Commerce.  This  difficulty 
might  be  alleviated  if  he  were  made  an  Assistant  Secretary. 

While  the  topics  discussed  so  far  are  those  on  which  comments  were  par- 
ticularly solicited.  I  would  like  to  mention  briefly  a  few  of  the  other  provisions 
of  S.  1321  which  seem  undesirable  to  us,  either  because  they  seem  burden- 
some or  would  seem  to  erode  the  protection  which  an  inventor  could  obtain 
and  would  thus  help  to  destroy  the  incentive  which  the  system  should  pro- 
vide. I  will  not  try  to  discuss  these  in  detail  but  would  simply  like  to  note 
some  of  them.  My  failure  to  mention  any  section,  of  course,  does  not  neces- 
sarily indicate  that  we  approve  it. 

Section  102(a)  would  make  knowledge  or  use  by  others  in  a  foreign  country 
prior  to  the  applicanfs  invention  a  bar.  Section  102(b)  would  similarly  make 
public  use  or  sale  in  a  foreign  country  more  than  a  year  prior  to  the  actual 
U.S.  filing  date  a  bar  to  patentability.  We  believe  that  such  foreign  knowl- 
edge, use  or  sale  is  often  difficult  to  discover  and  that  a  bona  fide  applicant 
having  no  knowletlge  of  it  should  not  be  prevented  thereby  from  obtaining  a 
patent.  It  is,  after  all,  the  encouragement  of  the  development,  disclosure  and 
use  of  technology  in  the  United  States  that  is  the  central  purpose  of  our  patent 
system. 

Under  Section  104(e)  any  desription  of  a  product  could  be  used  an  a  refer- 
ence even  though  it  did  not  teach  how  to  make  dr  use  the  product.  Under 
this  provision  anyone  in  the  chemical  field  could  preclude  patenting  entire 
classes  of  compounds  by  publishing  lists  of  theoretical  stractural  formulas 
without  ever  having  benefitted  the  public  by  providing  it  with  the  information 
needed  to  make  the  compounds  available. 

Section  104(e)  denies  patentability  where  the  inventor  has  perceived  a  prob- 
lem the  solution  of  which  is  obvious.  This  is  at  least  too  broadly  stated  for 
it  would  seem  to  cover  situations  where  a  technical  difficulty  could  not  be 
solved  until  someone  had  ingeniously  and  unobviously  discovered  what  was 
causing  the  difficulty.  This  is  of  benefit  to  the  public  and  should  be  a  patent- 
able discovery  even  though  once  the  cause  is  known  it  would  be  obvious 
how  to  remedy  it. 

The  requirements  of  Section  112(a)  are  extremely  onerous,  particularly  in 
view  of  the  readiness  of  the  courts  to  find  that  there  has  been  fraud  or  lack 
of  candor  in  connection  with  the  supply  of  information  to  the  Patent  Office. 
It  could  often  be  very  difficult  for  an  applicant  to  be  sure  he  had  included  in 
the  specification  "all  .  .  .  novel  or  unexpected  properties  or  results  and  all  .  .  . 
substantially  superior  known  or  obvious  properties  or  results."  Applicants 
should  not  be  required  to  supply,  in  addition  to  a  complete  description  of  the 
invention,  all  of  the  know-how  which  has  been  developed  with  respect  to  the 
subject  matter  of  the  invention.  Much  of  this  know-how  can  readily  be  ac- 
quired by  anyone  who  wishes  to  spend  the  time  and  money  to  develop  it.  Why 
should  an  applicant  have  to  disclose  it  for  nothing  without  having  any  assur- 
ance at  all  that  he  will  obtain  the  desired  patent  protection? 

Section  112(b)  limits  a  patentee  to  the  range  of  equivalents  expressly  set 
forth  in  the  specification.  This  effectively  denies  him  any  range  of  equivalents, 
since  if  he  knows  all  the  possible  ways  of  evading  his  patent,  he  can  make 
his  claims  broad  enough  to  include  them.  The  doctrine  of  equivalents  was 
devised  to  protect  the  patentee  from  persons  who  would  copy  the  substance 
of  the  invention  while  carefully  avoiding  the  literal  language  of  the  claims. 
The  applicant  cannot  be  expected  to  anticipate  every  form  of  evasion  of  this 
type. 

Section  122  provides  for  the  prompt  publication  of  all  applications.  We  be- 
lieve there  should  be  no  publication  in   any   event   until  the   application   has 
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been  indicated  as  allowable,  and  especially  no  sooner  tliau  eigbteen  montbs 
after  tbe  filing  date. 

Section  ir)8(b)  wonld  establisb  tbe  term  of  a  patent  at  twelve  years  dating 
from  tbe  filing  date,  bnt  witb  tbe  addition  of  any  time  dnring  wbicb  tbe  ap- 
plication wasdeferred.  We  would  be  strongly  opposed  to  a  reduction  of  term 
of  tbis  magnitude. 

Section  201(c)  wonld  bar  any  broadened  reissue  patent.  We  are  in  favor 
of  reducing  tbe  time  during  wbicb  a  broadened  reissue  may  be  sougbt  from 
tbe  two  years  provided  by  current  law  to  one  year,  but  see  no  reason  why 
patentees  sbould  be  denied  any  opportunity  to  correct  bis  claims  to  give  bim 
wbatever  protection  bis  invention  warrants. 

Section  263  would  require  a  minimum  2%  payment  from  an  employer  to  an 
employed  inventor  for  assignment  of  an  invention.  Tbe  proper  resolution  of 
employer-employee  rigbts  in  inventions  is  a  complicated  matter,  is  tbe  subjct 
of  otber  proposed  legislation,  and  sbould  not  be  dealt  witb  in  a  general  patent 
revision  bill   witbout   adequate  bearings  on  tbis  topic. 

Section  286(a)  would  provide  a  two-year  statute  of  limitations  for  infringe- 
ment suits  instead  of  tbe  six  years  now  provided.  Considering  tbe  many  diflS- 
culties  tbat  a  patentee  must  overcome  to  enforce  bis  patent  at  all,  it  seems 
unfair  to  wbittle  down  his  rigbts  in  tbis  manner. 

Mr.  Daxx.  Also.  I  have  delivered  to  the  subcommittee  a  copy  of  a 
proposed  version  of  a  patent  revision  bill  which  the  board  of  man- 
agers of  our  association  has  recently  given  approval  to,  and  feeling 
that  this  might  be  helpful  in  your  consideration  of  these  matters, 
we've  asked  that  this  be  printed  in  the  record. 

Senator  Hart.  So  ordered. 

[The  information  referred  to  follows:] 

American  Patent  Law  Association 

PART   I — patent  office 
Chapter  Sec.         Page 

1.  Establisbment,    Officers,    Functions 1  1 

2.  Proceedings  in  the  Patent  Office 21  6 

3.  Practice  Before  tbe  Patent  Office 31  9 

4.  Patent    Fees    41  10 

Chapter  1 — Establishment,  officers,  functions 

Sec. 

1.  Establishment. 

2.  Seal. 

3.  Officers  and  employees. 

4.  Restriction  on  officers  and  employees  as  to  interest  in  patents. 
,5.  Bond  of  Commissioner  and  other  officers.   (Omitted) 

6.  Duties  of  Commissioner, 

7.  Board  of  Appeals. 

8.  Library. 

9.  Classification  of  patents. 

10.  Certified  copies  of  records. 

11.  Publications  and  public  services, 

12.  Research  and  studies. 

13.  Copies  of  patents  for  public  libraries. 

Section  1. — Establishment 

Tbe  Patent  Office  shall  be  an  Office  in  the  Department  of  Commerce,  where 
records,  books,  drawings,  specifications,  and  otber  papers  and  things  pertain- 
ing to  patents  and  to  trademark  registrations  shall  be  kept  and  preserved, 
except  as  otherwise  provided  by  law. 

Section  2. — Seal 

Tbe  Patent  Office  shall  have  a  seal  witb  wbicli  letters  patent,  certificates  of 
trademark  registrations,  and  papers  issued  from  the  Office  shall  be  authenti- 
cated. 
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Section  3. — Officers  and  employees 

(a)  There  shall  be  in  the  Patent  Office  a  Commissioner  of  Patents,  a  deputy 
commissioner,  two  assistant  commissioners,  and  not  more  than  twenty-four 
examiners-in-cliief.  The  deputy  commissioner,  or,  in  the  event  of  a  vacancy  in 
that  office,  the  assistant  commissioner  senior  in  date  of  appointment,  shall 
fill  the  office  of  Commissioner  during  a  vacancy  in  that  office  until  the  Com- 
missioner is  appointed,  and  takes  office.  The  Commissioner  of  Patents,  the 
deputy  conunissioner,  and  the  assistant  commissioner  shall  be  appointed  by 
the  President,  by  and  with  the  advice  and  consent  of  the  Senate.  The  Secre- 
tary of  Commerce,  upon  the  nomination  of  the  Commissioner,  in  accoi'dance 
with  law.  shall  appoint  all  other  officers  and  employees. 

(b)  The  Secretary  of  Commerce  may  vest  in  himself  the  functions  of  the 
Patent  Office  and  its  officers  and  employees  specified  in  this  title  and  may 
from  time  to  time  authorize  their  performance  by  any  other  officer  or  em- 
ployee. 

(c)  The  Secretary  of  Commerce  is  authorized  to  fix  the  per  annum  rate 
of  basic  compensation  of  each  examiner-in-chief  in  the  Patent  Office  at  not 
in  excess  of  the  maximum  scheduled  rate  provided  for  positions  in  grade  17 
of  the  General  Schedule  of  the  Classification  Act  of  1949,  as  amended. 

Section  Jf. — Restiction  on  officers  and  employees  as  to  interest  in  patents 

Officers  and  employees  of  the  Patent  Office  shall  be  incapal)le.  during  the 
period  of  tlieir  appointments  and  for  one  year  thereafter,  of  applying  for  a 
patent  or,  during  such  period  and  for  one  year  thereafter,  being  named  .in 
an  inventor  in  an  ai»plication  for  patent  for  an  invetion  made  during  such 
l»eriod  or  for  one  year  thereafter  and  of  acquiring,  directly  or  indirectly, 
except  by  inheritance  or  bequest,  any  patent  or  any  right  or  interest  in  any 
patent,  issued  or  t(j  be  issued  by  the  Office.  Such  applications  for  patent  there- 
after shall  not  be  entitled  to  any  priority  date  earlier  than  one  year  after  the 
termination  of  their  appointment. 

Section  5. —  (Omitted.) 

Section  6. — Duties  of  Commissioner 

(a)  The  Commissioner,  under  the  direction  of  the  Secretary  of  Commerce, 
shall  superintend  or  perform  all  duties  required  by  law  respecting  the  grant- 
ing and  issuing  of  patents  and  the  registration  of  trademarks ;  shall  have  the 
authority  to  carry  on  studies  and  programs  regarding  domestic  and  interna- 
tional patent  and  trademark  law ;  and  shall  have  charge  of  property  belonging 
to  the  Patent  Office.  He  may,  subject  to  the  approval  of  the  Secretary  of 
Commerce,  establish  regulations,  not  inconsistent  with  law,  for  the  conduct 
of  proceedings  in  the  Patent  Office. 

(b)  The  Commissioner,  under  the  direction  of  the  Secretary  of  Commerce, 
may,  in  coordination  with  the  Department  of  State,  cari-y  on  programs  and 
studies  cooperatively  with  foreign  patent  offices  and  international  intergov- 
ernmental organizations,  or  may  authorize  such  programs  and  studies  to  be 
carried  on,  in  connection  with  the  performance  of  duties  stated  in  subsection 
(a)    of  this  section. 

(c)  The  Commissioner,  under  the  direction  of  the  Secretary  of  Commerce, 
may.  with  the  concurrence  of  the  Secretary  of  State,  transfer  funds  appro- 
priated to  the  Patent  Office,  not  to  exceed  $100,000  in  any  year,  to  the  Depart- 
ment of  State  for  the  purpose  of  making  special  payments  to  international 
intergovernmental  organizations  for  studies  and  programs  for  advancing  inter- 
national cooperation  concerning  patents,  trademarks,  and  related  matters. 
These  special  payments  may  be  in  addition  to  any  other  payments  or  contri- 
butions to  the  international  organization  and  shall  not  be  subject  to  any 
limitations  imposed  by  law  on  the  amounts  of  such  other  payments  or  cou- 
tril)utions  by  the  Government  of  the  United  States. 

Section  7. — Board  of  Appeals 

(a)  The  Commissioner,  the  deputy  commissioner,  the  assistant  commis- 
sioners, and  the  examiners-in-chief  shall  constitute  a  Board  of  Appeals  in 
the  Patent  Office.  The  examiners-in-chief  shall  be  persons  of  competent  legal 
knowledge  and  scientific  ability,  who  shall  be  appointed  under  the  classified 
Civil   Service. 

(b)  The  Board  of  Appeals  shall: 

(1)   Review   adver.se  decisions  of  the  primary  examiners   upon   applica- 
tions for  patents  as  provided  in  section  134  of  this  title. 
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(2)  Review  or  consider  actions  arising  under  cliapter  18  of  tliis  title. 

(3)  Perform  the  functions  specified  as  being  performed  by  a  Board  of 
Patent  Interferences  in  other  Acts  of  Congress  and  wlien  performing  said 
function  shall  constitute  a  Board  of  Patent  Interferences. 

(c)  Each  appeal  or  other  action  shall  be  decided  by  at  least  three  members 
of  the  Board  of  Appeals.  The  Board  of  Appeals  has  sole  power  to  reconsider 
its  decisi(m. 

(d)  Whenever  the  Commissioner  considers  it  necessary  to  maintain  the 
work  of  the  Board  of  Appeals  current,  he  may  designate  any  patent  examiner 
of  the  primary  examiner  grade  or  higlier  having  the  requisite  ability,  to 
serve  as  examiner-in-chief  for  periods  not  exceeding  six  months  each.  An 
examiner  so  designated  shall  be  qualified  to  act  as  a  member  of  the  Board  of 
Appeals.  Not  more  than  one  such  designated  examiner-in-chief  shall  be  a 
member  of  the  Board  of  Appeals  bearing  an  appeal  or  considering  a  case. 
The  Secretary  of  Commerce  is  authorized  to  fix  the  per  annum  rate  of  basic 
compensation  of  each  designated  examiner-in-chief  in  the  Patent  Office  at  not 
in  excess  of  the  maximum  scheduled  rate  provided  for  positions  in  grade  16 
of  the  General  Schedule  of  positions  referred  to  in  section  5104  of  title  5, 
United  States  Code.  The  per  annum  rate  of  basic  compensation  of  each  desig- 
nated examiner-in-chief  shall  be  adjusted,  at  the  close  of  the  period  for  which 
he  was  designated  to  act  as  examiner-in-chief,  to  the  per  annum  rate  of  basic 
compensation  which  he  would  have  been  receiving  at  the  close  of  such  period 
if  such  designation  had  not  been  made. 

Section  8. — Library 

The  Commissioner  shall  maintain  a  library  of  scientific  and  other  works 
and  periodicals,  both  foreign  and  domestic,  in  the  patent  Ofl3ce  to  aid  the 
officers  in  the  discharge  of  their  duties. 

Section  9. — Classification  of  patents 

The  Commissioner  may  maintain  with  appropriate  revisions  the  classifica- 
tion by  subject  matter  of  pul)lislied  specifications  of  United  States  patents  and 
of  such  otlier  patents  and  applications  and  other  scientific  and  technical  in- 
formation as  may  be  necessary  or  practicable,  for  the  purpose  of  determining 
with  readiness  and  accuracy  the  patentability  of  inventions  for  which  applica- 
tions for  patent  are  filed. 

Section  10. — Certified  copies  of  records 

The  Commissioner  may,  upon  payment  of  the  prescribed  fee,  furnish  certi- 
fied copies  of  records  of  the  Patent  Office  to  persons  entitled  thereto. 

Section  11.  Publications  and  public  services 

(b)  The  Commissioner  may  cause  to  be  published,  in  such  format  as  he 
determines  to  be  suitable,  the  following : 

(1)  The  specifications  and  drawings  of  patents,  and  patent  applica- 
tions ;  subject  to  the  provisions  of  this  title. 

(2)  Certificates  of  trademark  registrations,  including  statements  and 
drawings. 

(b)  The  Commissioner  may  cau.se  to  be  published,  in  such  format  he  he 
determines  to  be  suitable,  the  following : 

(1)  Patent  abstracts. 

(2)  The  Oflicial  Gazette  of  the  United  States  Patent  Office. 

(3)  Annual  indices  of  patents,  published  applications  and  of  trademarks 
and  information  concerning  the  same. 

(4)  Annual  volumes  of  decisions  in  patent  and  trademark  cases. 

(5)  Classification  manuals  and  indices  of  the  classifications  of  patents. 

(6)  Pamphlet  copies  of  the  patent  laws  and  rules  of  practice,  laws, 
and  rules  relating  to  trademarks  and  circulars  or  other  publications  re- 
lating to  the  business  of  the  Office. 

(c)  Tlie  Patent  Office  may  print  the  headings  of  the  drawings  for  patents 
for  the  purpose  of  photolithography. 

(d)  The  Commissioner  (1)  shall  maintain  public  facilities  for  the  search- 
ing of  patent  materials,  (2)  may  establisli  a  public  information  service  for 
the  dissemination  to  the  public  of  information  concerning  patents  and  trade- 
marks, and  (3)  may  from  time  to  time  disseminate  or  provide  for  dissemina- 
tion of  public  technological  and  other  public  information,  the  publication  of 
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which  in  his  .iudgment  would  encourage  invention  and  progress  in  the  useful 
arts.  Such  dissemination  may  be  made  by  periodical  or  other  pul)lications, 
the  preparation  and  display  of  exhibits,  and  other  appropriate  means. 

(e)  The  Commissioner  may  exchange  copies  of  any  of  the  publications 
specified  in  subsections  (a)  and  (b)  for  publications  desirable  for  the  use  of 
the  Patent  Office,  and  furnish  copies  of  any  of  these  publications  to  interna- 
tional intergovernmental  organizations  of  which  the  United  States  is  a  member. 

Section  12. — Research  and  studies 

The  Commissioner  shall  conduct  a  program  of  research  and  development  to 
improve  and  expedite  the  handling,  classification,  storage,  and  retrieval  of 
patents  and  other  scientific  and  technical  information. 

Section  13. — Copies  of  patents  for  public  libraries 

Tlie  Commissioner  may  supply  copies  of  specifications  and  drawings  of 
patents  to  public  libraries  in  the  United  States  which  shall  maintain  such 
copies  for  the  use  of  the  public,  at  the  rate  for  each  year's  issue  established 
for  this  purpose  in  section  41  (a)    (9)  of  this  title. 

Chapter  2 — Proceedings  in  the  Patent  Office 

Sec. 

21.  Day  for  taking  action  falling  on  Saturday,  Sunday,  or  holiday. 

22.  Form  of  papers  filed. 

23.  Testimony  in  Patent  Office  cases. 

24.  Subpoenas,  witnesses. 

25.  Oath  and  declaration  in  lieu  of  oath. 

26.  Effect  of  deiTective  execution. 

27.  Effective  date  of  documents  and  fees  to  be  filed  in  the  Patent  Office. 

Section  21. — Day  for  taking  action  falling  on  Saturday,  Sunday,  or  holiday 

When  the  day,  or  the  last  day,  for  taking  any  action  or  paying  any  fee  falls 
on  Saturday,  Sunday,  a  holiday  within  the  District  of  Columbia,  or  on  any 
other  day  the  Patent  Office  is  closed,  the  action  may  be  taken,  or  the  fee  paid, 
on  the  next  succeeding  secular  or  business  day. 

Section  22. — Form  of  papers  filed 

The  Commissioner  may  be  regulation  prescribe  the  form  of  papers  filed  in 
the  Patent  Office. 

Section  23. — Evidence  in  Patent  Office  cases 

The  Commissioner  shall  establish  regulations  for  the  presentation  and  pro- 
duction of  evidence  in  Patent  Office  proceedings  including  affidavits,  deposi- 
tions, discovery  and  other  evidence,  which  regulations  shall  provide  parties 
with  a  reasonable  and  expeditious  means  of  obtaining  and  producing  evidence. 

Section  24- — Subpoenas,  witnesses 

(a)  The  clerk  of  any  United  States  court  for  the  district  wherein  testi- 
mony is  to  be  taken  in  accordance  with  regulations  established  by  the  Com- 
missioner for  use  in  any  case  in  the  Patent  Office  shall,  upon  the  application 
of  any  party  thereto,  issue  a  subpoena  for  any  witness  residing  or  being 
within  such  district,  commanding  him  to  appear  and  testify  before  an  officer 
in  such  district  authorized  to  take  testimony,  depositions,  and  affidavits,  at 
the  time  and  place  stated  in  the  subpoena.  The  provisions  of  the  Federal 
Rules  of  Civil  Procedure  relating  to  the  attendance  of  witnesses,  discovery 
and  the  production  of  documents  and  things  shall  apply  to  contested  cases  iii 
the  Patent  Office  insofar  as  consistent  with  Patent  Office  regulations  estab- 
lished under  Section  23  of  this  title. 

(b)  Every  witness  subpoened  and  in  attendance  shall  be  allowed  the  fees 
and  traveling  expenses  allowed  to  witnesses  attending  the  United  States  dis- 
trict courts. 

(c)  A  judge  of  a  court  whose  clerk  issued  a  subpoena  may  enforce  obedience 
to  the  process  or  punish  disobedience  as  in  other  like  ca.ses,  on  proof  that  a 
witness,  served  with  such  subpoena,  neglected  or  refused  to  appear  or  to  testify. 
No  witness  shall  ])e  deemed  guilty  of  contempt  for  disobeying  such  subpoena, 
unless  his  fees  and  traveling  expenses  in  going  to,  and  returning  from,  and 
one  day's  attendance  at  the  place  of  examination,  are  paid  or  tendered  him 
at  the  time  of  the  service  of  the  subpoena ;  nor  for  refusing  to  disclose  any 
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secret  matter  except   upon   appropriate   order  of   the   court  which  issued   the 
subpoena. 

Section  25. — Oath  and  declaration  in  lieu  of  oath 

(a)  An  oath  to  be  filed  in  the  Patent  Office  may  be  made  before  any  person 
witlun  the  United  States  authorized  by  law  to  administer  oaths,  or,  when 
made  in  a  foreign  country,  before  any  diplomatic  or  consular  officer  of  the 
United  States  authorized  to  administer  oaths,  or  before  any  officer  authorized 
to  administer  oaths  in  the  foreign  country  in  which  the  applicant  may  be. 
whose  authority  shall  be  proved  liy  certificate  of  a  diplomatic  or  consular 
officer  of  the  United  States,  and  such  oath  shall  be  valid  if  it  complies  with 
the  laws  of  the  state  or  country   where  made. 

(b)  The  Commissioner  may  by  regulation  prescribe  that  any  document  to 
be  filed  in  the  Patent  Office  and  which  is  required  by  any  law  or  regulation 
to  be  under  oath  may  be  subscribed  to  by  a  written  declaration  in  such  form 
as  the  Commissioner  may  prescribe,  such  declaration  to  be  in  lieu  of  the  oath 
otherwise  required. 

(c)  Whenever  such  written  declaration  is  used,  the  document  must  warn 
the  declarant  that  willful  false  statements  and  the  like  are  subject  to  pun- 
ishment including  fine  or  imprisonment,  or  both  (18  U.S.C.  1001). 

(d)  The  Commissioner  may  by  regulation  prescribe  that  any  oath  or 
declaration  of  a  person  not  fluent  in  English  shall  be  in  a  language  in  which 
he  is  fluent  together  with  an  English  translation  thereof,  the  accuracy  of 
which  shall  be  attested  to  pursuant  to  such  rules  as  the  Commissioner  may 
prescribe. 

Section  26. — Effect  of  defective  execution 

Any  document  to  be  filed  in  the  Patent  Office  and  which  is  required  by  any 
law.  rule,  or  other  regulation  to  be  executed  in  a  specified  manner  may  l)e 
provisionally  accepted  by  the  Commissioner  despite  a  defective  execution 
provided  a  properly  executed  document  is  submitted  within  such  time  as  may 
be  prescribed. 

Section  27. — Effective  date  of  documents  and,  fees  to  ie  filed  in  the  Patent 
Office 
The  Connnissioner  may  by  regulation  prescribe  that  an  application  for 
Letters  Patent,  any  other  document  or  thing,  or  a  fee  shall  be  deemed  to 
have  been  filed  in  the  Patent  Office  as  of  the  day  of  deposit  thereof  in 
the  United  States  mails  and  the  Commissioner  may  by  regulation  prescribe 
the  conditions  which  must  be  fulfilled  to  make  such  deposit  as  effective 
as  a  filing  in  the  Patent  Office  as  of  the  date  of  such  deposit. 

Chapter  3 — Practice  Before  Patent  Office 
Sec. 

31.  Regulations  for  agents  and  attorneys.         , 

32.  Suspension  or  exclusion  from  practice. 

33.  Unauthorized  practice. 

Section  31. — Regulations  for  agents  and  attorneys 

The  Commissioner  may  prescribe  regulations  governing  the  recognition 
and  conduct  of  agents,  attorneys,  or  other  persons  representing  applicants 
or  other  parties  before  the  Patent  Office,  and  may  require  them,  before  being 
recognized  as  representatives  of  applicants  or  other  persons,  to  show  that 
they  are  of  good  moral  character  and  reputation  and  are  possessed  of  the 
necessary  qualifications  to  render  to  applicants  or  other  persons  valuable 
service,  advice,  and  assistance  in  the  presentation  or  prosecution  of  their 
applications  or  other  business  before  the  Office. 

Section  32. — Suspension  or  exclusion  from  practice 

The  Commissioner  may,  after  notice  and  opportunity,  for  a  hearing, 
suspend  or  exclude,  either  generally  or  in  any  particular  case,  from  further 
practice  before  the  Patent  Office,  any  person,  agent,  or  attorney  shown  to 
be  incompetent  or  disreputable,  or  guilty  of  gross  misconduct,  or  who  does 
not  comply  with  the  regulations  established  under  section  31  of  this  chapter, 
or  who  shall,  by  word,  circular,  letter,  or  advertising,  with  intent  to  defraud 
in  any  manner,  deceive,  mislead,  or  threaten  any  applicant  or  prospective  ap- 
plicant,  or  other  person   having  immediate   or   prospective   business   before  the 
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Office.  The  reasons  for  any  such  suspension  or  exclusion  shall  be  duly  re- 
corded. The  United  States  District  Court  for  the  District  of  Columbia,  under 
such  conditions  and  upon  such  proceedings  as  it  by  its  rules  determines,  may 
review  the  action  of  the  Commissioner  upon  the  petition  of  the  person  so 
suspended  or  excluded,  or  refused  recognition  under  section  31  of  this  title. 

Scctino  33. — Unauthorized  practice 

(a)  Whoever,    not  being  recognized    to   practice   before   the   Patent    Office — 

(1)  holds  himself  out  or  knowingly  permits  himself  to  be  held  out  as 
so   recognized,   or 

(2)  holds  himself  out  or  knowingly  permits  himself  to  be  held  out  as 
available  either  to  perform  the  service  of  preparing  or  prosecuting  an 
application  for  patent  or  to  provide  such  service  to  be  performed  by  a 
person  not  so  recognized  or  by  an  unidentified  person,  or 

(3)  for  compensation,  either  performs  the  service  of  preparing  or 
prosecuting  an  application  for  patent  for  another  not  so  recognized  or 
provides  such  service  to  be  performed  by  a  person  not  so  recognized  or 
by  an  unidentified  person, 

shall  be  punished  by  imprisonment  not  exceeding  one  year,  or  a  fine  not 
exceeding  $1,000  for  each  oifense,  or  both. 

(b)  Where  an  agent,  attorney,  or  firm  recognized  to  practice  before  the 
Patent  Office,  assumes  responsibility  for  the  service  of  preparing  or  prose- 
cuting a  patent  application  at  the  time  such  service  is  rendered,  the  service 
shall  be  considered  as  performed  by  such  agent,  attorney,  or  firm  within  the 
meaning  of  this  section. 

Chapter  4 — Patent  Fees 
See. 

41.  Patent  fees. 

42.  Payment  of  patent  fees ;  return  of  excess  amounts. 

Section  1^1. — Patent  fees 

(a)   The  Commissioner  shall  charge  the  following  fees: 

1.  On  filing  each  application  for  an  original  patent,  except  in  design  cases, 
$65 ;  in  addition,  on  filing  or  on  presentation  at  any  other  time,  $10  for  each 
claim  in  independent  form  which  is  in  excess  of  one,  and  $2  for  each  claim 
whether  indei)endent  or  dependent,  which  is  in  excess  of  ten.  Errors  in  pay- 
ment of  the  additional  fees  may  be  rectified  in  accordance  with  regulations 
of  the  Commissioner. 

2.  For  issuing  each  original  or  reissue  patent,  except  in  design  cases,  $100 ; 
in  addition,  $10  for  each  page  (or  portion  thereof)  of  specification  as  printed, 
and  $2  for  each  sheet  of  drawing. 

3.  In  design  cases : 

a.  On  filing  each  design  application,  $20. 

b.  On  issuing  each  design  patent :  For  three  years  and  six  months,  $10 ; 
for  seven  years  $20 ;  and  for  fourteen  years  $30. 

4.  On  filing  each  application  for  the  reissue  of  a  patent,  $65 ;  in  addition,  on 
filing  or  on  presentation  at  any  other  time,  $10  for  each  claim  in  independent 
form  which  is  in  excess  of  the  number  of  independent  claims  of  the  original 
patent,  and  $2  for  each  claim  (whether  independent  or  dependent)  which  is 
in  excess  of  ten  and  also  in  excess  of  the  number  of  claims  of  the  original 
patent.  Errors  in  payment  of  the  additional  fees  may  be  rectified  in  accord- 
ance with  regulations  of  the  Commissioner. 

5.  On  filing  each  disclaimer,  $15. 

6.  On  appeal  for  the  first  time  from  the  examiner  to  the  Board  of  Appeals, 
$50 ;  in  addition,  on  filing  a  brief  in  support  of  the  appeal,  $50. 

7.  On  filing  each  petition  for  the  revival  of  an  abandoned  application  for  a 
patent  or  for  the  delayed  payment  of  the  fee  for  issuing  each  patent,  $15. 

8.  For  certificate  under  .section  255  or  under  section  256  of  this  title,  $15. 

9.  As  available  and  if  in  print :  For  uncertified  printed  copies  of  specifica- 
tions and  drawings  of  patents  (except  design  patents),  50  cents  per  copy; 
for  design  patents,  20  cents  per  copy  ;  the  Commissioner  may  establish  a 
charge  not  to  exceed  $1  per  copy  for  patents  in  excess  of  twenty-five  pages 
of  drawings  and  specifications  and  for  plant  patents  printed  in  color :  special 
rates  for  libraries  specified  in  section  13  of  this  title,  $50  for  patents  issued 
in  one  year.  The  Commissioner  may,  without  charge,  provide  applicants  with 
copies  of  .specifications  and  drawings  of  patents  when  referred  to  in  a  notice 
under  .section  132. 
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10.  For  recording  every  assignment,  agreement,  or  other  paper  relating 
to  the  property  in  a  patent  or  application,  $20;  where  tlie  document  relates 
to  more  than  one  patent  or  application,  $3  for  each  additional  item. 

11.  For  encli  certificate,  $1. 

(b)  The  Commissioner  may  establish  charges  for  copies  of  records,  publica- 
tions, or  services  furnislied  by  the  Patent  Office,  not  specified  above. 

(c)  The  fees  prescribed  by  or  under  this  section  shall  apply  to  any  other 
Government  department  or  agency,  or  officer  thereof,  except  that  the  Com- 
missioner may  waive  the  payment  of  any  fee  for  services  or  materials  in 
cases  of  occasional  or  incidental  requests  by  a  Government  department  or 
agency,  or  oflScer  thereof. 

Section  ^2. — Payment  of  patent  fees;  return  of  excess  amounts 

All  patent  fees  shall  be  paid  to  the  Commissioner  who  shall  deposit  the 
same  in  tlie  Treasury  of  the  United  States  in  such  manner  as  the  Secretary 
directs,  and  the  Commissioner  may  refund  any  sum  paid  by  mistake  or  in 
excess  of  the  fee  required  by  law. 

PART  II — PATENTABILITY  OF  INVENTIONS   AND  GRANT  OF  PATENTS 

C  hap  tor  Sec.  Page 

10.  Patentability    of     Inventions 100  12 

11.  Application    for    Patent 111  15 

12.  Examination    of    Applications 131  23 

13.  Review   of   Patent  Office    Decisions 141  25 

14.  Issue  of    Patent 151  27 

15.  Plant     Patents    161  29 

16.  Designs     171  30 

17.  Secrecy  of  Certain  Inventions  and  Filing  Applications  Abroad-  181  31 

18.  Reexamination  After    Issue :    Contested    Proceedings 191  36 

Chapter  10 — Patentability  of  inventions 

See. 

100.  Definitions, 

101.  Inventions  patentable. 

102.  Conditions  for  patentability ;  novelty  and  loss  of  right  to  patent. 

103.  Conditions  for  patentability ;  non-obvious  subject  matter. 

104.  Invention  made  abroad. 

Section  100. — Definitions 

Wlien  used  in  this  title  unless  the  context  otherwise  indicates — 

(a)  The  term  "invention"'  means  invention  or  discovery. 

(b)  The  term  "process"  means  process,  art  or  method  and  includes  a  new 
use  of  a  known  process,  machine,  manufacture,  composition  of  matter,  or 
material. 

(c)  The  terms  "United  States"  and  "this  country"  mean  the  United  States 
of  America,  its  territories  and  possessions,  and  the  Commonwealth  of  Puerto 
Rico. 

(d)  The  term  "applicant"  means  any  person  who  owns  an  application  for 
a  patent,  as  provided  in  this  title. 

(e)  The  term  "patentee"  includes  not  only  the  person  to  whom  the  patent 
was  issued  but  also  the  successors  in  title  to  such  person. 

(f)  The  term  "actual  filing  date  in  the  United  States"  includes  the  filing 
date  to  whicli  an  application  or  patent,  or  the  subject  matter  of  any  claim 
tliereof,  may  be  entitled  under  the  provisions  of  section  120  of  this  title  (and 
excludes  any  date  under  section  119  of  this  title).  An  application  or  the  result- 
ing patent  may  contain  separate  claims  for  subject  matter  having  different 
filing  dates  in  the  United  States  l)y  virtue  of  the  provisions  of  section  120  of 
this  title  or  may  contain  claims  entitled  to  the  benefit  of  a  prior  date  under 
the  provisions  of  section  119  of  tliis  title,  in  addition  to  claims  not  so  entitled. 

(g)  The  term  "useful"  shall  include,  but  shall  not  be  limited  to,  utility  in 
agriculture,  commerce,  industry,  health  or  research. 

Section  101. — Inventions  patentable 

Whoever  invents  or  discovers  any  new  and  useful  process,  machine,  manu- 
facture, or  composition  of  matter,  or  any  new  and  useful  improvement 
thereof,  or  his  successor  in  title,  may  obtain  a  patent  therefor,  subject  to  the 
conditions  and  requirements  of  this  title. 
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Section  102. — Conditions  -for  patentaiiliti/;  novelty  and  loss  of  right  to  patent 
All  applicant  shall  be  entitled  to  a  patent  unless : 

(a)  Tlie  applicant  or  any  of  his  predecessors  in  title  has  abandoned  the 
invention ;  or 

(b)  The  invention  was  first  patented  or  caused  to  be  patented  or  vras  the 
subject  of  an  inventor's  certificate  by  the  inventor  or  applicant,  or  their  assigns 
or  legal  representatives,  or  described  or  caused  to  be  described  in  the  official 
publication  of  the  application  in  a  foreign  country  before  the  actual  filing 
date  in  the  United  States  of  the  application,  on  an  application  for  patent  or 
inventor's  certificate  filed  more  than  twelve  mouths  before  such  actual  filing 
date  in  the  United  States ;  or 

(c)  Before  the  invention  thereof  the  invention  was  made  in  this  country 
by  another,  provided  the  invention  of  such  other  does  not  stand  abandoned  at 
the  time  of  the  invention  which  is  the  subject  of  the  application ;  and  further 
provided  that  such  other  has  not  suppressed  or  concealed  his  invention.  In 
determining  priority  of  invention,  there  shall  be  considered  not  only  the 
respective  dates  of  conception  and  reduction  to  practice  of  the  invention,  but 
also  the  reasonable  diligence  of  one  who  was  first  to  conceive  and  last  to 
reduce  to  practice,  from  a  time  before  conception  by  the  other  until  his  own 
reduction  to  practice.  However,  in  establishing  priority  of  invention,  an  in- 
vention which  has  been  abandoned  shall  not  be  accorded  a  date  prior  to  the 
date  of  resumption  of  activity. 

(d)  The  subject  matter  was  not  invented  by  the  inventor  himself  but  rather 
derived  by  him  from  another. 

(e)  The  invention  is  identically  disclosed  or  described  in  any  of  the  fol- 
lowing prior  art : 

(1)  A  patent  or  publication  in  this  or  a  foreign  country  reasonably 
available  to  the  public  of  the  United  States  in  printed  or  other  tangible 
form  before  the  invention  was  made  by  the  inventor,  or  more  than  one 
year  before  the  actual  filing  date  in  the  United  States  of  the  application ; 
or 

(2)  A 'published  United  States  patent  application  or  United  States 
patent  of  another  which  has  an  actual  filing  date  in  the  United  States 
before  the  invention  was  made  by  the  inventor  named  in  the  application ; 
or 

(3)  Subject  matter  made  known  publicly  by  another  to  persons  in  the 
art  or  arts  to  which  it  pertains,  or  in  public  use  by  another,  in  this  coun- 
try before  the  invention  was  made  by  the  inventor  named  in  the  applica- 
tion ;  or 

(4)  Subject  matter  on  sale  or  in  public  use  in  this  country  more  than 
one  year  before  the  actual  filing  date  in  the  United  States  of  the  applica- 
tion ;  or 

(5)  With  respect  only  to  the  losing  party  of  a  priority  of  invention  con- 
test under  sections  193  and  291  of  this  title,  the  subject  matter  of  the  claim 
involved. 

Section    103. — Conditions    for    patentability;    nonobvious     subject     matter 

A  patent  may  not  be  obtained  though  the  invention  is  not  identically  dis- 
closed or  described  in  the  prior  art  as  set  forth  in  section  102  of  this  title,  if 
the  differences  between  the  subject  matter  sought  to  be  patented  and  such 
prior  art  are  such  that  the  subject  matter  as  a  whole  would  have  been  obvi- 
ous from  such  prior  art  at  the  time  the  invention  was  made  to  a  person 
having  ordinary  skill  in  the  art  to  which  said  subject  matter  pertains. 
Patentability  shall  not  be  negatived  by  the  manner  in  which  the  invention  was 
made,  nor  because  the  invention  has  simplicity  or  is  the  last  step  in  an 
evolutionary  development,  nor  becau.se  it  is  not  revolutionary,  basic,  scientific 
or  technical  in  character.  Claims  for  a  new  combination  or  assemblage  of 
known  mechanical  or  other  elements  shall  be  subjected  to  the  same  standard 
of  patentability  as  is  applied  to  claims  for  other  types  of  subject  matter. 

Section  104- — Invention  made  abroad 

In  proceedings  in  the  Patent  Office  and  in  the  courts,  an  applicant  for 
a  patent,  or  a  patentee,  may  not  establish  a  date  of  invention  by  reference 
to  knowledge  or  use  thereof,  or  other  activity  with  respect  thereto,  in  a 
foreign  country,  except  as  provided  in  section  119  of  this  title.  Where  an 
invention  was   made   by   a   person,   civil   or   military,    while   domiciled    in    the 
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T'liited  States  and  serving  in  a  foreign  country  in  connection  with  operations 
l)y  or  on  behalf  of  the  United  States,  he  sliall  be  entitled  to  the  same  rights 
of  priority  with  respect  to  such  invention  as  if  the  same  had  been  made  in 
the  United  States. 

Chapter  11 — Application  for  patent 

Sec-. 

111.  Application  for  patent. 

112.  Specification. 

113.  Drawings. 

114.  Models,  Specimen. 

115.  Oath  of  applicant. 

116.  Joint  inventors. 

117.  Death  or  incapacity  of  inventor. 

119.  Benefit  of  earlier  filing  date  in  foreign  country ;  right  of  priority. 

120.  Benefit  of  earlier  filing  date  in  tre  United  States. 

121.  Divisional  applications. 

122.  Confidential  status  of  applications. 

123.  Publication. 

Section  111. — Application  for  patent 

(a)  An  application  for  patent  may  be  filed  by  either  the  inventor  or  the 
owner  of  the  invention  sought  to  be  patented.  The  application  shall  be  made 
in  writing  to  the  Commissioner,  shall  be  signed  by  the  applicant  and  include 
the  name  of  each  person  believed  to  have  made  an  inventive  contribution,  and 
shall  be  accompanied  by  the  prescribed  fee.  An  application  filed  by  a  person 
not  the  inventor  shall  include,  at  the  time  of  filing,  a  statement  of  the  facts 
supporting  the  allegation  of  ownership  of  the  invention. 

(b)  An  application  for  patent  shall  include — 

(1)  a  specification  as  prescribed  by  section  112  of  this  chapter;  and 

(2)  a  drawing  as  prescribed  by  section  113  of  this  chapter. 

(c)  For  purposes  of  filing  a  patent  application  and  securing  a  filing  date, 
an  application  may  be  signed  by  an  agent  of  the  applicant  provided  that 
the  agent  is  authorized  so  to  do  or  provided  that  the  application  is  ratified  in 
writing  by  the  applicant  within  six  months  after  filing.  Failure  of  proof 
of  the  authority  of  the  agent  or  of  ratification  by  the  applicant  within  six 
months  after  the  filing  of  the  application  shall  result  in  abandonment  of  the 
application. 

(d)  When  the  application  is  signed  by  the  owner  or  his  agent,  the  owner, 
within  thirty  days  after  filing  an  application  for  patent,  shall  serve  a  copy 
of  the  application  on  the  inventor  along  with  a  statement  calling  the  inven- 
tor's attention  to  the  provisions  of  siibsection  (e)  of  this  section.  Service  may 
be  effected  by  mailing  a  copy  of  the  application  and  statement,  by  first-class 
mail,  to  the  last  known  address  of  the  inventor.  Failure  to  serve  a  copy 
of  the  application  and  statement  on  the  inventor  within  thirty  days  shall  result 
in  abandonment  of  the  application.  The  Commissioner  may  by  regulation 
require  proof  of  such  service,  and  may  extend  the  thirty  day  period  or  waive 
the  requirement  for  service  upon  a  showing  of  sufficient  cause. 

(e)  An  inventor,  within  a  time  prescribed  by  the  Commissioner,  may 
furnish  a  statement  under  oath  to  the  Commissioner  alleging  that  the  applicant 
is  not  the  owner  of  the  invention  as  required  by  subsection  (a)  of  tliis  section. 
The  Commissioner,  in  accordance  with  such  regulations  as  he  establishes  and 
on  com])linHce  with  the  requirements  of  this  title,  shall  issue  a  patent  to  the 
inventor  filing  such  statement  without  prejudice  to  later  judicial  i)roceedings, 
unless  the  notice  is  withdrawn  liy  the  inventor  or  the  applicant  records  in  the 
Patent  Office  an  assignment  by  the  inventor,  or  in  lieu  thereof,  files  a 
written  statement  by  the  inventor  consenting  to  the  filing  of  the  application 
by  and  the  issuance  of  the  patent  to  the  applicant. 

(f )  Notice  to  the  Commissioner,  in  a  manner  prescribed  by  regulations,  of 
a  final  decision  in  a  judicial  i)roceeding  in  a  court  having  jurisdiction 
thereof,  from  wliich  no  appeal  has  or  can  be  taken,  that  an  a])plicant  is  the 
owner  of  an  invention  shall  authorize  tlie  Commissioner  to  issue  a  patent  to 
such   appli<-ant   for   such   invention. 

(g)  An  error  in  the  naming  of  an  inventor,  in  either  a  sole  or  joint  appli- 
cation for  patent,  without  deceptive  intent,  may  ]>e  corrected  at  any  time,  in 
accordance  with  regulations  established  by  the  Commissioner. 
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Hcction  112. — Specification 

(a)  The  specification  shall  contain  a  wi-itten  description  of  the  invention, 
and  of  the  manner  and  process  of  making  and  using  it,  in  such  full,  clear, 
concise,  and  exact  terms  as  to  enable  any  person  skilled  in  the  art  to  which 
it  patterns,  or  with  which  it  is  most  nearly  connected,  to  make  and  use  the 
same,  and  shall  set  forth  the  best  mode  contemplated  by  the  applicant  of 
carrying  out  the  invention. 

(b)  The  specification  shall  conclude  with  one  or  more  claims  particu- 
larly pointing  out  and  distinctly  claiming  the  subject  matter  regarded  as 
the  invention.  A  claim  may  be  written  in  independent  or  dependent  form, 
and  if  in  dependent  form,  it  shall  be  construed  to  include  all  the  limita- 
tions of  the  claim  incorporated  by  reference  into  the  dependent  claim. 

(c)  An  element  in  a  claim  for  a  combination  may  be  expressed  as  a  means 
or  step  for  performing  a  specified  function  without  the  recital  of  structure, 
material,  or  acts  in  support  thereof,  and  such  claim  shall  be  construed  to 
cover  the  corresponding  structure,  material,  or  acts  described  in  the  specifi- 
cation and  equivalents  thereof. 

(d)  When  the  invention  relates  to  a  process  involving  the  action  of  a 
microorganism  not  already  known  and  available  to  the  public  or  to  a  product 
of  such  a  process,  the  written  description  required  by  subsection  (a)  of 
this  section  shall  be  sufficient  as  to  said  microorganism  if — 

(1)  not  later  than  the  date  that  the  United  States  application  is 
filed,  an  approved  deposit  of  a  culture  of  the  microorganism  is  made  by 
or  on  behalf  of  the  applicant  or  his  predecessor  in  title,  and 

(2)  the  written  description  includes  the  name  of  the  depository  and 
its  designation  of  the  approved  deposit  and,  taken  as  a  whole,  is  in  such 
descriptive  terms  as  to  enable  any  person  skilled  in  the  art  to  which  the 
invention  pertains  to  make  and  use  the  same. 

An  approved  deposit  shall  be  a  deposit  which — 

(1)  is  made  In  any  public  depository  in  the  United  States  which  shall 
have  been  designated  for  such  deposits  by  the  Commissioner  of  Patents 
by   publication,   and 

(2)  is  available,  except  as  otherwise  prohibited  by  law,  in  accordance 
with  such  regulations  as  may  be  prescribed, 

(a)  to  the  public  issuance  of  a  United  States  patent  to  the  appli- 
cant or  his  predecessor  or  successor  in  title  which  refers  to  such 
deposit,  and 

(b)  prior  to  issuance  of  said  patent,  under  the  conditions  specified 
in  section  122. 

(e)  For  the  dissemination  of  information  and  other  purposes,  the  Com- 
missioner, in  accordance  with  such  regulations  as  he  establishes,  may  require 
a  brief  abstract  of  all  or  part  of  the  application.  The  abstract  shall  not  be 
used  for  interpreting  the  scope  of  any  claims  of  a  patent,  nor  shall  it  affect 
in  any  way  tlie  validity  of  the  patent. 

Section  lis. — Drawings 

When  the  nature  of  the  case  admits,  the  applicant  shall  furnish  a  drawing. 

Section  114- — Models,  specimens 

(a)  The  Commissioner  may  require  the  applicant  to  furnish  a  model  of  con- 
venient size  to  exhibit  advantageously  the  several  parts  of  his  invention. 

(b)  When  the  invention  relates  to  a  composition  of  matter,  the  Commis- 
sioner may  require  the  applicant  to  furnish  specimens  of  ingredients  for  the 
purpose  of  inspection  or  experiment. 

Section  115. — Oath  of  applicant 

(a)  The  inventor  shall  make  oath  that  he  believes  to  the  best  of  his 
knowledge  that  he  is  the  first  inventor,  that  he  is  aware  of  no  prior  public 
use  or  other  facts  which  would  l)ar  the  issuance  of  the  patent,  and  that  he 
has  made  full  disclosure  to  the  Patent  Office  of  all  facts  he  reasonably  be- 
lieves to  be  pertinent  to  the  prosecution  of  his  application :  such  oath  shall 
state  of  what  country  the  inventor  is  a  citizen. 

(b)  The  applicant  of  an  application  filed  pursuant  to  Section  117  of 
this  title  may  make  the  oath  required  by  subsection  (a)  of  this  section,  so 
varied  in  form  that  it  can  be  made  by  him. 
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(c)  The  oath  or  oaths  shall  be  submitted  not  later  than  the  time  of  pay- 
ment of  the  fee  required  under  the  provisions  of  Section  151  (a)   of  this  title. 

Section  116. — Joint  inventors 

(a)  When  two  or  more  persons  have  made  inventive  contributions  to 
subject  matter  claimed  in  an  application,  they  shall  apply  for  a  patent 
jointly  and  each  sign  the  application  and  make  the  required  oath,  or,  if  the 
application  is  filed  by  some  other  person  having  the  right  to  do  so,  they  shall 
be  named  as  the  inventors. 

(b)  In  an  application  for  patent  for  an  invention  naming  two  or  more 
inventors,  it  shall  not  be  necessary  for  each  person  named  as  an  inventor 
to  be  a  joint  inventor  of  the  invention  asserted  in  any  claim. 

(c)  If  a  joint  inventor  refuses  to  join  another  inventor  in  an  application 
for  patent,  or  cannot  be  found  or  reached  after  diligent  effort,  the  applica- 
tion may,  subject  to  the  requirements  of  section  111  of  this  title,  be  made 
by  the  other  inventor  on  behalf  of  himself  and  the  omitted  inventor.  The 
Commissioner,  on  proof  of  the  pertinent  facts  and  after  such  notice  to 
the  omitted  inventor  as  he  prescribes,  may  grant  a  patent  to  the  inventor 
making  the  application,  subject  to  the  same  rights  which  the  omitted  in- 
ventor would  have  had  if  he  had  been  joined.  The  omitted  inventor  may 
subsequently  join  in  the  application. 

Section  111. — Death  or  incapacity  of  irwentor 

Legal  representatives  of  deceased  inventors  and  of  those  under  legal  in- 
capacity may  make  application  for  patent  and  otherwise  proceed  on  behalf 
of  the  inventor  upon  compliance  with  the  requirements  and  on  the  same  terms 
and  conditions  applicable  to  the  inventor. 

Section  118. — Oath  ty  other  than  the  inventor 

Whenever  an  inventor  refuses  to  execute  an  oath,  or  cannot  be  found  or 
reached  after  diligent  effort,  a  person  to  whom  the  inventor  has  assigned 
or  agreed  in  writing  to  assign  the  invention  or  who  otherwise  shows  suffi- 
cient proprietary  interest  in  the  matter  justifying  such  action,  may  make 
oath  on  behalf  of  and  as  agent  for  the  inventor  on  proof  of  the  pertinent 
facts  and  a  showing  that  such  action  is  necessary  to  preserve  the  rights  of 
the  parties  or  to  prevent  irreparable  damage ;  and  the  Commissioner  may 
grant  a  patent  to  the  applicant  upon  such  notice  to  the  inventor  as  the 
Commissioner  deems  sufficient,  and  on  compliance  with  such  regulations  as 
he  prescribes. 

Section  119. — Benefit  of  earlier  filing  date  in  foreign  country;  right  of  prior- 
ity 

(a)  An  application  fer  patent  for  an  Invention  filed  in  this  country  by  any 
person  who  has,  or  whose  predecessor  or  successor  in  title  has,  previously 
regularly  filed  an  application  for  a  patent  for  the  same  invention  in  a 
foreign  country  which  affords  similar  privileges  in  the  case  of  applications 
filed  in  the  United  States  or  to  citizens  of  the  United  States,  shall  have  the 
same  effect  as  the  same  application  would  have  if  filed  in  the  United  States 
on  the  date  on  which  the  application  for  patent  for  the  same  invention  was 
first  filed  in  any  such  foreign  country,  if  the  application  in  this  country  is 
filed  within  twelve  months  from  the  earliest  date  on  which  such  foreign 
application  was  filed. 

(b)  To  obtain  the  benefit  of  the  right  of  priority  under  this  section 
the  applicant  shall  make  a  claim  therefor  at  the  time  the  application  is 
filed  unless  it  be  shown  to  the  satisfaction  of  the  Commissioner  that  there 
was  a  sufficient  cause  for  failure  to  do  so,  and  shall  file  a  certified  copy 
of  the  original  foreign  application,  specification,  and  drawings  on  which  it 
is  based,  at  such  time  during  the  pendency  of  the  application  as  required  by 
the  Commissioner  not  earlier  than  six  months  after  the  filing  of  the  applica- 
tion in  this  country.  The  Commissioner  may  require  a  translation  of  the 
papers  filed  if  not  in  the  English  language  and  such  other  information  as  he 
deems  necessary. 

(c)  In  like  manner  and  sul)ject  to  the  same  conditions  and  re(iuirements, 
the  right  provided  in  this  section  may  be  based  upon  a  subsequent  regularly 
filed  application  in  the  same  foreign  country  instead  of  the  first  filed 
foreign  application,  provided  that  any  foreign  application  filed  prior  to  such 
subsequent    application  has    been    withdrawn,    abandoned,    or    otherwise  dis- 
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posed  of  without  having  been  laid  open  to  public  inspection  and  without  leav- 
ing any  rights  outstanding,  and  has  not  served,  nor  tliereafter  shall  serve,  as 
a  basis  for  claiming  a  right  of  priority. 

(d)  When  the  application  claiming  priority  under  this  section,  discloses  an 
invention  relating  to  a  process  involving  the  action  of  a  microorganism 
not  already  known  and  available  to  the  public  or  to  a  product  of  such  a 
process  and  an  approved  deposit  is  made  under  section  112,  subsection  (d), 
the  approved  deposit  shall  be  considered  to  have  been  made  on  the  earliest 
date  that  an  application  in  a  foreign  country,  the  priority  of  which  is  being 
claimed,  contains  a  reference  identifying  a  deposit  of  the  same  microorganism 
made  in  a   public  depository. 

(e)  Applications  for  inventors'  certificates  filed  in  a  foreign  country 
in  which  applicants  have  a  right  to  apply,  at  their  discretion,  either  for  a 
patent  or  for  an  inventor's  certificate  shall  be  treated  in  this  country  in  the 
same  manner  and  have  the  same  effect  for  purpose  of  the  right  of  priority 
under  this  section  as  applications  for  patent,  subject  to  the  same  conditions 
and  requirements  of  this  section  as  apply  to  applications  for  patent,  provided 
such  applicants  are  entitled  to  the  benefits  of  the  Stockholm  Revision  of  the 
I'aris  Convention  at  the  time  of  such  filing. 

Section  120. — Benefit  of  earlier  filing  date  in  the  United  States 

(a)  An  application  for  patent  for  an  invention  disclosed  in  the  manner 
provided  in  section  112  (a)  of  this  chapter  in  an  application  previously 
filed  in  the  United  States  shall  have  the  same  effect,  as  to  such  invention, 
as  though  filed  on  the  date  of  the  prior  application  if — 

(1)  it  is  filed  during  the  pendency  of  the  prior  application,  that  is 
before  the  patenting  or  abandonment  of,  or  the  termination  of  proceedings 
in,  the  prior  application, 

(2)  The  two  applications  have  the  same  inventor  for  the  subject  mat- 
ter, common  to  both,  and 

(3)  the  application  specifically  claims  or  is  amended  to  claim  the  bene- 
fit of  the  date  of  filing  of  the  prior  application  for  subject  matter  claimed 
in  the  second  application. 

(b)  In  a  series  of  applications  with  respect  to  an  invention,  each  of 
which  is  entitled  to  the  benefit  of  the  filing  date  of  the  immediately  pre- 
ceding application  in  the  series  in  accordance  with  the  provisions  of  sub- 
section (a)  of  this  section,  the  last  application  in  the  series  shall  be  entitled 
to  the  benefit  of  the  filing  date  of  the  earliest  application  in  the  series  for 
which  a  claim  is  made,  even  though  any  application  in  the  series  may  be 
copending  only   with  the  immediately  preceding  application. 

(c)  An  applicant  must  claim  the  benefit  of  the  filing  date  of  the  earliest 
application  on  which  he  intends  to  rely  in  a  later  filed  application  within 
three  months  of  the  time  of  filing  such  later  application,  or  during  examina- 
ti<m  or  reexamination  of  such  application  as  provided  in  chapter  12  of  this 
title  upon  an  adequate  showing  why  the  claim  was  not  made  earlier.  In 
a  series,  each  application  must  claim  the  benefit  of  the  immediately  pre- 
ceding application   in   accordance   with  the   provisions   herein. 

(d)  The  Commissioner  may  by  regulation  dispense  with  signing  and  execu- 
tion in  the  case  of  an  application  directed  solely  to  subject  matter  described 
and  claimed  in  the  prior  application. 

Section  121. — Divisional  applications 

(a)  If  two  or  more  independent  and  distinct  inventions  are  claimed  in 
one  application,  the  Commissioner  may  require  tlie  application  to  be  restricted 
to  one  of  tliem.  The  Commissioner  shall  not  require  the  further  restriction 
of  any  application  previously  restricted  under  the  provisions  of  this  section, 
or  of  any  application  filed  as  a  result  of  a  requirement  for  restriction  under 
this  section,  unless  such  subsequent  requirement  arises  as  a  result  of  changes 
in  the  claimed  subject  matter. 

(b)  The  validity  of  a  patent  may  not  be  questioned  for  failure  of  the  Com- 
missioner to  require  the  application  to  be  restricted  under  subsection  (a) 
of  this  .section,  nor  may  the  validity  of  either  of  two  or  more  patents 
resulting  from  and  in  accordance  with  a  requirement,  whether  proper  or  not. 
under  said  subsection  (a)  be  questioned  solely  because  of  the  existence  of 
several  patents,  if  the  subsequent  application  is  filled  in  accordance  with 
the  provisions  of  section  120  of  this  chapter. 
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Section  122. — Confidential  status  of  applications 

Applications  for  patents  shall  be  kept  in  confidence  by  the  Patent  Ofliice 
and  no  information  concerning  the  same  given  without  authority  of  the  appli- 
cant, or  the  owner  of  record  of  the  application,  except  in  such  special  cir- 
cumstances as  may  be  determined  by  the  Commissioner. 

Section  12S. Publication 

The  Counnissioner  may  establish  regulations  for  the  publication  of  pending 
applications  at  the  request  of  applicants  and  shall  publish  applications  in 
accordance  therewith. 

Chapter  12 — Examination  of  application 
Sec. 

131.  Examination  of  application. 

132.  Notice  of  rejection ;  reexamination. 

133.  Time  for  prosecuting  application. 

134.  Appeal  to  the  Board  of  Appeals. 

Section  131. — Examination  of  application 

(a)  The  Commissioner  shall  cause  an  examination  to  be  made  of  the  appli- 
cation and  the  alleged  new  invention ;  and  if  on  such  examination  it  is  deter- 
mined that  the  applicant  is  entitled  to  a  patent  under  the  law,  the  Commis- 
sioner shall  issue  a  patent  therefor  as  hereinafter  provided. 

(b)  The  Commissioner  may  require  applicants,  within  such  time  as  he 
may  prescribe  by  regulation,  to  submit  copies  of  or  cite,  a  reasonable 
n\imber  of  patents  and  publications  the  applicant  has  specifically  con- 
sidered in  connection  with  his  application  for  patent,  and  which  were 
known  with  reasonable  certainty  to  be  prior  art  or,  if  not  specific  relevant 
patents  or  publications  were  considered  a  statement  to  that  effect  and  an 
explanation  as  to  why  the  claims  in  such  application  are  believed  to  be 
patentable.  Neither  matters  of  judgment  exercised  in  citing  such  patents  or 
publications  nor  inadvertent  failure  to  comply  with  the  provisions  of  this 
section  in  whole  or  in  part  shall  constitute  a  ground  for  holding  a  patent 
invalid  or  unenforceable,  or  subject  the  patentee  or  his  attorney  or  agent  to 
a  charge  of  misuse  or  fraud. 

(c)  The  granting  of  a  patent  shall  not  be  refused  solely  on  the  ground 
that  if  it  occurred  there  would  then  exist  more  than  one  patent  for  the 
same  invention  where  the  patents  will  expire  on  the  same  date  as  a  result 
of  filing  on  the  same  date  or  as  the  result  of  a  terminal  disclaimer  pursuant 
to  section  253  of  this  title  so  long  as  the  right  to  sue  for  infringement  of 
said  patents  is  in  the  same  legal  entity. 

Section  132. — Notice  of  rejection;  reexamination 

Whenever,  on  examination,  any  claim  of  an  application  is  rejected,  or  any 
objection  or  requirement  made,  the  Commissioner  shall  notify  the  applicant 
thereof,  stating  the  reasons  therefor,  together  with  such  information  and 
references  as  may  be  useful  in  judging  the  propriety  of  continuing  the  prosec- 
tion  of  the  application ;  and  if  after  receiving  such  notice,  the  applicant 
requests  reexamination,  with  or  without  amendment,  the  application  shall 
be  reexamined.  No  amendment  shall  introduce  new  matter  into  the  dis- 
closure of  the  invention. 

Section  133. — Time  for  prosecuting  application 

Upon  failure  of  the  applicant  to  prosecute  the  application  within  six 
months  after  any  action  therein,  of  which  notice  has  been  given  or  mailed 
to  the  applicant,  or  within  such  shorter  time,  not  less  than  one  month,  as 
fixed  by  the  Commissioner  in  such  action,  the  application  shall  be  regarded 
as  abandoned  by  the  parties  thereto,  unless  it  be  shown  to  the  satisfaction 
of  the  Commissioner  that  such  delay  was  unavoidable. 

Section  134. — Appeal  to  the  Board  of  Appeals 

An  applicant  for  a  patent,  any  of  whose  claims  has  been  finally  or  twice 
rejected,  may  appeal  from  tlie  decision  of  the  primary  examiner  to  the  Board 
of  Appeals,  having  once  paid  the  fee  for  such  appeal. 
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Chapter  13— Review  of  patent  office  decisions 
Sec. 

141.  Appeal  to  Court  of  Customs  and  Patent  Appeals. 

142.  Notice  of  appeal. 

143.  Proceedings  on  appeal. 

144.  Decision  on  appeal. 

145.  Civil  action  to  obtain  patent. 

146.  Civil  action  in  case  of  interference. 
148.  Presumption  of  correctness. 

Section  llfl. — Appeal  to  Court  of  Customs  and  Patent  Appeals 

(a)  An  applicant,  or  patentee,  dissatisfied  with  the  decision  of  the  Board 
of  Appeals  under  section  134  or  191  of  this  title  may  appeal  to  the  United 
States  Court  of  Customs  and  Patent  Appeals  thereby  waiving  his  right  to 
proceed  under  section  1-15  of  this  chapter. 

(b)  A  party  to  a  proceeding  under  section  192  of  this  title  dissatisfied 
with  the  decision  of  the  Board  of  Appeals  may  appeal  to  the  United  States 
Court  of  Customs  and  Patent  Appeals. 

(c)  A  party  to  a  priority  of  invention  contest  under  section  193  of  this 
title  dissatisfied  with  the  decision  of  the  Board  of  Appeals  on  the  question 
of  priority  may  appeal  to  the  United  States  Court  of  Customs  and  Patent 
Appeals,  but  such  appeal  shall  be  dismissed  if  any  adverse  party  to  sucli 
priority  of  invention  contest,  within  twenty  days  after  the  appellant  has 
filed  notice  of  ai^peal  according  to  sectiou  142  of  this  title,  files  notice  with 
the  Commissioner  that  he  elects  to  have  all  further  proceedings  conducted 
as  provided  in  section  146  of  this  title.  Thereupon  the  appellant  shall  have 
thirty  days  thereafter  within  which  to  file  a  civil  action  under  section  146, 
in  default  of  which  the  decision  appealed  from  shall  govern  the  further  pro- 
ceedings in  the  case. 

Section  142. — Isotire  of  appeal 

When  an  appeal  is  taken  to  the  United  States  Court  of  Customs  and 
Patent  Appeals,  the  appellant  shall  file  in  the  Patent  Oflice  a  written  notice 
of  appeal  directed  to  the  Commissioner,  within  such  time  after  the  date  of 
the  decision  appealed  from,  not  less  than  sixty  days,  as  the  Commissioner 
appoints. 

Section  Ij^S. — Proceedings  on  appeal 

The  Commissioner  shall  transmit  to  the  United  States  Court  of  Customs 
and  Patent  Appeals  certified  copies  of  all  the  necessary  papers  and  evidence 
in  the  case  designated  by  the  appellant  and  any  additional  such  papers  and 
evidence  designated  by  the  Commissioner  or  another  party.  The  Commissioner 
in  an  ex  parte  case  may  appear  in  court  by  his  representative  and  present 
tlie  position  of  the  Patent  Ofiice.  The  court  shall,  before  hearing  an  appeal, 
give  notice  of  the  time  and  place  of  the  hearing  to  the  Commissioner  and  the 
parties   thereto. 

Section  144- — Decision  on  appeal  _ 

The  United  States  Court  of  Customs  and  Patent  Appeals  shall  review  the 
decision  appealed  from  on  the  evidence  produced  before  the  Patent  Office 
and  transmitted  to  the  court  under  the  provisions  of  section  143  of  this  chap- 
ter. Upon  its  determination  the  court  shall  return  to  the  Commissioner  a 
certificate  of  its  proceedings  and  decision,  which  shall  be  entered  of  record 
in  the  Patent  Office  and  govern  the  further  proceedings  in  the  case. 

Section  145. — Civil  action  to  obtain  patent 

An  applicant,  or  a  patentee,  if  dissatisfied  with  the  decision  of  the  Board 
of  Appeals  under  section  134  or  191  of  this  title  may,  unless  appeal  has  been 
taken  to  the  United  States  Court  of  Customs  and  Patent  Appeals,  have 
remedy  by  civil  action  against  the  Commissioner  in  the  Ignited  States  Dis- 
trict Court  for  the  District  of  Columbia.  Such  action  shall  be  commenced 
witliin  such  time  after  such  decision,  not  less  than  sixty  days,  as  the 
Commissioner  appoints.  The  court  may,  in  the  case  of  review  of  a  decision 
refusing  a  patent  or  any  claim,  adjudge  that  such  applicant  is  entitled  to 
receive  a  patent  for  his  invention,  as  specified  in  any  of  his  claims  involved 
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in  the  decision  of  the  Board  of  Appeals,  as  the  facts  in  the  case  may  appear 
and  such  adjudication  shall  authorize  the  Commissioner  to  issue  such  patent 
on  compliance  with  the  requirements  of  law.  All  the  expenses  of  the  pro- 
ceeding under  this  section  shall  be  paid  by  the  applicant. 

Section  l^G. — Civil  action  in  case  of  interference 

Any  party  to  a  priority  of  invention  contest  under  section  193  of  this  title 
dissatisfied  with  the  decision  of  the  Board  of  Appeals  on  the  question  of 
priority,  may  have  remedy  by  civil  action,  if  commenced  within  such  time 
after  such  decision,  not  less  than  sixty  days,  as  the  Commissioner  appoints 
or  as  provide<l  in  section  141  of  this  title,  unless  he  has  appealed  to  the 
United  States  Court  of  Customs  and  Patent  Appeals,  and  such  appeal  is  pend- 
ing or  lias  been  decided.  In  such  suits  the  record  in  the  Patent  OflSce  shall 
be  admitted  on  motion  of  either  party  upon  the  terms  and  conditions  as  to 
costs,  expenses,  and  the  further  cross-examination  of  the  witnesses  as  the 
court  imposes,  without  prejudice  to  the  right  of  the  parties  to  take  further 
testimony.  The  testimony  and  exhibits  of  the  record  in  the  Patent  Office 
when  admitted  shall  have  the  same  effect  as  if  originally  taken  and  produced 
in  the  suit. 

Sucli  suit  may  be  instituted  against  the  party  in  interest  as  shown  by  the 
records  of  the  Patent  Office  at  the  time  of  the  decision  complained  of,  but  any 
party  in  interest  may  become  a  party  to  the  action.  If  there  be  adverse  par- 
ties residing  in  a  plurality  of  districts  not  embraced  within  the  same  state, 
or  an  adverse  party  residing  in  a  foreign  country,  the  United  States  District 
Court  for  the  District  of  Columbia  shall  have  jurisdiction  and  may  issue 
summons  against  the  adverse  parties  directed  to  the  marshal  of  any  district 
in  which  any  adver.se  party  resides.  Summons  against  adverse  parties  resid- 
ing in  foreign  countries  may  be  served  by  publication  or  otherwise  as  the 
court  directs.  The  Commissioner  shall  not  be  a  necessary  party  but  he  .shall 
be  notified  of  the  filing  of  the  suit  by  the  clerk  of  the  court  in  which  it  is 
filed  and  shall  have  the  right  to  intervene.  Judgment  of  the  court  in  favor 
of  the  right  of  an  applicant  to  a  patent  shall  authorize  the  Commis.sioner  to 
issue  such  patent  on  the  filing  in  the  Patent  Office  of  a  certified  copy  of  the 
judgment  and  on  compliance  with  the  requirements  of  law. 

Section  1^8. — Presumption  of  correctness 

In  any  appeal  or  proceeding  under  this  chapter,  the  Patent  Office  deci.sion 
shall  be  given  a  pi'esumption  of  correctness. 

Chapter  14 — Issue  of  patent 

Sep. 

1.51.  Issue  of  Patent. 
1">3.  How  Issued. 

154.  Contents  and  term  of  patent. 

155.  Patents  granted  on  review. 

Section  151. — Issue  of  patent 

(a)  If  it  is  determined  that  an  applicant  is  entitled  to  a  patent  under  the 
law.  a  written  notice  of  allowance  of  the  application  shall  be  given  or  mailed 
to  the  applicant.  Tlie  notice  shall  specify  a  sum,  constituting  tlie  i.ssue  fee  or  a 
portion  thereof,  which  shall  be  paid  within  three  months  thereafter. 

(b)  Upon  payment  of  this  sum  the  patent  shall  issue,  but  if  payment  is 
not  timely  made,  the  application  shall  be  regarded  as  abandoned. 

(c)  Any  remaining  balance  of  the  issue  fee  shall  be  paid  within  three 
months  from  the  .sending  of  a  notice  thereof  and,  if  not  paid,  the  patent  shall 
lapse  at  tlie  termination  of  the  three-month  period.  In  calculating  the  amount 
of  a  remaining  balance,  charges  for  a  page  or  less  may  be  disregarded. 

(d)  If  any  payment  recjuired  by  this  section  is  not  timely  made,  but  is  sub- 
mitted with  the  fee  for  delayed  payment,  together  witli  a  showing  of  sufficient 
cause  for  the  late  payment,  it  may  be  accepted  by  the  Commissioner  as  though 
no  abandonment  or  lapse  had  ever  occurred. 

Section  153. — How  issued 

Patents  shall  be  issued  in  the  name  of  the  United  States  of  America,  under 
(lie  seal  of  tlie  Patent  Office,  and  sliall  be  signed  by  the  Commissioner  or  have 
his  signature  placed  tliereon.  and   shall  be  recorded   in  the  I'atent  Office. 
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Section  154. — Contents  and  term  of  patent 

(a)  Every  patent  shall  contain  a  grant  to  the  applicant,  his  heirs  or 
assigns,  or,  as  provided  in  section  111  (e)  of  this  title,  to  the  inventor,  his 
heirs  or  assigns  of  the  right,  during  the  term  of  the  patent  to  exclude  others 
from  making,  using,  or  selling  the  invention  throughout  the  United  States, 
referring  to  the  specification  for  the  particulars  thereof.  A  copy  of  the  speci- 
fication and  drawings  shall  be  annexed  to  the  patent  and  he  a  part  thereof. 

(h)  The  term  of  a  patent  shall  expire  twenty  years  from  the  date  of  filing 
the  application  in  the  United  States  or,  if  the  benefit  of  the  filing  date  in  the 
United  States  of  a  prior  application  is  claimed,  from  the  earliest  such  prior 
date  claimed.  In  determining  the  term  of  the  patent,  the  date  of  filing  any 
application  in  a  foreign  country  which  may  be  claimed  by  the  applicant  shall 
not  be  taken  into  consideration. 

(c)  The  term  of  a  patent  whose  issuance  has  been  delayed  by  reason  of 
the  application  having  been  ordered  kept  secret  under  section  181  of  this  title 
shall  be  extended  for  a  period  equal  to  such  delay  in  issuance  of  the  patent 
after  the  notice  of  allowability  referred  to  in  section  183  of  this  title.  The 
term  of  a  patent  shall  also  be  extended  for  a  period  equal  to  the  delay  in- 
curred due  to  review  under  sections  151  or  152  of  the  Atomic  Energy  Act  of 
1954  (68  Stat.  943),  or  under  section  305  of  the  National  Aeronautics  and 
Space  Act    (72   Stat.  435). 

Section  155. — Patents  granted  on  revietv 

An  applicant  for  patent  may,  after  initiating  review  under  sections  141, 
145  or  1-16  of  this  title,  request  the  issuance  of  a  patent  for  claims  standing 
allowed  in  the  application.  Upon  payment  of  the  pre.scribed  fee,  issuance  of 
such  patent  shall  occur  in  accordance  with  this  chapter.  As  to  claims  which 
stand  allowed,  the  patent  shall  have  the  force  and  effect  specified  in  section 
154  of  this  chapter.  Each  claim  in  the  application  riot  standing  allowed  shall 
be  identified  as  such,  and  shall  not  have  any  force  and  effect,  except  as  pro- 
vided in  section  257  of  this  title. 

Chapter  15 — Plant  Patents 

Sec. 

161.  Patents  for  plants. 

162.  Description,  claim. 

163.  Grant. 

164.  Assistance  of  Department  of  Agriculture. 

Section  161. — Patents  for  plants 

(a)  Whoever  invents  or  discovers  and  asexually  reproduces  any  distinct 
and  new  variety  of  plant,  including  cultivated  sports,  mutants,  hybrids,  and 
newly  found  seedlings,  other  than  a  tuber  propagated  plant  or  a  plant  found 
in  an  uncultivated  state,  may  obtain  a  patent  therefor,  subject  to  the  condi- 
tions and  requirements  of  this  title.  (Amended  September  3,  1954,  68  Stat. 
1190) 

(h)  The  pi'ovisions  of  this  title  relating  to  patents  for  inventions  shall 
apply  to  patents  for  plants,  except  as  otherwise  provided. 

Section  162. — Description,  claim 

No  plant  patent  shall  be  declared  invalid  for  noncompliance  with  section 
112  of  this  title  if  the  description  is  as  complete  as  is  reasonably  possible. 

The  claim  in  the  specification  shall  be  in  formal  terms  to  the  plant  shown 
and  described. 

Section  163. — Grant 

In  the  case  of  a  plant  patent  the  grant  shall  be  of  the  right  to  exclude 
others  from  asexually  reproducing  the  plant  or  selling  or  using  the  plant  so 
reproduced. 

Section  16If. — Assistance  of  Department  of  Agriculture 

The  President  may  by  Executive  order  direct  the  Secretary  of  Agriculture, 
in  accordance  with  the  requests  of  the  Commissioner,  for  the  purpose  of  carry- 
ing into  effect  the  provisions  of  this  title  with  respect  to  plants  (1)  to  fur- 
nish available  information  of  the  Department  of  Agriculture,  (2)  to  conduct 
through  the  appropriate  bureau  or  division  of  the  Department  research  upon 
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special  probleiiis,  or    (3)    to  detail  to  the  Commissioner  oflBcers  and  employees 
of  the  Department. 

Chapter  16. — Designs 
Sec. 

171.  Patents  for  designs. 

172.  Right  of  priority. 

173.  Term  of  design  patent. 

Section  111. — Patents  for  designs 

(a)  Whoever  invents  any  new,  original  and  ornamental  design  for  an  article 
of  manufacture  may  obtain  a  patent  therefor,  subject  to  the  conditions  and 
requirements  of  this  title. 

(b)  The  provisions  of  this  title  relating  to  patents  for  inventions  shall 
apply  to  patents  for  designs,  except  as  otherwise  pi-ovided. 

Section  172. — Right  of  priority 

The  right  of  i)riority  provided  for  by  section  119  of  this  title  and  the  time 
specified  in  section  102  (b)  of  this  title  shall  be  six  months  in  the  case  of 
designs.  Applications  for  design  registrations  and  such  registrations  in 
foreign  countries  shall  have  the  same  effect  as  applications  for  design  patents 
and  design  patents  for  the  purpose  of  section  102  (b)   and  119  of  this  title. 

Section  113. — Term  of  design  patent 

Patents  for  designs  may  be  granted  for  the  term  of  three  years  and  six 
months  or  for  seven  years,  or  for  fourteen  years,  from  the  date  of  issue,  as 
the  applicant,  in  his  application,  elects. 

Chapter  11 — Secrecy  of  Certain  Inventions   and  Filing  Applications   in  For- 
eign Countries 

Sec.  # 

181.  Secrecy  of  certain  inventions  and  withholding  of  patent. 

182.  Forfeiture  of  the  right  to  a  patent  for  unauthorized  disclosure. 

183.  Right  of  compensation. 

184.  Filing  of  application  in  foreign  country. 

185.  Patent  barred  for  filing  without  license. 

186.  Penalty. 

187.  Nonapplicability  to  certain  persons. 

188.  Rules  and  regulations,  delegation  of  power. 

Section  181. — Secrecy  of  certain  inventions  and  ivithhnlding  of  patent 

(a)  Whenever  publication  or  disclosure  of  an  invention  in  which  the  Gov- 
ernment has  a  property  interest  might,  in  the  opinion  of  the  head  of  an 
interested  Government  agency,  be  detrimental  to  the  national  security,  the 
Commissioner  upon  being  so  notified  shall  order  that  the  invention  be  kept 
secret  and  shall  withhold  publication  thereof  and  the  grant  of  a  patent  under 
the  conditions  set  forth  hereinafter. 

()))  Whenever  the  publication  or  disclosure  of  an  invention  described 
in  an  application  in  which  the  Government  does  not  have  a  property  interest, 
might,  in  the  opinion  of  the  Conmiissioner,  be  detrimental  to  the  national 
security,  the  Comissioner  shall  make  the  application  for  patent  in  which 
such  invention  is  disclosed  available  for  inspection  to  the  Atomic  Energy 
Commission,  the  Secretary  of  Defense,  and  the  chief  officer  of  any  other 
department  or  agency  of  the  Government  designated  by  the  President  as  a 
defense  agency  of  the  United  States. 

(c)  Each  individual  to  whom  the  application  is  disclosed  shall  sign  a 
dated  acknowledgment  thereof,  wliich  acknowledgment  shall  be  entered  in 
the  file  of  the  application.  If,  in  the  opinion  of  the  Atomic  Energy  Commission, 
the  Secretary  of  Defense,  or  the  chief  oflicer  of  another  department  or  agency 
so  designated,  the  pul)lication  or  disclosure  of  the  invention  would  be  detri- 
mental to  the  national  security,  the  Atomic  Energy  Commission,  the  Secretary 
of  Defense,  or  sucli  other  chief  officer  shall  notify  the  Commissioner  and  the 
Commissioner  sliall  order  that  the  invention  be  kept  secret  and  shall  with- 
hold publication  and  the  grant  of  a  patent  for  such  period  as  the  national 
interest  reiiuires,  and  notify  the  applicant  thereof.  Upon  proper  showing  by 
the  head  of  the  department  or  agency  which  caused  the  secrecy  order  to  be 
issiied  that  the  examination  of  the  application  might  jeopardize  the  national 
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interest,  the  Coinniissiouer  shall  thereupon  maintain  the  application  in  a 
sealed  condition  and  notify  the  applicant  thereof.  The  applicant  whose  appli- 
cation has  been  placed  under  a  secrecy  order  shall  have  a  right  to  appeal 
from  the  order  to  the  Secretary  of  Commerce  under  rules  prescribed  by  him. 
(d)  An  invention  shall  not  be  ordered  kept  secret  and  publication  withheld 
for  a  period  of  more  than  one  year.  The  Commissioner  sliall  renew  the  order 
at  the  end  thereof,  or  at  the  end  of  any  renewal  period,  for  additional 
periods  of  one  year  upon  notification  by  the  head  of  the  department  or  agency 
which  caused  the  order  to  be  issued  that  an  affirmative  determination  has 
l)een  made  that  the  national  interest  continues  so  to  require.  An  order  in 
effect,  or  issued,  during  a  time  when  the  United  States  is  at  war,  shall  remain 
in  effect  for  the  duration  of  hostilities  and  one  year  following  cessation  of 
hostilities.  An  order  in  effect,  or  issued,  during  a  national  emergency  declared 
by  the  President  shall  remain  in  effect  for  the  duration  of  the  national  emer- 
gency and  six  months  thereafter.  The  Commissioner  may  rescind  any  order 
upon  notification  by  the  head  of  the  department  or  agency  which  caused  the 
order  to  be  issued  that  the  publication  or  disclosure  of  the  invention  is  no 
longer  deemed  detrimental  to  the  national  security. 

Section  182. — Forfeiture  of  the  right  to  a  patent  for  unauthorized  disclosure 

The  right  to  a  patent  for  the  invention  disclosed  in  an  application  for 
patent  subject  to  an  order  made  pursuant  to  section  181  of  this  chapter  may 
be  held  forfeited  upon  its  being  established  by  the  Commissioner  that  in  vio- 
lation of  said  order  the  invention  has  been  published  or  disclosed  or  that  an 
application  for  a  patent  therefor  has  been  filed  in  a  foreign  country  by  the 
inventor,  his  successors,  assigns,  or  legal  representatives,  or  anyone  in  privity 
vv'ith  him  or  them,  without  the  consent  of  the  Commissioner.  The  forfeiture 
shall  be  held  to  have  occurred  as  of  the  time  of  violation.  The  consent  of  the 
Commissioner  shall  not  be  given  without  the  concurrence  of  the  heads  of  the 
departments  and  agencies  which  caused  the  order  to  be  issued.  A  holding  of 
forfeiture  shall  constitute  fortfeiture  by  the  applicant,  his  successors,  assigns, 
or  legal  representatives,  or  anyone  in  privity  with  him  or  them,  of  all  claims 
against  the  United  States  based  upon  such  invention. 

Section  183. — Right  to  compensation 

An  applicant,  or  patentee,  or  his  legal  representatives,  whose  patent  is 
withheld  as  herein  provided,  shall  have  the  right,  beginning  at  the  date  the 
applicant  is  notified  that,  except  for  such  order,  his  application  is  otherwise 
in  condition  for  allowance,  or  February  1,  1952,  whichever  is  later,  and  end- 
ing six  years  after  a  patent  is  issued  thereon,  to  apply  to  the  head  of  any 
department  or  agency  who  caused  the  order  to  be  issued  for  compensation  for 
the  damage  caused  by  the  order  of  secrecy  and/or  for  the  use  of  the  invention 
by  the  Government  resulting  from  his  disclosure.  The  right  to  compensation 
for  use  by  the  Government  shall  begin  on  the  date  of  the  first  use  of  the  in- 
vention by  the  Government  aiid  shall  terminate  not  later  than  twenty  years 
from  the  actual  filing  date  in  the  United  States.  The  head  of  the  department 
or  agency  is  authorized,  upon  the  presentation  of  the  claim,  to  enter  into  an 
agreement  with  tlie  applicant,  or  patentee,  or  his  legal  representatives,  in 
full  settlement  for  the  damage  and/or  use.  This  settlement  agreement  shall 
be  conclusive  for  all  purposes  notwithstanding  any  other  provision  of  law  to 
the  contrary.  If  full  .settlement  of  the  claim  cannot  be  effected,  the  head  of 
the  department  or  agency  may  award  and  pay  to  such  applicant,  or  patentee, 
or  his  legal  representatives,  a  sum  not  exceeding  75  per  centum  of  the  sum 
which  the  head  of  the  department  or  agency  considers  just  compensation  for 
the  damage  and/or  use.  A  claimant  may  bring  suit  against  the  United  States 
in  the  Court  of  Claims  or  in  the  District  Court  of  the  United  States  for  the 
United  States  for  the  district  in  which  such  claimant  is  a  resident  for  an 
amount  which  when  added  to  the  award  shall  constitute  just  compensation 
for  the  damage  and/or  use  of  the  invention  by  the  Government.  The  owner 
of  any  patent  issued  upon  an  application  that  was  subject  to  a  secrecy 
order  issued  pursuant  to  section  181  of  this  chapter,  who  did  not  apply 
for  compensation  as  above  provided,  shall  have  the  right,  after  the  date 
of  issuance  of  such  patent,  to  bring  suit  in  the  Court  of  Claims  for  just 
Compensation  for  the  damage  caused  by  reason  of  the  order  of  secrecy 
and/or  use  by  the  Government  of  the  invention  resulting  from  his  disclosure. 
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The  ri^ht  to  compensation  for  use  by  the  Government  shall  begin  on  the  date 
of  tlie  first  use  of  tlie  invention  by  the  Government  and  shall  terminate  not 
later  than  twenty  years  from  the  actual  filing  date  in  tlie  United  States 
of  the  patent.  In  a  suit  under  the  provisions  of  this  section  the  United 
States  may  avail  itself  of  all  defenses  it  may  plead  in  an  action  under  section 
1498  of  title  2S.  This  section  shall  not  confer  a  right  of  action  on  anyone  or  his 
successors,  assigns,  or  legal  representatives  who  while  in  the  full-time  em- 
ployment or  service  of  the  United  States,  discovered,  invented,  or  developed 
the  invention  on  which  the  claim  is  based.  A  patentee  receiving  a  settle- 
ment of  his  claim  for  damages  caused  by  reason  of  an  order  of  secrecy  from 
a  head  of  a  department  or  agency  or  who  is  awarded  compensation  for 
damages  caused  by  reason  of  an  order  of  secrecy  by  the  Court  of  Claims  shall 
lie  re(|uired  to  disclaim  the  terminal  portion  of  the  patent  term  equal  in 
duration  to  any  extension  granted  under  the  provisions  of  section  154  (c)  of 
this  title. 

Section  184. — Filing  of  application  in  foreign  country 

(a)  Except  when  authorized  by  a  license  obtained  from  the  Commissioner, 
a  person  shall  not  file  or  cause  or  authorize  to  be  filed  in  any  foreign  country 
an  application  for  patent  or  for  the  registration  of  a  utility  model,  industrial 
design  or  model  in  respect  of  an  invention  made  in  this  country  prior  to 
six  months  after  filing  an  application  in  the  United  States,  or  prior  to  four 
months  after  filing  an  application  for  patent  on  the  same  ornamental  design 
under  section  171  of  this  title.  A  license  shall  not  be  granted  with  respect  to 
an  invention  subject  to  an  order  issued  by  the  Commissioner  pursuant  to 
section  181  of  this  chapter  witliout  the  concurrence  of  the  heads  of  tiie  depart- 
ments and  agencies  which  caused  tlie  order  to  be  issued.  The  license  may  be 
granted  retroactively  where  an  application  has  been  inadvertently  filed 
abroad  and  the  application  does  not  disclose  an  invention  within  the  scope 
of  section  181  of  this  chapter. 

(b)  The  term  "application"  wlien  used  in  this  chapter  includes  applica- 
tions and  any  modifications,  amendments,  or  supplements  thereto,  or  divisions 
thereof. 

(c)  No  license  shall  be  required  subsequent  to  the  filing  of  a  foreign  appli- 
cation for  any  modifications,  amendments,  or  supplements  to  that  foreign 
application,  or  divisions  thereof,  w'liich  do  not  alter  the  nature  of  the  invention 
originally  disclosed,  which  are  witliin  the  scope  of  the  subject  matter  origi- 
nally disclosed,  and  where  the  filing  of  the  foreign  application  originally  com- 
piled with  the  provisions  of  this  section,  unless  the  applicant  has  been  noti- 
fied by  the  Commissioner  that  a  specific  license  is  required  for  filing  such 
papers  in  connection  with  any  application. 

Section  185. — Patent  tarred  for  filing  without  license 

Notwithstanding  any  other  provisions  of  law  any  person,  and  his  successors, 
assigns,  or  legal  representatives,  shall  not  receive  a  United  States  patent  for 
an  invention  if  that  person,  or  his  successors,  assigns,  or  legal  representatives 
shall,  without  jirocuring  the  license  prescribed  in  section  184  of  this  title, 
have  made,  or  consented  to  or  assisted  another's  making,  application  in  a 
foreign  country  for  a  patent  or  for  the  registration  of  a  utility  model,  in- 
dustrial design,  or  model  in  respect  of  the  invention.  A  United  States  patent 
issued  for  such  invention  to  such  person,  his  successors,  assigns,  or  legal  rep- 
resentatives shall  be  invalid. 

Section  186. — Penalty 

Wlioever,  during  the  period  or  period  of  time  an  invention  has  been 
ordered  to  be  kept  secret  and  the  grant  of  a  patent  thereon  withheld  pursuant 
to  section  181  of  this  title,  shall  with  knowledge  of  such  order  and  without 
diie  authorization,  willfully  publisli  or  disclose  or  authorize  or  cause  to  be 
publislied  or  disclosed  the  invention,  or  material  information  with  respect 
thereto,  or  whoever,  in  violation  of  tlie  provisions  of  section  184  of  this  title, 
shall  file  or  cause  or  authorize  to  be  filed  in  any  foreign  country  an  applica- 
tion for  patent  or  for  the  registration  of  a  utility  model,  industrial  design, 
or  model  in  respect  of  an  invention  made  in  the  United  States,  sliall,  upon 
conviction,  be  fined  not  more  than  $10,000  or  imprisoned  for  not  more  than 
two  years,  or  both. 
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Section  187. — NonapplicaMUty  to  certain  persons 

The  provisions  and  penalties  of  tliis  cliapter  shall  not  apply  to  any 
officer  or  agent  of  the  United  States  acting  vvitliin  the  scope  of  his  authority, 
nor  to  any  person  acting  upon  his  written  instructions  or  permissions. 

Section  188. — Rules  and  regulations,  delegatioyi  of  power 

The  Atomic  Energy  Commission,  the  Secretary  of  Defense,  the  chief  officer 
of  any  other  department  or  agency  of  tlie  Government  designated  by  the 
President  as  a  defense  agency  of  the  United  States,  and  the  Secretary  of 
Commerce,  may  separately  issue  rules  and  regulations  to  enable  the  respec- 
tive department  or  agency  to  carry  out  the  provisions  of  this  cliapter,  and 
may  delegate  any  power  conferred  by  this  chapter. 

Chapter  IS — h'cc.raiiuiiation  uft<  r  is-'iur:  Contested  Proceedings 
Sec. 

191.  Reexamination  after  issue  on  the  basis  of  publications  and  patents. 

192.  Public  use,  prior  inventorship  and  originality. 

193.  Priority  of  invention  contest. 

194.  Effect  of  proceeding. 

195.  Settlement  agreements. 

196.  Reissue  application. 

Section    191 — Reexamination    after    issue    on    the    iasis    of    publication    and 
patents 

(a)  Any  person  may,  within  one  year  after  the  issuance  of  a  patent,  notify 
the  Commissioner  of  publications  or  patents  which  may  have  a  bearing  on 
the  patentability  of  any  claim  of  the  patent,  provided  such  person  ex- 
plains in  writing  the  pertinency  of  any  such  publication  or  patent  to  at 
least  one  claim  of  tlie  issued  patent,  and  the  Commissioner  may  cause  the 
claims  of  the  patent  to  be  reexamined  in  the  light  thereof,  under  chapter 
12  of  this  title.  The  patentee  may  present  amended  or  new  claims  for  such 
reexamination.  No  fee  shall  be  charged  for  such  reexamination  or  any  appeal 
thereon  in  the  Patent  Office. 

(b)  Not  later  than  two  months  after  the  expiration  of  the  one  year 
period,  the  Commissioner  shall  inform  the  patentee  whether  any  notice  or 
notices  have  been  filed  under  this  section  which  may  result  in  reexamina- 
tion. The  identity  of  the  person  making  the  notification  under  subsection 
(a)  of  this  section  shall  be  kept  in  confidence  by  the  Patent  Office,  and 
no  information  concerning  the  same  shall  be  given  without  the  authority  of 
such  person,  unless  necessary  to  carry  out  the  provisions  of  an  Act  of 
Congress  or  in  such  special  circumstances  as  may  be  determined  by  the 
Commissioner,  nor  shall  any  information  concerning  the  same  be  the  subject 
of  discovery  or  interrogation  in  a  civil  action. 

(c)  Rejection  of  a  claim,  on  becoming  the  final  judgment  in  the  case, 
shall  constitute  cancellation  of  such  claim  from  the  patent,  and  notice  there- 
of shall  be  endorsed  on  copies  of  the  specification  of  the  patent  thereafter 
distributed  by  the  Patent  Office.  Failure  of  the  patentee  to  prosecute  in 
accordance  with  section  133  of  this  title  shall  result  in  the  cancellation 
of  any  rejected  claims  of  the  patent.  If  the  final  judgment  holds  patental>le 
a  claim  not  expressed  in  the  patent,  the  Commissioner  shall  issue  a  certifi- 
cate stating  the  fact,  under  seal,  without  charge,  to  be  recorded  in  the 
records  of  patents  and  shall  publish  a  notice  thereof  in  the  Official  Gazette. 
A  copy  of  the  certificate  shall  be  attached  to  each  copy  of  the  patent  there- 
after distributed.  Upon  the  issuance  of  such  certificate  such  claim  shall 
constitute  a  claim  of  the  patent  which  shall  have  the  force  and  effect 
specified  in  section  252  of  this  title  with  respect  to  actions  for  causes 
thereafter    arising. 

Section  192. — Public  Use,  prioi-  inventorship  and  originality 

(a)  Within  one  year  after  the  issuance  of  a  patent  any  person  may  notify 
the  Commissioner  that : 

(1)   the  invention  claimed  in  such  patent  was  in  public  use  or  on  sale 
in   this   country   more  than  one  year   before   the  actiial   filing  date  in   the 
United  States  of  the  application  for  such  patent ; 
23-932—74 5 
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(2)  the  subject  matter  of  a  claim  of  the  patent  is  not  patentable  in 
such  patent  under  the  provisions  of  section  102  (c)  of  this  title  because 
of  prior  invention  by  or  on  behalf  of  the  party  providing  the  notification ; 
or 

(3)  the  inventor  named  in  such  patent  was  not  the  original  inventor 
of  the  subject  matter  claimed  in  the  patent  but  derived  it  from  the 
party  providing  the  notification. 

(b)  If  such  person  within  the  time  specified  above  makes  a  prima  facie 
showing,  the  matter  shall  be  determined  by  the  Board  of  Appeals  in  such 
proceedings  as  the  Commissioner  shall  establish  and  in  which  proceedings 
such  person  shall  be  entitled  to  participate  as  a  party. 

Section  193. — Priority  of  invention  contest 

(a)  Whenever  there  are  two  applications  naming  different  inventors 
claiming  the  same  or  substantially  the  same  subject  matter,  a  patent  shall 
ordinarily  be  issued  on  the  application  having  the  earliest  actual  filing 
date  in  the  United  States,  if  otherwise  allowable.  The  application  having 
the  later  filing  date  in  the  United  States  with  respect  to  such  subject 
matter  shall  be  rejected  on  the  basis  of  such  patent.  If,  within  one  year 
after  the  issuance  of  the  patent  or  within  six  months  after  a  rejection  of 
claims  in  his  application  on  the  basis  of  the  invention  claimed  in  the 
patent,  or  within  such  shorter  time  as  fixed  by  the  Commissioner,  not  less 
than  one  month,  the  applicant  for  such  later  filed  application,  which 
application  is  found  otherwise  allowable,  makes  a  prima  facie  showing  of 
priority  of  invention  in  accordance  with  sections  102  (c),  119  or  120  of 
this  title,  with  respect  to  the  actual  filing  date  in  the  United  States  of 
such  patent  and  offers  to  present  evidence  in  support  of  such  showing, 
the  matter  of  priority  of  invention  shall  be  determined  by  the  Board  of 
Appeals  in  such  proceedings  as  the  Commissioner  shall  establish.  The 
Commissioner  upon  the  institution  of  proceedings  under  this  section  shall 
issue  a  patent  at  the  request  of  such  applicant  if  his  application  is  other- 
wise allowable.  Failure  of  that  applicant  to  proceed  hereunder  within  the 
time  specified  shall  preclude  such  applicant  from  asserting  priority  of  his 
invention  with  respect  to  the  invention  claimed  in  the  patent  for  the  purpose 
of  obtaining  a  patent. 

(b)  Whenever  an  otherwise  allowable  claim  of  an  application  is  for  the 
same  or  substantially  the  same  subject  matter  as  a  claim  of  a  patent  having 
a  later  actual  filing  date  in  the  United  States,  or  for  subject  matter  over 
which  a  claim  of  such  patent  is  unpatentable,  the  Commissioner  may,  on  his 
own  motion  or  at  the  request  of  the  applicant,  initiate  proceedings  under  this 
section  on  notice  to  the  parties,  requiring  such  patentee  to  present  his  prima 
facie  case  within  a  designated  time  not  less  than  three  months.  The  Commis- 
sioner upon  the  institution  of  proceedings  under  this  section,  shall  issue  a 
patent  at  the  request  of  such  applicant  if  his  application  is  otherwise  allow- 
able. 

(e)  If  two  applications  for  the  same  or  substantially  the  same  subject 
matter  have  the  same  actual  filing  date  in  the  United  States,  the  Commis- 
sioner may  initiate  a  priority  contest  under  this  section  on  his  own  motion 
whetlier  or  not  one  of  the  applications  may  have  been  issued  as  a  patent. 
The  Commissioner  shall,  upon  the  institution  of  proceedings  under  this  sub- 
section and  at  the  request  of  either  applicant,  issue  a  patent  on  his  otherwise 
allowable  application. 

(d)  A  claim  for  the  same  or  substantially  the  same  subject  matter  as  a 
claim  of  an  issued  patent  may  not  be  made  in  any  application  unless  such 
claim  is  made  prior  to  one  year  after  the  date  on  which  the  patent  was 
granted. 

(e)  In  any  proceeding  under  this  section,  the  Patent  Office  or  a  party 
may  raise  the  (luestion  of  the  patentability  of  any  claim  of  the  application 
or  patent  of  one  party  over  the  subject  matter  claimed  in  the  application 
or  patent  of  the  other  party  and  such  question  may  be  considered  in  the 
proceeding. 

Section  lOJ/. — Effect  of  proceeding 

(a)  The  decision  of  the  Board  of  Appeals  in  proceedings  under  section 
192  or  193  of  this  chapter  adverse  to  a  claim  of  an  application  shall  constitute 
the    final    refusal    by    the    Patent    Office    of  such    claim.    A    final    judgment 
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adverse  to  a  claim  of  a  patent  from  which  no  appeal  or  other  review  has 
been  or  can  be  taken  or  had  shall  constitute  cancellation  of  such  claim 
from  the  patent,  and  notice  thereof  shall  be  endorsed  on  copies  of  the 
specification  of  the  patent  thereafter  distributed  by  the  Patent  OflBce. 

(b)  Any  person  who  has  not  proceeded  in  accordance  with  the  provisions 
of  this  chapter  shall  not  be  foreclosed  or  in  any  way  prejudiced  with  respect 
to  the  defense  of  an  infringement  suit  or  affirmative  relief  under  declara- 
tory judgment  proceedings. 

(c)  No  person  subject  to  an  adverse  decision  in  a  proceeding  under 
this  chapter  shall  be  foreclosed  with  respect  to  asserting  comparable  grounds 
in  defense  of  an  infringement  suit  or  as  a  basis  for  affirmative  relief  under 
declaratory  judgment  proceedings,  involving  the  patent  of  the  successful 
party. 

Section  195. — Settlement  agreements 

Any  agreement  or  understanding  between  parties  to  a  proceeding  under 
section  192  or  193  of  this  chapter,  including  any  collateral  agreements 
referred  to  therein,  made  in  connection  with  or  in  contemplation  of  the 
termination  of  the  proceeding  shall  be  in  writing  and  a  true  copy  thereof 
filed  in  the  Patent  Office  before  the  termination  of  the  proceeding  as  between 
the  said  parties  to  the  agreement  or  understanding.  If  any  party  filing  the 
same  so  requests,  the  copy  shall  be  kept  separate  from  the  file  of  the  pro- 
ceeding, and  made  available  only  to  Government  agencies  on  written  request, 
or  to  any  person  on  a  showing  of  good  cause.  Failure  to  file  the  copy  of  such 
agreement  or  understanding  shall  render  permanently  unenforceable  such 
agreement  or  understanding  and  any  patent  of  such  parties  involved  in  the 
proceeding  or  any  patent  subsequently  issued  on  any  application  of  such 
parties  so  involved.  The  Commissioner  may.  however,  on  a  showing  of  good 
cause  for  failure  to  file  within  the  time  prescribed,  permit  the  filing  of  the 
agreement  or  understanding  during  the  six  month  period  subsequent  to  the 
termination  of  the  proceeding  as  between  the  parties  to  the  agreement  or 
understanding. 

The  Commissioner  shall  give  notice  to  the  parties  or  their  attorneys  of 
record,  a  reasonable  time  prior  to  said  termination,  of  the  filing  requirement 
of  this  section.  If  the  Commissioner  gives  such  notice  at  a  later  time,  irre- 
spective of  the  right  to  file  such  agreement  or  understanding  within  the  six- 
month  period  on  a  siiowing  of  good  cause,  the  parties  may  file  such  agree- 
ment or  understanding  within  sixty  days  of  the  receipt  of  such  notice. 

Any  discretionary  action  of  the  Commissioner  under  this  subsection  shall 
be  reviewable  under  chapter  7  of  title  5,  United  States  Code. 

Section  196. — Reissue  application 

Judgment  adverse  to  a  claim  of  a  patent  shall  not  preclude  the  filing  of  an 
application  for  reissue  in  accordance  with  section  251  of  this  title  but  mat- 
ters already  decided  in  a  proceeding  under  this  chapter  may  not  be  again 
considered. 

PART  III — PATENTS  AND  PKOTECTION   OF  PATENT  RIGHTS 

Chapter  Sec.  Page 

25.  Amendment  and   Correction  of  Patents 251  41 

26.  Ownership   and   Assignment 261  45 

27.  Government    Interest   in   Patents 267  46 

28.  Infringement  of    Patents 271  46 

29.  Remedies  for  Infringement  of  Patent  and  Other  Actions 281  50 

30.  Preservation   of   other   Rights 301  55 

Chapter  25 — Amendment  and  Correction  of  Patents 

Sec.  I 

251.  Reissue  of  defective  patents. 

252.  Effect  of  reissue. 

253.  Disclaimer. 

254.  Certificate  of  correction  of  Patent  Office  mistake. 

255.  Certificate  of  correction  of  applicant's  mistake. 

256.  Correction  of  named  inventor. 

257.  Certificate  for  change  in  status  of  claims. 
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Section  251. — Reissue  of  defective  patents 

(a)  Whenevor  any  patent  is,  throusli  error  without  any  deceptive  inten- 
tion, deemed  wiiolly  or  partly  inoperative  or  invalid,  by  reason  of  a  defec- 
tive specification  or  drawinsr,  or  by  reason  of  the  patentee  claiming  more  or 
less  than  he  had  a  right  to  claim  in  the  patent,  or  by  reason  of  failure  to 
cite  or  adequately  distinguish  previously  uncited  prior  art,  the  Commissioner 
shall,  on  the  surrender  of  such  patent  and  the  payment  of  the  fee  required 
by  law.  reissue  the  patent  for  the  invention  disclosed  in  the  original  patent, 
and  in  accordnnce  with  a  new  and  amended  application,  for  the  unexpired 
part  of  the  term  of  the  original  patent.  No  new  matter  shall  be  introduced 
into  the  application  for  reissue. 

(b)  The  Commissioner  may  issue  several  reissued  patents  for  di.stinct 
and  separate  parts  of  the  thing  patented,  upon  demand  of  the  applicant,  and 
upon  payment  of  the  required  fee  for  a  reissue  for  each  of  such  reissued 
patents. 

(c)  The  provisions  of  this  title  relating  to  applications  for  patent  shall  be 
applicable  to  applications  for  reissue  of  a  patent,  except  that  the  oath  of 
the  applicant  prescribed  by  section  ]15  of  this  title  shall  not  be  required  if 
the  application  does  not  seek  to  enlarge  the  scope  of  the  claims  of  the  original 
patent. 

(d)  No  reissued  patent  shall  be  granted  enlarging  the  scope  of  the  claims 
of  the  original  patent  unless  applied  for  within  one  year  from  the  grant  of 
the  original  patent. 

Section  252. — Effect  of  reissue 

(a)  The  surrender  of  the  original  patent  shall  take  effect  upon  the  issue 
of  the  reissued  patent,  and  every  reissued  patent  shall  have  the  same  effect 
and  operation  in  law.  on  tlie  trial  of  actions  for  causes  thereafter  arising,  as 
if  the  same  had  been  originally  granted  in  such  amended  form,  but  in  so  far 
as  the  claims  of  the  original  and  reissued  patents  are  identical,  such  sur- 
render shall  not  affect  any  action  then  pending  nor  abate  any  cause  of  action 
then  existing,  and  the  reissued  patent,  to  the  extent  that  its  claims  ai'e  identi- 
cal with  tlie  original  patent,  shall  constitute  a  continuation  thereof  and  have 
effect  continuously  from  the  date  of  the  original  patent. 

(b)No  reissued  patent  shall  abridge  or  affect  the  right  of  any  person  or 
his  successors  in  business  who  made,  purchased  or  used  prior  to  the  grant 
of  a  reissue  anything  patented  by  the  reissued  patent,  to  continue  the  use 
of,  or  to  sell  to  others  to  be  used  or  sold,  the  specific  thing  so  made,  pur- 
chased or  used,  unless  the  making,  using  or  selling  of  such  thing  infringes 
a  valid  claim  of  the  reissued  patent  which  was  in  the  original  patent.  The 
court  before  which  such  matter  is  in  question  may  provide  for  the  continiied 
manufacture,  use  or  sale  of  the  thing  made,  purchased  or  used  as  specified, 
or  for  the  manufacture,  use  or  sale  of  which  substantial  preparation  was 
made  before  the  grant  of  the  reissue,  and  it  may  also  provide  for  the  con- 
tinued practice  of  any  process  patented  by  the  reissue,  practiced,  or  for  the 
practice  of  which  substantial  preparation  was  made,  prior  to  the  grant  of 
the  reissue,  to  the  extent  and  under  such  terms  as  the  court  deems  equitable 
for  the  protection  of  investments  made  or  business  commenced  before  the 
grant  of  the  reissue. 

Section  253. — Disclaimer 

(a)  "Whenever,  without  any  deceptive  intention,  a  claim  of  a  patent  is 
invalid  the  remaining  claims  shall  not  thereby  be  rendered  invalid.  A 
patentee,  whether  of  the  whole  or  any  sectional  interest  therein,  may.  on 
payment  of  the  fee  required  by  law.  make  disclaimer  of  any  complete  claim, 
stating  therein  the  extent  of  his  interest  in  such  patent.  Such  disclaimer  shall 
be  in  writing  and  recorded  in  the  Patent  Office :  and  it  shall  thereafter  be 
considered  as  part  of  the  original  patent  to  the  extent  of  the  interest  pos- 
sessed by  the  disclaimant  and  by  those  claiming  under  him. 

(b)  In  like  manner  any  patentee  or  applicant  may  disclaim  or  dedicate  to 
the  public  the  entire  term,  or  any  terminal  part  of  the  term,  of  the  patent 
granted  or  to  be  granted. 

Section  25^. — Certificate  of  correction  of  Patent  Office  mistake 

Whenever  a  mistake  in  a  patent,  incurred  through  the  fault  of  the  Patent 
Office,  is  clearly  disclosed  by  the  records  of  the  Office,  the  Commissioner  may 
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issue  a  certificate  of  correction  stating  the  fact  and  nature  of  such  mistake, 
under  seal,  without  charge,  to  be  recorded  in  the  records  of  i)atents.  A  copy 
thereof  shall  be  attached  to  each  copy  of  the  patent,  and  such  certificate 
shall  be  considei-ed  as  part  of  the  original  patent.  Every  such  patent,  together 
with  such  certificate,  shall  have  the  same  effect  and  operation  in  law  on  the 
trial  of  actions  for  causes  tliereafter  arising  as  if  the  same  liad  been  origi- 
nally issued  in  sucli  corrected  form.  The  Commissioner  may  issue  a  corrected 
patent  without  charge  in  lieu  of  and  with  like  effect  as  a  certificate  of  cor- 
rection. 

Section  255. — Certificate  of  con'ection  of  applicant's  mistake 

Wlienever  a  mistake  of  a  clerical  or  typographical  nature,  or  of  minor 
character,  which  was  not  the  fault  of  the  Patent  Office,  appears  in  a  patent 
and  a  showing  has  been  made  tliat  such  mistake  occurred  in  good  faith,  the 
Commissioner  may,  upon  payment  of  the  required  fee,  issue  a  certificate  of 
correction,  if  the  correction  does  not  involve  such  changes  in  the  patent  as 
would  constitute  new  matter  or  would  require  reexamination.  A  copy  thereof 
siiall  be  attached  to  each  copy  of  the  patent,  and  such  certificate  shall  be 
considered  as  part  of  the  original  patent.  Every  such  patent,  together  with 
the  certificate,  shall  have  the  .same  efliecr  and  operation  in  law  on  the  trial 
Oi  actions  for  causes  thereafter  ai'ising  as  if  the  same  had  been  originally 
issued  in  such  corrected  form. 

Section  256. — Correction  of  named  inventor 

An  error  in  the  naming  of  an  inventor,  in  either  a  sole  or  joint  application 
for  patent,  without  deceptive  intent,  shall  not  affect  validity  of  a  iiatent,  and 
may  be  corrected  at  any  time  by  the  Commissioner  in  accordance  with  regu- 
lations estal)lished  by  him  or  upon  order  of  a  Federal  court  before  which 
the  matter  is  called  in  question.  Upon  such  correction  the  Commissioner  shall 
issue  a  certificate  accordingly. 

Section  257. — Certificate  for  change  in  status  of  claims 

(:''.)  When  any  claim  in  a  patent  is  allowed  subsequent  to  the  issuance  of 
the  patent  under  section  155  of  this  title,  the  Commissioner  shall  issue  a 
certificate  stating  the  fact,  under  seal,  without  charge,  to  be  recorded  in  the 
records:  of  tlie  patent  and  shall  publish  a  notice  thereof  in  the  Official  Gazette. 
Such  certificate  shall  be  considered  as  part  of  the  original  patent,  and  a  copy 
of  rhe  certificate  shall  be  attached  to  each  copy  of  the  patent  thereafter  dis- 
tributed. Upon  the  issimnce  of  such  certificate,  such  claim  shall  constitute 
a  claim  of  the  patent  which  shall  have  the  force  and  effect  specified  in  .section 
154  of  this  title  with  respect  to  actions  for  causes  thereafter  arising. 

(b)  T'pon  the  termination  of  proceedings  on  any  patent  is.sued  pursuant  to 
section  155  of  this  title,  the  Commissioner  shall  attach  a  certificate  to  sub- 
sequently distributed  copies  of  the  patent  and  publish  in  the  Official  Gazette 
a  notice  of  tlie  final  dispo.sition  of  all  claims  in  the  patent  which  were  not 
allowed  at  the  time  .such  patent  was  granted. 

Chapter  26 — Oicnership  and  As.signment 

Sec. 

261.  Tran.sferable  and  licensable  nature  of  patent  rights. 

262.  Joint  owners. 

Section  261. — Trun.ifcrahle  and  liccnsahlc  nature  of  patent  rights 

(a)  Subject  to  the  provisions  of  this  title,  a  patent  shall  have  the  attri- 
butes  of  personal   property. 

(b)  An  application  for  patent,  a  patent,  or  any  interest  therein,  shall  be 
assignable  in  law  by  an  instrument  in  writing  and  in  like  manner  exclusive 
rights  under  an  application  for  patent  or  patent  may  be  conveyed  for  the 
whole  or  for  any  specified  part  of  the  United  States.  An  applicant  or  patentee, 
or  his  legal  representative,  may  also,  at  his  election,  licen.se  or  waive  any  of 
his  rights  in  a  patent  (>r  application  for  patent,  in  whole  or  in  any  part  thereof, 
by   exclusivf  or  nonexclusive  arrangement   witli  parties  of  his  selection. 

(c)  A  certificate  of  acknowledgnjent  under  tiie  hand  and  official  seal  of  a 
person  authorized  to  administer  oaths  within  the  United  States,  or  in  a 
foreign  country,  of  a  diplomatic  or  consular  officer  of  the  United  States  or 
an    oflicer  authorized    to    administer  oaths    who.se    autliority   is    proved  by    a 
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certificate  of  a  diplomatic  or  consular  officer  of  the  United  States,  shall  be 
prima  facie  evidence  of  the  execution  of  au  assis'umeut,  grant  or  conveyance 
of  a  patent  or  application  for  patent. 

(d)  An  assignment,  grant,  or  conveyance  shall  be  void  as  against  any 
subsequent  purchaser  or  mortgagee  for  a  valuable  consideration,  without 
notice,  unless  it  is  recorded  in  the  Patent  Office  within  three  months  from 
its  date  or  prior  to  the  date  of  such  subsequent  purchase  or  mortgage. 

Section  262. — Joint  owners 

In  the  absence  of  any  agreement  to  the  contrary,  each  of  the  joint  owners 
of  a  patent  may  make,  use  or  sell  the  patented  invention  without  the  consent 
of  and  without  accounting  to  the  other  owners. 

Chapter  27 — Government  Interests  in  Patents 
Sec. 

267.  Time  for  taking  action  in  Government  applications 

Section  261. — Time  for  taking  action  in  Government  applications 

Notwithstanding  the  provisions  of  sections  133  and  151  of  this  title,  the 
Commissioner  may  extend  the  time  for  taking  any  action  to  three  years, 
when  an  application  has  become  the  property  of  the  United  States  and  the 
head  of  the  appropriate  department  or  agency  of  the  Government  has  certified 
to  the  Commissioner  that  the  invention  disclosed  therein  is  important  to 
the  armament  or  defense  of  the  United  States. 

Chapter  28 — Infringement  of  Patents 
Sec. 

271.  Infringement  of  patent. 

272.  Temporary  presence  in  the  United  States. 

Section  271. — Infringement  of  patent 

(a)  Except  as  otherwise  provided  in  this  title,  whoever  without  authority 
makes,  uses  or  sells  any  patented  invention,  within  the  United  States  during 
the  term  of  the  patent   therefor,   infringes   the  patent. 

(b)  Whoever,  without  authority,  imports  into  the  United  States  a  product 
made  in  another  country  by  a  process  patented  in  the  United  States  shall  be 
liable  as  an  infringer. 

(c)  Whoever  actively  induces  infringement  of  a  patent  shall  be  liable  as 
an  infringer. 

(d)  Whoever  sells  a  component  of  a  patented  machine,  manufacture,  com- 
bination or  composition,  or  a  material  or  apparatus  for  use  in  practicing  a 
patented  process,  constituting  a  material  part  of  the  invention,  knowing  the 
same  to  be  especially  made  or  especially  adapted  for  use  in  an  infringement 
of  such  patent,  and  not  a  staple  article  or  commodity  of  commerce  suitable 
for  substantial  noninfringing  use,  shall  be  liable  as  an  infringer. 

(e)  No  patent  owner  otherwise  entitled  to  enforce  or  seek  enforcement  of 
a  patent  shall  be  denied  relief  or  deemed  guilty  of  misuse  or  illegal  extension 
of  the  patent  right  by  reason  of  his  having  done  one  or  more  of  the  following : 
<1)  derived  revenue  from  acts  which  if  performed  by  another  without  his 
consent  would  constitute  infringement  of  the  patent;  (2)  licensed  or  author- 
ized another  to  perform  acts  which  if  performed  without  his  consent  would 
constitute  infringement  of  the  patent;  (3)  sought  to  enforce  his  patent  rights 
against  infringement. 

(f)  Whenever  a  licensee  under  a  patent  licensing  arrangement  asserts 
in  appropriate  proceedings  the  invalidity  of  any  patent  or  of  any  claim  of 
any  patent  included  in  such  arrangement  (1)  the  action  in  which  such  invalid- 
ity is  asserted,  if  then  pending  in  a  state  court,  shall  be  removed  to  the 
district  court  of  the  United  States  for  the  district  embracing  the  place 
where  such  action  is  pending;  and  (2)  the  licensor  shall,  with  respect  to 
such  patent  or  to  siich  claim  of  such  patent,  have  the  option  of  terminating 
such  arrangement :  provided,  however,  that  if  any  such  arrangement  is  so 
terminated  with  respect  to  less  than  all  of  the  patents  or  claims  so  licensed 
and  the  arrangement  itself  does  not  provide  for,  or  the  parties  thereto  are 
unable,  within  such  time  as  the  court  may  determine  to  be  reasonable,  to 
agree  upon  the  consideration  to  be  paid  for  the  license  under  the  remaining 
patents  or  claims,  the  court  in  which  the  invalidity  is  asserted  shall  determine 
a  reasonable  consideration  to  be  paid  for  the  patents  or  claims  not  termi- 
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nated ;  provided  further,  that  such  termination  shall  not  relieve  the  licensee 
of  liabilities  accrued  for  the  period  prior  to  such  termination.  Agreement  in 
such  a  patent  licensing  arrangement  not  to  contest  the  validity  of  any 
licensed  claim  or  patent  shall  neither  prevent  a  licensee  from  asserting  in- 
validity under  this  subsection  nor  serve  as  the  basis  for  the  finding  of  a 
misuse  or  illegal  extension  of  the  patent  right. 

(g)  No  assignor  of  a  patent  shall  directly  or  indirectly  contest  the  validity 
of  the  patent  which  he  has  assigned  unless  he  first  offers  to  restore  to  the 
owner  of  the  patent,  or  for  his  benefit,  the  consideration  paid  by  such  owner 
for  the  patent,  or  an  amount  determined  by  the  court  to  equal  the  value  of 
such  payment.  Such  restoration  must  be  made  regardless  of  the  outcome  of  the 
contest,  and  the  court  shall  provide  therefor  in  its  judgment  or  other  final 
determination,  if  not  previously  paid.  An  assignor  proceeding  under  this 
subsection  shall  be  precluded  from  asserting  any  ground  for  invalidity  known 
or  reasonably  available  to  him  at  the  time  his  assignment  of  the  patent  was 
made. 

(h)  (1)  No  patent  owner  or  applicant  for  patent  shall  be  guilty  of  misuse 
or  illegal  extension  of  patent  rights  solely  because  he  enters  into  or  will  only 
enter  into  a  license  agreement  granting  or  waiving  rights  under  the  patent 
that  excludes  or  restricts  conduct  in  a  manner  that  is  reasonable  under  the 
circumstances,  at  the  time  the  license  agreement  is  made  or  offered  to  be 
made,  to  secure  to  the  patent  owner  the  full  benefits  of  his  patent  grant  under 
this  title.  The  burden  of  establishing  misuse  or  illegal  extension  of  patent 
rights  shall  lie  with  the  party  asserting  such  misuse  or  illegal  extension. 

(2)  Provided,  however,  the  provisions  of  this  subsection  (h)  shall  not  apply 
to  any  license  arrangement  entered  into  after  the  effective  date  of  this  Act 
requiring  the  licensee  to  adhere  to  any  price  with  respect  to  such  licensee's 
sale  of  any  product,  or  requiring  the  licensee  as  a  condition  of  entering  into 
the  license : 

(a)  to  purchase  unpatented  or  patented  articles  from  the  licensor  or 
from  any  person  designated  by  the  licensor ; 

(b)  to  he  restricted  or  limited,  directly  or  indirectly,  in  the  resale  of 
articles  which  such  licensee  has  purchased ; 

(c)  to  refrain  from  dealing  in  any  product,  service  or  chose  in  action 
not  within  the  scope  of  the  patent ; 

(d)  to  have  joint  power  with  the  patent  owner  or  applicant  to  deter- 
mine whether  additional  licenses  should  be  granted ;  provided  further, 
however,  that  nothing  herein  shall  be  construed  to  prohibit  the  grant  of 
a  sole  or  exclusive  license  with  or  without  the  right  to  sub-license. 

(i)  No  patent  applicant  or  patent  owner  shall  be  guilty  of  misuse  or  illegal 
extension  of  patent  rights  solely  : 

(1)  because  he  enters  into  or  offers  to  enter  into  an  arrangement  of 
assignment,  license  or  waiver  of  some  or  all  of  his  patent  rights  which  ar- 
rangement includes  provisions  for  the  payment  of  a  royalty  fee  or  purchase 
price : 

(a)  in  any  amount,  however  paid,  provided  that  any  amount  paid  after 
expiration  of  a  patent  is  based  solely  upon  activities  prior  to  such  ex- 
piration ; 

(b)  not  measured  by  the  subject  matter  of  the  patent  or  by  the  extent 
of  use  of  the  right  assigned,  licensed  or  waived ; 

(c)  not  computed  in  a  manner  that  segregates  the  charge  for  any 
particular  patent,  or  for  any  particular  claim  or  claims  of  one  or  more 
patents ; 

(d)  differing  from  that  provided   in  some  other  arrangement;   or 

(2)  because  he  enters  into  or  offers  to  enter  into  a  nonexclusive  exchange 
of  patent  rights,  with  or  without  the  payment  or  purchase  provisions  speci- 
fied in  paragraph   (1)   above. 

(j)  No  patent  owner  or  applicant  for  patent  shall  be  guilty  of  misuse  or 
illegal  extension  of  patent  rights  solely  because  he  licenses  less  than  all  the 
rights  which  might  be  licensed  under  his  patent  or  application  for  patent, 
including  rights  to  less  than  all  of  the  territory,  patent  term,  uses,  forms, 
quantities,  or  number  of  operations  which  might  be  licensed. 

Section  272. — Temporary  presence  in  the  United  States 

The  use  of  any  invention  in  any  vessel,  aircraft  or  vehicle  of  any  country 
which  affords  similar  privileges  to  vessels,  aircraft  or  vehicles  of  the  United 
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states,  entering  the  I'nited  States  temporarily  or  accidentally,  shall  not  con- 
stitute infrinsrement  of  any  patent,  if  the  invention  is  used  exclusively  for  the 
needs  of  the  vessel,  aircraft  or  vehicle  and  is  not  sold  in  or  used  for  the  manu- 
facture of  anything  to  be  sold  in  or  exported  from  the  United  States. 

Chapter  29 — Remedies  -for  Infringement  of  Patent,  and  Other  Actions 

Sec. 

281.  Remedy  for  infringement  of  patent. 

2S2.  Presumption  of  validity ;  defenses. 

283.  Injunction. 

284.  Damages. 

285.  Attorney  fees. 

286.  Time  limitation  on  damages. 

287.  Limitation  on  damages ;  marking  and  notice. 

288.  Action  for  infringement  of  a  patent  containing  an  invalid  claim. 

289.  Additional  remedy  for  infringement  of  design  patent. 

290.  Notice  of  patent  suits. 

291.  Priority  of  invention  between  patentees. 

292.  False  marking. 

293.  Nonresident  patentee,  service  and  notice. 

294.  Arbitration. 

Section  281. — Remedy  for  infringement  of  patent 

A  patentee  shall  have  remedy  by  civil  action  for  infringement  of  his  patent. 
Section  282. — Presumption  of  validity;  defenses 

(a)  A  patent  shall  be  presumed  valid.  Each  claim  of  a  patent  (whether  in 
independent  or  dependent  form )  shall  be  presumed  valid  independently  of  the 
validit.v  of  other  claims :  dependent  claims  shall  be  presumed  valid  even 
though  dependent  upon  an  invalid  claim.  The  burden  of  establishing  invalid- 
ity of  a  patent  or  any  claim  thereof  shall  rest  on  the  party  asserting  such 
invalidity.  A  party  challenging  the  validity  of  a  patent  inider  this  title  has 
the  burden  of  estalilisliing  invalidity  of  the  claimed  invention  by  clear  and 
convincing  evidence. 

(b)  The  following  shall  be  defenses  in  any  action  involving  the  validity 
or  infringement  of  a  patent  and  shall  be  pleaded : 

(1)  Noninfringement,  absence  of  liability  for  infringement  or  unen- 
forceability, 

(2)  Invalidity  of  the  patent  or  any  claim  in  suit  on  any  ground  speci- 
fied in  part  II  of  this  title  as  a  condition  for  patentability :  Provided, 
however.  That  the  validity  of  a  patent  may  not  be  questioned  solely  be- 
cause of  the  existence  of  two  or  more  patents  where  said  patents  will 
expire  on  the  same  date  as  a  result  of  filing  on  the  same  date  or  as 
a  result  of  a  terminal  disclaimer  pursuant  to  section  253  of  this  title  so 
long  as  the  right  to  sue  for  infringement  of  said  patents  is  maintained 
in  the  same  legal  entity, 

(3)  Invalidity  of  the  patent  or  any  claim  in  suit  for  failure  to  comply 
with  any  requirement  of  sections  112  or  251  of  this  title, 

(4)  Any  other  fact  or  act  made  a  defense  by  this  title. 

(c)  In  actions  involving  the  validity  or  infringement  of  a  patent  the  party 
asserting  invaldity  or  noninfringement  shall  give  notice  in  the  pleadings  or 
otherwise  in  writing  to  the  adverse  party  at  least  thirty  days  before  the  trial, 
of  the  country,  number,  date,  and  name  of  the  patentee  of  any  patent,  the 
title,  date,  and  page  num])ers  of  any  publication  to  be  relied  upon  as  antici- 
pation of  the  patent  in  suit  or  as  showing  the  state  of  the  art,  and  the  name 
and  address  of  any  person  who  may  be  relied  upon  as  the  prior  inventor  or 
as  having  prior  knowledge  of  or  as  having  previously  used  or  offered  for  sale 
the  invention  of  the  patent  in  suit.  In  the  absence  of  such  notice  proof  of  the 
said  matters  may  not  be  made  at  the  trial  except  on  such  terms  as  the  court 
requires. 

Sect  ion  283. — Injunction 

The  several  courts  having  jurisdiction  of  cases  under  this  title  may  grant 
injunctions  in  accordance  with  the  principles  of  equity  to  prevent  the  viola- 
tion of  any  right  secured  by  patent,  on  such  terms  as  the  court  deems  rea- 
sonable. 
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Section  284- — Damages 

(a)  Upon  finding  for  the  claimant  tlie  court  shall  award  the  claimant 
damages  adequate  to  compensate  for  the  infringement  but  in  no  event  less 
than  a  reasonalile  royalty  for  the  use  made  of  the  invention  by  the  infringer, 
together  with  interest  and  costs  as  fixed  by  the  court. 

(b)  When  the  damages  are  not  found  by  a  jury,  the  court  shall  assess 
them.  In  either  event  the  court  may  increase  the  damages  up  to  three  times 
the  amount  found  or  assessed. 

(c)  The  court  may  receive  expert  testimony  as  an  aid  to  the  determina- 
tion of  damages  or  of  what  royalty  would  be  reasonable  under  the  circum- 
stances. 

Section  285. — Attorney  fees 

The  court  in  exceptional  cases  may  award  reasonable  attorney  fees  to  the 
prevailing  party. 

Section  286. — Titne  limitation  on  damages 

(a)  Except  as  otherwise  provided  by  law,  no  recovery  shall  be  had  for  any 
infringement  committed  more  than  six  years  prior  to  the  filing  of  the  com- 
plaint or  counterclaim  for  infringement  in  the  action. 

(b)  In  the  case  of  claims  against  the  United  States  Government  for  use 
of  a  patented  invention,  the  period  before  bringing  suit,  up  to  six  years,  be- 
tween the  date  of  receipt  of  a  written  claim  for  compensation  by  the  depart- 
ment or  agency  of  the  Government  having  authority  to  settle  such  claim, 
and  the  date  of  mailing  by  the  Government  of  a  notice  to  the  claimant  that 
his  claim  has  been  denied  shall  not  be  counted  as  part  of  the  period  referred 
to  in  the  preceding  paragraph    (a). 

Section  287. — Limitation  on  damages;  marking  and  notice 

Patentees,  and  persons  making  or  selling  any  patented  article  for  or  under 
them,  may  give  notice  to  the  public  that  the  same  is  patented,  either  by  fixing 
thereon  the  word  "patent"  or  the  abbreviation  "pat.",  together  with  the  number 
of  the  patent,  or  when,  from  the  character  of  the  article,  this  can  not  be  done, 
by  fixing  to  it,  or  to  the  package  wherein  one  or  more  of  them  is  contained, 
a  label  containing  a  like  notice.  In  the  event  of  failure  so  to  mark,  no  dam- 
ages shall  be  recovered  by  the  patentee  in  any  action  for  infringement,  except 
on  proof  that  the  infringer  was  notified  of  the  infringement  and  continued 
to  infringe  thereafter,  in  which  event  damages  may  be  recovered  only  for 
infringement  occurring  after  such  notice.  Filing  of  an  action  for  infringement 
shall  constitute  such  notice. 

Section   288. — Action   for    infringement    of    a    patent    containing    an    invalid 
claim 
"Whenever,  without  deceptive   intention,    a   claim   of  a   patent  is   invalid,  an 
action  may  be  maintained  for  the  infringement  of  a  claim  of  the  patent  which 
may  be  valid. 

Section  289. — Additional  remedy  for  infringement  of  design  patent 

(a)  Whoever  during  the  term  of  a  patent  for  a  design,  without  license  of 
the  owner,  (1)  applies  the  patented  design,  or  any  colorable  imitation  thereof, 
to  any  article  of  manufacture  for  the  purpose  of  sale,  or  (2)  sells  or  exposes 
for  sale  any  article  of  manufacture  to  which  such  design  or  colorable  imita- 
tion has  been  applied  shall  be  liable  to  the  owner  to  the  extent  of  his  total 
profit,  l)ut  not  less  than  $250,  recoverable  in  any  United  States  district  court 
having  jurisdiction  of  the  parties. 

(b)  Nothing  in  this  section  shall  prevent,  lessen,  or  impeach  any  other 
remedy  which  an  owner  of  an  infringed  patent  has  under  the  provisions  of 
this  title,  but  he  shall  not  twice  recover  the  profit  made  from  the  infringement. 

Section  290. — Notice  of  patent  suits 

The  clerks  of  the  courts  of  the  United  States,  within  one  month  after  the 
filing  of  an  action  under  this  title  shall  give  notice  thereof  in  writing  to  the 
Commissioner,  setting  forth  so  far  as  known  the  names  and  addresses  of  the 
parties,  name  of  the  inventor,  and  the  designating  number  of  the  patent  upon 
which  the  action  has  been  brought.  If  any  other  patent  is  subsequently  in- 
cluded in  the  action  he  shall  give  like  notice  thereof.  Within  one  month  after 
the  decision   is  rendered   or   a   judgment  issued   the   clerk   of   the   court  shall 
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give  notice  thereof  to  the  Commissioner.  The  Commissioner  sliall,   on  receipt 
of  such  notices,  enter  the  same  in  the  file  of  such  patent. 

Section  291. — Priority  of  invention  between  patentees 

(a)  Whenever  there  are  two  patents  naming  different  inventors  and  claim- 
ing the  same  or  substantially  the  same  subject  matter,  the  owner  of  one  of 
the  patents  may  have  relief  against  the  owner  of  the  other  by  civil  action  and 
the  court  may  adjudge  the  question  of  the  validity  of  any  of  such  patents,  in 
whole  or  in  part.  A  final  judgment  in  such  action  adverse  to  a  patentee  from 
which  no  appeal  or  other  review  has  been  or  can  be  taken  or  had  shall  con- 
stitute cancellation  of  the  claims  involved  from  the  patent,  and  notice  thereof 
shall  be  endorsed  on  copies  of  the  patent  thereafter  and  distributed  by  the 
Patent  Office. 

(b)  Such  suit  may  be  instituted  against  the  party  in  interest  as  shown  by 
the  records  of  the  Pntent  Office,  but  any  party  in  interest  may  become  a 
party  to  the  action.  If  there  be  adverse  parties  residing  in  a  plurality  of 
districts  not  embraced  within  the  same  state,  or  an  adverse  party  residing 
in  a  foreign  country,  the  United  States  District  Court  for  the  District  of 
Columbia  shall  have  jurisdiction  and  may  issue  summons  against  the  adverse 
parties  directed  to  the  marshal  of  any  district  in  which  any  adverse  party 
resides.  Summons  against  adverse  parties  residing  in  foreign  countries  may 
be  served  by  puT)lication  or  otherwise  as  the  court  directs.  The  Commissioner 
shall  not  be  made  a  party  but  he  shall  I)e  notified  of  the  filing  of  the  suit  by 
the  clerk  of  the  court  in  which  it  is  filed  and  shall  have  the  right  to  intervene. 

Section  292. — False  marking 

(a)  Whoever,  without  the  consent  of  the  patentee,  marks  upon,  or  affixes 
to,  or  uses  in  advertising  in  connection  with  anything  made,  used,  or  sold  by 
him,  the  name  or  any  imitation  of  the  name  of  the  patentee,  the  patent  num- 
ber, or  the  words  "patent",  "patentee",  or  the  like,  with  the  intent  of  coun- 
terfeiting or  imitating  the  mark  of  the  patentee,  or  of  deceiving  the  public 
and  inducing  them  to  believe  that  the  thing  was  made  or  sold  by  or  with  the 
consent  of  the  patentee ;  or 

Whoever  marks  upon,  or  affixes  to,  or  uses  in  advertising  in  connection  with 
any  unpatented  article,  the  word  "patent"  or  any  word  or  numberr  importing 
that  the  same  is  patented,  for  the  purpose  of  deceiving  the  public ;  or 

Whoever  marks  upon,  or  affixes  to.  or  iises  in  advertising  in  connection 
with  any  article,  the  words  "patent  applied  for,"  "patent  pending",  or  any 
word  importing  that  an  application  for  patent  has  been  made,  when  no  appli- 
cation for  patent  has  been  made,  or  if  made,  is  not  pending,  for  the  purpose 
of  deceiving  the  public — 

Shall  be  fined  not  more  than  $500  for  every  such  offense. 

(b)  Any  person  may  sue  for  the  penalty,  in  which  event  one-half  shall  go 
to  the  person  suing  and  the  other  to  the  use  of  the  United  States. 

Section  293. — Nonresident  patentee;  service  and  notice 

Every  patentee  not  residing  in  the  United  States  may  file  in  the  Patent 
Office  a  written  designation  stating  the  name  and  address  of  a  person  residing 
within  the  Ignited  States  on  whom  may  be  served  process  or  notice  of  pro- 
ceedings affecting  the  patent  or  rights  thereunder.  If  the  person  designated 
cnnnot  be  found  at  the  address  given  in  the  last  designation,  or  if  no  person 
has  been  designated,  the  United  States  District  Court  for  the  District  of 
Columbia  shall  have  jurisdiction  and  summons  shall  be  served  by  publication 
or  otherwise  as  the  court  directs.  The  court  shall  have  the  same  jurisdiction 
to  take  any  action  respecting  the  patent  or  rights  thereunder  that  it  would 
have  if  the  patentee  were  personally  within  the  jurisdiction  of  the  court. 

Section  29^. — Arbitration 

A  written  provision  in  any  agreement  or  contract  to  settle  by  arbitration 
any  controversy  thereafter  arising  out  of  such  contract  or  agreement  in 
respect  to  the  infringement  or  validity  of  any  patent  involved  in  said  con- 
tract or  agreement,  or  an  agreement  in  writing  to  settle  by  arbitration  an 
existing  controversy  in  respect  to  the  infringement  or  validity  of  any  patent, 
shall  be  valid,  irrevocable,  and  enforceable,  except  for  any  grounds  as  exist 
at  law  or  in  equity  for  the  revocation  of  any  contract.  Arbitration  of  such 
controversies,  awards,  and  confirmation  of  awards  shall  be  governed  by  Title 
9,  United  States  Code.  In  any  such  arbitration,  the  defenses  provided  for 
under  Section  282  of  this  title  shall  be  considered  by  the  arbitrator. 
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Chapter  30 — Preservation  of  Other  Rights 

Section  301. — Preservation  of  other  rights;  non-preemption 

This  title  shall  not  be  construed  to  preempt  rights  or  obligations  not  arising- 
by  operation  of  this  title  whether  arising  by  operation  of  State  or  Federal 
law  (if  contracts,  of  confidential  or  proprietary  information,  of  trade  secrets, 
of  unfair  competition. 

STATEMENT  OF  C.  MARSHALL  DANN,  PRESIDENT,  AMERICAN  PAT- 
ENT LAW  ASSOCIATION;  ACCOMPANIED  BY  JOHN  T.  KELTON, 
PRESIDENT-ELECT,  AMERICAN  PATENT  LAW  ASSOCIATION 

]Mr.  Daxn.  We  are  pleased  to  have  this  chance  to  comment  on  these 
provisions  of  S.  1321. 

Our  association  has  not  recently  taken  a  position  expressly  on 
any  of  the  five  topics  that  these  hearings  are  directed  to,  but  in  ap- 
proving this  proposed  version  of  a  general  patent  revision  bill,  we 
obviously  have  expressed  preferences,  and  in  that  sense  we  can  be 
said  to  have  taken  positions. 

Of  the  five  subjects,  we  have  expressed  ourselves  in  favor  of  a 
limited  adversary  examination  proceeding.  In  the  other  four  topics, 
our  preferences  have  been  the  other  way,  that  is,  they  are  not  in 
accord  with  S.  1321. 

We  feel  very  strongly  that  the  incentives  of  the  patent  system 
are  badly  needed  to  help  solve  some  of  the  nation's  most  critical 
problems.  Anything  that  makes  it  more  burdensome  and  more  costly 
to  obtain  patents  is  going  to  reduce  the  incentives  to  invent,  to  dis- 
close, to  develop  inventions  and  to  commercialize  them,  and  in  our 
opinion,  the  Nation  will  be  the  loser.  This  goes  both  for  individual 
inventors  and  for  inventions  made  by  corporate  employees. 

So  this  is  our  basic  criterion  for  judging  any  proposed  changes  in 
the  patent  laws;  what  will  they  do  to  the  incentives  that  the  system 
is  supposed  to  provide? 

Xow  to  the  individual  topics,  first,  adversary  proceedings  during 
examination.  In  our  proposed  bill  we  have  not  provided  for  any 
opposition  or  reexamination  prior  to  the  issue  of  a  patent,  but  we 
have  included  provision  for  reexamination  after  issuance.  We  very 
definitely  favor  providing  an  opportunity  for  members  of  the  public 
to  come  in  with  prior  art  or  other  information  that  may  show  that 
the  invention  is  not  patentable.  We  are  in  favor  of  weeding  out  un- 
deserving patents.  On  the  other  hand,  it  seems  to  us  that  a  minimum 
of  chances  for  harassment  of  inventors  will  occur  if  this  is  deferred 
until  after  the  patent  has  issued. 

Our  concern  with  the  procedures  set  forth  in  section  135  of  S. 
1821  includes  the  added  expense  that  will  be  involved  in  printing 
first  the  application  and  then  the  issued  patent. 

Another  concern  is  what  seems  to  us  a  very  considerable  exposure 
of  the  applicant  to  harassment  with  extensive  discovery  and  full- 
blown interpartes  proceedings,  particularly  if  this  occurs  before  there 
has  been  any  sort  of  an  examination  that  gives  the  applicant  a  rea- 
sonable prospect  that  his  application  will  materialize  into  a  patent. 

Then  we  also  are  concerned  about  the  lengthy  delays  in  issuance 
which  could  occur  if  a  number  of  persons  chose  to  come  in  and 
intervene  or  oppose  prior  to  issuance. 
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If  it  is  decided  to  adopt  adversary  examination  proceedings  prior 
to  issue,  we  would  strongly  urge  that  this  not  take  place  until 
there  has  been  an  indication  of  allowability ;  also  that  the  term  of 
the  patent  should  not  be  shortened  as  a  result  of  the  time  used  during 
the  adversary  proceeding,  which  could  be  lengthy. 

It  seems  to  us  desirable  to  defer  the  re-examination  at  least  that 
long,  both  from  the  stand])oint  of  the  inventor  and  also  from  the 
standpoint  of  the  public.  I  think  the  public  is  not  well  served  by 
having  a  flood  of  applications  published  which  have  not  been  sifted 
or  winnowed  in  any  way,  to  get  them  down  to  the  scope  that  may 
ultimately  emerge  as  a  patent. 

It  occurs  to  us  that  if  there  is  to  be  re-examination  it  would  be 
quite  desirable  to  have  it  performed  by  some  person  other  than  the 
original  examiner.  It  seems  to  us  that  this  might  give  extra  ob- 
jectivity. 

Now,  turning  to  the  proposal  of  have  a  public  counsel,  we  readily 
agree  that  patents  should  not  be  issued  on  unpatentable  inventions, 
but  we  do  have  some  problem  in  seeing  just  how  the  public  counsel 
would  materially  affect  this. 

I  want  to  stress  that  our  problem  is  with  the  practicality  of  the 
proposal  rather  than  the  principle.  If  the  public  counsel  is  to  do  a 
thorough,  independent  job  of  checking  the  allowability  of  applica- 
tions, he  is  obviously  going  to  need  a  large  staff  which  would  more 
or  less  duplicate  that  of  the  regular  examining  corps.  Also,  some  of 
the  duties  that  are  given  the  public  comisel  'w\  S.  1321  are  already 
performed  by  someone  in  the  Patent  Office.  Thus,  the  Patent  Office 
solicitor  and  the  law  examiner  represent  the  Patent  Office  in  all 
appeals  and  contested  cases.  The  commissioner  alread.v  carries  on  a 
quality  control  program,  which  could  be  moi'e  effective  if  he  had 
more  funds  available  for  this  purpose. 

We  do  not  quite  see  how  the  public  counsel  and  his  staff  would 
know  when  to  intervene  in  a  pending  application.  There  would 
seem  to  be  the  possibilitv  that  the  regular  examining  corps  would 
feel  somewhat  downgraded,  and  perhaps  have  its  morale  affected 
by  what  in  essence  is  a  new  and  different  supervisory  examining 
corps. 

So  overall  we  tend  to  think  that  more  could  be  accomplished  by 
expending  the  money  that  the  public  counsel  would  use  in  strengthen- 
ing the  examining  staff  and  the  present  quality  control  program. 

Now  turning  to  deferred  examination,  we  have  not  made  any  pro- 
vision in  our  bill  for  this,  although  obviously  it  would  be  worthwhile 
not  having  to  examine  applications  which  are  clearly  unpatentable, 
or  that  are  of  no  interest  to  the  applicant.  But  we  think  there  are 
distinct  disadvantages  to  deferred  examination.  One  of  the  critical 
features  of  it  is  the  necessity  to  publish  the  application  at  an  early 
stage  before  there  has  been  any  indication  that  it  may  be  allowable. 
"We  think  this  tends  to  be  unfair  to  the  applicant,  and  will  make  some 
inventors  keep  their  inventions  secret  rather  than  file  on  them. 

Also,  I  think  there  would  be  an  adverse  effect  on  people  in  industry 
who  might  use  these  inventions.  During  the  period  of  deferral,  there 
is  obviously  uncertainty  as  to  what  patents  may  finally  be  issued 
and  what  scope  of  claims  they  may  have.  It  seems  to  us  more 
desirable  to  proceed  expeditiously  with  examination  so  that  every- 
one knows  what  is  patented  and  what  is  not. 


73 

]\Iost  places  where  deferred  examination  has  been  introduced  it 
has  been  an  emergency  measure,  where  the  tremendous  backlog  of 
unexamined  applications  made  it  almost  necessary  to  defer  examin- 
ing some  of  them.  The  situation  here  is  quite  different,  because  our 
backlog  has  been  dropping  steadily.  I  don't  think  anyone  really  con- 
siders it  uiimanagcable  today. 

Turning  to  maintenance  fees,  while  the  patent  bar  in  this  country 
has  been  historically  and  uniformly  opposed  to  maintenance  fees,  I 
believe  there  currently  is  some  sentiment  that  fees  of  this  type 
might  be  preferable  to  further  increases  in  the  filing  and  issue  fees. 

We  feel  strongly  that  if  maintenance  fees  are  put  in,  they  should 
not  be  so  large  as  to  be  punitive  or  confiscatory.  It  is  a  common  thing 
for  an  inventor  to  get  a  patent  and  not  find  it  possible  to  commer- 
cialize it  in  the  early  years.  If  he  is  fairly  promptly  faced  with  very 
large  amounts  tliat  must  be  paid  to  keep  his  patent  in  force,  he  may 
find  it  necessary  to  allow  it  to  lapse,  when  in  fact  in  another  year  or 
2  or  at  some  point  the  invention  might  come  into  use. 

The  fees  called  for  in  S.  1321  seem  to  us  entirely  too  high.  We 
think  fees,  whatever  their  nature,  sliould  be  kept  administratively 
as  simple  as  possible.  They  should  not  vary  according  to  who  owns 
the  patent  nor  should  there  be  special  exemptions. 

In  this  connection,  we  would  urge  that  the  whole  question  of  fees 
be  re-examined.  At  the  hearings  held  before  this  subcommittee  in 
jNIay  1071,  we  submitted  a  report  which  urged  a  somewhat  different 
basis  for  considering  the  proper  level  of  fees.  This  was  that  the 
cost  for  the  different  types  of  services  that  are  rendered  by  the 
Patent  Office  be  considered  separately.  Thus,  the  cost  of  the  examina- 
tion, we  felt,  should  be  divided  equally  between  the  Patent  Office 
and  the  applicant,' since  the  examination  process  is  of  value  both  to 
the  applicant  and  to  the  public.  Then  the  cost  of  supplying  patent 
copies  and  similar  services  should  be  charged  entirely  to  the  people 
who  receive  the  services,  and  the  same  thing  for  the  trademark  opera- 
tion, which  is  primarily  for  the  benefit  of  the  applicants. 

Then  the  cost  of  maintaining  search  facilities,  the  library,  the 
printing  of  patents,  seems  to  us  really  for  the  benefit  of  the  public 
and  we  feel  100  percent  of  those  costs  should  be  borne  by  the 
government. 

If  this  basis  of  fees  were  adopted,  we  think  it  might  well  be  un- 
necessary to  go  to  maintenance  fees.  This  basis  would  seem  to  us 
fairer  to  all  concerned  than  picking  an  arbitrary  overall  percentao-e 
of  fees  to  be  recovered.  '^ 

Turning  to  the  administrative  restructuring  of  the  Patent  Office, 
in  our  proposed  version  of  a  patent  law  revision  bill,  we  have  simply 
retained  the  language  of  the  present  statute  which  would  leave  the 
Patent  Office  where  it  is,  in  the  Department  of  Commerce.  Xever- 
theless,  many  of  our  members  would  be  pleased  to  see  it  become  an 
independent  agency.  We  think  it  would  give  the  commissioner  a 
desirable  degree  of  freedom  of  operation.  There  might  be  counter- 
vailing disadvantages  of  having  the  Patent  Office  not  pai-t  of  one 
of  the  executive  departments.  Of  course,  an  alternative  would  be  to 
make  the  commissioner  become  an  Assistant  Secretary  of  Com- 
merce, as  provided  in  Senator  McClellan's  S.  1957. 

That,  I  believe,  completes  what  I  have  to  say  on  the  five  topics.  The 
statement  that  we  have  filed  also  notes  some  other  provisions  of 
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S.  1321  that  for  one  reason  or  another  seem  undesirable  to  us.  but 
I  will  not  discuss  those  unless  you  would  like. 

Senator  Hart.  Thank  you  very  much  for  adhering  to  the  sugges- 
tion that  we  limit  the  oral  presentation  to  five  subjects. 

iSIr.  Kelt  on,  did  you  care  to  add  anything. 

Mr.  Keltox.  No,  Senator,  no.  I  think  Mr.  Dann  has  adequately 
-'covered  the  situation. 

Senator  Hart.  You  tell  us  that  many  of  your  members  would  like 
to  see  the  Patent  Office  become  an  independent  agency.  You  don't 
indicate  any  dissent  among  your  membership  with  respect  to  the 
earlier  points  and  positions  that  you  have  taken. 

You  have  3,800  members.  How  do  you  speak  for  them? 

Mr.  Dakx.  Well,  Senator,  obviously  we  don't  all  think  alike  on 
all  of  these  questions.  Our  committees  have  studied  theni  at  length. 
We  have  symposia  to  educate  our  members.  Our  committees  make 
recommendations  to  the  board  of  managers  of  our  association.  This 
has  on  it  about  20  people,  and  we  attempt  as  well  as  we  can  to  ar- 
rive at  positions  which  we  feel  reflect  the  majority  views  of  the 
association. 

Senator  Hart.  It  would  be  fair,  then,  to  say  that  the  position  was 
developed  initially  by  a  committee  or  committees.  Their  reports 
were  made  to  you  and  the  members  of  the  board  of  managers,  and  the 
board  of  managers  then  evaluated  it  and  took  this  position. 

Mr.  Danx.  Yes;  that  is  correct. 

Senator  Hart.  Would  you  then  for  the  record  let  us  have  the 
names  of  the  members  of  the  board  and  their  private  employment, 
associations,  firms,  or  whatever? 

Mr.  Daxx.  Certainly. 

[The  information  referred  to  follows:] 

American  Patent  Law  Association, 

Arlington,  Va.-,  September  12,  197S. 
Hon.  Philip  A.  Hart, 

Subcommittee  on  Patents,  Trademarks  and  Copyrights, 
Committee  on  the  Judiciary,  U.S.  Senate,  Washington,  D.C. 

Dear  Senator  Hart  :  Pursuant  to  the  request  which  you  made  on  Sep- 
tember 11  during  the  hearings  on  S.  1321,  I  am  writing  to  advise  you  and 
to  make  of  record  the  names  of  the  members  of  the  Board  of  Managers  of 
the  Ameican  Patent  Law  Association,  together  with  their  present  afBliations. 
At  present,  thirteen  of  these  are  members  of  private  law  firms  and  eight 
are  lawyers  employed  by  corporations. 

They  are  as  follows : 

Robert  B.  Benson — general  patent  attorney,  Allis-Chalmers  Manufacturing 
Company,  Milwaukee,  Wisconsin 

Eugene  L.  Bernard — partner,  Morton,  Bernard,  Brown,  Roberts  &  Suther- 
land, Washington,  D.C. 

C.  Marshall  Dann — chief  patent  counsel,  E.I.  du  Pont  de  Nemours  and 
Company,  Wilmington,  Delaware 

Donald  R.  Dunuer— partner.  Lane,  Aitken,  Dunner  &  Ziems,  Washington, 
D.C. 

•Tames  W.  Falk — patent  attorney  director,  Bell  Laboratories,  Inc.,  Murray 
Hill.  New  Jersey 

Thomas  E.  Fisher — partner.  Watts.  Hoffman,  Fisher  &  Heinke,  Cleveland, 
Ohio 

Howard  I.  Forman — trademark  counsel.  The  Rohm  &  Haas  Company, 
Philadelphia,  Pa. 

Ralph  L.  Freeland,  Jr. — supervising  patent  lawyer,  Chevron  Research 
Company,  San  Francisco,  California 


Morton  David  Goldberg — partner,  Schwab  &  Goldberg,  New  York,  New 
York 

Harlan   P.   Huebner — partner,    Huebner   &   Worrel,   Los    Angeles,   California 

William   R.    Hulbert— partner,   Fish  &    Richardson,   Boston,   Massachusetts 

Julius  Jancin,  Jr. — patent  counsel,   IBM  Corporation,  Washington,   D.C. 

John  T.  Kelton — partner,  Watson,  Leavenworth,  Kelton  &  Taggart,  New 
York.  New  York 

Edward  F.  McKie,  Jr. — partner,  Schuyler,  Birch,  Swindler,  McKie  & 
Beckett.  Washington,   D.C. 

W.  Brown  Morton.  Jr. — partner,  Morton,  Bernard,  Brown,  Roberts  & 
Sutherland,  Washington,  D.C. 

Sidney  Neuman — partner,  Neuman,  Williams,  Anderson  &  Olson,  Chicago, 
Illinois 

B.  R.  Pravel — partner,  Pravel,  Wilson  &  Matthews,  Houston,  Texas 

James  M.  Wetzel— partner,  Wetzel,  Greenawalt  &  FitzGibbon,  Chicago, 
Illinois 

Arthur  R.  Whale — manager.  Organic  Chemicals  Section,  Patent  Depart- 
ment, The  Dow  Chemical  Company.  Midland,  Michigan 

George  W.  Whitney — partner,  Brumbaugh,  Graves,  Donohue  &  Raymond, 
New  York,  New  York 

Richard  C.  Willson,  Jr.— patent  counsel,  Marathon  Oil  Company,  Littleton, 
Colorado 

Sincerely, 

C.  Marshall  Dann. 
Copy   to :  Mr.   Thomas   C.   Breunan,    Chief   Counsel,  Subcommittee   of   Pa- 
tents, Trademarks  and  Copyrights,  Senate  Judiciary  Committee. 

Senator  Hart.  Thank  you  very  much. 

Mr.  Danx.  Thank  you,  Senator, 

J\lr.  Brennan.  Mv.  Chairman,  the  next  witness  is  Mr.  William  E. 
Schuyler,  Jr.,  who  is  appearing  on  behalf  of  the  American  Bar 
Association. 

Senator  Hart.  We  welcome  you  back. 

Mr.  Schuyler.  Thank  you,  Mr.  Chairman. 

Mr.   Brennan.   Mr.   Schuyler,   you   have   a   prepared  statement. 

Do  you  wish  to  read  it  in  full  or  have  it  printed  in  the  record  and 
summarize  it  as  you  proceed? 

Mr.  ScHTTTLER.  Mr.  Brennan,  I  would  prefer  to  summarize  it,  I 
think,  in  the  interests  of  saving  time. 

]Mr.  Brennan.  Mr.  Chairman,  may  the  statement  be  printed  in 
full  at  this  point  in  the  record? 

Senator  Hart.  So  ordered. 

[The  prepared  statement  of  Mr.  Schuyler  follows:] 

Statement  of  William  E.  Schuyler,  Jr.,  on  Behalf  of  American  Bab 

Association 

Mr.  Chairman  and  members  of  the  subcommittee :  My  name  is  William  E. 
Schuyler,  Jr.  I  am  a  lawyer  in  private  practice  in  Washington,  D.C.  and 
appear  today  on  behalf  of  the  American  Bar  Association  as  a  former  Chair- 
man of  its  Section  of  Patent,  Trademark  and  Copyright  Law.  Currently, 
I  am  the  delegate  representing  that  Section  in  the  House  of  Delegates  of 
the  American  Bar  Association. 

We  appreciate  the  opportunity  to  appear  before  the  Subcommittee  and 
supplement  testimony  at  previous  hearings  on  Patent  Law  Revision.  Our 
Association  does  not  have  a  position  on  the  creation  of  an  Office  of  Public 
Counsel  or  on  administrative  restructuring  of  the  Patent  Office,  so  this 
statement  is  directed  to  (A)  Public  Adversary  Proceedings;  (B)  Deferred 
Examination;  and   (C)   Patent  Office  Fees. 

A.   PUBLIC  ADVERSARY  PROCEEDINGS 

For  many  years  the  American  Bar  Association  has  advocated  a  change 
in  the  system  of  examining  patent  applications   to  permit  the  Patent  Office 
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to  consider  patents  and  publications  cited  by  tbe  public  as  evidenced  by 
the  following  resolution  adopted   in  1967: 

Resolved,  That  the  American  Bar  Association  approves  in  principle  con- 
sideration by  the  Patent  Office  of  patents  and  publications  cited  by  the 
public  within  six  months  after  publication  of  the  application,  provided  that 
the  application  has  an  opportunity  to  rebut  any  determination  of  unpatent- 
ability and  also  has  the  opportunity  to  amend  the  scope  of  any  claim. 

As  "contemplated  by  the  resolution,  a  patent  application  would  be  published, 
and  the  public  would  have  a  reasonable  period  of  time  within  which  to  cite 
patents  and  publications  for  consideration  by  the  Examiner.  Then  the 
applicant  would  have  an  opportunity  to  rebut  any  holding  of  unpatentability 
and/or  amend  his  claims. 

This  would  not  be  an  adversary  proceeding  as  contemplated  by  Section 
135(d)  of  S.  1321,  and  certainly  does  not  contemplate  an  anonymous  adver- 
sary. The  public  could  submit  written  arguments  or  briefs  with  the  citation 
of  prior  art.  Then,  with  all  the  evidence  before  him,  we  believe  the  Examiner 
in  the  I'atent  Office  will  reach  a  proper  conclusion  more  expeditiously  and 
economically  than  would   be  possible  in   a   full-fledged   adversary   proceeding. 

Experience  in  other  countries  indicates  that  full-fledged  adversary  proceed- 
ings unnecessarily  prolong  the  determination  of  patentability  and  unnecessarily 
burden  applicants.  Such  delays  and  burdens  work  to  the  disadvantage  of  indi- 
viduals' and  smaller  businesses.  Moreover,  applicants  fees,  as  provided  in 
Section  41  of  S.  1321,  would  have  to  be  increased  (probably  multiplied  by  a 
substantial  factor)  to  offset  the  Patent  Office  expense  of  administering  ad- 
versary proceedings. 

Timing  of  the  publication  of  the  application  and  the  period  for  the  public 
to  cite  prior  art  is  of  utmost  importance.  It  is  the  position  of  the  American 
Bar  Association  that  an  application  should  be  published  only  after  allow- 
ance by  the  Examiner.  This  position  is  established  by  the  following  resolution, 
also  adopted  in   1967 : 

Resolverl.  That  the  American  Bar  Association  opjioses  in  principle  mandatory 
publication  of  pending  applications  without  the  authority  of  the  applicant 
before  the  allowance  of  the  claims  thereof,  or  after  the  allowance  of  the 
claims  thereof,  without  first  giving  the  applicant  a  reasonable  time  within 
which  to  elect  whether  or  not  to  abandon  the  application  thereby  preventing 
publication. 

From  its  beginnings,  our  patent  system  has  preserved  the  secrecy  of  an 
applicant's  invention  until  the  scope  of  patent  protection  is  determined, 
i.e..  until  the  claims  are  allowed.  Then  the  applicant  has  the  option  of  having 
the  patent  published  or  preserving  his  secrecy  by  abandoning  the  application. 
Mandatory  pulilication  of  all  applications,  as  provided  in  Section  122(c)  of 
S.  1321,  forces  an  inventor  to  decide  before  filing  whether  to  seek  a  patent 
or  preserve  his  invention  in  secrecy.  This  will  lead  to  suppression  of  some 
portion  of  technology  now  available  to  the  pul)lic  in  published  patents,  but, 
of  eour.se,  will  correspondingly  reduce  the  load  on  the  Patent  Office. 

In  most  other  counties,  applications  for  patent  are  published  about  18 
months  after  filing.  Multinational  corporations,  which  file  applications  in 
many  foreign  countries,  would  be  unaffected  by  early  publication  in  the 
United  States,  because  the  technology  will  be  pul)lished  somewhere  in  any 
event.  In  .some  instances,  even  tlie.se  large  organizations  restrict  filing  to  the 
Ignited  States  to  preserve  secrecy;  if  early  publication  of  IT.S.  patent 
ajiplications  is  mandatory,  those  organizations  will  probably  not  file  even 
in  the  T'nited   States. 

Smaller  companies  and  individu.als  who  do  not  normally  file  applications 
in  other  countries  will  be  adversely  affected  by  early  pulilication  of  their 
T'nited  States  applications.  Protection  of  technology  is  often  essential  to  the 
survival  of  smaller  companies.  Making  that  technology  available  to  larger 
competition  could  be  fatal.  In  such  cases,  the  giants  could  even  prolong 
the  adversary  proceedings  of  S.  1.321  until  the  technology  is  oI)Solete.  Faced 
with  such  alternatives,  the  smaller  companies  and  individuals  will  decide 
to  rely  on  their  ability  to  keep  the  invention  secret  which  defeats  the  major 
purpose  of  the  patent   system. 

In  an  effort  to  protect  the  intere.sts  of  individuals  and  smaller  companies, 
the  T'.S.  Patent  Office  has  set  a  goal  of  i.ssuing  patents  within  18  months 
of  filing  and   has   made  substantial  progress   toward   that   goal.   Achievement 
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of  that  goal  is  a  much  better  solution  than  mandatory  publication  of  all 
applications  to  the  detriment  of  the   less   affluent  applicants. 

Practical  considerations  affect  the  timing  of  tlie  publication  of  applications 
and  the  period  for  citation  of  prior  art  by  the  public. 

Each  year  some  35,000  patent  applications  are  abandoned.  With  few  excep- 
tions, these  abandoned  applications  do  not  disclose  any  worthwhile  advance 
in  the  art,  so  there  is  no  justiiication  for  the  cost  of  publication,  much  less 
the  imposition  of  7G%  of  that  cost  on  applicants    (Section  41). 

Of  the  80,000  applications  allowed  each  year,  the  Examiner  has  probably 
cited  the  best  art  in  at  least  20,000  (2.5%  valid,  based  on  current  court 
statistics)  and  at  least  another  20.000  (25%)  would  be  ignored  by  the  public 
in  view  of  the  scope  of  the  allowed  claims.  By  delaying  the  public  participa- 
tion until  after  allowance,  the  number  of  potential  controversies  is  reduced 
from  115.000  to  sometliiug  less  than  40,000,  and  the  number  of  puolications 
from  115,000  to  80,000. 

Participation  by  tlie  public  should  be  more  viable  if  it  takes  place  after 
the  issues  are  narrowed  during  prosecution.  At  that  time,  members  of  the 
public  may  readily  determine  from  consideration  of  the  allowed  claims 
whether  the  prospective  patent  will  aft'ect  their  interests.  If  so,  they  may 
have  the  incentive  to  expend  the  time  and  money  necessary  to  make  a  search 
and  oppose  grant  of  the  patent.  On  the  other  hand,  if  applications  are  pub- 
lished before  prosecution,  the  claims  are  unlikely  to  describe  the  novel 
subject  matter  with  precision,  and  the  public  will  find  it  that  much  harder 
to  determine  whether  the  prospective  patent  may  affect  their  interests. 

Consideration  may  be  given  to  providing  for  citation  of  art  by  the  public 
and  reexamination  by  the  Patent  Office  after  the  patent  issues.  This  will 
avoid  duplicate  publication  of  both  the  application  and  the  patent  and  afford 
applicants  earlier  benefits  of  the  patent  where  there  is  no  citation.  More- 
over, an  applicant  with  patent  in  hand  will  be  better  able  to  raise  thie 
money  to  defend  against  an  opposition  than  if  he  has  no  patent  at  all.  Merits 
of  such  a  procedure  were  recognized  by  this  Subcommittee  in  Chapter  18  of 
S.  643,  92d   Congress    (Committee  Print,   October  20,  1971). 

B.    DEFERRED    EXAMINATION 

Implicit  in  any  system  of  deferred  examination  is  the  mandatory  publica- 
tion of  all  applications  before  examination.  For  reasons  explained  above,  the 
American  Bar  Association  is  opposed  to  such  mandatory  publication. 

Moreover,  the  American  Bar  Association  has  opposed  proposals  for  defer- 
red examination  and  has  even  opposed  legislation  proposing  to  grim';  the 
Commissioner  of  Patents  standby  authority  to  institute  a  system  of  deferred 
examination.  This  position  is  based  on  the  assessment  that  it  is  unnecessary, 
would  be  counter-productive,  and  would  needlessly  force  industry  to  evaluate 
hundreds  of  thousands  of  unexamined  applications. 

Deferred  examination  was  adopted  by  The  Netherlands,  Germany  and 
Japan  as  the  only  solution  to  insurmountable  backlogs  of  pending  applications 
with  resulting  long  pendency  rates.  In  1970  Great  Britain  rejected  the  deferred 
examination  approach  and  the  British  lead  has  been  followed  in  tlie  current 
draft  of  the  proposed  European  Patent. 

In  the  United  States,  average  pendency  of  patent  applications  has  been 
reduced  from  36  months  to  24  months  in  the  last  10  years,  and  should  reach 
IS  months  by  1976.  Backlog  and  long  pendency  are  not  problems  in  the 
United    States,   so   deferred   examination   would    not   solve   anything. 

Chapter  18  of  S.  1321  would  result  in  publication  of  over  100.000  applications 
every  year.  If  applicants  elect  to  defer  examination,  this  would  total  500,000 
unexamined  applications  added  to  the  search  file  without  clues  as,  to  what 
if  any  new  developments  are  in  them.  Each  year  about  35.000  applications 
would  be  added  (the  number  now  abandoned  each  year)  which  do  not  dis- 
close any  significant  advance  in  the  art.  With  the  passage  of  time,  these 
worthless  documents  would  constitute  one-third  of  the  search  file,  increasing 
the  search  time  and  effort  of  both  Examiners  and  the  public,  with  a  result- 
ing decline  in  efficiency. 

Not  only  is  such  proliferation  of  the  search  file  counter-productive  and 
burdensome.  Init  the  Examiner  will  normally  be  five  years  behind  the  state 
of  the  art  for  wliieh  he  is  responsible.   Currently,  the  Examiner  studies  new 
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applicatious  in  the  order  in  which  they  are  filed  and  makes  his  first  action 
within  nine  months.  By  this  normal  activity  he  lieeps  abreast  of  develop- 
ments. If  examination  of  most  applications  is  deferred  for  five  years,  the 
Examiner  will  be  able  to  keep  current  on  developments  only  by  extra 
effort.  When  requested  to  examine  a  recently  filed  case,  he  must  update  his 
knowledge  of  developments  disclosed  in  five  years  of  unexamined  applicatious. 
Such  extra  effort,  plus  the  complication  of  the  search  file,  could  easily  offset 
the  savings  effected  by  applicants'  failing  to  request  examination  within  the 
five-year  period. 

Finally,  the  burden  on  industry  to  evaluate  five  years  of  unexamined 
applications  would  more  than  offset  any  predicted  saving  by  a  system  of 
deferred  examination.  Imperfect  as  the  present  system  may  be,  it  eliminates 
30'/f  of  the  applicaiious  filed  and  provides  patenis  with  claims  delining  pre- 
cisely what  invention  is  covered  by  the  patent.  Everyone  desiring  a  new 
product  can,  with  reasonable  effort,  determine  what,  if  any,  infringement 
risks  exist.  To  reach  the  same  point  when  confronted  with  a  five-year 
accumulation  of  unexamined  applications  would  take  many  times  the  same 
effort,  and  in  some  instances  may  border  on  the  impossible.  Ability  to 
assume  such  burdens  varies  in  proportion  to  the  size  of  the  business — smaller 
businesses  will  suffer  more. 

These  are  the  main  reasons  why  deferred  examination  was  rejected  by 
Great  Britain  and  by  the  many  nations  negotiating  the  European  Patent. 
Concentration  of  resources  to  enable  the  Patent  Office  to  reach  the  18-month 
pendency  goal  will  best  serve  American  interests  at  this   time. 

C.    PATENT   OFFICE   FEES 

From  time  to  time  the  American  Bar  Association  has  recognized  the  need 
for  moderate  increases  in  Patent  Office  fees  to  accommodate  increased  costs 
and  changes  in  the  value  of  the  dollar.  Otherwise,  the  position  of  the  American 
Bar  Association  is  expressed  in  the  following  resolutions  adopted  in  1967: 

Resolved,  That  the  American  Bar  Association  oppo.ses  in  principle  the 
grant  to  the  Commissioner  of  a  right  to  fix  fees  to  be  paid  in  connection 
with  the  filing,  examination  and  issuance  of  patents,  and  records  relating 
thereto,  designed  to  effect  an  overall  recovery  of  a  predetermined  percentage 
of  the  cost  of  operation  of  the  Patent  Office. 

Resolved,  That  the  American  Bar  Association  approves  in  principle  that 
the  Patent  Office  be  supported  adequately  to  insure  first  class  staffing, 
housing  and  equipment ;  that  the  Patent  Office  should  not  be  self-sustaining ; 
and  that  any  fees  charged  should  be  reasonably  apportioned  in  accordance 
with  the  cost  of  providing  the   particular  service. 

Many  Patent  Office  operations  do  not  benefit  applicants.  For  example, 
publishing  (printing)  applications  and  patents  is  of  no  value  to  the  applicant 
or  the  patentee ;  it  benefits  the  public  at  large  and  customers  who  purchase 
printed  materials.  The  public  search  and  library  facilities  benefit  the  public 
at  large,   not  applicants. 

Examination  of  patent  applications  is  in  the  public  interest  as  well  as 
that  of  individual  applicants,  so  the  cost  of  the  examination  service  should 
be  apportioned  equitably  between  them. 

In  19C)~>  the  Congress  set  a  schedule  of  Patent  OflSce  fees  designed  to  re- 
cover 65%-7.5%  of  the  cost  of  operation ;  that  was  an  approximation  of  a 
fair  apportionment  at  that  time.  Whether  fees  are  set  by  the  Congress  or  by 
the  Commissioner,  patent  application  fees  should  be  set  to  cover  a  portion 
of  the  cost  fairly  attributable  to  the  examination  of  patent  applications 
and  no  other  costs.  All  other  costs  should  be  paid  from  public  funds  or  by 
customers   who  receive  products  or  services  from  the  Patent   Office. 

S.  1321  adds  some  costs  which  should  be  financed  from  public  funds,  as, 
for  example,  the  Public  Counsel  [Sec.  3(d)];  search  facilities  in  various 
parts  of  the  United  States  [Sec.  6(d)];  mechanized  searching  and  research 
and  development  for  classification  and  retrieval  of  prior  art  [Sec.  6(c)]; 
publication  and  dissemination  of  information  [Sec.  8(f)];  Advisory  Council 
on  Piitent  System  [Sec.  10]  ;  publication  of  all  applications  [Sec.  122]  ; 
adversary  proceedings  [Sees.  13.5U1)  and  137]  :  and  administration  of  rights 
of  employer-inventor  [Sec.  263].  To  burden  the  applicant  with  65%-75%  of 
these  costs  would  be  unfair.  Deficits  generated  by  minimizing  fees  for  certain 
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,•     4.-  ra^r.     dithwm-    foraivine   fees    for    individuals    and 

types    of    aPPlica  Jons    [S^«-    41 U^^  ^^,    those  unable 

r^lvTS^U    M2n  Vl'Uri^be  mufnced  from%iblic  funds  and  should  not 

^   L}rh^  burden  for  applicants  who  do  not  qualify  for  the  benefits. 
'TnAlmsri  rimer  can  Bar   Association   has   opposed   payment  of   any 
In  the   pasr,   iiie  ^^^"  .vit^nf  ri-^ht  for  several  reasons.   Such  fees  as 

fee  for  the  ^"^"itenance  of  a  patent  |i»^t  loi   "-eve  ^,;^,.^..,^i„^tory   taxes 

provided   in   ^ecb^n  41(c)(1)  ^  ^^^^    ^^^  _  ^.    ^^^^^^    ^^    ^^^^3^ 

imposed  upon  the  owner  ^^ J"  J^fl;l ^^^^  ^  after  the  service  is  rendered 
lucerne  f-^uA'^T  "oT"i  nposs  b  e.  to  coo  d^^te  with  anticipated  costs  10  or 
S've'rsf.  til'  futurl  TlSened  cancellation  of  a  patent  for  failure  to  pay 
lo  years  m  rue  lui  _,,.^,  =  „„„  ^he  inventor  who  is  ahead  of  his  time, 
the  maintenance  fee  l^^^^^^f^'^.^f^'^n  weeding  out  large  numbers  of  patents 
Larger  bus  nesses  see  ad^^^^^^^^^^  pr'c^Ss.    Such  larger   businesses   are 

which    17f«^"t    pot^'i^A^^lf^^^^^^^  and  finance  the  maintenance 

better  able  to  eAaluatethe^l^^^^^^^^^  Forgiving  and  deferring  fees  for  small 
fees  than  ^^^^  ^^^^^^fj  app  ca'^^^^  and  patentees  can  be  accomplished  only 
business  or  /"f^y^^^/VjfPP'J^^e  to  the  Patent  Office.  This  will  involve  cost 
TlaS^SZ  by    the    Pa^nt   Office,    and   attorney's   fees    and    expenses 

%1i'[>.Z;f"tirfm?rTcan"Bar  Association  has  favored  reasonable  fees 
for  all  apl'cans  paid  at  the  time  of  application  and/or  issuance  rather 
tMnmposUig  maintenance  fees  on  some  patent  owners  m  the  future. 


D.    CONCLUSIONS 


T  o,,,T,mnrv  the  American  Bar  Association  recommends  that  the  Patent 
Office  conTder  patent^ Td  publications  cited  by  the  public  after  publica- 
Office  /*^^J^^'^„^^  P;"tio^  or  patent,  provided  the  applicant  or  patentee  has  an 
tion  of  tJf^^PP;;^™^  amend  claims:  that  any  publication 

opportunity  to  rebut  tliecitatio^  a      /  ^^  ^^^^  ^^^.^^.  ^hat  deferred 

of  an  application  take  place  omy^  ^^^^^    ^^^^^^    ^^^^    ^^^^    ^^^ 

SrortioS  be?w:r SScaSs'and  the  public  in  proportion  to  the  benefits 
accruing  to  each. 

STATEMENT  OE  WILLIAM  E.  SCHTJYLEE,  JR..  ESQ.,  ON  BEHALE  OE 
THE  AMERICAN  BAR  ASSOCIATION 

Mr  ScHTTTLER.  Uj  name  is  William  Schuyler.  I  am  presently 
praclicin-  law  in  Washington,  D.C.. My  appearance  today  is  on 
behalf  of  the  American  Bar  Association  I  am  a  former  chairman 
of  the  Section  of  Patent,  Trademarks  and  Copyright  Law  and  at 
?he  present  tkne  I  represent  that  section  in  the  House  of  Delegates 
of  the  American  Bar  Association. 

The  American  Bar  Association  does  not  have  a  position  on  the 
matter  of  the  administrative  structuring  of  the  Patent  Office  and 
Us  relationship  to  the  Department  of  Commerce  nor  do  we  have  a 
position  on  the  proposal  of  S.  1321  concernnig  the  Office  of  Pub  he 
Counsel  So  I  will  direct  my  remarks,  as  our  statement  does,  to  the 
other  three  points  to  which  these  hearings  are  limited. 

Both  with  respect  to  public  adversary  proceedings  and_  with 
respect  to  deferred  examination,  we  have  the  matter  of  the  timing 
of  the  publication  of  the  application  for  the  patent.  I  conciir  in  the 
points  made  by  Mr.  Dann  concerning  the  timing  of  this  publication. 
I  will  try  not  to  repeat  the  same  reasons,  why  we  oppose  an  early 
publication  of  a  patent  application.  ui     .      i  ^  f^i 

Historically,  the  patent  applicant  has  been  able  to  deier  until 
his  application  was  allowed,  his  decision  whether  or  not  he  woiUd 
accept  the  protection  of  the  patent  or  continue  the  secrecy  ot  his 
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invention.  He  makes  this  clioiro  at  that  time,  fully  informed  concern- 
ing the  scope  of  the  patent  which  he  is  to  get.  The  validity  may  still 
be  in  question,  but  the  scope  of  it  has  been  determined. 

If  there  is  an  earlier  publication  as  proposed  by  S.  1321,  or  some 
other  proposals,  the  inventor  must  make  that  decision  at  the  time 
that  he  files  his  application.  He  must  decide  whether  his  chances  on 
obtaining  adequate  protection  justify  his  immediate  publication  of 
what  is  his  own  intellectual  body.  As  T  refer  to  individuals,  I  am 
very  much  aware,  of  course,  that  a  lot  of  inventive  effort  is  teamwork 
in  corporations,  and  it  may  be  the  research  director  who  must  make 
this  decision.  But  this  decision  is  nonetheless  the  same.  Does  the 
scope  of  the  protection  of  the  patent  as  estimated  at  the  time  of  filing, 
justify  the  publication  of  the  technology? 

We  know,  at  least  those  of  us  that  have  engaged  in  this  practice 
of  patent  law  for  some  time,  that  we  have  clients  who  sometimes 
do  not  file  applications  in  foreign  countries  because  they  do  not  want 
to  make  the  decision  to  have  them  published  promptly.  They  will 
file  in  the  United  States  under  present  law,  because  the  secrecy 
is  preserved.  If  we  change  the  law  of  the  United  States,  the  decision 
must  be  made,  whether  or  not  to  file  based  on  an  estimate  which 
should  involve  some  study  of  what  protection  will  be  available. 
Those  applicants  today  who  decide  not  to  file  in  foreign  countries, 
will,  under  S.  1321,  likely  decide  not  to  file  in  the  United  States.  It 
will  depend  upon  the  inherent  secrecy  of  their  invention,  if  it  is  sub- 
ject to  the  maintenance  of  that  secrecy.  Some  are  and  some  are  not. 

Another  reason  we  oppose  this  early  publication  is  a  rather  practi- 
cal one.  Each  year  the  Patent  Office  has  considered  some  115,000 
patent  applications  and  about  35.000  become  abandoned.  Most  of 
the  abandonments  are  abandoned  because  the  patent  is  refused  by 
the  Patent  Office,  presumably  because  there  is  no  disclosure  of  an 
advance  in  the  art.  35,000  patent  applications  are  abandoned,  but 
the  secT-ecy  is  maintained,  if  there  is  anything  to  be  kept  secret. 

But  the  more  important  thing  is  the  public  is  not  burdened  with 
35,000  disclosures  of  technical  publications  that  really  do  not  involve 
any  new  information. 

If  you  have  early  publication,  there  is  no  way  of  selecting.  All 
115,000  or  100,000  plus  that  are  filed  each  year  will  be  published. 
Those  who  try  to  decide  wdiether  or  not  to  engage  in  the  adversary 
proceedings  that  are  proposed  are  those  who  are  trying  to  decide 
what  the  patent  situation  is.  They  must  wade  through  35,000  appli- 
cations, out  of  115,000,  that  do  not  involve  any  new  technology. 

Over  a  period  of  time,  as  we  are  continuing  to  publish,  10  to  20 
years  in  the  future,  we  will  have  approximately  one-third  of  all  the 
published  applications  in  the  Patent  Office  being  relatively  meaning- 
less to  the  public  at  large.  The  mere  cost  of  pul3lishing  35,000  appli- 
cations, which  do  not  add  particularly  to  the  art,  is  a  pretty  stag- 
gering figure ;  and  I  certainly  agree  with  INIr.  Dann  that  even  publi- 
cation of  today's  patents  is  for  the  benefit  of  the  public  and  not  the 
applicant,  and  the  fee  should  be  borne  by  the  public  and  not  the 
applicant.  Certainly,  if  we  require  publication  of  all  applications, 
if  we  pass  that  cost  along  to  the  applicant  we  are  going  to  discour- 
age him  further  from  filing. 
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I  have  applied  this  matter  of  early  publication  and  our  opposition 
to  it  to  both  the  adversary  proceeding  and  deferred  examination, 
and  we  oppose  the  present  bill  in  those  respects  for  that  reason. 

On  the  matter  of  adversary  proceedings  alone,  we  have  recognized 
for  many  years  in  the  American  Bar  Association  the  desirability  of 
having  the  public  given  an  opportunity  to  participate  in  the  deter- 
mination of  the  patent  protection  that  is  given  to  an  inventor. 

We  think  that  the  solution  evolved  by  this  subcommittee  in  the  last 
Congress  is  a  very  adequate  solution  to  that  problem.  If,  as  proposed 
by  S.  1321,  the  application  is  published  and  the  public  is  charged 
with  offering  evidence  or  opposing  the  issuance  of  a  patent,  then  we 
will  have  difficulty  in  determining  just  what  the  published  applica- 
tion will  produce  in  the  way  of  patent  protection. 

We  know  that  about  a  third  of  those  applications  would  not  be 
issued  in  any  event.  We  have  no  way  of  determining  which  two- 
thirds  are  viable.  Certainly  a  large  portion  of  all  applications  would 
be  of  little  interest  to  most  members  of  the  public.  To  try  to  determine 
by  reviewing  100,000  or  11.5.000  applications  a  year  which  ones  are 
likely  to  interfere  with  a  particular  client's  business  would  present 
me  with  an  almost  insurmountable  obstacle  in  trying  to  represent 
patent  owners  and  invention  users  both  large  and  small.  The  burden 
would  be  one  which  the  large  organization  would  better  bear  than  a 
smaller  one. 

I  think  that  a  decision  of  whether  or  not  to  offer  help  to  the 
Patent  Office  is  rendered  extremely  difficult  if  the  public  does  not 
know  in  advance  what  likely  scope  of  protection  will  be  afforded. 

So  we  would  think  that  the  adversary  proceedings  as  proposed 
by  S.  1321,  while  theoretically  would  produce  patents  having  a 
greater  percentage  of  validity,  the  practical  application  would  cer- 
tainly be  a  lawyer's  paradise  and  provide  for  100.000  potential  law- 
suits, in  effect,  each  year. 

But  that  is  not  why  I  am  here.  I  am  here  testifying  for  inventors 
and  patent  owners,  and  I  believe  in  their  best  interest  and  in  the 
interest  of  the  public  that  a  deferral  of  any  public  participation 
until  the  scope  of  protection  is  determined  would  be  preferable. 

So  we  would  favor  public  citation  of  publications  and  prior  art 
at  a  time  that  the  application  has  been  allowed,  that  the  scope  of 
the  claims  has  been  determined.  This  may  be  considered  perhaps 
an  initial  screening,  but  it  will  make  the  public  effort  much  more 
significant  and  much  more  to  the  point. 

Finally,  the  adversary  proceedings,  when  they  occur  before  is- 
suance of  the  patent,  are  likely  to  prolong  the  time  that  it  takes  an 
applicant  to  obtain  his  patent.  "Wliere  there  is  an  actual  contest,  as  is 
the  case  in  Germany,  for  example,  we  know  that  these  can  even  be 
prolonged  for  the  life  of  the  patent  where  a  patent  runs  from  the 
filing  date. 

Here  again  the  smaller  company  is  at  a  disadvantage  with  respect 
to  the  larger  one,  both  in  the  matter  of  resources  and  in  the  im- 
portance of  early  issuance  of  the  patent. 

Deferred  examination  was  adopted  in  Germany  and  the  Nether- 
lands because  those  two  coimtries  had  insurmountable  backlogs.  They 
just  had  pending  applications  in  such  numbers  they  could  not  see 
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in  Japan.  The  United  States  does  not  face  that  kind  of  situation. 

The  Patent  Office  has  for  many  years  been  working  and  gaining 
on  its  backlog.  Ten  years  ago  it  took  3  years  to  obtain  a  patent;  to- 
day it  takes  less  than  2.  Indications  are  that  in  another  2  or  3  years 
the  Patent  Office  will  be  issuing  patents  within  18  months. 

In  many  other  countries  and  in  those  countries  where  we  have 
deferred  examination,  applications  are  published  in  about  18  months. 
It  is  our  position,  in  the  American  way,  concentration  of  resources 
on  giving  the  inventor  his  patent  within  18  months  would  not  only 
answer  tJiose  who  want  immediate  publication  of  the  technology, 
but  also  would  give  the  inventor  and  businesses,  both  large  and 
small,  prompt  knowledge  of  what  the  scope  of  the  protection  will  be. 
We  see  no  need  for  deferred  examination  in  the  IJjiited  States  today. 

Now,  on  the  matter  of  Patent  Office  fees  I  would  agree  again  with 
what  ]Mr.  Dann  said,  that  the  fees  fall  into  three  categories.  Some 
are  paid  for  services  rendered  by  the  Patent  Office  to  particular 
customers,  and  those  certainly  should  be  borne  100  percent  by  the 
customers  receiving  the  service.  There  are  others  which  benefit  the 
patent  applicant,  primarily  the  portion  of  the  cost  of  the  patent 
examination.  Here  again,  even  the  examination  is  conducted  as  much 
for  the  public  benefit  as  for  the  benefit  of  each  applicant.  So  we 
think  some  apportionment  of  the  cost  of  examining  patents  is  in 
order. 

Finally,  there  are  large  numbers  of  functions  performed  by  the 
Patent  Office  whicli  are  for  the  benefit  of  the  public.  The  major  one 
is  the  printing  of  patents.  This  does  not  benefit  the  inventor;  it's 
primarily  for  the  benefit  of  the  public,  and  we  believe  that  that  cost 
should  be  borne  100  percent  from  public  funds. 

In  my  statement  I^  have  indicated  a  number  of  new  proposals  in 
S.  1321  which  likewise  are  for  the  public  benefit,  and  we  believe 
should  be  financed  from  public  funds. 

That  concludes  my  effort  to  summarize  my  statement,  Mr.  Chair- 
man. 

Senator  Hart.  Thank  you  very  much. 

Let  me  for  the  record  develop  with  you,  as  we  did  with  the 
Patent  Bar,  the  membership  that  was  invoh^ed  in  developing  the 
ABA  position.  I  know  that  the  ABA — well,  let  me  say  I  know  that 
the  general  membership  does  not  take  a  position.  We  do  not  <ret 
polled.  I  know  there  is  some  procedure  that  is  intended  to  develop 
a  position  based  on  the  opinions  of  at  least  some  sections  of  the  ABA. 
You  are  here  explaining  that  with  respect  to  several  of  the  five  topics. 
The  ABA  has  not  taken  a  position  with  respect  to  three.  I  think 
it  was. 

How  did  that  position  evolve? 

Mr.  ScHUTLER.  The  beginning  is  in  committees  of  the  section  of 
patent,  trademark,  and  copyright  law.  The  ABA — I  am  not  sure 
I  am  up  to  date — but  has  something  on  the  magjiitude  of  150.000 
members.  The  patent  section,  the  patent,  trademark,  and  cc)i)vright 
law  section  has,  I  believe,  4,300  members.  About  1,500  of  those  4,300 
serve  on  committees  of  the  section  of  patent,  trademark,  and  copy- 
right law. 


83 

The  positions  are  initally  evolved  by  members  of  particular  com- 
mittees having  particular  jurisdiction.  I  believe  there  are  some  40 
or  50  committees.  The  position  is  published  in  a  printed  report  about 
2  weeks  to  a  month  before  the  annual  meeting  of  the  Association. 
"\^nien  the  section  holds  its  annual  meeting,  the  report  of  the  com- 
mittee is  presented  by  the  committee  chairman  to  this  meeting  of 
the  section,  usually  attended  by  300  to  500  members.  It  is  then 
debated  as  a  resolution  and  a  vote  of  the  members  present  is  taken. 
A  majority  vote  of  the  members  present  is  necessary  to  establish  a 
position  of  the  section,  but  any  member  of  the  American  Bar  Associa- 
tion is  prohibited  from  testifying  at  a  committee  like  this  on  a  sec- 
tion position. 

That  section  position  is  next  presented  to  the  house  of  delegates, 
which  comprises  about  300  members;  and  there  are  only  two  patent 
lawyers  in  the  house  of  delegates.  The  majority  vote  of  the  house 
of  delegates  on  a  resolution  is  required  before  I  can  appear  here  and 
represent  the  American  Bar  Association  in  those  positions. 

The  resolutions  set  forth  in  our  statement  have  followed  that 
process. 

Senator  Hart.  You  cite  a  1967  ABA  resolution.  Am  I  to  under- 
stand that  that  is  the  last  time  that  the  ABA  has  in  its  house  of 
delegates  taken  a  position  which  enables  you  to  come  in  ? 

]Mr.  Schuyler.  Yes,  sir.  Unless  the  section  takes  a  different  posi- 
tion. And  there  again,  to  change  the  ABA  position  it  must  go  back 
through  the  house  of  delegates.  So  the  house  of  delegates'  position 
remains  the  policy  of  the  American  Bar  Association  until  it  is 
changed. 

Senator  Hart.  "We  all  have  sensitivity  about  our  own  bills.  Tt  is 
not  as  great  as  people  suspect.  S.  1321  was  not  born  in  1967.  How 
do  you  come  in  and  react  to  S.  1321  ? 

Mr.  ScHUTLER.  ]Mr.  Chairman,  we  are  not  here  today  either  op- 
posing or  favoring  S.  1321  in  its  entirety.  The  three  points  which 
are  raised  here  are  issues  that  have  been  before  this  subcommittee 
on  previous  occasions.  They,  in  substance,  appeared  in  the  report 
of  the  President's  commission  not  even  for  the  first  time  there,  but 
they  did  appear  there;  and  the  timing  of  the  1967  position  are 
geared  in  the  report  of  the  President's  commission. 

The  matter  of  adversary  proceedings  and  deferred  exaijiination 
were  rather  important  issues  at  that  time.  They  were  considered  by 
the  American  Bar  Association  at  that  time,  and  there  has  been  no 
change  in  the  position  of  the  Association  since  that  time. 

Senator  Hart.  Turning  to  the  items  on  which  the  ABA  takes  no 
position,  one  is  whether  the  Patent  Office  should  be  made  inde- 
pendent of  the  Department  of  Commerce.  Would  you  be  in  a  posi- 
tion as  an  individual  not  speaking  for  the  association  to  react  to  that? 

Mr.  ScHTJTLER.  I  have  my  personal  views,  Mr.  Chairman.  I  would 
be  glad,  if  they  would  be  of  nny  benefit,  to  express  them.  It  must  be 
clear  that  they  are  not  the  views  of  the  American  Bar  Association. 

Senator  Hart.  Having  made  that  clear,  the  committee  would  be 
benefited  by  hearing  them  I  am  sure. 

INIr.  ScHUTLER.  In  my  opinion  the  Patent  Office  should  be  an  inde- 
pendent agency  only  if  the  Commissioner  of  Patents  is  at  a  suffi- 
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ciently  hijrli  level  where  his  voice  can  be  heard.  I  ■would  think  that  a 
level  2  in  the  five-level  executive  scale  would  be  a  proper  place  for 
such  an  importnnt  office  if  it  is  an  indepondont  agency. 

I  do  not  believe  from  my  experience  that  the  presence  of  the 
Patent  Office  in  the  Department  of  Commerce  results  in  any  undue 
influence.  No  influence  was  exerted  on  me  as  Commissioner  with 
respect  to  any  application,  and  I  did  not  exert  any  influence  on  any 
examiner  -with  respect  to  any  particular  application.  So  the  need  to 
have  it  as  an  independent  aofency  would  not  be  supported  by  that 
reason. 

I  think  as  a  patent  lawyer  I  would  be  very  proud  to  have  a 
Paterit  Office  as  an  independent  agency  with  a  Commissioner  havino: 
a  high  enouorh  stature  to  be  heard.  If  he  is  at  a  level  4,  as  provided 
here.  I  am  afraid  he  would  be  a  voice  in  the  wilderness.  And  I  would 
believe  that  it  would  be  better  if  he  remained  in  the  Department  of 
Commerce  where  the  Secretary  of  Commerce  could  speak  for  the 
Patent  Office. 

If  I  may  make  one  further  statement  along  that  line.  I  have  op- 
posed the  present  organization  of  the  Department  of  Commerce 
since  the  time  it  was  inaugurated.  I  believe  about  1962  or  1963.  with 
the  Patent  Office  reporting  to  the  Assistant  Secretary  for  Science 
and  Technology. 

If  the  Patent  Office  remains  in  the  Department  of  Commerce.  I 
believe  that  it  should  be  either  itself  elevated  to  the  position  com- 
parable to  Assistant  Secretary,  or  it  should  report  through  some 
other  branch  that  is  business  oriented  and  commerce  oriented  rather 
than  science  oriented. 

The  patent  system  serves  the  scientist,  but  it  is  really  the  business 
incentives  that  are  so  very  important.  Based  on  my  experience  before 
I  was  Commissioner,  and  duriufr  the  time  I  was  a  Commissioner, 
speaking  very  personally.  I  believe  that  the  Patent  Office  would 
have  been  better  off  if  it  had  not  been  reporting  to  the  Assistant 
Secretary  for  Science  and  Technology. 

I  believe  that  Senator  McClellan  has  a  bill  pending  that  would 
make  the  Department  of  Commerce  have  an  Assistant  Secretary  for 
Patents  and  Trademarks,  and  I  would  support  that.  I  would  like- 
wise support  a  bill  that  created  an  independent  agency  if  the  Com- 
missioner were  at  a  high  eiiough  level  like  level  2. 

Those  are  my  personal  views.  ]Mr.  Chairman. 

Senator  Hart.  If  you  had  your  druthers,  would  you  go  for  an  As- 
sistant Secretary  in  the  Department  of  Commerce  or  an  independent 
agency  at  the  adequate  level  ? 

Mr.  SniuTi.KR.  I  hesitate — I  would  like  to  think  about  it  for  a 
minute,  ]\Ir.  Chairman,  because  no  one  has  ever  proposed  a  high 
enough  level.  If  it  were.  T  think  I  would  support  the  independent 
agency,  because  T  would  bo  proud — I  am  proud  to  be  part  of  the 
system,  and  I  think  that  would  increase  its  prestiije. 

Senator  Hart.  One  of  tlie  objectives  that  I  think  all  of  us  seek  is 
to  raise  the  level  of  disclosure  made  to  the  Patent  Office  to  eliminate 
those  decisions  that  are  bad  because  of  a  lack  of  information. 

The  bill  that  the  subcommittee  reported  in  1971  and  S.  1321,  in 
an  attempt  to  achieve  this  objective,  contained  a  section  115,  a  re- 
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qiiiiemont  for  a  comprehensive  oath,  and  section  131,  a  mandatory- 
patentability. 

Now.  as  l"  understand  it,  the  mandatory  citation  of  published  prior 
art  was  proposed  by  the  Patent  Office  back  in  1963,  and  when  you 
were  Commissioner"  in  1969,  the  Patent  Office  proposed  a  rule  that 
required  submission  of  all  prior  art  specifically  considered  in  pre- 
paring the  application  and  of  a  patentability  brief  containing  argu- 
ments explaining  why  the  claims  were  deemed  patentable  over  the 
art  identified. 

Both  of  those  rules  were  opposed.  I  am  told,  by  the  patent  bar, 
and  to  the  best  of  mv  knowledge  thev  have  never  been  implemented 
by  the  Patent  Office".  And  in  October  1969,  in  the  APLA  bulletin, 
3'ou  were  quoted,  "The  response  we  had  to  the  publication  of  the 
proposed  rule  has  been  mostly  negative.  The  patent  bar  is  resisting 
change.-' 

Can  you  tell  my  why  rules  such  as  those,  which  in  the  judgment 
of  the  Patent  Office  reflected  progress,  were  not  adopted? 

Mr.  Schuyler.  I  do  not  remember  the  1963  proposed  rulemaking. 
I  was — about  that  time  or  shortly  after  that  I  was  a  member  of  the 
Patent  Advisory  Committee  of  the  Department  of  Commerce.  There 
was  a  proposal  which  I  at  that  time — now,  speaking  individually  still, 
]Mi'.  Chairman— at  that  time  supported  that  there  be  a  mandatory  re- 
quirement for  at  least  a  citation  of  the  best  art  known  to  the  ap- 
plicant. 

Some  patent  examiners  were  polled,  and  they  said  that  it  would 
not  help  them.  I  had  difficulty  understanding  that  at  that  time  and 
still  do:  but  that  was  one  reason  I  believe  that  the  Patent  Office  at 
that  time  did  not  implement  the  rule  if  it  reached  the  point  of  a 
proposed  rule. 

For  many  years  a  large  number  of  applicants  have  been  submitting 
the  prior  art  that  was  know"!!  to  them  to  the  examiner;  and  I  guess 
the  examiners,  based  on  that  experience,  said  it  was  not  helping  them. 
I  am  not  going  to  try  to  explain  that  statement,  but  that  is  what 
was  stated  to  me  in  the  mid-1960's. 

In  1969  the  section  of  patent,  trademark,  and  copyright  law 
favored  a  patentability  brief  provided  there  were  certain  safeguards 
that  protected  the  applicant  and  his  attorney  from  a  charge  of 
fraud  in  the  event  that  there  was  some  inadvertent  omission  on  it. 
I  do  not  believe  that  position  was  ever  taken  to  the  House  of  Dele- 
gates, so  I  cannot  explain  it  as  a  position  of  the  American  Bar  As- 
sociation, But  based  on  the  attitude  of  the  lawyers  who  were  present 
at  that  meeting — and  it  occurred  in  Dallas,  and  I  was  there;  I  pro- 
posed a  rule  again— I  did  not,  as  I  recall,  make  a  decision  not  to 
implement  the  rule.  I  believe  we  were  still  studving  it.  There  was 
some  negative  reaction  at  the  hearings  that  we'  held,  but— I  may 
be  mistaken.  This  is  entirely  recollection,  and  I  could  review  files 
and  give  a  definite  answer.  But  my  recollection  is  that  I  did  not  with- 
draw that  from  the  procedure;  that  it  was  still  pending  when  I 
resigned.  I  would  personally  still  support  it. 

Senator  Hart.  As  everybody  in  this  room  knows,  I  would  not 
recognize  a  patent  if  I  fell  over  it.  But  those  recommendations  that 
you  are  talkmg  about,  citation  of  the  prior  art  in  the  patentability 
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difficult  to  stop  pushing  you  to  see  who  in  God's  name  really  thinks 
it  is  crazy. 

You  say  in  1963,  the  examiners  thoucfht  it  would  not  be  helpful? 

Mr.  ScHUTLER.  I  was  told  that.  Mr.  Chairman. 

Senator  Hart.  But  in  1973.  the  Journal  of  the  Patent  Office  So- 
ciety in  an  editoral  supported  the  patentability  brief.  The  Journal, 
as  I  understand  it,  reflects  the  examiners'  views. 

You  say  you  have  not  decided,  and  it  is  subject  to  correction  for 
the  record,  if  on  further  thought  you  discover  that  your  memory  is 
bad.  Is  the  decision  to  implement  those  rules  the  Commissioner's 
decision,  or  does  he  have  to  run  it  by  the  Secretary  of  Commerce? 
Clearly  he  runs  it  by  the  patent  bar. 

Mr.  Schuyler.  The  decision,  when  I  was  there,  was  the  Commis- 
sioner's decision.  It  had  to  be  approved  by  the  Assistant  Secretary 
of  Commerce  for  Science  and  Technology.  I  do  not  recall  having 
anything  like  that  disapproved  which  I  had  sent  up.  It  did  require 
that  approval  in  order  to  be  made  part  of  the  Patent  Office  rules. 

But  title  35  gives  the  Commissioner  the  power  to  establish  rules 
of  practice,  and  this  is  a  change  in  the  rule  which  could  be  im- 
plemented by  the  Commissioner.  Of  course,  the  Commissioner  is 
subject  to  the  Secretary  of  Commerce  and  that  has  been  delegated 
to  the  Assistant  Secretary  for  Science  and  Technology. 

Senator  Hart.  INIr.  Brennan? 

Mr.  Brexxan.  Mr.  Schuyler,  I  would  like  to  follow  the  chair- 
man's lead  in  asking  you  some  questions  relating  to  the  Office  of 
Patent  Commissioner. 

The  prepared  statement  of  the  next  witness  contains  a  number 
of  comments  about  individuals  who  have  served  as  Commissioner 
of  Patents.  I  would  like  to  read  excerpts  from  that  statement  and 
then  invite  your  comments. 

INIr.  Schutler.  I  have  not  seen  the  statement. 

]Mr.  Brennan.  I  will  read  it.  It  is  the  statement  of  Edward  S. 
Irons,  the  next  witness. 

The  office  of  Patent  Commissioner  has  long  been  a  political  plum  awarded 
to  patent  lawyers  in  the  service  of  business  interests.  The  strategy  of  these 
Commissioners  has  been  and  is  to  join  with  the  organized  patent  bar  from 
which  they  came  in  importuning  Congress  to  enact  invalid  legislation  purport- 
ing to  lower  the  constitutional  patentability  standard  to  the  level  to  which 
the  agency  and  the  patent  bar  subscribe. 

Would  you  care  to  comment  on  those  statements? 

Mr.  Schtjtler.  I  have  not  engaged  in  any  political  activity.  So  I 
do  not  understand  the  matter  of  "political  plum."  It  cost  me  $100,000 
after  taxes  to  be  in  that  office  for  the  period  I  was  there.  If  that  is 
a  political  plum,  I  do  not  have  a  very  good  sense  of  values. 

Mr.  Brennan.  Are  you  aware  of  any  recent  Commissioner  who 
was  appointed  to  that  office  following  active  political  activity? 

]\Ir.  SciiTTTLER.  Not  any  recent  Commissioner,  not  any  Commis- 
sioner in  the  last  half  century. 

INIr.  Brennan.  I  would  like  to  invite  your  comment  on  another 
statement  of  the  next  witness. 

He  indicates  on  page  10  of  his  prepared  statement  that  under  vour 
administration  of  the  Patent  Office,  the  standard  of  patentability 
reached  "a  new  low." 
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"Would  von  care  to  comment  on  that? 

:^'■l^  ScHTJYLER.  I  would  refer  ^Ir.  Irons  to  the  statistics  of  the  Pat- 
ent Offif^e.  which  are  the  l)est  measure  tliat  I  have.  The  percentafre  of 
applications  allowed  has  remained  substantially  unchanged.  I  have 
to  assume  that  the  cross-section  of  applications  filed  has  remained 
substantially  constant,  I  cannot  imagine  anything  that  is  going  to 

change  that.  ■,■,■,•■,       ■, 

But  if  the  standard  has  been  lowered.  I  would  think  a  larger  per- 
centage of  applications  would  be  allowed.  A\Tiile  I  was  there,  I 
watched  that  and  it  remained  about  70  percent,  as  I  recall,  of  all 
applications  were  allowed.  And  that  did  not  change  materially 
while  I  was  in  office. 

]Mr.  Brenxan.  Thank  you. 

On  another  subject,  and  again  from  your  personal  knowledge  if 
you  had  a  choice  between  a  fee  schedule  where  you  had  an  issue  fee 
in  the  range  of  $200  to  $300,  as  opposed  to  establishing  maintenance 
fees,  what  would  be  your  personal  preference? 

Mr.  ScHTJTLER.  I  do  not  find  an  issue  fee  of  $200  or  $300  shocking, 
particularly  in  today's  economy.  And  I  think  that  having  the  money 
now  and  knowing  "that  you  are  going  to  get  it  and  spreading  it 
among  80.000  patentees  a  year  instead  of  guessing  how  much  you 
are  going  to  get  in  the  future,  it  would  be  better  to  have  the  issue 
fee  originally. 

Mr.  Brexnan.  Thank  you. 

No  further  questions. 

Senator  Hart.  Mr.  Schuyler,  thank  you  very  much  for  your  testi- 
mony. 

Mr.  Schuyler.  Thank  you  very  much.  It  is  a  pleasure  to  be  here. 

Mr.  Brennan.  Mr.  Edward  S.  Irons. 

Mr.  Hart.  Mr.  Irons,  a  portion  of  your  testimony  has  already  been 
given.  I  must  confess  I  have  not  read  any  of  it. 

I  encourage  you  to  respond  in  any  fashion  that  you  would  like. 

Mr.  Brennan.  Mr.  Irons,  do  you  wish  to  have  your  entire  state- 
ment printed  at  this  point  in  full  in  the  record? 

Mr.  Irons.  Yes,  Mr.  Brennan. 

Thank  you. 

[The  prepared  statement  of  Edward  S.  Irons  follows:] 

Statement  of  Edwabd  S.  Irons,  Lawyeb,  Washington,  D.C. 

Honorable  Chairman  and  members  of  the  Subcommittee,  I  am  pleased  to 
appear  at  this  hearing  to  testify  with  respect  to  S.  1321.  In  this  statement  I 
have  attempted  to  provide  certain  fundamental  background  information  which 
is  deemed  essential  to  a  proper  understanding  of  the  issues  raised  by  the  spe- 
cific provisions  of  S.  1321  with  which  this  hearing  is  particularly  concerned. 

I.  INTBODUCTION 

Emphasizing  the  constitutionally  mandated  paramount  public  interest,  the 
Supreme  Court  has  repeatedly  admonished  for  1.50  years  that  it  is  not  a  "pri- 
mary purpose  of  the  patent  system to  create  private  fortunes  for  the  own- 
ers of  patents".^  Nevertheless,  owners  of  patent  monopolies  have  relentlessly 
continued    to    pressure    the    Patent    Office,    the    courts    and,    most   of    all,    the 


^Motion  Picture  Patents  Co.  v.  Univrrmi  Film  Mfg.  Co.,  243  U.S.  .502  (1917). 
See  e.g..  Pennock  v.  Dialogue,  27  U.S.  S27  (1S29)  ;  KerxfaXl  v.  Winsor.  62  U.S.  322 
(18.59)  ;  Lear,  Inc.  v.  John  .S\  Ailkinn,  .395  U.S.  653  (1969)  ;  Blonder-Tongue  Labora- 
tories, Inc.  V.  University  of  Illinois  Foundation,  402  U.S.  313  (1917)  ;  Deepsouth 
Packing  Co.,  Inc.  v.   The' Laitram  Co.,  406  U.S.   518    (1972). 


Consress  to  invert  this  order  of  priorities  to  render  the  patent  system  a  tool 
of  private  investors.  It  is  said  that  patents  must  l)e  awarded  for  participation 
in  all  research  and  development,  even  of  the  most  pedestrian  type,  in  order 
to  foster  investment  in  further  research  and  development.  It  is  darkly 
predicted  tliat  if  patents  are  issued,  as  the  Constitution  requires,  solely 
as  a  stimulus  to  high  (luality  teclmological  advancement,  business  will  not 
invest  in  the  work  needed  to  convert  inventions  into  marketable  products 
or.   in    economists'    parlance,    '"innovations". 

To  date  only  the  Patent  Office  has  capitulated.'  In  defiance  of  constitutional 
and  statutory  restraints  as  explicated  by  the  Supreme  Court,  the  Patent 
Office  has  not  only  continued  its  operational  policies  unchanged  but  has 
joined  forces  with  the  patent  owners  on  all  fronts.' 

In  implementation  of  this  false  philosopliy.  the  Patent  Office  churns  out 
tens  of  thousands  of  patents  annually  granting  monopolies  to  private  interests 
in  trivial  "inventions"'  often  representing  no  advancement  in  technology 
at  all." 

The  small  percentage  of  these  patents  which  cover  technology  that  finds 
wide  commercial  acceptance  virtually  all  encounter  litigation  in  the  courts — 
and  of  those,  one  quarter  or  less  survive  as  actually  comporting  with  the 
statutory  and  constitutional  requisites  of  a  valid  patent.  This  high  incidence 
of  invalid  patents  among  those  of  true  commercial  significance  is  symptomatic 
of  a  deep  conceptual  and  philosophical  division  between  the  Patent  Office 
and  the  courts  as  to  the  correct  function  of  the  patent  system  in  contemporary 
society. 

This  division  can  be  traced  to  at  least  two  major  defects  in  the  patent 
granting  process.  The  antiquated  procedural  handling  of  patent  applications 
has  not  changed  substantially  since  1836.°  In  addition,  the  false  philosophy 
that  private  business  interests  are  paramount  dominates  the  Patent  Office 
even  as  it  also  dominates  the  Department  of  Commerce  of  which  the  Patent 
Office  is  now  a  part. 

S.  1,321  is  an  informed  major  effort  toward  both  modernization  of  Patent 
Office  procedural  machinery  to  put  it  on  a  par  with  that  of  other  government 
administrative  agencies  and  revision  of  Patent  Office  philosophy  outlook 
to  insure  that  private  patent  monopolies  clearly  satisfy  all  constitutional 
and  statutory  prerequisites. 

S.  1321  is  a  refreshing  and  much  needed  departure  from  S.  643  of  the 
92nd  Congress  and  anticipated  j'steiit  "reform"  bills  soon  to  be  introduced 
in  this  Congress ""'  which,  like  the  19.j2  Act.  were  essentially  written   by  the 


2  With  tlip  pxceiition.  in  tlip  consrosslonal  context,  of  thf  pnaotmpnt  of  tlie  .npimrently 
unconstitutional  Public  Lmv  01-.577  which  authorizes  the  jrrant  of  private  patent 
monopolies  for  merelt/  novel  sexual  reproduced  plants  and.  in  the  judicial  context,  of 
certain  pronouncements  by  the  T'nited  States  Court  of  Customs  and  Patent  .\ppeals, 
now  preponderantly  composed  of  ex-patent  lawyer  .iudges.  Note  the  reversal  of  the 
Court  of  Customs  and  Patent  Appeals  decisions  bv  the  Supreme  Court  in  Br-enner  v. 
Manson,  38.3  U.S.  519  (1966).  and  Gottschalk  v.  Benson,  —  U.S.  — ,  34  L.  Ed.  2d  273 
(1972). 

3"...  [T]he  bull<  of  [patent  lawyers'!  services  to  clients  consists  of  helpinsr  them 
obtain  and  defend  the  validity  of  patents.  Quite  naturally  then  they  tend  to  identify 
the  good  wtih  more  patents  rather  than  fewer,  just  as  does  the  Patent  Office  for  a 
different  but  parallel  set  of  reasons.  Thus  the  Patent  Office  and  the  patent  bar 
comprise    a    powerful,    'pro-patent'    jtressure    group. 

"Because  no  group  of  lawyers  and  no  covernment  agency  specializes  In  fisrhtinf; 
against  patents,  and  no  particular  segment  of  the  business  community  Is  uniformly 
harmed  by  patents,  there  is  no  "antipatenf  pressure  group.  .  .  ."  M.  Shapiro.  "The 
Supreme  Court  and   Administrative   Agencies",    The  Free  Press.   X.Y..    196.^.    p.   200. 

*  "It  is  now  a  truism  among  patent  lawyers  that  if  you  sit  amuiid  the  Patent 
Office  long  enough,  and  change  your  claims  often  enough,  you  will  eventually  get 
some  iiind  of  a  patent  on  almost  anything".  >f.  Shapiro.  "The  Supreme  Court  and 
Administrative  Agencies",  The  Free  Press,  N.Y.,  1968,  p.   189. 

"In  fact,  very  few  of  the  seventy  thousand  [latents  granti'd  each  year  actually 
constitute  genuinely  novel  and  significant  inventions.  The  vast  bulk  represent  minor 
changes  in  the  current  art.  fanciful  gimmicks,  molecular  modifications,  even  plagarized 
versions  of  other  patents",  Green,  "The  Monopoly  Makers",  Grossman  Publishers, 
N.Y..    197.3.    p.    .30.5. 

"  "The  Act  of  1836  established  the  pattern  for  our  nresent  system  by  [irovldiuT 
statutory  criteria  for  the  issuance  of  patents  and  requiring  the  Patent  f)ffice  to 
examine  ajjplicatiop  for  conformity  therewith  ...  no  basic  changes  have  been  made 
In  its  general  character  in  the  succeeding  one  hundred  and  thirty  years",  1966  Report 
of  the   President's   Commission    on    the    Patent    System,    p.    1. 

*  It  is  common  knowledge  that  the  American  Patent  Tiaw  Association  plans  to 
sponsor  a  patent  l.iw  revision  bill.  The  administration  is  known  to  be  considering  a 
bill  which  i>resumably  will  rejjresent  an  unacceptable  compromise  between  the  views 
of  the  Department  of  .Justice  and  the  views  of  the  Department  of  Commerce,  the 
latter  synthesized  in  turn  from  views  of  the  Patent  Office  and  those  of  the  business 
groups   (including  the  organized  patent  bar)    to  which  Commerce  Is  subservient. 
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parent  bar  in  liaison  witli  the  Patent  Ofiic-e  to  acfouiplish  by  lejiislatiou 
enacted  by  an  uninformed  Congress"  what  this  same  pressure  group  has 
always  failed  to  accomplish  in  the  courts. 

II.   PROCEDURAL  OBSOLESCENCE 

In  1S86  when  the  present  examination  process  was  instituted,  it  was  natural 
and  reasonable  to  provide  for  only  an  ex  parte  exchange  lietween  applicant 
and  Patent  Utfice  with  the  evidence  to  be  examined  conlined  to  that  avail- 
able in  tiles  of  published  material  maintained  by  the  Patent  Office  and  that 
voluntarily  supplied  by  the  api)licaut.  Means  of  communication  and  travel 
were  then  such  that  any  thought  of  a  more  searching  factual  inquiry  involving 
outside  evidence  and  public  participation  would  have  been  totally  infeasible. 
During  the  ensuing  140  years,  techniques  for  communication,  travel  and  for 
the  gathering  and  evaluation  of  evidence  have  advanced  markedly.  The 
federal  government  in  establishing  a  plethora  of  other  administrative 
agencies  has  taken  full  advantage  of  these  advances  to  provide  in  almost 
every  case  for  public  inter  partes  adversary  proceedings  in  which  interested 
members  of  the  public  have  a  fair  opportunity  to  be  heard.  In  contrast,  the 
Patent  Office  stagnated — largely  because  it  was  and  is  in  the  interests  of  the 
business  community  for  it  to  do  so — and  society  is  penalized  by  a  flood  of 
illegitimate  private  patent  monopolies  resulting  from  secret  ex  parte,  pro- 
ceedings before  an  agency  which  unconstitutionally  subordinates  the  public 
intei'est  to  private  gain. 

Every  federal  agency  except  the  Patent  Office  that  is  charged  with  the 
duty  of  adjudicating  applications  for  special  licenses  of  franchises  ®  has,  by 
rule  or  statute  or  both,  subpoena  power  to  compel  relevant  testimony  and 
document  submission,  a  duty  to  provide  for  public  hearings  and  to  permit 
public  participation  in  the  submission  of  relevant  evidence  and  a  responsi- 
bility to  sift  all  relevant  evidence  that  may  be   submitted  from  any  source. 

The  Patent  Office,  by  contrast,  has  no  public  hearings  and  affords  no 
opportunity  for  pu'olic  participation  in  its  adjudicatory  process.  It  lacks 
even  the  power  to  compel  patent  applicants  to  disgorge  all  relevant  facts  of 
which  they  may  be  possessed.  Its  proceedings  are  secret.  It  has  resolutely 
refused — the  Freedom  of  Information  Act  notwithstanding — to  make  even  its 
final  decisions  in  the  adjudication  of  cases  publicly  available."  Its  examiners 
are  treated  as  part  of  an  assembly  line  team  whose  product  is  patents — and 
the  emphasis  is  not  on  the  quality  of  the  product  but  on  quantity,  with 
progressive  imposition  of  quotas  demanding  the  generation  of  more  and  more 
patents  in  less  and  less  time. 

The  result  is  that  now^here  else  in  our  government  are  franchises  so 
lightly    granted    or    so    little    respected.    The    reason    is    obvious.    Within    the 


" ". .  .  But  in  a  very  real  sense  the  Patent  Office  wrote  the  congressional  statute 
of   1052  as  part  of  its  continued  battle  with   the   Supreme  Court. 

"It  had  help.  The  American  patent  bar  is  a  relatively  well-organized  group  com- 
prehending most  of  the  hiwyers  who  specialize  In  patent  matters,  formed  into  regional 
associations  with  a  national  coordinating  hierarchy.  As  soon  as  patent  law  revision 
was  in  the  wind,  this  group  created  a  task  force  of  its  most  prominent  leaders  to  help 
shape  the  legislation.  This  task  force  became  so  active  in  the  statute  drafting  that 
In  the  end  Mr.  Federico  [a  leading  member  of  the  Patent  Office  bureaucracy]  did 
not  so  much  draft  legislation  for  a  congressional  committee  as  with  the  pat«»nt  bar. 
Not  only  did  he  and  three  lawyers  officially  representing  the  organized  patent  bar 
do  almost  all  of  the  drafting,  hut  the  drafts  were  circulated  among  all  prominent 
patent   lawyers   and   revised    to   conform   to    their   desires.    [Emphasis    in    original.] 

•   •   •   •   • 

"In  any  event  the  propatent  forces  had  a  free  hand  in  writing  the  [1952]  legislation 
unopposed  by  any  countervailing  group.  Of  course  the  congressman  on  the  subcom- 
mittee, and  then  those  on  the  full  .Tudiclary  Committee,  all  of  them  lawyers,  but  none 
particularly  expert  on  patent  matters,  did  review  the  draft.  But  they  made  few 
changes,  and  the  Committee's  report  and  'Revlsor's  Notes,'  which  accompanied  and 
explained  the  bill,  were  written  by  Federico,  either  independently  or  in  cooperntion 
with  the  representatives  of  the  patent  bar.  One  of  those  representatives  has  proudly 
answered  the  question:  'Who  wrote  the  patent  laws  of  1952?  We  did.'"  M.  Shapiro, 
"The  Supreme  Court  and  Administrative  Agencies",  The  Free  Press,  N.Y.,  19G8, 
pp.  205-206,   207  ;   emphasis  added. 

s  "  'The  patent  is  a  privilege  .  .  .  conditioned  by  a  public  purpose.  .  .'  ",  Blonder- 
Tonfjue  Laboratories,  Inc.  v.  Vniverfiity  of  Illinois  Foundation,  402  U.S.  313,  344 
(1971),   quoting  Mercoid  v.   Mid-Continent  Investment   Co.,   302   U.S.   fiOl,   C,r,C,    (19+4). 

» Irons  V.  Schuyler,  465  F.  2d  608  (D.C.  Cir.  1972).  The  paragraph  of  the  affidavit 
of  Patent  Office  Solicitor  Martin  quoted  in  the  court's  opinion  was  later  shown  to  be 
factually  inaccurate. 
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limits  of  human  capability,  other  agencies  act  on  the  basis  of  all  relevant 
facts  after  hearing,  from  all  interested  parties.  The  Patent  Office  does  not. 
Moreover,  it  realistically  cannot  without  a  substantial  overhauling  of  its 
procedural  machinery  along  at  least  some  of  the  lines  contemplated  by 
S.  1321. 

In  this  regard,  the  following  provisions,  among  others,  of  S.  1321  are  basic 
and  are  long  overdue : 

1.  Section  1  which  requires  the  title  to  be  interpreted  in  light  of  the 
"constitutional  purpose". 

2.  Section  3(dj  establishing  a  Public  Counsel  independent  of  the  agency 
whose  duty  it  is  to  "assure  as  an  advocate  through  the  adversary  process 
that  high  quality  patents  which  meet  the  statutory  and  constitutional 
criteria  therefor  issue  from  the  Patent  Office"  and  Section  24  which  makes 
it  possible  fur  the  Public  Counsel  n, discharge  his  duty  by  the  exercise  of 
a  subpoena  power  to  obtain  relevajit  facts,  documents  and  testimony  for 
use  in  any  patent   application  proceeding. 

3.  Section  23  affordi!ig  full   subpoena   power  to  the   agency  itself. 

4.  Section  122  abolisuing  excessive  secrecy  and  making  patent  applications, 
as  well  as  Patent  Office  adjudications,  open  to  public  scrutiny. 

5.  Sections  132  and  134  ensuring  that  a  complete  written  record  of  pro- 
ceedings is  maintained  and  made  publicly  available. 

6.  Sections  135  and  137  permitting  any  member  of  the  public  to  participate 
fully  in  the  adjudicatory  process,  inter  alia,  by  submitting  evidence  or 
argument  at  any  stage  of  each  proceeding. 

7.  Secdons  115  and  131  requiring  applicants  and  their  attorneys  to  submit 
an  identification  of  all  available  pri.»r  art  and  other  facts  relevant  to  the 
equities  of  the  application,  thereby  enabling  the  examiner  to  spend  less 
time  in  searching  out  this  material  and  affording  him  more  time  in  which 
to  evaluate  the  application — and  insuring  integrity  in  the  patent  granting 
process. 

I'ursuant  to  Sections  191-193,  moreover,  only  those  patent  applications 
would  be  subjected  to  detailed  examination  on  the  merits  for  which  the 
applicant  or  member  of  the  public  had  paid  a  special  so-called  "examination 
fee".  Thus,  by  relieving  examiners  of  the  obligation  to  examine  fully  all 
patent  applications,  more  time  would  be  afforded  for  intensive  examination 
of  those  on  which  the  fee  is  paid. 

III.   FALSE  PHILOSOPHY 

The  office  of  Patent  Commissioner  has  long  been  a  political  plum  awarded 
to  patent  lawyers  in  the  service  of  business  interests.  Not  surprisingly,  the 
endeavor  of  the  agency  under  these  patent  lawyer  administrators  has  been 
to  subsidize  research  and  development  by  granting  as  many  private  patent 
monopolies  as  possible  without  regard  to  the  constitutional  and  statutory 
prerequisites  of  validly  patentable  invention.  The  strategy  of  these  Com- 
missioners has  been  and  is  to  join  with  the  organized  patent  bar  from  which 
they  came  in  importuning  Congress  to  enact  invalid  legislation  purporting 
to  lower  the  constitutional  patentability  standard  to  the  level  to  which  the 
agency  and  the  patent  bar  subscribe. 

A  classic  example  is  found  in  the  testimony  of  Wm.  E.  Schuyler,  ,Tr.  who 
was  at  the  time  of  his  1969  nomination  to  the  post  of  Commissioner  and 
is  now  a  Washington,  D.C.  patent  lawyer  representing  a  plurality  of  corporate 
clients.  In  his  May  1969  confirmation  hearings  before  this  subcommittee, 
in  response  to  an  inquiry  by  Senator  McClellau  with  respect  to  the  mortality 
rate  of  patents  in  the  courts,  Mr.  Schuyler  expressed  his  belief,  notwith- 
standing the  Supreme  Court's  reiteration  of  the  constitutional  standard  of 
invention  in  Graham  v.  John  Deere  Co.,  383  U.S.  1  (1966),  "that  the  Congress 
in  1952  intended  to  change  the  measure  of  the  standard  of  invention  which 
would  l)e  patentable  when  [it]  enacted  section  103  of  the  patent  law.  The 
Courts  have  not,  in  my  view,  followed  thnt  intention. ...  I  think  if  the 
Congress  made  clear  that,  in  considering  tlie  present  legislation,  its  intent 
is  as  I  viewed  it  before  that  the  courts  will  have  more  guidance  in  this 
orea"  (Hearing  P>efnre  Subcommittee  on  Nominations  of  the  Committee  on 
the  Judiciary,  May  2,  1969,  pp.  14-15).   Consistent  with  this  attitude,   under 
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the  administration  of  Comniissioner  Schuyler  the  agency  standard  of  patent- 
ability reached  a  new  low.'" 

There  are  a  plurality  of  ways  in  which  the  Patent  Office-organized  patent 
bar  pressure  group  seeks  to  induce  congressional  subversion  of  constitutional 
patent  policy.  Typical — and  of  special  significance — is  the  continuing  in- 
sistence upon  legislative  erosion  of  the  constitutional  patentability  standard — 
effectively  countered  by  S.  1321 '' — and  the  related  demand  for  statutory 
departure  from  the  constitutional  requirement  that  patents  be  granted  to 
"inventors"  to  permit  issuance  of  patents  to  corpoi'ations.  Sections  111  and 
116  of  S.  1321  unfortunately  and  perhaps  unintentionally  succumb  to  this 
demand. 

A.  The  Constitutional  Patentability  Standard 

The  principle  explicated  by  the  Supreme  Court  in  a  consistent  line  of 
decisions  beginning  at  least  as  early  as  1885 "  that  adjudication  of  patent 
validity  requires  reference  to  a  constitutional  standard  remained  unchal- 
lenged until  it  was  reiterated  in  1950  in  Great  A.&P.  Tea  Co.  v.  Supermarket 
Equip.  Corp.,  340  U.S.   147,   154. 

After  A.&P.  patent  owners  recognized  that  a  successful  challenge  to  the 
constitutional  origin  of  the  patentability  standard  reiterated  by  the  Supreme 
Court  was  essential  to  the  validity  of  their  then-pending  "corrective"  legis- 
lation which  ultimately  matured  as  Section  103  of  the  Patent  Act  of  1952.^" 

Immediately  upon  its  enactment.  Section  103  was  advanced  as  a  proper 
exercise  of  congressional  prerogative  which  repudiated  A.&P.  to  exclusively 
define  the  standard  for  patentable  invention  at  a  level  below  that  which 
the  Court  had  held  to  be  expressed  in  the  Constitution." 


1"  It  is  instructive  to  note  that  Commissioner  Schuyler  has  not  only  returned  to 
the  lucrative  private  practice  of  patent  law  but  is  also  the  founder  and  Chairman 
of  the  Board  of  Directors  of  "Intellectual  Property  Owners,  Inc."  (IPO),  a  "non- 
profit corporation"  financed  by  "membership  dues"  "deductible"  as  "business  ex- 
penses". The  "members"  of  course  are  corporations  and  patent  lawyers.  In  short, 
IPO  is  P-  tax-exempt  patent  lobby.  The  quotation  is  from  the  copyrighted  IPO  1973 
publication,  "The  U.S.  Patent  System  Needs  Your  HELP  !"  This  publication  describes 
four  types  of  corporate  membership  with  dues  ranging  from  $10,000.00  to  $500.00 
annually.   Individual  dues  are  $100.00   annually. 

Similarly,  ex-Commissioner  Edward  J.  Brenner  is  the  founder  and  President  of  the 
Association  for  the  Advancement  of  Invention  and  Innovation,  another  tax-exempt 
patent  lobby. 

^  This  insistence  has  most  recently  taken  the  form  of  a  protestation  of  lack  of 
clarity  in  the  §10.3  standard  consequent  from  an  alleged  "conflict"  between  the  Supreme 
Court's  1966  decision  in  Oraham  v.  John  Deere  Co..  383  U.S.  1.  and  its  1909  opinion 
in  Anderson' s-Black  Rock  v.  Pavemetit  Salvage  Co.,  .396  U.S.  57.  The  "conflict"  actually 
does  not  exist  on  any  fair  reading  of  the  two  cases  in  context,  the  later  decision  in 
Anderson's-Black  Rock  being  premised  squarely  and  in  terms  upon  §103  as  explicated 
in  Graham.  To  simulate  "conflict"  it  has  been  necessary  to  change  the  whole  thrust 
of  Graham  by  focusing  upon  its  passing  reference  to  "secondary  considerations  .  .  . 
surrounding  the  origin  of  the  subject  matter  sought  to  be  patented"  which  "may 
have  relevancy"  "as  indicia  of  obviousness  or  nonobviousness"  as  the  true  test  of 
§103  and  then  to  see  as  inconsistent  with  that  false  test,  the  Court's  refusal  to  find 
"relevancy"   in   the   secondary    considerations   proved   in   Ander.^on's-Black   Rock. 

In  short,  the  pretense  of  conflict  is  just  that  and  the  consequent  lack  of  clarity  in 
§103  is  equally  illusory.  The  problem  of  the  organized  patent  bar  is  that  §103  as  it 
now  exists  does  not  comport  with  what  the  bar  wants.  Its  requirement  for  a  high 
standard    of  patentability   is.    if  anything,    too   clear   to   be   palatable. 

12 ".  .  .  This  court,  however,  has  repeatedly  held  that,  under  the  Constitution  and 
the  Acts  of  Congress,  a  person,  to  be  entitled  to  a  patent,  must  have  invented  or 
discovered  some  new  and  useful  art.  machine,  manufacture  or  composition  of  matter, 
or  some  new  and  useful  improvement  thereof,  and  that  'it  is  not  enough  that  a  thing 
shall  be  new,  in  the  sense  that  in  the  shape  or  form  in  which  it  is  produced  it  shall 
not  have  been  before  known,  and  that  it  shall  be  useful,  but  it  must,  under  the 
Constitution  and  the  Statute,  amount  to  an  invention  or  discovery."  Hill  v  Wooster 
132  U.S.   693,   700    (1S90),   quoting  Thompson  v.  Boisselier,   114   U.S.    1.   11    (1885) 

See  also  Pennock  v.  Dialooiie,  27  U.S.  327  (1829)  ;  Atlantic  Works  v.  Brady.  107 
U.S.  182,  200  (1883)  :  McClain  v.  Ortmayer.  141  U.S.  419,  428  (1891)  ;  Ouno  Engineer- 
ing  Corp.  v.  Automatic  Devices  Corp.  314  U.S.  84.  91  (1941)  :  Graham  v.  .Tohn  Deere 
Co.,  U.S.  1  (1966);  Anderson' s-Black  Rock  v.  Pavement  Salvage  Co.,  396  US  57 
(1969).  And  see  Lear  v.  Adkins,  395  U.S.  653  (1969)  ;  and  Blonder-Tongue  Labora- 
tories, Inc.  V.   University  of  Illinois  Foundation,  402  U.S.   313    (1971). 

Lack  of  invention  was  a  defense  recognized  to  strike  at  the  root  of  the  whole 
claim  needing  "no  statute  to  ai  or  justify"  it  and  "provable  when  it  exists  under 
any  general  denial",  Reckendorfer  v.  Faber.  92  U.S.  347,  354  (1876),  appropriately 
raised  "sua  sponte,  if  the  objection  was  not  taken  bv  counsel",  Slawson  v.  Grand  Steel 
R.R.  Co.,  107  U.S.  649.   652    (1883). 

"See  "Efforts  to  Establish  a  Statutory  Standard  of  Invention",  Study  No.  7  of 
The  Subcommittee  on  Patents.  Trademarks  and  Copyrights  of  the  Committee  on  the 
Judiciary.   United   States   Senate.    85th   Cong..    1st   Sess. 

"  See  Rich,  "The  Vague  Concept  of  'Invention'  As  Replaced  by  Sec.  103  of  the 
1952  Patent  Act".  46  .L  Pat.  Ofc.  Soc'y  855  (1964).  See  also  Aitken,  "Patents- 
Standard  of  Invention — Constitutional  or  Statutory",  24  Geo.  Wash.  L.  Rev.  722   (1956). 
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The  majority  of  the  lower  courts,  having  regard  to  A.&P.  and  similar 
Supreme  Court  ulings,  correctly  held  that  §103  only  codified  existing  law 
and  hence  did  not  purport  to  compromise  the  constitutional  patentability 
standard.  A  comparatively  few  conllicting  decisions"  fanned  the  flames  of 
controversy. 

This  conllict  came  to  a  head  when  Graham,  supra,  reached  the  Supreme 
Court  in  1J)6").  Patent  owner-petitioner  Graham  and  various  of  his  support- 
ing amici  uged  tliat  no  patentability  standard  other  than  mere  novelty  is 
written  into  the  Constitution,  that  §103  is  the  sole  patentability  standard, 
and  that  the  Supreme  Court  was  precluded  from  repudiating  congressional 
intent  as  reflected  by  that  statute.^" 

The  Supreme  Court  in  Graham,  supra,  rejected  all  of  these  arguments 
calculated  to  insulate  the  issue  of  validity  from  appellate  scrutiny,  re- 
affirmed A.&P.  and  emphasized  once  again  that  "[I]t  must  be  remembered 
that  the  federal  patent  power  stems  from  a  specific  constitutional  provision" 
which  is  "both  a  grant  of  power  and  a  limitation"  that  "Congress  in  the 
exercise  of  the  patent  power  may  not  overreach  the  restraints  imposed  by 
the  stated  constitutional  purpose"  and  that  the  patent  system  "by  constitu- 
tional command  must  'promote  the  Progress  of . . .  useful  Arts'.  This  is  the 
standard  expi-essed  in  the  Constitution  and  it  may  not  be  ignored.  And  it  is 
in  this  light  that  patent  validity  'requires  reference  to  a  standard  written 
into  the  Constitution',  A.&P.  Tea  Co.  v.  Supermarket  Corp.",  383  U.S.  at  5, 
6.  Further,  the  constitutionality  of  Section  103  was  sustained  only  in  view 
of  the  Court's  finding  that  the  statute  "was  not  intended  by  Congress  to 
change  the  general  level  of  patentable  invention"  but  "merely  as  a  codifica- 
tion of  judicial  precedents .  .  .  with  congressional  directions  that  inquiries 
into  the  obviousness  of  the  subject  matter  sought  to  be  patented  are  a  pre- 
re(iuisite  to  patentability".  In  sustaining  §103.  the  Court  said,  "Approached 
in  this  light .  .  .  the  emphasis  on  nonobviousness  is  one  of  inquiry,  not 
quality,  and,  as  such,  comports  with  the  constitutional  strictures",  383  U.S. 
at  17." 

Undaunted  by  the  Supreme  Court's  refusal  to  depart  from  constitutional 
principle,  the  patent  special  interest  groups  intensified  the  campaign  which 
they  had  waged  since  1951  both  in  the  courts  and  in  the  Congress.^'*  Seizing 
the  very  next  opportunity,  the  American  Patent  Law  Association  in  1971 
devoted  15  pages  of  a  28-page  amicus  brief  in  Blonder-Tongue  to  the 
contention  that  35  U.S.C.  103  as  construed  in  Graham  and  Adams  "^^  is  "the 
sole  test  of  patentability",  the  Constitution  notwithstanding.  Concurrently — 
and  with  total  disregard  for  the  apparent  unconstitutionaliy  of  the  proposed 
statute — Congress  was  told  by  many  "pro-patent"  witnesses  appearing  at 
the  May  11.  12  and  13,  1971  liearings  on  S.  643,  S.  1253  and  S.  1255,  92nd 
Cong.,   ist   Sess.,  that  a   "crisis"   had  overtaken   the  patent   system    requiring 


ir.  See  "The  Standard  of  Patentability — Judicial  Interpretation  of  Section  103  of  the 
Patent   Act",    63   Coliim.    L.   Rev.   .306    (1963). 

1"  "Since  the  passage  of  the  1952  Patent  Act  the  conditions  for  patentability  have 
been  exclusively  defined  by  statute  and  it  is  the  function  of  the  federal  courts  to 
ascertain  whether  such  conditions  have  been  satisfied".  Brief  of  the  New  York  Patent 
Law  Association   as  Amtcii,<i   Curiae  in   Oraham   v.  .John  Deere  Co.,  p.   10. 

"In  that  [19.")2]  Act  Congress  expressed  the  judgment  that  the  progress  of  useful 
arts  would  be  promoted  by  application  of  the  standard  of  unobviousness,  as  stated 
in  Section  103,  as  the  test  of  patentability.  ...  It  is  a  judgment  in  no  way  inconsistent 
with  the  Constitutional  grant  of  power  to  Congress.  And  in  this  connection  it  must 
be  borne  in  mind  always  that  the  'role  of  the  judiciary  in  reviewing  the  legislative 
judgment  is  a  narrow  one  in  any  case'"  [citations  omitted].  Brief  of  American  Bar 
Association   as  Amicus   Curiae   in    Graham  v.   John   Deere   Co.,  pp.    17-18. 

"Whether  a  discovery  is  patentable  is  under  Section  103  not  related  to  any  'standard 
of  invention'  as  it  was  by  prior  case  law.  now  patentability  is  determined  solely  by" 
Section  10.">.  "The  constitutional  word  'discovery'  authorizes  Congress  if  it  so  elects 
to  proff'ct  every  original  'finding  out'  of  any  stature,  whether  or  not  previously  known 
to  others  or  obvious  from  what  oth(>rs  have  done".  Brief  Amicux  Curiae  in  Support  of 
Section  103  filed  in  Graham  v.  John  Deere  Co.  by  E.  Ernest  Goldstein,  Professor  of 
Law.    University    of  Texas,    p.   8. 

I' These  very  same  constitutional  principles  were  reiterated  by  the  Supreme  Court 
in  its  1069  opinion  in  Anderson' x-BJnck  Rock,  .tuprn,  and  adverted  to  in  Lear,  supra, 
■395   I'.S.    at   676,    and    Blondcr-Tntique.    .iiipra.   402    IT.S.    at   333. 

'"  Tlie  campaitrn  was  successfully  extended  as  well  to  secure  the  appointment  of 
"pro-i)atent"  judges  to  the  Court  of  Claims  and  the  Court  of  Customs  and  Patent 
Appeals  as  well  as  a  Commissioner  of  Patents  who  expressed  his  rejection  of  Supreme 
Court  law  at  his  confirmation  hearinss.   See  pp.  9-10,   supra. 

^»  United  States  v.  Adams,  383   U.S.    39    (1966). 
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the  immediate  adoption  of  a  modified  version  of  Section  103  bavins  as  its 
confessed  purpose  to  lower  tlie  standard  of  invention  and  to  legislatively 
"overrule"  A.&P.  and  its  progeny."" 

In  truth,  there  is  no  place  for  trivial  inventions  in  the  constitutional 
scheme  and  the  legislation  by  which  the  patent  pressure  groups  seek  an 
attempted  denigration  of  the  constitutional  patentability  standard  is  invalid 
0)1  its  face. 

At  the  time  the  Constitution  was  adopted,  there  was  a  deep-felt  need  to 
protect  private  rights  from  state  and  congressional  encroachments.^  Madison, 
at  the  Convention,  admonished  that  "interference"  with  "the  security  of 
private  rights  and  the  steady  dispensation  of  justice . . .  were  evils  which 
had.  more  perhaps  than  anything  else,  produced  this  Convention".^ 
Governeur  Morris  in  the  Convention  stated  that  "Every  man  of  observation 
had  seen . .  .  excesses  against  personal  liability,  private  property  and 
personal  safety"."^  In  a  letter  to  Lafayette  written  in  June  1787,  Washington 
wrote  that  he  had  attended  the  Convention  to  determine  "whether  we  are 
to  have  a  Government .  .  .  under  which  life,  liberty,  and  property  will  be 
secured  to  us"."*  Madison,  in  "The  Federalist,"  adverted  to  the  "alarm  for 
private  rights  which  [is]  echoed  from  one  end  of  the  continent  to  the 
other".^  In  October  1787,  Madison  wrote  to  Jefferson  that  "A  reform  therefore 
which  does  not  make  some  provision  for  private  right  must  be  materially 
defective".*  Concern  that  the  guarantees  written  into  the  Constitution  were 
inadequate  led  to  a  struggle  for  more  assured  protection  against  federal 
encroachments  which  eventuated  in  the  amendments  comprising  the  Bill  of 
Rights. 

These  various  amendments  are  limitations  upon  the  authority  vested  in 
the  Congress  liy  the  Constitution  itself — including  the  "limited  authority" 
to  authorize  tlie  grant  of  patents  for  invention.^  Included  was  the  Fifth 
Amendment  which  mandates  that  "Xo  person  shall  be .  .  .  deprived  of ..  . 
liberty,   or   property,   without   due   process   of  law". 

Elucidation  of  the  constitutional  standard  for  patentable  invention  accord- 
ingly entails  a  balancing  of  the  o'ljcctive  of  the  patent  clause  with  the 
paramount  "liberty"  and  "property"  concepts  of  the  Fifth  Amendment  to 
which  all  patent  laws  are  subservient. 

In  1959  the  Court  restated  the  basic  premise  that  "the  right  to  hold  specific 
private  employment  and  to  follow  a  chosen  profession  free  from  Tinreason- 
al)le  governmental  interference  comes  within  the  'liberty'  and  'property' 
concepts  of  the  Fifth  Amendment",  Greene  v.  McElroy.  360  U.S.  474,  492, 
citing  with  approval  the  1886  decision  in  Allgeyer  v.  Louisiana.  165  U.S.  578. 

In   Allgeyer  v.    Louisiana.   165   T".S.    578.   589-590,   the   Court   held: 

".  . .  The  liberty  mentioned  in  that  [14th]  amendment  means,  not  only  the 
right  of  the  citizen  to  be  free  from  the  mere  phvsical  restraint  of  his 
person,  as  by  incarceration,  but  the  term  is  deemed  to  embrace  the  right 
of  the  citizen  to  he  free  in  the  enjoyment  of  all  his  faculties;  to  be  free  to 
use  them  in  all  lawful  ways;  to  live  and  ivork  where  he  will;  to  earn  his 
livelihood    hy    any    laicful    calling;    to    pursue    any    livelihood    or    avocation. 


™  See   the    "Potent    Law   Revision"    Hearings,    etc..    Parts    1    and    2. 

An  infnrmerl  Subcommittee  for  Patents.  Trademarks  and  Copyrights  of  the  Senate 
Tommittee  on  the  .Judiciary  rejected  the  proposed  amendment  to  Section  103  on 
October  l.S.   1971. 

Tlie  "crisis"  campaign  contintjes.  It  may  confidently  be  expected  that  the  same 
rejected  amendment  to  Section  10."  will  be  reintroduced  in  at  least  the  forthcoming 
American    Patent   Law   Association    bill. 

^  See  generally.  R.  Berger.  "Congress  x.  The  Supreme  Court",  Harvard  University 
Press,   Cambridge.   Mass.    (1969),    p.   16.   et  seq. 

"  1    Farrand   134. 

-'"  1    Farrand   .512. 

"'  .".  Farrand  34. 

-•Federalist.  No.   10  at   .'i4. 

^'  .5   Madison    Writings   27, 

^  It  is  axiomatic  that  the  authority  vested  in  Congress  by  the  body  of  the  Constitu- 
tion is  subservient  to  the  Bill  of  Rights.  Nimmer.  "Does  Copyri,ght  Abridge  the  F'rst 
Amendment  Guarantees  of  Free  Speech  and  Press?".  17  U.S.C.A.  L.  Rev.  1180  (1970), 
points  out  that  the  copyright  clause  is  subservient  to  the  First  Amendment  ;^nd 
states  : 

".  .  .  If  the  constitutional  grants  of  power  to  the  Congress  were  not  subject  to 
the  limitations  imposed  by  the  Bill  of  Rights,  then  such  limitations  would  have  no 
meaning  at  all  to  a  government  whose  only  powers  are  derived  from  such  grants." 
(p.  11S2.  n.  4). 

23-932—74 7 
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and  for  that  purpose  to  enter  into  all  contracts  which  may  be  proper,  neces- 
sary, and  essential  to  his  carrying  out  to  a  successful  conclusion  the 
purposes  above  mentioned. 

"It  was  said  by  Mr.  Justice  Bradley  in  Butchers'  Union  S.H.&L.  S.L.  Co.  v. 
Crescent  City  L.lS.L.ikS.II.  Co.,  Ill  U.S.  746,  7-J2,  in  the  course  of  his  concur- 
ring opinion  in  that  case,  that  'the  right  to  follow  any  of  the  common 
occupations  of  life  is  an  inalienable  right.  . . .  And  again,  on  page  76.j :  'But 
if  it  does  not  abridge  the  privileges  and  immunities  of  a  citizen  of  the 
United  States  to  prohibit  him  from  pursuing  his  chosen  calling,  and  giving 
to  others  the  exclusive  right  of  pursuing  it.  it  certainly  does  deprive  him, 
to  a  certain  extent,  of  his  liberty ;  for  it  takes  from  him  the  freedom  of 
adopting  and  following  the  pursuit  which  he  prefers ;  which,  as  already 
intimated,  is  a  material  part  of  the  liberty  of  the  citizen.'  It  is  true  that  these 
remarks  were  made  in  regard  to  questions  of  monopoly,  but  they  well  de- 
scribe the  rights  which  are  covered  by  the  word  'liberty'  as  contained  in 
the  14th   Amendment." 

Significantly.  Mr.  Justice  Bradle.v's  concurring  opinion  in  Butchers'  Union 
adverted  to  "The  granting  of  patents  for  invention"  as  one  instance  of  a 
legitimate  monopoly  because  "This  is  done  upon  a  fair  consideration", 
111  U.S.  at  763.  But  long  prior  to  Butchers'  Union,  "fair  consideration"  for 
a  constitutionally  valid  patent  had  been  defined  in  Hofchlciss  v.  Greenwood, 
52  T'.S.  248  (lSr>l),  as  requiring  the  disclosure  of  an  invention  exceeding 
"the  ordinary  skill  in  the  art".^'  The  compelling  reasons  for  this  patentability 
standard  were  more  fully  explicated  fourteen  years  before  AUgeyer  in  Atlantic 
Works  v.  Brady.  107  U.S.  192.  109-200  (18S3)  (cited  and  quoted  in  1950  in 
A.&P.  Tea  Co.,  supra),  as  follows: 

"The  process  of  development  in  manufactures  creates  a  constant  demand 
for  new  applicants,  which  the  skill  of  ordinary  head  workmen  and  engineers 
is  generally  adequate  to  devi.se,  and  which,  indeed,  are  the  natural  and 
proper  outgrowth  of  such  development.  Each  step  forward  prepares  the  way 
for  the  next,  and  each  is  usually  taken  by  spontaneous  trials  and  attempts 
in  a  hundred  differi-nt  places.  To  grant  to  a  single  party  a  monopoly  of 
every  slight  advance  inade,  except  ivhere  the  exercise  of  invention,  someivhat 
above  ordinary  mechanical  or  engineering  skill,  is  distinctly  shown,  is  unjust 
in  principle  and  injurious  in  its  consequences. 

"The  design  of  the  patent  laws  is  to  reward  those  who  make  some  .sub- 
stantial discovery  or  invention,  which  adds  to  our  knowledge  and  makes  a 
step  in  advance  in  tlie  useful  arts.  Such  inventors  are  worthy  of  all  favors. 
It  was  never  the  object  of  those  laws  to  grant  a  monopoly  for  every  trifling 
device,  every  shadow  of  a  shade  of  an  idea,  which  would  naturally  and 
spontaneously  occur  to  any  skilled  mechanic  or  operator  in  the  ordinary 
pogress  of  manufactures. .  . ." 

See  also  Reekendorfer  v.  Faber,  92  U.S.  347  (1876)  ;  Concrete  Appliances 
Co.  V.  Gomery.  269  TT.S.  177  (1925)  ;  Altoona  Publix  Theatres  v.  American 
Tri-Ergon  Corp..  294  U.S.  477  (1935)  :  Toledo  Pressed  Steel  Co.  v.  Standard 
Parts.  Inc.,  307  U.S.  350  (1939)  ;  and  Cuno  Engineering  Corp.  v.  Automatic 
Devices  Corp.,  314  U.S.  84  (1941),  as  well  as  Graham  and  Anderson' s-Blaclc 
Rock,  .lupra. 

When  the  paramount  right  of  every  citizen  to  "earn  his  livelihood  by  any 
lawful  calling",  and  in  that  pursuit  "to  be  free  in  the  enjoyment  of  all  of 
his  faculties",  is  contrasted  with  the  "limited  authority"  conferred  by  Article 
I,  Sec.  8.  CI.  8  to  grant  private  monopolies  but  only  "to  promote  progress 
in  .science  and  the  useful  arts",  it  is  apparent  that  there  is  no  place  in  the 
constitutional  scheme  for  trivial  patents.  Such  patents  not  only  run  afoul 
of  the  Fifth  Amendment,  but  also  bring  progress  in  the  useful  arts  to  a 
standstill   and  thus   defeat  the  objective   of  the  patent   clause   it.self. 


"The  "ordinary  skill  in  the  art"  test  was  not  new  in  1S51  but  represented  only  a 
eoncise  expression  of  the  same  patentability  standard  which  had  been  applied  from 
the  inception  of  the  patent  system.  As  stated  in  Oraham.  supra: 

"Tlotchkiss.  by  positinp:  the  condition  that  a  patentable  invention  evidence  more 
in.'.'eniiitv  and  skill  than  that  possessed  by  an  ordinary  mechanic  acquainted  with 
tbe  business,  merely  distintriiished  between  new  and  useful  innovations  that  were 
capable  of  sustainintr  a  fiatent  and  those  that  were  not.  The  Hotchkiss  test  laid  the 
cornerstone    of    the   judicial    evolution    suggested    bv    .Tefferson.  .  ."    ."^S.S    U.S.    at    11. 

Section    2    of   the    lO?.*?    Act    provided: 

".  .  .  And  it  Is  hereby  enacted  and  declared,  that  simply  chanpinqr  the  form  or  the 
proportions  of  any  machine,  or  composition  of  matter,  in  any  degree,  shall  not  be 
deemed   a    discovery." 
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Exclusive  patent  rights  are  constitutionally  reserved  for  the  truly  creative 
and  unexpected  advances  by  which  progress  in  the  useful  arts  is  clearly 
promoted. 

B.  The  Necessary  Role  of  Actual  Inventors 

One  of  the  substantive  changes  which  has  been  included  in  every  major 
patent  bill  since  1960.  including  S.  1321  (see  §§100(d),  111,  115  and  116), 
is  the  provision  for  the  filing  of  a  patent  application  by  the  mere  assignee 
of  the  alleged  actual  inventor.  These  provisions  substantially  depart  from 
present  and  all  i)rior  practice  pursuant  to  which  the  inventor  must  make 
oath  or  solemn  declaration  to  his  personal  inventorship  of  the  disclosed  and 
claimed  subject  matter  at  the  time  of  filing  the  application. 

There  has  always  been  some  question  among  lawyers  as  to  whether  the 
provisions  for  assignee  filing  are  constitutional.  Though  carefully  drawn 
to  require  inventor  identification  and  an  inventor's  oath  before  the  applica- 
tion issues  and  hence  to  preserve  some  surface  gloss  consistent  with  the 
mandate  of  the  constitutional  patent  clause  that  congressional  power  to 
establish  a  patent  system  is  limited  in  that  the  patent  right  may  be  secured 
only  to  "inventors",  these  provisions  have  all  raised  some  significant  problems. 

In  the  first  place,  opportunity  for  gross  error  in  the  original  specification 
is  enlarged  exponentially  in  a  system  where  the  true  inventor  does  not  read 
the  description  of  his  invention  until  after  his  application  is  on  file.  Since 
S.  1321  [Sections  120(c);  132(d);  and  201(a)]  is  properly  consistent  with 
present  law  in  stringently  prohibiting  an  applicant  from  introducing  "new 
matter" — i.e.,  matter  that  was  extrinsic  to  the  original  disclosure — and  at 
the  same  time  retaining  his  original  filing  date,  whole  new  problem  areas 
must  be  anticipated  if  assignee  filing  is  adopted.  Thus,  in  some  cases,  an 
application  filing  date  may  be  lost  because  the  inventor  finds  the  original 
disclosure  incorrect  and  inconsistent  with  what  he  in  fact  originated.  In 
others,  the  inventor  may  refuse  to  make  oath  to  an  application  inconsistent 
with  what  he  did,  and  the  result  may  be  litigation  between  assignee  and 
inventor.  Other  inventors,  though  knowing  the  application  describes  subject 
matter  they  did  not  invent,  may  make  perjured  oaths  rather  than  battle 
with  the  assignee — thus  rendering  the  patent  invalid  as  a  matter  of  law. 

In  this  connection,  it  should  he  noted  that  assignee  filing  as  proposed  in 
Recommendation  V  of  the  1966  Report  of  the  President's  Commission  on  the 
Patent  System  was  designed  only  to  complement  the  since  wholly  rejected 
first-to-file  provision  of  Recommendation  I — and  both  were  implicitly  a  part 
of  the  Commission's  overall  objective  of  attaining  greater  uniformity  and 
compatiJ)ility  with  the  patent  systems  of  other  major  industrial  countries." 
It  is  reasonable  to  assume  that  the  Commission  members  had  in  mind  a 
frequent  European  plaint  that  the  need  to  obtain  the  inventor's  signature 
before  filing  sometimes  occasions  such  dela.y  in  filing  a  United  States  counter- 
part to  an  already  filed  foreign  case  that  the  priority  date  available  under 
35  U.S.C.  119  is  lost,  and  that  they  believed  assignee  filing  would  correct 
this  situation.  Since  the  Commission's  working  papers  are  not  available  to 
the  public,  it  is  not  known  whether  the  new  problems  consequent  from 
assignee  filing  were  considered  at  all — and  it  is  to  be  doubted  that  the 
effects  of  assignee  filing  independent  of  a  first-to-flle  system  were  ever 
assessed. 

From  the  very  problems  that  are  immediately  implicit  in  assignee  filing, 
it  is  apparent  that  adoption  of  this  expedient  would  necessarily  invert  the 
importance  of  inventors    (assignees)    and  inventors   in   the   statutory   scheme. 


™  The    Commission    particularly    said    as    to    assignee    filing,    inter    alia,    that 

"The  present  patent  aet  requires  (with  specified  exceptions)  that  the  inventor,  at 
the  time  of  filing,  mnst  sign  the  application  and  make  an  oath  or  declaration  that 
he  made  the  invention.  Occasionally,  inventors  are  unavailable  or  unwilling  to  sign 
an  application  immediately  after  it  is  prepared.  Moreover,  it  is  sometimes  difficult  to 
determine  the  identity  of  an  inventor  at  the  time  the  application  is  prepared.  Delay 
in  complying  with  the  reouirements  has  resulted  in  loss  of  rights  to  the  application 
owner.  Such  delay  would  be  more  serious  when  the  effective  filing  date  is  treated  as 
the   date   of   invention. 

"The  intent  of  this  recommendation  is  to  simplify  the  formalities  for  filing  an 
application  by  allowing  the  owner  of  the  patent  rights  to  sign  and  file  the  necessary 
papers.    Many    detrimentnl    delays    thus   would   be   avoided. 

"Before  publication  of  the  application,  however,  the  assignee  must  provide  both  a 
declaration  of  originality  and  a  specific  assignment  from  the  inventor  to  safeguard 
the   interests   of    the    inventor    and    the    public.  .  ."    (pp.    14-15). 
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From  henceforward  the  investor  would  dictate  even  the  subject  matter  to  be 
covered  and  the  inventor,  unless  he  were  exceedingly  strong  willed  or 
independently  wealthy,  would  be  at  the  economic  mercy  of  the  unscrupulous 
investor.  Moreover,  a  particularly  pernicious  provision  originally  embodied 
in  S.  643  has  been  perpetuated  in  S.  1321 — to  wit,  §  116(b),  which  on  its 
face  sounds  innocuous  and  even  efficient,  but  would  actually  result  in  under- 
minding  the  inventor's  importance  and  denigrating  the  concept  of  prior  art 
as  expressed  in  Sections  102  and  103  of  S.  1321,  consistently  with  statutes 
extending  back  to  1790  and  precedent  that  finds  support  in  the  writings  of 
Tliomas  .Jefferson,  first  administrator  of  the  patent  system  under  the  1790  Act. 

Specifically,  Section  116(b)  provides  that  where  an  application  names 
more  than  one  inventor  "it  shall  not  be  necessary  for  each  person  named  as 
an  inventor  to  be  a  joint  inventor  of  the  subject  matter  asserted  in  any 
claim".  Present  law  requires  that  all  claimed  subject  matter  in  a  given 
patent  application  be  invented  by  all  named  inventors  and  implicitly  requires 
that  subject  matter  not  commonly  invented  by  all  of  them  be  presented  in 
a  separate  application.  x\s  so  presented  and  claimed  in  a  separate  application 
having  a  different  inventive  entity,  this  subject  matter  is  then  independently 
evaluated  under  35  U.S.C.  102  and  103,  inter  alia,  for  novelty  and  unobvious- 
ness over  prior  filed  applications  of  other  inventive  entities  within  the  same 
research  team.  As  acknowledged  in  an  article  appearing  in  the  August  1973 
issue  of  the  Journal  of  the  Patent  Office  Society,^" 

"Our  law  has  previously  been  based  on  the  concept  of  individual  inventor- 
ship. Consequently  the  law  at  present  recognizes  ownership  by  an  employer 
only  after  identification  of  a  particular  inventor  or  group  of  inventors.  In 
the  case  of  major  research  programs  requiring  team  effort  of  a  number  of 
people  this  means  that  the  total  accomplishment  generally  has  to  be  divided 
up  into  parts  each  associated  with  a  specified  inventor  or  group  of  inventors. 
Patentability  of  the  ultimate  achievement  of  the  team  is  then  not  based  on 
its  [overall]  impoi'tance  and  unobviousness,  but  on  a  decision  as  to  whether 
any  particular  part  of  it  was  obvious  from  the  last  preceding  step  made  by 
a    different   individual   member    of   the   team."    (p.    520) 

This  actual  practice  under  present  law  gives  the  iJUblic  an  immediate 
free  right  to  use  those  steps  which  represent  trivial  advances.  It  is  the  only 
practice  consistent  with  the  mandate  of  the  Constitution  "to  promote  pro- 
gress in  science  and  useful  arts"  by  conferring  exclusive  rights  upon 
inventors. 

What  §116 (b)  would  do  is  to  permit  a  monopoly  over  all  the  fruits  of  a 
research  project  in  one  giant  multiclaim  patent  filed  by  the  corporate  assignee, 
with  all  team  members  named  as  its  "inventors"  even  though  some  may 
have  participated  in  inventing  the  subject  matter  of  only  one  claim  directed 
to  subject  matter  obvious  relative  to  the  first  step  advance. 

The  result  of  §116 (b) — a  result  greatly  desired  by  those  who  would  sub 
silcntio  rewrite  the  constitutional  patent  clause  to  substitute  "investor"  for 
"investor" — would  be  to  afford  to  corporate  research  teams  far  more  com- 
prehensive patent  coverage  than  an  individual  inventor  could  hope  to  obtain 
and  to  divest  the  public  of  the  immediate  right  to  free  use  of  trivial  or 
obvious  advances  over  the  invention  covered  by  a  basic  patent.  The  individual 
inventor  will  be  particularly  prejudiced  because  his  work  at  each  step  of  a 
development  would  continue  to  be  evaluated  under  Sections  102  and  103 
against  all  prior  art,  including  his  competitors'  interim  improvements  upon 
his  basic  patent.  The  corporate  research  team,  on  the  other  hand,  will  be 
able  to  immunize  individual  parts  of  its  work  from  rejection  over  earlier 
completed  parts  and  at  the  same  time  to  blanket  the  whole  field  with  a 
patent.  Not  only  would  business  be  enabled  to  monopolize  great  chunks  of 
technology  in  a  way  and  to  an  extent  not  permitted  by  present  law.  but  a 
premium  would  be  placed  upon  the  size  of  the  corporate  investment  and 
resultant  research  team  in  direct  derogation  of  the  constitutionally  paramount 
public  purpose  of  the  patent  laws. 

In  short,  the  provisions  for  assignee  filing  open  a  varitable  Pandora's  box 
of  complex  and  difficult  problems  having  constitutional  ramifications.  The 
entire  subject  shoiild  be  carefully  reevaluated,  particularly  insofar  as  it  is 
inclusive  of  a  proposed  provision   of  the  ilk  of  Section    116(b). 


■■«  H.    Mover.    "'Obvious'    Differences — -What    Should    the    Points    of    Reference    Be?", 
Vol.  55.   No.   8,   .T.   Pat.   Ofc.   Soc'y    (1973),   p.   516. 
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IV.    CONSIDERATION    OF   SPECIFIC    SECTIONS    OF    S.    1321 

The  preceding  portions  of  this  statement  afford  a  proper  context  in  which 
to  consider  the  specific  sections  of  S.  1321  particularly  at  issue  at  these 
hearings.  It  is  helieved  self-evident  that  all  of  these  sections  substantially 
as  presently  articulated  are  essential  if  the  patent  system  is  to  function  in 
a   manner   consistent  with   its   only  legitimate  purpose. 

A.  The  Public  Counsel 

For  the  first  time  in  the  history  of  the  patent  system,  S.  1321  would  provide 
for  an  independent  "public  counsel"  expressly  charged  with  the  responsibility 
for  insuring  that  "high  quality  patents  which  meet  the  statutory  and 
constitutional  criteria  therefor  issue  from  the  Patent  Office".  In  the  past 
there  has  been  no  individual  with  such  a  responsibility — and  the  agency 
product  has  been  poor.  The  present  Patent  Office  Solicitor  performs  no  similar 
function,  is  answerable  to  the  Commissioner  and  the  Commerce  Department 
rather  than  the  public,  adheres  to  the  false  philosophy  of  the  Patent  OflBce 
and  has  the  duty  of  total  defense  of  whatever  position,  right  or  wrong,  the 
agency  may  take  on  any  issue.  Only  through  the  mechanism  of  an  independent 
advocate  free  from  the  restraint  presently  imposed  by  the  Commerce  Depart- 
ment and  the  organized  bar  upon  the  Patent  Office  can  it  be  insured  that 
only  constitutionally  acceptable  patent  monopolies  are  granted.  A  particularly 
important  provision  of  S.  1321  authorizes  the  public  counsel  to  intervene  at 
his  own  discretion  at  any  stage  of  any  Patent  Office  proceeding.  It  should 
be  recognized  at  once  that  any  limitation  upon  this  discretion  would  defeat 
the  primary  purpose  of  the  public  counsel.  For  example,  should  the  latter 
be  permitted  to  intervene  only  when  called  upon  by  the  Commissioner  or 
an  examiner  to  do  so,  the  very  evils  which  it  is  the  purpose  of  these  pro- 
visions of  S.  1321   to  correct  would  continue  unabated. 

B.  The  Establishment  of  the  Patent  Office  As  An  Independent  Agency 

The  establishment  of  the  Patent  OflSce  as  an  independent  agency  is 
essential  to  pieciude  the  present  undue  and  unacceptable  influence  of  the 
business  oriented  Department  of  Commerce  upon  the  Patent  Office  function. 
Indeed,  the  establishment  of  the  Patent  Office  as  an  independent  agency 
strongly  militates  in  favor  of  the  adoption  by  the  agency  of  a  public  interest 
oriented  stance  and  thereby  complements  the  proposal  for  establishment  of 
the  office  of  public  counsel  within  the  agency.  In  addition,  independence  of 
the  agency  may  serve  to  promote  greater  stability  in  the  administration  of 
the  agency — and,  it  is  to  be  hoped,  in  attracting  an  administrator  from 
outside  the  patent  field  who  has  no  bias  for  or  commitment  to  the  present 
patent  lobby. 

C.  Public  Adversary  Proceedings 

S.  1321  wisely  provides  for  public  adversary  proceedings  consequent  from 
the  intervention  of  any  interested  party  at  any  stage  of  any  Patent  Office 
proceeding.  By  this  means  the  ex  parte  secret  solicitation  of  private  patent 
monopolies  is  terminated.  For  the  first  time  the  public  can  be  assured  of 
its  right  to  be  heard  prior  to  the  grant  of  any  patent  which  purports  to 
compromise  its  rights.  These  provisions,  however,  will  be  meaningful  only 
if  the  salutary  complementary  provisions  of  §122  which  guarantee  the 
prompt  public  availability  of  all  patent  applications  are  concurrently  enacted. 

Public  adversary  proceedings  only  after  an  initial  agency  decision  of 
allowability  would  be  of  minimal  value  if  any ;  the  agency  having  made  its 
determination  of  patentability  cannot  reasonably  be  expected  to  change  its 
position  at  the  behest  of  a  third  party.  As  any  experienced  lawyer  knows, 
an  attempt  to  induce  a  judicial  or  quasi  judicial  body  to  change  a  decision 
it  has  already  made  is  an  uphill  struggle  with  only  a  small  chance  of 
success.  The  only  real  result  of  such  an  endeavor  in  the  Patent  Office  would 
be  prejudicial  to  the  public  in  that  the  tenuous  presumption  of  validity 
under  Section  282  of  the  statute  would  be  reinforced  because  the  Patent 
Office  would  have  "considered"  and  made  public  record  the  opposer's  prior 
art  references,  evidence  and  arguments.  In  .short,  the  predictable  net 
consequence  of  an  adversary  proceeding  only  after  a  primary  agency 
determination  of  patentability  would  be  to  aggravate  the  burden  on  already 
overworked  courts  in  patent  cases  by  artificially  reinforcing  the  statutory 
presumption  of  validity  of  what  are  all  too  frequent  worthless  patents. 
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D.  The  Provision  for  a  System  of  Deferred  Examination 

Clearly,  a  deferred  examination  system  reduces  the  burden  upon  the 
agency  because,  under  such  a  system,  many  applications  will  never  require 
full  Patent  Office  examination.  As  a  result,  the  examiners  will  be  placed  in 
a  position  to  make  a  proper  and  thorough  evaluation  of  the  lesser  number 
of  applications  which  must  be  fully  considered. 

A  vital  part  of  the  apposite  provisions,  moreover,  permits  "any  party, 
or  any  other  person"  to  make  a  request  for  an  examination  of  any  deferred 
application.  The  reason  for  this  provision  was  well  expressed  in  Section  9 
of  tlie  Report  of  the  President's  Commission,  i.e.,  that  "3.  By  requesting 
examination,  a  potential  infringer  or  other  interested  party  could  receive  a 
relatively  prompt  determination  of  the  invention's  patentability"  (p.  21). 
"When  this  opportunity  is  coupled  with  the  concurrently  afforded  opportunity 
to  intervene  and  participate  in  the  patentability  proceeding,  any  member 
of  the  public  will  have  a  chance,  under  S.  1321,  to  obtain  a  prompt  and 
ij!"vp(>nsive   disposition    of   potential    infringement    liability. 

E.  Maintenance  Fees 

TiLiintenance  fees  are  a  common  characteristic  of  most  European  patent 
sys'ems,  and  are  long  overdue  as  a  part  of  the  United  States  patent  system. 

Patent  applicants  are  a  favored  class  who  secure  private  monopolies  from 
an  agency  only  partially  supported  by  fees  which  the  applicants  pay.  Patent 
owners  enjoy  favorable  income  tax  provisions  having  virtually  no  counter- 
part for  other  property  owners  in  the  Internal  Revenue  Code.  Thus,  for 
example.  Section  1235  of  the  Internal  Revenue  Code  permits  a  patent  owner 
to  purportedly  transfer  "title"  to  a  patent  or  patent  application,  collect 
"payments"  in  the  nature  of  a  running  royalty  for  the  transfer  determined 
annually  and  spaced  throughout  the  life  of  the  patent — and  yet  treat  the 
entirety  of  this  periodic   income  as  a  capital  gain. 

It  is  common  knowledge  that  the  royalty  income  from  United  States  patent 
licenses  amoimts  to  tens  of  millions  of  dollars  annually.  There  is  simply  no 
rea.son  why  the  beneficiaries  of  this  income  should  not  pay  maintenance  fees 
suflScient  at  least  to  render  self-supporting  the  administrative  agency  which 
spawns  the  monopolies  l)y  which   the   royalties  are  secured. 

In  addition,  setting  the  maintenance  fees  at  a  high  level  benefits  the 
public  by  encouraging  relinquishment  of  patent  rights  to  free  public  enjoy- 
ment at  an  early  date  well  in  advance  of  the  statutory  expiration  date. 

STATEMENT  OF  EDWARD  S.  IRONS,  LAWYER,  WASHINGTON,  D.C. 

Mr.  Irons.  INIr.  Chairman,  we  find — I  find  the  bill  S.  1321  to  be 
unique  and  to  be  refreshingly  different.  It  is,  I  think,  the  first  patent 
reform  legislation  which  has  been  introduced  into  the  Congress  in 
recent  history  which  approaches  the  problem  from  the  point  of  view 
of  the  public  and  seeks  to  correct  the  situation  by  procedural  and  by 
substantive  law  which  is  consistent  with  the  constitutional  standard 
for  patentable  inventions  which  underlies  the  patent  system. 

The  problem  to  which  I  have  made  reference  is  the  basic  and 
fundamental  problem  that  three-fourths  or  more  of  all  patents  which 
are  issued  are  invalid,  and  those  are  only  the  ones  that  are  litigated. 
If  they  were  all  litigated,  I  think  the  percentage  would  be  much 
more. 

There  is  a  striking  contrast  to  the  approach  which  is  adopted  in 
S.  1321,  which  is  to  somehow,  in  fact,  reform  the  system  so  that  it 
serves  its  constitutional  and  public  purpose.  There  is  a  striking  con- 
trast with  that  salutory  objective  to  be  found  in  legislation  such  as 
S.  643  of  the  last  session  of  Congress  and  other  legislation  which  re- 
flects the  basic  view  of  the  organized  patent  bar  and  of  patent 
owners. 
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We  have  a  problem,  INIr.  Chairman.  The  problem  is  that  too  many 
patents  are  invalid.  There  are  two  wa^^s,  basically,  in  which  a  solu- 
tion to  this  problem  can  be  approached.  One  of  them  is  to  chanoje  the 
procedures  and  the  substantive  philosophy  in  the  Patent  Office  in 
the  way  the  Supreme  Court  has  repeatedly  admonished  to  get  the 
Patent  "Office  product  to  a  quality  level  such  that  it  will  pass  the 
muster. 

The  other  way — and  this  is  what  is  in  the  text  of  S.  64?>  and,  I 
am  sure,  its  counterparts  that  will  be  introduced  by  the  APLA  and 
others— the  other  way  is  to  attempt  by  legislative  fiat  to  lower  the 
standard  of — at  least  statutorily — patentable  subject  matter  so  that 
virtually  anything  that  you  file  the  application  on  matures  into  a 
private  monopoly. 

This  is,  then,  the  issue.  Are  we  going  to  make  the  Patent  Office 
conform  to  the  Constitution,  or  are  we  going  to  try  to  legislatively 
permit  the  Patent  Office  to  ignore  it,  perhaps  leaving  it  up  to  the 
courts  once  more  to  say,  no,  you  cannot  do  that  ? 

Behind  this  is  perhaps  an  even  more  fundamental  question.  That 
is,  whether  the  public  interest  really  is  at  the  heart  of  the  patent 
system,  or  whether  it  is  not,  whether  there  is  a  different  interest — 
tlio  different  interest  being  the  one  espoused  by  S.  643  and,  I  am  sure, 
the  APLA  bill.  It  is,  bluntly,  whether  the  patent  system  should  be 
some  form  of  a  public  subsidy  for  corporate  or  private  research.  This 
is  the  issue  that  is  before  this  committee  and  the  Congress  in  these 
bills. 

Every  objection  that  you  have  heard  to  the  specific  provisions 
which  this  hearing  is  concerned  with  is  in  the  direction  of  denigra- 
tion of  the  quality  of  the  patent  product  and  not  of  improving  it. 
S.  643 — I  have  not  seen  the  bill  the  APLA  is  putting  in,  but  I  do  not 
have  any  reason  to  think  it  would  be  any  different,  because  of  the 
philosophy  of  the  people  who  wrote  it — these  are  not  reform  bills  at 
all  in  the  sense  of  a  constructive,  meaningful  reform  designed  to 
really  improve  the  quality  of  the  Patent  Office  product. 

These  are  bills  that  say,  well,  we  know  we  have  a  problem.  Let's 
give  some  kind  of  lip  service  to  change,  but  let's  maintain  the  status 
quo.  And  while  we  are  maintaining  the  status  quo,  lot's  do  some  other 
things  which  we  have  Avanted  to  do  for  a  long  time,  among  these  be- 
ing, for  example,  amending  section  103  to  make  more  things  patent- 
able, permitting  the  filing  of  applications  not  by  inventors  but  by 
assignees,  and  a  host  of  other  things  that  I  will  not  enumerate  now.  " 

Consistent  with  the  procedures  which  were  outlined,  I  am  going  to 
restrict  my  comments  specifically  to  the  five  items  in  the  bill  which  are 
before  us  this  morning.  I  want  to  start  out  by  observing  that  there  are 
two,  I  think — at  least  two — common  contentions  which  crosscut  the 
opposition  to  meaningful  reform.  They  cut  across  probably  all  five 
of  these  issues,  and  I  am  going  to  make  a  brief  comment  as  to  both  of 
them. 

The  first  one  is  this  question  of  secrecy.  "V\niat  is  going  on  in  the 
Patent  Office  at  the  present  time  is  the  secret  ex  parte  proceedings 
that  result  in  private  monopoly.  No  one  has  a  right  to  be  heard  until 
the  patent  is  issued.  This  practice,  this  secret,  ex  parte  solicitation  of 
patents,  is  at  the  heart  of  why  so  many  patents  are  invalid.  There  is 
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not  any  other  system  in  our  government  which  will  make  an  award 
to  anyone  against  the  public  interest  on  a  secret  proceeding. 

'\Miat  is  the  reason  why  you  are  told  that  patent  applications  should 
be  maintained  in  secret?  The  reason  why  is — and  it  has  never  been 
expressed  literally — the  reason,  the  underlying  reason  is  that  there  is 
supposed  to  be  some  kind  of  a  right  which  inheres  in  the  owner  of  a 
patent  application  to  make  an  election.  He  is  supposed  to  have  a  right 
to  elect,  even  at  public  expense,  in  prosecuting  a  patent  application  to 
carry  it  up  clear  through  the  administrative  process  and  then  make  a 
decision  as  to  whether  or  not  he  can  still  keep  his  secret  or  whether  it 
has  to  be  made  available  to  the  public. 

Certainly,  this  may  be  nice  for  the  patent  applicants,  because  they 
can  preserve  what  they  call  trade  secrets  in  this  fashion.  But  it  is  anti- 
thetical not  only  to  the  public  interest  generally  but  to  the  funda- 
mental premise  on  which  the  patent  law  rests,  which  is  that  unpat- 
entable ideas  should  be  freely  circulated. 

But  the  problem  is  more  difScult  than  that.  The  consequence  of  the 
fact  that  the  Patent  Office  does  not  publish  patent  applications  is 
twofold.  First,  the  examiners  themselves  may  not  use  these  unpub- 
lished patent  applications  as  prior  art.  The  result  is  that  the  prior  art 
criteria  against  which  the  question  of  patentable  invention  is  to  be 
judged,  a  large  part  of  it  is  suppressed  in  the  Patent  Office  and  never 
used.  It  is  also  suppressed  from  the  public. 

You  haA^e  heard  this  morning  some  kind  of  a  backhanded  justifica- 
tion for  this.  It  is  said  that  none  of  these  patent  applications  that  are 
not  published  and  are  abandoned  disclose  anything  worthwhile  any- 
way. If  this  is  true,  why  is  there  this  great  campaign  to  keep  them 
secret ;  if  there  is  nothing  in  them  that  has  any  practical  value  at  all, 
there  is  no  reason  why  they  should  not  be  available,  and  should  not  be 
used  by  the  Patent  Office  and  the  public  as  a  part  of  the  prior  art  to 
assure  that  only  valid  patents  are  issued.  There  is  no  legal  or  logical 
justification  for  this  secrecy  concept. 

It  has  its  foundations  in  certain  elements  of  State  law  which  de- 
fine trade  secrets.  But  we  all  know,  and  we  are  constantly  reminded. 
Federal  patent  policy  is  supreme.  And  I  think  it  reaches  an  absurdity 
when  the  Patent  Office  disables  itself  to  do  its  job  by  imposing  rules 
of  secrecy  which  disqualify  prior  art. 

There  certainly  is  no  reason  why  the  applicant,  having  the  benefit 
of  a  publicly  financed  examination,  should  not  have  his  application 
published  at  once. 

This  brings  me  to  the  next  point.  There  has  been  some  concession 
to  adversary  proceedings.  It  is  said  these  adversary  proceedings 
should  not  be  indulged  until  after  the  patent  application  is  through 
the  examination  process  and  is  published.  The  real  reason  behind 
this,  I  think,  is  not  the  one  that  was  expressed,  but  it  is,  again,  the 
secrecy  problem. 

I  have  spent  many  years  at  the  patent  bar.  I  have  some  limited 
amount  of  experience  in  practice  before  the  Patent  Office.  The  Patent 
Office  is  no  different  than  any  other  judicial  or  quasi-judicial  body. 
Once  it  has  rnade  up  its  mind  that  something  is  patentable  and  has 
indicated  its  intention  to  grant  a  patent  on  it,  the  net  consequence — 
and  there  are  practical  occasions  when  you  can  do  this,  such  as  in  in- 
terferences— going  to  the  Patent  Office  and  saying,  here  is  some  prior 
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art  and  please  change  your  mind  and  hold  this  daim  unpatentable — 
the  net  consequence  of  this  usually  is  that  the  prior  art  is  made  of 
record.  The  claim  is  still  allowed  and  the  presumption  of  the  validity 
under  section  282  is  increased,  and  we  have  just  one  more  patent  for 
the  courts  to  struggle  with  . 

If  there  is  going  to  be  any  practical,  meaningful,  useful  adversary 
proceeding  it  must  be  under  circumstances  such  that  the  public  and 
the  public  counsel  of  the  Patent  Office  can  participate  in  this  pro- 
ceeding from  the  outset,  not  after  the  situation  has  been  crystallized 
and  you  have  to  convince  the  office  to  change  its  mind. 

This,  in  turn,  is  related  to  the  Office  of  Public  Counsel  itself.  I 
think  that  there  may  be  some  kind  of  a  time  limit  on  the  practical 
need  for  this  thing — this  thing  being  the  Public  Counsel  or  this  type 
of  administration.  It  may  also  be  related  to  whether  or  not  the  Pat- 
ent Office  is  an  independent  agency.  But,  so  long  as  it  is  within  the 
Department  of  Commerce,  and  bearing  in  mind  that  for  135  years 
more  or  less,  whe  have  had  an  ex  parte  secret  proceeding  with  its 
own  ingrown  problems,  and  bearing  in  mind  that  the  present  Solici- 
tor of  the  Patent  Office  must,  at  all  costs,  defend  the  Patent  Office 
position,  right  or  wrong,  and  is  necessarily  committed  to  the  pro- 
priety of  the  secret  ex  parte  proceedings,  it  seems  to  me  perfectly 
clear  that  the  only  way  in  which  we  can  bring  in  a  breath  of  fresh 
air  and  openness  and  a  real  determination  to  be  sure  that  the  product 
of  the  Patent  Office  meets  the  constitutional  standard  is,  at  least  for 
a  time,  to  get  a  new  officer,  a  new  lawyer,  in  fact,  a  public  counsel  just 
like,  Mv.  Chairman,  your  bill  proposes. 

I  think  this  is  vital.  I  think  that  all  of  these  proposals  that  have 
been  on  the  agenda  today  are  vital.  I  think  this  is  a  particularly 
important  one. 

If  the  Patent  Office  is  removed  from  the  Department  of  Commerce 
and  is  created  as  an  independent  agency,  then  the  Solicitor  may  well 
have  the  degree  of  independence  that  is  consistent  with  doing  the  job, 
which  I  do  not  think  he  does  now. 

As  ]Mr.  Schuyler  said,  the  Department  of  Commerce  never  brought 
pressure  on  him,  as  I  understood  it  and  the  record  will  show,  to  do 
anything  in  connection  with  a  certain,  specific  application.  I  am 
quite  sure  this  is  true.  I  do  not  have  any  implications  to  the  contrary. 

It  is  also  true,  and  it  is  common  knowledge,  that,  philosophically, 
the  concepts  of  what  should  be  the  standard  of  invention  and  the 
concept  of  what  should  be  prior  art — these  are  matters  upon  which 
the  Department  of  Commerce  itself  thinks — and  it  is  common  knowl- 
edge that  these  are  matters — these  policy  matters  are  things  that  the 
Departrnent  of  Commerce  seeks  to  impress  its  views  upon  the  Patent 
Office  with  respect  to.  I  do  not  think  there  is  any  reasonable  argu- 
ment about  it. 

And  the  Department  of  Commerce,  quite  legitimately,  is  the  voice 
of  business  in  the  administration.  I  think  the  Patent  Office  has  to  be 
taken  out  of  this  influence  and  established  as  its  own  independent 
agency,  where  it  can  do  its  job  for  the  public,  which  is  the  only 
constitutional  justification  for  its  existence. 

I  want  to  touch  just  in  passing  on  the  question  of  deferred  exami- 
nation, because  I  think  that  some  of  the  things  that  I  have  already 
stated  deal  with  it.  But  the  problem  which — the  objections  have  been 
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made  here  this  morninof  on  several  occasions  to  defer  real  examination 
is — this  came  up  in  countries  where  there  was  a  backlog,  and  we  do 
not  have  a  backloo;  any  more. 

Why  do  we  not  have  a  backlog? 

The  reason  why  we  do  not  have  a  backlog  is,  the  Patent  Office  is 
turning  out  hordes  of  invalid  patents  without  due  consideration  to 
their  legitimacy.  It  is  more  interested  in  quantity  than  it  is  in  qual- 
ity. That  is  how  the  backlog  was  reduced. 

In  the  1971  annual  report  of  the  Commissioner  of  Patents,  he 
speaks  with  pride.  It  says  that.  "Xew  records  were  again  established." 
They  were,  indeed.  There  were  more  disposals  in  the  Patent  Office — I 
guess  there  was  a  new  record  in  1971 — than  there  were  before,  and 
there  are  more  invalid  patents  than  there  were  before.  And  there  is 
burden  on  the  public  and  the  courts  as  a  consequence  of  it. 

I  have  spent  a  great  deal  of  my  time  in  the  Federal  courts  litigat- 
ing patents.  Everybody  outside  of  the  patent  system,  lawyers  in  other 
branches  of  the  profession.  Federal  judges,  economists — everyone  who 
looks  at  this  system  as  it  is  presently  constituted  is  absolutely  aghast 
at  the  way  it  is  organized  and  run. 

It  is  time,  Mr.  Chairman,  for  a  real  reform.  I  do  not  think  S.  1321 
is  necessarily  perfect,  but  philosophicallv,  it  is  directionally  right. 
The  five  things  that  are  on  the  agenda  today  are  all  necessary  things. 

The  argument  about  maintenance  fees,  I  think,  is  patently  spe- 
cious. In  truth,  patent  applicants  are  not  paying  anywhere  near  what 
they  ought  to  be  paying  for  the  monopolies  and  the  services  that  they 
are  getting  out  of  the  Patent  Office.  Thev  collect  millions  of  dollars 
of  royalties.  They  want  to  have  an  examination  which  admittedlv  is 
to  their  benefit,  but  thoy  still  want  to  keep  the  unsuccessful  applica- 
tions secret.  They  have  a  tax  break  that  no  one  else  has  anything  close 
to  in  section  1285  of  the  Internal  Revenue  Act.  which  permits  them 
to  purportedlv  sell  a  patent  and  collect  the  income  from  it  over  the 
whole  term  of  the  patent  and  treat  it  as  a  capital  gain. 

These  patent  applicants  and  patent  owners  are  a  very  favored 
group  of  people,  and  it  certainly  is  not  unreasonable  to  expect  them 
to  pay  the  cost  of  those  aspects  of  the  administrative  process  which 
result  in  the  patents  which  thev  impress  upon  the  public  to  collect 
millions  of  dollars  of  royalties  annually. 

INIr.  Brennan  read  Mr.  Schuyler  two  statements  out  of  my  prepared 
statement.  One  of  them  had  to  do  with  the  fact  that  the  office  of  Com- 
missioner of  Patents  was  a  political  plum.  The  answer  was  in  the 
context  of  how  much  Mr.  Schuyler  lost  in  his  service  as  commissioner 
for  a  few  years. 

It  is  common  knowledge  in  the  context  of  other  than  pure  dollars 
and  cents  inoome.  first,  that  the  office  of  Commissioner  of  Patents  is 
a  political  office.  It  changes  with  the  administration.  It  is  also  com- 
mon knowledge  that  many  patent  lawyers  aspire  to  it  and  want  it. 

I  do  not  want  to  get  into  personalities  or  any  implications  of  that 
kind.  But  the  fact  is  that  these  patent  lawyers  leave  their  law  firms. 
They  go,  become  Commissioner  of  Patents  for  a  few  yeai's.  They  go 
back  to  law  firms.  There  must  be  some  advantage  to  it,  or  they  would 
not  volunteer  foi-  it.  It  is  also  aii  iindisi^uted  fact  that  the  office  is  a 
political  office. 
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The  quality  of  patentable  inventions  is  certainly  not  measured  by 
the  number  of  applications  that  are  allowed.  It  is  measured  by  the 
quality  of  the  patent  claims  which  are  panted.  I  am  in  no  position 
this  rnorning  to  go  into  a  lot  of  detailed  statistics.  But  I  live  in  this 
profession,  and  I  have  lived  in  it  for  many  years.  And  I  have  young 
men  that  work  for  me  and  practice  before  the  Patent  Office  every 
day.  It  is  their  experience,  it  is  the  experience  of  a  great  many — a 
number  of  people — as  reported  in  books  and  publications,  some  of 
which  are  quoted  in  my  statement. 

As  I  have  said  before,  the  emphasis  is  now  on  quantity,  it  is  not 
on  quality.  Anybody  can  get  a  patent  on  virtually  everything  that  is 
novel.  It  is  a  shocking  thing. 

I  stand  absolutely,  without  hesitation,  upon  the  statements  that  I 
have  made  in  my  paper,  because  I  believe  them  to  be  correct. 

That  finishes  my  statement,  ]Mr.  Chairman. 

Senator  Hart.  Thank  you  very  much,  Mr.  Irons. 

I  assume  you  are  a  member  of  the  Patent  Law  Association  ? 

]Mr.  Iroxs.  I  am  not  a  member  of  the  American  Patent  Law  Asso- 
ciation. No.  sir.  I  was  at  one  time. 

Senator  Hart.  I  was  just  going  to  say  it  was  an  interesting  conven- 
tion if  you  were  there. 

I  will  address  this  to  you,  Mr.  Irons,  but  if  there  are  others,  in- 
cluding those  that  preceded  you,  who  want  to  respond,  we  will  receive 
it  for  the  record. 

Again,  as  a  layman,  and  acknowledging  that  you  can  play  games 
with  any  set  of  figures,  but  this  lousiness  of  a  rather  high  percentage 
of  patents  which  on  litigation  have  been  found  to  be  improperly 
granted  or  invalid,  that  percentage  added  to  the  very  blunt  expres- 
sions by  Federal  judges  as  to  the  inadequacies  of  the  system,  would 
suggest  that  we  ought  to  seek  to  improve  its  performance,  but  one 
could  not  rely  to  a  very  great  extent  on  the  work  product,  the  end 
decision. 

Here  is  the  question,  and  I  will  be  glad  to  get  answers  from  every- 
body. 

If  I  were  a  businessman  and  one  of  my  great  desires  was  to  be  a — 
was  predictability,  why  does  not  the  business  community,  particu- 
larly those  companies  that  seek  and  get  patents,  sound  off  more  clearly 
as  to  the  unsatisfactory  end  product  of  the  present  patent  system? 
Specifically,  why  do  they  not  say.  how  the  hell  can  I  commit  x  dollars 
for  an  exploitation,  wlien  I  read  Federal  judges  saying  a  high  per- 
centage of  the  paper  is  not  worth  the  cost  of  the  paper  itself  ? 

INIr.  Irons.  Mr.  Chairman,  you  have  your  finger  on  the  real  issue 
which  is  before  you,  and  I  respectfully  suggest  that  these  business- 
men and  through  their  patent  attorneys,  are  screaming,  and  loudly. 
You  have  probably  seen  it  in  papers  that  have  been  submitted  to  you. 
There  is  a  crisis  in  the  patent  system.  We  cannot  predict  with  any 
confidence  whether  our  patents  are  going  to  be  sustained  or  not.  We 
hear  judges  coiHlemn  thorn.  Something  must  be  done  about  it.  The 
Congress  must  do  something  about  it. 

The  problem  is,  there  is  commonality  in  viewpoint  that  something 
must  be  done  about  it,  and  believe  me.  Senator  Hart,  the  business 
community,  at  least  through  their  patent  groups,  are  very  vocal 
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about  this.  But  the  problem  is  one  of  approach.  They  say,  all  of  the 
courts  are  wrong ;  all  of  the  economists  are  wrong ;  all  of  the  people 
that  are  in  the  colleges,  and  the  professors  are  wrong.  There  is  not 
any  constitutional  standard  of  invention.  Give  us  predictability  by 
writing  into  the  statute  that  we  can  get  a  patent  on  virtually  every- 
thing, that  we  can  license  it  under  any  kind  of  conditions  we  want 
to,  and  in  other  words,  subsidize  our  research  effort. 

The  plea  is  there,  sir.  Do  not  misunderstand  me.  I  want  to  be  very 
clear.  There  is  considerable  agitation,  large  amounts  of  agitation  in 
the  business  community  over  this  very  predictable  factor.  The  con- 
ti'oversy  is  how  to  solve  it.  The  business  community  wants  to  solve  it 
basically  when  you  get  them  down  to  it,  by  lowering  the  standard  of 
invention.  All  of  these  things  we  have  discussed  this  morning  in  one 
way  or  another  relate  to  that. 
Senator  Hart.  Mr.  Brennan. 

]Mr.  Brenxax.  Mr.  Irons,  what  would  be  the  impact  of  a  public 
adversary  proceeding  on  a  small  independent  inventor? 

]\Ir.  Irons.  I  do  not  understand  that  it  would  have  any  more  serious 
impact  upon  him  than  anyone  else.  He  would  simply  have  to  justify 
to  the  Patent  Office  in  the  context  of  the  advisary  proceeding  that 
he  was  entitled  to  the  monopoly  that  he  requested. 

I  suppose  that  your  question  is  in  the  context  of  could  he  afford  it. 
]Mr.  Brenxax.  Indeed. 

Mr.  Iroxs.  I  simply  suggest  to  you,  Mr.  Brennan,  that  anybody 
that  seeks  a  monopoly  from  the  public,  cannot  complain  if  he  is  re- 
quired to  advance  sufficient  funds  to  demonstrate  that  he  is  entitled 
to  it. 

Mr.  Brexxax.  As  you  conceive  the  role  of  the  public  counsel,  how 
many  additional  employees  would  be  required  to  perform  those 
duties  ? 

Mr.  Irox'^s.  I  have  not  thought  in  terms  of  specifically  how  many 
employees  it  would  require  to  perform  those  duties,  but  I  completely 
disagree  with  the  suggestion  that  it  would  require  another  examining 
corps.  The  public  counsel,  as  I  read  S.  1321,  is  given  to  discretion  to 
select  those  cnses  that  he  wants  to  intervene.  He  is  not  required  to 
intervene  in  all  of  them. 

Mr.  Brexxax.  What  criteria  would  be  applied  in  exercising  this 
discretion  ? 

Mr.  Iroxs.  That,  too,  is  not  decided  in  the  bill,  but  both  you  and  I 
know,  ]\fr.  Brennan,  because  you  have  been  many  years  with  this 
subcommittee,  there  are  patents  of  major  importance  that  dominate 
all  industry,  and  there  are  patents  of  lesser  importance.  I  would  think 
one  criteria  would  be  a  patent  that  promised  to  dominate  an  industry 
might  be  worthy  of  particular  attention.  I  should  think  another  time 
when  the  public  counsel  might  have  particular  concern  would  be  if 
there  is  any  suggestion  of  impropriety.  I  am  not  using  the  word 
fraud,  but  T  intend  to  include  it,  some'  form  of  inequitable  conduct 
on  the  behalf  of  the  person  soliciting  the  patent. 

Mr.  Brexxax.  Do  you  see  any  constitutional  problems  if  one  appli- 
cation is  involved  in  a  more  thorough  process  than  that  of  another 
applicant  ? 
^Ir.  Iroxs.  No. 
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]Mr.  Brennan".  You  spoke  of  the  hordes  of  invalid  patents  that 
have  been  pourine:  out  of  the  Patent  Office  in  recent  years. 

Is  this  reflected  in  a  rise  in  the  number  of  litigated  patents  which 
are  found  to  be  invalid  in  the  Federal  courts? 

]Mr.  Irons.  If  you  think,  at  least  from  the  late  1940's  until  the  pres- 
ent time,  I  would  say  yes.  It  depends  on  the  timeframe. 

]Mr.  Brennax.  Your  testimony,  I  think,  was  directed  primarily  to 
the  last  4  or  5  years. 

INIr.  Irons.  The  percentage  of  patents  invalidated  in  the  last  4  or  5 
3'ears,  I  do  not  know  precisely. 

^Iv.  Brkxxax.  You  have  no  evidence  to  support  your  statement 

that  hordes  of  invalid  patents  are  pouring  out  of  the  Patent  Office? 

Mr.  Iroxs.  I  do  not  have  evidence  at  my  fingertips.  The  statistics, 

for  example,  is  in  the  Office  of  Publications  of  the  Administrative 

Office  of  the  Federal  courts,  for  example. 

]Mr.  Brexxan.  Would  you  be  willing  to  supply  for  the  record  any 
evidence  that  you  have  that  the  percentage  of  invalid  patents  has 
appreciably  increased  in  recent  years? 
]\Ir.  Iroxs.  I  will  supply  such  statistics  as  there  are. 
I  am  interested  in  your  questions.  I  have  not  noticed  a  request  for 
supply  of  any  evidence  to  suppoi-t  statements  such  as,  if  secrecy  were 
abolished  there  would  be  less  patent  applications,  or  any  evidence  to 
support  the  suggestion  that  the  abandoned  patent  applications  do 
not  disclose  anything  worthwhile,  or  any  evidence  to  support  the 
proposition  that  a  great  percentage  of  the  fees  of  the  Patent  Office 
are  really  for  the  benefit  of  the  public. 

Yes.  I  would  be  delighted  to  give  you  the  evidence  you  ask  for.  but 
I  think  the  evidence,  the  evidentiary  matter  is  at  the  heart  of  the 
problem,  in  Senator  McClellan's  bill  and  this  bill.  This  committee  is 
being  rushed  in  an  atmosphere  of  crisis  into  legislation  without  any 
adequate  evidentiary  base. 

I  think  your  point  is  very  well  taken.  I  would  like  to  call  your  at- 
tention to  the  fact  that  there  is  funded  to  the  tune  of  several"  million 
dollars,  somewhere  in  the  area  of  $2  million  or  $8  million  at  least,  in 
the  National  Science  Foundation,  studies  that  are  proceeding  today 
that  will  afford  the  Congress  a  factual  basis  on  which  to  make  the 
decision  that  it  is  being  asked  to  make  an  assumption. 
Mr.  Brenx^an.  Thank  you. 
No  further  questions. 

Senator  Hart.  Mr.  Irons,  thank  you  for  your  testimony. 
[The  information  referred  to  earlier  follows :] 

Supplemental  Statement  of  Edwaed  S.  Irons 

Submitted  herewith  as  Exhibit  1  for  inclusion  in  the  record  is  a  codv  of 
a  graph  wlach  appeared  in  the  Patent,  Trademark  and  Copyri^lit  Journal 
published  by  the  Bureau  of  National  Affairs  on  September  13  1973  Thi^ 
grapli  not  only  compares  patent  costs  in  several  of  the  world's  leading 
industrial  countries  but  it  contrasts  the  statistics  on  patents  -ranted  at 
compared  to  patents  applied  for  in  a  plurality  of  countries.  The  teaching  of 
the  graph  is.  inter  alia,  that  West  Germany  and  .Japan,  countries  many 
observers  believe  to  be  outstripping  the  United  States  in  productive  researcli 
and  development  as  well  as  in  the  commercial  application  of  new  technolo-v 
are  granting  a  significantly  smaller  proportion  of  patents  based  on  applica- 
tions filed  than  is  the  Ignited  States.  More  specifically,  this  graph  demo 
strates    that    West    Germany   grants    somewhat   less    than    20,000   patents    for 
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each  65,000  applications  filed,  while  Japan  grants  in  the  order  of  40,000 
patents  per  100,000  applications.  In  other  words,  both  of  tliose  countries  have 
a  high  standard  of  patentability  which  is  apparently  strictly  enforced  at 
tlie  Patent  Oftice  level.  By  contrast,  the  graph  shows  that  the  United  States 
Patent  Olfice  grants  approximately  75,000  to  80,000  patents  per  100,000 
applications  tiled.  Notably,  the  Patent  Office  in  West  Germany  is  a  strong 
and  independent  agency  in  no  sense  controlled  by  any  particular  executive 
department  of  the  government.  In  addition,  both  countries  have  viable  inter 
partes  opposition  proceedings  in  which  public  participation  is  strongly 
encouraged.  These  statistics  constitute  some  of  the  most  objective  evidence 
available  at  this  time  to  demonstrate  that  a  low  standard  of  patentability 
and  a  concomitant  high  rate  of  i.ssuance  of  patent  applications  are  (a)  un- 
necessary to  stimulate  either  research  per  se  or  investment  in  research  and 
development  and  (b)  actually  act  as  a  brake  upon  real  technological  progress. 
These  statistics  also  seem  clearly  to  indicate  that,  at  least  in  Japan  and 
West  Germany,  insistence  upon  a  high  standard  of  patentability  has  acted 
as  a  .spur  to  both  invention  and  investment.  It  is  instructive  to  note  that  the 
article  accompanying  the  graph  observes  that  under  the  German-Dutch  type 
of  patent  .system  "patents  are  hard  to  get  but  hard  to  challenge,  once 
obtained". 

We  in  the  United  States,  of  course,  have  the  reverse  situation — i.e.,  patents 
are  easy  to  get  and  easy  (albeit  expensive)  to  challenge.  The  fact  that  a 
high  proportion  of  patents  litigated  are  held  invalid  in  our  courts  has  long 
been  recognized.  While  statistics  on  patent  validity  adjudications  in  our 
courts  vary  from  one  time  period  to  another,  the  most  recent  reasonably 
accurate  compilation  of  statistics  known  to  me  appear  in  Kayton,  The  Crisis 
of  Law  in  Patents,  Pt.  I.  p.  5.  and  Appendix  2,  pp.  13  to  14  (Patent  Resources 
Grouj).  Wash.,  D.C.,  1970).  Other  statistics  possibly  available  to  Subcom- 
mittee members  as  of  September  11  were  published  in  the  Patent.  Trade- 
mark &  Copyright  Journal  of  the  Bureau  of  National  Affairs  for  September 
13.  1973  at  pages  Fl  and  F2.  These  latter  statistics  were  assertedly  compiled 
by  the  Patent  Office  and  cover  the  years  1968  to  1972.  inclusive.  They 
purport  to  show  that  only  50%  of  patents  litigated  in  the  federal  courts 
during  that  time  span  were  held  invalid.  These  Patent  Office  statistics  are 
subject  to  severe  criticism  because  they  include  nonappealed  and  non- 
reported  judgments  of  district  courts  which  may  in  a  large  proportion  of 
cases  yet  be  appealed  and  result  in  validity  decisions  or  which  may  have 
resulted  in  settlement  favorable  to  the  opposing  party  after  the  district 
court  judgment  because  the  patentee  knew,  after  seeing  his  opponent's  case 
that  the  district  court  would  surely  be  i-eversed  on  appeal.  Interestingly, 
these  statistics,  if  properly  confined  to  final  decisions  of  the  courts  of  appeals, 
are  acknowledged  by  the  Journal  to  demonstrate  that  approximately  70% 
of  patents  litigated  in  the  1968-1972  period  were  found  invalid  and  hence  to 
be  con.sistent  with  the  Kayton  statistics.  A  further  criticism  can  validly  be 
made  of  the  Patent  Office  statistics  becau.se  of  their  inclusion  of  results 
from  the  Court  of  Claims,  a  court  having  relatively  little  incentive  to  hold 
patents  invalid  because  the  party  opposing  the  patents  before  it  is  always 
the  Ignited  States  Government — and  the  Government  is  often  understandably 
reluctant  to  press  vigorously  for  a  holding  of  invalidity  of  a  patent  it  duly 
granted. 

It  should  further  be  noted  that  there  are  no  statistics  yet  available  on 
court  adjudications  of  patents  issued  within  the  last  five  or  six  years.  There 
is  in  general  a  time  lag  between  the  issuance  of  a  patent  and  its  adjudication 
in  any  court  even  in  instances  where  litigation  is  instituted  promptly  upon 
the  issuance  of  tlie  patent.  In  many  cases,  litigation  does  not  ensue  until 
the  patent  is  several  years  into  its  term.  The  result  is  that  any  effort  to 
determine  the  fate  in  the  courts  of  patents  issued  by  the  Patent  Office  in 
the  last  five  years  must  necessarily  Ite  postponed  at  least  another  five  years 
and  perhaps  longer  in  order  for  sufficient  adjudications  to  have  been  made 
to  permit  any  meaningful  statistics.  It  is  fair  to  say,  however,  that  I  have 
noted  in  the  course  of  my  own  work  for  my  own  clients  that  the  quality 
of  the  Patent  Office  product  is  steadily  deteriorating  and  I  have  found  in 
conversations    with    patent    lawyer    colleagues    from    other    places,    including 
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patent  lawyers  employed  by  my  corporate  clients,  that  many  of  them,  too, 
have  noted  a  trend  toward  issuance  of  an  increasingly  greater  number  of 
invalid  patents  consequent  from  an  increasingly  lowered  standard  of  inven- 
tion in  the  Patent  Office.  It  appears,  moreover,  from  the  prepared  statements 
of  certain  of  the  witnesses  before  the  Subcommittee,  including  particularly 
that  of  Mr.  Milton  Weissman.  a  Patent  Office  I'rimary  Examiner,  and  those 
of  the  corporate  counsel  who  testitied,  that  this  general  deterioration  in 
Patent  Office  application  of  patentability  standards  is  widely  recognized  both 
within  and  without  the  Patent  Office. 

SOME    MISCONCEPTIONS    ABOUT    PATENT    APPLICATION    SECRECY 

The  prepared  statement  of  Mr.  Thomas  E.  Kauper,  Assistant  Attorney 
General,  Antitrust  Department,  Department  of  Justice,  presented  September 
12,  1973  asserts  that  "since  the  tirst  patent  statute,  .  .  .  disclosure  to  the 
public  has  occurred  only  after  the  Government  has  Lssued  a  patent"  (p.  8; 
emphasis  added).  The  statement  then  proceeds  to  quesriou  whether  the  type 
of  opposition  proceeding  contemplated  by  S.  1321  which  would  require  an 
abolition  of  the  secrecy  practice  should  not  be  modified  to  a  more  "balanced" 
position  in  which  limited  secrecy  to  patent  applicants  would  still  be  avail- 
able. In  fact,  it  is  not  correct  that  either  the  first  patent  statute  or  any 
subsequent  patent  statute  prior  to  35  U.S.C.  122  of  the  1952  Patent  Act 
contained  any  requirement  for  secrecy  of  patent  applications  at  any  stage 
of  their  prosecution.  Quite  significantly.  Section  12  of  the  Act  of  1836,  which 
for  the  first  time  provided  for  the  filing  of  caveats,  decreed  that  these 
should  be  held  "in  the  confidential  archives  of  the  Office  and  preserved  in 
secrecy"  but  carefully  distinguished  them  from  applications  as  to  which  no 
requirement  for  secrecy  was  made.^ 

There  is  no  indication,  moreover,  either  in  the  Patent  Office  rules  or  else- 
wliere  that  any  practice  of  maintaining  pending  patent  applications  in  secret 
was  adopted  until  approximately  1850 — some  60  years  subsequent  to  the  first 
p:itent  statute.  All  abandoned  patent  applications  were  routinely  available 
to  the  public  pursuant  to  the  Patent  Office  rules  and  practice  until  approxi- 
mately 1879.  At  that  time.  ba.sed  on  The  Corn  Planter  Case,  90  U.S.  181 
(1874),  which  held  that  an  abandoned  application  of  earlier  date,  though 
prima  facie  evidence  of  prior  invention  and  prior  inventorship,  could  be 
rebutted,  the  Patent  Office  ceased  to  cite  abandoned  applications  as  prior 
art  against  pending  applications  and  also  changed  the  rule  which  theretofore 
had   made   abandoned    applications    routinely   publicly   available. 

And  even  today  under  35  U.S.C.  122  disclosure  to  the  public  of  the  subject 
matter  of  many  patent  applications  occurs  long  before  the  government  issues 
any  patent.  For  example,  in  many  foreign  countries  the  complete  text  of  the 
United  States  application  upon  which  a  foreign  application  is  based  l)ecomes 
publicly  available  at  or  shortly  after  the  date  of  the  foreign  filing.  Since 
the  United  States  applicant  must  file  his  application  in  those  foreign 
countries  subscribing  to  the  Paris  Convention  and  the  Stockholm  Revision 
thereof  within  one  year  of  the  United  States  application  if  the  benefit  of 
the  United  States  filing  date  is  to  be  preserved,  a  very  large  number  of 
the  applications  that  are  filed  in  the  United  States  Patent  Office  become 
public  through  foreign  patent  offices  within  approximately  one  year  of  their 
filing.  Certain  agencies  of  the  United  States  Government,  e.g..  NASA,  make 
their  applications  publicly  available  as  soon  as  they  are  filed,  both  in  the 
Ignited  States  and  elsewhere.  And.  of  course,  the  subject  matter  of  United 
States  patent  applications  is  in  many  cases  made  publicly  available  through 
publication  in  technical  journals  and  the  like  or  through  public  use  and 
sale  of  the  subject  matter  embodied  therein.  In  short,  the  protestation, 
though  frequently  heard,  that  all  pending  patent  applications  are  required  to 
be   held   in  secrecy  until   the  issuance   of  a    patent    is   simply   incorrect   even 


I  A  cavent  Is  essentially  a  written  description  of  an  invention  filed  with  the  Patent 
Office  for  the  puriiose  of  establishing  that  the  inventor  was  In  possession  of  the  idea 
therein  expressed  by  the  date  that  it  bears.  Such  documents  do  not,  and  did  not  in 
IS.^f).  have  the  status  of  patent  applications.  Under  the  1S.S6  Act,  the  caveat  was 
held  In  secret  until  the  filing:  of  the  application,  but  no  statutory  restraint  was  placed 
upon  the  publication  of  the  application. 
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today  in  the  face  of  35  U.S.C.  122,  the  first  statute  to  aflSmatively  autliorize 
sucli  secrecy.  Indeed,  it  takes  a  very  agile  patent  applicant  to  maintain 
tlie  subject  matter  of  his  patent  application  a  total  secret  prior  to  its 
issuance. 

3.J  U.S.C.  122  when  enacted  in  1952  was  represented  to  Congress  to  be  a 
codification  of  a  long  standing  Patent  Office  rule.  Thus,  the  Reviser's  Note 
accompanying  the  statute  at  the   time  of  its  enactment   states : 

"This  section  enacts  the  Patent  Office  rule  of  secrecy  of  applications." 

Along  the  same  vein,  Mr.  P.  J.  Federico's  commentary  on  the  1952  Patent 
Act  says  of  35  U.S.C.  122  that 

"Section  122  is  a  new  section  which  enacts  as  part  of  the  statute  the 
rule  of  secrecy  of  patent  applications  which  has  been  in  the  Patent  Office 
rules  in  one  form  or  another  for  about  a  hundred  years. .  . ." 

In  fact,  the  purpose  of  Section  122  was  not  really  to  codify  an  agency 
practice — though  this  may  have  been  incidentally  accomplished — but  sub 
silentio  to  lend  an  aura  of  statutory  authority  to  a  false  theory  that  grew 
up  at  some  indeterminate  time  between  1870  and  19.52. 

In  liis  book,  "The  Supreme  Court  and  the  Administrative  Agencies",  The 
Free  Press,  N.Y.  (19GS),  Martin  Shapiro  has  devoted  some  84  pages  to  the 
subject  of  "The  Supreme  Court  and  the  Patent  Office".  Of  particular 
interest  in  the  context  of  the  present  effort  to  modernize  the  patent  laws 
are  the  revealing  subsections  (pp.  204-213)  relating  to  the  Patent  Act  of 
1952  and  the  manner  in  which  it  was  formulated  and  enacted,  a  copy  of 
which  is  appended  as  Exhibit  2.  This  material  demonstrates  that  the  actual 
drafters  of  the  1952  Patent  Act  carefully  concealed  from  the  Congress  the 
basic  intent  underlying  many  of  the  provisions  written  into  the  statute  and 
in  due  course  adopted  by  Congress  with  wholly  different  intent  in  view, 
without  knowledge  of  the   drafters'   real  purpose  or  the  pertinent  facts. 

35  U.S.C.  122  was  unquestionably  one  of  the  statutory  provisions  which 
Congress  was  induced  to  enact  without  knowledge  of  the  underlying  intent 
of  the  persons  who  drafted  it  or  the  facts  pertinent  to  why  it  was  desired. 
Since  its  enactment.  35  U.S.C.  122  has  consistently  been  utilized  as  the 
vehicle  for  imparting  a  tinge  of  federal  "property  right"  to  so-called  "trade 
secrets"  constituting  unpatented  and  unpatentable  subject  matter.  Proponents 
of  trade  secret  "property  rights"  argue  that  the  secrecy  provision  of  35 
U.S.C.  122  is  intended  to  afford  to  the  alleged  "property"  owner  an  absolute 
right  of  trade  secret  "property"  in  the  subject  matter  of  all  abandoned 
patent  applications,  and  that  each  patent  applicant  has  the  right  after  he 
has  had  his  patent  application  examined  at  public  expen.se  to  decide  whether 
it  shall  be  exploited  as  a  trade  .secret  or  as  a  patent.  In  .short,  under  this 
theory  patent  applicants  never  lose  because  if  they  can't  qualify  for  a  patent 
or  are  dissatisfied  with  the  claims  the  Patent  Office  will  allow  they  can 
abandon  their  applications  and  still    have  monopolies  called   "trade  secrets". 

To  amplify,  it  is  presently  common  practice  under  the  state  law  for  the 
holders  of  alleged  trade  .secrets  to  license  such  trade  secrets  for  running 
royalty  payments  to  a  plurality  of  competitors.  It  is  not  unusual  for  these 
running  royalty  payments  to  continue  in  perpetuity  or  for  other  arbitrarily 
selected  periods  greatly  in  excess  of  the  statutorily  authorized  patent  term. 
As  will  readily  be  seen,  when  a  so-called  "trade  secret"  is  actually  shared 
among  all  the  significant  competitors  in  a  field,  each  of  them  paying  a  run- 
ning "royalty"  in  exchange  for  having  received  a  disclosure  of  the  "trade 
secret"  subject  matter,  the  so-called  "owner"  is  in  the  same  position  with 
respect  to  the  enjoyment  of  a  reward  extracted  from  members  of  the  public 
as  if  he  had  obtained  a  valid  patent  from  the  Patent  Office.  At  the  same 
time,  he  enjoys  many  advantages  that  the  holder  of  a  valid  patent  does  not 
in  that  thf're  is  no  law  of  "misuse"  of  trade  secrets  and  no  way  in  which 
a  trade  spcret  can  be  invalidated.  INIoreover.  because  the  trade  secret  holder 
chooses  the  limits  of  his  "trade  secret"  himself  and  need  not  observe  the 
limits  of  claims  granted  by  the  Patent  Office,  also  choose  the  term  of  his 
trade  secret  himself  and  hence  is  not  limited  by  the  statutory  monopoly 
term  of  the  patent,  and  still  further  chooses  those  to  whom  he  will  "license" 
the  secret,  on  any  basis  he  wishes  without  fear  of  being  guilty  of  patent 
misu.se    as   a    result   thereof,    he   is   in    effect    his    own    patent    office    and    his 
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mouopoly  is  in  many  respects  greater  than  that  which  the  government  affords 
to  a   Icgirimate  pateutee." 

That  Congress  had  no  such  end  in  view  when  it  enacted  35  U.S.C.  122 
is  abundantly  clear  from  the  legislative  history  of  tlie  1952  Patent  Act 
including  the  record  of  the  hearings  which  preceded  the  enactment  and  the 
Senate  and  House  Reports  which  accompanied  it.  Indeed,  the  entire 
theory  that  secrecy  in  the  Patent  Office  has  as  its  purpose  to  promote 
private  trade  secret  interests  of  individual  inventors  is  not  only  foreign  to 
the  spirit  and  intent  of  the  constitutional  patent  clause  which  has  a 
l)rimary  public  purpose  but  one  which  finds  no  support  whatever  in  any 
record  of  any  antecedent  Congressional  deliberation,  statute  or  precedent. 
Only  cetain  text  writers  of  relatively  latter  day  origin  have  purported  to 
subscribe  in  any  manner  to  this  theory  and  even  they  provide  no  cogent 
support  for  it — as  they  could  not.  since  none  exists. 

Retention  in  the  Administration  patent  bill  which  first  became  available 
to  the  public  on  September  27,  1973  of  a  provision  for  maintaining  patent 
applications  in  secret  until  a  notice  of  allowability  is  given  is,  insofar  as 
the  organized  patent  bar  is  concerned,  retention  of  the  tenuous  and  at  no 
time  consciously  or  directly  statutorily  sanctioned  by  Congress  "right  of 
election"  between  a  patent  monopoly  and  a  trade  secret  monopoly  after  the 
public  has  paid  for  an  examination. 

RELATION    OF    SECTIONS    122    AND    .Till    OF   THE   ADMINISTRATION   EIIX 

The  new  Administration  bill  couples  its  retention  of  Section  122.  essentially 
unchanged,  with  a  new  Section  301  which  would  effectively  legitimatize 
the  private  trade  secret  monopoly  and  give  trade  secret  "owners"  carte 
blanche  to  victimize  the  public  through  spurious  private  monopolies  neither 
constitutionally  sanctioned  nor  permitted  by  federal  patent  law.  In  particular, 
subsection  (b)  of  Section  301  purporting  to  prohibit  the  states  from  granting 
"the  right  to  limit  the  full  and  free  use  by  the  public  of  ideas  in  the  public 
domain  or  isi  general  circulation"  is  amlnguou.s.  Strictly  construed,  it  would 
appear  to  permit  the  state  to  grant  some  form  of  "petty  patent"  or  "trade 
secret"  right  enforceable  against  others  on  any  sub.iect  matter  which  could 
be  shown  to  be  novel  by  virtue  of  the  slightest  variation  from  known  subject 
matter  or  which  would  be  obvious  in  relation  to  "ideas  in  the  public  domain 
or  in  general  circulation".  The  interplay  between  Section  122  and  Section  301 
is  such,  if  enacted,  that  the  two  sections  will  be  used  to  revitalize  and  re- 
inforce one  another  and  will  be  argued  as  constituting  a  congressional 
approval  of  the  practice  of  filing  a  patent  application,  obtaining  an  examina- 
tion at  the  expense  at  least  in  part  of  the  general  public,  and  then,  in  the 
light  of  the  narrow  scope  of  coverage  available  from  the  Patent  Office,  de- 
ciding that  the  subject  matter  shall  be  held  "secret"  for  exploitation  as  a 
monopoly  under  state  law  in  accordance  with  Section  301  rather  than 
permitted  to  issue  as  a  patent — and  this  notwithstanding  the  fact  that 
these  matters  have  never  been  fully  and   candidly  aired  before  Congress. 

The  problem  with  Sections  122  and  301  of  the  Administration  bill  is 
particularly  highlighted  by  the  present  pendency  before  the  Supreme  Court 
of  a  petition  for  writ  of  certiorari  in  No.  73-187,  Kewanee  Oil  Co.  v.  Bicron 
Corp.,  et  al.  The  case  arises  from  the  Court  of  Appeals  for  the  Sixth  Circuit 
which  held  effectively  that  subject  matter  which  has  been  exploited  by 
public  use  and  sale  for  more  than  one  ,vear  and  hence  can  no  longer  qualify 
for  a  valid  patent  may  not  be  protected  as  a  trade  secret  but  must  be 
considered  under  35  U.S.C.  102(b)  to  be  within  the  public  domain.  The 
Administration  bill  as  now  presented  would  sub  silentio  overrule  or  at  least 
attempt  to  overrule  the  Kewanee  case  regardless  of  how  the  Supreme  Court 
may  deal  with  it.  The  objective  is  to  preempt  or  overrule  any  Supreme 
Court  decision  on  the  question  of  whether,  in  acordance  with  the  previous 
decision  in  Lear  v.  Adkins.  395  U.S.  653  (1969),  the  constitutional  patent 
clause  and  all  the  patent  laws  as  heretofore  enacted  by  Congress  circumscribe 


2  Proponents  of  this  arsue  that  because  an  independent  discoverer  of  the  trade  secret 
can  use  it  freely — i.e.,  one  cannot  be  sued  for  infringement  of  a  "trade  secret" — the 
trade  secret  protection  is  less.  It  should  be  recognized  that  this  single  disadvantage 
is  outweighed  for  many  would-be  monopolists  by  the  significant  advantages  detailed 
in   text. 
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the  law  of  private  contract  relating  to  trade  secrets  in  essentially  the  same 
way  that  the  patent  clause  and  the  patent  laws  since  1790  were  found  to 
circumscribe  the  state  law  of  unfair  competition  in  Sears,  Roehuck  &  Co.  v. 
Stiff  el  Co..  376  U.S.  22.5  (1964),  and  Compco  Corp.  v.  Day-Brite  Lighting. 
Inc..  376  U.S.  234  (1964).  In  short,  what  the  Administration  bill  will 
accomplish  if  enacted  is,  without  knowledge  by  the  Congress  of  all  the  facts 
or  the  real  intent,  to  foreclo.se  decisions  which  tlie  Supreme  Court  may 
make  in  the  future  on  constitutional  grounds.  If  Congress  is  now  to  make 
judgments  upon  the  leeway  to  be  afforded  the  states  for  the  protection  of 
trade  secrets  by  private  monopolies,  then,  at  the  very  least.  Congress  must 
engage  in  detailed  consideration  in  the  light  of  full  knowledge  of  what  it  is 
accomplishing  and  must  particularly  consider  what  limits  the  constitutional 
standard  of  invention  necessarily  imposes  on  such  private  monopolies.  It  is 
submitted,  moreover,  that  Congress  should  not  place  a  federal  legislative 
imprimatur  upon  the  state  law  of  trade  seci'ets  as  it  now  exists,  since  that 
law  as  now  extended  far  beyond  the  narrow  bounds  of  personal  fiduciary 
relationship  upon  which  it  was  originally  premised  and  as  to  which  it  is 
still  valid,  is  necessarily  in  direct  conflict  with  tlie  constitutional  patent 
clause  and  every  patent  law  enacted  by  Congress  since  1790.  In  short,  there 
is  no  clearly  demonstrated  need  or  .iurisdiction  for  this  sweeping  legislation, 
which  has  not  been  fully  explained  to  Congress  and  has  not  been  the  subject 
of  fully  focused  factual  inquiry  by  the  Subcommittee. 

The  foregoing  discussion  of  Sections  122  and  301  of  the  Administration 
bill,  first  available  to  the  public,  including  the  writer,  on  September  27, 
1973,  is  not  intended  to  be  exhaustive  of  criticism  of  the  provisions  of  that 
bill.  Per  contra,  in  the  short  time  that  such  bill  has  been  available,  there 
has  been  no  opportunity  to  digest  or  consider  thoroughly  any  of  the  others 
of  the  provisions  it  contains.  Other  provisions,  like  those  especially  dis- 
cussed, may  also  contain  hidden  or  camouflaged  dangers  to  which  the 
Si'ibcommittee  should  be  alert  and  hence  careful  consideration  of  every 
provision  of  the   Administration  bill   is   urged. 

SPECIFIC    COMMENT    CONCERNIXG    PARTICULAR    SECTIONS    OF    S.    1.321 

Many  sections  of  S.  1321  have  already  been  the  subject  of  extensive 
comment  by  the  writer  and  by  otliers  who  have  testified.  Presumably  various 
sections  will  also  be  commented  upon  in  writing  by  members  of  the  public 
who  did  not  testify.  Particular  attention  is  invited,  however,  to  the  following 
specific  subsections  which  it  is  believed  merit  further  consideration  by  the 
Subcommittee : 

Section  119(c). — This  section  should  be  reworded  to  make  clear  that  even 
though  the  first  filed  foreign  application  has  not  been  "withdrawn,  abandoned 
or  disposed  of  without  having  been  laid  open  to  public  inspection  and  without 
leaving  any  rights  outstanding",  a  subsequently  filed  application  in  the  same 
foreign  country  by  the  same  applicant  may  serve  as  the  basis  for  a  right 
of  priority  provided  the  first  application  was  filed  not  more  than  one  year 
before  the  United  States  application.  Such  a  provision  is  consistent  with 
tlio  o'-i.iiiial  T'ai-i^  Convention  and  the  Stockholm  Revision:  is  consistent 
with  tlie  treatment  that  United  States  applications  are  afforded  in  foreign 
countries,  and  is  consistent  with  the  way  that  the  present  law  is  construed, 
quite  properly,  by  the  Patent  Office.  To  exemplify ;  If  the  first  filed  foreign 
application  does  not  contain  sufficient  disclosure  to  satisfy  35  U.S.C.  112  or 
otherwise  fails  to  satisfy  some  requirement  of  United  States  law  but  a 
subsequently  filed  foreign  application  is  adequate  under  United  States  law 
and  a  United  States  application  based  upon  l>oth  is  filed  within  a  year  of 
(he  filing  date  of  the  first  application,  the  fact  that  only  the  second  applica- 
tion complies  with  United  States  law  and  hence  qualifies  under  3.5  U.S.C. 
119  should  not  prejudice  the  applicant  from  ol)taining  the  benefit  of  his 
second  application.  In  such  a  case,  moreover,  so  long  as  the  United  States 
noplicnti'Mi  has  been  filod  within  a  year  of  the  first  filed  application,  the 
Ignited  States  pnldic  is  in  no  way  hurt  by  the  fact  that  the  earliest  priorit.v 
date  available  to  the  applicant  is  the  later  date  of  the  second  application. 

Section  120. — The  desirability  of  perpetuating  any  form  of  continuation- 
in-part  application  is  exceedingly  doubtful.  One  of  the  most  frequent  criticisms 
of  the  United  States  patent  system  I  have  heard  voiced  by  foreigners  is 
a   criticism   of   the   continuation-in-part   practice   as   it  now   exists.   Moreover, 
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the  practice  is  widely  abused  both  by  design  and  by  accident.  The  practice 
frequently  results  in  situations  where  an  applicant's  T'nited  States  patent 
issued  from  his  continuation-in-part  application  is  invalid  based  on  the  35 
U.S.C.  102(b)  or  (d)  consequences  of  his  own  foreign  patent  issued  on  a 
counterpart  to  his  original  United  States  patent  application.  If  the  practice 
is  to  be  as  severely  curtailed  as  it  would  be  if  Section  120(a)(4)  of  S.  1321 
were  enacted,  it  will  be  relatively  unavailable  to  practitioners  in  any  event 
and  extremely  cumbersome  to  deal  with.  It  would  seem  that  total  abolition 
of  the  pratice  by  deletion  of  the  section  might  well  be  the  more  desirable 
alternative  since  it  would  permit  simplification  of  the  practice  and  would 
give   greater   certainty   to   practitioners   in   the   long   run. 

Section  282(c).- — This  subsection  would  greatly  complicate  the  presently 
required  statutory  notice  under  35  U.S.C.  2S2  re(iuired  of  persons  opposing 
the  validity  of  a  patent.  In  point  of  fact,  the  present  Section  282  notice  is 
an  outmoded  throwback  to  practice  under  the  equity  rules  as  it  existed 
before  the  Federal  Rules  of  Civil  Procedure  with  their  liberal  discovery 
provisions  were  promulgated  for  all  litigation,  including  patent  litigation. 
In  litigation  as  it  now  exists,  every  litigant  (including  every  patentee)  has 
the  right  by  the  use  of  interrogatories,  pretrial  depositions  and  requests  for 
admission  to  obtain  whatever  information  he  may  deem  necessary  relative 
to  the  claims  which  are  being  made  against  him  including  the  basis  for 
allegations  of  invalidity,  etc.  Because  the  tendency  is  toward  simplification 
and  not  overcomplication  of  litigation  procedures,  it  would  seem  more  equit- 
able and  more  appropriate  to  delete  the  anachronistic  requirement  for  the 
282  notice  altogether  and  to  leave  to  patent  litigants  the  choice  of  what 
pretrial  discovery  to  pursue.  The  trial  judge,  who  presumably  will  know  the 
facts  of  the  case,  will  be  able  better  to  determine  the  extent  of  specific 
information  that  it  is  feasible  or  useful  to  require  in  any  given  case. 

SPECIFIC    COMMENT    ON    THE    PROPOSED    APLA    BILL 

This  bill,  filed  as  a  part  of  the  testimony  given  September  11  on  behalf  of 
the  American  Patent  Law  Association,  is  not  really  a  "reform"  or  "modern- 
ization" bill  at  all.  It  fundamentally  constitutes  a  mere  rehash  of  S.  643 
with  some  retrogressive  embellishments,  e.g.,  in  Sections  102  and  103  de- 
signed to  make  patents  easier  to  obtain  and  easier  to  enforce.  It  has  already, 
in  essence,  been  fully  considered  and  rejected  by  the  Subcommittee  and 
hence  does  not  merit  further  detailed  consideration  at  this  time. 
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The    Supreme    Court   and    Administrative    Agencies 
By    Martin    Shapiro 

THE    PATENT    ACT    OF    10  52 

From  an  excursion  into  tlie  world  of  litigational  bargaining  we  return 
to  our  main  story,  this  time  at  the  year  1952.  But  the  story  itself  now 
leads  us  from  Supreme  Court  and  administrative  asency  to  pressure  groups 
and  Congress.  And  again  this  is  not  an  unusual  route  peculiar  to  patent  law. 
Since  both  court  and  agency  function  as  supplementary  lawmakers  under 
the  statute  maker,  it  is  hardly  surprising  that  the  statute  maker  sporadically 
intervenes  in  tlie  relationships  between  his  two  subordinates.  It  is  important 
to  note,  however,  that  such  intervention  may  create  a  major  change  in 
policy,  a  minor  change  or,  in  spite  of  the  passage  of  a  whole  new  statute, 
no  change  at  all.  In  other  words,  it  should  not  be  automatically  assumed 
that  the  statute  maker  always  makes  big  policy  decisions  and  the  courts  and 
agencies  little  ones.  Each  is  capable  of  various  levels  of  intervention  in  the 
legal  process  taken  as  a  whole.  The  Patent  Act  of  19r)2  illustrates  an  inter- 
vention by  the  statute  maker  that  approaches  the  zero  level. 

It  is  always  best  to  begin  the  examination  of  a  new  statute  at  the  begin- 
ning, not  with  its  birth  l)Ut  its  conception.  By  the  early  1950s  there  was  a 
widespread  feeling  among  patent  lawyers  that  the  Supreme  Court  had  gone 
astray  and  that  somehow  the  good  old  days  as  symbolized  in  the  pre-1930 
cases  had  been  better  and  should  be  revi.sited.  The  Patent  Ofl3ce  was,  of 
course,  both  a  source  and  supporter  of  these  sentiments.  In  1952  one  of  those 
legislative  accidents  occurred  that  frequently  serve  as  the  catalyst  that  turns 
widespread  sentiment  into  concrete  political  action.  Congress  was  in  the 
process  of  recodifying  the  laws  of  the  United  States.  The  U.S.  Code  is  an 
arrangement  in  logical  sequence  of  all  the  laws  passed  by  Congress.  But  as 
minor  amendments  and  major  changes  build  up,  and  are  tacked  on  here 
and  there  to  the  old  code,  things  get  more  and  more  confused.  Eventually 
tlie  Congress  does  a  periodic  general  cleaning  and  straightening  up  and  then 
re-enacts  its  newly  ordered  arrangement  of  the  laws  as  a  new  edition  of 
the  U.S.  Code.  It  just  so  happened  that  in  1952  the  subcommittee  of  the 
House  Judiciary  Committee  in  charge  of  going  through  the  entire  code  and 
preparing  a  new  edition  was  the  subcommittee  which  in  the  normal  course 
of  its  business,  when  it  wasn't  redoing  codes,  was  in  charge  of  proposed 
patent  legislation.  So  long  as  the  subcommittee  had  to  work  over  the  patent 
sections  of  the  Code  anyway  for  a  new  edition — and  they  badly  needed 
straightening — it  might  as  well  take  the  occasion  to  improve  the  law,  since 
that  was  part  of  its  normal  responsibilities — two  birds  with  one  stone,  so  to 
speak. 

At  least  those  forces  anxious  to  undercut  the  Supreme  Court  pressed  this 
argument  on  the  members  of  the  subcommittee.  They  responded  favorably 
and  set  the  subcommittee's  professional  staff  to  work  on  drafting  new 
legislation.  The  reader  will  recall  that  the  rather  cumbersome  term  "statute 
maker"  rather  than  Congress  was  ori.ginally  adopted  to  emphasize  that 
legislation  was  often  a  joint  product  of  the  executive  and  legislative  branches, 
not  of  Congress  alone.  He  should  not  he  surprised  to  tind  then  that  Mr.  J.  P. 
Federiro.  a  leading  member  of  the  Patent  Office  bureaucracy,  soon  appeared 
as  a  counsel  to  the  subcommittee — that  is.  a  member  of  its  staff — and  was 
given  the  central  responsibility  for  drafting  the  proposed  law.  There  is 
nothing  improper  about  this.  Experts  fom  the  agencies  are  frequently 
seconded  to  congressional  committees  for  such  work.  But  in  a  very  real 
.spnsp  the  Patent  Office  wrote  the  congressional  statute  of  1952  as  part  of  its 
cfnitinued   battle   with   the   Supreme   Court. 

It  had  help.  The  American  patent  bar  is  a  relatively  well-organized  group 
comprehending  most  of  the  lawyers  who  specialize  in  patent  matters,  formed 
into  regional  associations  with  a  national  coordinating  hierarchy.  As  soon 
as  patent  law  revision  was  in  the  wind,  this  group  created  a  task  force  of' 
its  most  prominent  leaders  to  help  shape  the  legislation.  This  task  force 
became  so  active  in  the  statute  drafting  that  in  the  end  Mr.  Frederico  did 
not  so  much  draft  legislation  lor  a  congressional  committee  as  iiiitJi,  the 
patent    bar.    Not    only    did    he    and    three    lawyers    officially    representing   the 
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organized  patent  bar  do  almost  all  of  the  drafting,  but  the  drafts  were 
circulated  among  all  the  prominent  patent  lawyers  and  revised  to  conform 
to  their  desires. 

Political  scientists  have  often  pointed  out  that  it  is  incorrect  to  view 
cougreysional  lawmaking  as  necessarily  occurring  in  the  context  of  various 
pressure  groups  fighting  it  out  against  one  another.  Very  frequently  there 
is  only  one  pressure  group  in  the  field  at  a  time,  and  it  fights  for  what  it 
wants  but  not  against  any  particular  interest-group  opposition.  While  patent 
lawyers  of  course  represent  infringers  as  well  as  patent  lawyers  in  court, 
the  bulk  of  their  services  to  clients  consists  of  helping  them  obtain  and 
defend  the  validity  of  patents.  Quite  naturally  then  they  tend  to  identify 
the  good  with  more  patents  rather  than  fewer,  just  as  does  the  Patent  Oflice 
for  a  different  but  parallel  set  of  reasons.  Thus  the  Patent  Office  and  the 
patent  bar  comprise  a  powerful,   "propatent"  pressure  group. 

Because  no  group  of  lawyers  and  no  government  agency  specializes  in 
fighting  against  patents,  and  no  particular  segment  of  the  business  community 
is  uniformly  harmed  by  patents,  there  is  no  "antipatent"  pressure  group. 
The  "antipatent"  interest  in  this  country  is  not  specialized  or  concentrated, 
but  consists  only  of  the  general  interest  shared  by  all  citizens  that  their 
government  not  make  a  bad  bargain  for  them  when  selling  its  stock  of 
limited  monopolies,  t^uch  amorphous  interests  are  notoriously  underrepresented 
iu  American  politics  precisely  because  no  organized  group  and  no  specialized 
government  agency  speaks  for  them.'"  Indeed,  it  makes  considerable  sense 
to  view  the  Supreme  Court's  role  in  this  area,  as  in  some  others,''^  as  the 
representation  of  widespread  but  unorganized  public  interests  that  are  not 
adequately  represented  in  the  executive  or  legislative  branches.  This  may 
be  tlie  major  special  reason  justifying  court  intervention  iu  this  area  of 
policy  making. 

In  any  event  the  propatent  forces  had  a  free  hand  in  writing  the  legisla- 
tion unopposed  by  any  countervailing  group.  Of  course  the  congressman  on 
the  sul>committee.  and  then  those  on  the  full  Judiciary  Committee,  all  of 
them  lawyers,  but  none  particularly  expert  on  patent  matters,  did  review 
the  draft.  But  they  made  few  changes,  and  the  Committee's  report  and 
"Revisor's  Notes,"  which  accompanied  and  explained  the  bill,  were  written 
by  Frederico,  either  independently  or  in  cooperation  with  the  representatives 
of  the  patent  bar.  One  of  those  representatives  has  proudly  answered  the 
question:    "Who  wrote   the    patent  laws    of   1952?   We    did." 

The  bill  then  had  to  proceed  to  the  floor  of  the  House  where  theoretically 
the  whole  memliership  considers  it  before  exercising  their  legislative  will. 
It  was  lirought  up  on  tlie  unanimous-consent  calendar,  no  one  objected,  and 
it  was  passed  without  debate ;  the  whole  proceedings  taking  perhaps  thirty 
seconds.  It  then  went  to  the  Senate,  where  the  Senate  Judiciary  Committee 
made  only  a  few  minor  changes.  The  bill  failed  of  unanimous  consent  on 
the  floor  of  the  Senate,  one  senator  asking  the  chairman  of  the  Judiciary 
Committe  whether  the  bill  was  simply  a  new  codification  or  made  changes 
in  the  law,  the  chairman  replying  that  it  was  simply  a  codification.  The 
bill  subsequently  passed  with  no  further  debate. 

Tliere  is  little  question  that  the  general  membership  of  Congress  had  no 
idea  what  it  had  enacted  and  was  left  with  the  impression  that  it  didn't 
matter  anyway,  since  the  bill  was  simply  a  recodification  of  the  previously 
existing  law.  The  peculiar  coincidence  which  started  the  whole  process  off 
had  much  to  do  with  this.  In  a  normal  year,  if  a  patent  bill  had  been 
brought  to  the  floor  everyone  would  have  assumed  it  meant  some  change  in 
the  existing  law.  Committees  don't  devote  energy  to  bringing  in  new  bills 
that  do  nothing.  But  in  the  year  that  Congress  was  re-enacting  the  whole 
U.S.  Code,  and  from  the  subcommittee  that  was  doing  all  the  re-enactment, 
this  bill  must  have  appeared  to  most  congressmen  to  be  simply  another  in 
the  stream  of  re-enactments.  It  would  have  taken  an  alert  congressman 
indeed  to  remember,  if  he  had  even  known  such  a   minor  thing  in   the  first 


=1  The  nearest  approach  in  the  patent  field  is  the  Antitrust  Division  of  the  .Tustice 
Department  wiiicli  is  concerned  with  patents  insofar  as  their  manipulation  contributes 
to  violation  of  the  antitrust  laws,  and  quite  significantly  this  acrency  is  the  only 
"antipatent"    voice   in   Washington,    besides    the    Supreme    Court   itself. 

'2  See   Shapiro,   Freedom   of  Speech,  the  Supreme   Court  and  Judicial  Review    (19fi5). 
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place,  that  the  subcommittee  handling  recodification  of  the  whole  body  of 
law  just  happened  to  also  be  the  subcommittee  which  had  special  jurisdic- 
tion over  patents,  and  then  put  two  and  two  together  to  conclude  that  this 
particular  recodification  might  not  therefore  simply  be  a  recodification  but 
a  new  law.  And  even  if  such  a  congressman  had  existed,  and  he  had  then 
bothered  to  get  a  copy  of  the  bill  and  read  it  carefully  line  by  line,  another 
minor  miracle  in  and  of  itself  since  few  congressmen  have  time  to  do  this 
sort  of  thing,  there  are  so  few  hints  in  the  language  of  the  statute  that 
it  is  anything  but  a  recodification.  So  much  of  it  is  precisely  that,  that  only 
a  superalert  congressman,  fully  briefed  by  someone  on  what  to  look  for, 
would  have  spotted  any  changes.  There  was  no  someone,  because  there  was 
no  antipatent  interest  group  fighting  the  bill,  and  there  was  no  superalert 
congressman. 

LEGISLATIVE    INTENT 

I  have  not  gone  into  all  this  just  to  illustrate  the  vagaries  of  Congress 
but  rather  to  provide  some  concrete  data  on  which  to  base  a  discussion  of 
"legislative  intent"  which  is  frequently  a  key  problem  in  administrative- 
judicial  conflicts,  and  also  because  the  specific  question  of  whether  Congress 
intended  simply  to  codify  previous  law  or  pass  new  law  becomes  the  principal 
vehicle  for  policy  debate  in  the  post  1952  period. 

It  is  one  of  the  small  ironies  of  political  studies  that  the  principal  source 
of  information  for  our  story  of  the  writing  of  the  patent  law  by  an  interest 
group  composed  of  propatent  lawyers  and  bureaucrats,  and  its  consequent 
passage  by  a  Congress  totally  unaware  of  what  it  was  doing,  is  the  reports 
of  one  of  the  drafters,  a  noted  patent  lawyer  and  leader  of  the  propatent 
forces.^  And  he  makes  his  revelations  in  order  to  prove  that  the  legislative 
iiitent  of  the  1952  laws  is  to  liberalize  the  standard  of  invention  not  codify 
the  old  law.  What  he  actually  proves  is  that  Congress  in  passing  the  legislation 
thought  it  was  passing  a    simple  codification. 

Why  then  does  this  distinguished  lawyer  and  judge  think  he  is  proving 
the  opposite?  The  answer  lies  in  the  several  difCereut  approaches  to  legislative 
intent  that  typically  lead  to  conflict  in  the  administrative-judicial  sphere. 

The  lawyer  almost  instinctively  treats  a  statute  as  a  legal  document  like 
a  contract.  Its  meaning  is  to  be  derived  from  its  plain  words,  no  matter 
what  those  who  signed  it  actually  intended.  When  its  words  are  not  entirely 
clear,  one  looks  to  the  meaning  that  those  who  wrote  the  words  intended 
them  to  have.  The  argument  in  the  patent  area  then  becomes  clear. 
Precisely  'because  Congress  did  not  know  what  it  was  doing  when  it  passed 
the  statute,  and  prechely  hccauKC  the  words  of  the  statiite  are  not  themselves 
absolutely  clear,  the  statute  means  whatever  those  who  drafted  it  wanted 
it  to  mean.  Since  those  who  drafted  it  meant  its  words  to  reduce  the 
standard  of  invention  below  that  used  by  the  Supreme  Court,  that  is  the 
meaning,  i.e.,  the  legislative  intent,  of  the  statute. 

The  legal  conventions  that  grew  up  around  the  interpretation  of  contracts 
are  based  on  a  set  of  circumstances  and  considerations  that  are  not  neces- 
sarily applicable  to  the  reading  of  statutes.  Many  administrators  and  judges 
today  prefer  not  to  pretend  that  a  statute  is  like  a  contract,  but.  shifting 
to  direct  and  realistic  political  analysis,  to  ask  what  did  the  Congress  really 
want?  This  question  leads  to  its  own  difficulties. 

Frequently  a  statute  consists  of  a  set  of  verbal  devices  used  to  compromise 
between  various  conflicting  interests  and  purposes  rather  than  specifically 
furthering  one  interest.  Congress  in  effect  avoids  choosing  between  the 
interests  l)y  using  words  that  each  can  interpret  as  favorable  to  it.  Indeed 
different  congressmen  may  have  voted  for  the  bill  for  entirely  different 
reasons,  some  taking  the  words  one  way  and  some  another.  Realistic  political 
analysis  lies  not  in  trying  to  discover  the  "true"  meaning  of  such  a  law. 
but  in  taking  it  as  a  command  by  the  statute  maker  to  its  administrative 
and  judicial  subordinates  to  work  out  on  their  own  initiative  a  compromise 
satisfactory  to   the  interests   at  play. 

Alternatively  it  may  be  discovered  that  Congress  as  a  whole  had  no 
intention,    in    the    sense    that    it    was    simply    approving    what    one    of    its 


''See    Rioh.    "Conprppsionnl    Tntpnt — Or     Wbn    Wroto    tho    Patent    Apt    of    19.52?"    in 
Patent  Procurement  and  Exploitation  61—78    (1963). 
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committees  had  done,  trusting  its  committee  to  have  done  the  right  thing. 
Most  congressmen  rely  heavily  on  the  judgment  of  the  committees  and 
their  votes  on  a  bill  frequently  mean :  whatever  the  committee  wanted,  it 
should  get.  Where  this  is  true  judges  and  administrators  will  turn  heavily 
to  committee  reports  and  statements  of  committee  members  as  evidence  of 
what  the  statute  meant. 

Even  when  congressmen  wish  to  exercise  an  independent  judgment,  they 
will  often  make  committee  reports  and  committee  members'  statements  the 
principal  basis  for  those  judgments.  So  here  again  realistic  analysis  will 
rely  heavily  on  such  materials  to  determine  what  the  congressmen  thought 
they  were  doing  when  they  voted  yes.  For  example  when  a  committee  report 
explains  that  a  bill  will  do  X,  there  is  strong  reason  to  believe  that  most 
of  the  congressmen  voting  for  it  wanted  X  done.  The  more  technical  and 
remote  from  their  major  concerns  a  given  bill  is,  of  course,  the  more  reliance 
congressmen  will  place  on  committee  information  and  consequently  the  more 
that  information  reveals  what  they  thought  they  were  getting  when  they 
voted  aye. 

Thus  administrators  and  judges  in  determining  legislative  intent  are 
likely  to  attempt  to  trace  the  actual  process  of  decision  making  in  Congress, 
giving  great  weight  to  those  materials  which  give  evidence  of  what  the 
congressmen  actually  thought  they  were  doing.  Frequently  such  analysis 
will  lead  to  the  conclusion  that  Congress  collectively  had  no  single  purpose 
and  that  a  law  was  passed  by  a  coalition  of  congressmen  each  wanting 
different  things.  Since  there  is  no  unified  legislative  intent  in  such  instances, 
the  administrator  or  judge  is  free  to  do — indeed  has  to  do — what  he  pleases 
within  the  broad  limits  set  by  the  coalition.  He  will,  of  course,  then  pick 
and  choose  among  the  materials  of  the  legislative  history  to  support  his 
own  decision.  Such  picking  and  choosing,  emphasizing  one  senator's  state- 
ment, ignoring  another's,  etc.,  will  often  appear  to  be  an  artificial  and 
hypocritical  game,  but  the  game  does  not  alter  the  fact  that  where  different 
elements  of  a  winning  congressional  coalition  wanted  different  things  out  of 
a  bill,  or  did  not  know  what  they  wanted,  judges  and  administratoi's  are 
not  only  entitled  but  forced  to  choose  one  thing  or  another  when  it  comes 
to  specific  enforcement. 

The  patent  laws  of  1952,  however,  offer  a  relatively  rare,  clear  situation 
that  neatly  dramatizes  many  of  these  problems.  "We  know  what  the  drafters 
wanted — to  undercut  the  Supreme  Court.  Here  and  there  in  the  committee 
reports  and  other  committee  publications  there  are  hints,  quite  obviously 
put  there  precisely  so  that  they  could  later  be  used  as  "legislative  history", 
that  the  bill  did  more  than  codify  existing  law.  But  it  is  absolutely  clear, 
and  indeed  no  one  has  questioned  the  fact,  that,  when  the  Congress  voted, 
what  it  thought  it  was  voting  on  and.  therefore,  what  it  said  it  wanted, 
was  a  simple  codification.  Only  the  most  fantastically  legalistic  and  artificial 
analysis,  devoid  of  all  commitment  to  political  reality,  could  conclude  that 
the  legislative  intent  was  what  the  drafters  secretly  wanted  and.  as  we 
shall  see  shortly,  expressed  in  deliberately  ambiguous  language,  rather  than 
what    the    Congress    clearly   thought   it    was    doing. 

What  then  did  the  new  statute  accomplish?  The  propatent  forces  had  done 
what  many  interest  groups  do  when  they  lose  with  one  set  of  politicians : 
they  tried  another.  Congress.  Rut  the  propatent  forces  anticipated  that  if 
they  tried  to  get  Congress  to  explicitly  reverse  the  Supreme  Court's  opinions 
of  the  late  1930s  and  1940s,  they  might  run  into  substantial  opposition. 
Posing  the  real  issue  openly  might  have  provided  the  stimulus,  time  and 
opportunity  for  antipatent  forces  to  rally  and  counterpressure  Congress. 
Instead  the  propatent  forces  exploited  a  tactical  advantage  to  slip  by  an 
unaware  Congress  a  statute  too  ambiguous  to  inspire  opposition  but  one 
that  might  subsequently  be  used  to  help  lever  the  Supreme  Court  out  of  its 
po'-itinn.  Tn  adopting  this  tactic,  however,  the  propatent  forces  paid  a  very 
high  price  to  avoid  opposition  in  Congress.  They  ended  up  with  a  statute 
that  did  not  clearly  show  a  congressional  intent  to  reverse  the  Supreme 
Court  and  thus  one  that  could  not  be  a  very  effective  instriiment  in  forcing 
the  Court  out  of  its  position. 

For  not  only  did  the  actual  circumstances  of  the  act's  passage  make  it 
clear  that  Congress  as  a  whole  had  simply  intended  to  codify  in  19.52  whatever 
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the  law  had  been  in  1951,  without  even  being  aware  of  a  difference  between 
the  Patent  Office  and  the  Supreme  Court,  let  alone  settling  it  on  the  side 
of  the  Office,  but  the  wording  of  the  statute  itself  was  meaningless  as  far 
as  the  court-agency  dispute  was  concerned.   The  key  passage  reads : 

"A  patent  may  not  be  obtained  though  the  invention  is  not  identically 
disclosed  or  described ...  if  the  differences  between  the  subject  matter 
sought  to  be  patented  and  the  prior  art  are  such  that  the  subject  matter  as 
a  whole  would  have  been  obvious  at  the  time  the  invention  was  made  to  a 
person  having  ordinary  skill  in  the  art  to  which  said  subject  matter 
pertains."  ^ 

This  is  simply  a  legislative  restatement  of  the  Hotdtkisft  (est.  The  Supreme 
Court  had  consistently  said  that  it  was  following  the  Hotchkiss  test  in  reach- 
ing the  results  it  did.  The  statute  does  not  say  that  Cuno  and  A.&P.  were 
misapplications  of  the  test.  If  a  statute  repeats  a  judicially  created  test 
that  has  been  used  continuoiisly,  it  is  normally  taken  to  incorporate  into 
the  statutory  law  the  case  law  that  has  grown  up  under  the  test.  Thus  the 
statute  of  1952  in  this  sense  actually  approves  and  confirms  the  Supreme 
Court  opinions  in  Cuno  and  A.&P.  In  short  if  a  statute  says  we  affirm  the 
test  that  the  Supreme  Court  says  it  has  been  using,  without  specifically 
condemning  he  Supreme  Court's  results  in  applying  the  test,  Congress  is 
declaring  its  approval  of  whatever   the   Supreme   Court   has  been   doing. 

On  the  other  hand,  it  can  be  argued  that  the  Supreme  Court  had  really 
abandoned  the  good  old  test  of  Hotclilciss  for  a  strongly  antipatent  position, 
so  that  when  Congress  writes  the  Hotchkiss  test  into  the  statute,  it  is  really 
telling  the  Court  to  go  back  to  the  old  propatent  position.  Aside  from  the 
fact  that  Congress  wasn't  telling  the  Court  anything  because  it  didn't  even 
know  what  was  going  on,  the  difficulty  with  this  argument  is  that  it  simply 
assumes  what  is  to  be  proven,  that  the  Court  has  really  abandoned  an  old 
propatent  policy  embodied  in  Hotchkiss  and  that  when  anyone  says  the 
Hotchkiss  words  they  really  mean  a  low  standard  of  invention. 

]Mr.  Brennan.  We  have  another  former  Commissioner,  Mr.  Chair- 
man, former  Commissioner  Edward  J.  Brenner. 

Senator  Hart.  Before  you  start,  I  have  a  feeling  we  are  going  to  be 
interrupted  by  a  vote.  You  may  begin. 

]\Ir.  Brennan.  Mr.  Brenner,  you  have  a  prepared  statement.  I  as- 
sume you  wish  to  have  it  printed  in  full  at  this  point  in  the  record  ? 

INIr.  Brenner,  Yes,  I  would  propose  that  it  be  printed  in  the  record 
and  for  me  to  highlight  the  different  points  in  my  prepared  state- 
ment. 

Mr.  Brennan.  Fine. 

[The  prepared  statement  of  Mr.  Brenner  follows :] 

Statement  of  Edward  J.  Brenner 

I  appreciate  very  much  being  aiforded  the  opportunity  to  testify  before 
this  Subcommittee  on  the  subject  of  the  general  revision  of  the  patent  law, 
Title  35.  My  testimony  today  is  based  upon  my  overall  experience  in  the 
fields  of  invention,  innovation  and  patents  including  in  particular  the  five 
years  I  served  as  United  States  Commissioner  of  Patents.  However,  my 
testimony  also  reflects  my  experience  in  corporate  patent  work  in  a  very 
large  company  and  a  medium  sized  company  and  my  experience  in  the 
private  practice  of  patent  law  working  with  independent  inventors  and 
small  companies  as  well  as  my  experience  of  serving  as  Executive  Director 
of  the  As.sociation  for  the  Advancement  of  Invention  and  Innovation. 

As  you  know,  the  sul)ject  of  general  revision  of  the  patent  laws  of  the 
United  States  has  been  under  active  consideration  now  for  nearly  a  decade. 
1  hope  that  it  will  be  i)ossible  to  enact  a  meaningful  revision  of  these  laws 
during  this  Congress,  which  will  strengthen  the  patent  system,  preserve  the 
exclusive  nature  of  the  patent  grant  and  increase  the  incentives  for  carry- 
ing out  invention  and  innovation  in  our  country.  My  comments  today  will  he 
made    in    light    of    these    objectives    which    are    essential    to    achieving    the 


3*35   U.S.C.    Sec.    10.3    (1964). 
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Constitutioual  objective  of  the  patent  system,  namely  to  promote  the  progress 
of  the  useful  arts  for  the  public  benefit.  In  accordance  with  the  notice 
published  in  connection  with  these  hearings  my  remarks  will  be  confined 
to  the  five  specific  subjects  listed  in  this  notice. 

PUBLIC    ADVEBSAEY    HEARINGS 

As  a  member  of  the  President's  Commission  on  the  Patent  System  during 
19()0-196t>,  I  can  report  that  the  Commission  gave  long  and  careful  considera- 
tion to  the  subject  of  public  adversary  hearings,  such  as  the  opposition  or 
revocation  proceedings  which  are  provided  in  certain  foreign  countries. 
The  Commission  in  its  final  report,  however,  recommended,  in  effect,  against 
adopting  such  full  scale  adversary  proceedings  based  on  experience  in  other 
countries  which  resulted  in  harrassment  of  applicants  and  patentees,  long 
delays  in  the  issuance  of  patents  and  costly  and  time-consuming  proceedings 
for  all  parties  concerned.  Rather,  the  Commission  recommended  in  Recom- 
mendation XI  a  procedure  which  they  believed  would  produce  the  same 
substantive  results  for  improving  the  validity  of  patents,  but  which  would 
eliminate  the  abuses  and  prol)lems  experienced  in  the  adversary  proceedings 
in  certain  foreign  countries.  The  recommended  procedure  involved  placing 
the  Patent  Office  in  the  position  where  it  could  review  the  prior  art  called 
to  the  attention  of  the  Office  by  third  parties  so  that  they  could  decide 
whether  thoro  was  sufficient  merit  in  the  third  pai'ty's  case  that  examination 
of   the  patent   application   should  be   re-opened. 

Thus,  I  support  the  approach  set  forth  in  S.  643  (Committee  Print) 
approved  by  this  Subcommittee  in  the  last  Congress  since  I  believe  the 
procedure  set  forth  in  Sections  191  and  192  thereof  would  produce  essentially 
the  same  advantage  as  would  be  obtained  under  Section  135  of  S.  1321,  and 
at  the  same  time  eliminate  the  disadvantages  of  adversary  proceedings  as 
experienced  in  certain  foreign  countries. 

As  I  recall  the  situation,  the  Administration's  patent  revision  bill  in  1967 
adopted  the  basic  approach  of  the  Commission  on  this  subject,  but  with 
several  administrative  changes.  For  example,  the  procedure  was  changed  so 
that  the  re-examination  would  be  given  to  patents  rather  than  applications 
as  a  result  of  a  cost  study  carried  out  by  the  Pate'it  Office.  This  study 
showed  that  millions  of  dollars  involved  in  printing,  filing,  cla.ssifying  and 
searching,  in  effect,  two  separate  sets  of  patent  documents  could  be  saved 
by  applying  the  procedure  to  patents  rather  than  applications.  Further,  it 
was  felt  that  there  would  be  little,  if  any,  substantive  change  in  the  effective- 
ness of  the  basic  proceeding  if  it  were   applied  only  to  patents. 

S.  1-321  provides  that  the  Primary  Examiner  would  handle  the  examination 
or  re-examination  of  patent  application  under  Section  13.5.  I  would  strongly 
recommend  that  any  legislation  directed  to  this  objective  give  the  Commis- 
sioner of  Patents  the  authority  and  flexibility  of  deciding  upon  the  optimum 
procedure  for  such  proceeding.  Tlius,  there  is  one  point  of  view  that  it 
might  be  better  to  have  a  qualified  person  other  than  the  Primary  Examiner 
who  originally  handled  the  case,  review  the  new  information  to  decide 
whether  examination  of  the  case  should  be  re-opened  since  the  original 
Primary  Examiner  might  have  a  subconscious  bias  against  rever.sing  his 
original  decision. 

Hence,  the  Patent  Office  has  considered  the  possibility  of  establishinsr  a 
separate  office  for  re-examination  review.  Another  possibility  considered 
was  to  have  a  three  person  panel  review  the  new  information  which  would 
include  the  original  Primary  Examiner  and  two  other  qualified  people. 
In  addition,  the  type  of  procediire  emplovpd  miffht  depend  upon  f^lie  nnmbpr 
of  requests  for  re-examinntion.  Thus,  the  procpdure  established  misht  he 
different  if  1%.  or  alternatively  lO*^.  of  the  cases  were  to  become  involved 
In  the  procedure.  The  optimum  administrative  procedure  r-nnid  howpver, 
only  be  determined  by  actual  experience.  Therefore,  it  is  believed  it  would 
be  best  to  leave  these  matters  to  the  Commissioner  to  determine  on  an 
administrative  basis. 

OFFICE   OF   PUBLIC    COUNSEL 

I  am  opposed  to  the  proposal  of  establishing  a  position  of  Public  Connsel 
in   the   Patent   Office  for  a   mimber  of   reasons,   although    I    strongly    support 
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the  basic  objective  of  this  proposal,  namely,  to  enhance  the  validity  of  issued 
patents.  My  reasons  for  opposing  this  proposal  are  that  I  believe  that  it 
would  create  substantial  administrative  problems,  that  it  would  not 
accomplish  its  intended  purpose  and  that  there  are  alternative  ways  to 
spend  the  resources  that  would  be  involved  which  would  better  accomplish 
the  objectives  of  this  proposal. 

In  my  judgment,  the  present  Examiners  in  the  Patent  Office  are  in  a 
mucli  better  position,  based  on  education  and  experience,  to  handle  the 
examination  of  patent  applications  than  would  be  any  member  of  the  staff 
of  a  Public  Counsel.  In  addition,  the  present  Primary  Examiners  are  each 
a  specialist  in  their  particular  held  of  technology  and  are  much  better  trained 
to  find  and  evaluate  pertinent  prior  art  than  any  generalist  from  any  Public 
Counsel  office.  The  present  Examining  Corps  is  dedicated  to  the  twin 
principles  that  they  are  responsible  for  issuing  patents  on  patentable 
inventions  and  refusing  patents  on  unpatentable  inventions  which  are  the 
fundamental  objectives  of  the  patent  laws  of  the  United  States.  I  firmly 
lielieve  that  it  would  be  a  grave  mistake  to  delegate  this  important  respon- 
sibility to  less  qualified  individuals. 

In  my  view,  the  key  to  improving  the  quality  of  examination  in  the 
United  States  Patent  Office  and  narrowing  the  ga )  with  respect  to  the 
review  in  the  Federal  Courts  in  litigation  is  to  brin  i  before  the  Examiner 
more  pertinent  information  than  is  now  available  to  him.  At  the  present 
time,  steps  are  underway  to  improve  the  Examiners'  search  files  with  respect 
to  foreign  patents  and  non-patent  publications.  In  addition,  the  proposed 
re-examination  procedure  of  patents  should  make  availalile  to  the  Patent 
Office  prior  art  in  unpublished  form,  sucli  as  public  use  or  sale  of  an 
invention.  Such  prior  art,  if  considered  pertinent  to  the  question  of  validity, 
would  in  fact  be  considered  in  an  adversary  proceeding.  Thus,  these  new 
procedures  should  considerably  enhance  the  validity  of  issued  patents.  In 
addition,  it  is  recommended  that  the  Patent  Office  should  expand  its  efforts 
directed  toward  ol)taining  a  better  understanding  of  the  quality  of  patent 
examination  in  order  to  aid  it  to  evaluate  steps  that  might  be  taken  to 
further  improve  the  effectiveness  of  their  examination. 

DEFERRED    EXAMINATION    OF    PATENT     APPLICATIONS 

The  Presidential  Commission  on  the  Patent  System  also  considered  in 
great  detail  the  question  of  deferred  examination  of  patent  applications. 
The  Commission  concluded  that  it  clearly  favored  a  high  quality  examination 
system  if  it  could  be  maintained  without  a  constantly  increasing  backlog. 

The  sultject  of  deferred  examination  systems  arose  in  the  early  1960's 
when  the  examination  system  in  the  Netherlands,  Germany  and  the  United 
States  were  struggling  with  increasing  backlogs  of  unexamined  patent 
applications  and  resultant  delays  in  issuing  patents.  During  this  period, 
and  under  my  direction,  the  United  States  Patent  Office  conducted  studies 
directed  toward  evaluating  the  costs  and  benefits  of  various  types  of  deferred 
examination  systems  in  the  United  States.  The  general  conclusions  that  were 
developed  from  the.se  studies  were  the  following:  (1)  The  advantages  and 
disadvantages  of  deferred  examination  were  about  a  standoff  in  terms  of  the 
Patent  Office  budget ;  thus,  although  there  would  be  savings  in  examination 
effort,  these  savings  would  be  about  off-set  by  increased  printing  costs  and 
effort  required  to  process,  file,  classify  and  search  tlie  increased  number  of 
patent  documents,  and  (2)  deferred  examination  would  therefore  only  be 
justified  if  it  were  not  otherwise  possil)le  to  prevent  increasing  backlogs  and 
delays  in  issuing  patents.  As  a  result  of  the  streamlined  examining  program 
adopted  in  the  lOGO's  and  other  related  programs,  the  backlog  of  pending 
patent  applications  in  the  T^S.  Patent  Office  has  been  substantially  reduced. 
As  a  result,  the  period  of  pendency  of  patent  applications  has  been  sub- 
stantially reduced  toward  the  Patent  Office  goal  of  IS  months. 

"With  regard  to  the  cost  impact  of  a  deferred  examination  system  on  the 
private  .sector  of  the  economy.  I  doubt  that  there  would  be  any  significant 
savings,  if  any,  based  upon  my  per.sonal  experience.  Thus,  the  greatest  .share 
of  the  cost  of  obtaining  a  patent  is  involved  in  preparing  and  filing  a  patent 
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application.  While  it  is  true  that  the  cost  of  prosecuting  a  certain  percentage 
of  filed  applications  could  be  saved,  I  believe  that  this  would  be  perhaps 
more  than  off-set  by  (1)  the  greater  cost  of  patent  searching  due  to  an 
increased  volume  of  prior  art  to  search  (2)  the  greater  volume  of  patent 
documents  which  would  have  to  be  processed  and  (3)  the  greater  number 
of  patent  studies  required  to  evaluate  scope  and  validity  of  the  large  number 
of  unexamined  patent  documents  which  would  present  current  or  future 
infringement  questions. 

Thus,  in  my  opinion,  a  deferred  examination  system  is  distinctly  a  step 
backward  with  regard  to  trying  to  maintain  a  high  degree  of  certainty  with 
regard  to  validity  and  scope  of  patent  protection.  Thus,  we  should  not  over- 
look the  great  contribution  the  U.S.  Patent  Office  makes  to  the  effectiveness 
of  operation  of  the  system.  More  particularly,  about  30%  of  the  patent 
applications  filed  are  not  issued  as  patents  because  the  inventions  are  not 
patentable.  With  regard  to  the  remaining  TO'/'e  of  the  applications,  in  most 
of  them  the  original  broad  claims  are  limited  during  the  examination  to  a 
more  reasonable  scope   with   respect  to   the   patentable   contribution   involved. 

Based  on  first  hand  experience  with  their  deferred  examination  .systems, 
it  is  understood  that  the  European  countries  are  recommending  basically  a 
full  search  and  examination  system  for  the  proposed  new  European  patent 
system.  Therefore,  in  view  of  the  European  experience  coupled  with  the 
fact  that  the  I'.S.  patent  examination  system  is  rapidly  approaching  a 
pendency  of  18  months,  it  is  suggested  that  it  would  not  be  in  the  interest 
of  the  country  to  adopt  a  deferred  examination  system. 

During  my  term  as  Commissioner,  the  Patent  Office  instituted  a  new 
program  known  as  the  Defensive  Publication  Program  under  which  an 
applicant  could  elect  to  have  the  examination  of  his  patent  application,  in 
effect,  deferred  for  2i/^  years.  It  was  anticipated  that  perhaps  several 
thousand  applicants  per  year  would  elect  to  enter  the  program  and  thus 
the  Patent  Office  would  save  a  corresponding  examining  effort.  In  practice, 
however,  only  a  few  hundred  applicants  elected  to  enter  the  program  each 
year.  Xovertheless.  the  program  to  the  extent  it  has  been  utilized  has  been 
apparently  highly  successful  from  the  standpoint  of  patent  applicants  and 
the  Patent  Office  since,  so  far  as  is  known,  none  of  the  applicants  have  re- 
quested examination  of  their  applications.  Therefore,  perhaps  the  program 
should  be  strengthened  such  as.  for  example,  by  affording  a  patent  applica- 
tion laid  open  to  public  inspection  under  the  Defensive  Publication  Program 
the  same  status  under  Section  102(e)   as  in  the  case  of  a  granted  patent. 

PATENT    FEES — MAINTENANCE    FEES 

During  my  term  as  Commissioner,  the  Patent  Office  also  initiated  a 
detailed  study  of  Patent  Office  operations  in  relation  to  Patent  Office  budgets 
and  fees.  Basically,  this  study  concluded  that:  (1)  certain  Patent  Office 
operations  are  conducted  primarily  for  the  benefit  of  the  party  request- 
ing a  particular  service  such  as  the  procedural  handling  involved  in 
the  filing  of  patent  applications  and  issuance  of  patents;  (2)  certain 
Patent  Office  operations  are  conducted  for  the  benefit  of  patent  applicants 
and  the  public  jointly  such  as  the  examination  of  patent  applications ; 
(3)  certain  Patent  Office  operations  are  conducted  primarily  for  the  benefit 
of  the  public,  .such  as  the  printing  of  patents  and  the  maintenance  of  a 
Patent  Search  Center  for  the  public;  and  (4)  the  Patent  Office  sliould  be 
authorized  to  have  a  revolving  fund  for  financing  on  a  full  cost  recovery 
basis  a  variety  of  special  user  .services.  Overall  the  study  indicated  at  the 
time  of  the  study  that  such  an  approach  to  relating  Patent  Office  fees  to 
co.sts  would  recover  about  one-half  of  total  costs.  In  my  judgment,  an 
approach  to  setting  Patent  Office  fees  along  these  lines  is  a  better  way  to 
handle  the  matter  as  compared  with  "picking  a  number  out  of  the  hat" 
such  as  simply  saying  Patent  Office  fees  should  recover  say  65  to  75%  f>f 
costs. 

On  the  basis  of  the  aforementioned  Patent  Office  study,  perhaps  only  a 
relatively  modest  increase  in  Patent  Office  fees  would  be  required.  In  this 
case.    I   would    uot   propose   instituting   a    system    of   maintenance   fees.    How- 
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ever,  if  it  is  decided  tliat  Patent  Office  fees  should  be  increased  in  the  range 
of  50  to  100%,  then  I  think  that  a  system  of  deferring  a  portion  of  the 
total  fees  for  payment  at  some  time  after  the  filing  and  issue  fees  should 
be  given  serious  consideration.  In  my  opinion,  the  present  Patent  Office 
filing  and  issue  fees  should  definitely  not  be  increased  and  in  fact  probably 
reduced.  I  base  this  conclusion  on  the  information  contained  in  the  graph 
attached  to  this  statement  showing  the  change  in  percentage  of  patents 
issued  to  individuals  during  the  period  1950-1970.  which  graph  was  published 
in  the  February  1973  issue  of  Action,  the  journal  of  the  Association  for 
the  Advancement  of  Invention  and  Innovation.  My  interpretation  of  the 
figures  in  this  graph  leads  me  to  the  conclusion  that  the  fee  increase  in  the 
middle  1960's  resulted  in  a  reduction  of  several  thousand  applications  in  the 
filing  rate  by  individual  inventors.  I  would  also  predict  that  a  further 
substantial  reduction  in  patent  filing  by  individuals  would  occur  again  if 
fees  are   raised   substantially. 

Thus,  if  I'atent  Office  fees  must  be  increased  substantially,  I  would  re- 
commend that  the  filing  and  issue  fees  for  simple  cases  be  maintained  in 
the  range  of  about  .$100  as  proposed  in  subparagraph  (b)  (1)  of  Section  41 
of  S.  1321  and  that  the  remainder  of  the  necessary  fee  be  deferred  under  a 
s.vstem  whereby  additional  fees  would  be  paid  every  3rd,  4th  or  preferably 
nth  year  on  those  patents  which  are  used  commercially. 

I  believe  it  is  clearly  preferable  from  an  administrative  standpoint  for 
both  the  Patent  Ofl^ce  and  patentees  to  avoid  any  system  of  annual  fees. 
Also,  while  I  am  entirely  sympathetic  with  the  financial  problems  of 
individual  inventors  and  small  l)usinessmen,  I  do  not  think  it  is  admini- 
stratively feasible  to  distinguish  this  type  of  patentee  under  subparagraph 
(b)  f2)  of  Section  41  of  S.  1321  from  other  types  of  patentees.  Thus,  I  favor 
a  system  in  which  a  portion  of  the  Patent  Office  fees  are  deferred  and  are 
paid  hy  successful  patentees,  if  fees  must  be  increased  substantially,  as 
compared  with  increasing  substantially  the  present  filing  and  issue  fees  or 
adopting  a  system  of  annual  maintenance  fees  as  used  in  a  number  of  foreign 
countries. 

An^II^^ISTKATIVE  restructuring  of  the  patent  office 

Based  upon  past  experience  with  the  present  administrative  structure 
of  the  Patent  Office.  I  believe  the  time  has  come  to  seriously  consider  an 
administrative  restructuring  of  the  Patent  Office.  I  have  proposed  for  several 
years  the  establishment  of  a  new  position  of  Assistant  Secretary  of  Commerce 
for  Invention  and  Intellectual  Property  to  centralize  and  elevate  the  voice 
for  invention,  innovation  and  the  patent  system  in  the  Executive  Branch 
of  the  Government.  "While  I  believe  that  there  are  many  advantages  for 
such  an  organizational  change.  I  originally  received  little  support  for  this 
proposal.  It  now  appears  that  there  is  considerable  support  for  elevating 
the  voice  of  the  patent  system  to  the  Assistant  Secretary  level.  Also.  I 
realize  that  there  is  a  certain  amount  of  support  for  making  the  Patent 
Office  an  independent  agency,  such  as  proposed  in   S.  1321. 

All  things  considered.  I  favor  on  balance  continuing  to  maintain  the 
Patent  Office  in  the  Departm.ent  of  Commerce,  but  on  a  completely  different 
l>asis  from  the  present  organizational  arrangement.  More  particularly.  I 
would  strongly  support  as  a  minimum  change  elevating  the  position  of 
Commissioner  of  Patents  to  the  Assistant  Secretary  level  and  preferably 
to  the  Under  Secretary  level  so  that  the  Commissioner  would  no  longer  be 
required  to  report  to  the  Assistant  Secretary  of  Commerce  for  Science  and 
Technology.  This  administrative  change  would  be  similar  to  the  change 
that  was  made  several  years  ago  in  the  status  of  the  Weather  Bureau  which 
also  formerly  reported  to  the  Assistant  Secretary  of  Commerce  for  Science 
and  Technolngy.  I  firmly  believe  a  similar  change  in  the  organizational 
structure  would  have  a  significnnt  effect  on  the  climate  for  invention  and 
innovation  in  our  country  and  in  strengthening:  the  con1ril>ution  of  the 
United  States  Patent   Office  in  the  operation  of  our  nation's  patent  system. 

This  concludes  my  prepared  statement  and  T  would  be  pleased  to  try  to 
answer  any  questions  there  might  be  on  my  comments  as  to  supplying  any 
additional    information   for  the   record. 


121 


i 


a 


40- 


^   30- 


^ 

^ 
^ 

& 


s 


I 


- 


10- 


»  X 


H    K    >C    K 


K 


K 


1950 


1955  1960  19&5 


m^ 


122 

STATEMENT  OF  MR.  EDWARD  J.  BRENNER,  FORMER  U.S.  COMMIS- 
SIONER OF  PATENTS 

Mr.  Brexxer.  Initially,  ]\Ir.  Chairman,  may  I  say  I  am  testifying 
purely  in  an  indiyidual  capacity  this  morning,  but  my  testimony  is 
based  on  my  5  years'  service  as  Commissioner  of  Patents,  as  well  as 
my  work  in  patent  work  in  a  very  large  company,  a  medium-sized 
company,  as  well  as  now  being  in  private  practice. 

My  present  work  involves  the  patent  activities  of  independent  in- 
ventors and  small  companies,  as  well  as  my  experience  in  serving  as 
executive  director  of  the  Association  for  the  Advancement  of  Inven- 
tion and  Innovation,  which  is  an  organization  of  people  of  many  dif- 
ferent backgrounds  interested  in  trying  to  solve  the  problems,  some 
of  the  problems  that  are  being  discussed  here  today,  and  to  try  to 
improve  the  climate  for  invention  and  innovation  in  the  United 
States. 

Referring  to  the  matter  of  public  adversary  hearings,  I  would  men- 
tion that  I  served  as  a  representative  of  the  Secretary  of  Commerce 
on  the  President's  Commission  during  1965  and  1966.  This  was  one 
of  the  major  subjects  to  which  the  Commission  addressed  itself.  The 
Commission  came  out  with  a  final  conclusion  that  there  was  a  need 
for  a  proceeding  by  which  the  public  could  bring  to  the  attention  of 
the  Patent  Office  pertinent  prior  ai't  which  was  either  missed  by  the 
Patent  Office  or  not  available  to  the  examiners. 

But  one  of  the  major  conclusions  was  that  the  Patent  Office  should 
serve  as  a  screening  body  to  identify  Avhich  prior  art  might  be  meri- 
torious and  which  had  little  if  anv  value  to  it.  This  was  based  on  the 
experience  with  the  European  systems  which  were  evaluated  and 
studied  quite  carefully,  where  certain  abuses  were  recognized  which 
have  been  referred  to  before,  that  sometimes  patents  were  not  issued 
nvf\]  after  the  pa<^ont  roally  expired. 

So  the  proceedings,  in  many  cases,  were  very  time-consuming  and 
very  expensive.  So  what  the  Commission  felt  it  could  propose,  would 
be  if  the  Patent  Office  were  to  screen  this  art,  you  could  get  the  same 
substantive  results  as  in  a  full  scale  adversary  proceeding,  and  you 
could  eliminate  the  abuses. 

I  subscribe  to  that.  I  think  that  that  would  be  in  the  best  interests 
of  tlie  public  of  the  United  States. 

.T"s*^  n  couple  of  points  of  administrative  detail  in  connection  with 
the  subject  of  adversary  proceedings.  As  I  recall,  the  Presidential 
Commission  did  recommend  that  after  applications  were  allowed, 
they  were  to  be  published  and  subject  to  having  the  public  call  to  the 
attention  of  the  Patent  Office  prior  art  that  could  be  considered  in  the 
leexamination  procedure. 

However,  when  we  evaluated  this  in  the  Patent  Office,  we  felt  that 
if  we  had  to  publish  two  sets  of  documents,  in  other  words,  publish 
everything  once  as  an  allowed  application,  and  publish  everything 
again  as  a  patent,  that  the  printino;  costs  and  the  costs  to  the  JPatent 
Office  and  to  the  public  of  processing  really  two  sets  of  patent  docu- 
ments outweigheci  any  possible  advantage. 

The  administration  bill  that  was  introduced  to  the  Congress  rec- 
ommended that  the  patent  be  granted  and  then  have  a  proceeding  for 
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ropx.aminfitioii  so  as  to  ixot  all  tho  advaiitaires  but  yet  save  substantial 
amounts  of  manpower  and  printino;  costs. 

Second  administrative  point — when  the  bill  was  introduced  we 
proposed — and  I  tliink  this  was  in  S.  643 — that  the  Commissioner 
would  have  the  administi-ative  flexibility  to  establish  precisely  the 
details  of  reexamination.  So  through  experience  it  would  be  possible 
to  arrive  at  the  optimum  arranaement.  Therefore,  it  would  seem  to 
me  that  it  would  be  best  not  to  requii'e  tlie  Commissioner  to  use  the 
primaiy  examiner  that  may  have  handled  tlie  ori<iinal  case,  l)ecause 
there  has  been  strono;  feelino;  in  certain  quarters  that  it  miirht  be  bet- 
ter to  have  a  diffei'ent  examiner  or  different  set  of  examiners  to  take 
a  fresh  look  at  it.  because  the  oriirinal  primary  examiner  mip;ht  sub- 
consciously have  some  feelino^  that  because  he  allowed  tlie  case  the 
first  time,  that  maybe  it  misht  not  be  the  thins:  to  do. 

I  do  not  think  there  would  be  any  thin  o;  intentional  here,  but  never- 
theless, the  idea  was  to  provide  the  possibility  of  a  fresh  look  by  a 
fresh  frroup  of  examiners. 

Movinp-  on  to  the  matter  of  the  Office  of  Public  Counsel,  my  expe- 
rience would  tend  for  me  to  conclude  that  I  would  be  opposed  to  the 
establishment  of  the  Office  of  Public  Counsel.  In  any  event,  if  this 
were  to  be  considered  in  any  future  lejrislation.  T  would  strono;ly  rec- 
ommend that  a  more  detailed  establishment  of  what  would  be  in- 
volved in  this  should  be  presented,  because  I  hear  all  kinds  of  differ- 
ent versions.  I  don't  know  whether  anybody  really  knows  precisely 
what  we  are  talking;  about.  But  my  experience  would  indicate  that 
there  could  be  many  administrati\-e  problems.  T  am  not  sure  that  the 
end  result  would  accomplish  the  intended  pui-pose. 

And  furthermore.  I  think  for  X  millions  of  dollars  that  would  be 
involved  here.  I  feel  that  there  are  other  ways  that  this  money  could 
be  spent  to  improve  the  validity  of  issuins;  patents.  I'm  wholly  sym- 
pathetic with  the  objectives,  but  T  think  there  are  better  ways  to 
proceed. 

For  example,  the  question  of  whether  a  patent  should  be  granted 
or  not,  I  think,  could  be  much  better  handled  by  the  present  primary 
examiners  in  the  Patent  Office  who  have  the  education,  the  experi- 
ence. They  are  specialists  in  their  pai'ticular  field.  I  think  it  jrets 
down  to  the  real  jud^uent  that  has  to  be  made  in  the  Patent  Office : 
that  is,  is  this  invention  new,  useful  and  particularly  unobvious  to  a 
man  skilled  in  the  art?  The  primary  examiners  by  their  training  are 
inherently  better  able  to  make  this  very  important  jud<jment. 

I  would  point  out  that  in  my  judgment  the  key  to  improvinc:  the 
quality  of  the  output  of  the  U.S.  Patent  Office  is  to  provide  means, 
neTv  means  for  brincrino;  more  information  to  the  attention  of  the  ex- 
aminers, and  there  are  steps  under  way  here,  for  example,  to  improve 
the  examiners'  search  files  for  foreifjn  patents  and  unpatented  publi- 
cations to  provide,  amono;  other  things,  English  language  extracts  of 
these  important  pieces  of  prior  art. 

Also,  it  seems  likely  that  some  sort  of  reexamination  procedure  will 
result  from  the  present  hearings,  and  will  be  enacted  into  law,  and 
this  will  provide  greater  information  to  the  Patent  Office  with  which 
to  enhance  the  validity  of  the  issuing  of  patents. 
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Also.  T  would  strouirly  recommend  that  concentrated  effort  be 
made  to  study  and  evaluate  just  what  do  we  mean  by  quality.  A^^ien  I 
was  Commissioner  we  started  a  very  extensive  program  to  really  get 
to  the  nuts  and  bolts  of  what  are  we  really  talking  about.  For  exam- 
ple, it  seemed  to  me  very  clear  that  there  is  a  matter  of  human  judg- 
ment involved  here  where  reasonable  men  can  differ.  I  do  not  think 
that  you  should  ascribe  any  negative  aspects  to  the  Patent  Office  in 
situations  like  this. 

For  example,  if  the  Supreme  Court  comes  down  to  a  ruling  of  5  to 
4  in  favor  of  a  particular  view,  does  that  mean  that  the  other  four 
judges  do  not  have  a  reasonable  basis  for  their  position?  This  is 
really  what  goes  on  in  the  Patent  Office.  There  are  some  applications 
on  inventions  that  are  clearly  unpatentable,  and  they  are  rejected, 
and  there  are  applications  on  inventions.  I  think  everybody  would 
agree,  are  clearly  patentable  and  the  patents  are  granted  on  these. 
But  out  of  about  100.000  applications  filed  each  year,  in  the  middle 
there  are  some  very,  very  close  questions  where  I  think  people  of 
reasonable  judgment  can  disagree.  I  think  factors  like  this  need  to  be 
evaluated  to  really  come  to  grips  with  what  kind  of  quality  problem 
do  we  have,  what  is  its  nature,  what  steps  do  you  take  to  improve. 

]\roving  on  to  deferred  examination,  this  was  another  one  of  the 
major  subjects  that  was  carefully  considered  by  the  Presidential 
Commission  which  came  to  the  general  conclusion  that  they  were  in 
favor  of  a  high  quality  examination  system,  basically,  and  that  this 
could  be  accomplished.  They  were  in  favor  of  it,  and  only  if  this  were 
not  possible  would  they  recommend  any  possibility  of  deferred 
examination. 

Allien  I  was  Commissioner  of  Patents  in  the  middle  of  the  1960's, 
of  course,  this  subject  was  a  very  hot  item  because  the  Dutch  and  the 
Germans  were  considering  adopting  it.  We  took  a  careful  look  at  it 
in  the  Ignited  States,  and  we  came  to  the  conclusion  that  as  far  as  the 
U.S.  Patent  Office  was  concerned  from  a  budget  standpoint,  we  could 
save  a  little  bit  on  examining  manpower  but  in  other  a?'eas  we  would 
have  to  use  more  manpower,  we  would  have  more  printing,  and  the 
net  effect  would  be  it  was  not  really  going  to  help  the  U.S.  Patent 
Office  from  a  budget  standpoint,  and  that  deferred  examination  was 
only  really  justified  in  case  the  Patent  Office  could  not  keep  up  with 
its  workload. 

I  might  sav  from  my  ]iorso7ial  experience  in  the  private  sector,  I 
feel  that  although  there  would  be  savings  in  certain  aspects  of  patent 
work  under  a  deferred  examination  system,  I  think  that  this  would 
be  completely  offset  by  other  costs,  and  it  would  really  not  be  a  good 
step  for  the  United  States  to  take. 

T  would  like  to  make  this  point  very  strongly.  I  think  that  people 
should  recognize  the  great  contribution  that  the  U.S.  Patent  Office 
makes  to  the  mattei'  of  certainty  of  the  operation  of  the  U.S.  patent 
system.  It  is  not  perfect,  but  if  one  were  to  live  without  an  examina- 
tion system,  I  think  they  would  recognize  a  great  deal  of  the  prob- 
lems that  are  involved.  In  fact,  the  French  had  a  nonexamination 
system  and  they  concluded  that  this  was  not  working  in  the  best  in- 
terests of  their  country,  and  they  subsequently  revised  tlieir  patent 
system. 
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But  what  the  Patent  Office  does,  it  eliminates,  say,  about  30  percent 
of  the  patent  applications  because  the  inventions  are  not  patentable. 
In  most  cases,  in  the  remaining  70  percent,  the  claims  are  trimmed 
down  to  a  more  reasonable  scope.  In  my  judgment,  these  are  great 
contributions  to  the  certainty  of  the  patent  system,  and  without  this, 
such  as  in  the  case  of  deferred  examination  system,  we  would  find 
and  experience  a  number  of  undesirable  results. 

I  would  point  out  that  the  European  countries  that  are  now  devel- 
oping European  patents,  are  planning  on  having  basically  a  full  ex- 
amination system,  and  I  know  from  personal  discussions  with  people 
such  as  Dr.Haertel,  head  of  the  German  Patent  Office  and  the  EEC 
study  group,  that  they  feel  that  the  best  system  is  the  full  examma- 
tion  system. 

Moving  on  to  the  matter  of  patent  fees  and  maintenance  fees,  I 
would  point  out  that  I  came  in  as  Commissioner  of  Patents  at  the 
time,  just  about  the  time  the  last  fee  bill  came  into  effect,  and  I  re- 
member the  discussion.  There  were  some  groups  that  said  that  the 
patent  applicant  should  not  pay  any  fees.  Other  groups  said  that  the 
applicant  should  pay  fees  to  recover  100  percent  of  the  cost  of  run- 
ning the  Patent  Office,  and  finally  legislation  was  passed  say  65  to 
75  percent.  But  I  think  everyone  recognized  that  this  was  sort  of  a 
compromise  between  the  different  views,  sort  of  picking  up  a  number 
out  of  the  hat. 

So  I  thought  that  probably  in  another  5  years  or  so,  the  subject 
would  come  up  again,  and  I  thought  that  we  ought  to  try  to  approach 
it  more  logically.  So  a  study  was  started  while  I  was  Commissioner 
to  try  to  analyze  the  different  operations  that  we  conducted  to  try  to 
find  out  who  should  really  pay  for  these,  and  it  came  out  that  there 
were  certain  operations  which  really  a  patent  applicant  should  pay 
for.  There  were  others  that  were  sort  of  mixed,  that  the  patent  ap- 
plicant and  the  public  should  share  these.  Then  there  were  certain 
operations  clearly  for  the  benefit  of  the  public,  and  that  these  should 
not  be  paid  for  by  the  applicant. 

The  overall  result  of  the  stud}'  indicated  that  about  that  time  fees 
should  recover  about  one-half  of  the  total  costs  of  operating  the 
Patent  Office.  Somehow  I  think  that  probably  the  results  of  that 
study  would  still  apply  to  today's  situation  and  the  Patent  Office 
fees  should  probably  recover  about  half  of  the  total  cost. 

I  guess  that  recovery  is  now  down  to  about  40  percent,  so  that  on 
the  basis  of  this  study,  I  would  say  that  it  was  maybe  time  to  con- 
sider a  somewhat  modest  increase  in  Patent  Office  fees. 

However,  if  we  talk  in  terms  of  substantial  increases  such  as  have 
been  mentioned  in  the  proposed  legislation,  the  fees  could  increase 
50  to  100  percent,  and  if  this  became  necessary,  I  think  that  the  fees, 
the  filing  fees,  the  issue  fees,  would  be  getting  rather  burdensome, 
particularly  on  small  companies  and  independent  printers. 

I  have  attached  to  my  statement  a  graph  which  was  printed  in  the 
Februarj'  Issue  of  Action,  the  journal  of  our  association,  and  to  me, 
the  interpretation  of  these  figures  indicates  that  the  percentage  of 
patents  issued  to  independent  inventors  was  leveling  off  in  the  early 
1960s  for  mainly  about  4  years  ago,  and  that  when  the  fee  bill  came 
in,  suddenly  there  was  quite  a  significant  dropoff. 
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So,  my  interpretation  would  lead  me  to  conclude  that  several 
thousand  applications  by  independent  inventors  were  not  filed 
because  of  this  fee  increase,  and  I  think  any  big  increase  in  the 
future  would  have  the  same  result,  and  I  think  that  is  undesirable. 
But  if  we  have  to  have  a  significant  fee  increase,  I  think  the  concept 
of  S.  1321,  of  keeping  the  initial  fees  down  in  the  range  of  $100  is 
not  a  bad  idea.  I  think  it's  aimed  at  trying  not  to  discourage  people 
from  coming  into  the  patent  system,  and  I  would  bo  in  favor  of 
deferring  part  of  the  fees,  to  be  paid,  not  on  an  annual  basis,  but 
perhaps  every  third,  fourth,  or  preferably  every  fifth  year.  I  am  not 
in  favor  of  the  tremendous  fees  provided  in  S.  1321,  but  I  think  if, 
say,  the  fees  are  to  be  increased  in  the  range  of  50  to  75  percent  of 
the  cost  of  operating  the  Patent  Office,  I  think  that  we  could  have  a 
situation  where  you  would  keep  your  fees — initial  fee  relatively 
low — and  yet  not  have  very  high  maintenance  fees. 

Moving  on  to  the  last  of  the  five  subjects,  the  administrative  re- 
structuring of  the  Patent  Office,  I  might  point  out  that  for  many 
years  I  have  been  proposing  the  establishment  of  a  new  position  of 
Assistant  Secretary  of  Commerce  for  Invention  and  Intellectual 
Property. 

Initially  I  did  not  have  much  support  for  this,  but  I  think  that 
from  many  diiferent  quarters  tliei-e  is  increasing  support  for  elevat- 
ing the  voice  of  the  patent  sj^stem  in  the  executive  branch  of  Gov- 
ernment to  say  to  the  Assistant  Secretary  level. 

All  things  considered,  I  believe  that  at  this  particular  point  in 
time,  it  Avould  be  desirable  to  elevate  the  position  of  the  Commis- 
sioner of  Patents  in  the  Department  of  Commerce  such  that  it 
would  no  longer  be  required  to  report  to  the  Assistant  Secretary  of 
Commerce  for  Science  and  Technology,  so  that  the  position  of  the 
Commissioner  of  Patents  should  be  elevated  to  the  Assistant  Secre- 
tary level  or  preferably  the  under-secretary  level.  There  are  cer- 
tainly precedents  for  this  in  the  Department  of  Commerce  because 
when  I  was  Commissioner  of  Patents  one  of  tlie  sister  bureaus  was 
the  Weather  Bureau,  which  has  subsequently  been  raised,  I  under- 
stand, to  the  level  of  Under  Secretary  of  Commerce,  who  reports 
directly  to  the  Secretary  of  Commerce.  I  believe  that  such  a  change 
in  the  case  of  the  Patent  Office  would  be  highly  desirable,  and  would 
improve  the  operation  of  the  office,  and  improve  its  contribution  to 
the  operation  of  the  U.S.  patent  system. 

So,  j\Ir.  Chairman,  that  concludes  an  overview  of  the  highlight  of 
my  prepared  statement. 

Senator  Hart.  Thanlv  you,  commissioner,  for  the  summary,  and 
for  tlie  statement. 

On  this  business  of  fees,  you  made  your  position  clear  both  in 
your  summary  and  in  your  prepared  statement.  In  your  prepared 
statement  on  ])age  11,  you  put  it  this  way:  "In  my  opinion  the  pres- 
ent Pateiit  Office  filing  issue  fee  should  definitely  not  be  increased; 
in  fact,  it  should  pi-obably  be  reduced."  And  you  referred  us  to  the 
graph  attaclied  to  youi-  statement  whicli  reinforces  your  concei-n 
about  the  declining  number  of  patents  issued  to  individuals. 

I  think  all  of  us  share  that  concern.  Now,  that  is  the  reason  for 
proposing  keeping  the  initial  fees  to  a  minimum  and  getting  back 
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the  Patent  Office  costs  throiiirli  maintenance  fees  for  the  life  of  the 
patent,  and  presumably  after  the  invention  has  been  marketed. 

Now,  the  schedule  of  the  maintenance  fee  provided  for  in  S.  lo-21, 
often  has  been  criticized  as  being  too  high,  and  burdensome  both  to 
the  Patent  Office  and  to  the  patent  holders  because  it  is  on  an 
annual  basis. 

You  have  reacted  to  that,  suggesting  perhaps  P>,  4  or  even  5  years 
as  the  period  between  fee  payments. 

Could  you  elaborate  just  a  little?  Let  me  ask  it  this  way. 

Why  would  it  be  more  burdensome  on  an  annual  basis  than  on  a 
5-year  basis?  Is  there  any  significant  burden  that  is  avoided  by 
spreading  it  out  ? 

Mr.  Brexner.  I  think  there  is — part  of  this  is  administrative  or 
clerical,  involving  having  to  send  out  notices  and  send  in  fees. 
Second,  there  is  a  professional  judgment  that  has  to  be  made,  and  if 
you  have  to  get  a  committee  of  people  who  are  experts  in  different 
aspects  of  the  company's  business,  if  you  have  it  every  year  it  con- 
sumes more  professional  time  than  if  you  had  to  do  this  every  5 
years. 

So  I  think  those  are  the  factors  which  for  anybody  who  has  had 
experience  with  the  foreign  systems  of  doing  this  every  year,  it  gets 
to  be  quite  a  task.  So  the  idea  here  was,  I  think,  that  enough  money 
could  be  raised  on  a  5-,  12-,  15-year  basis  or  something  like  that  to 
provide  the  income,  and  yet,  avoid  some  of  these  administrative 
problems. 

The  first  fee  I  think  is  quite  important.  I  think  you  recognize  that 
in  the  bill,  S.  1321,  by  giving  a  patentee  enough  breathing  room 
timewise  to  see  if  he  could  not  generate  some  interest,  and  I  think 
that  is  particularly  the  most  important  part  of  this. 

And  also  I  think  the  system,  particularly  for  independent  inven- 
tors, should  not  be  too  burdensome ;  because  if  a  person  has  to  pay  a 
fee,  he  may  drop  his  application.  I  know  of  inventors  who  have 
done  this.  This  is  in  foreign  countries.  They  have  dropped  their  pat- 
ents only  to  find  out  that,  by  golly,  somebody  had  generated  some 
interest,  and  they  could  have  licensed  their  patents  for  a  royalty  if 
onl}'  they  had  the  patent.  Because  they  did  not  have  the  patent,  the 
prospective  licensee  did  not  feel  justified  in  commercializing  it,  and 
nobody  gained  from  it. 

So  if  we  have  to  have  a  system  of  deferred  fees,  I  think  it  should 
provide  the  least  disincentive  in  trying  to  make  the  patent  system 
work  the  way  it  is  supposed  to ;  that  is,  for  the  public. 

Senator  PL^rt.  You  mentioned  the  foreign  experience.  "What,  to 
the  extent  that  you  understand  it,  has  been  the  experience  abroad 
with  maintenance  fees? 

How  do  they  keep  track  of  them  ? 

Do  3'ou  have  any  ideas  about  that  or  any  knowledge  ? 

Mr.  Brenner.  As  I  understand  it,  it  is  up  to  the  individual  or  the 
patent  agents  to  keep  track  of  when  these  fees  are  due  and  to  send 
notices  around  and  to  then  make  these  judgments  as  to  when  these 
fees  should  be  paid.  These  are  done  either  annually — some  organiza- 
tions have  computerized  systems  of  doing  this.  It  does  invoh-e  a  lot 
of  shuffling  of  a  lot  of  paper. 
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Senator  HLvrt.  Do  you  Icnow  whether  there  lias  been  developed 
firms?  Who  would  engage  them?  The  patent  holder  or  the  Patent 
Office? 

This  computer  business  that  you  mentioned,  who  has  got  it  ? 
Mr.  Brenner.  As  far  as  I  know,  the  foreign  patent  offices  do  not 
send  out  notices,  and  the  responsibility  rests  with,  say,  your  patent 
agent  in  Germany  or  England  to  keep  track  of  when  these  fees  are 
due  and  to  send  through  a  notice  saying  that  it  is  now  time  to  pay, 
say,  the  third  annuity  in  Germany. 

I  happen  to  work  as  a  consultant  for  an  organization  in  the 
United  States  that  has  a  computerized  system,  and  companies  that 
use  that  system,  and  there  are  other  systems,  have  in  a  data  bank  all 
the  information  on  the  foreign  patent  holdings  of  different  particu- 
lar clients,  and  the  computer  then  generates  on  a  quarterly  basis 
which  foreign  assets  have  taxes  due  on  a  quarterly  basis.  Then  you 
say  pay  these,  do  not  pay  those.  Then  these  companies  will  execute 
youi"  orders  b}^  seeing  that  the  fees  are  paid;  and  if  they  are  not 
paid,  the  patent  will  then  be  dropped  in  a  particular  case. 
Senator  Hart.  How  expensive  is  that  ? 

Mr.  Brenner.  I  think  depending  upon  which  type  of  system  you 
operate,  you  probably  have  to  pay  a  fee  between  $10  and  $25  per 
payment  over  and  above  the  payment  per  se.  Actually  in  some  of 
these  countries  the  cost  of  paying  the  fee  is  more  than  the  particular 
fee  at  a  particular  time. 

Senator  Hart.  The  last  question,  how  would  you  suggest  the 
amount  of  the  maintenance  fee  be  set  ? 

Mv.  Brenner.  I  think  it  would  be  interesting  to  maybe  look  at 
those  previous  studies  in  the  Patent  Office.  I  forget  what  we  had.  I 
think  we  may  have  had  something  like  $100  at  5  years  and  $200  at 
10  years  and  $300  at  15  years. 

I  think  the  studies  indicated  that  this  would  provide  enough 
income  to  keep  the  level  of  recovery  at  this  50  percent  level  for  quite 
a  while  in  the  future.  The  higher  the  fee,  of  course,  the  more  people 
you  discourage,  and  you  get  less  income.  We  based  our  estimates  on 
some  European  experience,  and  I  think  we  were  satisfied  that  you 
could  operate,  sav.  on  a  5,  10,  15  year  level,  with  something  on  the 
order  of  a  fee  of  $100  or  $300. 
Senator  Hart.  Mr.  Brennan. 

jMr.  Brennan.  Mr.  Brenner,  why  should  the  taxpayers  bear  half 
the  cost  of  the  examination  process  in  the  Patent  Office  ? 

Mr.  Brenner.  You  can  compare  a  full  examination  system,  with 
say  a  registration  system  such  as  France  had  for  many  years,  where 
nobody  has  to  pay  anything.  In  this  case  the  patent  system  works  in 
that  you  encourage  people  to  come  into  the  patent  system,  have  their 
applications  published,  and  disclose  new  technology. 

That  is  the  basic  purpose,  to  give  people,  to  encourage  people,  to 
provide  them  with  an  incentive  to  come  forward  and  have  this  tech- 
nology published.  Yoy  will  do  that  and  fulfill  the  basic  principle  of 
the  patent  system  by  encouraging  people  to  come  in  and  having 
their  application  published  for  the  benefit  of  the  public. 

You  (to  not  have  to  have  an  examination,  but  I  think  it  is  helpful 
to  the  public  to  know  if  the  invention  is  patentable ;  and  if  so,  what 
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is  the  scope  of  it.  I  tliink  it  is  also  perliaps  equally  beneficial  to  an 
applicant  to  know  that  when  the  chips  are  down  he  does  have  a  pat- 
entable invention  of  such  and  such  a  scope. 

So  in  my  judgment  it  is  clearly  to  the  benefit  of  both  to  have  a 
system  of  examination.  It  is  of  benefit  to  both  of  these  parties.  What 
tiie  exact  share  is  I  do  not  know,  but  our  studies  said,  well,  it  is  of 
equal  benefit,  50-50. 

Mr.  Brexxax.  You  can  make  the  same  argument  about  many 
other  government  functions,  for  example  the  public  benefit  from 
radio  and  television  stations.  Should  they  pay  part  of  the  filing  fees 
of  the  broadcaster  at  the  FCC  ? 

Mr.  Brexxer.  Mr.  Brennan,  I  am  not  an  expert  in  that  field.  Per- 
haps that  might  be  the  case. 

Mr.  Brexxax^.  I  am  not  trying  to  belabor  this  particular  issue. 
Since  I  work  for  the  chairman  of  the  Appropriations  Committee,  I 
have  to  bear  in  mind  the  burdens  which  the  committee  has  in  trying 
to  live  within  the  existing  budget. 

Turning  to  another  issue,  the  previous  Avitness  emphasized  that 
much  of  the  reduction  in  the  backlog  in  the  Office  was  accomplished 
by  stressing  quantity  at  the  expense  of  quality;  and  hordes  of 
invalid  patents  have  been  pouring  out  of  Crystal  City  in  the  last 
several  years. 

"Would  you  comment  on  that  in  two  parts?  First,  during  the  term 
of  your  service  as  Commissioner,  and  then  3'our  observation  of  the 
scene  since  you  left  the  Patent  Office. 

Mr.  Brexxer.  First  of  all  I  would  say  I  do  not  think  the  system 
will  ever  be  perfect,  and  I  tliink  there  is  no  doubt  that  there  are 
invalid  patents  that  are  issued  for  one  reason  or  another — some 
because  certain  prior  art  was  not  available  before  the  examiner, 
some  because  one  person  might  think  it  is  patentable  while  another 
person  may  not. 

I  think  that  when  you  work  with  this  matter  of  quality  you  must 
consider  many  different  factors.  If  you  want  to  run  full-scale  valid- 
ity proceedings  at  the  Patent  Office  such  as  in  the  case  of  litigation, 
instead  of  spending  a  hundred  or  a  thousand  dollars  for  the  pro- 
ceeding— and  somebody  has  got  to  pay  for  it— you  are  up  to  the  tens 
of  thousands  or  the  hundred  thousands  of  dollars. 

I  do  not  think  that  it  is  an  economic  procedure  to  try  to  have  the 
Patent  Office  o])erate  as  a  court.  I  do  not  think  you  can  afi'ord  to 
give  that  kind  of  treatment  to  100  percent  of  the  applications. 

But  when  I  was  there  as  Commissioner  of  Patents  we  did  change 
our  procedures,  which  increased  the  output  of  the  Patent  Office,  and 
we  kept  very  careful  figures  on  those.  And  we  changed  the  system  in 
a  way  in  which — actually  we  increased  the  percent  of  the  amount  of 
time  that  was  spent  on  searching  the  prior  art. 

I  knew  that  some  people  who  had  not  made  an  analysis  started 
going  around  and  saying  that  the  quality  was  lower,  but  I  will  be 
happy  to  sit  down  and  go  over  those  figures  we  have  in  the  Patent 
Office  with  anybody  and  show  that  we  actually  did  improve  in  my 
judgment,  improve  the  quality  of  the  product  and  increase  the 
search  time. 

As  far  as  I  know,  this  has  continued.  I  have  no  reason  to  believe 
that  there  has  been  any  change  in  this  quality  in  the  past  10  years. 
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Mr.  Brexnan.  One  final  question.  Did  you  become  Commissioner 
of  Patents  because  of  your  political  influence  and  active  role  in  poli- 
tics? 

Mr.  Brexxer.  I  am  ^-lad  you  asked  me  that  question.  Unfortu- 
nately, I  would  say  the  Commissioner  of  Patents  has  always 
changed  as  the  administration  has  changed.  I  personally  think  that 
that  is  not  in  the  best  interest  of  the  operation  of  the  system,  but 
beinir  Presidential  appointees,  perhaps  that  is  inherent. 

I  would  say  this,  that  I  was  a  registered  Republican,  and  I  was 
a]i[)()inted  by  a  Democratic  President,  Lyndon  Johnson.  And  like 
Connnissioner  Schuyler  said,  if  that  is  a  political  operation  or  politi- 
cal ])lum,  it  escapes  me. 

Mr.  Brexxax.  Thank  you. 

Senator  Hart.  I  was  tempted  to  undertake  a  definition  of  political 
plum  when  the  question  was  raised  earlier,  and  I  think  there  is  not 
any  universally  agi'eed  upon  definition.  Some  would  define  it  as  a 
job  that  changes  with  administrations. 

Mr.  Xash. 

Mv.  Xash.  Let  me  ask  one  question,  Commissioner.  This  relates  to 
the  quantity  and  quality  of  patents  that  are  issued.  It  has  been 
expressed  to  me  by  a  number  of  examinei'S,  and  indeed  in  the  litera- 
ture— and  we  will  have  some  examiners  in,  and  we  will  explore  it — 
it  has  been  expressed  to  me  that  over  the  past  5  years  or  so  a  quota 
system  has  been  reimposed  on  the  Patent  Office.  Examiners  are 
required  upon  pain  of  lack  of  promotion  or  other  problems  created 
for  them,  to  issue  a  certain  number  of  actions  within  each  pei'iod. 

And  it  would  just  seem  to  a  nonpatent  expert  that  any  kind  of  a 
refjuiiement  for  a  quantity  production  would  of  necessity  have  to 
reduce  the  quality;  and  I  would  like  your  observation  on  the  logic 
of  that  statement,  as  well  as  any  information  that  you  have  on  the 
facts  of  whether  a  quota  system  does  exist. 

]Mr.  Brexxer.  I  think  the  patent  system  has  to  operate,  at  least 
with  i-espect  to  the  operation  of  the  Patent  Office,  based  upon  two 
major  points.  One  is  the  patent  laws,  the  type  that  we  are  talking 
about  here  today,  as  to  how  the  ]:)atent  system  is  to  operate;  and  sec- 
ondly, you  lia\e  to  operate  within  the  budget  provided  by  the  (\>n- 
gress. 

As  I  say,  Congress  says  this  is  the  kind  of  o])eration  we  want  to 
run  here,  the  amount  of  money  we  are  giving  you  to  oper-ate  it.  The 
Pntent  Office  and  any  Commissioner  or  anybody  else  in  the  Patent 
Office  has  to  operate  Avithin  that  framework. 

So  maybe  you  could  look  at  it  one  way,  that  OK,  if  this  is  a  job 
we  have  to  do,  somebody  imposed  some  limits  on  the  amount  of 
resources  that  we  can  a])ply  to  this.  If  you  want  to  call  that  a  quota 
system,  okay.  That  is  the  way  you  look  at  it.  I  do  not  really  look  at 
it  that  way. 

This  is  one  of  the  reasons  why  I  said  that  I  thought  that  there 
should  ])e  greater  stu<ly  in  depth  of  Avhat  is  involved  in  this  quality. 
I  think  ]irobablv  if  vou  doul)1e  the  budget  of  the  Patent  Office  from 
$70  million  to  $140 "million,  inci-ease  the  stall"  from  2,500  to  5,000, 
you  would  ])rol)ably  have  a  better  quality  product  coming  out.  l^ut 
the  question  is  is  that  extra  $To  million  woi-th  whatevei-  you  gain? 
Herein  I  think  is  where  the  })roblem  is — how  much  is  quality  worth? 
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So  anyway,  that  is  tlie  way  I  would  answer  that  question.  And  I 
doubt  if  the  Patent  Office  ever  will  get  in  the  position  where  it  has 
enough  time  and  manpower  to  do  the  perfect  job.  I  just  do  not  think 
that  would  help,  and  it  is  a  matter  of  balance. 

My.  Xasii.  As  I  understand  you,  you  are  saying  that  yes,  a  mini- 
mum output  requirement  exists. 

Mr.  Brexxer.  I  think  the  Congress  tells  me,  when  I  was  Commis- 
sioner, that  it  gives  me  a  budget.  I  give  you  so  much  money  to  do 
this  job,  to  process  so  many  applications.  If  that  is  called  a  quota  or 
whatever  it  is,  I  think  that  is  the  way  the  system  has  to  operate.  It 
is  not  only  true  in  the  Patent  Office;  it  is  true  any  place.  You  can 
look  at  any  agency.  They  have  got  to  operate  within  their  budget. 
And  if  you  wish  to  call  the  work  outputs  quotas,  so  be  it. 

Mr.  Xasit.  Thank  3'ou. 

Senator  Hart.  Thank  you  again. 

jNIr.  Brexxer.  Thank  you. 

Senator  Hart.  Because  of  our  policy  committee  luncheon  at  12  :30, 
I  would  suggest  that  we  i-ecess  now  until  2. 

[Whereupon,  the  hearing  in  the  above-entitled  matter  recessed  for 
lunch  at  12  :25  p.m..  to  be  reconvened  the  same  day  at  2  p.m.] 

Afternoox  Sessiox 

Mr.  Brexxax.  The  first  witness  for  the  afternoon  session  is 
Charles  M.  Hogan. 

]Mr.  Hogan,  we  have  a  prepared  statement  Avhich  I  trust  you  wish 
to  have  printed  in  full  at  this  point  in  the  record. 

Mr.  HoGAx.  If  you  please,  Mr.  Brennan. 

And  with  the  Senators'  permission,  I  would  like  to  streamline  it 
with  a  few  remarks. 

[The  prepared  statement  of  Charles  M.  Hogan  follows :] 

Statement  of  Charles  M.  Hogax,  Attorney  at  Law 

Cincinnati.  Ohio, 
Septcmher  11,  1973. 
Re  S.  1321.  The  Senator  Hart  bill. 

Honorable  Chairman  and  members  of  the  committee,  my  name  is  Charles  M. 
Hosan.  I  present  this  statement  and  appear  to  testify  in  favor  of  certain  fea- 
tures of  the  Hart  Bill.  The  views  herein  expressed  are  offered  solely  on  my 
own  responsil)ility  and  are  not  represented  to  be  those  of  any  other  entity. 

I  have  been  employed  in  patent  work  on  behalf  of  Avco  Corporation  for 
twenty-six  years,  dnring  the  last  seven  as  General  Patent  Counsel.  Prior  to 
employment  by  Avco,  and  beginning  in  19'JO,  I  successively  worked  in  the  gen- 
eral practice  of  law  at  Wellston,  Ohio,  as  a  junior  examiner  in  the  United 
States  Patent  OfBce,  and  as  a  patent  lawyer  with  the  Hazeltine  Electronics 
Corporation  in  New  York  City.  During  my  service  years  I  was  assigned  to  the 
Bureau  of  Xaval  Ordnance.  Between  the  end  of  World  "War  II  and  association 
with  Avco  I  engaged  in  the  private  practice  of  patent  law  in  Chicago. 

I  served  one  term  as  President  of  the  Cincinnati  Patent  Law  Association, 
participated  actively  in  bar  association  committee  work  and  published  several 
law  review  articles  on  subjects  related  to  patents. 

While  I  speak  from  a  corporation-oriented  point  of  view,  it  has  been  my 
privilege  to  work  closely  with  Inventors,  some  humble,  some  renowned,  siich  as 
Ronald  -T.  Rockwell,  chief  engineer  for  the  "Voice  of  America."  the  late  Her- 
rick  L.  Johnston,  head  of  the  Cryogenics  Laboratory  at  Ohio  State  University, 
and  Professor  Richard  H.  Engelmann,  head  of  the  College  of  Electrical  Engi- 
neering,   University    of    Cincinnati.    I    have    individually    prosecuted    several 
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hundreds  of  patents  and  have  been  attorney  of  record  in  the  issue  files  of  sev- 
eral hundred  more. 

I  share  the  concern  of  this  country  and  this  honorable  Committee  that  the 
T'nited  States  is  confronted  with  an  energy  crisis,  an  ecology  crisis,  and  infla- 
tion, all  at  a  time  when  Japan,  the  Soviet  Union,  and  others  are  giving  us 
very  hot  competition  for  technical  leadership  The  patent  system  has  always 
been  one  of  the  spark  plugs  of  our  economy  and  growth  in  technology.  How- 
ever, it  suffers  from  a  certain  lack  of  confidence  both  in  the  courts  and  in  the 
public  eye  just  at  the  time  incentives  are  most  needed. 

THE  PROBLEM  A^'D  THE  BROAD  PRINCIPLES  REQUIRED  FOR  SOLUTION 

Various  factors — ^including  caution  on  the  part  of  patent  attorneys,  difiiculty 
in  predicting  the  future  course  of  inventions,  catering  to  the  vanity  of  clients 
and  senior  engineers,  tlie  reluctance  of  patent  attorneys  and  agents  to  pass 
judgment  and  reject  patent  application  opportunities,  and  the  statistical  fact 
that  a  fraction  of  the  inventions  zealously  protected  achieve  success — cause  the 
work  load  of  the  United  States  Patent  Ofiice  to  consist,  not  only  of  thousands 
of  applications  pertaining  to  true  inventions,  but  also  a  large  niuuber— in  my 
opinion  a  greater  one — representing  no  more  than  the  ordinary  skill  of  the  art. 
The  efforts  of  the  patent  attorneys,  in  prosecuting  the  aggregate  work  load, 
tend  to  depress  the  Patent  Office  standard  of  invention  below  the  level  of  the 
constitutional  intent.  Examination  is  superficial.  While  the  veteran  examines 
and  the  directors  of  the  examining  groups  and  the  meml)ers  of  the  appellate 
tribunals  of  the  Patent  Office  are  generally  men  of  substantial  experience  and 
scientific  knowledge,  they  are  frequently  academic  types  not  close  to  industry. 
The  front  line  examiner  is  often  a  junior,  a  recent  engineering  or  science  grad- 
uate, armed  with  a  superficial  grasp  of  the  art.  The  inevitable  result  is  that 
the  examination  is  often  incomplete.  Even  when  conducted  Ity  a  senior  exam- 
iner, it  does  not  extend  adequately  into  the  literature  or  the  foreign  prior  art. 
The  presentation  by  the  applicant  is  unilateral,  and  the  Patent  Office  has  no 
machinery  to  determine  effectively  whether  statutory  bars  exist. 

Thousands  of  applications  are  filed  which  should  not  have  been  filed.  Thou- 
sands of  patents  issue  which  should  not  have  issued.  The  efforts  of  the  Patent 
Office  are  so  diluted  in  the  examination  of  meritorious  inventions  that  when 
the  patent  on  these  properly  issue  the  absence  of  a  complete  citation  of  prior 
art  often  constitutes  an  undesirable  cloud  on  them. 

While  the  courts  pay  lip  service  to  the  presumption  of  the  validity  of  pat- 
ents, they  declare  invalid  or  not  infringed  the  majority  of  fully  litigated  pat- 
ents. 

The  usual  invalid  patent  represents  an  attempt  to  monopolize  something  in 
the  public  domain.  Instead  of  advancing  the  progress  of  science  and  the  useful 
arts,  it  handicaps  them  in  that  it  is  a  powerful  weapon  in  the  hands  of  the 
occasional  not-too-scrupulous  management.  Even  an  invalid  patent  can  be  used 
as  a  basis  for  extensive,  complicated  and  costly  discovery  proceedings  and 
trials  so  that  defendants,  unable  to  finance  .$100,000-and-up  defenses,  are  com- 
pelled to  surrender  rather  than  risk  the  cost,  loss  of  time  and  worry  of  litiga- 
tion, which  boils  down  to  ordeals  by  expert  when  the  technical  issues  become 
abtruse.  The  issuance  of  an  invalid  patent  is  accordingly  a  disservice  to  the 
public.  Consider  now  the  mine  field  of  invalid  patents  into  which  a  manufac- 
turing industry  must  carefully  tread  when  it  is  planning  a  new  product  or  an 
improvement  to  an  existing  product.  I  do  not  say  that  most  patents  are 
invalid.  I  do  say  that  the  many  invalid  patents  constitute  a  marsh  and  a  briar 
patch  and  an  affirmative  ob-stacle  to  the  progress  of  science  and  the  useful 
arts. 

The  objective  here  is  to  establish  reforms  that  will  greatly  strengthen  pat- 
ents on  meritorious  inventions  and  will  weed  out  attempts  to  monopolize  what 
should  not  be  monopolized  and  patent  applications  that  do  not  represent  an 
affirmative  contribution  to  science  and  teclinology.  Wliile  there  is  much  to  be 
said  for  getting  all  inventive  concepts  and  disclosures  out  on  the  tal>le,  none- 
theless the  patent  law  profession  must  sift  judiciously  and  the  examination  in 
the  Patent  Office  must  be  elevated  to  a  new  order  of  rigorousness  and  depth. 

This  cannot  be  accomplished  by  multiplying  the  number  of  examiners  in  the 
Patent  Office.  There  is  no  reason  to  assume  that  even  an  extensive  completely 
financed  recruiting  progi-am  in  the  Patent  Office  is  going  radically  to  inci'ease 
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the  general  order  of  competence  of  the  examiners.  A  way  must  be  found  in 
which  to  enlist  the  affirmative  and  enthusiastic  aid  of  industry  and  inventors 
and  patent  attorneys  in  furnisliing  input  data  for  tlie  examining  process. 

The  experienced  attorney  generally  overpowers  the  relatively  inexperienced 
examiner  in  the  over-all  lowering  of  the  standard  of  invention  in  the  U.S. 
Patent  Office.  This  is  a  major  reason  for  the  issuance  of  invalid  patents.  A 
very  secondary  reason  is  misrepresentation  and  fraud  on  the  part  of  patent 
attorneys  and  applicants.  Patent  attorneys  as  a  class  ai*e  as  ethical  and  dedi- 
cated a  group  of  professional  men  as  can  be  found.  They  are  generally  candid 
in  tlieir  dealings  with  each  other  and  with  the  U.S.  Patent  Office,  but  there 
are  a  marginal  few  who  are  standard  foi'ms  for  reissue  oaths,  who  witliliold 
knowledge  of  the  most  relevant  prior  art  from  the  U.S.  Patent  Office,  who 
present  false  oaths  for  signature  by  applicants,  and  resort  to  lil^e  sharp  prac- 
tices. In  recent  years,  tlie  courts  have  become  more  and  more  inclined  to  look 
into  these  and  to  hold  patents  unenforceable  for  fraud  and  unclean  hands. 
There  is  need  for  machinery  in  the  U.S.  Patent  Office  that  would  discourage 
these  practices  and  subject  them  to  rigorous  scruntiny.  There  is  need  for  an 
agency  whose  very  presence  would  constitute  a  detriment  to  fraud. 

We  must  find  a  way  to  bring  to  bear  on  the  examination  process  all  avail- 
able input  intelligence  and  maximum  competence  and  attention.  At  the  same 
time,  this  optimum  examination  must  be  accomplished  without  unduly  burden- 
ing the  applicant,  particularly  the  independent  inventor.  Many  of  the  best 
inventions  come  from  the  individual  inventors,  the  men  who  either  do  not 
Icnow  the  rules  of  science  or  know  them  too  well,  the  cross  poUenizers,  the 
men  who  take  an  unorthodox  view  of  the  status  quo  in  technology,  the  men 
wlio  are  not  satisfied  with  things  as  they  are,  the  men  who  do  not  have  to  con- 
form to  corporate  policy.  The  machinery  must  not  be  so  elaborate  as  unduly  to 
burden  them  or  the  already  heavily  overburdened  taxpayer.. 

I,et  us  now  compare  tliese  objectives  and  the  various  curative  proposals  that 
Senator  Hart  is  making. 

THE   PUBLIC    COrXSEL — SECTIONS    3,    24.    132,    134.    142,    AXD    148 

The  Public  Counsel  principle  is  eminently  sound  but  there  is  some  confusion 
in  the  proposed  legislation  as  to  the  proper  functions  of  the  proposed  Public 
Counsel  and  the  present  office  of  Solicitor  in  the  United  States  Patent  Office. 
The  present  office  of  the  Solicitor  should  be  continued.  The  Solicitor  is  the 
legal  adviser  to  the  Commissioner  of  Patents.  He  handles  petititions  on  special 
matters  and  represents  the  Commissioner  in  defending  appeals  by  applicants  to 
the  Board  of  Appeals.  Most  of  these  appeals  involve  the  question  as  to 
whether  or  not  an  invention  is  patentable  over  the  prior  art.  The  Solicitor  and 
the  Boards  of  Appeals  are  thoroughly  competent  to  perform  these  functions 
and  their  role  should  be  continued.  However,  there  are  a  number  of  bars  to 
patentability  which  the  Patent  Office  does  not  have  adequate  machinery  to 
inquire  into  and  the  best  prior  art  may  not  be  on  the  record.  The  proper  role 
of  tlie  Public  Counsel  is  to  inquire  into  these  matters  and  to  accomplish  com- 
pliance with  the  very  rigid  reciuirements  of  candor  and  good  faith  that  Sec- 
tions 115  and  131  of  the  Hart  Bill  require.  The  objective  of  Sections  115  and 
131  is  to  enlist  the  aid  of  tlie  inventor  and  the  applicants  and  the  attorneys  in 
placing  on  the  record  the  most  pertinent  prior  are  known  to  them  and  a  full 
disclosure  of  all  facts,  pi-o  and  con,  bearing  on  compliance  with  the  statutory 
requisites.  The  proper  role  of  the  Public  Counsel  is  to  inquire  into  these  mat- 
ters on  which  the  highest  good  faith  is  required. 

The  Public  Counsel  should  be  empowered  but  should  not  be  required  to 
review  all  proceedings  in  the  U.S.  Patent  Office.  His  office  should  be  entirely 
independent  from  that  of  tlie  Solicitor,  who  should  continue  to  bear  the  princi- 
pal responsibility  to  oppose  appeals  of  applicants  from  the  various  tribunals  of 
the  Patent  Office.  The  office  of  Public  Counsel  should  be  completely  independ- 
ent from  that  of  Commissioner  except  for  purely  administrative  matters.  The 
Public  Counsel  should  be  permitted  to  appoint  all  of  the  employees  of  his 
office.  He  should  receive  complaints  from  examiners  and  competitors  of  appli- 
cants and  from  the  public  at  large.  With  regard  to  fraud  or  unethical  practice 
or  noncompliance  witli  statutory  requirements  or  breaches  of  ethics,  he  should 
be  empowered  to  incjuire  into  tliem  and  to  intervene  in  any  case  before  the 
Patent  Office  tribunals,  representing  the  public  interest.   Generally  he  should 
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concern  himself  with  cases  involving  fraud  or  unfair  practice  and  his  efforts 
should  only  supplement  those  of  the  Solicitor  in  the  conventional  defense  of 
appeals,  whicli  generally  involve  the  question  as  to  whether  or  not  the  subject 
matter  claimed  is  patentable  over  the  prior  art. 

The  Public  Counsel  must  exercise  a  great  deal  of  discretion  and  judicious 
restraint  and  should  be  sure  that  at  least  a  prima  facie  case  in  favor  of  the 
public  exists  before  he  intervenes  in  any  proceeding. 

Most  of  the  law  relating  to  fraud  and  unclean  hands  is  made  in  the 
Supreme  Court  or  in  the  Circuit  Courts  of  Appeals.  It  should  be  made  in  the 
Patent  Office.  There  is  presently  no  effective  means  for  making  it.  The  Public 
Counsel  will  supply  the  means.  Clearly  he  cannot  review  all  proceedings  or 
intervene  in  all  cases.  That  might  require  that  his  office  have  a  staff  as  lai^ge 
as  the  examining  corps.  However,  even  operating  on  a  spot  check  basis,  his 
very  presence  will  discourage  misrepresentation  and  fraud,  and  litigation  con- 
ducted by  him  will  establish  principles  that  will  further  discourage  misrepre- 
sentation and  fraud. 

Heretofore  the  appellate  procedure  before  the  Patent  Office  Board  of  Appeals 
is  invoked  by  the  applicant.  An  excellent  feature  of  the  Hart  Bill  is  the  pro- 
posal that  he  may  intervene  in  any  Patent  Office  proceeding  or  intervene  or 
appeal  rulings  therein.  In  other  words,  the  Public  Counsel,  on  behalf  of  the 
public,  can  now  appeal  if  he  is  dissatisfied  with  allowance  of  a  patent  applica- 
tion by  the  primary  examiner  or  a  Board  of  Appeals.  This  will  provide  the 
public  with  machinery  to  uplift  the  standard  of  invention  in  the  Patent  Office 
so  that  patents  issuing  therefrom  will  have  a  better  chance  of  vindication  in 
court. 

PUBLIC     ADVERSARY     HEARINGS SECTIONS     122,     134,     i;;5,     137,    AND     138 

The  principle  here  involved  is  most  commendable.  The  objective  is  to  enlist 
the  aid  of  the  interested  public  and  the  relevant  sector  of  industry  in  contrib- 
uting to  the  examining  process  the  maximum  of  intelligence  and  the  optimum 
prior  art  picture.  These  sections  require  revision.  It  is  suggested  that  not 
every  applicant  be  subjected  to  what  amounts  to  a  full  trial  in  the  U.S.  Patent 
Office.  His  case  should  not  be  published  and  laid  open  for  opposition  until  it 
has  been  examined  and  tentatively  allowed.  At  that  stage  it  would  be  in  order 
to  consider,  ex  parte,  any  and  all  comments  and  reference  material  submitted 
by  any  interested  party.  Moreover,  the  Public  Counsel  could  be  brought  in  to 
ascertain  if  any  public  interest  appears  at  that  point.  The  interested  party  or 
opposer  should  not  be  permitted  to  intervene  or  participate  in  or  set  up  an 
inter  partes  proceeding,  bearing  on  the  merits  of  the  patent  application,  unless 
and  until  the  Public  Counsel  determines,  in  a  specific  case,  that  such  interven- 
tion would  aid  him  in  the  performance  of  his  function.  In  the  majority  of 
cases  an  ex  parte  consideration  of  data  submitted  by  a  potential  adversary 
should  exhaust  the  reexamination  process. 

A  serious  defect  in  opposition  proceedings  is  in  evidence  in  certain  foreign 
countries.  Many  companies  filing  patent  applications  in  those  countries  now 
simply  assume  that  their  competitors  abroad  will  file  oppositions,  whether  or 
not  in  good  faith.  The  public  Counsel  should  be  given  authority  to  ascertain 
whether  or  not  data  supplied  by  adversaries  are  furnished  in  good  faith  and 
to  tax  costs  and  penalties  if  they  are  not. 

DEFERRED    EXAMINATION — SECTIONS     19  1-193 

Tlie  present  practice  of  examining  all  patent  applications  is  a  prime  reason 
why  the  examination  is  too  often  inadequate.  This  practice  overlooks  certain 
realities :  that  many  patent  applications  are  filed  in  order  to  establish  dates  on 
invention  and  set  up  defensive  latitude  for  manufacturers  who  are  not  inter- 
ested in  licensing  or  like  patent  exploitation,  and  that  some  are  filed  for  only 
potential  use  and  others  for  bargaining  purposes. 

lender  Senator  Hart's  proposal  a  patent  application  would  not  be  examined 
on  the  merits  unless  and  until  the  applicant  visualizes  commercial  exploitation, 
a  licensing  oppf)rtunity,  or  some  practical  impact  on  the  economy  that  would 
justify  the  payment  of  an  examination  fee.  Tlie  applicant  would  liave  a  five- 
year  period  of  grace  during  which  to  make  a  request  for  examination  and  pay 
the  fee.  Upon  failure  to  make  it  within  the  time  limited,  the  application  would 
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he  al)an(lonecl.  The  Piihlic  Counsel  or  the  Government  or  any  interested  person 
could  call  up  the  application  for  examination. 

This  proposal  is  not  novel  and  it  is  controversial.  However,  it  is  an  excellent 
proposal  hecause  it  will  enable  the  examining  corps  to  concentrate  its  efforts 
on  the  patent  applications  that  the  applicants  intend  to  exploit.  Patent  applica- 
tions filed  for  defensive  reasons  or  in  an  abundance  of  caution  or  for  the  pur- 
pose of  building  up  numbers  often  become  ol)solete  and  die  of  their  own  weight 
within  five  years.  They  are  akin  to  annual  grasses  as  distinguished  from  per- 
ennials. The  deferred  examination  process  would  operate  in  such  a  way  that 
the  Patent  Office  can  concentrate  its  efforts  on  those  inventions  and  patent 
applications  which  the  applicants  bona  fide  and  seriously  regard  as  important 
and  intend  to  exploit.  The  proposal  enables  an  applicant  to  safeguard  his  fun- 
damental rights  with  respect  to  dates  and  the  like,  while  he  endeavors  to 
profit  by  his  invention.  If  he  finds  it  unexploitable  and  fails  to  request  exami- 
nation prior  to  the  expiration  of  the  five-year  period  the  patent  application 
dies  and  the  Patent  Office  has  not  gone  through  any  waste  motions  in  examin- 
ing it. 

MAIXTEXANCE    FEES SECTION     41 

I  respectfully  submit  that  this  section  is  unwise  and  erroneous  both  in  its 
motivating  philosophy  and  in  its  implementation.  The  theories  behind  this  pro- 
posal are:  (1)  the  Commissioner  should  adjust  the  filing  and  maintenance  and 
issue  fees  so  as  to  make  the  Patent  Office  primarily  self -liquidating ;  (2)  the 
inventor  will  be  motivated  to  put  his  patent  to  work  so  that  he  can  in  due 
course  pay  the  heavy  maintenance  fees  or  show  cause  to  be  excused;  (3)  the 
weight  of  the  maintenance  fees  will  act  as  a  scavenger  to  cancel  out  those  pat- 
ents that  are  not  contril.'Uting  to  the  economy. 

I  respectfully  dissent  most  emphatically  from  the  concept  that  the  United 
States  Patent  Office  should  be  self-liquidating  or  even  partially  self-liquidating. 
Whatever  the  Patent  Office  annual  budget  is,  it  is  one  of  the  best  bargains 
that  the  American  citizen  derives  from  his  government.  Whatever  the  budget 
is,  it  is  minute  compared  to  the  contributions  of  the  patent  system  to  the 
American  economy.  The  prime  objective  of  the  patent  system  is  to  stimulate 
invention,  to  persuade  the  inventor  to  come  up  with  real  contributions  and  to 
reward  him  for  doing  so.  Nobel  Prize  winners  do  not  pay  costs  of  administra- 
tion, nor  do  Congressional  Medal  of  Honor  winners,  nor  do  fellowship  winners. 

The  minimum  filing  fee  is  now  $05.00  and  the  minimum  issue  fee  is  $112.00, 
as  provided  by  statute.  This  burden  on  the  inventor  is  already  too  heavy.  The 
Hart  Bill  proposes  to  leavy  progressive  intolerable  maintenance  fees  on  the 
patentee  after  the  fourth  year  of  patent  life.  If  the  patentee  shows  a  bona  fide 
but  unsuccessful  effort  to  work  the  invention,  these  may  be  waived,  up  to  the 
tenth  year.  A  discount  in  the  filing  and  examination  fees  and  a  larger  discount 
in  maintenance  fees  is  provided  for  individual  inventors  and  small  busines.s- 
men. 

Again,  there  is  reason  to  dissent  very  strongly  from  proposed  legislation 
which,  on  its  face,  discriminates  in  favor  of  individual  inventors  and  small 
businessmen.  Filing  and  issue  and  examination  fees  should  be  fixed  by  .statute 
and  should  be  uniform. 

The  whole  concept  of  maintenance  fees  is  erroneous.  These  impose  an  undue 
burden  on  inventor  and  applicants.  The  individual  inventor  and  the  small  busi- 
nessman would  be  most  injured.  The  erroneous  theories  behind  the  mainte- 
nance fee  overlook  patents  on  the  late-blooming  type  of  invention.  I  have  in 
mind  specifically  the  Farnsworth  patent  on  the  fly  back  power  supply  for  home 
television  receivers.  The  invention  was  far  ahead  of  the  art.  It  was  not  used 
except  during  the  final  two  or  three  years  of  its  life.  When  home  television 
reception  came  into  general  acceptance,  shortly  after  World  War  II,  the  Farn- 
sworth invention  made  one  of  the  greatest  contributions  thereto.  A  mainte- 
nance fee  system  would,  at  least  by  the  end  of  ten  years  of  patent  life,  have 
caused  the  patent  to  be  cancelled,  so  that  the  inventor  and  his  assignees  would 
never  have  derived  any  benefit.  But  in  thirty  years  of  patent  practice  this  is 
one  of  the  most  significant  and  meritorious  inventions  that  I  have  observed. 

Summarizing,  maintenance  fees  are  inconsistent  with  the  objectives  of  the 
patent  system.  They  deliver  to  the  inventor  an  impaired  gift  horse.  They  pe- 
nalize the  inventor  who  is  far  ahead  of  the  art.  Worse  still,  the  maintenance 
fee  proposal  herein  contained   would  attempt  to   discriminate   on  its  face  in 
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favor  of  individual  inventors  and  small  business.  It  is  fundamental  that  legis- 
lation should  treat  all  alike.  Reform  of  the  patent  system  is  not  the  proper 
occasion  for  social  experiment. 

THE    PATENT    OFFICE    AS    AN    INDEPENDENT    AGENCY — SECTION     2 

During  the  years  1942-43  and  prior  to  Naval  service  I  was  a  junior  exam- 
iner in  the  United  States  Patent  OflBce.  Under  the  then-current  administration 
of  Commissioner  Conway  P.  Coe  and  for  some  time  prior  thereto  the  Patent 
Office  was  regarded  as  a  model  agency.  The  pay  was  poor.  Armed  with  degrees 
in  law  and  in  electrical  engineering  and  in  liberal  arts,  I  made  $2,000  per 
year.  However,  then,  as  now,  the  Patent  Office  had  a  veteran  corps  of  able 
chiefs,  solicitors,  supervisors  and  board  members.  The  various  ethnic  groups 
and  majorities  and  minorities  worked  together  in  harmony.  Service  was  ren- 
dered witli  enthusiasm  and  dedication. 

Mv.  Coe  served  in  the  office  for  about  twelve  years,  resigning  in  1944  or 
1945.  Since  that  time  we  have  had  at  least  nine  commissioners.  I  suggest  that, 
no  matter  how  able  or  dedicated  the  director  of  an  activity  might  be,  you  are 
not  going  to  obtain  continuity  of  policy  or  consistent  improvement  with  this 
constant  turnover. 

The  work  of  the  U.S.  Patent  Office  is  sui  generis.  It  has  nothing  in  common 
■with  that  of  the  Bureau  of  Standards  or  the  various  other  agencies  of  the 
Department  of  Commerce.  No  reason  is  apparent  why  a  man  of  the  stature  of 
Commissioner  of  Patents  should  be  "second  guessed"  by  an  Assistant  Secretary 
of  Commerce.  The  need  for  this  supervisory  linkage  simply  does  not  exist. 
While  there  is  reason  to  believe  that  the  present  Assistant  Secretary  of  Com- 
merce for  technology  will  work  effectively  with  the  Commissioner  of  Patents 
(whenever  a  Commissioner  is  appointed)  the  proposal  is  a  matter  of  organiza- 
tion principle  and  not  of  personalities.  There  are  rumors  that  in  the  past  some 
Assistant  Secretaries  have  exerted  pressure  on  the  Commissioner  of  Patents  to 
give  priorities  to  foreign  treaty  activities  and  to  emphasize  employment  by 
minorities  and  to  become  involved  in  other  activities  which  may  be  good  in 
themselves  but  are  quite  secondary  to  the  main  purpose  of  improving  Ameri- 
ca's position  in  technology.  These  rumors  may  be  unfounded  but  I  would 
respectfully  suggest  that  the  Committee  inquire  into  them. 

The  I'atent  Office  performs  one  of  the  designated  constitutional  functions. 
The  incentives  that  it  offers  are  worthy  of  primary  governmental  attention. 
This  should  be  recognized  by  making  the  Patent  Office  an  independent  agency. 
I  believe  that  there  will  be  less  turnover  in  the  office  of  Commissioner  when 
tlie  Patent  Office  is  set  up  in  this  manner. 

COMilENT  ON  MISCELLANEOUS  SUBORDINATE  FEATURES  OF  THE  HART  BILL 

Article  23  with  reference  to  discovery  proceedings  should  be  redrawn.  It 
reflects  the  general  tendency  toward  "overkill"  in  discovery  proceedings.  These 
weapons,  in  the  hands  of  a  not  too  scrupulous  adversary  can  subject  a  victim 
to  gross  injustice,  the  costs  of  seeking  judicial  relief  often  being  prohibitive. 

Section  24  should  be  narrowed  to  confine  the  Public  Counsel's  work  to  cases 
and  controversies  and  to  preclude  general  fishing  expeditions. 

Section  31  should  be  amended  in  an  effort  to  discourage  the  future  registra- 
tion of  patent  agents.  There  are  so  many  night  law  schools  that  there  is  no 
compelling  reason  to  license  future  patent  agents. 

Section  100(g)  is  mistaken  in  certain  respects.  Some  of  the  best  inventions 
arrive  out  of  adaptation  of  old  structure  or  substance  to  a  new  use. 

Section  102  is  too  broad  in  its  treatment  of  foreign  usage.  Public  use  or  sale 
abrond  sliould  not  discourage  independent  invention  here. 

Section  104  is  misguided.  Some  of  the  best  inventions  are  found  in  the  per- 
ception of  a  problem,  which,  when  announced,  makes  the  solution  look  obvious. 

As  to  Section  112,  it  would  not  be  practical  to  set  forth  a  range  of  equiva- 
lents in  a  specification.  Independent  claims  should  not  be  defined  by  statute.  It 
is  reasonable  to  make  a  .specification  include  the  dates  of  invention  provided 
that  the  timing  of  the  various  Patent  Office  procedures  is  such  that  this  will 
not  give  any  advantage  to  an  actual  or  potential  interferent. 

As  to  Section  114,  applicant  should  not  be  required  to  furnish  models. 
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Section  112  should  be  so  modified  tliat  applications  are  not  made  available 
for  public  inspection  or  opposition  until  they  have  been  examined  or  allowed, 
or  until  the  Public  Counsel  has  intervened  and  has  determined  that  publication 
would  then  be  of  benefit  to  the  public.  Applicants  should  not  be  discouraged 
from  filing  patent  applications  for  fear  that  their  concepts  and  principles  and 
business  confidences  will  be  I'evealed  prematurely  to  competition  and  the  public 
at  large. 

The  examination  proceedings  should  allow  broadening  of  claims  and  Section 
132  should  be  modified  accordingly.  Section  137,  which  permits  any  party  to  in 
effect  provoke  a  trial  in  the  Patent  Office  at  any  time  is  an  "overkill"  pro- 
posal. Any  party  should  be  permitted  to  state  his  interest  and  perhaps  present 
affidavits  and  briefs,  for  consideration,  during  the  examination  process.  But 
bona  fide  applicants  with  meritorious  inventions  should  not  be  confronted  with 
trials  in  the  Patent  Office  on  every  occasion. 

Section  201  is  too  broad  in  prohibiting  reissues  that  enlarge  the  claims. 
While  reissue  applications  in  this  category  should  be  carefully  scrutinized  a 
flat  prohibition  is  inconsistent  with  the  basic  reason  for  reissues. 

As  to  Section  263  the  problem  of  supplying  motivation  to  the  employed 
inventor  should  be  subjected  to  a  separate  study.  Individual  award  systems, 
set  up  by  employers,  are  to  be  preferred  to  statutory  fiat. 

Section  1542  should  be  amended  so  that  the  new  act  would  not  be  applicable 
to  impose  any  additional  restraints  on  acts  of  an  alleged  infringer  of  the  pre- 
cise kind  performed  prior  to  the  effective  date  of  the  act. 

Thank  you,  Honorable  Chairman  and  Colleagues,  for  attention  and  consider- 
ation. I  am  at  your  service. 

Respectfully  submitted, 

Charles  M.  Hogan. 

STATEMENT  OF  CHARLES  M.  HOGAN,  GENERAL  PATENT  COUNSEL, 

AVCO  CORP. 

Mr.  Hogan.  Mr,  Chairman  and  counsel,  this  opportunity  is  very 
much  appreciated. 

I  started  out  as  a  country  general  lawyer,  and  perhaps  my  point 
of  view  may  be  somewhat  different  than  those  that  you  have  heard 
expressed.  Thereafter,  I  was  a  junior  examiner  in  the  Patent  Office. 
Then  I  went  to  work  for  the  Hazeltine  Electronics  Co.,  which  is  a 
very  active  research  and  licensing  company  in  Ne^v  York.  After 
that,  into  the  military,  and  was  assigned  to  the  Bureau  of  Ordnance — 
Xaval  Bureau  of  Ordnance,  then  to  work  for  a  private  patent  laAV 
firm  in  Chicago.  And  for  the  last  26  years,  I  have  been  employed  by 
Avco  Corp.,  the  last  T  as  general  patent  counsel. 

Avco  is  a  diversified  manufacturing  company  in  the  very  forward 
van  of  technological  research  in  several  areas,  particularly  aerospace 
and  laser  technology. 

My  views  are  my  own,  and  I  am  not  authorized  to  speak  for  the 
company. 

It  would  seem  that  the  principal  problem  with  which  the  commit- 
tee is  confronted  is  the  quality  of  the  examination  in  the  U.S. 
Patent  Office.  The  tendency  is  for  the  experience  and  expertise  of 
the  attorney  to  push  the  standard  of  invention  dowm  against  the 
resistance  of  the  relatively  inexperienced  junior  examiner  who  veiy 
often  is  the  examiner  on  the  firing  line.  A  young  man  out  of  engi- 
neering school  who  studies  law  in  Washington  and  aspires  to  be  a 
patent  attorney  may  remain  with  the  Patent  Office  2  to  4  years,  has 
limited  or  no  experience  in  industry,  views  the  invention  disclosure 
as  an  academic  thing,  is  interested  in  how  it  works  and  how  it  fits 
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into  the  prior  art  and  has  not  the  slightest  idea  as  to  the  economic 
im])act  of  the  disclosure,  before  him,  on  industry. 

The  standard  of  invention  is  notoriously  low,  in  view  of  the  statis- 
tics relating  to  the  invalidating  of  patents  by  the  courts.  Now,  an 
invalid  patent  is  analogous  to  weeds  in  the  presence  of  a  nice  lawn. 
An  effort  to  grow  a  lawn  and  an  effort  to  encourage  worthwhile 
inventions  are  handicapped  b}^  the  presence  of  weeds  and  by  the 
presence  of  marginal  patents.  In  agriculture,  growth  is  often 
achieved  bv  judicious  pruning,  and  the  same  would  be  applicable  to 
the  U.S.  Patent  Office. 

We  are  not  going  to  get  any  radical  improvement  in  the  qualit}^  of 
the  examination  by  simple  duplication  of  effort.  The  problem  is  to 
enlist  the  affirmative  aid  of  industry  and  enlist  the  affirmative  aid  of 
the  knowledgeable  attorneys  in  the  examination  process.  Let  us  bring 
to  bear  the  aggregate  of  knowledge,  pertaining  to  prior  art,  to  a  rea- 
sonable extent  on  the  examination,  not  of  every  tidbit  invention,  but 
on  every  woithwhile  advance.  Let  us  concentrate  selectively  on  the 
advances. 

Xow,  tlien,  how  are  we  going  to  do  this?  First,  we  have  to  make 
up  our  minds  that  this  is  an  objective  that  we  seek.  I  have  yet  to  see 
the  Patent  Office  or  the  patent  bar  direct  itself,  as  a  primary  objec- 
tive, to  the  aim  of  the  elimination  of  the  chaff  that  exists  in  the 
work  product  of  the  Patent  Office.  The  rationalization  seems  to  be: 
I  haA*e  to  file  this  patent  application  because  the  client  wants  it.  If  I 
do  not  file  the  patent  application,  some  other  patent  attorney  w^ill. 

The  analogue  is  somewhat  related  to  domestic  relations  cases. 
Some  lawyers  justify  taking  a  domestic  relations  case  without  inves- 
tigation on  the  basis  that  if  they  do  not.  another  attorney  will. 

Xow,  some  patent  applications  are  filed  because,  if  the  filer  does 
not  take  the  case,  some  other  patent  attorney  will ;  some  are  filed  to 
humor  superior  executives,  senior  engineers;  some  are  filed  for 
purely  defensive  purposes.  That  is  widesprad  in  the  military.  I  dare- 
say the  primary  motive  for  the  tliousands  of  patent  applications 
that  are  filed  on  behalf  of  the  military  establishment  each  year,  at 
least  lumclreds — I  daresay  that  the  primary  motive  is  to  safeguard 
latitude  to  make  and  use  and  otherwise  practice  an  invention.  The 
military  establishment  does  not  care  what  the  scope  of  the  received 
claims  might  be;  any  old  claim  will  do. 

We  patent  lawyers  are  tuned  to  understand  each  other.  And  when 
wo  look  at  the  Gazette  and  see  a  one-claim  patent  in  the  Gazette,  we 
often  say  to  ourselves:  From  nnich  coming,  the  examiner  doth 
weary,  and  he  issueth  a  patent  with  one  claim  and  a  red  button  that 
does  nobody  any  harm. 

That  is  a  far  cry  from  an  incentive  that  we  are  offering  to  an 
inventor  to  promote,  to  induce,  to  persuade  him  to  put  his  good 
ideas  on  the  table,  to  come  up  with  good  ideas,  to  come  up  with 
great  innovations,  to  help  put  our  country  on  top  technologically.  It 
is  a  far  cry  from  that  ideal  and  is  down  to  the  bottom  of  the  scale, 
when  we  say  tliat  this  one-claim  patent  is  not  going  to  hurt  any- 
body. 

So  that  we  need  to  dedicate  ourselves  to  the  objective  of  putting 
the  best  ideas  on  the  table,  getting  them  into  the  Patent  Office,  and 
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discourafrino:  tlie  chaff,  discouraging  the  weeds,  and  doing  the  right 
amount  of  pruning. 

Xow,  stage  1,  the  patent  bar  can  do  some  pruning  on  its  own.  At 
this  point,  the  Public  Counsel  principle  is  an  excellent  one.  I  would 
suggest  that  the  Office  of  Public  Counsel  be  treated  as  separate  and 
distinct  from  the  Office  of  Solicitor.  The  usual  procedure  now  is  for 
the  Solicitor  of  the  Patent  Office  to  appear  before  the  courts  to 
oppose  the  issuance  of  patents  that  he  considers  to  lack  invention. 

Xow.  these  cases  generally  involve  the  issue  of  invention  vel  non^ — ■ 
based  on  the  prior  art  on  the  record.  Now.  the  Solicitor's  office  is 
eminently  competent  to  perform  that  function,  and  it  should  be 
maintained. 

But  the  issue  of  invention  vel  non,  which  is  a  give  and  take  issue, 
is  not  the  only  one  that  is  before  the  Patent  Office.  Many  issues  are 
before  the  Patent  Office,  but  they  are  really  hidden.  Is  the  best  art 
on  the  record?  Is  this  patent  application  affected  by  public  use?  Is 
this  patent  application  affected  by  some  other  bar? 

These  things  prompt  inquiry  on  behalf  of  the  public.  Who  is 
going  to  perform  that  function?  That  is  the  job  of  the  Public  Coun- 
sel. There  is  no  need  whatsoever  to  double  the  examining  corps  of 
the  Patent  Office.  The  Public  Counsel  can  have  the  same  type  of 
influence  on  the  administration  of  patents  in  general  as  a  lovely, 
charmin.g  lady  in  the  classroom  does.  She  keeps  the  boys  on  their 
good  manners ;  they  dress  up  and  behave  themselves. 

By  the  same  token,  the  presence  of  the  Public  Counsel  making  an 
occasional  spot  check,  looking  into  cases  of  complaint,  looking  into 
cases  that  have  obviously  a  great  impact  on  the  economy,  looking 
into  suspicious  cases,  making  spot  checks — his  very  presence  is  going 
to  greatly  elevate  the  candor  with  which  patent  applications  are 
prosecuted. 

That  is  particularly  the  case  when,  in  addition  to  the  charming 
young  lady  in  the  classroom,  statutory  standards  of  conduct  are  cou- 
pled with  the  existence  of  the  Public  Counsel,  with  the  requirement 
of  a  citation  of  art  and  the  requirement  of  a  brief  of  patentability, 
and  the  probability  is  that  most  of  the  pertinent  facts  will  come 
before  the  Patent  Office  is  much  higher  than  in  this  climate  of  uni- 
lateral prosecution  that  we  classicially  have. 

Senator  Hart.  At  that  point,  Mr.  Hogan,  let  me  get  over  for 
another  vote.  I  will  be  back  in  about  10  minutes. 

[A  brief  recess  was  taken.] 

Senator  Hart.  We  can  proceed. 

Mr.  HoGAX.  Senator  Hart  and  counsel,  I  will  be  brief  because  we 
are  waiting  to  hear  from  Mr.  Pederson.  We  need  to  take  heed  of  the 
fact  that  at  one  time  our  statute  said  that  "the  Commissioner  of 
Patents  shall  issue  a  patent  on  the  disclosure  if  it  be  sufficiently 
important."  It  is  regrettable  that  those  words  "sufficiently  impor- 
tant" were  taken  out  of  the  statute. 

The  German  patent  office  has  an  attitude  that  we  American  patent 
attorneys  occasionally  run  into.  One  of  the  gentleman  before  this 
committee  made  the  statement — I  believe  it  was  Mr.  Irons — that  if 
anything  were  novel  a  patent  attorney  can  get  a  patent  on  it  in  this 
count  rv. 
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That  statement  might  be  modified  slightly,  but  it  is  pretty  gener- 
ally the  case.  The  statutory  requirements  are  novelty  and  nonob- 
viousness  or  inventiveness;  but  it  comes  pretty  close  to  being  the 
fact  that  the  prospects  of  an  able  advocate  obtaining  a  patent  on  a 
disclosure  that  is  characterized  by  novelty  only  are  pretty  inviting. 

I  would  be  willing  to  put  my  money  on  the  patent  attorney  to  suc- 
ceed rather  than  to  fail — to  succeed  many  more  times  than  to  fail. 
The  German  patent  office  confronts  that  approach  with  their  reac- 
tion: "Everything  that  j^ou  say,  counsel,  about  the  red  button  and 
the  remarkable  accomplishments,  and  this  thing  being  painted  blue, 
might  be  true,  but  we  are  not  going  to  give  you  a  patent  on  it.  It  is 
beneath  our  standards."  We  can  profit  by  emulating  the  attitude  of 
the  German  patent  ofhce  in  that  respect. 

Now  then,  the  public  adversary  hearing  is  going  to  bring  out  the 
views  of  industry  on  the  patentability  of  certain  patent  applications. 
I  would  advocate  that  a  patent  application  not  be  laid  open  for  any 
kind  of  opposition  or  any  kind  of  public  adversary  hearings  until  it 
is  in  an  allowed  state.  I  would  advocate  that  the  patent  application 
not  be  published  until  it  is  in  an  allowed  state,  and  that  a  considera- 
ble time  elapse  between  the  filing  and  the  publication. 

I  would  advocate  that  the  reexamination  be  confined  to  simply  the 
reference  material  and  the  arguments  that  were  turned  up  on  the 
applicant's  prosecution  without  giving  the  adversary  or  the  oppo- 
nent an  opportunity  to  appear,  make  a  trial  out  of  it,  or  make  argu- 
ments. 

I  think  that  if  we  are  going  to  make  trials  in  the  Patent  Office,  it 
would  be  too  much  of  a  burden  on  the  inventor  in  the  ordinary  case. 
An  exception  might  be  made  if,  in  the  opinion  of  the  public  counsel, 
irregularities  are  appearing,  or  the  importance  of  the  case  is  such  as 
to  justify  calling  in  the  adversary  and  opening  up  a  wholly  adver- 
sary proceeding. 

Now  then,  on  this  matter  it  is  a  serious  defect  of  opposition  pro- 
ceedings that  they  are  often  brought  as  a  matter  of  course  in  foreign 
countries.  Some  companies  know  that  every  time  they  file  an  appli- 
cation in  certain  foreign  countries,  the  competitor  will  automatically 
oppose,  whether  in  good  faith  or  not.  Certainly,  it  is  not  desirable  to 
open  up  to  that  type  of  opposition. 

The  opportunity  for  the  public  to  be  heard,  to  submit  data,  to  be 
considered  ex  parte  by  the  examiner,  that  is  fine.  In  an  exceptional 
case,  to  have  a  public  counsel  call  in  the  adversary  to  participate,  so 
much  the  better. 

Xow  then,  the  case  for  deferred  examination  has  been  argued 
against  on  the  theory  that  we  do  not  need  it  here.  There  is  no  need 
to  defer  anything.  We  are  up  to  date.  Well,  what  are  we  up  to  date 
with?  We  are  up  to  date  with  a  poor,  with  an  inadequate  quality  of 
examination. 

The  foreign  art  has  not  adequately  been  looked  into.  It  is  not  ade- 
quately classified.  I  was  a  patent  examiner.  I  did  not  know  the  first 
thing  about  making  a  literature  search  until  I  got  a  INIaster's  degree 
in  history,  years  after  I  hnished  working  in  the  Patent  Office.  The 
average  examiner  does  not  make  a  literature  search;  he  does  not 
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know  how.  So  that  the  quality  of  the  search  in  the  Patent  Office  is 
not  adequate. 

"\Miy  is  it  inadequate?  It  is  inadequate  because  the  examiner  is 
overburdened,  and  he  is  on  a  quota  system,  because  he  is  examining 
the  chaff  as  well  as  the  wheat. 

The  value  of  deferred  examination  would  be  that  it  would  put  the 
wheat  before  the  examiner  for  examination,  and  it  would  temporar- 
ily put  the  chaff  in  storage  where  it  belongs. 

As  to  maintenance  fees  I  am  afraid,  gentlemen,  I  am  dated:  Con- 
gressional Medal  of  ITonor  winners  do  not  pay  costs  of  administra- 
tion: Xobel  Prize  winners  do  not  pay  costs  of  administration.  'Even 
if  the  patent  system  is  not  serving  its  real  objectives  in  an  entirely 
approved  way,  it  is  serving  them  generally.  A  patent  of  real  benefit 
to  the  economy  justly  deserves  an  award  or  prize.  This  country 
badly  needs  the  Patent  Office,  whatever  it  costs.  The  costs  are  a  drop 
in  the  bucket  compared  to  the  advantages  that  the  patent  system, 
even  as  it  is  now,  is  bringing. 

Now,  with  a  proper  scheme  of  examination  and  a  minimizing  of 
the  chaff'  that  is  cluttering  up  the  courts  in  patent  litigation  and 
constituting  a  briar  patch  for  productive  industry,  the  cost  of  the 
Patent  Office  would  be  a  very  minute  consideration  compared  to  the 
benefits. 

I  would  advocate,  if  money  has  to  be  derived  any  place,  that  it  be 
derived  from  final  fees  because  at  that  time  the  man  has  the  prize  in 
front  of  him,  he  has  run  the  race;  a  few  hundred  dollars  does  not 
hurt  him  so  badly. 

The  Patent  Office  should  be  an  independent  agency.  Its  function  is 
one  of  those  specifically  enumerated  in  the  Constitution.  We  have,  I 
believe — Commissic«:ier  AVatson  stated  that  we  had  something  like  40 
independent  agencies. 

Certainly  the  patent  function  in  this  day  and  age  when  we  are 
being  seriously  threatened  as  to  economic  supremacy  and  technical 
leadership  by  the  Soviets,  and  by  Japan,  and  by  West  Germany,  and 
others  certainly,  the  performance  of  this  function  is  one  of  the  very 
highest  dignity. 

The  Patent  Office  is  not  a  place  for  a  social  experiment.  It  is  not  a 
place  for  pushing  treaties  before  getting  the  patent  system  improved 
domestically.  It  is  no  place  for  rapid  turnover.  The  patent  system 
ought  to  be  separated  out  from  the  Department  of  Commerce  and 
put  on  its  own.  Certain!}^,  the  specifically  enumerated  constitutional 
function,  from  the  very  beginning,  deserves  no  less. 

Thank  you  very  much.  Senator  Hart  and  the  committee. 

Senator  Hart.  Thank  you,  ]Mr.  Hogan.  That  was  very  interesting. 

One  of  the  items  that  was  not  enumerated  in  the  list  of  five — and 
I  am  probably  breaking  the  rule  by  asking  about  it.  I  should  have 
remembered  this  mornmg  to  ask  others  about  it  when  we  talked 
about  reforming  the  patent  system,  the  need  for  which  you  very 
effectively  underscored. 

"Wliat  is  your  reaction  to  specifying  antitrust  gi'ound  rules  for 
licensing  patents  as  part  of  patent  reform?  Forget  for  a  minute  the 
political  problems  that  this  creates.  Think  of  it  as  a  question  that 
asks  for  an  answer  based  on  the  question  alone,  and  without  any 
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consideration  as  to  wlicther  it  hangs  up  the  forum  here  or  does  not 
hang  it  up  ideally. 

Do  you  see  the  relationship  between  reforming  the  patent  system 
with  respect  to  issuing  patents  and  spelling  out  the  antitrust  rules 
for  the  licensing  of  patents  as  one  and  the  same? 

Mr,  HoGAN.  No,  sir.  I  cannot  see  any  relationship  between  the  two 
problems  whatsoever.  It  seems  to  me  that  our  problem  now  is  to  get 
good  inventions,  better  inventions  technologically  and  work  our  way 
out  of  a  mess  with  the  ecology,  out  of  a  lack  of  adequate  growth,  out 
of  our  inflation.  It  is  to  get  these  inventions  now.  I  do  not  know 
anybody  with  a  good  invention  who  has  a  present  antitrust  problem. 

Senator  Hart.  This  morning  we  played  around  with  figures,  and 
certain  witnesses  suggested  100,000  patents  are  issued,  TO-odd  percent 
of  those  challenged  are  found  to  be  faulty,  but  only  one  percent  of 
the  100,000  are  challenged.  What  is  the  conclusion  ? 

Do  you  want  to  put  any  figure  on  how  much  of  the  99  percent 
would  be  weeds  if  litigated? 

INIr.  HoGAN.  Senator,  I  would  venture  that — it  would  be  difficult  to 
say.  I  would  venture  that  most  of  the  99  percent  are  not  used.  The 
patent  that  is  challenged  in  court  is  likely  to  be — well,  not  neces- 
sarily. I  was  going  to  say  that  it  was  likely  to  be  weaker  than  the 
mean.  I  am  not  so  sure  of  that  because  the  patent  that  is  challenged 
in  court  may  involve  large  sums,  and  when  large  sums  are  at  stake  it 
is  worth  the  defendant's  while  to  resist  and  to  subject  it  as  it  were 
to  the  ordeal  by  experts  that  some  patent  cases  are  becoming. 

I  would  find  it  difficult  to  project  that  average,  the  statistical 
average  of  patents  held  invalid,  over  into  the  mass  of  patents,  as  far 
as  validity  is  concerned. 

Now,  I  daresay  that  the  mass  of  patents  are  not  used,  so  that  the 
question  of  validity  is  not  likely  to  come  up.  Many  are  obsolete; 
sometimes  they  are  abandoned.  Sometimes  the  inventor  does  not 
have  the  business  acumen  to  develop  them.  For  a  variety  of  reasons 
they  simply  die. 

I  am  inclined  to  think  that  most  of  them  lack  an  adequate  citation 
of  prior  art,  and  most  of  them  are  vulnerable  to  attack  in  the  courts. 
So  vulnerable  that  defendants  I  daresay  in  most  cases  can  make  a 
bona  fide  case.  I  will  go  that  far.  I  say  most  of  them  are  vulnerable ; 
probably  the  majority  are  vulnerable  to  a  bona  fide  attack  in  the 
courts. 

Senator  Hart.  Mr.  Brennan. 

jNIr.  Bri-:nnan.  I  would  like  to  pursue  the  chairman's  first  ques- 
tion, which  makes  us  both  guilty  of  going  outside  of  the  ground 
rules. 

The  current  exercise  in  reforming  the  patent  system  began  with 
the  report  of  President  Johnson's  Commission  on  the  Patent  System. 
Is  it  not  correct  that  the  proposal  to  clarify  the  law  with  respect  to 
patent  licensing  was  contained  in  the  report  of  the  President's  Com- 
mission? 

Ml-.  Hogan.  I  am  not  certain  of  that.  I  think  it  was.  Counselor 
Brennan.  I  am  not  sure  whether  that  is  the  case  or  not. 

Arc  you  saying  that  the  subject  matter — the  amendments  were  in 
the  recommendations  of  the  Commission  ? 
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Mr.  Brexnan.  I  am  sayino^  that  one  of  the  recommendations  of 
the  President's  Commission,  No.  22,  recommended  that  the  Congress, 
by  statute,  should  clarify  the  law  with  respect  to  patent  licensing. 
And  if  that  statement  is  correct,  then  the  two  issues  have  been 
linked  together  since  inception  or  conception. 

Mr.  HoGAN.  JNIr.  Brennan,  the  President's  Commission  made  so 
many  mistakes,  I  would  not  arrive  at  any  solid  conclusion  on  that 
basis. 

Mr.  Brexxax.  I  am  not  debating  witli  you  tlie  recommendations. 
I  am  only  asking  you  a  factual  question  as  to  what  was  the  recom- 
mendation. 

I  would  suggest,  Mr.  Chairman,  it  might  be  useful  to  have 
inserted  at  this  point,  if  it  is  agreeable  to  you,  that  excerpt  from  the 
report  of  the  President's  Commission. 

Senator  Hart.  We  will  let  the  recommendation  Xo.  22  and  the 
accompanying  explanation  be  printed  ab  this  point. 

[The  information  referred  to  follows :] 

XXII.  The  lieeusable  nature  of  the  rights  granted  by  a  patent  should  be 
clarilied  by  specifically  stating  in  the  patent  statute  that:  (1)  applications  for 
patents,  patents,  or  any  interests  therein  may  be  licensed  in  the  whole,  or  in 
any  specified  part,  of  the  field  of  use  to  which  the  subject  matter  of  the  claims 
of  the  patent  are  directly  applicable,  and  (2)  a  patent  owner  shall  not  be 
deemed  guilty  of  patent  misuse  merely  because  he  agreed  to  a  contractual  pro- 
vision or  imposed  a  condition  on  a  licensee,  which  has  (a)  a  direct  relation  to 
the  disclosure  and  claims  of  the  patent,  and  (b)  the  performance  of  which  is 
reasonable  under  the  circumstances  to  secure  to  the  patent  owner  the  full  ben- 
efit of  his  invention  and  patent  grant.  This  recommendation  is  intended  to 
make  clear  that  the  "rule  of  reason"  shall  constitute  the  guideline  for  deter- 
mining patent  misuse. 

There  is  no  doubt,  in  the  opinion  of  the  Commission,  of  the  importance  to 
the  U.S.  economy  of  both  the  U.S.  patent  system  and  the  antitrust  laws.  Each 
is  essential  and  each  serves  its  own  purpose  within  the  framework  of  our  eco- 
nomic structure.  However,  conflicts  between  the  two  have  arisen.  But  this  does 
not  mean  that  the  two  systems  are  mutually  exclusive,  that  a  strong  patent 
system  is  a  threat  to  the  antitrust  laws,  or  that  the  latter  cannot  be  effectively 
enforced  so  long  as  a  patent  system  grants  limited  monopolies. 

On  the  contrary,  the  two  systems  are  fully  compatible,  one  checking  and  pre- 
venting undesirable  monopolistic  power  and  the  other  encouraging  and  promot- 
ing certain  limited  beneficial  monopolies.  In  this  way,  each  may  easily  achieve 
its  objectives  in  a  strong  economy. 

The  Commission,  therefore,  does  not  favor  any  proposal  which  would  weaken 
the  enforcement  of  the  antitrust  laws  or  which  would  curtail  in  any  way  the 
power  of  the  courts  to  deny  relief  to  a  patent  owner  misusing  the  patent  he 
seeks  to  enforce.  However,  uncertainty  exists  as  to  the  precise  nature  of  the 
patent  right  and  there  is  no  clear  definition  of  the  patent  misuse  rule.  This 
has  produced  confusion  in  the  public  mind  and  a  reluctance  by  patent  owners 
and  others  to  enter  into  contracts  or  other  arrangements  pertaining  to  patents 
or  related  licenses. 

No  useful  purpose  would  be  served  by  codifying  the  many  decisions  dealing 
with  patent  misuse  into  a  set  of  rules  or  definitions  permitting  or  denying 
enforeability  of  patents  in  given  circumstances.  The  risk  of  unenforcealnlity 
is  too  great  and  such  a  codification  is  wholly  unnecessary.  All  that  the  Com- 
mission believes  to  be  required  is  explicit  statutory  language  defining,  for  the 
purpose  of  assignments  and  licenses,  the  nature  of  the  patent  grant  heretofore 
recognized  under  the  patent  statute  or  by  decisional  law.  This  is,  the  right  to 
exclude  others  from  making,  using  and  selling  the  patented  invention. 

The  mere  exercise,  conveyance  or  license  of  these  conferred  rights  should  not 
in  itself  constitute  misuse  of  a  patent.  A  patent  owner  should  not  be  denied 
relief  against  infringers  because  he  either  refused  to  grant  a  license  or  because 
he  has  exercised,  transferred  or  licensed  any  of  the  conferred  patent  rights 
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himself.  This  should  not  include  immunity  of  even  these  conferred  patent 
rigrhts  from  the  antitrust  laws  when  the  patent  owner  becomes  involved  in  a 
conspiracy  to  restrain  or  monopolize  commerce,  or  when  the  patent  is  itself 
used  as  an  instrument  for  unreasonably  restraining  trade. 

Tliere  are  also  a  number  of  conditions  and  provisions  long  associated  with 
the  transfer  or  license  of  rights  under  patents  which  must  be  distinguished 
from  the  exclusive  right  to  make,  use  and  sell  conferred  by  the  patent  grant. 
Among  these  are  improvement  grant-backs,  cross  licenses,  package  licenses, 
patent  pools,  no  contest  clauses,  and  many  others  which  are  simply  matters  of 
private  contract,  ancillary  to  the  conveyance  or  license  of  a  patent  right.  As 
such,  these  conditions  and  provisions  must  be  judged,  along  with  other  pure- 
ly commercial  practices,  under  the  antitrust  laws  and  the  patent  misuse  doc- 
trine. The  Commission  does  not  recommend  immunization  of  any  of  these  other 
provisions  or  conditions  from  either  the  antitrust  laws  or  the  application  of 
the  misuse  rule. 

This  recommendation  also  makes  it  clear  that  a  patent  may  not  be  used  to 
control  commerce  in  subject  matter  beyond  the  scope  of  the  patent.  For  exam- 
ple, it  could  not  be  considered  "reasonably  necessary"  to  secure  full  benefit  to 
the  owner  of  a  macliine  patent  that  he  attempt  to  control  any  of  the  commerce 
in  an  unpatented  raw  material  to  be  used  in  the  machine.  Neither  could  it  be 
held  that  such  an  attempt  had  a  direct  relation  to  the  machine  claims  in  his 
patent.  By  the  same  standards,  the  patent  owner  could  not  control  commerce 
in  one  of  the  unpatented  elements  of  his  combination  invention  where  his 
claims  are  to  the  whole  combination. 

INIr.  Brennan.  I  want  to  compliment  you  for  an  extremely  effec- 
tive presentation.  I  think  it  is  one  of  the  best  I  have  heard  over  a 
period  of  time. 

Mr.  HoGAN.  Thank  yon,  sir. 

Mr.  Brexnax.  In  your  prepared  statement  you  indicate  there  is 
criteria  that  ought  to  be  employed  by  the  Office  of  Patent  Counsel  in 
deciding  what  cases  tliey  ought  to  explore. 

Do  you  contemplate  having  this  criteria  set  forth  in  the  statute,  or 
would  this  be  left  to  the  discretion  of  the  Office  of  Public  Counsel? 

Mr.  HoGAX.  Counselor,  I  Avould  despair — Senator  and  Counselor,  I 
would  despair  of  the  possibility  of  perfection  in  this.  I  would  advo- 
cate setting  down  some  criteria,  yes. 

It  seems  to  me  that  in  some  of  the  constitutions  of  some  of  the 
States  there  are  set  forth  criteria  defining  cases  of  great  public 
interest,  cases  that  their  supreme  courts,  courts  of  last  resort,  should 
consider  on  certiorari.  They  indicate  that  it  is  practical  for  legisla- 
tive draftsmen  to  think  up  worthwhile  criteria. 

I  think  that  is  an  excellent  thought,  that  the  criteria  be  set  forth 
in  the  statute;  that  it  should  be  the  exceptional  case  for  public 
counsel  to  get  into. 

]Mr.  Brexxax'.  Thank  you. 

Mr.  HoGAX.  Analogous  to  the  certiorari  process;  analogous  to  the 
censor — I  do  not  like  to  use  this  word — but  under  the  Chinese 
emperors  they  had  a  censor.  His  job  was  to  see  what  was  going  on 
wrong  in  the  government. 

This  public  counsel  has  to  be  a  most  discreet,  judicious  person  and 
must  conduct  his  office  in  a  most  discreet  way.  I  like  the  thought 
that  has  been  expressed  and  would  certainly  advocate  that  statutory 
criteria  be  employed  to  define  this  discretion ;  also  that  he  be  totally 
independent  of  the  Commissioner  and  the  Solicitor;  he  is  a  watch- 

Senator  Hart.  It  is  not  just  patents;  it  is  everything.  "\'S^en  you 
have  an  idea  that  it  would  make  good  sense  to  have  someone  playing 


145 

tliat  kind  of  role,  you  ahva3's  argiie  that  there  are  plenty  of  people 
that  liave  those  qualities.  But  then  if  the  notion  offends  you,  then 
you  are  always  suggesting  that  that  is  a  very  rare  breed  and  you 
cannot  assume  you  will  get  that  kind. 

Even  with  statutory  guidelines  there  would  be  a  sincere  argument 
made  that  the  odds  would  be  against  finding  a  person  of  that  qual- 
ity. 

Since  I  would  think  it  would  be  desirable  to  have  that  office,  I 
would  argue  that  you  would  be  very  likely  to  get  that  kind  of 
fellow. 

Mr.  Xash. 

Mr.  Nash.  Xo  questions. 

Senator  Hart.  JMr.  Hogan,  thank  you  so  much. 

iNIr.  Hogan.  Thank  you  very  much,  Senator.  Thank  you,  counselor. 

Mr.  Brexxan.  Mr.  Chairman,  the  last  witness  is  Mr.  John  Peder- 
son. 

Senator  Hart.  Before  you  begin  let  me  thank  you  for  your  will- 
ingness to  change  your  schedule  to  accommodate  the  committee. 

jSIr.  Pedersox.  Senator,  I  appreciate  the  opportunity  to  appear.  It 
is  the  least  I  can  do. 

Mr.  Brexx-^an.  I  assume  we  will  have  the  statement  printed  in 
full  at  this  point  ? 

Senator  Hart.  Yes. 

[The  prepared  statement  of  John  Pederson  follows :] 

Statement  of  .John  .1.  Pedersox  Concerning  S.  1321 

Mr.  Chairman  and  Members  of  the  Subcommittee,  my  name  is  John  J.  Ped- 
erson. I  am  General  Patent  Counsel  and  Director  of  Patents  for  Zenith  Radio 
Corporation,  a  major  producer  of  radios,  television  sets  and  related  consumer 
products. 

I  am  here  today  because  of  my  firm  belief  in  the  wisdom  of  the  constitu- 
tional provision  for  a  patent  system  to  promote  progress  in  science  and  the 
useful  arts  and  because  I  recognize  the  urgent  need  for  patent  reform  if  this 
basic  constitutional  purpose  is  to  continue  to  be  served.  One  need  only  look  to 
the  patent  invalidity  statistics  in  Federal  court  litigation — more  than  70%  of 
the  litigated  patents  are  held  invalid — to  know  that  extensive  reform  is  needed 
to  provide  enhanced  credibility  for  patents. 

While  there  are  specific  provisions  in  the  Patent  Reform  Act  of  1973 
(S.1321)  which  I  believe  to  be  unworkable  or  impracticable  as  presently 
drafted  and  others  which  in  my  view  are  unwise,  I  believe  that  as  a  whole 
this  draft  bill  constitutes  a  bold  and  imaginative  effort  to  provide  the  reform 
which  is  so  sorely  needed.  The  bill  is  designed  to  enhance  the  credibility  of 
patents  by  augmenting  the  present  and  traditional  ex  parte  patentability  pro- 
ceedings with  adversary  proceedings  which  are  better  adapted  to  elicit  the  rel- 
evant prior  art  and  to  apply  the  statutory  patentability  standards.  From  my 
25  years  of  practice  before  the  Patent  Ofiice,  I  have  come  to  the  firm  convic- 
tion that  the  establishment  of  an  adversary  system  is  absolutely  essential  if 
the  credibility  and  integrity  of  U.S.  patents  is  to  be  restored.  In  many  cases, 
only  the  applicant's  competitors  or  other  potential  users  of  the  invention  upon 
which  patent  protection  is  sought  are  in  a  position  to  identify  and  bring  for- 
ward the  most  relevant  prior  art  against  which  the  statutory  requirements  of 
novelty  and  unobviousness  are  to  be  measured.  Neither  the  applicant  nor  the 
Patent  Ofiice  Examiners  have  an  effective  basis  for  identifying  specific  prior 
art  in  the  category  of  subject  matter  in  public  use  or  on  sale  (Section  102b), 
to  say  nothing  of  that  embodied  in  unpublished  pending  patent  applications 
(Section  102e)  or  that  falling  in  the  category  of  unpublished  prior  knowledge 
or  use  by  others  (Section  102a).  But  a  competitor  or  an  industry  member  who 
has  possession  of  such  unpublished  prior  knowledge,  or  who  owns  the  unpub- 
lished  pending  patent   application,   or  who  has  produced  or  sold   a   product 
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embodying  the  invention,  can  identify  this  relevant  prior  art  with  relative 
ease.  Tlie  present  law  makes  no  provision  for  using  these  channels  to  identify 
the  most  relevant  prior  art  in  the  Patent  Office  examination  proceedings.  It  is 
only  by  permitting  competitors  and  industry  members  to  oppose  the  patent 
grant  tliat  this  can  be  achieved. 

However,  it  is  not  enough  to  provide  a  voliicle  for  permitting  competitors 
and  industry  members  to  come  forward  in  opposition  to  the  patent  grant.  The 
opposer  as  well  as  the  applicant  must  be  given  an  efiual  opportunity  for  argu- 
ment and  for  appeal  of  erroneous  Patent  Office  decisions,  and  failure  to  oppose 
when  proper  grounds  for  opposition  exist  must  carry  sufficiently  serious  conse- 
quences to  assure  proper  use  of  the  opposition  system.  If  a  competitor  or 
industry  member  has  nothing  to  lose  by  standing  off,  in  the  sense  that  he  can 
make  the  same  defense  in  court  later  if  called  upon  to  do  so,  many  oppositions 
that  should  be  brought  will  not  be  brought,  and  spurious  patents  will  continue 
to  issue. 

On  the  other  hand,  safeguards  must  be  provided  to  protect  an  applicant 
against  oppressive  al)use  of  the  opposition  process.  An  applicant  with  a  good 
invention  should  not  have  to  withstand  the  delay  and  expense  of  defending 
against  specious  oppositions  filed  with  the  purpose  of  inducing  settlement  on 
the  basis  of  a  royalty-free  or  reduced-royalty  license,  or  with  the  hope  of 
inducing  abandonment  to  avoid  heavy  defense  costs,  nor  should  he  be  deprived 
of  his  "day  in  court"  because  he  cannot  afford  such  legal  expenses. 

To  satisfy  all  of  these  criteria,  an  ideal  opposition  system  should  contain 
built-in  effective  sanctions  against  misuse  or  abuse  of  the  opposition  process, 
should  provide  at  least  some  measure  of  incontestability  or  increased  credibil- 
ity for  the  patent  which  survives,  and  should  contain  provisions  for  financial 
assistance  in  connection  with  legal  services  in  cases  of  proper  need.  Failure  to 
satisfy  these  conditions  can  so  distort  the  system  as  to  frustrate  the  constitu- 
tional purpose  of  promoting  progress  in  the  useful  arts  and  sciences. 

The  Patent  Reform  Act  of  1973 — S.1321 — provides  a  basis  for  opposition  pro- 
ceedings from  which  the  opposer  as  well  as  the  applicant  has  effective  appeal 
remedies,  and  it  also  contains  other  provisions  designed  to  compel  the  appli- 
cant to  identify  relevant  prior  art  known  to  him  and  to  provide  the  Patent 
Office  with  both  system  and  procedure  for  eliciting  a  better  overall  knowledge 
of  the  relevant  prior  art,  but  it  does  not  provide  any  specific  benefit  to  the 
successful  patentee  or  detriment  to  the  unsuccessful  opposer,  it  does  not  con- 
tain effective  sanctions  against  oppressive  misuse  or  abuse  of  the  opposition 
process,  and  it  fails  to  provide  financial  or  other  assistance  to  the  applicant 
who  cannot  afford  the  burden  of  defending  either  a  specious  or  a  bona  fide 
opposition.  Moreover,  there  is  additional  inequity  which  may  deter  inventors 
from  using  the  patent  system  for  its  intended  purpose.  As  presently  drafted, 
S.1321  contemplates  publication  of  the  application  in  advance  of  any  prelimi- 
nary examination  or  determination  of  prima  facie  patentability.  Since  a  patent 
is  a  quasi-contract  between  the  inventor  and  the  government — a  disclosure  in 
exchange  for  a  limited-term  monopoly— any  statutory  requirement  for  public 
disclosure  in  advance  of  a  prima  facie  patentability  determination  would  be 
unfair  and  even  arguably  unconstitutional. 

There  are  ways  in  which  the  present  draft  bill  can  be  strengthened  to  over- 
come these  objections.  A  prospective  opposer  may  be  required  to  make  a  prima 
facie  showing  sufficient  to  establish  probable  cause  for  instituting  the  opposi- 
tion, before  the  applicant  is  subjected  to  the  burden  of  such  a  proceeding.  An 
unsuccessful  opposer  may  be  re(iuired  to  bear  the  applicant's  costs  of  defend- 
ing tlie  opposition.  A  sulistantial  opposition  fee  may  be  imposed  on  tlie  opposer 
at  tlie  time  of  filing  the  opposition.  All  of  these  measures  would  reduce  the 
likeliliood  of  specious  proceedings  designed  for  harassment  or  shake-down  pur- 
poses. On  the  other  hand,  unless  there  is  some  serious  consequence  of  with 
holding  a  bona  fide  opi)osition,  all  of  tliese  other  provisions  would  t<M!d  to  dis- 
courage competitors  or  industry  members  from  coming  forward  during  the 
examination  process.  To  overcome  tliis  negative  bias,  and  to  provide  for  the 
integrity  of  issued  patents  which  witlistand  the  opjiosition  process  or  go  to 
issue  without  oi)position.  a  really  strong  presumption  of  validity  must  be 
established.  This  can  be  done  in  various  ways  but  in  any  event,  to  be  effective, 
the  stntute  must  give  Tuore  than  mere  lip  service  to  the  presumption  of  valid- 
ity. Total  incontestability  would  serve  the  purpose  but  would  be  found  bv  most 
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to  be  too  harsh  if  not  miconstitutioiial.  However,  there  would  seem  to  be  no 
good  reason  why  a  competitor  or  an  industry  member  having  actual  grounds 
for  opposition  at  the  time  the  application  is  published  should  not  be  estopped 
from  contesting  validity  on  the  basis  of  such  grounds  if  he  elects  not  to  bring 
the  opposition.  A  middle-ground  approach,  which  I  have  not  seen  advanced 
elsewhere,  and  which  has  the  advantage  of  being  more  objective  in  nature 
than  personal  estoppels,  might  provide  for  the  unavailability  of  Section  103 — 
the  unobviousness  section — as  a  defense  against  patents  surviving  the  opposi- 
tion process  or  issuing  without  opposition ;  this  would  leave  Section  102 — the 
novelty  reciuirement — as  well  as  other  technical  defenses  open  to  all.  Especially 
in  view  of  the  inclusion  of  Section  138(b),  a  separate  section  should  be  incor- 
porated to  define  the  scope  of  the  enhanced  presumption  of  validity  and  the 
consequences  of  failing  to  oppose  or  of  unsuccessful  opposition. 

And  finally,  for  the  independent  inventor  or  the  small  business  unable  to 
afford  the  burdensome  costs  of  defending  patent  oppositions,  partial  or  full 
subsidization  of  legal  expenses,  on  the  basis  of  need,  might  be  provided.  Inci- 
dentally, this  might  also  be  made  available  to  a  needy  opposer  as  well  as  a 
needy  applicant. 

S.1321  also  includes  provisions  for  enhancing  the  presumption  of  validity  by 
establishing  the  Patent  Office  as  an  independent  governmental  agency,  by  pro- 
viding Public  Counsel  in  the  Patent  Office  to  argue  for  the  public  interest,  and 
by  providing  for  greatly  improved  library  and  mechanized  search  facilities. 
These  are  laudable  measures  when  provided  to  augment  the  availability  of 
inter  partes  proceedings  instituted  by  competitors  or  industry  members ;  in  my 
opinion,  they  would  not  be  sufficient  of  themselves  without  also  providing  for 
such  opposition  proceedings. 

Section  135  of  the  draft  bill  provides  for  notification  proceedings  whereby 
any  person,  whether  or  not  he  may  be  adversely  affected  by  the  gi*ant  of  a 
patent,  may  bring  prior  art  to  the  attention  of  the  Patent  Office  in  connection 
with  a  previously  published  pending  application.  The  person  making  the  notifi- 
cation may,  if  he  so  elects,  remain  anonymous  or  he  may  elect  to  participate 
in  the  examination  or  re-examination  proceeding  as  a  party.  I  do  not  believe  it 
appropriate  for  uninterested  persons  to  serve  in  the  capacity  of  private  attor- 
neys general,  as  the  section  would  seem  to  permit,  but  in  other  respects  I 
favor  the  provisions  of  this  section.  I  do  think,  however,  that  if  an  office  of 
Public  Counsel  is  to  be  established,  at  least  the  anonymous  notification  pro- 
ceedings should  be  routed  through  the  Public  Counsel's  office,  and  the  Public 
Counsel  should  be  required  to  argue  the  patentability  question  before  the  Pri- 
mary Examiner ;  otherwise  the  Primary  Examiner's  patentability  determina- 
tion may  still  be  strictly  ex  parte  and  none  of  the  benefits  of  adversary  pro- 
ceedings will  be  realized. 

Wliiie  on  this  subject,  I  would  like  to  address  the  patentability  brief 
requirement  (Section  131)  and  the  attorney's  oath  requirement  (Section  115). 
Much  opposition  has  been  voiced  against  provisions  of  this  sort  because  they 
are  burdensome  and,  some  say,  demeaning  to  the  legal  profession.  Nevertheless, 
if  such  measures  will  improve  the  credibility  of  the  patent  system,  they  should 
certainly  be  adopted.  However,  the  establishment  of  an  opposition  system  as 
well  as  the  Public  Counsel  provisions  and  the  mechanized  search  provisions 
are  all  addressed  to  the  same  purpose  and  are  much  lietter  adopted  to  achieve 
tliat  purpose  than  the  patentability  brief  and  attorney's  oath  requirements.  As 
pointed  out  earlier  in  this  statement,  it  is  literally  impossible  for  an  applicant 
or  his  attorney  to  know  of  all  of  the  relevant  prior  art  in  a  given  case.  A  pat- 
entability brief  or  an  attorney's  oath  is  no  better  than  the  knowledge  upon 
which  it  is  based.  The  cumulative  knowledge  of  competitors  and  other  indus- 
try meml)ers  and  their  ability  to  identify  relevant  prior  art  is  much  greater 
than  that  of  the  applicant  and  his  attorney,  and  the  institution  of  an  effective 
opposition  system  may  be  expected  to  bring  to  the  surface  all  of  the  relevant 
prior  art  which  could  reasonably  be  expected  to  be  identified  in  any  patentabil- 
ity brief  or  attorney's  oath,  and  more.  In  other  words,  I  believe  tiiat  an  effec- 
tive opposition  system  meeting  the  criteria  set  forth  in  my  foregoing  comments 
would  obviate  the  necessity  for  a  patentability  brief  or  attorney's  oath,  and 
tliat  elimination  of  these  requirements  would  serve  the  constitutional  purpo.se 
better  by  reducing  the  burden  and  therefore  the  cost  of  required  legal  .'services 
in  connection  with  the  filing  of  patent  applications. 
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Another  major  reform  measure  under  S.1321  would  lie  the  institution  of 
deferred  examination  (Chapter  18).  The  deferred  examination  proposal  is  pat- 
terned after  those  adopted  in  other  countries.  The  concept  is  that  some  sub- 
stantial percentajre  of  applications  relate  to  subject  matter  which  will  ulti- 
mately fail  to  achieve  commercial  significance,  and  it  is  wasteful  of  the  patent 
examining  facility  to  subject  such  applications  to  the  same  examination 
procedure  as  applications  directed  to  commercially  significant  subject  matter.  I 
understand  that  the  expectation  is  that  something  in  order  of  50%  or  more  of 
the  applications  filed  would  never  require  examination,  and  that  this  would 
make  it  possible  for  the  examining  corps  of  the  Patent  OflSce  to  do  a  more 
thorough  job  of  examining  the  significant  applications.  At  the  same  time, 
deferred  examination  would  also  result  in  a  comparable  reduction  in  opposi- 
tion activity,  for  the  application  which  is  never  examined  need  never  be 
opposed. 

I  favor  institution  of  the  deferred  examination  procedure,  but  only  if  defer- 
ral is  not  accompanied  by  extension  of  the  patent  term.  An  applicjint  .should 
not  be  permitted  to  prolong  the  patent  monopoly  by  simply  being  dilatory. 
Rather  than  a  term  of  12  years  from  the  filing  date  plus  any  deferral  period 
as  under  the  draft  bill,  or  17  years  from  the  issue  date  as  under  the  present 
statute,  a  term  of  18  or  20  years  from  the  filing  date  would  seem  most  appro- 
priate. 

S.1321.  if  enacted,  would  institute  for  the  first  time  in  the  United  States  a 
system  including  the  imposition  of  annual  maintenance  fees  to  keep  a  patent 
in  force.  The  principal  reason  advanced  in  support  of  the  maintenance  fee  con- 
cept is  to  encourage  lapsing  of  insignificant  or  commercially  unimportant  pat- 
ents. However,  the  vast  majority  of  patents  issuing  today  are  granted  to  cor- 
porations rather  than  to  individual  inventors.  I  believe  the  overall  proportion 
is  sometliing  in  the  order  of  80%,  and  in  high  technology  industries  such  as 
the  radio/television  industry,  I  am  sure  the  percentage  is  much  higher.  Major 
corporations  maintaining  substantial  patent  portfolios  will  not  be  deterred 
from  seeking  or  maintaining  such  portfolios,  or  induced  to  seek  fewer  patents, 
by  the  imposition  of  maintenance  fees  unless  such  fees  are  so  high  as  to  be 
confiscatory  with  respect  to  individuals  and  small  companies;  the  constitu- 
tional purpose  of  the  patent  system  will  not  be  served  by  so  favoring  major 
corporations.  Moreover,  even  if  the  maintenance  fee  system  worked  ideally  as 
intended,  only  dead  wood  would  be  eliminated,  and  dead  wood  has  not  been  a 
major  problem.  Lapsed  patents,  while  no  longer  available  for  licensing  or  in- 
fringement litigation,  could  not  simply  l^e  expunged  from  the  records  because 
they  would  still  constitute  a  substantial  portion  of  the  body  of  prior  art  to  be 
examined  with  respect  to  new  inventions ;  in  other  words,  the  imposition  of 
maintenance  fees  to  encourage  the  lapsing  of  monopoly  rights  on  inventions 
without  commercial  significance  would  constitute  a  solution  looking  for  a  prob- 
lem. 

It  is  not  the  purpose  of  this  statement  to  identify  all  of  the  specific  provi- 
sions that  are  either  well  or  poorly  adapted  to  the  specific  purposes  of  patent 
reform  nor  to  propose  detailed  changes  to  improve  workability  or  effectiveness. 
There  are  many  individual  provisions  which  will  require  major  changes  in  the 
practice  and  which  will  draw  heavy  fire  from  the  patent  law  profession ;  my 
view  is  that  we  patent  attorneys  can  effectively  adapt  to  most  of  them.  In  this 
category  are  discovery  practice,  universal  prior  art,  public  appeals,  prohibitions 
against  broadening  of  claims  by  reissue,  more  stringent  disclaimer  require- 
ments, and  others.  The  bill  also  contains  uncontroversial  changes  which  are 
clearly  desirable,  such  as  assignee  filing,  easing  of  technical  requirements  con- 
cerning joinder  of  inventors,  measurement  of  the  patent  term  from  the  applica- 
tion filing  date,  and  pre-issuance  damages  for  infringement  based  on  a  finding 
of  allowability.  Two  sections,  however,  are  both  unwise  and  unworkable,  in  my 
opinion.  These  are  Section  112  on  disclosure  requirements  and  Section  263  on 
the  rights  of  employee  inventors. 

Under  the  present  statute.  Section  112  sets  forth  the  basic  requirements  for 
the  disclosure  to  be  made  in  the  patent  specification.  The  first  requirement  is 
that  of  making  an  enabling  disclosure,  i.e.,  a  disclosure  which  is  sufficiently 
complete  to  enable  those  .skilled  in  the  art  to  make  and  use  the  invention.  Sec- 
ondly, the  present  Section  112  requires  that  the  disclosure  include  a  descrip- 
tion of  the  best  mode  known  by  the  inventor  of  making  and  using  the  inveu- 
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tion.  Over  the  years  there  has  developed  a  large  body  of  judicial  precedent  to 
assist  in  interpreting  the  detailed  scope  of  these  requirements. 

Section  112  of  the  draft  bill  carries  forward  these  requirements  but  also 
expands  greatly  upon  them  in  several  respects.  The  proposed  Section  112 
requires  a  listing  of  specific  invention  dates  for  each  claim,  including  reduction 
to  practice  dates.  It  requires  a  description  of  all  know-how  required  to  use  or 
commercially  exploit  the  invention.  It  requires  a  specific  definition  of  the  range 
of  equivalents  to  which  any  element  of  the  claim  shall  be  entitled  to  extend. 
These  new  requirements  are  obviously  onerous,  and  in  many  instances  are  even 
impossible  of  fulfillment  as  a  practical  matter.  For  example,  it  may  seem 
simple  in  principle  to  ascertain  an  invention  date  or  a  date  of  reduction  to 
practice,  but  a  little  library  work  will  readily  show  that  what  constitutes  an 
invention  date  and  the  rules  for  determining  the  same  are  complex  and 
involved  and  not  without  conflict  of  authorities.  One  of  the  rules,  for  example, 
is  that  no  conception  or  reduction  to  practice  can  be  established  without  corro- 
borating evidence  by  some  one  other  than  the  inventor.  Indeed,  the  determina- 
tion of  invention  date  in  contested  cases  requires  long  and  involved  interfer- 
ence proceedings.  Accordingly,  any  requirement  to  specify  invention  dates  in 
the  specification  is  obviously  totally  unrealistic  and  unworkable. 

The  proposal  to  reiiuire  inclusion  of  all  know-how  relating  to  the  practice  of 
the  invention,  even  if  the  metes  and  bounds  of  such  know-how  were  subject  to 
such  definition,  would  greatly  expand  the  volume  of  written  material  in  patent 
specifications  with  respect  to  any  invention  as  to  which  such  know-how  has 
been  developed.  And  the  requirement  for  an  express  definition  of  the  range  of 
equivalents  to  be  accorded  to  claim  elements  amounts  to  requiring  omniscience 
on  the  part  of  the  inventor  with  respect  to  future  developments  in  the  art  as 
well  as  presently  available  alternatives  for  such  elements.  The  whole  purpose 
of  the  doctrine  of  etiuivalents  is  to  recognize  that  an  applicant  cannot  be  all- 
knowing  about  available  substitutes  for  components  of  his  inventive  embodi- 
ment and  that  as  a  matter  of  basic  equity  he  should  be  entitled  to  cover  other 
embodiments,  even  unvisualized  ones,  which  utilize  the  inventive  teaching  upon 
which  his  patent  is  liased.  A  hypothetical  example  or  two  may  help  to  clarify 
this.  One  element  of  the  claim  combination  may  be  a  fastener.  There  may 
be  absolutely  nothing  new  or  inventive  about  the  fastener  itself  and  just 
what  type  of  fastener  is  employed  may  be  totally  immaterial  to  the  realiza- 
tion of  the  inventive  results  and  benefits.  The  inventor  in  his  application 
may  show  a  nut  and  bolt  as  the  fastener.  He  may  recognize  and  state  in 
his  specification  that  there  are  many  types  of  fasteners  that  may  be  used 
instead,  and  may  even  give  a  couple  of  examples  such  as  a  rivet  and  a  weld. 
But  there  are  many,  many  types  of  fasteners  known  to  man.  Indeed  there  are 
literally  thousands  of  fastener  patents,  many  expii'ed,  to  say  nothing  of  other 
publications  and  commercial  products.  No  purpose  would  be  served  by  making 
the  inventor  list  each  and  every  one  of  them  under  penalty  of  making  his 
claim  avoidable  simply  by  using  an  imspecified  type  of  fastener.  And  no  benefit 
would  accure  to  the  public  by  making  him  list  all  known  types  of  fasteners  in 
his  description.  Indeed  such  an  itemization  would  serve  only  to  obscure  the 
disclosure  of  the  invention,  which  is  a  combination  of  many  elements  of  which 
the  fastener  is  only  one. 

As  a  second  example,  an  inventor  of  an  electric  circuit  using  vacuum  tubes 
in  1940  could  certainly  not  know  in  advance  that  within  the  next  ten  years  the 
transistor  would  be  invented  as  a  vacuum  tube  substitute,  and  indeed  that  the 
technical  community  would  come  to  recognize  that  as  a  general  rule  any 
known  circuit  using  a  vacuum  tube  amplifier  could  be  convereted  to  a  transis- 
torized equivalent  by  following  simple  recipes  which  would  be  developed  right 
on  the  heels  of  the  basic  transistor  invention.  Consequently  this  inventor  could 
not  possibly  specify  the  transistor  as  coming  in  the  range  of  equivalents  to  be 
accorded  to  the  vacuum  tube  amplifier  recited  in  the  claim.  And  yet  anyone 
making,  using  or  selling  the  transistorized  counterpart  circuit  ten  years  later 
would  he  realizing  the  full  benefit  of  the  invention. 

In  Section  112(d),  there  is  a  provision  which  would  purport  to  restore  the 
pre-1952  doctrines  concerning  "aggregation"  and  "old  combination".  It  was  to 
eliminate  great  confusion  that  had  sprung  up  in  the  application  of  these  very 
same  doctrines  that  Section  103 — the  unobviousness  section  which  is  carried 
over  in  the  draft  bill — -was  developed  for  the  patent  act  of  1952.  Here  again, 
we  have  had  20  years  and  more  of  judicial  interpretation  of  the  meaning  of 
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Section  103,  and  to  revert  now  to  the  antiquated  doctrines  of  old  combination 
and  asjsregation  would  undo  all  that  progress. 

For  these  and  other  reasons,  I  respectfully  urge  that  Section  112  be  carried 
over  from  the  present  statute  unchanged  at  this  time.  To  the  best  of  my 
knowledge,  there  is  no  experience  with  similar  legislation  elsewhere.  If  experi- 
ence under  the  new  Patent  Reform  Act  should  reveal  a  need  for  exti'aodinary 
disclosure  requirements,  that  can  and  should  be  taken  up  as  a  separate  matter. 

Section  263  would  require  an  employer  of  a  patentee  to  share  savings  or  roy- 
alties witli  the  employee/inventor  even  though  the  invention  was  made  with 
company  facilities,  on  company  time  and  at  company  expense  as  part  of  the 
employee/inventor's  employment.  There  are  several  l)asic  objections  to  this  pro- 
vision and  also  to  the  similar  laws  which  have  been  enacted  in  Germany  and 
elsewhere. 

First  and  most  important,  such  a  requirement  could,  and  would  be  expected, 
to  result  in  a  competitive  disadvantage  to  the  originating  company,  and  would 
therefore  tend  to  stifle  corporate  research  and  development.  It  would  have  this 
effect  because  tlie  patent  would  be  conclusively  presumed  to  be  valid  for  pur- 
poses of  profit  sharing  with  the  employee/inventor,  l)ut  the  employer's  competi- 
tors would  be  free  to  challenge  validity  and,  in  at  least  some  cases,  to  copy 
the  product  without  suffering  any  cost  burden  whatsoever  on  account  of  the 
patent. 

Secondly,  a  provision  of  this  sort  is  totally  unfair  to  other  employees  whose 
extraordinary  contributions  to  the  company  do  not  fall  within  the  cateogry  of 
patentable  subject  matter  and  would  therefore  not  qualify  for  profit  sharing  or 
royalty  sharing  as  an  employee/inventor  under  this  section.  Employees  in  mar- 
keting, advertising,  manufacturing,  financial,  legal,  personnel,  and  other  corpo- 
rate functions  are  expected  to  make  major  contributions  ^^'ithout  profit  sharing 
or  royalty  sharing,  and  I  see  no  reasons  for  favoring  the  employee/inventor  in 
this  way. 

Thii'dly,  a  profit  sharing  requirement  would  not  even  reward  the 
employee/inventor  whose  patental)le  contribution  is  not  in  the  nature  of  cost 
saving  Init  rather  in  providing  improved  performance  at  the  same  or  even 
higher  cost. 

Finally,  I  can  visualize  no  equitable  way  to  allocate  royalty  sharing  or  profit 
sharing  between  several  employee/inventors  each  of  whom  has  originated  a 
patent  on  some  as])ect  of  the  product  or  its  manufacture.  A  color  television 
receiver,  for  example,  may  embody  literally  dozens  of  patented  inventions  each 
of  which  is  addressed  to  some  specific  aspect  of  the  receiver  or  to  one  of  its 
components  or  sub-assemblies.  Some  of  these  patents  are  addressed  to  circuits 
or  systems  embodied  in  the  product,  others  to  construction  of  components,  and 
yet  others  to  manufacturing  processes  or  improvements  on  such  processes. 

In  closing,  my  commentary  with  respect  to  S.1321  would  not  be  complete 
without  noting  that  the  draft  bill  contains  no  provision  purporting  to  define 
licensing  rights — nothing  like  the  controversial  Scott  Amendments  proposed  in 
connection  with  predecessor  bills.  In  my  view,  this  is  another  commendable 
feature  of  the  bill.  Such  proposals  are  founded  on  the  premise  that  the  patent 
system  is  primarily  designed  to  reward  the  inventor,  whereas  the  primary  pur- 
pose of  the  patent  system  is  to  create  a  public  benefit,  namely  to  promote  prog- 
ress in  science  and  the  useful  arts,  and  the  inventor's  reward  is  merely  a 
means  to  that  end.  I  see  nothing  about  the  patent  property  which  should  make 
it  any  more  or  less  susceptible  to  misuse  in  violation  of  tlie  anti-trust  laws 
than  other  types  of  property.  I  therefore  see  no  reason  f(n-  attempting  to  carve 
categoric  exemptions  or  immunities  for  patents  from  application  of  the  anti- 
trust laws  by  statutory  enactment. 

The  106G  Presidential  Commission  recommendation  to  enact  licensing  rights 
legislation  was  accompanied  l)y  the  statement  tliat  "The  Commission  ....  does 
not  favor  any  proposal  which  would  weaken  the  enforcement  of  the  anti-trust 
laws  or  which  would  curtail  in  any  way  the  power  of  the  courts  to  deny  relief 
to  a  patent  owner  misusing  the  patent  he  seeks  to  enforce."  In  other  words, 
the  reconnnendation  was  to  clarify  or  codify  existing  law,  not  to  reform  or 
amend  it.  Tlic  difiicnlty  whicli  has  been  encoiuitercd  in  drafting  acceptable 
statutory  language  to  meet  this  objective  was  not  visualized  liy  the  Commis- 
sion, and  I  see  nothing  in  its  Report  to  suggest  that  tlie  licensing  rights  ques- 
tion is  not  severable  from  the  need  for  i)atent  reform.  The  controversy  over 
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licensing  rights  legislation  has  now  delayed  the  much-needed  patent  reform  for 
several  years.  In  my  view,  it  is  a  severable  question  and  should  be  taken  up 
separately  without  delaying  the  present  bill. 

To  summarize  my  views  concerning  S.  1321,  important  revisions  are  needed 
and  some  provisions  should  be  omitted  altogether,  but  with  appropriate 
changes  it  can  be  made  a  useful  and  effective  patent  reform  measure. 

STATEMENT  OF  JOHN  J.  PEDERSON,  DIRECTOR  OF  PATENTS, 
ZENITH  RADIO  CORP. 

Mr.  Pedersox.  Mr.  Chairman,  my  purpose  in  appearing  is  because 
of  deep  concern  over  the  obvious  need  for  a  basic  change  and  reform 
in  our  patent  system.  We  all  bemoan  the  vital  statistics  that  we  do 
have  as  to  the  mortality  rate  of  patents  in  the  court.  I  think  from 
that  it  is  fair  to  conclude  that  the  patient  is  sick. 

In  partial  response  to  a  question  asked  of  Mr.  Hogan,  I  do  not 
think  you  can  extrapolate  those  figures  and  state  the  sam*  percent- 
age would  apply  to  all  patents.  I  do  not  think  there  is  any  way  of 
guessing  which  way  it  would  go. 

But  in  any  event  there  is  need  for  this  change  and  a  need  for 
reform ;  and  it  is  time  that  we  do  it. 

In  my  view  the  problem  with  the  patent  system  has  been  inherent 
in  the  fact  that  all  the  patentability  proceedings  are  and  historically 
have  been  ex  parte  administrative  proceedings ;  and  what  we  need  is 
an  adversary-  system. 

Now.  I  do  not  mean  to  imply  that  the  Patent  Office's  examining 
corps  is  not  an  able  and  dedicated  group  of  people.  I  think  they  are, 
and  nuich  has  l)cen  done  in  recent  years  to  upgrade  their  profes- 
sional status  and  professional  ability.  There  has  been  the  institution 
of  the  Patent  Office  Academy.  There  are  many  more  career  examin- 
ers today  proportionately  than  there  were  when  I  started  in  the 
practice  25  years  ago ;  and  they  are  doing  well. 

The  problem  we  have  is  not  the  problem  of  professional  accounta- 
bility and  dedication.  It  is  a  problem  of  difficulty  with  the  system. 
The  system  is  not  well  tailored  to  produce  good  patents  and  reject 
inferior  patents. 

As  a  practical  matter,  nobody  can  run  a  search  on  the  basis  of  the 
amount  of  time  allocable  to  an  individual  patent  application  to 
detennine  all  the  relevant  prior  art,  even  from  among  the  library  of 
prior  art  that  is  available  to  be  researched. 

-  But  even  of  greater  significance  is  the  fact  that  there  are  entire 
categories  of  what  often  turns  out  to  be  the  most  relevant  prior  art, 
namely  copending  patent  applications  which  represent  the  most 
recent  innovation  in  the  field  to  which  the  application  we  are  talking 
about  is  directed.  And  they  are  not  accessible  to  the  examiner  or  to 
tlic  applicant,  and  there  is  no  way  that  they  can  be  found  as  a  part 
of  an  ex  parte  examination  practice. 

In  an  adversary  proceeding,  the  applicant  in  these  relevant 
copending  applications  could  bring  them  forward  as  grounds  for 
op])Osition. 

A  Patent  Office  examiner  cannot  identify  them.  He  is  prevented 
by  statute.  The  applicant  cannot  have  access  in  any  kind  of  search. 
He  cannot  find  them.  And  so,  he  is  helpless  to  ascertain  at  the  time 
he  files  his  application  what  the  real  state  of  the  prior  art  is. 
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I  might  also  say  in  recent  years  the  Patent  Office  has,  I  think, 
been  pennyAvise  and  pound-foolish,  probably  in  response  to  budget- 
ary restraints,  in  curtailing  search  facilities;  for  example,  it  is  no 
longer  possible  to  run  a  decent  search  of  the  foreign  patent  litera- 
ture in  the  U.S.  Patent  Office.  It  used  to  be  that  they  had  a  library 
of  classified  foreign  patents  classified  by  subject  matter.  You  could 
do  a  search  and  find  out  Avhat  the  state  of  the  art  was.  Today  that 
library  is  nonexistent  as  a  public  facility,  I  assume  because  of  un- 
availability of  space  and  budgetary  allocation.  Examiners  cannot 
search  it  either. 

So  that  we  in  industry  when  we  want  to  run  a  search  of  the  for- 
eign art  have  to  go  overseas.  There  are  search  agencies  in  Japan,  the 
Hague  in  Holland  and  other  places  that  perform  these  services  on 
retainer. 

So  on  the  basis  of  fundamentals  it  seems  to  me  that  if  we  are  to 
have  an  effective  system,  an  adversary'  system,  we  must  bring  for- 
ward those  that  have  knowledge  of  the  prior  art,  that  is,  industry 
members,  competitors.  "We  must  find  some  way  to  bring  that  knowl- 
edge to  bear  in  the  patent  apj^lication  proceedings. 

But  unless  we  do  something  to  urge  them  and  make  them  come 
forward  during  the  application  proceedings.  I  fear  that  many  of 
them,  if  not  most,  will  just  sit  back  and  say.  "I  would  rather  reserve 
my  defenses  until  such  time  that  I  go  to  court."  And  they  may  never 
have  to  defend  the  patent,  in  which  case  they  save  a  lot  of  trouble. 
Somebody  else  may  have  to  defend  it,  and  they  may  be  saved  a  lot 
of  trouble. 

So  it  one  has  an  option — and  section  138 (b)  in  S.  1321  would  give 
him  that  option  as  I  read  it — he  very  well  might  not  come  forward, 
and  spurious  patents  will  continue  to  be  issued. 

We  have  to  ])ut  teeth  into  tlie  system.  We  cannot  make  patents 
easier  to  get  and  harder  to  bust  at  the  same  time.  If  we  are  going  to 
make  them  harder  to  bust,  we  have  to  make  them  harder  to  get.  If 
we  make  them  harder  to  get,  we  are  going  to  have  to  have  some  con- 
sequences for  people  who  are  in  a  position  to  take  part  in  these  pro- 
ceedings and  refrain  irom  doing  so. 

There  are  many  things  that  can  be  done  in  that  regard,  ranging 
all  the  way  from  incontestability — that  many  people  would  find  too 
harsh,  probably  most — to  personal  esto]:)})e]s  to  raise  defenses  in 
court  proceedings  that  could  have  been  brought  before  the  Patent 
Office. 

My  purpose  is  not  necessarily  to  come  up  with  an  ultimate  pre- 
scription, but  to  say  in  principle  that  some  consequence  is  needed 
some  definite  specific  strengthening  in  the  presumption  of  validity. 
Something  that  makes  patents  tangibly  less  susceptible  to  attack  in 
the  courts  should  result  from  these  adversary  proceedings  for  those 
that  survive. 

I  also  am  mindful  that  historically  in  European  countries  that 
have  opposition  proceedings,  there  is  op])ressive  use  of  oppositions  to 
suppress  competitive  patents,  keep  them  from  issuing,  delay  issu- 
ance, perhaps  encourage  them  to  drop  their  applications  because  of 
economic  considerations;  so  I  believe  that  there  should  be  effective 
sanctions  against  such  abuses. 
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I  think  among  the  things  that  could  be  raised  in  this  regard,  one 
should  be  in  a  position  of  having  to  make  a  prima  facie  showing 
tliat  he  has  a  good  basis  or  grounds  for  opposition  before  instituting 
that  proceeding  and  putting  the  applicant  through  that  burden.  He 
perhaps  should  be  made  to  bear  the  cost  of  that  proceeding  if  he  is 
unsuccessful,  perhaps  even  to  pay  the  applicant's  costs  or  some  part 
of  them,  at  least  in  aggravated  cases. 

So  there  must  be  sanctions  to  discourage  the  possible  oppressive 
use  of  the  system. 

Finally,  I  believe  that  if  you  are  going  to  continue  to  encourage 
small  companies  and  individual  applicants  to  come  forward,  that 
you  should  consider  giving  them  available  help  when  their  economic 
condition  suggests  that  they  need  it.  This  could  either  be  in  the  way 
of  some  sort  of  partial  subsidization  of  legal  expense  on  the  one 
hand;  or  possibly,  if  you  have  an  Office  of  Public  Counsel,  making 
public  counsel  services  available  to  him  in  his  defense  of  opposition 
proceedings. 

I  think,  too,  among  other  testimony  that  I  have  heard  this  morn- 
ing I  have  heard  most  people  favoring  the  completion  of  ex  parte 
examination  and  the  finding  of  prima  facie  patentability  before  pub- 
lication, and  before  throwing  open  the  application  for  opposition. 

It  has  been  said  that  this  Is  fair  play  because  the  applicant  should 
have  the  option  of  either  holding  it  to  himself,  or  at  least  he  should 
knoAv  what  is  going  to  be  granted  before  he  decides  to  publish  and 
give  up  his  secrecy  option. 

I  think  there  is  a  better  reason  for  doing  this ;  that  is,  early  publi- 
cation prior  to  a  patentability  determination  will  result  in  a  prolif- 
eration of  contested  proceedings  in  opposition. 

Senator  Hart.  Proliferation  of  what  ? 

Mr.  Pederson.  Contested  proceedings  in  opposition.  If  the  burden 
is  to  oppose  before  there  has  been  ex  parte  examination,  before  there 
has  been  a  prima  facie  determination  of  patentability,  one  would 
pass  that  opportunity  at  his  peril,  and  in  many  cases  it  would  be 
opposed  and  inter-party  proceedings  instituted  that  otherwise  would 
not  be  instituted  because  it  would  have  fallen  by  the  wayside  in  the 
ordinary  course  of  ex  parte  examination. 

The  question  of  deferred  examination  is  up  for  discussion.  I  favor 
deferred  examination  but  only  if  S.  1321  were  changed  to  eliminate 
the  provision  for  extension  of  term  in  correspondence  to  the  deferral 
period.  I  do  not  believe  an  applicant  should  be  entitled  to  a  term 
extension  by  mere  dilatory  action.  I  think  12  years  from  the  filing 
date  is  too  short  a  term.  I  think  18  or  20  years  from  the  filing  date 
is  more  in  line  with  international  practice  and  is  reasonable.  I  think 
if  you  have  deferred  examination  it  should  remain  18  or  20  years 
from  the  filing  date. 

The  deferral  option  is  for  the  benefit  of  the  applicant,  among 
others.  It  gives  him  an  opportunity  to  avoid  incurring  further 
expense  until  he  has  some  basis  for  deciding  that  he  has  got  some- 
thing worth  pushing.  I  see  no  reason  why  he  should  be  entitled  to 
have  his  term  extended  for  exercising  that  option. 

The  case  that  never  gets  examined  will  never  have  to  be  opposed 
either,  if  we  do  lay  these  open  to  opposition  only  after  an  ex  parte 
determination  so  that  50,  59,  or  60  percent  of  the  applications  fall 
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by  the  wayside  in  the  deferred  examination  process.  They  will  never 
be  published,  and  they  will  never  have  to  be  opposed.  I  am  sorry — 
they  may  be  published,  but  they  would  never  have  to  be  opposed, 
because  no  patent  grant  will  be  published. 

On  the  matter  of  maintenance  fees,  I  think  that  it  would  be  a 
snare  and  a  delusion  to  think  we  are  going  to  help  our  situation 
with  respect  to  eliminating  spurious  patents  by  the  use  of  mainte- 
nance fees.  I  have  not  heard  that  this  is  a  major  purpose  of  those 
fees  this  morning.  It  has  been  mentioned  by  many  of  its  proponents 
at  other  times.  But  it  will  only  eliminate  deadwood ;  it  will  not  elim- 
inate anything  but  deadwood. 

The  elimination  of  deadwood  is  really  not  a  problem,  because 
deadwood  does  not  cause  court  cases.  It  has  been  suggested  that  per- 
haps maintenance  fees  might  be  an  alternate  to  increasing  filing  or 
issue  fees.  I  have  to  agree  with  ]Mr.  Hogan.  I  think  that  once  it  has 
been  determined  that  we  really  have  a  patentable  invention  here, 
something  wliich  benefits  the  public,  promotes  progress  in  science 
and  the  useful  arts  serves  the  constitutional  purpose  of  the  public 
benefit,  that  now  to  impose  an  annual  maintenance  fee  in  order  to 
maintain  that  privilege,  or  that  grant  given  by  the  Government  pur- 
suant to  the  constitutional  objectives,  is  incongruous. 

And  I  would  also  endorse  Mr.  Hogan's  position,  if  you  have  to 
increase  anything,  increase  the  final  fee,  the  issue  fee,  at  which  time 
the  decision  has  to  be  made  whether  the  monopoly  is  sufficiently 
attractive  to  justify  that  added  expense. 

I  think  the  office  of  public  counsel  and  the  creation  of  an  inde- 
pendent agency  status  of  the  Patent  Office  is  laudable.  The  purposes 
that  they  should  serve  have  been  expounded  upon  today.  I  do  not 
think  they  would  suffice,  of  themselves,  to  convey  enough  credibility 
to  patents  to  convert  a  75  percent  mortality  rate  to  the  75  percent  or 
better  sur^•ival  rate  that  I  think  ought  to  be  injected  into  patent 
reform. 

_  Incidentally,  I  think  that  the  provisions  that  have  not  been  men- 
tioned— enhanced  library  facilities,  mechanized  search,  things  of  this 
sort — are  also  laudable  objectives  in  that  regard,  but  insufficient  of 
themselves  to  do  the  job. 

_  I  would  be  happy,  if  the  committee  has  any  comment  or  ques- 
tions  

Senator  Hart.  There  are  a  number  of  proposals  intended  to 
improve  the  system  reflected  in  S.  1321  and  other  bills  before  us.  We 
asked  for  comment  on  five  specifics  in  the  series  of  hearings  that  we 
are  conducting  today. 

"Would  you  care  to  make  a  judgment  with  respect  to  those  five  spe- 
cifics, which  is  the  most  important  in  achieving  an  improvement  ? 

Mr.  Pedi:rsox.  Senator,  I  think  an  appropriate  adversary  system 
of  some  sort  is  the  most  important  thing.  It  is  the  only  Avay  that  we 
can  l)ring  industry  members  and  competitors  who  are  "possessed  of  a 
knowledge  of  the  state  of  the  art  that  is  needed  on  which  to  make  a 
patentability  judgment ;  they  have  to  be  brought  into  the  picture. 

Senator  Hart.  That  seems  to  be,  as  I  have  read  memoranda  of 
court  cases — that  seems  to  be  the  most  frequent  basis  for  the  court's 
criticism  of  the  system,  the  vacuum. 


155 

Mr.  Brennan? 

Mr.  Brennan.  No  questions. 

Senator  Hart.  Mr.  Nash  ? 

Mr.  Nash.  One  brief  question. 

"We  have  hoard,  you  know,  assessments  this  morning  that,  yes, 
there  is  a  crisis  because  a  lot  of  patents  are  getting  knocked  out  by 
the  courts.  The  numbers  have  run  about  70  percent  in  the  court  of 
appeals,  as  Senator  Hart  mentioned.  That  is  just  about  1  percent  of 
the  total  number  of  patents  that  are  issued. 

You  are  a  general  patent  counsel  for  a  major  corporation.  I  am 
sure,  you  i-eport  to  your  executives,  they  like  to  plan  and  make  busi- 
ness judgments  based  on  assumptions  as  to  whether  their  patents  are 
good  or  not  good. 

Could  you  give  us  the  parameters  or  the  context  in  which  to  eval- 
uate the  significance  of  either  the  1  percent  of  the  patents  being  liti- 
gated, or  70  percent  of  those  patents  that  are  litigated  being 
knocked  out  as  invalid. 

Mr.  Pederson.  That  is  a  very  complex  question.  I  would  be  happy 
to  comment  on  it  to  the  best  of  my  ability.  There  is  an  implied 
premise  in  your  question  that  I  think  perhaps  ought  to  be  attacked 
lirst. 

That  is,  there  seems  to  be  a  popular  supposition  that  businessmen 
make  business  determinations  based  upon  the  consideration  as  to 
whether  their  patent  is  going  to  be  allowed  or  not  as  a  primary 
input.  That  is  true  in  some  cases,  but  that  is  far  from  universally 
true,  at  least  in  our  industr3^  I  cannot  speak  for  all  industries. 

Here  again,  I  must  impose  a  qualification.  At  least  within  our 
industry,  once  an  invention  or  development  has  been  made  and  we 
liave  found  it  looks  commercially  attractive,  we  want  to  introduce  it 
in  our  product.  "We  are  much  happier  if  we  can  get  strong  patent 
coverage  on  it  than  if  we  cannot.  But  the  fact  that  we  cannot  will 
not  deter  us  from  coming  out  with  a  new  feature  that  we  think  is 
good.  This  is  one  point  that  I  would  like  to  clarify  at  the  outset. 

People  in  our  industry  do  not  set  up  research  and  development 
programs  based  entirely,  or  even  primarily,  on  expectations  of 
strong  patent  coverage.  "\Ve  do  the  best  we  can  with  what  eventuates 
from  the  programs  that  look  attractive  on  their  own  merit. 

There  is  something  drastically  wrong  with  a  system  that  says  75 
percent  of  the  patents  that  go  to  court  are  no  good.  I  think  industry 
is  alarmed  about  this.  I  do  not  feel  from  my  management,  however, 
a  direct  sense  of  urgency  that  says  to  me,  we  are  concerned  that  75 
percent  of  the  patents  are  invalid. 

There  are  not  concerned.  They  do  not  extrapolate  or  extend  these 
statistics  to  their  holdings  or  to  our  holdings.  They  expect  us  to  do 
better  than  that,  and  we  have  delivered  on  that  expectation  in  the 
past,  at  least  in  those  cases  that  have  been  tested.  "We  run  after- 
searches  that  are  better  than  the  Patent  Office  searches,  because  they 
encompass  large  areas  of  prior  art  that  the  examiner  did  not 
ha^•e  available.  "We  amend  voluntarily  to  distinguish  from  prior  art 
that  the  examiners  did  not  bring  forward. 

"We  know  we  cannot  rely  upon  the  Patent  Office  process,  not 
because  of  any  lack  of  dedication  on  the  part  of  the  examining 
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corps,  but  simply  because  the  system  has  these  idiosyncrasies.  As  a 
result — I  think  if  everyone  took  the  pains  we  take,  I  think  the  sta- 
tistics would  be  better,  too. 

Mr.  Xash.  As  I  understand  it — and  I  would  like  the  record  to 
reflect  it  if  it  is  correct — in  terms  of  patent  infringement  suits,  you 
have  been  successful  in  your  patent  litigations  ? 

Mr.  Pedersox.  We  have  been  successful  on  both  sides  of  patent 
litigation,  asserting  our  own  and  defending  against  others.  We  have 
also  been  very  quick  to  recognize  good  patents.  Our  policy  is  to  rec- 
ognize and  respect  good  patents  and  to  have  no  truck  at  all  with  bad 
patents. 

We  were  INIajor  Armstrong's  first  licensee,  for  example,  on  F]M 
radio,  paying  millions  of  dollars  in  royalties,  which  many  years 
later  were  ultimately  forced  upon  some  of  our  competitors  by  litiga- 
tion brought  by  his  estate  after  his  death.  But  we  signed  up. 

Mr.  Parker  has  an  inter-carrier  sound  patent  in  the  television 
business.  We  signed  up  and  paid  royalties.  When  someone  has  a 
patent  that  we  generally  consider  to  measure  up  to  the  standards  of 
patentability  established  by  the  law,  we  respect  it.  But  if  a  patent  is 
invalid,  we  will  not  have  any  part  of  it.  We  cannot  afford  it. 

Mr.  Xasii.  My  last  question  is,  would  you  be  able  to  hazard  a 
guess  for  us  as  to  whether  you  would  extrapolate  out  the  percentage 
of  invalid  patents  to  those  that  are  not  litigated? 

You  must  look  at  the  official  gazette  as  a  patent  lawyer  and  see 
what  comes  up.  Do  you  think  that  we  would  have  an  invalidity  rate 
of  70  percent  if  we,  God  forbid,  litigated  all  patents  ? 

Mr.  Pedersox.  I  do  not  think  we  can  give  any  expectation  regard- 
ing the  number.  A  large  percentage  would  be  involved.  I  would 
agree  with  Mr.  Hogan  that  a  majority  of  these  patents  are  not  com- 
mercially significant  patents,  so  their  validity  becomes  moot  in  large 
measure. 

I  do  not  know  any  basis  where  you  could  extrapolate  the  figures, 
though,  and  say  that  as  applied  to  the  larger  universe,  the  percentage 
would  be  the  same. 

Mr.  Naspi.  Thank  you. 

Senator  Hart.  Mr.  Pederson,  thank  you  very  much. 

Mr.  Pedersox.  Thank  you,  sir. 

Senator  Hart.  We  will  adjourn  until  tomorrow  morning  at  9:30, 
rather  than  10  o'clock,  in  this  room. 

[Whereupon,  at  3:35  p.m.,  the  subcommittee  was  recessed,  to 
reconvene  Wednesday,  September  12,  at  9 :30  a.m.] 
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WEDNESDAY,   SEPTEMBER   12,    1973 

U.S.  Senate, 
Subcommittee  ox  Patexts,  Trademarks,  x\nd  Copyrights 

or  the  Committee  on  the  Judiciary, 

Washingtmi^  B.C. 

The  committee  met,  pursuant  to  recess,  at  9 :30  a.m.,  in  room  1114, 
Dirksen  Senate  Office  Building,  Senator  Philip  A.  Hart  presiding. 

Present :  Senator  Hart  (presiding) . 

Also  present :  Thomas  C.  Brennan,  chief  counsel  and  Dennis 
Unkovic,  assistant  counsel,  Subcommittee  on  Patents,  Trademarks, 
and  Copyrights;  Bernard  Nash,  assistant  counsel,  Antitrust  and 
Monopoly  Subcommittee. 

Senator  Hart.  The  committee  will  be  in  order. 

Mr.  Brennan.  Mr.  Chairman,  the  first  witnesses  this  morning 
appear  on  behalf  of  the  Department  of  Commerce. 

Mr.  Bakke,  Avould  you  identify  yourself  and  your  associates  for 
the  record  please. 

Mr.  Bakke.  Good  morning,  Mr.  Chairman. 

My  name  is  Karl  l>akke.  1  am  (leneral  (Counsel  of  the  Department 
of  Commerce.  Accompanying  me  this  morning,  on  my  right,  is  Rene 
Tegtmeyer,  Acting  Commissioner  of  Patents,  and  on  his  right, 
Michael  Kirk,  Director  of  the  Patent  Office's  Office  of  Legislative 
and  International  Affairs. 

Mr.  Brennan.  Do  you  have  a  prepared  statement  that  you  wish 
to  have  printed  in  full  at  this  point  in  the  record,  jNIr.  Bakke  ? 

Mr.  Bakke.  That  is  correct,  Mr.  Brennan. 

I  would  like  merely  to  summarize  the  remarks  contained  in  my 
prepared  statement. 

Mr.  Brennan.  Fine. 
.    [The  prepared  statement  of  Karl  E.  Bakke  follows :] 

Statejient     on     Patent     Law     Revision     by     Karl     E.     Bakke,     General 

Counsel, 

Department  of  Commerce 

I  appreciate  the  opportunity  to  appear  before  this  Subcommittee  to  explain 
the  views  of  the  Department  of  Commerce  on  the  five  patent  topics  which  are 
the  subjects  of  these  lioarings. 

Our  patent  system  began  with  the  Constitutional  recognition  that  substantial 
rewards  and  protection  would  encourage  scientific  research  and  the  develop- 
ment of  new  inventions.  These  rewards  and  rights  also  provide  the  substantial 
financial  investments  needed  to  bring  new  inventions  to  the  marketplace  for 
the  ultimate  benefit  of  the  consumer. 
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The  patent  system  lias  played  a  uniquely  important  role  in  the  development 
of  American  technology,  and  remains  a  major  factor  in  our  nation's  economic 
vitality.  Agriculture  has  prospered  from  inventions  such  as  insecticides  and 
food  processing  machinery.  Modern  electronic  technology  has  brought  us  lasers, 
transistors  and  computers.  Patented  plastics,  textiles  and  pharmaceuticals  have 
created  new  markets  and  industries.  The  patent  system  has  stimulated  much 
of  the  necessary  investment  in  research  and  development  and  the  marketing  of 
inventions  which  have  brought,  in  turn,  the  development  of  entire  industries 
and  an  unparalleled  standard  of  living  for  the  American  public. 

This  Administration  is  keenly  aware  of  the  critical  role  of  technology  in  pro- 
moting our  national  interests.  President  Nixon  pointed  out  in  his  Special  Mes- 
sage to  the  Congress  on  Science  and  Technology  on  ^larch  16,  1972.  that  solu- 
tions to  many  of  our  pressing  national  needs  depend  on  preserving  the 
American  pre-eminence  in  science  and  technology.  The  I'resident  declaimed : 

"We  know  *  *  *  that  a  strong  and  reliable  patent  system  is  important  to 
technological  progress  and  industrial  strength.  The  process  of  applying  technol- 
ogy to  achieve  our  national  goals  calls  for  a  tremendous  investment  of  money, 
energy  and  talent  by  our  private  enterprise  system.  If  we  expect  industry  to 
support  this  investment,  we  must  make  the  most  effective  possible  use  of  the 
incentives  which  are  provided  by  our  patent  system." 

The  Administration  recognizes  that  the  patent  system  has  served  our  nation 
well  since  the  first  patent  law  was  enacted  in  1790  and  continues  to  play  an 
important  role  today.  Nevertheless,  we  recognize  that  certain  revisions  in  the 
system  will  enable  it  to  better  fulfill  its  crucial  role  in  promoting  the  develop- 
ment and  commercialization  of  technology.  Our  objectives  are  twofold : 
strengthening  the  patent  system  and  enhancing  public  confidence  in  the  system. 
We  anticipate  that  the  Administration's  bill  will  be  forwarded  to  this  Subcom- 
mittee in  the  near  future.  Our  bill  will  be  compreliensive  and  will  contain  a 
complete  revision  of  the  present  patent  code.  In  addition,  the  Administration's 
position  with  respect  to  legislation  dealing  with  the  very  important  patent-an- 
titrust relationship  will  be  communicated  to  the  Congress. 

Our  bill  is  intended  to  confront  the  formidable  challenges  faced  today  by  the 
patent  system.  Let  me  mention  the  most  important  of  these.  The  task  of  the 
Patent  Office  in  determining  which  inventions  are  patental)le  becomes  more 
and  more  difficult  as  technology  becomes  increasingly  complex,  and  technical 
and  scientific  information  proliferates.  At  the  same  time,  it  is  increasingly 
important  that  new  technology  be  disclosed  to  the  public  as  early  as  possible. 
There  is  also  a  critical  need  to  provide  a  high  degree  of  predictability  as  to 
the  validity  of  issued  patents  and  therel)y  reduce  time-consuming,  costly  and 
unnecessary  legal  actions  in  enforcing  patent  rights. 

In  discussing  the  formidable  challenge  faced  today  by  the  patent  system,  I 
do  not  mean  to  imply  that  the  patent  system  is  not  basically  sound.  The  pres- 
ent structure  of  our  patent  laws  was  established  in  1S36  and  there  have  been 
many  changes  in  our  society  since  that  time.  However,  our  patent  system  has 
served  and  continues  to  serve  the  nation  well,  providing  the  needed  stimulus  to 
scientific  and  technical  development  so  necessary  to  the  continuance  of  our 
position  of  leadership  in  the  world. 

Therefore,  the  !)ill  which  the  Administration  will  soon  forward  will  contain 
a  numl^er  of  improvements  designed  to  strengthen  the  overall  functioning  of 
our  patent  system.  Many  of  the  changes  which  will  be  contained  in  the  Admin- 
istration bill  have  been  found  in  earlier  proposals  for  patent  reform,  many  of 
which  have  been  sponsored  by  the  Chainnan  of  the  Subcommittee,  Senator 
McClellan.  Included  among  these  changes  will  be  proposals  for  measuring  the 
term  of  a  patent  from  its  filing  date,  permitting  assignees  to  file  patent  appli- 
cations, and  strengthening  the  recpiirements  for  inventors  and  their  asignees  to 
bring  forward  information  ccmcerning  their  inventions.  In  addition,  the  bill 
developed  by  the  Administration  will  contain  .several  new  proposals  such  as  a 
statutory  statement  of  the  duties  imposed  on  patent  applicants  and  their  attor- 
neys to  clarify  and  bring  a  measure  of  order  to  tlie  ratlier  murky  (piestion  of 
fraud  on  tlie  I'atent  Office,  a  statutory  procedure  which  patent  applicants  ma.v 
utilize  to  avoid  the  question  of  doul)le  patenting,  and  a  statutory  i)ro])osal  out- 
lining situatitms  in  which  patentees  and  those  with  whom  they  deal  may  agree 
to  arbitration  of  existing  disputes  respecting  the  validity,  infringement,  and 
misuse  of  their  patents.  Tlie  liill  developed  by  the  Administration  will  contain 
a  number  of  other  proposals  which  I  will  not  mention  at  this  time,  designed  to 
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further  improve  the  basically  sound  patent  s.vstena  that  we  have  today,  and 
especially  to  strenutheu  the  basis  for  the  presumption  of  patent  validity  in 
response  to  the  criticisms  frequently  leveled  at  the  system. 

I  will  turn  now  to  the  five  topics  with  which  this  hearing  is  concerned. 

MODIFICATION  OF  PATENT  EXAMINATION  PROCEEDINGS  TO  PROVIDE  PUBLIC 

ADVERSARY    HEARINGS  ■ 

The  consideration  to  be  kept  foremost  in  mind  in  any  revision  of  the  patent 
laws  is  that  the  procedures  established  must  assure  the  issuance  of  valid  pat- 
ents. In  designing  any  changes  in  our  existing  system,  however,  one  must  also 
be  cognizant  of  the  fact  that  the  Patent  Otfice  presently  conducts  as  full  and 
as  effective  an  examination  proceeding  as  is  jjossible  on  an  ex  parte  basis.  The 
effectiveness  of  this  examination  procedure  is  demonstrated  by  the  fact  that 
the  Patent  Office  refuses  to  grant  patents  on  more  than  30  per  cent  of  the 
applications  which  are  filed.  This  fact  can  be  better  appreciated  against  the 
background  of  the  prevailing  practice  in  the  United  States  with  respect  to  the 
screening  procedures  to  which  applications  are  subjected  prior  to  filing. 

Unlike  tlie  practice  in  foreign  countries,  pre-examination  searches  are  con- 
ducted with  respect  to  the  large  majority  of  applications  filed  in  the  United 
States  so  that,  at  the  time  of  filing,  these  applications,  and  especially  the 
claims  contained  in  them  have  been  reasonably  limited  to  the  applicant's  con- 
tribution which  was  not  previously  in  the  public  domain.  xVccoi'dingly,  it 
speaks  exceedingly  well  for  our  present  examination  procedure  that  more  than 
30  per  cent  of  applications  filed  are  refused  completely  and  that  almost  all  of 
the  remainder  are  significantly  limited  in  scope. 

Nonetheless,  comments  are  increasingly  directed  at  the  ex  parte  nature  of 
examination  proceedings  under  present  law.  While  this  procedure  respects  the 
right  of  individual  applicants  to  maintain  their  contributions  in  secrecy  nntil 
such  time  as  they  are  given  an  indication  of  the  scope  of  the  patent  protection 
they  might  receive,  members  of  the  public  are  not  permitted  to  participate  in 
the  examination  proceedings.  In  fact,  the  principal  source  of  invalidity  has 
been  the  inability  of  the  Patent  Office  to  learn  of  information  and  facts  which 
are  peculiarly  in  the  possession  of  the  public.  Therefore,  increased  public  par- 
ticipation in  the  patenting  process  would  help  to  ensure  that  all  the  pertinent 
prior  art,  including  that  which  could  not  be  discovered  by  a  Patent  Office 
search  of  reasonal)ie  magnitude,  is  considered  before  a  patent  is  granted.  This 
would  have  the  effect  of  strengthening  the  validity  of  patents,  reducing  the 
workload  on  courts  in  judging  patent  cases,  and  promoting  public  faith  in  the 
worth  of  the  patent  system. 

We  have  reviewed  various  proposals  relating  to  public  adversary  proceed- 
ings. Both  S.  1321  and  the  bill  which  the  Administration  intends  to  introduce 
contain  procedures  which  would  permit  the  public  to  assist  the  Patent  Otfice  in 
ensuring  that  only  valid  patents  are  permitted  to  issue.  However,  we  believe 
tliat  certain  features  of  the  proposals  in  S.  1321  permitting  public  iiarticipation 
would  unduly  burden  the  examining  process  and  might  not  achieve  the  desired 
ends  of  providing  stronger  and  more  reliable  patents.  In  addition,  S.  1321 
would  also  subject  patent  applicants  to  the  prospect  of  harrassment. 

Under  S.  1321,  all  patent  applications  would  be  made  available  for  public 
inspection  promptly,  subject  only  to  tlie  authority  to  keep  them  secret  for  a 
period  of  six  months  for  purposes  of  national  security  review.  Once  examina- 
tion of  an  application  had  commenced,  any  member  of  the  public  could  partici- 
pate or  intervene  in  the  examination  proceeding  and  become  a  party  of  record 
in  such  proceeding.  Following  a  decision  by  a  primary  examiner  to  grant  a 
patent,  any  member  of  the  public,  whether  or  not  previously  a  party  to  the 
examination  proceeding,  could  recpiest  a  reexamination,  and  the  primary  exam- 
iner would  be  required  to  render  a  second  decision.  Any  party  of  record  in  any 
Patent  Office  proceeding,  including  a  reexamination  proceeding,  could  apply  at 
any  time  to  a  primary  examiner  or  other  presiding  official  for  subpoenas  or 
other  orders  to  take  discovery,  testimony  or  evidence. 

In  our  view,  the  provisions  of  S.  1321  providing  for  adversarj'  proceedings  in 
the  Patent  Office  present  several  significant  problems.  First,  it  should  be  noted 
that  issues  with  respect  to  the  patentability  of  applications  are  generally  not 
fully  developed  until  an  examiner  has  completed  his  examination.   Until  this 
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staj^e  of  the  Patent  Office  proceeding,  potential  opposers  would  have  no  firm 
basis  for  determining  their  interest  in  narrowing  or  defeating  the  claims  in  an 
application.  Considering  the  time  and  money  it  would  take  an  opposer  to  inves- 
tigate whether  the  claims  of  a  published  application  impinge  on  his  commercial 
activities,  and  the  time  and  expense  to  determine  whether  any  grounds  existed 
for  opposing  the  application,  it  is  unlikely  that  many  members  of  the  public 
would  elect  to  oppose  an  application  until  the  Patent  Office  had  completed  its 
investigation. 

While  there  would  be  little  benefit  in  opening  patent  applications  to  the 
public  before  the  Patent  Office  investigation  was  completed,  such  a  procedure 
would  impinge  upon  the  legitimate  interests  of  inventors  in  being  given  some 
indication  of  the  likelihood  of  receiving  patent  protection  before  having  their 
inventions  disclosed  to  the  public.  The  fundamental  notion  of  our  patent 
system  involves  a  contract  theory  under  which  an  inventor  is  induced  to  dis- 
close his  invention  in  return  for  an  exclusive  right  to  practice  tliat  invention. 
If  this  principle  were  modified  to  require  inventors  to  publicly  disclose  their 
inventions  before  the  Patent  Office  made  any  investigation,  some  inventors 
might  be  deterred  from  filing  patent  applications,  and  elect  to  protect  their 
inventions  as  trade  secrets. 

The  very  broad  provisions  of  S.  1321  relating  to  reexamination  present  a 
possibility  for  harrassment  of  patent  applicants  by  their  competitors.  The 
opportunity  both  to  participate  in  the  examination  procedure  and  to  obtain 
reexamination  thereafter,  and  the  opportunity  to  obtain  broad  discovery,  could 
invite  competitors  of  the  patent  applicant  to  abuse  opposition  proceedings.  We 
believe  that  the  objectives  of  section  135  of  S.  1321  can  be  achieved  with  the 
somewhat  more  limited  provision  of  the  bill  that  will  be  recommended  by  the 
Administration. 

Finally,  the  adversary  procedure  contained  in  S.  1321  would  result  in  a  sig- 
nificant addition  of  essentially  worthless  and  duplicative  literature  to  the 
Patent  Office  search  file,  thus  increasing  the  time  it  would  take  for  patent 
examiners  and  the  pul)lic  to  review  the  files.  Since  all  applications  would  be 
made  public  under  S.  1321  within  six  mouths  of  filing,  the  disclosures  of  these 
applications  would  be  added  to  the  examiner's  search  file.  However,  over  30 
per  cent  (34  per  cent  in  1972)  of  all  patent  applications  filed  do  not  result  in 
patents,  usually  because  the  inventions  disclosed  and  claimed  are  not  new,  or 
only  represent  obvious  modifications  of  work  done  by  others.  Examiners  would 
be  forced  to  sift  through  this  duplicative  material  in  conducting  their  searches. 
Since  between  25  per  cent  and  50  per  cent  of  an  examiner's  time  is  given  to 
searching  the  files  of  prior  patents  and  publications,  the  increase  in  search 
time  that  would  result  from  adding  published,  unpatentable  patent  applications 
to  the  files  would  l>e  most  disfunctional. 

The  Administration  bill  is  directed  toward  the  same  goal  as  S.  1321,  but 
seeks  to  strike  a  balance  between  the  interest  of  the  inventor  in  not  disclosing 
his  invention  until  he  is  given  some  indication  of  the  scope  of  coverage  he 
might  receive,  and  tlie  interest  of  the  public  in  the  issuance  of  strong  and  reli- 
able patents.  The  proposal  that  will  be  made  by  the  Administration  would 
retain  the  essence  of  existing  law  by  providing  that  applications  would  ini- 
tially be  examined  in  secrecy.  When  an  examiner  determined  that  the  claims 
in  an  application  were  allowable,  the  application  would  be  published  prior  to 
the  actual  granting  of  a  patient,  to  permit  the  public  to  assist  the  Patent 
Office  through  an  opposition  procedure. 

Following  publication,  members  of  the  public  would  have  one  of  two  routes 
available  to  them.  First,  within  three  months  after  publication  of  the  applica- 
tion, a  member  of  the  public  could  cite  patents,  publications  or  other  documen- 
tary evidence  relating  to  the  application,  together  with  a  written  explanation 
of  their  pertinency  to  the  patentability  of  tlie  application.  Based  on  this  sub- 
mission, the  Commissioner  would  direct  further  examination  of  the  application. 
Under  the  second  route,  members  of  the  public  would  be  permitted  to  partic- 
ipate in  an  opposition  proceeding  l)efore  the  Board  of  Examiners-in-Chief. 
Under  this  option,  both  the  applicant  and  the  opposing  member  of  the  public 
would  be  entitled  to  submit  written  briefs,  present  oral  argument,  take  deposi- 
tions, discovery  or  testimony,  and  present  oral  testimony  and  cross-examine 
witnesses  in  the  proceeding  before  the  Board.  However,  in  proceedings  in 
which  the  issuance  of  a  patent  was  only  on  the  basis  of  prior  patents,  publica- 
tions or  otlier  documentary  evidence,  parties  would  be  permitted  to  take  depo- 
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sitions,  discovery  or  testimony  and  present  oral  testimony  and  cross-examine 
\Yitno.sses  only  upon  a  showing  of  good  cause. 

Applicants  whose  applications  are  subjected  to  this  opposition  procedure 
would  have  interim  rights  available  for  the  unauthorized  use  of  their  inven- 
tions prior  to  the  time  a  patent  issued. 

We  believe  the  Administration  bill  would  provide  a  more  efficient  and 
orderly  process  than  S.  1321  by  requiring  that  only  those  applications  be  pub- 
lished which  have  been  found  allowable  by  the  Patent  Office  examiner.  Since 
the  30  per  cent  of  applications  not  allowed  by  the  examiner  would  not  have  to 
be  considered  for  opposition,  the  time  and  expense  both  for  interested  members 
of  the  public  and  for  the  Patent  Office  would  be  reduced.  With  a  clear  defini- 
tion of  the  subject  matter  before  them,  interested  members  of  the  public  could 
readily  determine  whether  the  subject  matter  was  such  as  to  justify  the 
expenditure  of  time  and  effort  to  find  additional  prior  art  not  cited  by  the 
Patent  Office  examiner. 

Since  patent  applicants  would  not  be  required  to  disclose  their  inventions  to 
the  public  until  after  they  received  an  indication  from  the  Patent  Office  that 
tlieir  applications  contained  patentable  subject  matter,  they  would  not  be 
encouraged  to  opt  for  trade  secret  protection  to  avoid  the  risk  of  disclosing 
their  inventions  without  obtaining  a  patent. 

In  addition,  while  opposers  would  be  given  adequate  procedures  to  fully  con- 
test patentability  of  an  application  during  an  opposition  proceeding,  the 
Administration  proposal  includes  limitations  which  are  believed  to  reduce  the 
possibility  of  harrassment.  These  limitations  include  the  good  cause  require- 
ment for  obtaining  discovery  and  the  like  when  the  opposition  is  based  only  on 
documentary  evidence  relating  to  the  state  of  the  art,  and  the  fact  that  the 
public  cannot  participate  during  the  initial  examination  before  the  Patent 
Office  examiner.  The  Administration  proposal  would  also  avoid  increasing  the 
size  of  tlie  search  files  through  publication  of  the  30,000  applications  per  year 
that  are  denied  by  the  Patent  Oflice. 

Accordingly,  it  is  believed  that  the  Administration  bill  will  achieve  the  goal 
of  S.  1321  of  strengthening  the  basis  for  the  presumption  of  validity  of  issued 
patents  by  affording  the  public  an  opportunity  to  participate  in  an  adversary 
proceeding,  but  will  avoid  the  accompanying  undesirable  side  effects  of  section 
135  of  S.  1321. 

CREATION  OF  THE  OFFICE  OF  PUBLIC  COUNSEL 

A  strong  public  interest  exists,  of  course,  in  the  issuance  of  patents  on 
inventions  which  satisfy  the  statutory  criteria.  Problems  are  wrought  upon 
society  both  by  the  issuance  of  invalid  patents  and  by  the  refusal  to  issue  pat- 
ents on  deserving  inventions  which  in  fact  satisfy  the  statutory  criteria. 

S.  1.321  recognizes  the  public  interest  in  the  examination  and  issuance  of 
patents  with  the  creation  in  section  3(d)  of  an  Assistant  Commissioner  for 
Appeals,  Litigation  and  Public  Counsel,  referred  to  in  the  bill  as  the  Public 
Counsel.  The  Public  Counsel  would  carry  out  a  number  of  functions,  many  of 
which  do  not  exist  under  present  law.  He  would  be  charged  with  the  duty  of 
assuring  as  an  advocate  through  the  adversary  process,  that  high  quality  pat- 
ents are  issued  by  the  Patent  Office.  To  accomplish  this  goal,  he  would  be 
empowered  to  intervene  and  participate  at  any  time  in  any  Patent  Office  pro- 
ceeding or  any  appeal  from  a  Patent  Office  proceeding  when,  in  his  judgment, 
it  was  in  the  public  interest.  In  addition,  the  Public  Counsel  would  be  charged 
with  defending  appeals  from  a  primary  examiner  before  the  Board  of  Examin- 
ers-in-Chief  and  appeals  from  the  Board  before  the  Court.  Under  S.  1321  the 
Public  Counsel  is  also  given  broad  power  to  issue  subpoenas  or  orders  in 
connecti(m  with  matters  under  investigation  by  him. 

While  .sympathizing  with  the  objectives  underlying  the  proposal  for  a  Public 
Counsel,  the  Department  of  Commerce  questions  the  effectiveness  of  a  Public 
Counsel  as  proposed  in  S.  1321.  As  a  practical  matter,  the  Public  Counsel  could 
not  intervene  and  participate  in  any  significant  number  of  the  115,000  patent 
applications  examined  by  the  Patent  Office  each  year  nor  could  he  oppose  a 
very  substantial  number  of  the  75,000  patents  issued  annually.  He  would  have 
no  rational  basis  on  which  to  select  those  cases  in  which  intervention  or  oppo- 
sition would  be  most  desirable.  The  value  of  a  patent  is  determined  by  the 
marketplace  and  is  generally  difficult  to  judge  from  reading  the  application. 
The  importance  of  an  individual  case  does  not  depend  upon  the  resources  of 
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tlie  pMtent  applicant  or  the  field  of  subject  matter  involved.  Therefore,  the 
rul)!ic  Conu'^ers  decision  on  the  cases  in  which  he  would  participate  would 
likely  he  no  nidie  than  a  random  selection. 

Members  of  the  public  in  a  particular  industry  who  are  able  to  determine 
that  a  particular  invention  is  sisjnificant  and  wish  to  oppose  it  would  be  per- 
mitted to  do  so  under  both  the  Administration  bill  and  S.  1321.  If  the  opposer 
has  a  real  interest  in  the  subject  matter,  it  is  likely  that  he  would  want  to 
present  his  case  directly,  and  not  through  a  Public  Counsel.  Accordingly,  the 
Department  of  Commerce  questions  the  value  of  the  Public  Counsel  in  this 
facet  of  his  role  as  ombudsman. 

We  believe,  however,  that  certain  of  the  functions  proposed  for  the  Public 
Counsel  would  be  practical  and  would  strengthen  the  tools  of  the  examiner 
and  improve  the  examination  procedure.  Accordingly,  the  Administration  bill 
will  contain  provisions  to  ensure  the  performance  of  these  functions. 

Under  section  3  of  the  Administration  bill,  the  Commissioner  of  Patents 
would  be  required  to  designate  an  officer  of  the  Patent  Office  to  perform  cer- 
tain limited  functions  to  aid  examiners  and  reinforce  the  ex  parte  examination 
proceeding.  The  bill  would  empower  a  primary  examiner  to  request  assistance 
from  the  officer  with  respect  to  the  examination  of  a  particular  application 
when  the  examiner  believed  it  desirable  to  transform  the  proceeding  into  an 
adversary  one.  The  officer  would  interevene  and  participate  in  the  examination 
proceeding  if  he  considered  it  in  the  public  interest  to  do  so.  The  officer  would 
have  the  right  to  seek  discovery  of  an  applicant  and  would  have  other  rights 
and  powers  of  a  party  in  Patent  Office  proceedings.  While  it  is  expected  that 
such  intervention  would  occur  only  in  a  few  situations,  it  is  believed  that  this 
additional  resource  afforded  the  examiner  would  strengthen  the  examination 
process. 

In  addition,  the  Administration  bill  would  provide  that  all  appeals  from 
decisions  of  examiners  to  the  Board  of  Examiners-in-Chief  would  be  defended 
by  the  officer  established  under  section  3  of  the  bill  rather  than  by  the  exam- 
iner. This  would  improve  the  adversary  proceeding  before  the  Board  by  having 
the  examiner's  position  presented  by  another  person. 

Finally,  the  Administration  bill  would  codify  the  existing  authority  of  the 
Patent  Office  to  investigate  the  conduct  of  patent  applicants,  attorneys  and 
those  engaging  in  unauthorized  practice  before  the  Office.  The  existing  author- 
ity to  investigate  such  matters  would  be  strengthened  by  providing  the  officer 
established  by  section  3  of  the  bill  with  subpoena  power  with  regard  to  such 
investigations.  While  fraud  on  the  Patent  OflSce  or  improper  conduct  on  the 
part  of  an  attorney  or  agent  registered  to  practice  before  the  Office  is,  insofar 
as  we  know,  a  rare  occurrence,  the  added  authority  in  the  Administration  bill 
should  go  far  to  dispel  any  questions  of  imporper  behavior  in  such  situations. 

ESTABLISHMENT  OF  A  SYSTEM  FOR  DEFERHED  EXAMIXATIOX  OF  PATENT 
APPLICATIONS 

Deferred  examination  of  patent  applications  has  been  suggested  periodically 
at  least  since  the  early  19G0"s  as  a  means  for  overcoming  the  backlogs  faced 
by  pijtent  offices  around  the  world.  The  Netherlands,  in  1964,  became  the  first 
country  to  adopt  a  deferred  examination  system.  Since  that  time,  deferred 
examination  was  adopted  in  West  Germany.  Japan,  Hungary  and  Australia. 

The  rationale  for  deferred  examination  is  that  since  not  all  applications  for 
patents  are  of  the  same  value,  it  is  not  good  economic  practice  for  a  patent 
office  to  devote  substantial  efforts  to  applications  having  little  value  when  it 
could  rely  upon  the  selection  of  the  more  important  applications  by  an  appli- 
cant and  Ids  competitors  who  are  in  the  best  position  to  make  such  selecti(ms. 
Such  a  system  reduces  the  number  of  applications  requiring  examination  be- 
cause some  applicants  who  chose  to  defer  the  examination  of  their  api)lications 
later  conclude  that  their  inventions  do  not  warrant  examination  and  permit 
them  to  become  abandoned.  On  the  assumption  that  the  deferred  applications 
which  are  later  abandoned  involve  inventions  of  lesser  value,  a  deferred  exam- 
ination system  permits  a  patent  office  to  concentrate  its  resources  on  the  more 
valualde  inventions.  Of  course,  if  the  examination  of  an  application  is  merely 
deferred,  no  savings  are  realized. 

S.  1.T21  provides  for  a  deferred  examination  system.  Under  this  system, 
examination  of  an  application  will  l)e  deferred  unless  the  applicant  requests 
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examination.  At  any  time  before  tlie  expiration  of  five  years  from  tlie  earliest 
effective  filing  date  of  the  application,  anyone  could  request  examination.  Mem- 
bers of  the  public  would  be  required  to  pay  the  basic  examination  fee  and  the 
applicant  v^'ould  be  required  to  pay  all  other  fees  associated  with  the  applica- 
tion. 

When  examination  of  a  deferred  application  is  requested,  the  Commissioner 
would  be  empowered  under  y.  1321  to  require  the  applicant  to  request  exami- 
nation of  any  of  his  other  deferred  applications  wliich  relate  to  the  deferred 
application.  If  no  examination  is  requested  or  the  applicant  fails  to  request  an 
examination  called  for  by  the  Commissioner  of  any  of  his  related  deferred 
applications,  such  applications  become  abandoned.  There  would  be  a  tolling  of 
the  term  of  a  deferred  application  for  the  period  during  which  the  examina- 
tion of  such  application  was  deferi-ed. 

The  bill  which  the  Administration  will  submit  contains  no  provision  for 
deferred  examination.  We  believe  that  a  deferred  examination  system  would 
not  be  appropriate  for  the  United  States  since  the  disadvantages  associated 
with  such  systems  clearly  outweigh  their  asserted  benefits. 

Serious  consideration  of  a  deferred  examination  system  for  the  United 
States  began  with  the  Report  of  the  President's  Commission  on  the  Patent 
System  in  1966.  The  Commission  recommended  giving  the  Commissioner  discre- 
tionary authority  to  institute  deferred  examination.  This  recommendation  was 
founded  in  part  upon  an  estimate  by  the  Patent  Office  in  1964  that  the  then 
existing  backlog  of  220.000  applications  and  pendency  period  of  four  years 
would  gradually  increase  until,  by  1975,  there  would  be  a  backlog  of  535,000 
patent  applications  with  a  pendency  period  of  10  years.  Of  course,  this  projec- 
tion has  not  come  to  pass.  At  the  present  time,  there  is  a  backlog  in  the 
Patent  Office  of  less  than  200,000  applications  and  a  pendency  period  of  23 
months. 

Accordingly,  the  principal  reason  for  the  adoption  of  deferred  examination 
in  the  Netherlands,  West  Germany  and  Japan — that  of  a  steadily  increasing 
and  unmanageable  backlog  of  applications — tloes  not  exist  in  the  United 
States.  For  this  reason,  adoption  of  a  deferred  examination  system  in  the 
United  States  cannot  be  based  on  increasing  backlog. 

Another,  more  speculative,  benefit  has  been  suggested  by  some  proponents  of 
deferred  examination  systems.  Their  rationale  is  that,  with  deferred  examina- 
tion, patent  office  examiners  would  be  required  to  examine  fewer  applications 
and  would  thereliy  be  able  to  spend  more  time  on  the  applications  they  did 
examine,  resulting  in  an  increase  in  the  strength  and  reliability  of  issuing  pat- 
ents. These  proponents  point  to  the  experience  of  the  Netherlands  Patent  Office 
in  which  only  40  to  45  percent  of  the  applications  filed  are  subjected  to  full 
examination.  Upon  closer  analysis,  however,  it  is  not  believed  that  the  adop- 
tion of  a  deferred  examination  system  can  be  based  on  this  rationale  either. 

Initially,  it  should  lie  noted  that  the  Dutch  and  other  foreign  systems  for 
deferred  examination  differ  from  the  deferred  examination  proposal  contained 
in  S.  1321.  Under  the  Dutch  system,  the  examination  process  is  broken  into 
two  stages — search  and  examination.  The  Dutch  experience  has  been  that  a 
search  is  requested  for  approximately  65  percent  of  all  patent  applications 
filed  and  that  subsequent  examination  is  requested  for  only  40  to  45  percent  of 
tlie  applications  filed.  Accordingly,  the  Dutch  deferred  examination  system 
saves  searching  time  for  examiners  in  only  35  percent  of  the  applications  filed. 
If  the  Dutch  experience  could  be  translated  to  the  United  States,  it  would  still 
mean  that  possibly  65  percent  of  the  applications  filed  would  be  examined 
since  S.  1321  does  not  separate  the  search  and  examination  functions. 

It  is  not  believed,  however,  that  the  Dutch  experience  can  be  translated  to 
the  United  States.  In  the  Netherlands,  approximately  S5  percent  of  the  patent 
applications  filed  are  of  foreign  origin,  compared  with  approximately  30  per- 
cent for  tlie  United  States.  This  substantially  different  mix  of  home  and  for- 
eign origin  applications  is  significant.  For  most  applicants,  their  home  market 
is  the  most  important  and  they  are  more  likely  to  seek  the  issuance  of  a 
patent  in  their  home  country  before  they  seek  a  patent  in  a  foreign  country. 
Statistics  from  Japan,  where  the  percentage  of  home  origin  applications  is 
more  like  that  of  the  United  States,  tend  to  confirm  this.  During  1971,  the  first 
year  of  operation  of  the  deferred  system  in  Japan,  the  rate  of  requests  for 
examination  was  more  than  50  percent  greater  for  applications  filed  by  Japa- 
nese nationals  than  for  applications  filed  by  foreigners. 
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This  is  not  surprising,  however,  since  filing  in  foreign  countries  presents  a 
different  picture  tlian  filing  in  a  home  country.  Tlie  Paris  Convention  for  the 
Protection  of  Industrial  Property  contains  a  provision  entitling  a  patent  appli- 
cant to  obtain  the  benefit  of  the  filing  date  of  his  first  filed  application  for  all 
subsequent  applications  filed  within  one  year.  Once  an  application  is  on  file  in 
a  foreign  country  having  a  deferred  examination  system,  the  applicant  can 
tlien  do  nothing  for  a  period  of  from  five  to  seven  years  while  awaiting  a  deci- 
sion as  to  the  scope  of  protection  he  will  receive  in  his  home  country.  The 
applicant  can  also  use  this  period  to  determine,  based  on  the  protection  he  is 
given  in  his  home  country  and  the  market  conditions  in  the  foreign  country, 
whether  it  is  economically  feasible  for  him  to  utilize  the  patent  in  that  partic- 
ular market.  Thus,  after  an  applicant  has  secured  a  filing  date  in  a  foreign 
country  to  preserve  his  option  to  later  obtain  a  patent,  he  has  many  reasons  to 
defer  examination. 

In  view  of  the  foregoing  considerations,  it  is  believed  that  no  correlation  or 
estimate  of  what  the  United  States  experience  would  be  with  a  deferred  exam- 
ination system  can  be  based  on  the  Dutch  experience. 

Notwithstanding  the  questionable  benefits  which  the  United  States  would 
realize  with  a  deferred  examination  system,  there  have  been  recent  indications 
both  in  Great  Britian  and  in  connection  with  the  drafting  of  the  European 
Patent  Convention  that  the  disadvantages  of  deferred  examination  systems 
outweigh  their  alleged  benefits.  The  principal  disadvantage  which  has  been  rec- 
ognized by  those  countries  having  experience  with  deferred  examination  sys- 
tems is  that  such  systems  transfer  to  members  of  the  public  the  obligation  to 
examine  all  deferred  applications  which  might  possibly  issue  later  and  have 
impact  upon  their  manufacturing  or  retailing  activities. 

The  effect  of  this  transfer  is  the  creation  of  uncertainty  among  the  competi- 
tors of  a  patent  applicant  over  whether  the  subject  matter  disclosed  in  a 
deferred  patent  application  will  ultimately  be  patented.  Without  knowing 
whether  a  patent  will  be  granted,  competitors  cannot  afford  to  risk  investment 
in  entering  a  market.  This  uncertainty  has  a  pai-alyzing  effect  on  industry 
with  respect  to  efforts  to  produce  new  products  potentially  covered  by  pub- 
lished and  deferred  patent  applications. 

It  is  not  an  answer  that  competitors  of  a  patent  applicant  may  request 
examination  of  the  deferred  application  themselves  by  paying  a  fee  to  the 
Patent  Office.  The  expense  of  requesting  examination  in  a  large  number  of 
applications  in  a  given  technical  field  can  be  prohibitive.  Moreover,  it  is 
difficult  for  a  competitor  to  ascertain  when  he  should  request  examination  of  a 
deferred  application,  since  the  claims  contained  in  an  application  when  filed 
could  be  broadened  or  changed  in  scope  during  subsequent  examination  so  that 
patent  protection  might  be  granted  on  a  broader  basis  or  with  a  different 
.scope  than  a  competitor  might  anticipate.  Therefore,  to  protect  his  interests,  a 
competitor  must  scrutinize  the  entire  disclosure  of  an  application,  and  not  just 
the  claimed  subject  matter.  If  I)roadening  or  changes  in  the  scope  of  claims  is 
not  permitted,  the  claims  in  the  application  as  initially  submitted  will  be  so 
broad  as  to  prevent  a  good  analysis  by  third  parties. 

In  addition,  deferred  examination  systems  also  have  other  adverse  conse- 
quences. In  one  respect,  such  systems  are  largely  self-defeating.  Since  deferred 
applications,  including  those  which  later  become  abandoned,  would  be  pub- 
lished, at  least  30.000  search  documents  of  dubious  value  would  be  added  to 
the  examiners'  search  files  each  .vear,  thereby  increasing  the  time  it  would 
take  for  examiners  to  perform  their  searches.  Thus,  the  limited  savings  in 
examiners'  time  which  might  be  realized  from  a  deferred  examination  system 
by  virtue  of  having  to  search  fewer  applications  would  be  largely  offset  liy  the 
fact  that  the  examiners  would  have  to  search  additional,  duplicative  material 
on  the  applications  that  were  examined. 

It  should  also  be  noted  that  deferred  examination  systems  are  not  without 
adverse  cost  implications,  especially  if  one  assumes  that  the  examining  man- 
power will  not  be  reduced,  l>ut  merely  spread  over  fewer  applications.  This 
could  have  serious  cost  consequences  for  patent  applicants  and  patentes.  In 
fact,  the  greater  the  number  of  applications  abandoned  under  a  deferred  exam- 
ination system,  the  greater  tlie  fees  that  would  have  to  be  charged  for  tho.se 
applications  which  were  examined. 

In  summary,  the  Administration  has  not  included  a  deferred  examination 
system  in  its  proposal  l)ecause  it  is  convinced  that  the  reduction  in  the  number 
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of  cases  to  be  examined  would  be  fairly  small  and  tliat  the  real  and  potential 
disadvantages  flowing  from  a  deferred  examination  system  would  far  out- 
weight  any  benefits  of  such  reduction. 

REVISION  OF  THE  PATENT  FEE  SCHEDULE,  INCLUDING  THE  ESTABLISHMENT  OF 
MAINTENANCE  FEES 

The  Constitutional  purpose  of  the  patent  system  is  the  promotion  of  the  eco- 
nomic welfare  of  the  nation  tlirough  advances  in  science  and  technology  by 
providing  the  incentive  of  limited  exclusivity  to  inventions  in  return  for  their 
disclosure.  Thus,  the  promotion  of  science  and  technology  for  the  benefit  of  the 
public  lies  at  the  very  heart  of  the  patent  system.  It  is  also  true,  however, 
that  the  patent  system  provides  rewards  for  individual  inventors  and  entrepre- 
neurs, although  these  rewards  are  in  return  for  the  disclosure  of  inventions. 

Recognizing  that  the  benefits  of  the  patent  system  flow  both  to  the  public 
and  to  individual  inventors,  it  has  long  been  the  policy  of  this  country  to  ask 
each  to  support  a  share  of  tlie  cost  of  operating  the  patent  system.  When  Con- 
gress last  adjusted  patent  and  trademark  fees  in  1965,  it  was  contemplated 
that  the  Patent  Office  should  recover  through  fees  from  %  to  %  of  its  operat- 
ing budget.  More  recently,  in  the  Subcommittee  Print  of  S.  643,  introduced  by 
Senator  McClellan  in  the  last  Congress,  a  provision  was  included  which  would 
have  given  the  Commissioner  authority  to  set  the  fees  to  be  paid  in  connection 
witii  the  filing  and  examination  of  patents  and  trademark  applications  so  as  to 
effect  an  overall  recovery  for  the  Patent  Office  in  the  range  of  65  to  75  per 
cent  of  its  costs  of  operation. 

Both  the  bill  the  Administration  plans  to  introduce  and  S.  1321  follow  the 
general  approach  of  S.  643  Committee  Print  by  giving  the  Commissioner 
authority  to  set  fees  to  recover  in  the  range  of  65  to  75  per  cent  of  the  costs 
of  operating  the  Patent  Ofliice. 

S.  1321,  however,  would  also  establish  a  maintenance  fee  system  which  pre- 
sumably would  begin  the  fourth  year  following  patent  issuance  with  a  fee  no 
less  than  $1,000  and  would  require  annual  fees  thereafter  increasing  by  at 
least  25  per  cent  each  year.  Certain  exemptions  would  be  provided  for  the  pay- 
ment of  filing,  examination  and  maintenance  fees  for  individual  inventors  and 
small  businessmen.  In  addition,  the  Commissioner  and  the  Board  of  Appeals 
could  defer  payment  of  accrued  maintenance  fees  for  certain  periods  where  the 
patentee  could  establish  that  he  was  unable  to  work  his  invention  or  to  pay 
the  maintenance  fee. 

In  our  view,  there  are  serious  problems  associated  with  the  maintenance  fee 
proposal  contained  in  S.  1321,  the  most  significant  of  which  is  that  a  patentee 
could  be  required  to  pay  in  excess  of  $15,000  to  maintain  his  patent  in  force 
for  the  12  year  term  .set  by  S.  1321.  I  might  note  that  this  amount  would  be 
even  greater  under  the  20  year  term  which  has  been  contained  in  most  of  the 
other  recent  patent  revision  bills  and  which  will  be  proposed  in  the  bill  the 
Administration  will  submit.  It  is  believed  that  maintenance  fees  of  this  magni- 
tude would  seriously  impair  the  proper  functioning  of  the  patent  system.  In 
fact,  the  fees  established  by  S.  1321  are  so  great  that  the  revenue  which  would 
be  generated  from  maintenance  fees  alone,  paid  over  the  12  year  life  of  only 
4,.500  of  the  75.000  patents  issued  annually,  would  be  suflScient  to  operate  the 
Patent  Office  for  an  entire  year.  The  maintenance  fees  under  S.  1321  are  so 
high  that  the  Patent  Office  would  undoubtedly  recover  far  in  excess  of  the  65 
to  75  per  cent  range  set  forth  in  the  bill. 

The  patent  .system  should  encourage  inventors  to  commercialize  their  inven- 
tions. With  fees  of  the  magnitude  that  would  be  required  by  S.  1321,  only 
those  patents  covering  inventions  which  could  be  commercialized  early  and  to 
a  great  extent  could  reasonably  be  expected  to  remain  in  force  beyond  four 
years  from  the  date  of  patent  issue. 

While  we  recognize  that  provisitms  are  included  in  S.  1321  to  ameliorate  the 
stifling  effect  of  these  higli  maintenance  fees  by  permitting  certain  exemptions 
and  deferrals,  it  is  believed  that  the.se  exculpatory  provisions  would  not  func- 
tion satisfactorily  in  practice  and  would  not  provide  the  needed  relief  from  the 
maintenance  fees.  Initially,  there  is  the  question  of  determining  how  exemp- 
tions could  be  designed  so  as  to  encourage  individual  inventors  and  small  busi- 
nessmen. There  is  also  the  additional  question  of  defining  these  categories  of 
applicants. 
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Moreover,  tlie  requirement  on  an  individual  to  establish,  by  a  preponderance 
of  proof,  that  he  has  satisfied  the  criteria  which  would  entitle  him  to  defer 
payment  of  the  maintenance  fee  could  prove  as  expensive  and  as  unworkable 
as  the  payment  of  the  maintenance  fee  itself.  Also,  the  provision  would  place  a 
continuing  obligation  on  patentees  seeking  deferral  of  maintenance  fees  to  re- 
justify  the  deferral  each  year,  thus  placing  an  unnecessary  and  unwarranted 
burden  on  both  the  patentee  and  the  Patent  Office. 

In  addition,  the  possibility  of  deferring  payment  of  maintenance  fees  under 
S.  1321  is  limited  to  ten  years.  This  limitation  could  prove  to  be  particularly 
liarmful  to  the  owners  of  inventions  whose  time  has  not  yet  come,  especially  if 
the  more  reasonable  term  of  20  years  is  adopted.  Many  of  the  great  inventions 
we  now  enjoy  took  many  years  to  commercialize  and  did  not  enter  our  lives 
and  industries  until  long  after  their  patenting. 

A  study  of  inventions  by  the  Batelle  Columbus  Laboratories  under  a  grant 
by  tlie  National  Science  Foundation  revealed  that  it  took  an  average  period 
from  first  conception  to  market  realization  of  10.2  years.  Moroeover,  the  study 
found  no  evidence  that  the  time  from  conception  to  commercial  realization  was 
l>ecoming  any  shorter.  Considering  the  time  it  took  to  commercialize  some  very 
significant  inventions  covered  by  this  study^ — heart  pacemaker — 32  years ;  xer- 
ography— 22  years  ;  magnetic  core  computer  memories — 22  years — it  becomes 
quite  clear  that  the  maintenance  fee  system  of  S.  1321  would  work  to  the  det- 
riment of  the  public  by  depriving  it  of  the  commercialization  of  some  very  sig- 
nificant inventions. 

Even  maintenance  fees  set  at  a  more  reasonable  level  for  the  purpose  of 
reducing  filing  and  issue  fees  have  been  rejected  by  the  majority  of  the  users 
of  the  patent  sy.stem.  Maintenance  fees  were  proposed  by  the  Department  of 
Commerce  in  the  early  1960's  as  a  means  for  permitting  the  Patent  Otfice  to 
raise  its  fee  recovery  rate  to  a  range  of  65  to  75  per  cent  of  the  cost  of  oper- 
ating the  Patent  Office.  At  the  time  of  the  hearings  on  this  proposal  in  1964, 
the  increase  in  fees  under  discussion  was  approximately  300  per  cent  of  the 
existing  fees.  Notwithstanding  this  dramatic  increase  in  fees,  the  proposals  for 
maintenance  fees  were  rejected  in  favor  of  obtaining  the  entire  increase 
tlirough  higher  filing  and  issue  fees. 

In  addition,  it  should  be  noted  that  while  maintenance  fees  can  be  used  to 
increase  revenue  for  the  government,  they  do  not  do  so  without  adding  signifi- 
cant costs  to  administer  the  collection  of  fees.  Under  mo.st  maintenance  fee 
systems,  patentes  are  sent  reminders  when  maintenance  fees  are  due.  Depend- 
ing upon  what  the  applicant  does,  the  Patent  Ofiiee  would  either  have  to  proc- 
ess the  payment  of  his  maintenance  fee  into  the  general  treasury  and  appro- 
priately indicate  such  fact  in  the  file  of  the  patent,  or  provide  a  public  notice 
that  the  maintenance  fee  has  not  been  paid  and  record  this  fact  in  the  file  of 
the  patent  and  on  every  copy  of  the  printed  patent  thereafter  distributed. 

While  cost  to  the  Patent  Office  of  administering  the  maintenance  fee  system 
of  S.  1321  cannot  be  predicted  with  any  accuracy,  it  is  certain  that  the  cost  of 
administering  such  a  system  woiild  exceed  one  million  dollars  annually,  and 
tlie  oatentees  themselves  would  incur  expenses  of  at  least  an  equal  amount. 

Tliere  is  some  desirability,  however,  in  encouraging  patent  owners  to  surren- 
der to  the  public  patents  which  they  are  not  using  and  ar  not  making  good 
faith  and  diligent  efforts  to  commercialize.  The  bill  the  Administration  will 
introduce  contains  such  an  incentive.  Under  the  Administration  bill,  ixitentees 
would  be  required,  in  situations  where  there  was  no  use  of  a  patent  and  no 
evidence  of  any  diligent  and  good  faith  effort  to  commercialize  it,  to  pay  rea- 
sonable fees  if  they  wished  the  patent  to  remain  in  force.  Specifically,  at  the 
tenth  and  fifteenth  anniversaries  from  the  filing  date  of  a  patent,  a  patentee 
would  be  required  to  file  a  verified  statement  with  the  Patent  Office  indicating 
whether  he  or  his  licensee  was  making,  using  or  selling  the  patented  invention 
or  wliether  he  was  diligently  and  in  good  faith  trying  to  commercialize  the 
patented  invention.  If  tlie  patentee  could  not  make  such  a  statement,  he  would 
pay  a  fee  of  .Sl.OOO  on  tlie  tentli  anniversary  and  $2,500  on  the  fifteentli  anni- 
versary to  maintain  his  patent  in  force.  The  maintenance  fees  could  be 
increased  by  tlie  Commissioner  under  the  same  authority  he  would  have  to 
increase  other  fees. 

Under  the  Administration  bill,  inventors  of  limited  means,  having  difficulty 
commercializing  their  patented  inventions,  would  never  need  worry  about 
paying  a  fee  to  maintain  their  patents  in  force  as  long  as  they  were  engaged 
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in  diligent  and  good  faith  efforts  to  commercialize  their  inventions.  Accord- 
ingly, it  is  mniecessary  under  the  approacli  which  the  Administration  will  talce 
in  its  bill  to  provide  exemptions  for  independent  inventions  and  small  business- 
men. 

In  addition,  where  patentees  are  successful  in  commercializing  their  inven- 
tions, no  maintenance  fees  would  need  be  paid.  Finally,  since  the  statements 
called  for  under  the  Administration  bill  would  only  be  due  twice  during  the 
term  of  a  patent,  the  administrative  problems  of  the  Administration's  proposal 
will  be  .significantly  less  than  those  of  S.  1321. 

ADMINISTRATIVE    RESTRUCTURING    OF   THE    PATENT    OFFICE,    INCLUDING    THE    PROPOSED 
ESTABLISHMENT   OF   THE  PATENT   OFFICE  AS  AN  INDEPENDENT  AGENCY 

There  have  been  recurring  suggestions  that  the  Patent  Office  be  made  an 
independent  agency  within  the  Executive  Branch,  rather  than  a  bureau  within 
a  cabinet-level  Department.  Notwithstanding  these  suggestions  and  the  inclu- 
sion of  such  a  proposal  in  S.  1321,  it  is  believed  that  the  Patent  Office  should 
remain  a  component  of  the  Department  of  Commerce.  Accordingly,  the  Admin- 
istration will  continue  the  present  arrangement  in  its  bill. 

One  of  the  more  important  administrative  developments  in  recent  years  has 
been  the  trend  toward  organization  of  the  myriad  Federal  agencies  on  a  func- 
tional basis.  Due  in  great  part,  perhaps,  to  increasingly  sophisticated  analytic 
procedures  of  the  Ofiice  of  Management  and  Budget  and  the  advent  of  pro- 
gram budgeting  in  the  early  1960's,  there  is  a  growing  realization  that  the 
activities  of  the  Federal  Government  which  contribute  to  a  particular  goal 
should  be  grouped  together  to  achieve  that  goal.  This  sharply  contrasts  with 
the  pnst  unpatterened  growth  and  placement  of  various  bureaus  in  the  major 
departments  of  the  Executive  Branch. 

The  importance  of  such  organization  by  function  was  central  to  President 
Nixon's  Executive  Reorganization  Plan  proposed  to  the  92nd  Congress.  As 
stated  by  the  President : 

"Instead  of  grouping  activities  by  narrow  subjects  or  by  limited  constitu- 
ency, we  should  organize  them  around  the  great  purposes  of  Government  in 
modern  society.  .  .  .  Then  the  success  of  Government  will  at  least  be  clearly 
linked  to  the  things  that  happen  in  society  rather  than  the  things  that  happen 
in  Government." 

One  vital  mission  of  the  Department  of  Commerce  is  the  promotion  of  sci- 
ence and  technology.  In  view  of  today's  pressing  needs  for  increasing  our  pro- 
ductivity and  exports  through  technological  innovation,  the  contributions  of 
the  agencies  grouped  under  the  Assistant  Secretary  of  Commerce  for  Science 
and  Technology  are  all  the  more  important  to  the  accomplishment  of  this  mis- 
sion of  the  Department  of  Commerce. 

The  patent  system — of  which  the  Patent  Office  is  the  heart — has  the  Consti- 
tutional mandate  "to  promote  the  progress  of  .  .  .  the  useful  arts."  In  modern 
terminology,  its  role  is  to  promote  technological  and  industrial  progress  by  pro- 
viding effective  incentives  to  invention  and  innovation  and  by  bridging  the 
technological  and  business  communities. 

The  Patent  Office  also  performs  a  function  of  great  and  direct  commercial 
significance  in  the  examination  and  registration  of  trademarks,  wiiich  often 
are  among  the  more  valualile  and  important  assets  of  a  business. 

These  two  principal  activities  of  the  I*atent  Office  are,  therefore,  most  com- 
patible with,  and  represent  an  essential  part  of,  the  total  spectrum  of  inte- 
grally related  means  by  which  the  Department  of  Commerce  carries  out  its 
mission  of  promoting  the  nation's  economic  and  industrial  strength. 

As  part  of  the  Commerce  organization  the  Patent  Office  enjoys  enhanced 
operational  efficiency.  It  relies  heavily  upon  the  services  and  resources  which 
are  centralized  in  the  Department  of  Commerce.  If  the  Patent  Office  were  an 
independent  agency,  it  would  need  to  duplicate  all  or  most  of  these  services 
and  resources — less  efficiently  and  more  expensively  in  terms  of  both  staff  and 
costs.  For  example,  it  would  become  necessary  for  the  Patent  Office  to  develop 
its  own  general  legal  and  procurement  expertise,  obtain  printing  equipment 
and  expertise,  acquire  knowledge  of  property  management  and  acquisition,  and 
estal)Iish  many  other  functions. 

In  brief,  to  function  as  an  independent  agency  the  Patent  Office  would  have 
to  acquire  substantial  additional  resources  of  specific  skills  and  equipment. 
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Another  benefit  of  the  present  arrangement  from  the  standpoint  of  eflBciency 
is  the  independent  performance  evaluation  which  tlie  Patent  Office  receives  as 
a  component  bureau  witliin  tlie  Department  of  Commerce.  Under  this  arrange- 
ment. Patent  Office  activities  are  constantly  evaluated  both  by  higher  echelons 
in  the  Department  and  by  analysts  of  the  Office  of  Management  and  Budget. 
Thus,  the  Patent  Office  is  continually  called  upon  to  evluate  and  define  its 
goals,  to  offer  coherent  plans  for  achieving  them,  and  to  account  for  any  fail- 
ure to  achieve  these  goals. 

It  is  believed  that  the  total  effectiveness  of  the  Patent  Office  is  conducting 
its  operations  and  representing  the  interests  of  the  scientific,  technical,  and 
industrial  communities,  as  well  as  the  general  public,  is  best  served  with  the 
Office  as  part  of  the  Department  of  Commerce. 

By  being  in  the  mainstream  of  the  Executive  Branch,  the  Patent  Office  is 
also  better  able  to  represent  the  concerns  and  interests  of  patent  owners,  and 
to  more  effectively  make  available  to  the  President  the  benefit  of  the  complete 
views  of  the  interested  sectors.  For  example,  three  years  ago  the  Patent  Office 
was  able  to  liring  to  the  attention  of  the  President  its  potential  for  contribut- 
ing to  his  environmental  quality  policy.  This  permitted  the  President  to  direct 
the  taking  of  the  affirmative  steps  which  the  Patent  Office  had  identified. 

Perhaps  a  fundamental  assumption  underlying  proposals  that  the  Patent 
Office  be  an  independent  agency  within  the  Executive  Branch  is  that,  as  part 
of  a  larger  organization,  the  Office  is  sul).iect  to  undue  influence  and  pressures 
from  its  parent  agency.  It  is  reasoned  that  if  the  Patent  Office  were  a  separate 
agency,  this  influence  from  aI)ove  would  be  eliminated. 

However,  we  are  aware  of  no  evidence  in  the  history  of  the  Patent  Office 
which  would  suggest  that  any  improper  influence  was  exerted  upon  the  Patent 
Office  by  officials  in  the  Departments  to  which  the  Office  has  been  attached.  To 
the  contrary,  the  Patent  Office  has  enjoyed  freedom  and  latitude  in  its  opera- 
tions. 

In  view  of  the  many  sound  reasons  for  the  Patent  Office  continuing  to  be  an 
agency  within  the  Department  of  Commerce,  and  the  complete  absence  of  any 
reasons  or  evidence  suggesting  that  it  be  removed,  the  bill  which  the  Adminis- 
tration will  submit  will  continue  the  present  relationship. 

Thank  you  for  the  opportunity  to  present  the  views  of  the  Department  of 
Commerce. 

STATEMENT  OE  KARL  E.  BAKKE,  GENERAL  COUNSEL,  DEPARTMENT 
OF  COMMERCE,  ACCOMPANIED  BY:  RENE  TEGTMEYER,  ACTING 
COMMISSIONER  OF  PATENTS,  AND  MICHAEL  KIRK,  DIRECTOR  OF 
THE  OFFICE  OF  LEGISLATIVE  AND  INTERNATIONAL  AFFAIRS 
(PATENT  OFFICE) 

Mv.  Bakke.  Mr.  Chairman,  I  appreciate  the  opportunity  to  appear 
before  this  subcommittee  to  exphiin  the  views  of  the  Department  of 
Commerce  on  the  five  patent  topics  that  are  the  subjects  of  this 
hearino'. 

The  patent  system  lias  played  a  uniquely  important  role  in  the 
development  of  American  technoloofy  and  remains  a  major  factor  in 
our  Nation's  economic  vitality.  The  patent  system  has  stimulated 
much  of  the  necessary  investment  in  research  and  development  and 
the  marketing  of  inventions  that  have  brought,  in  turn,  the  develop- 
ment of  entii-e  industries  and  an  unparalleled  standard  of  living  for 
the  American  public. 

This  administtation  is  keenly  aware  of  the  critical  role  of  technol- 
ogy in  promoting  our  national  interests.  President  Nixon  pointed 
out  in  his  special  message  to  the  Congress  on  Science  and  Technol- 
ogy on  Mai'ch  IG,  1972,  that  solutions  to  many  of  our  pressing 
nfitional  needs  depend  on  preserving  the  American  preeminence  in 
science  and  technology. 
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The  administration  recognizes  that  the  patent  s^'stem  has  served 
our  nation  well  since  the  first  patent  law  was  enacted  in  1790  and 
continues  to  play  an  important  role  today.  Nevertheless,  we  recog- 
jiize  that  certain^  revisions  in  our  system  will  enable  it  better  to  ful- 
fill its  ciucial  role  in  promoting  the  development  and  commerciali- 
zation of  technology.  Our  objectives  are  twofold:  strengthening  the 
patent  system  and  enhancing  public  confidence  in  that  system. 

We  anticipate  that  the  administration's  bill  Avill  be  forwarded  to 
the  Congress  in  the  near  future.  Our  bill  will  be  comprehensive  and 
will  contain  a  complete  revision  of  the  present  patent  code.  In  addi- 
tion^ the  administration's  position  with  respect  to  legislation  dealing 
with  the  very  important  antitrust  relationship  will  be  communicated 
to  the  Congress. 

Our  bill  is  intended  to  confront  the  formidable  challenges  faced 
today  by  the  patent  system.  In  discussing  the  challenges  faced  today 
by  that  patent  system,  I  do  not  mean  to  imply  that  the  system  itself 
is  not  basically  sound.  Our  patent  system  has  served  and  continues 
to  serve  the  Nation  well. 

Therefore,  the  bill  that  the  administration  will  soon  forward  will 
contain  a  number  of  improvements  designed  to  strengthen  the  over- 
all functioning  of  our  patent  system.  ]Many  of  the  changes  that  will 
be  contained  in  the  administration  bill  have  been  found  in  earlier 
proposals  for  patent  reform,  many  of  which  have  been  sponsored  by 
the  chairman  of  this  subcommittee,  Senator  McClellan. 

In  addition,  the  bill  developed  by  the  administration  will  contain 
a  number  of  new  proposals  designed  further  to  improve  the  basic 
sound  patent  system  that  we  have  today,  and  especially  to 
strengthen  the  basis  for  the  presumption  of  patent  validity  in 
response  to  the  criticisms  frequently  leveled  at  the  system. 

I  will  turn  now  to  the  five  topics  with  which  this  hearing  is  con- 
cerned. 

ADVERSARY  PROCEEDIXGS 

The  first  of  these  is  modification  of  patent  examination  proceed- 
ings to  provide  public  adversary  hearings.  The  consideration  to  be 
kept  foremost  in  mind  in  any  revision  of  the  patent  laws  is  that  the 
procedures  established  must  assure  the  issuance  of  valid  patents.  In 
designing  any  changes  in  our  existing  system,  however,  one  must 
also  be  cognizant  of  the  fact  that  the  Patent  Office  presently  con- 
ducts as  full  and  as  efi'ective  an  examination  proceeding  as  possible  on 
an  ex  parte  basis. 

Nonetheless,  comments  are  increasingly  directed  at  the  ex  parte 
nature  of  examination  proceedings  under  present  law.  The  principal 
source  of  invalidity  has  been  the  inability  of  the  Patent  Office  to 
learn  of  information  and  facts  that  are  peculiarly  in  the  possession 
of  the  public.  Therefore,  increased  public  participation  in  the  pat- 
enting process  Avould  help  to  insure  that  all  the  pertinent  prior  art, 
including  material  that  could  not  be  discovered  by  a  Patent  Office 
searcli  of  a  reasonable  magnitude,  is  considered  before  a  patent  is 
granted.  This  would  have  the  effect  of  strengthening  the  validity  of 
patents,  reducing  the  workload  on  courts  in  judging  patent  cases, 
and  promoting  public  faith  in  the  worth  of  the  patent  system. 
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Both  S.  1321  and  the  bill  that  the  administration  intends  to  intro- 
duce contain  procedures  which  would  permit  the  public  to  assist  the 
Patent  Office  in  ensuring  that  only  valid  patents  are  permitted  to  be 
issued.  In  our  view,  however,  the  provisions  of  S.  1321  providing  for 
advei-sary  proceedings  in  the  Patent  Office  present  several  significant 
problems. 

First,  it  should  be  noted  that  issues  with  respect  to  patentabilitv 
are  generally  not  fully  developed  until  an  examiner  has  completed 
his  examination  of  an  application.  Until  this  stage  of  the  Patent 
Office  proceeding,  potential  opposers  would  have  no  firm  basis  for 
determining  their  interest  in  narrowing  or  defeating  the  claims  in 
an  application.  Considering  the  time  and  money  it  would  take  an 
opposer  to  investigate  whether  the  claims  of  a  published  application 
impinge  on  his  commercial  activities,  and  the  time  and  expense  to 
determine  whether  any  grounds  exist  for  opposing  the  application,  it 
is  unlikely  that  many  members  of  the  public  would  elect  to  oppose 
an  application  until  the  Patent  Office  liad  completed  its  investiga- 
tion in  any  event. 

Tluis,  there  would  be  little  benefit  in  opening  patent  applications 
to  the  public  before  the  Patent  Office  investigation  was  completed, 
and  such  a  procedure  would  impinge  upon  tlie  legitimate  business 
interests  of  inventors  and  those  interests  which  they  have  in  receiv- 
ing some  indication  of  the  likely  scope  of  patent  protection  before 
having  their  inventions  disclosed  to  the  public.  The  fundamental 
notion  of  our  patent  system  involves  a  contract  theory,  under  which 
an  inventor  is  induced  to  disclose  his  invention  in  return  for  an 
exclusive  right  to  practice  that  invention.  If  this  principle  were 
modified  to  require  inventors  publicly  to  disclose  their  inventions 
before  the  Patent  Office  made  any  investigation,  some  inventors 
miglit  be  deterred  from  filing  patent  applications  and  elect  to  pro- 
tect their  inventions  as  trade  secrets. 

Also,  the  very  broad  provisions  of  S.  1321  relating  to  reexamina- 
tion present  a  possibility  for  harrassmcnt  of  patent  applicants  by 
their  competitors.  The  opportunity  both  to  participate  in  tlie  exami- 
nation procedure  and  to  obtain  reexamination  thereafter,  and  the 
oppoitunity  to  obtain  broad  discovery,  could  invite  competitors  of 
the  ])atent  applicant  to  abuse  the  opposition  proceedings. 

Finally,  the  adversary  proceeding  proposal  in  S.  1321  would 
require  the  addition  of  a  significant  amount  of  essentially  worthless 
and  duplicative  literature  to  the  Patent  Office  search  file.  Since  all 
applications  would  be  made  public  under  S.  1321,  the  disclosures  of 
these  applications  would  necessarily  be  added  to  the  examiner's 
search  files.  However,  over  30  percent  of  all  patent  applications  filed 
do  not  result  in  patents.  Since  between  25  and  50  percent  of  an 
examiner's  time  is  given  to  searching  the  files  of  prior  patents  and 
publications,  the  increase  in  search  time  that  would  result  from 
adding  published,  unpatentable  patent  applications  to  the  files  would 
be  counterproductive. 

The  administration  bill  seeks  to  strike  a  balance  between  the  inter- 
est of  the  inventor  in  not  disclosing  his  invention  until  he  is  given 
some  indication  of  the  scope  of  coverage  he  might  receive,  and  the 
interest,  on  the  other  hand,  of  the  public  in  the  issuance  of  strong 
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and  reliable  patents.  The  administration  proposal  will  provide  for 
applications  initially  to  bo  examined  in  secrecy.  When  an  examiner 
determines  that  the  claims  in  an  application  are  allowable  the  appli- 
cation wonld  then  be  published  prior  to  the  actual  o^ranting  of  the 
patent,  to  permit  the  public  to  assist  the  Patent  Office  through  an 
opposition  procedure. 

Following  publication,  members  of  the  public  could  follow  either 
of  two  routes.  First,  a  member  of  the  public  could  cite  patents,  pub- 
lications, or  otlier  documentary  evidence  relating  to  the  application, 
together  with  a  written  explanation  of  its  pertinency  to  the  patenta- 
bility of  the  application,  leased  upon  this  submission,  the  Commis- 
sioner woidd  direct  further  examination  of  the  application. 

Under  the  second  route,  both  the  applicant  and  the  opposing 
member  of  the  public  Avould  be  entitled  to  submit  written  briefs, 
present  oral  argument,  take  depositions,  discovery  or  testimony,  and 
present  oral  testimony  and  cross  examine  witnesses  in  a  proceeding 
before  the  Board  of  Examiners-in-Chief.  However,  in  proceedings  in 
which  the  issuance  of  a  patent  was  questioned  only  on  the  basis  of 
prior  patents,  publications  or  other  documentary  evidence,  parties 
would  be  permitted  to  take  depositions,  discovery  or  testimony  and 
present  oral  testimony  and  examine  witnesses  only  upon  a  showing 
of  good  cause. 

Applicants  whose  applications  are  subjected  to  this  opposition 
procedure  would  have  interim  riglits  available  for  the  unauthorized 
use  of  their  inventions  prior  to  the  time  a  patent  was  issued. 

We  believe  that  the  administration  bill  would  provide  a  more 
efficient  and  orderly  process  than  S.  1321,  by  requiring  publication 
onlj^  of  those  applications  which  have  been  found  allowable.  Since 
the  30  percent  of  applications  not  allowed  by  the  examiner  would 
not  have  to  be  considered  for  opposition,  the  time  and  expense  both 
for  interested  members  of  the  public  and  for  the  Patent  Office  would 
be  reduced. 

With  a  clear  definition  of  the  subject  matter  before  them,  in.ter- 
ested  members  of  the  public  could  more  readily  determine  whether 
they  could  justify  the  expenditure  of  time  and  effort  to  oppose. 

Since  patent  applicants  would  not  be  required  to  disclose  their 
inventions  to  the  public  until  they  received  an  indication  from  the 
Patent  Office  that  their  applications  contained  patentable  subject 
matter,  they  would  not  be  encouraged  to  opt  for  trade  secret  protec- 
tion to  avoid  the  risk  of  disclosing  their  inventions  without  obtain- 
ing a  patent. 

The  administration  proposal  would  also  avoid  increasing  the  size 
of  search  files  through  publication  of  the  30,000  applications  per 
year  that  are  denied  by  the  Patent  Office. 

Accordingly,  it  is  believed  that  the  adversary  proceedings  pro- 
vided in  the  administration  bill  will  strengthen  the  basis  for  the  pre- 
sumption of  validity  of  issued  patents,  but  will  avoid  the  accompa- 
nying undesirable  side  effects  of  the  proposals  in  S.  1321  on  this 
subject. 

PUBLIC  COUXSEL 

The  second  issue  is  the  matter  of  creation  of  the  Office  of  Public 
Counsel.  S.  1321  recognizes  the  public  interest  in  the  examination 
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and  issuance  of  patents  Avith  the  creation,  in  section  3(d).  of  a 
public  counsel  to  assure,  as  an  advocate,  that  high  quality  patents 
are  issued  by  the  Patent  Office. 

AAHiile  sympathizing  with  the  objectives  underlying  the  proposal 
for  a  public  counsel,  the  Department  of  Commerce  questions  the 
effectiveness  of  a  public  counsel  as  proposed  in  S.  1321. 

As  a  practical  matter,  the  public  counsel  could  not  intervene  and 
participate  in  any  significant  number  of  the  115,000  patent  applica- 
tions examined  by  the  Patent  Office  each  year.  The  value  of  a  patent 
is  ultimately  determined  by  the  marketplace,  and  is  generally 
difficult  to  judge  from  reading  the  application.  Therefore,  the  public 
counsel's  decision  on  the  cases  in  which  he  would  participate  would 
likely  be  no  more  than  a  random  selection. 

Members  of  the  public  in  a  particular  industry  who  are  able  to 
determine  that  a  particular  invention  is  significant  and  wish  to 
oppose  it  would  be  permitted  to  do  so  under  both  the  administration 
bill  and  under  S.  1321.  However,  if  the  opposer  has  a  real  interest  in 
the  subject  matter,  it  is  likely  that  he  would  want  to  present  his  case 
directly,  and  not  through  a  public  counsel  as  would  be  required  bv  S. 
1321. 

"We  believe,  nevertheless,  that  certain  of  the  functions  proposed 
for  the  public  counsel  would  be  practical  and  would  strengthen  the 
tools  of  the  examiner  and  improve  the  examination  procedure. 
Accordingly,  the  administration  bill  will  contain  provisions  to 
ensure  the  performance  of  these  functions. 

Under  the  administration  bill,  the  Commissioner  of  Patents  would 
be  required  to  designate  an  officer  of  the  Patent  Office  to  perform 
certain  limited  functions  to  aid  examiners  and  reinforce  the  ex  parte 
examination  proceeding.  The  bill  would  empower  a  primary  exam- 
iner to  request  assistance  from  such  officer  when  the  examiner 
believed  it  desirable  to  have  an  adversary  examination  proceeding. 

The  officer  would  have  the  right  to  seek  discovery  of  an  applicant 
and  would  have  otlier  rights  and  powers  of  a  party  in  a  Patent 
Office  proceeding.  While  it  is  expected  that  such  intervention  would 
only  occur  in  a  limited  number  of  cases,  this  additional  resource 
afforded  the  examiner  should  strengthen  the  examination  process. 

In  addition,  the  Administration  bill  would  provide  that  all 
appeals  from  decisions  of  examiners  to  the  Board  of  Examiners-in- 
Chief  would  be  defended  by  this  officer.  This  would  improve  the 
adversary  proceeding  before  the  Board  by  having  the  examiner's 
position  presented  by  another  person. 

Finally,  the  Administration  bill  would  codify  and  streng-then  the 
existing  authority  of  the  Patent  Office  to  investigate  the  conduct  of 
patent  applicants,  attorneys,  and  unauthorized  practitioners  by  pro- 
viding tliis  officer  with  subpoena  power  in  regard  to  such  investiga- 
tions. While  fraud  on  the  Patent  Office  or  improper  conduct  by  an 
attorney  or  agent  registered  to  practice  before  the  Office  is,  insofar 
as  we  know,  a  rare  occurrence,  tlie  added  authority  in  the  Adminis- 
tration bill  should  go  far  to  permit  prompt  and  effective  resolution 
of  questions  of  impioper  behavior  when  raised. 

DErERM:D  exa:mixatiox 

The  third  subject  to  be  addressed  is  the  establishment  of  a  system 
for  defcii-ed  examination  of  ])at('nt  ;ii)i)li('ations.  Defenvd  examina- 
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tion  of  patent  applications  has  been  suggested  periodically  at  least 
since  the  early  1960's  as  a  means  for  overcoming  the  backlogs  faced 
by  patent  offices  around  the  world. 

A  deferred  examination  system  reduces  the  number  of  applications 
requiring  examination  because  some  applicants  who  choose  to  defer 
examination  of  their  applications  later  conclude  that  their  inven- 
tions do  not  warrant  examination  and  permit  them  to  become  aban- 
doned. .        .  ,      1  -n 

While  S.  1321  provides  for  a  deferred  examination  system,  tlie  bill 
which  the  Administration  will  submit  contains  no  such  provision. 
We  believe  that  a  deferred  examination  system  would  not  be  appro- 
priate for  the  United  States. 

Serious  consideration  of  a  deferred  examination  system  for  the 
United  States  began  in  1966  with  a  recommendation  by  the  Presi- 
dent's Commission  on  the  Patent  System.  This  recommendation  was 
founded  in  part  on  an  estimate  by  the  Patent  Office  in  1964  that  the 
then-existing  backlog  of  220,000  applications  and  the  pendency 
period  of  four  vears  would  gradually  increase  until,  by  1975,  there 
would  be  a  backlog  of  535,000  patent  applications  with  a  pendency 
period  of  ten  years.  This  projection  has  not  come  to  pass. 

Accordinglv,  the  principal  reason  for  adoption  of  deferred  exami- 
nation by  the  Netherlands,  West  Germany,  and  Japan,  that  of  a 
steadily-increasing  and  unmanageable  backlog  of  applications,  does 
not  exist  in  the  United  States. 

Another,  more  speculative,  benefit  suggested  by  some  proponents 
of  deferred  examination  is  that  patent  office  examiners  would  be 
required  to  examine  fewer  applications,  and  would,  therefore,  be 
able  to  spend  more  time  on  the  applications  that  they  did  examine, 
resulting  in  an  increase  in  the  strength  and  reliability  of  issuing 
patents.*^These  proponents  point  to  the  experience  of  the  Netherlands 
patent  office,  in  which  only  40  to  45  percent  of  the  applications  filed 
are  subjected  to  full  examination.  Upon  closer  analysis,  however,  it 
is  not  believed  that  the  adoption  of  a  deferred  examination  system 
can  be  based  on  this  rationale  either. 

Initiallv,  it  should  be  noted  that  the  Dutch  and  other  foreign  sys- 
tems for  deferred  examination  differ  from  the  deferred  examination 
proposals  contained  in  S.  1321.  Under  the  Dutch  system,  the  exami- 
nation process  is  broken  into  two  stages-search  and  examination.  The 
Dutch  experience  has  been  that  a  search  is  requested  for  approxi- 
mately 65  percent  of  all  patent  applications  filed  and  that  subse- 
quent examination  is  requested  for  only  40  to  45  percent  of  the 
applications  filed. 

Accordingly,  the  Dutch  deferred  examination  system  saves  search- 
ino-  time  foT  examiners  in  only  35  percent  of  the  applications  filed. 
If^'the  Dutch  experience  could  be  directly  related  to  the  deferred 
examination  proposal  in  S.  1321,  65  percent  of  the  applications  filed 
still  would  be  examined  since  in  the  United  States  the  search  and 
examination  functions  are  not  separated. 

We  do  not  believe,  however,  that  the  Dutch  experience  is  relevant 
in  the  United  States.  In  the  Netherlands,  approximately  85  percent 
of  the  patent  applications  filed  are  of  foreign  origin,  compared  to 
approximately  30  percent  in  the  United  States.  This  substantially 
different  mix  of  home  and  foreign  origin  applications  is  significant. 
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For  most  applicants,  their  home  market  is  the  most  important  and 
they  are  more  likely  to  seek  the  issuance  of  a  patent  in  their  home 
iintry  before  they  seek  a  patent  in  a  foreign  country. 

Statistics  from  Japan,  wliere  the  percentage  of  home  origin  appli- 
cations is  more  like  that  of  the  United  States,  tend  to  confirm  this. 

This  is  not  surj^rising  since  filing  in  foreign  countries  presents  a 
different  picture  than  filing  in  a  home  country.  Once  an  application 
is  on  file  in  a  foreign  country  having  a  deferred  examination  system, 
the  applicant  need  do  nothing  further  in  that  country  for  a  period 
of  five  to  seven  years  while  awaiting  a  decision  as  to  the  scope  of  the 
protection  that  he  will  receive  in  his  home  country. 

The  applicant  can  also  use  this  period  to  determine,  based  on 
market  conditions  in  the  foreign  country,  whether  it  is  economically 
feasible  for  him  to  utilize  the  patent  in  that  particular  market. 
Thus,  after  an  applicant  has  secured  a  filing  date  in  a  foreign  coun- 
try to  preserve  his  option  to  later  obtain  a  patent,  he  has  many  rea- 
sons to  defer  examination. 

In  view  of  the  foregoing  considerations,  it  is  believed  that  no  esti- 
mate of  what  the  United  States  experience  would  be  with  a  deferred 
examination  system  can  be  based  on  the  Dutch  experience. 

Furthermore,  there  have  been  recent  indications  abroad  that  the 
disadvantages  of  a  deferred  examination  system  may  well  outweigh 
their  alleged  benefits. 

The  principal  disadvantage  that  has  been  recognized  by  those 
countries  having  experience  with  deferred  examination  systems  is 
that  such  systems  transfer  to  members  of  the  public  the  obligation  to 
examine  all  deferred  applications  which  might  possibly  be  issued 
later  and  have  an  impact  on  their  manufacturing  or  retailing  activi- 
ties. The  effect  of  this  is  uncertainty  among  the  competitors  of  a 
patent  applicant  as  to  whether  the  subject  matter  disclosed  in  the 
deferred  patent  application  will  ultimately  be  patented.  "Without 
knowing  whether  a  patent  will  be  granted,  competitors  cannot  afford 
to  risk  the  investment  required  to  enter  a  market.  This  uncertainty 
has  a  paralyzing  effect  on  industry  with  respect  to  efforts  to  produce 
ncAV  products  potentially  covered  by  published  but  deferred  patent 
applications. 

It  is  not  an  answer  that  a  competitor  of  the  patent  applicant  may 
himself  cause  examination  of  the  deferred  application  upon  payment 
of  a  fee  to  the  patent  office.  The  expense  of  requesting  examination 
of  a  large  number  of  applications  in  a  given  technical  field  can  be 
prohibitive. 

In  addition,  deferred  examination  systems  are,  in  one  respect, 
largely  self-defeating  since  deferred  applications,  including  those 
that  later  become  abandoned,  would  be  published.  At  least  30,000 
search  documents,  many  of  dubious  value,  would  be  added  to  the 
examiners'  search  files  each  year,  thereby  increasing  the  time  that  it 
would  take  for  examiners  to  perform  their  searches. 

It  sliould  also  be  noted  that  the  deferred  examination  system 
could  have  serious  cost  consequences  for  patent  applicants  since  the 
greater  the  number  of  applications  abandoned  mider  the  deferred 
system,  the  greater  the  fees  that  would  have  to  be  charged  for  those 
applications  that  were  examined. 
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In  summary,  the  administration  has  not  inchided  a  deferred  exam- 
ination system  in  its  proposal  because  it  is  convinced  that  the  rechic- 
tion  in  the  number  of  cases  to  be  examined  wouki  Iw.  fairly  small, 
and  that  the  real  and  potential  disadvantages  flowing  from  a 
deferred  examination  system  would  far  outweigh  any  benefits  of 
such  reduction. 

PATENT  FEES 

Xext  is  the  subject  of  revision  of  the  patent  fee  schedule,  includ- 
ing the  establishment  of  maintenance  fees.  Recognizing  that  the  ben- 
efits of  the  patent  system  flow  both  to  the  public  and  individual 
inventors,  it  has  long  been  the  policy  of  this  country  to  ask  each  to 
support  a  share  of  the  costs  of  operating  the  patent  system. 

When  Congress  last  adjusted  patent  and  trademark  fees  in  1065,  it 
was  contemplated  that  the  Patent  Office  should  recover  through  fees 
from  two-thirds  to  three-quarters  of  its  operating  budget.  jNIore 
recently,  in  the  subcommittee  print  of  S.  643,  introduced  by  Senator 
McClellan  in  the  last  Congress,  a  provision  was  included  that  would 
have  given  the  Commissioner  authority  to  set  fees  so  as  to  effect  an 
overall  recovery  for  the  Patent  Office  in  a  range  of  65  to  75  percent 
of  its  costs  of  operation.  Both  the  bill  the  achninistration  plans  to 
introduce  and  S.  1321  follow  this  general  approach. 

S.  1321,  however,  would  also  establish  a  maintenance  fee  svstem 
that  presumably  would  begin  the  fourth  year  following  patent  issu- 
ance, with  a  fee  no  less  than  $1,000,  and  would  require  annual  fees 
thereafter,  increasing  by  at  least  25  percent  each  year.  Certain  exemp- 
tions and  deferrals  would  be  provided  for  the  payment  of  filing, 
examination,  and  maintenance  fees  for  individual  inventors  and 
small  businessmen. 

In  our  view,  there  are  serious  problems  associated  with  the  main- 
tenance fee  proposal  contained  in  S.  1321,  the  most  significant  of 
which  is  that  a  patentee  could  be  required  to  pay  in  excess  of 
$15,000  to  maintain  his  patent  in  force  for  the  12  year  term  set  by  S. 
1321.  It  is  believed  that  maintenance  fees  of  this  magnitude  could 
seriously  impair  the  proper  functioning  of  the  patent  system. 

The  patent  system  should  encourage  inventors  to  commercialize 
their  inventions.  With  fees  of  the  magnitude  that  would  be  required 
by  S.  1321,  only  patents  covering  inventions  that  could  be  connner- 
cialized  early,  and  with  anticipation  of  substantial  return,  could  lea- 
sonably  be  expected  to  remain  in  force  beyond  4  years  from  the  date 
of  patent  issue. 

While  we  recognize  that  provisions  have  been  included  in  S.  1321 
to  ameliorate  the  stifling  effect  of  these  high  maintenance  fees  by 
permitting  certain  exemptions  and  deferrals,  it  is  not  believed  that 
these  provisions  would  provide  the  needed  degree  of  relief.  Initially, 
there  are  questions  of  determining  how  exemptions  could  be  so 
designed  as  to  encourage  individual  inventors  and  small  business- 
men, and  in  defining  these  categories  of  applicants. 

As  to  deferral,  the  requirement  that  an  individual  establish  by  a 
preponderance  of  proof  that  he  has  satisfied  the  criteria  entitling 
him  to  deferred  payment  of  the  maintenance  fee  could  pro^■e  as 
expensive  and  as  unworkable  as  the  payment  of  the  maintenance  fee 
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itself.  This  pi-ovision  Avonld  place  a  continuiiii>-  obligation  on  patent- 
ees seekino:  deferral  of  maintenance  fees  to  re-justifv  the  deferral 
each  year,  thus  placing  an  unnecessary  and  unwarranted  burden  on 
both  the  patentee  and  the  Patent  Office.  In  addition,  the  possibility 
of  deferring  payment  of  maintenance  fees  under  S.  1321  is  limited 
to  10  years.  This  limitatioii  could  prove  to  be  particularly  harmful 
to  the  "owner  of  inventions  whose  time  has  not  yet  come,  especially  if 
a  patent  term  of  20  years  is  adopted.  ]Many  of  the  great  inventions 
that  we  now  enjoy  took  many  years  to  commercialize  and  did  not 
enter  our  lives  and  industries  until  long  after  their  patenting. 

A  study  of  inventions  by  the  Batelle  Columbus  Laboratories  under 
a  grant  by  the  National  Science  Foundation  revealed  that  it  took  an 
average  period  from  first  conception  to  market  realization  of  19.2 
years.  Moreover,  the  study  found  no  evidence  that  the  time  from 
conception  to  commercial  realization  was  becoming  any  shorter. 
Accordingly,  it  is  clear  that  the  maintenance  fee  system  of  S.  1321 
would  work  to  the  detriment  of  the  public  by  depriving  it  of  the 
commercialization  of  some  very  significant  inventions.  In  addition,  it 
should  be  noted  that  while  maintenance  fees  can  be  used  to  increase 
revenue  for  the  Government,  they  do  not  do  so  without  adding  sig- 
nificant costs  to  administer  the  collection  of  fees. 

Also,  while  cost  to  the  Patent  Office  of  administering  the  mainte- 
nance fee  system  of  S.  1321  cannot  be  predicted  with  any  accuracy, 
it  is  certain  that  the  cost  of  administei'ing  such  a  system  would 
exceed  $1  million  annuallj^,  and  that  patentees  themselves  would 
incur  expenses  of  at  least  an  equal  amount. 

There  is  some  desirability,  however,  in  encouraging  patent  owners 
to  surrender  to  the  public  those  patents  that  they  are  not  using  and 
are  not  making  good  faith  and  diligent  efforts  to  commercialize.  The 
bill  the  administration  will  introduce  contains  such  an  incentive. 

Under  the  administration  bill,  patentees  would  be  required  in  situ- 
ations where  there  was  no  use  of  the  patent  and  no  evidence  of  any 
diligent  or  good  faith  effort  to  commercialize  it,  to  pay  reasonable 
fees  if  they  wished  the  patent  to  remain  in  force.  Specifically,  at  the 
10th  and  15th  anniversaries  from  the  filing  date  of  the  patent,  a 
patentee  would  be  required  to  file  a  verified  statement  with  the 
Patent  Office  indicating  whether  he  or  his  licensee  was  making, 
using  or  selling  the  patented  invention,  or  whether  he  was  diligently 
and  in  good  faith  trying  to  commercialize  the  patented  invention. 

If  the  patentee  could  not  make  such  a  statement,  he  would  pay  a 
fee  of  $1,000  on  the  10th  anniversary,  and  $2,500  on  the  15th  anni- 
versary to  maintain  his  patent  in  force. 

Under  the  administration  bill,  inventoi's  of  limited  means  having 
difficulty  commercializing  their  patented  inventions  would  never 
need  worry  about  having  to  pay  a  fee  to  maintain  their  patents  in 
force,  as  long  as  they  were  engaged  in  diligent  and  good  faith 
efforts  to  commercialize  their  inventions.  Accordingly,  it  is  unneces- 
sary under  the  approach  that  the  administration  will  take  in  its  bill 
to  provide  exemptions  for  independent  inventors  and  small  business- 
men. 

In  addition,  where  patentees  are  successful  in  commercializing 
their  inventions,  no  maintenance  fee  would  need  be  paid.  Since  the 
statement  of  conuuercialization  or  good  faith  effort  called  for  under 
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the  adminisiration  bill  would  only  be  due  twice  during  the  term  of 
the  patent,  the  administrative  problems  of  the  administration's  pro- 
posal will  be  significantly  less  than  those  of  S.  1321. 

IXDEPEXDENT  AGEXCY 

Finally,  we  have  the  subject  of  administrative  restructuring  of  the 
Patent  Oilice.  including  the  pi-oposed  establishment  of  the  Patent 
Oilice  as  an  independent  agency.  There  have  been  recurring  sugges- 
tions that  the  Patent  Office  be  made  an  independent  agency  within 
the  executive  branch  rather  than  a  bureau  within  a  cabinet  leAcl 
department.  Notwithstanding  these  suggestions  and  the  inclusion  of 
such  a  proposal  in  S.  lo21.  it  is  believed  that  the  Patent  Office 
should  remain  a  component  of  the  Department  of  Commerce. 

xVccordingly,  the  administration  will  continue  the  present  arrange- 
ment in  its  bill. 

One  of  the  more  important  administrative  developments  in  recent 
years  has  been  the  trend  toward  organization  of  the  myriad  Federal 
agencies  on  a  functional  basis.  Due  to  several  factors,  there  is  a 
growing  realization  that  the  activities  of  the  Federal  (Government 
which  contribute  to  a  particular  goal  should  be  grouped  together  to 
achieve  that  goal.  The  importance  of  such  organization  by  function 
was  central  to  President  Xixon's  Executive  Eeorganization  Plan 
proposed  to  the  92d  Congress. 

One  vital  mission  of  the  Department  of  Commerce  is  the  promo- 
tion of  industry,  science  and  technology.  The  role  of  the  patent  sys- 
tem— of  which  the  Patent  Office  is  the  heart — is  to  promote  techno- 
logical and  industrial  i)rogress  by  ]n-oviding  effective  incentives  to 
invention  and  innovation  and  by  bridging  the  technological  and 
business  communities. 

The  Patent  Office  also  performs  a  function  of  great  and  direct 
commercial  significance  in  the  examination  and  registration  of  trade- 
marks, which  often  are  among  the  most  valuable  and  important 
assets  of  a  business. 

These  two  principal  activities  of  the  Patent  Office  are,  therefore, 
most  compatible  with  and  represent  an  essential  part  of  the  total 
spectrum  of  integrally  related  means  by  which  the  Department  of 
Commerce  carries  out  its  mission  of  promoting  the  Nation's 
industrial  and  economic  strength. 

As  part  of  the  Commerce  organization,  the  Patent  Office  enjoys 
enhanced  operational  efficiency.  It  relies  heavily  on  the  services  and 
resources  which  are  centralized  in  the  Department  of  Commerce.  If 
the  Patent  Office  were  an  independent  agency,  it  would  need  to 
duplicate  all  or  most  of  these  services  and  resources,  less  efficiently 
and  more  expensively  in  terms  of  both  stall'  and  cost. 

Another  benefit  of  the  present  arrangement  is  the  independent 
management  performance  evaluation  which  the  Patent  Office 
receives  as  a  component  bureau  within  the  Department  of  Com- 
merce. Under  this  arrangement,  the  Patent  Office  is  continually 
called  upon  to  evaluate  and  define  its  goals  in  terms  of  management 
by  objective,  to  otl'er  coherent  jilans  for  achieving  them,  and  to 
account  for  any  failure  to  achieve  these  goals. 
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By  beinc:  in  the  mainstream  of  the  executive  branch,  the  Patent 
Office  is  also  better  able  to  represent  the  concerns  and  interests  of 
patent  owners,  and  more  effectively  to  make  available  to  the  Presi- 
dent the  benefit  of  the  complete  views  of  the  interested  sectors.  For 
exam])le.  3  years  ago  the  Patent  Office  was  able  to  brins^  to  the 
attention  of  the  President  its  potential  for  contributing  to  his  envi- 
ronmental quality  policy,  thus  permittinir  the  President  to  take  the 
affirmative  steps  that  the  Patent  Office  had  identified  to  him. 

Perhaj^s  a  fundamental  assumption  underlyinir  pro})osals  that  the 
Patent  Office  be  an  independent  agency  within  the  executive  branch 
is  that,  as  pait  of  a  larger  organization,  the  Office  is  subject  to 
undue  influence  and  pressures  from  its  parent  agency.  It  is  reasoned 
that  if  the  Patent  Office  were  a  separate  agency,  this  "influence  from 
above"  would  be  eliminated.  However,  we  are  aware  of  no  evidence 
in  the  history  of  the  Patent  Office  which  would  suggest  that  any 
improper  influence  was  exerted  upon  the  Patent  Office  by  officials  in 
the  departments  to  which  the  Office  has  been  attached.  To  the  con- 
trary, the  Patent  Office  has  enjoyed  freedom  and  latitude  in  its  oper- 
ations. 

In  view  of  the  many  sound  reasons  for  the  Patent  Office  continu- 
ing to  be  an  agency  within  the  Department  of  Commerce,  and  the 
complete  absence  of  any  reasons  or  evidence  suggesting  that  it  be 
removed,  the  bill  that  the  admiiiistration  will  submit  will  continue 
the  present  relationship. 

That  concludes  my  statement.  Tlianlc  you  for  the  opportunity  to 
present  the  views  of  the  Dej^artment  of  Commerce,  Mr.  Chairman. 

Senator  IIakt.  Thank  you  very  nnich  for  an  effecti\'e  summar}'  of 
the  full  testimony. 

Let  me  react  generally  first.  Then  I.  and  I'm  sure  staft'  will  have 
questions  on  the  specifics. 

I  was  just  leaninir  over  to  talk  to  Mr.  Prennan,  staff  counsel,  to 
refresh  my  recollection  on  when  we  really  began  in  Congress  to  try 
to  reform  the  patent  law.  The  immediate  history  goes  back  to  about 
1967  in  reaction  to  the  President's  report,  and  we  have  been  up  and 
down  the  Hill  ever  since.  Largely  because  of  the  concern  and  inter- 
est of  Senator  JMcClellan,  we  are  committed  for  this  session  of  this 
Congress  to  attempt  to  report  a  bill  out. 

The  Department  of  Commerce  and  the  administration  have  been 
partners  in  the  effort  to  move  us.  I  would  like  to  talk  to  you  as  one 
partner  to  another.  You  have  described  the  administration's  position 
on  a  great  many  of  the  specific  areas  that  were  identified  for  discus- 
sion in  this  hearing.  You  have  given  us  your  position  at  least  as  a 
matter  of  pi-jnciple  on  the  five  ai-eas  of  our  concern  in  hearings. 

From  what  you  tell  us  and  from  information  that  we  have,  it  is 
my  impression  that  the  administration  bill  would  be  fairly  labelled  a 
progressive  one;  but  this  committee  should  have  it  in  time  to  permit 
it  to  inhale  fully  the  implications,  to  give  it  the  kind  of  study  that 
the  subject  wan-ants. 

The  record  of  this  hearing  closes  September  2Sth.  and  the  staff 
will  begin  its  markup  October  1st,  and  Senator  JMcClellan  is  very 
anxious  that  a  refoi-m  bill  be  repoi-tod  out  before  the  recess,  and 
without  anybody  taking  blood  oaths,  this  is  to  occur  October  15th. 
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Xow,  given  that  timeframe,  one  partner  is  asking  the  other,  let  lis 
have  what  you  have  got.  As  I  understand  it,  your  bill  is  virtually 
T'ead}",  except  for  working  out  the  antitrust  aspects.  The  decision 
first  is  whether  to  come  in  Avith  a  bill  that  provides  antitrust  fea- 
tures, and  if  you  decide  j'ou  shall,  Avliat  form. 

Secretary  Dent  told  some  of  us  on  the  subconunittee  that  he  would 
send  up  the  administration  bill,  reform  and  antitrust,  by,  as  I  recall 
it,  the  end  of  October.  If  the  decision  of  the  administration  was  not 
to  include  antitrust,  the  bill  could  be  to  us  by  about  the  first  of 
October. 

I  am  not  going  to  get  into  any  extended  discussion  about  whether 
it  is  logical  that  the  reform  of  the  system  for  issuing  patents  have 
also  specific  rules  with  respect  to  patent  licensing.  There  is  disagree- 
ment on  that. 

I  remember  in  1971  the  subcommittee  did  report  a  good  reform 
bill,  but  because  of  the  controvei'sy  surrounding  the  antitrust  exemp- 
tion provisions,  the  bill  got  noplace.  My  feeling  is  that  if  patent 
reform  has  tied  to  it  the  antitrust  treatment  again,  reform  would  be 
impaired  and  certainly  delayed.  That's  one  partner's  impression  con- 
veyed to  another,  all  in  good  spirit. 

With  less  good  spirit,  but  nonetheless  in  good  spirit,  this  adminis- 
tration is  telling  Congress  that  we  ought  to  cooperate.  You  should 
be  willing  to  give  a  congressional  committee  the  bill  as  it  is  now 
developed. 

If  you  want,  say  in  another  month,  give  us  what  you  think  we 
ought  to  do  with  antitrust.  At  least  it  would  give  us  several  weeks  to 
appi'aise  the  reform  features  that  you  have. 

Mr.  Bakke.  Mr.  Chairman. 

Senator  Hart.  "Withholding  is  not  a  dramatic  example  of  coopera- 
tion. 

Mr.  Bakke.  May  I  say,  Mr.  Chairman,  that  the  administration  is 
totally  in  sympathy  with  the  objecti^'e  of  the  subcommittee  in 
having  a  reform  bill  reported  out  to  the  full  committee  before 
adjournment.  The  question  of  timing  with  respect  to  transmittal  of 
the  administration  bill  is  linked  in  large  measure  to  the  target  date 
for  adjournment.  We  have  had  discussions  here  on  the  Hill  as 
recently  as  last  week  on  whether  submission  of  a  bill  to  the  subcom- 
mittee by  the  end  of  October  woidd  be  timely.  There  was  some  real 
question  in  the  minds  of  those  with  whom  we  spoke  concerning  the 
realities  of  the  Senate  looking  toward  early  adjournment,  and  it  was 
felt  that  submission  of  an  administration  bill  by  the  end  of  October, 
given  the  realities  of  the  workload  before  the  Congress,  would  be 
timely  to  permit  the  subcommittee  to  give  careful  and  deliberate 
consideration  to  the  administration  position  and  to  have  reported  a 
reform  bill  before  adjournment. 

If,  in  fact,  the  schedule  for  adjournment  has  been  accelerated  and 
October  15  appears  to  be  the  date,  certainly  in  light  of  that  develop- 
meiit  the  administi-ation  is  prepared  to  reexamine  the  question  of 
timing  for  submission. 

Senator  Hart.  I  hope  I  was  careful  not  to  state  under  oath  that 
we  will  adjourn  on  October  15.  As  late  as  yesterday  noon  in  the 
Policy  Committee,  in  discussion  of  Senator  Mansfield's  request  that 
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we  do  our  best.  I  base  my  judgement.  I  don't  want  to  hare  my  ear- 
lier remarks  misinterpreted. 

When  Secretary  Dent  visited  me,  I  expressed  the  thought  that  it 
v.ould  malve  <!;reat  sense  not  to  put  any  antitrust  items  in  it.  If  it  got 
in  by  tlie  30th  of  October,  we  would  probably  at  least  be  able  to  vote 
on  it,  but  we  are  all  entitled  to  some  second  thou2:hts.  and  I  have  two 
second  thoughts.  One,  October  30  is  15  days  later  than  the  Policy 
Connnittee  lias  staked  out  to  be  our  goal  as  of  yesterday,  and  even 
without  that,  it  would  just  seem  to  me  to  make  good  business  sense 
tliat  tlie  subcommittee  and  its  staff  be  given  the  statutory  recommen- 
dations tliat  you  have  developed  as  of  now  with  the  clear  under- 
standing that  the  antiti'ust  provisions  that  are  being  developed, 
when  worked  out,  can  then  be  sent  to  us.  Then  at  least  we  would 
ha\e  a  chance  to  wrestle  with  the  procedural  reforms  long  before  we 
otherwise  would,  if  j'ou  continue  to  fight  out  the  antitrust  provi- 
sions. 

I  hope  you  will  give  it  a  rethinking. 

INIr.  Bakke.  We  Avill  certainly  take  your  views  into  careful  consid- 
eration, sir. 

Senatoi-  Hart.  Let's  tuin  to  patent  reform. 

Yesterday,  I  think  the  testimony  suggested  that  for  a  number  of 
reasons,  less  than  the  highest  quality  of  patents  do  issue  from  the 
Patent  Office.  Of  course  the  same  can  be  said  for  legislation  of  Con- 
gress. Identifying  among  the  factors  that  contribute  to  a  track 
record  that  includes  a  substantial  volume  of  bad  patents  are  the  ex 
parte  nature  of  the  i^roceeflings,  inadequate  search  facilities,  appli- 
cants who  do  not  fully  disclose,  and  an  inadequate  amount  of  exami- 
nation, an  average  of  15  hours  for  each  patent. 

That  a  crisis  atmosphere  exists,  I  think  is  not  surprising.  At  least 
it  would  not  be  an  unfair  characterization.  Again,  although  we  do 
not  have  the  specifics  of  your  bill,  it  does  seem  to  me  from  your  tes- 
timony that  the  administration  bill  moved  toward  refoi-m  in  each  of 
these  ai-eas.  and  that  is  the  goal  of  all  of  us. 

We  want  a  Patent  Office  that  turns  out  good  patents  and  rejects 
infeiior  ones,  and  does  that  in  a  time  frame  that  is  the  best  that 
hun^an  hands  can  develop. 

You  oppose  deferred  examination  because  the  backlog  has  been 
reduced  from  36  months  to  23  months.  Yesterday  some  of  the  wit- 
nesses said  that  the  average  pendency  went  down  because  you  were 
turniiig  out  lower  quality  patents. 

Plow  do  you  figui-e  that  pendency  rate?  How  do  you  calculate 
that? 

Mr.  Bakke.  Mr.  Chaiiman,  may  I  ask  the  Patent  Office  personnel 
to  j-espond  to  that  question  ? 

Semitor  Hart.  Certainly. 

Mr.  TEO'-^rEVER.  Your  question  was  how  do  we  determine  the  pend- 
ency rate  in  the  Patent  Office?  For  the  pui'poses  of  answering  the 
question,  we  might  define  what  we  mean  by  pendency  rate  when  we 
speak  in  terms  of  a  23-month  pendency  rat"e  at  the  present  time.  We 
mean  tliat's  the  average  time  required  to  issue  patents.  This  does  not 
take  into  account  the  time  required  for  applications  to  become  aban- 
doned because  of  a  i-ejection  by  the  Patent  Office  or,  in  a  few  cases. 
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for  other  reasons.  It's  the  average  amount  of  time  between  the  date 
of  filino;  the  application  and  the  date  that  the  patent  issues. 

Senator  IIakt.  Commissioner  Tegtmeyer — and  I  appreciate  that 
you  responded  very  fully  to  my  request  for  information  on  the  oper- 
ations of  the  Patent  Office — if  there's  no  objection,  I  would  like  to 
make  those  responses  a  part  of  the  record. 

[The  information  referred  to  follows :] 

U.S.  Department  of  Commerce, 

Patext  Office, 
WasJtiugton,  D.C.  August  31,  1913. 
Hon.  Philip  A.  Hart, 
f'.^'.  Senate, 
Washington,  D.C. 

Dear  Senator  Hart  :  I  am  writing  in  reply  to  your  letter  of  ilareli  19.  1973, 
to  former  Commissioner  of  Patents  Robert  Gottschalk.  As  you  can  appreciate, 
your  inquiries  about  factual  and  policy  matters,  and  the  need  for  compilation 
of  extensive  statistical  information,  required  considerable  time  for  a  meaning- 
ful response. 

The  Administration  is  now  developing  patent  reform  proposals  for  transmit- 
tal to  the  Congress.  Deliberations  looking  toward  draft  legislation  include 
questions  relating  to  patent  licensing  provisions.  It  is  expected  that  the  Admin- 
istration's reviews  will  be  finalized  shortly.  However,  until  the  Administration 
position  has  been  formulated,  it  would  be  difficult,  if  not  inappropriate,  for  the 
Department  of  Commerce  to  provide  substantive  comment  on  your  draft  licens- 
ing bill. 

The  appendices  to  my  letter  furnish  the  factual  and  statistical  information 
requested  in  your  letter.  I  believe  these  appendices  are  self-explanatory.  They 
comprise  four  items  A  through  D,  B  and  D  of  which  include  four  parts  each. 
Each  appendix  recites  the  basis  for  its  compilation  as  well  as  necessary 
explanatory  remarks  for  its  interpretation. 

You  also  requested  identification  of  each  important  policy  dispute  over  the 
past  ten  years  involving  revei'sal  by  the  United  States  Court  of  Customs  and 
Patent  Aijpeals  of  a  Patent  Office  position,  and  the  reasons  the  Patent  Office 
did  not  pursue  a  further  appeal.  I  regret  that  we  are  unable  to  identify  with 
certainty  the  three  cases  you  have  in  mind.  We  will,  of  course,  respond  if  you 
would  identify  the  cases. 

May  I  point  out  that  only  for  the  last  seven  years  has  it  been  settled  that 
the  Supreme  Court  would  review  a  decision  of  tlie  CCPA.  Prior  to  Brenner  v. 
Man  son,  383  U.S.  519,  decided  in  1966,  the  Supreme  Court  had  uniformly 
refused  to  grant  certiorari  to  review  a  case  arising  from  a  decision  of  the 
CCPA.  Since  then,  the  Court  has  granted  certiorari  with  resiject  to  two  cases 
decided  by  the  CCPA  on  petitions  filed  liy  the  Solicitor  General  on  behalf  of 
the  Patent  Office.  Brenner  v.  Hofstetter,  389  U.S.  5  (1967)  (which  was  vacated 
as  moot)  concerned  the  resolution  of  doubt  as  to  patentability,  and  Gottsehalk 
V.  Benson.  409  U.S.  63  (1972)  involved  the  patentability  of  a  program  to  be 
performed  on  a  digital  computer. 

You  are  aware,  of  course,  that  the  Commissioner  of  Patents  alone  does  not 
have  the  final  authority  to  decide  whether  a  petition  is  filed  in  a  given  case, 
although  his  recommendation  is  given  due  consideration.  The  Solicitor  General, 
with  whom  the  power  of  decision  rests,  is  quite  discriminating  in  deciding 
whether  to  file  a  petition,  bearing  in  mind  the  particular  criteria  for  certiorari 
specified  in  Supreme  Court  Rule  19. 

There  are  still  other  factors  which  are  taken  into  account  in  determining 
whether  to  seek  the  filing  of  a  petition  for  certiorari.  The  Patent  Office  often 
does  not  believe  it  can  make  a  strong  enough  case  to  justify  further  review. 
Other  cases  where  the  Patent  Office  is  overruled,  are  not  judged  sufficiently 
important  to  request  the  Solicitor  General  to  petition  for  certiorari. 

I  believe  your  reference  to  "disputes"  between  tlie  Patent  Office  and  the 
CCPA  may  distort  our  relationship.  Our  primary  concern  is  the  granting  of 
valid  patents  to  promote  the  progress  of  the  useful  arts,  while  assuring  protec- 
tion of  the  public  interest.  We  are,  of  course,  occasionally  confronted  with  a 
novel  legal  question  or  case  of  first  impression.  In  these  situations,  we  think 
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that  our  duty  to  the  public  demands  judicial  guidance,  particularly  in  cases  of 
significant  importance  for  the  proper  functioning  of  the  patent  system. 
Altliough  we  don't  always  agree  with  the  CCPA  reversing  our  position,  we 
regard  such  a  reversal  as  a  clarification  of  the  law  rather  than  a  "dispute". 

I  trust  that  we  have  responded  to  your  questions  on  these  important  mat- 
ters. 

Sincerely, 

Rene  D.  Tegtmeyer, 
Acting  Commissioner  of  Patents. 


U.S.  Senate, 
Committee  on  the  Judiciary, 
Subcommittee  on  Antitrust  and  Monopoly 

Washington,  D.C.,  March  19,  1973. 
Hon.  ROHERT  Gottschalk, 
Commissioner,  Patent  Office, 
Department  of  Commerce, 
Washington,  D.C. 

Dear  Mr.  Gottschalk  :  As  you  know,  substantial  controversy  surrounded 
legislation  introduced  last  Congress  which  would  have  substantially  circum- 
scribed the  applicability  of  the  antitrust  laws  to  licensing  of  ixitents.  Propo- 
nents argued  existing  law  was  uncertain  and  legislation  was  necessary  to 
codify  long  established  Supreme  Court  precedent.  Opponents  convincingly 
argued  that  present  law  is  reasoubly  certain  and  that  tlie  alleged  codification 
would  change  existing  law  and  legalize  conduct  now  held  to  be  inireasonably 
restrictive  of  competition  and  thus  illegal.  The  Patents,  Trademarks,  and  Copy- 
riglits  Subcommittee  voted  3  to  2  against  including  these  proposals  in  the 
Patent  Reform  Bill   (S.  643). 

Attorney  General  Mitchell,  Assistant  Attorney  General  McLaren,  and  the 
Federal  Trade  Commission  vigorously  opposed  the  proposals,  agreeing  with  a 
distinguislied  group  of  scholars  and  lawyers,  including  former  Attorney  Gen- 
eral Herbert  Brownell,  past  American  Bar  Association  President  Bernard 
Segal,  and  some  40  law  school  professors.  The  Department  of  Justice  also  out- 
lined how  a  number  of  pending  Government  lawsuits  would  be  seriously  preju- 
diced— and  probably  lost — if  the  proposals  were  adopted. 

After  listening  to  much  argument  Itefore,  during,  and  after  the  Subcommittee 
vote,  I  lielieve  that  it  would  be  a  mistake  to  enact  any  legislation  governing 
the  applicab'ility  of  the  antitrust  laws  to  licensing  of  patents.  However,  care- 
fully drawn  and  well  intentioned,  such  a  codification  of  necessity  must  limit 
and  rigidify  the  law.  This  would  make  it  very  difficult — if  not  impossible — for 
the  courts  and  enforcement  agencies  to  respond  adequately  to  new  and  chang- 
ing economic  and  technological  conditions.  Formulation  of  specific  statutory 
rules  almost  invariably  leads  to  the  creation  of  loopholes,  which  can  Itecome 
the  basis  for  exempting  what  otherwise  would  be  improper  and  anticompetitive 
behavior. 

In  this  complex  and  delicate  area,  I  have  much  greater  faith  in  judicial 
determination  of  specific  issues  on  a  case-by-case  basis — where  two  parties, 
with  a  financial  stake,  a  specific  factual  problem,  and  the  best  counsel  they 
can  find  argue  the  limited  and  precise  issues.  Also,  I  fear  that  statutory  codifi- 
cation would  act  as  a  basis  for  more,  rather  than  less,  uncertainty  and  litiga- 
tion. 

Because  I  do  feel  this  strongly,  I  am  certainly  reluctant  to  propose  any  leg- 
islation in  this  area.  However,  patent  reform  will  be  proposed  again  this 
Congress,  and  it  is  likely  that  exemptions  of  contracts  involving  the  licensing 
of  patents  from  the  antitrust  laws  will  be  di.scussed.  If  such  proposals  are  put 
forth,  in  order  to  protect  the  antitrust  laws,  I  would  like  to  suggest  an  alter- 
native way  to  cope  with  the  problem,  which  I  shall  then  introduce. 

The  bill  enclosed  is  my  current  suggestion  as  to  how  this  might  be  accom- 
plislied. 

It  reflects  much  of  last  year's  testimony — especially  that  of  Assistant  Attor- 
ney General  :\IcI.aren.  Essentially,  it  provides  certainty  in  recognizing  and 
codifying  well-established  ])rinciples  and  would  afford  businessmen  the  benefit 
of  a  fair  and  balanced  rule  of  reason  test  for  those  many  areas  where  the 
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courts  have  not  enunciated  rules  of  per  se  illegality.  Cast  as  amendments  to 
the  Federal  Trade  Commission  xVct,  the  l)ill  should  remove  the  legitimate  con- 
cern of  businessmen  about  micertainty  in  the  law  and  should  provide  appropri- 
ate guidelines  to  the  courts  in  their  day-to-day  decisions  on  specific  issues 
without  legitimizing  anticompetitive  conduct. 

Overall  patent  reform  bills — including  mine — will  soon  be  before  the  Senate. 
At  that  time,  I  will  request  a  formal  expression  of  your  views  on  those  pro- 
posals. However,  in  the  near  future — or  at  least  no  later  than  the  time  you 
supply  your  views  on  the  formal  bills — I  w^ould  appreciate  having  your  opinion 
on  the  enclosed  draft  bill.  Please  look  at  it  both  as  to  approach  and  language. 

With  respect  to  production  and  use  of  time  by  Patent  Olfice  examiners,  it 
would  be  useful  to  have  each  examining  group  identified  and  the  following 
information  supplied  for  each  group  for  each  of  the  past  five  years :  number  of 
examiners;  number  of  office  actions  made;  number  of  appeals  taken;  and 
number  of  patents  issued.  It  would  also  be  helpful  to  have  whatever  informa- 
tion the  Patent  Office  has  on  the  ownership  and  origin  of  patent  applications 
and  issued  patents  for  the  past  ten  years.  This  should  include  statistics  of 
domestic  and  foreign  ownership  (by  country  and  industry),  corporate  and  indi- 
vidual ownership  (by  industry),  assignments  to  governments  or  corporations, 
and  any  other  data  available  to  the  Patent  Office  concerning  the  source  and 
ownership  of  l)oth  patents  and  applications. 

Ill  addition,  you  receive  by  statute  information  on  court  actions  relating  to 
issued  patents  (35  U.S.C.  §  290).  It  would  be  very  useful  to  have  summarized 
the  past  5  years  of  patent  litigation  in  the  Federal  courts,  both  at  the  District 
Court  and  Appellate  level — the  number  and  identification  of  cases  and  patents 
litigated,  the  holdings  and  rate  of  patent  validity  and  invalidity,  the  holdings 
of  infringement,  the  holdings  of  misuse,  and  the  holdings  of  fraud  or  inequita- 
ble behavior  (and  the  specific  grounds  therefor).  Please  indicate  which  of 
these  litigated  patents  were  siibject  to  appellate  review  during  patent  prosecu- 
tion— wliether  before  the  Board  of  Appeals,  the  Board  of  Interference  Examin- 
ers, C.C.P.A.,  or  otherwise.  It  would  also  be  helpful  if  you  would  identify  sepa- 
rately, for  the  past  5  years,  the  appeals  taken  to  the  C.C.P.A.  and  to  the  U.S. 
District  Court  for  the  District  of  Columbia,  from  the  Board  of  Appeals  or  the 
Board  of  Interference  Examiners.  For  each  such  appeal,  please  indicate  the 
outcome  of  the  case  and  whether  or  not  the  Patent  Office  position  was  upheld. 

Finally,  I  understand  that  over  the  past  10-15  years  the  patent  examining 
staff  and  the  Board  of  Appeals  have  taken  positions  on  a  number  of  important 
issues  of  patent  policy  that  have  been  rettersed  by  the  C.C.P.A.  In  three  such 
cases,  the  Patent  Office  has  not  sought  authoritative  resolution  to  such  dis- 
putes between  its  professional  examining  staff  and  the  Board  of  Appeals,  on 
the  one  hand,  and  the  C.C.P.A.,  on  the  other.  I  would  like  to  have  identified, 
for  the  past  ]0  years,  each  such  important  policy  dispute  that  has  involved  a 
C.C.P.A.  reversal  of  the  Patent  Office's  position  and  the  reason  for  not  pursu- 
ing further  appeal  to  the  courts. 

Your  cooperation  and  assistance  in  these  important  matters  would  be  deeply 
appreciated. 

Sincel'ely, 

Philip  A.  Hart, 

Chairman. 

Enclosure. 

A  BILL  To  Supplement  the  Federal  Trade  Commission  Act  by  Amending  it  to  Increase 
Competition,  Promote  Interstate  and  Foreign  Commerce,  Prevent  Unreasonable  Restraints 
on  Commerce  and  the  Commercial  Workinic:  of  Technology  Advancements,  and  for  Other 

Purposes 

[Insert  title  of  bill  here] 

Be  it  enacted  by  the  Senate  and  House  of  Representatives  of  the  United 
States  of  America  in  Congress  assemhled,  That  the  Act  entitled  "An  Act  to 
create  a  Federal  Trade  Commission,  to  define  its  powers  and  duties,  and  for 
other  purposes."  approved  September  26,  1914,  as  amended  (15  U.S.C,  Sees. 
41-58),  is  hereby  amended  by  adding  at  the  end  of  section  5(a)  thereof  the 
following  new  paragraphs,  to  read  as  follows : 

"(7)  It  is  hereby  declared  an  unfair  act  or  practice  subject  to  this  Act,  an 
inequitable  practice,  and  an  agreement  in  unreasonable  restraint  of  trade  for 
any  owner,  applicant,  or  licensee    (including  sublicensee)    of  a   United   States 
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patont  to  enter  into  nny  patent  licensing  arrangement  affecting  commerce, 
wliicli  provides.  incUules  as  one  of  the  terms  thereof,  or  which  is  subject  to 
any  nnderstanding  that  the  licensee  is  to : 

"(A)  Fix,  adhere,  to,  or  otlierwise  maintain  any  price  with  respect  to  the 
sale  of  any  product,  service,  or  other  thing  of  value ;  or 

"(B)  Purchase  or  otherwise  secure  unpatented  or  patented  products,  serv- 
ices, or  other  things  of  value  from  the  licensor  or  from  any  person  designated 
by  the  licensor  ;  or 

"(C)  Accept  a  license  under  one  or  more  additional  patents;  pi-ovkled,  hoto- 
ever,  tliat  no  such  provision  which  is  adopted  for  the  convenience  of  the 
licensee  and  solely  at  his  instance,  which  is  subject  to  renegotiation  in  good 
fiath  for  fewer  patents  and  a  lower  royalty,  and  which  is  otherwise  noncoer- 
cive shall  lie  deemed  to  be  unlawful  prr  -sc  pursuant  hereto  ;  or 

"(D)  Refrain  from  dealing  in  any  product,  service,  or  Other  thing  of  value 
not  within  the  scope  of  the  patent,  or  cause  any  other  person  not  to  do  so;  or 

"(E)  Be  restricted  or  limited,  directly  or  indirectly,  in  the  resale  of  prod- 
ucts which  such  licensee  has  purchased,  or  impose  any  such  restriction  or  limi- 
tation on  another  person  ;  or 

"(F)  Have  the  power  to  determine  or  i)articipate  in  determining  whether 
the  licensor  shall  enter  into  license  agreements  with  any  additional  licensee  or 
licensees;  provided,  Jwicever,  that  nothing  herein  shall  be  construed  to  prohibit 
the  grant  of  a  sole  and  exclusive  license  with  the  right  to  sublicense;  or 

"(G)  Grant  to  the  licensor  or  to  any  person  designated  by  the  licensor  an 
assigiunent  of  or  exclusive  license  under  any  patent  which  may  be  issued  to 
the  licensee  after  the  patent  licensing  arrangement  is  executed ;  or 

"(H)  Pay  royalties  to  the  licensor  in  an  amount  not  reasonably  related  to 
such  licensee's  sales  or  utilization  of  the  subject  matter  of  the  licensed  patent; 
provided,  hoicever.  that  no  provision  for  the  payment  of  minimum  or  lump-sum 
royalties  shall  lie  deemed  to  be  unlawful  per  se  pursuant  hereto. 

"(S)  It  shall  not  be  deemed  an  imfair  method  of  competition  in  commerce, 
an  unfair  act  or  practice  in  commerce,  an  inequitalile  practice,  nor  an  agree- 
ment in  unreasonable  restraint  of  trade,  for  any  person  to  enter  into  or  main- 
tain in  effect  a  contract  providing  for  a  license  wliich  is  limited  to  less  than 
the  licensor's  entire  right  in  (or  which  is  otherwise  subject  to  any  limitation, 
condition,  agreement,  or  understanding  with  respect  to)  any  technology  or 
other  form  of  intellectual  property  (whether  or  not  the  same  is  patented  or 
copyrighted,  and  whether  or  not  the  effect  of  such  limitation,  condition,  agree- 
ment or  understanding  may  be  substantially  to  lessen  competition  or  tend  to 
create  a  monopoly  in  any  line  of  commerce  in  any  section  of  the  country)  jiro- 
vided  such  limitation,  condition,  agreement,  or  understanding  (i)  is  ancillary 
to  the  main  purpose  of  a  lawful  contract,  (ii)  is  no  greater  in  scope  and  dura- 
tion than  necessary  to  achieve  such  purpose,  and  (iii)  is  otherwise  reasonable 
in  the  circumstances.  The  extent,  if  any,  to  which  the  effect  of  such  limitation, 
agreement,  or  understanding  may  substantially  lessen  competition  or  tend  to 
create  a  monpoly  in  any  line  of  commerce  in  any  section  of  the  country  shall, 
however,  be  considered  together  witli  the  extent  such  limitation,  condition, 
agreement  or  understanding  actually  promotes  the  progress  of  science  and 
useful  arts,  in  determining  whether  such  limitation,  condition,  agreement,  or 
understanding  is  otherwise  reasonable  in  the  circumstances. 

"(0)  It  is  hereby  declared  an  unfair  act  or  practice  subject  to  this  Act,  an 
Inequitable  practice,  and  an  agreement  in  unreasonable  restraint  of  trade  for 
any  person  to  enter  into  or  maintain  in  effect  any  contract,  agreement,  or 
understanding  affecting  commerce  and  involving  the  transfer  or  utilization  of 
technology  or  any  other  form  of  intellectual  property  (whether  or  not  the 
same  is  i)atented.  copyrighted,  or  considered  a  trade  secret)  which  provides  for 
tlie  payment  of  a  running  royalty  (whether  based  on  a  fixed  or  varying  i)er- 
centage  of  sales;  on  the  numl)er  of  units  or  quantity  manufactured,  used,  or 
sold ;  or  on  any  other  measure  of  degree  or  duration  of  utilization  of  the 
same)  for  the  use  of  the  same  after  the  time  that  the  same  has  fallen  into  the 
public  domain. 

"(10)  Every  person  who  has  granted  a  license  with  respect  to  any  Ignited 
States  patent,  affecting  commerce,  shall,  within  ninety  days  thereafter,  file 
with  the  Gommission  a  copy  of  such  license  and  the  name  and  address  of  the 
person  granted  such  license  together  with  all  other  agreements  or  understand- 
ings in  connection  therewith.  Failure  to  make  sucli  filing  shall  be  deemed  an 
unfair  act  or  practice  sul)ject  to  this  Act,  resulting  in  forfeiture  of  the  patent 
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and  such  other  relief  as  the  Commission  may  dt^m  appropriate,  and  an  ineq- 
uitable practice.  The  Commission  shall  promptly  pultlish  a  list  of  such  licenses 
and  licensors,  and  shall  make  available  copies  of  such  licenses,  deleting  the 
names  of  licensees." 

Sec.  2.  The  Commission  is  authorized  and  directed  to  define  any  and  all 
terms  used  herein,  and  otherwise  to  prescribe  such  procedural  and  substantive 
rules  and  regulations  as  may  l)e  necessary  or  appropriate  for  carrying  out  the 
purposes  of  this  Act.  The  Commission,  acting  through  its  own  attorneys,  is 
authorized  and  directed  to  seek  injunctive  and  such  other  relief  as  may  be 
necessary  or  appropriate  to  prevent  violation  of  any  provision  of  this  Act  or  of 
any  rule  or  regulation  promulgated  hereunder,  in  any  court  of  competent  juris- 
diction. The  Commission  shall  further  have  all  powers  and  enforcement  duties 
with  respect  to  unfair  acts  or  practices  subject  to  this  Act  as  it  does  respecting 
unfair  methods  of  competition  and  unfair  acts  or  practices  in  commerce,  and 
tlie  provisions  of  the  Federal  Trade  Commission  Act  (15  U.S.C,  Sees.  41-58) 
shall  otherwise  be  fully  applicable  with  respect  to  unfair  acts  or  practices  sub- 
ject to  this  Act. 

Sec.  3.  The  OfSce  of  Management  and  Budget  shall  not  inspect,  examine, 
audit,  or  review  the  subpoenas,  general  or  special  orders,  records,  work,  or 
congressional  recommendations  or  testimony  of  the  Commission  or  any  member 
thereof  or  comment  on  any  budget  request  made  by  the  Commission,  any  other 
provision  of  law  to  tl:e  contrary  notwithstanding.  The  Comptroller  General 
shall  conduct  such  reviews,  audits,  and  evaluations  of  the  Commission  as  he 
deems  necessary.  All  accounts,  budgets,  and  records  of  the  Commission  shall  be 
submitted  to  the  General  Accounting  Office  from  time  to  time  as  the  Comptrol- 
ler General  may  require,  and  the  Commission  shall  maintain,  preserve,  and 
make  available  for  inspection  by  the  General  Accounting  OfBce  such  records  as 
the  Comptroller  General  may  require. 

Sec.  4.  Any  act  or  practice  defined  by  this  Act  as  an  agreement  in  unreason- 
able restraint  of  trade  shall  also  be  deemed  such  for  the  purposes  of  any  act 
to  protect  trade  and  commerce  against  unlawful  restraints  or  monopolies  or  to 
supplement  the  same. 

Sec.  5.  If  any  provision  of  the  Act  or  the  application  of  such  provision  to 
any  person  or  circumstance  is  held  invalid,  the  remainder  of  this  Act  shall  not 
be  affected  thereby. 

Sec.  6.  This  Act  shall  become  effective  90  days  after  the  enactment  thereof. 
It  shall  apply  to  all  United  States  patents,  whether  is.sued  before  or  after  the 
effective  date  of  this  Act. 

For  release  ;  Thursday  A.M.'s 

March  22,  1973. 
Senator  Philip  A.  Hart, 
Sowfc  Office  Buildhig, 
Washington,  D.C. 

A  bill  to  overhaul  the  patent  system  for  the  first  time  since  1836  will  be 
introduced  by  Senator  I'hilip  A.  Hart  (D-Mich  )  today. 

"The  patent  system — as  spelled  out  in  the  Constitution — is  supposed  to  offer 
bait  so  that  inventions  will  be  developed — and  implemented — for  the  public 
good,"  Hart  said.  "But  given  its  intended  purpose,  the  U.S.  patent  system 
cannot  be  described  as  a  success.  The  evidence  is  strong  that  our  system  tends 
to  frustrate  invention  and  tie  up  technology  so  the  public  can't  benefit  from 
it." 

Hart  said  the  system  was  designed  to  deal  with  a  few  hundred  inventions  a 
year — coming  mostly  from  individuals. 

"In  today's  corporate-dominated",  technology-oriented  world,  only  20  of  100 
patents  granted  go  to  individuals;  and  the  annual  burden  of  applications  has 
risen  to  100,000." 

Currently,  there  is  a  "two-and-one-half  year  backlog  in  the  Patent  Office. 

"Worse,  patents  are  being  handled  by  this  creaky  system  in  such  a  way  that 
72  percent  of  those  litigated  in  the  Federal  Courts  of  Appeals  are  held  invalid, 
and  fewer  than  20  percent  of  the  litigated  patents  are  upheld  as  valid  and 
infringed,"  said  Hart. 

Hart's  bill  would  make  these  significant  changes  in  the  current  system : 

1.  The  Patent  Office  w^ould  he  independent. 

2.  Secret  sessions  wherein  "patentability"  is  decided  would  be  replaced  with 
public  adversary  hearings. 
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3.  A  Public  Counsel  in  the  Patent  Office  would  argue  for  the  public  interest. 

4.  The  Office  would  have  subpoena,  investigative,  and  research  powers  to 
determine  the  patentability  of  an  invention  independently. 

5.  Examination  could  be  deferi-ed  for  up  to  five  years,  with  patent  protec- 
tion lasting  12  years,  plus  the  time  lapse  fi-om  filing  to  examination.  Fees 
would  be  low  at  filing  and  rise  only  when  the  patent  was  put  to  work. 

6.  An  oath  would  be  required  that  all  material  information,  which  would 
adversely  affect  the  issuance  of  the  patent,  is  brought  to  the  attention  of  the 
Office. 

Hart  is  a  member  of  the  Patents,  Trademarks,  and  Copyrights  Subcommittee 
of  the  Judiciary  Committee. 

•'The  patent  system  is  essential  to  the  Nation.  But  at  this  time  it  is  on  a  self- 
destruct  course.  We  can't  let  this  continue,''  said  Hart. 

Floor  Remakks  of  Senator  Philip  A.  Hart,  on  Introducing  Patent  Reform 

Act    of    1973 

Mr.  President :  If  we  were  measuring  the  "potential  boredom  rate"  of  var- 
ious topics  for  conversation  on  a  scale  of  1  to  100,  patents  would  probably  get  a 
99. 

Except  for  a  few  thousand  patent  lawyers,  employees  of  the  Patent  Office, 
and  some  scattered  scholars,  few  topics  are  more  likely  to  result  in  tuned-out 
listeners. 

If  you  asked  the  average  college  student  what  a  patent  is,  he  would  no 
doubt  tell  you  it  is  a  reward — c-ompensation  for  the  long,  lonely,  financially 
strapped  hours  some  individual  attic  inventor  worked  on  his  creation. 

That  answer  would  be  partially  right.  A  patent  is  a  "reward"  but  more  in 
the  sense  of  "incentive''  than  "compensation."  It  is,  in  effect,  more  like  the 
$100,000  offered  in  a  community  for  information  that  may  lead  to  the  solution 
of  an  especially  heinous  crime. 

In  other  words,  as  spelled  out  in  the  Constitution,  the  underlying  principle 
of  tlie  patent  system  is  to  offer  bait  so  that  the  inventions  will  be  developed — 
and  implemented — for  the  public  good. 

Given  its  intended  purpose,  the  U.S.  patent  operation  cannot  be  described  as 
a  success. 

For  the  evidence  is  strong  that  our  system  tends  to  frustrate  invention  and 
tie  up  technology  so  the  public  can't  benefit  from  it. 

Basically,  this  is  because  we  are  limping  along  today  on  a  system  designed 
in  1836 — when  the  few  hundred  inventions  did  come  chiefly  from  the  Thomas 
Edisons  and  other  individuals. 

In  today's  corporate-dominated,  technology-oriented  world,  only  20  of  100 
patents  granted  go  to  individuals ;  and  the  annual  burden  of  applications  has 
risen  to  100,000. 

Not  surprisingly,  there  is  a  two-and-one-half  year  backlog  in  the  Patent 
Office. 

Worse,  patents  are  being  handled  by  this  creaky  system  in  such  a  way  that 
72  percent  of  those  litigated  in  the  Federal  courts  of  Appeals  are  held  invalid, 
and  fewer  than  20  percent  of  the  litigated  patents  are  upheld  as  valid  and 
infringed. 

And  the  casebooks  are  teeming  with  examples  of  patents  filed  to  "protect"  or 
extend  the  life  of  other  patents — which  too  often  is  a  way  of  saying  to  close 
out  innovation — and  of  patents  which  are  simply  frivolous  and  fanicful  with 
little  or  no  redeeming  public  good. 

Not  only  do  such  patents  add  to  the  burden  of  the  Office,  but  they  increase 
the  financial  burdens  for  those  who  would  bring  forth  a  worthwhile  idea.  For 
each  adds  a  new  blockage  to  the  ongoing  stream  of  technology  and  adds  to  the 
mass  that  must  be  researched  to  determine  if  an  idea  is  indeed  "new"  and  pat- 
entable. 

Mr.  President,  the  Executive  and  Congress  have  not  been  derelict  in  their 
duty  to  attempt  to  do  something  about  the  situation.  For  six  years,  dating 
back  to  President  .lohnson's  Commission  on  the  Patent  System,  much  thought 
and  work  lias  lieen  given  to  tl)is  matter.  In  fact,  the  Senate  Patents,  Trade- 
marks and  Copyrights  Subcommittee,  under  the  able  leadership  of  the  Senator 
from  Arkansas.  Mr.  McClellan,  in  1971  reported  a  bill  to  reform  the  system. 

The  bill  was  a  compromise — emliracing  14  of  the  3.">  recommendations  of  the 
.Tohnson  Commission — omitting  the  more  controversial.  But  the  bill  moved  no 
further  than  the  subcommittee. 
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Last  year,  President  Nixon  recognized  tlie  importance  of  a  viable  patent 
system,  saying  that  "a  strong  and  reliable  patent  system  is  an  important 
predicate  to  U.S.  technological  progress  and  industrial  strength. 

I  couldn't  agree  more.  And  frankly,  I  am  troubled  as  to  how  much  the 
archaic  patent  system  is  contributing  to  the  lessening  of  our  traditional  tech- 
nological lead.  The  United  States  alone  has  not  recognized  the  changed  techno- 
logical and  economic  factors  of  today's  world  since  1S36. 

Today,  I  propose  an  omnibus  bill  to  reform  this  system  and  to  make  it  fit  to 
deal  with  the  technological  potential  of  this  country — and  a  number  of  these 
proposals  already  are  operating  quite  successfully  in  Europe. 

The  bill  recognizes  that  patent  monopoly  grant  is  a  carefully  delineated  priv- 
ilege designed  to  serve  the  public  interest  in  promoting  the  progress  of  science 
and  useful  arts  and  not  an  unlimited  license  to  the  recipient.  Let  me  highlight 
some  of  the  significant  features  of  the  bill. 

First,  the  Patent  Oflice  would  be  made  independent,  divorcing  it  from  the 
interests  of  the  Commerce  Department. 

Second,  secret  ex  parte  sessions  wherein  interested  parties  and  a  patent 
examiner  decide  the  patentability  of  an  idea  would  be  replaced  with  public 
adversary  hearings. 

Third,  a  Public  Counsel  would  be  installed  in  the  Patent  Office — to  argue  for 
the  Public  interest  and  to  make  the  Office  itself  simply  judge  instead  of  both 
judge  and  advocate. 

Fourth,  the  Patent  OflSce  is  given  subpoena,  investigative,  and  research 
powers  to  it  may  independently,  and  with  great  assurance,  determine  the  ques- 
tion of  patentability  before — rather  than  after — issuance  of  the  patent. 

Currently,  the  Office  relies  on  information  supplied  by  the  applicant.  Under 
tlie  present  system,  the  average  patent  receives  a  total  of  about  15  hcmrs  of 
review. 

The  new  procedures  would  allow  a  full  airing  of  the  facts  and  hopefully 
enable  the  Patent  Office  to  deny  patents  that  today  are  being  found  invalid  in 
the  courts  in  such  great  numbers. 

Fifth,  the  bill  adopts  a  method  common  in  European  countries  to  relieve  the 
financial  burden  on  applicants  and  lessen  the  Office's  workload. 

Examination  could  be  deferred  for  up  to  five  years  after  filing.  Therefore, 
protection  for  the  invention  is  gained ;  but  there  is  no  need  for  the  Office  to 
handle  inventions  that  in  fact  are  never  going  to  be  put  to  use. 

Lender  this  sytem  in  Holland,  it  is  estimated  that  at  the  end  of  the  defen-ed 
examination  period,  some  59  percent  of  the  applicants  chose  to  let  their  appli- 
cations lapse. 

Under  the  deferred  examination  system,  fees  would  be  small  at  the  time  of 
filing  and  not  become  substantial  until  the  patent  is  actually  put  to  work  and 
the  inventor  can  properly  afford  them. 

This  would  open  the  door  a  little  wider  for  individual  applicants  who  are 
almost  strangers  to  the  Patent  Office  today. 

The  patent  grant  would  be  for  12  years  from  filing,  plus  whatever  time 
elapsed  while  the  examination  was  deferred. 

Sixth,  an  oath  would  be  required  to  assure  that  all  material  information 
which  would  adversely  affect  the  issuance  of  the  patent  is  brought  to  the 
attention  of  the  Office.  As  the  invalidity  track  record  in  the  courts  has  demon- 
strated, currently  many  applicants  have  been  less  than  candid  with  the  Office 
as  to  the  facts  surrounding  the  issuance  of  the  patent. 

The  oath  puts  more  of  an  obligation  for  disclosiire  on  the  one  seeking  the 
patent  monopoly,  akin  to  standards  before  the  Securities  and  Exchange  Com- 
mission :  and  the  other  new  procedures  in  the  bill  help  the  Oflice  develop  infor- 
mation to  assure  that  patents  will  be  granted  on  facts,  not  fiction. 

Mr.  President,  as  I  said,  I  know  that  discussion  of  patents  can  be  tedious. 
However,  I'm  sure  that  most  mem!)ers  of  this  body  would  agree  with  President 
Nixon  that  we  must  have  a  strong  and  reliable  patent  system  in  order  to  pro- 
mote invention  and  the  public  interest. 

It  is  a  matter  not  only  of  life  style  and  comfort  for  each  of  us,  but  of 
health,  employment,  and  maintaining  our  technological  superiority.  In  sum,  I 
believe  that  reform  of  the  patent  system  is  a  necessary  prerequisite  to  restor- 
ing pulilic  confidence  and  allowing  it  to  perform  its  constitutional  objective. 

In  sliort.  a  dull  l)ut  essential  piece  of  business,  and  one  I  hope  Congress  will 
complete  this  year.  I  ask  unanimous  consent  that  the  Patent  Reform  Act  of 
1973  be  printed  in  the  record  at  this  point. 
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Appendix  A 

introduction 
Tour  letter  asks : 

••With  respect  to  production  and  use  of  time  by  Patent  Office  examiners, 
it  would  lie  useful  to  have  each  examining  group  identified  and  the  follow- 
ing information  supplied  for  each  group  for  each  of  the  past  five  years : 
number  of  examiners ;  number  of  applications  pending ;  number  of  applica- 
tions received ;  number  of  office  actions  made ;  number  of  appeals  taken ; 
and  number  of  patents  issued." 
Information  in  response  to  this  portion  of  your  inquiry  is  supplied  in  tlie  six 
tables  which  form  Appendix  A. 

Patent  Examining  Groups 
chemical  examining  groups 

Group  Technology  exawincd 

110  General  chemistry  and  petroleum  chemistry. 

120  General  organic  chemistry. 

140  High  polymer  chemistry,  plastics,  and  molding. 

160  Coating  and  laminating,  bleaching,  dyeing,  and  photography. 

170  Specialized  chemical  industries  and  chemical  engineering. 

electrical  examining  groups 
210        Industrial  electronics,  physics,  and  related  elements. 
220        Special  laws  administration. 

230        Information  transmission,  storage,  and  retrieval. 
2.50        Electronic  component  systems  and  devices. 

2S0  ■     Photography,  sound,  and  lighting,  indicators  and  optics,  measuring  and 
testing,  geometrical  instruments. 

mechanical  examining  groups 

310  Handling  and  transporting  media. 

320  Material  shaping,  article  manufacturing  tools. 

330  Amusement,  husbandry,  personal  treatment,  information. 

340  Heat,  power,  and  fluid  engineering. 

350  Miscellaneous  constructions,  textiles,  and  mining. 

360  2  Textiles,  cleaning,  and  fluid  handling. 

>  Group  2,so  was  abolished  on  June  26.  Ut72.  and  a  new  group  (240)  was  estaV)lished.  The  technology  ex- 
amined in  group  240  is  receptacles,  sanitation  and  cleaning,  winding,  and  measuring. 
2  Group  360  was  abolished  in  March  1970. 


AVERAGE  NUMBER  OF  EXAMINERS  IN  EACH  EXAMINING  GROUP 
[Fiscal  years  1968-72] 

Group  1968  1969  1970  1971  1972 

110_. 

120 

140 

160 

170 

210 

220 

230 

250 

280 

310 

320 

330 

340 

350- 

3601... '.'.'.'.... 

Corps 1,143  1,132  1,115  1,166  1,123 


75 

80 

75 

77 

77 

84 

86 

80 

81 

85 

85 

80 

78 

78 

75 

81 

92 

93 

93 

87 

68 

71 

77 

81 

78 

64 

72 

68 

62 

56 

32 

27 

30 

40 

37 

69 

92 

92 

93 

87 

87 

98 

85 

78 

70 

60 

60 

56 

57 

52 

84 

68 

75 

93 

91 

68 

64 

68 

74 

73 

72 

67 

67 

72 

74 

64 

53 

66 

85 

78 

70 

55 

72 

102 

103 

80 

67 

33 

(') 

(') 

'  Group  360  abolished  in  March  1970. 
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NUMBER  OF  APPLICATIONS  PENDING  BY  GROUP 
[Fiscal  years  1963-721 


Group  1968  1969  1970  1971  1972 

110. 13,420  12,869  12,304  11,697  10,937 

120 18,422  19,168  19,793  21,059  19,939 

140 15,012  14,178  14,081  13,443  14,187 

160 14,806  13,946  12,933  13,696  15,226 

170 11,215  11,183  10,956  11,383  10,746 

210 9,930  8,816  8,217  7,515  7,229 

220 3,820  3,850  7,219  7,941  4  214 

.230 11,856  11,238  10,610  9,827  9  342 

250 14,288  12,871  11,398  10,026  8  754 

280 7,758  7,765  7,505  7,191  6  774 

310 12,984  14,093  16,020  15,886  15  887 

320 12,439  12,519  12,393  12,041  12,399 

330 12,991  12,579  12,974  12,176  11  894 

340 8,600  8,554  12,883  13,283  14,963 

350-.- 10,428  10,546  16,439  16,962  18,769 

3601 11,940  10,487  1,714  (')  (i) 

Corps. 189,909  184,662  187,439  184,126  181,260 

1  Group  360  was  abolished  in  March  1970. 


APPLICATION  RECEIPTS  BY  GROUP 
[Fiscal  years  1968-1972) 


Group  1968  1969  1970  1971  1972 

110. 

120 

140 

160 

170 

210. 

220 

230 

250 

280 

310-- 

320 

330 

340.-. 

350 

3601 

Corps.... 90,662  96,821  100,574  104,160  103,120 


5,  539 

6,107 
7,846 
6.095 
5,397 
5,297 
4,879 
2,369 
4,068 
5,942 
4,674 
10,  167 
6,623 
6,863 
6,518 
7,422 
6,554 

6,253 
8,041 
6,506 
5,316 
5,226 
5,120 
4,109 
4,963 
6,426 
4,509 
9,880 
6,553 
7,095 
7,168 
9,355 
4,054 

6,108 
8,545 
6,382 
6,224 
5,786 
5,901 
3,993 
5,211 
6,312 
4,940 
9,999 
7,137 
6,888 
9,157 
11.577 
(') 

6,004 
8,479 
10  021 

7,297 

5,  645 

4,  857 

6,868 
4  S90 

4,782 

4,  934 

4,951 
2  "^02 

2.425 

3,  942 

5  286 

5,811 

5,140 
4,428 
9,604 
6,849 
6,711 
9,339 
11,948 
0) 

4,  061 
9.  247 
6,  330 

5,  998 

6,271 
6,  792 
6,731 

1  Group  360  abolished  in  March  1970. 


NUMBER  OF  OFFICE  ACTIONS  MADE  BY  GROUP 
(Fiscal  years  1968-1972] 


Group  1968  1969  1970  1971  1972 

110 15,156  15,634  16.673  22,073  17  373 

120 19,286  20,136  22,147  23,034  24' 147 

140 17,736  17,143  18,335  23,926  u'oiO 

160 12,083  13,835  16,151  17,688  16' 317 

170 11,751  12,760  13,011  13,999  13' 350 

210. 10,952  12,357  12,448  12,904  12' 351 

220... 7,411  6,324  6,470  9,138  ll'883 

230 8,783  10,797  12,925  14,227  13' 181 

250 15,098  16,601  17,456  19,274  I4' 998 

280 10,422  10,015  10,684  11,202  lo' 603 

310... 20,364  16,620  18,183  21,879  21288 

320 14,578  13,390  14,769  17,088  I5' 930 

330 14,196  14,050  14,987  15,753  16' 064 

340 15,643  13,209  16,444  20,217  I9' 398 

350- 17,415  14,323  19,323  24.960  24' 442 

3601 16,504  15.139  7,230  (i)  (1) 

Corps. 227,388  222,333  237,237  267,362  249^435 

I  Group  360  was  abolished  in  March  1970. 
23-932—74 13 
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NUMBER  OF  APPEALS  TAKEN  BY  GROUP 
[Fiscal  years  1968-1972) 


Group 

1968 

1969 

1970 

1971 

1972 

110 

926 

827 
1,321 

1,002 
1,719 

994 
1,313 

1  100 

120 

1,294 

1,  483 

140 

1,226 

1,383 

1,526 

1,487 

1,431 

160 

659 

759 

1,029 

957 

831 

170,.- -.. 

596 

647 

652 

676 

764 

210—.. 

179 

219 

298 

263 

269 

220 

207 

223 

133 

169 

245 

230 

153 

174 

301 

323 

304 

250.  — 

307 

428 

562 

500 

460 

280 

166 

169 

228 

239 

152 

310 

273 

275 

244 

324 

266 

320. 

174 

171 

213 

224 

280' 

330 

244 

266 

326 

282 

297 

340 

220 

196 

202 

337 

236 

350 

251 

275 

302 

420 

438 

360> 

308 

312 

231 

0) 

(') 

Corps.... 

7,183 

7,645 

8,968 

8,508 

8,  556 

1  Group  360  was  abolished  in  March  1970. 

In  regard  to  the  number  of  appeals  taken  by  group,  this  information,  standing 
alone,  might  well  be  misleading  since  more  than  half  of  the  appeals  taken  are 
either  withdrawn  or  dismissed.  Many  appeals  are  filed  merely  to  gain  time  for 
further  deliberation  either  by  the  a]:)plicant  himself  or  in  consultation  with  the 
examiner,  for  the  purpose  of  attempting  to  resolve  any  remaining  isssues. 

NUMBER  OF  PATENTS  ISSUED  BY  GROUP 
[Fiscal  years  1968-19721 


Group 

1968 

1969 

1970 

1971 

1972 

110 

4,521 

4,528 

4,167 

4,040 

4,088 

120 

4,509 

4,489 

4,745 

4,623 

4,690 

140 

3,926 

3,473 

3,255 

3,192 

2,713 

160 

2,982 

3,025 

3,425 

3,945 

3,422 

170 

3,318 

3,468 

3,261 

3,356 

3,040 

210 

4,311 

4,461 

4,571 

4,535 

4,120 

220.... 

2,154 

1,959 

1,894 

2,474 

2,511 

230 

2,966 

3,462 

4,007 

4,274 

4,135 

250.. 

4,835 

5,181 

5,623 

5,444 

4,417 

280.... 

3,574 

3,563 

3,671 

3,697 

3,556 

310-. 

7,991 

6,815 

6,324 

7,205 

6,853 

320,... 

5,739 

5,490 

5,528 

6,005 

5,  58& 

330 

4,283 

4,349 

4,407 

4,489 

4,427 

340 

6,270 

5,187 

5,901 

6,953 

6,352 

350 

6,434 

5,280 

6,788 

7,938 

7,739 

360 

6,033 

5,741 

2,561 

C) 

(') 

Corps 

73,846 

70,481 

70, 129 

72, 170 

67,65L 

'  Group  350  was  abolished  in  March  1970. 
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chart   Bl— U.S.    PATENTS    BY    UNITED    STATES    AND    FOREIGN    APPLICANTS 

Introduction 

Your  letter  further  states  that: 

"It  would  also  be  helpful  to  have  whatever  information  the  Patent  Office 

has  on  the  ownership  and  origin  of  patent  applications  and  issued  patents 

for  the  past  ten  years.  This  should  include  statistics  of  domestic  and  foreign 

ownership   (by  country  and  industry),  corporate  and  individual  ownership 

(by  industry),  assignments  to  governments  or  corporations,  and  any  other 

data  available  to  the  Patent  Office  concerning  the  source  and  ownership  of 

both  patents  and  applications." 

In  response  thereto,  there  is  attached,  in  the  form  of  four  charts  (Appendices 

B1-B4)  the  information  that  the  Patent  Office  presently  has  available  which  could 

be  produced  in  a  reasonable  period  of  time.  The  charts  provide  the  following 

information : 

CHART    Bl U.S.    PATENTS    BY    UNITED    STATES    AND    FOREIGN    APPLICANTS 

This  chart  provides,  for  a  ten-j^ear  period,  a  breakdown  of  the  number  of  U.S. 
patents  issued,  arranged  by  residence  of  the  applicants,  U.S.  or  foreign,  with  all 
foreign  countries  considered  together.  The  chart  also  identifies  the  number  of 
patents  issued  without  assignment,  and  therefore  presumed  to  be  issued  to  the 
individual  inventor,  and  the  number  issued  with  assignments  to  other  individuals,, 
to  corporations,  or  to  governments.  Also  indicated,  where  assignments  have  been 
made,  is  the  nationality,  U.S.  or  foreign,  of  the  assignee  (owner).  The  information 
regarding  assignments  would  include  any  assignment  made  np  to  the  time  of  the 
issuance  of  the  patent,  l^ut  not  assignments  made  after  the  patent  has  issued. 
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Appendix  B2 

chart  b2 — U.S.  patents  by  united  states  and  foreign  ownership 

Introduction 

This  chart  provides  the  same  type  of  information  as  set  forth  in  Chart  Bl 
except  that  U.S.  and  foreign  ownership  is  indicated  by  ownership  by  individuals 
(inchiding  the  individual  inventor  and  individual  assignee),  corporations,  and 
governments.  Again,  all  foreign  countries  are  considered  together. 

CHART  B2.— U.S.  ISSUED  PATENTS  BY  UNITED  STATES  AND  FOREIGN  OWNERSHIP 


Total 

U.S. 

ownership 

Foreign 

ownership 

Year  of 

patents 

issuance 

issued 

Total 

Individuals  Corporations  Governments 

Total 

Individuals  Corporations 

Governments 

1963 

.  45,681 

38,  050 

10, 397 

26,632 

1,021 

7,631 

2,130 

5,368 

133 

1964 

.  47,  376 

39,412 

10,  394 

27,  836 

1,182 

7,964 

2,110 

5,707 

147 

1965 

.  62,857 

51,763 

13,065 

37,  158 

1,540 

11,094 

2,998 

7,886 

210 

1966..... 

.  68,  406 

56,  260 

13,  094 

41,634 

1,532 

12,  146 

2,924 

8,969 

253 

1967 

.  65,652 

52,781 

12,671 

38,  353 

1,757 

12,871 

2,976 

9,611 

284 

1968 

.  59,  102 

47,172 

10,797 

34,  886 

1,489 

11,930 

2,758 

9,037 

135 

1969 

.  67,  557 

52,  079 

11,482 

38,  847 

1,750 

15,478 

3,290 

11,929 

259 

1970..-.. 

.  64,  427 

48,  847 

10,225 

36,  896 

1,726 

15,580 

3,286 

12,073 

221 

1971 

.  78,316 

57,933 

12,964 

43,022 

1,947 

20,  383 

4,335 

15,  980 

68 

1972 

.  74,808 

53,270 

12,736 

38,  890 

1,644 

21,  538 

5,124 

16,635 

39 
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Appendix  B3 

chart  b3 — U.S.  patents  by  country  of  applicant 

Introduction 

This  chart  shows  the  numbers  of  U.S.  patents  issued  over  a  ten-year  period, 
arranged  according  to  country  of  residence  of  the  applicants. 

CHART  B3.-U.S.  ISSUED  PATENTS  BY  COUNTRY  OF  APPLICANT 


Country 

1963 

1964 

1965 

1966 

1967 

1968 

1969 

1970 

1971 

1972 

United  States.. 

Algeria 

Argentina 

37, 176 
3 

19 
69 
86 
85 
3 

38,410 

27' 

80 

91 

131 

2 

50,  332 

2 

18 

110 

143 

184 

3 

54,  634 

20" 
110 
128 
185 
2 

51,274 

16' 

151 

151 

176 

1 

1 

12 

4 

5 

45,  782 

1 

18 

119 

160 

169 

i' 

13 

4 

1 

50,  395 

ir 

155 
191 
220 
3 
2 
18 
9 
7 

47,  073 

1 

24 

143 

191 

233 

2 

8 

16 

1 

9 

55,  988 

22' 

200 

250 
305 
4 
6 
14 
12 
11 

51,515 

1 
29 

Australia 

Austria 

Belgium 

Bermuda 

Bolivia 

182 

271 

319 

6 

6 

Brazil 

British  West  Inc 
Bulgaria 

ies 

17 
5 

10 
8 
1 

"""648" 

11 
3 
1 

"""853" 

17 

1 

i' 

938 

16 
4 
10 

Cameroon 

"""606" 
1 
1 
4 
2 

i' 

8 

1 

Canada 

Ceylon 

991 

897 

994 
1 
8 
5 
5 

i' 

1,065 

1,327 

1,244 

Chile 

1 
3 
3 
3 

i' 

3 

4 
5 

2" 

1 

1 
2 
8 

3 
9 
4 

2" 

2 
5 
2 

2 
6 
6 
2 

i' 

1 
118 

1 
138 

8 
15 
7 

2". 

2 

""isi" 

4 

China,  Republic 

Colombia 

Congo  (Brazzav 
Costa  Rica 

of 

lle")V.""."]^"' 

8 
8 

Cuba. 

1 

Cyprus . 

1 
96 

""'"132' 

Czechoslovakia. 
Dahomey 

44 

34 

52 

38 

96 

110 

Denmark 

70 

i' 

63 
2 

88 

1 

101 

123 

82 

144 

169 

173 

Dominican  Repu 

blic 

1 

Ecuador 

Egypt 

2 

2 

4 

2 

3 

2 
3 

El  Salvador 

1 

1 

1 

4 

2 

3 

1 

1 

46 

1,732 

4,434 

8 

1  . 

Ethiopia 

Finland 

France 

Germany,  Federal  Republic  of. 
Greece 

18 

854 

2,338 

7 

9 

1,013 
2,420 

1 

22 

1,372 

3,388 

5 

27 

1,436 

3,981 

5 

34 
1,558 
3,766 

13 

31 

1,446 

3,442 

3 

43 
1,808 
4,523 

11 

59 

2,214 

5,521 

6 

69 
2,231 
5,728 

16 
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CHART  B3.-U.S.  ISSUED  PATENTS  BY  COUNTRY  OF  APPLICANT-Continued 


Country 

1963 

1964 

1965 

1966 

1967 

1968 

1969 

1970 

1971 

1972 

Guatemala 

Haiti.-. 

2  . 

5 
2 

1 
8 

31 
2 
5 
5 
2 
9 

45 
429 

5 

2 

....... 

23 
1 

10 

12 
3 
8 

53 

471 

1 

1,424 

"2" 

1 

7 
21 

4 
15 
25 

1 

10 

38 

477 

1 
1,464 

4 
2 
5 
7 

22 
1 

18 

i" 

13 
61 
556 

"2,"i52" 

2 
1 
3 
8 

37 
7 

16 
1 
4 

12 

46 

572 

1 

2,625 

3  . 

3  . 

1 
20 
38 

9 
10 

2 

3 

29 

54 

726 

"4,"633' 

Honduras 

1 

Hong  Kong 

Hungary 

Iceland 

India 

6 
13 

4' 

1  . 

1 

1 

20 

345 

5 

20 

2 

7 

6 

20 
3 
8 

7 
48 

7 
19 

Indonesia 

2 

Iran 

Ireland.. 

Israel 

Italy..- 

Jamaica 

1 

10 

26 

308 

1 

5 

33 

414 

3 

18 

54 

838 

4 

Japan 

Jordan 

407 

545 

919 

1,122 

5,154 
1 

Kenva 

Korea 

Kuwait 

3 
3 

2 

2 
2 

1 

2 
2 

1 

i" 

2 

4 
3 

i" 

1  . 
2 

4"" 

7 

Lebanon 

Liberia 

4  . 

1 

3 

1 

1 

Libya.- 

1  . 

5 

5 

""io" 

4 

1 
14 
3 

1 

Liechtenstein 

Luxembourg 

Madagascar 

12 
6 

13 
7 

15 

7 

14 
2 

23 

1 

1 

1 

1 
43 

2 

2  . 
543 
14 

1 

1 
68 

1  . 

1 

28 
5 

10 
8 

Malaysia 

1  . 

2 

2  . 

Mauritania 

Monaco 

Morocco 

Netherlands... 

New  Zealand. 

Nicaragua... 

Nigeria... 

Norway 

92 

1 

3 

329 

12 

'""33" 
2  . 
2 

72 

2 

3 

356 

12 

....... 

87 

2 

6 

519 

17 

........ 

1 
1 

99 
6 
6 
482 
10 
2 

""59" 
2 
1  . 

43 

3 

3 

507 

15 

4 

2 
49 

2  . 

40 

4 

4 

476 

13 
2 
2 

49 

68 

4 
1 
558 
15 
2 
1 
69 
1 

64 

4 

""695" 
17 
2 

4  . 
77 

42 

2 

3 

676 

26 
2 

88 

Pakistan 

Panama- 

Paraguay 

1 

4 
1 

Peru 

Philippines,  Republic  of 

Poland-- 

Portugal 

Rhodesia 

Rumania 

1 
7 
3 
3 
5 
2 

i".. 

—----■ 

5 
5 
1 
2 
3 
2 
1  . 

5 
2 
9 
2 
4 
2 

2 
4 
10 
4 
2 
4 
1  . 

5 
1 

12 
1 

2  . 
6 

5 
2 

25 

7 

....... 

1  . 

5 

4 
31 

6 

3  . 
21 

6 

2 

33 

3 

....... 

3 

3 
5 

31 
7 
5 

35 
1 

4 

11 

21 

7 

1 

33 

Saudi  Arabia 

Senegal.- 

2 

Singapore. 

South  Africa,  Republic  of 

Southwest  Africa 

------ 

""69"" 

"""48" 

1 
52 

1 
35 

2  . 
65 

-—49- 

1 

57 

2 

627 

1,112 

4 

69 

2  . 

74 

1 

843 

1,281 

4 
53 

Spain 

Sudan 

26 

19 

49 

50 

46 

48 
2  . 
569 
822 

59 

"""673' 
1,058 

60 
1 

Sweden 

Switzerland 

Syria. 

386 
668 

368 
657 

562 
862 

537 
983 

574 
948 

775 

1,305 

1 

Tanzania... 

3  . 

3 

1 
3 

3' 

1 

Thailand 

1 

Trinidad  &  Tobago 

1  . 
...... 

12 

1 
1,839 

3 
12 

i". 

28 

1 
2,574 

3 
11 

2  . 

2" 

1  . 

66 

3 

2,677 

2 

7 

i'. 

4 

115 

4 

2,799 

1 

5 

1 

3  " 

1  . 

95 
1  . 
2,481 
1  . 

13 

1 
... 

2 

3 

Tunisia 

1  .. 

15 

"i.'sio" 

3 
9 

1 

Turkey 

Uganda... 

3 

Union  of  Soviet  Socialist  Re- 
publics  

United  Arab  Republic.-. 

159 

218 

326 

4  . 
3,456 
2  . 
13 

1 
9 

1 

355 

United  Kingdom 

U  ruguay 

Venezuela 

Vietnam  (South) 

3,175 

g- 

1  . 
3 

2,952 

1 
3 

6' 

2 

3,164 

7 

2 

Yugoslavia 

Zambia 

2 

4 

3 

4 
1 

4 
1  . 

4 

6 
2 
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Appendix  B4 

CHART    B4 U.S.    APPLICATIONS    FILED    BY    COUNTRY    OF    APPLICANT 

Introduction 

This  chart  shows  the  number  of  U.S.  patent  applications  filed  over  a  ten-year 
period  by  U.S.  and  foreign  appUcants,  arranged  by  cuuntrj^  of  residence  of  the 
applicants. 
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CHART  B4.-U.S.  APPLICATIONS  FILED  BY  COUNTRY  OF  APPLICANT 


Country 


1962   1963   1964   1965   1966   1967   1968   1969 


1970 


1971 


United  States .-. 

Algeria 

Argentina 

Australia 

.Austria 

Belgium 

Bermuda. 

Bolivia 

Brazil... 

British  West  Indies 

Bulgaria.. 

Burma 

Cameroon 

Canada 

Ceylon... 

Chile... 

China,  Republic  of.. 

XJolombia 

Congo  (Brazzaville) 

Costa  Rica 

Cuba 

Cyprus 

Czechoslovakia 

Denmark- 

Dominican  Republic 

Ecuador 

Egypt 

El  Salvador 

Ethiopia. 

Finland 

France 

Germany,  Federal  Republic  of. 

G  reece 

Guatemala 

Haiti. -._ 

Honduras 

Hong  Kong 

Hungary 

Iceland 

India.. 

Indonesia 

Iran 

Ireland 

Israel 

Italy 

Jamaica 

Japan 

Jordan 

Kenya 

Korea 

Kuwait. 

Lebanon 

Liberia 

Libya 

Liechtenstein 

Luxembourg... 

Malaysia 

Mali 

Malta 

Mexico 

Monaco. 

Morocco 

Netherlands 

Nevi/  Zealand 

Nicaragua 

Nigeria 

Norway 

Pakistan 

Panama. 

Paraguay 

Peru 

Philippines 

Poland 

Portugal.. 

Rhodesia  and  Nyasaland 

Rumania... 

Saudi  Arabia 

Senegal. 

Singapore  

South  Africa,  Republic  of 

Spain 

Sudan , 


67,038  66,824  67,190  72,577  66,863  64,118  67,180  68,243   72,343 


61 
191 
202 
271 
1 


1 
79 
204 
206 
260 
3 


61 

53 

194 

225 

195 

229 

250 

286 

2 

1  . 

40 

35 

45 

220 

263 

313 

232 

273 

286 

303 

319 

384 
2 

2 

1 

1 

35 

30 

29 

6 

3 

2 

41 

308 

337 

377 

1 

1 

22 

9 

27 


52 
293 
333 

330 

1 

1 

30 

14 

16 


1,641 
1 
5 
5 


1,574 


1,595 

i' 

8 
6 


1,695 

5" 

8 
5 


1,323 

1 

13 

16 

6 


1,456   1,558 


1 
1,707 


1 


273 
1 
2 
2 


66 

129 

2 


113 
175 


1 
186 
165 


180 
172 


160 
168 


174 
195 


218 
221 


134 
211 


1 

40 

1,831 

4,608 

9 


10 
1 
2 

1 
70 
744 


32 

41 

44 

1,874 

2,084 

2,246 

4,635 

4,983 

5,731 

7 

14 

14 

5 

5 

1 

1 

1  . 
13 

7 

9 

33 

31 

37 

2  . 

1 

14 

11 

10 
1 

3  . 

1 _ ... 

83 
794 


69 
718 


94 
811 


1,281   1,943 


2, 147   2,  263 
-  --  -  - 

2     1 

"i' 


1 

52 
2,174 
5,504 
14 
1 
2 
4 

15 

48 

7 

25 

1 

2 

30 

86 

849 

2 

2,479 


5 

3 
2 

73 

94 

103 

2,385 

2,522 

2,821 

5,734 

6,455 

7,405 

9 

1 

19 

17 
2 

2 

1 

1 

7 

24 

66 

54 

70 

2 

4 

32 

13 

30 
3 

4 

4 

27 

64 

866 

4 

3,354 


29 

73 

960 

4 

4,051 

1 


1 


44 

87 

1,031 

4 

5,430 

1 

1 

11 

1 

6 

2 


1 

44 

90 

1,105 

1 

6,093 

1 

2 

13 


15     25 

4     1 

1 


164 


225 


3  7 

5  3 

603  599 

19  16 


136 

6 

3 

713 

30 

2 


1 

2  .. 

75 

92 

90 

2  -. 
1  .. 

2 

8 

7 

8 

5 

6 

1 

21 

12 

31 

1  .. 

4 

83 

3 

5 

690 

27 
2 
1 

96 
2 
1 


5 

4 

652 

20 

1 

1 

63 

1 

1 


2 

1 

711 

22 


177 


790 
22 


899 
34 


1 2 

90     95    107 

1 

4 

2 


1 
73 

2 

1 
866 
38 

2 


16 


27 
18 
3  5  1 
7  12  15 
1 


48  55 

12  15 

3  1 
45  53 

4  1 


1 
108 
91 


4 
83 

116 


101 
106 


102 
133 


13 
59 
13 
2 

59 
5 
5 
2 
115 
145 
2 


130 

2 

4 

1 

4 

17 

45 

10 

4 

45 


98 
123 


71,089 

1 

49 

324 

369 

387 

2 

51 

1 

20 


1,843   2,025 


166 
275 


1  . 

125 

154 

2,625 

2,987 

7,798 

7,772 

16 

15 

2 

1 

22 
1 
4 

33 

120 

1,160 


7,418 


1,017 
54 


146 


53 


5 
149 

156 
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CHART  B4  — U.S.  APPLICATIONS  FILED  BY  COUNTRY  OF  APPLICANT-Continued 

Country  1962        1963        1964        1965        1966        1967        1958        1969        1970         1971 

Sweden 643         658         726         833         858         825         941      1,070         957        1,148 

Switzerland 1,304      1,243      1,341      1,377      1,399      1,513      1,551      1,698      1,770        1,848 

Tanzania.. 

Tliailand. 1  1 

Trinidad  &  Tobago. 

Turkey 1 3  5  13  1 

Uganda 

Union    of    Soviet    Socialist 

Republics 14         134         262         215         112         427         329 

United  Arab  Republic 1  1  3 17 

United  Kingdom 3,755      3,871      4,241      4,481      4,238      4,597"      4,660 

Uruguay.. 5  5  5  1  2  1 

Venezuela 21  13  12  12  15  9  6 

Vietnam  (South)... 1  1 1 

Yugoslavia.. 4  13  7  10  7  17  17  12  14 

Zambia 3  3 


17 

1  . 

3 

1 

14 
2 

6 

5 

3 

2 

1  - 

438 

445 

578 

1 

5,216 

4,746 

4,734 

7 

3 

5 

14 

11 

5 
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Appendix  C 

c.  patent  litigation  in  the  federal  courts 

The  last  paragraph  of  page  3  of  your  letter  is  a  request  for  a  summary  of  the 
past  five  years  of: 

(A)  patent  litigation  in  the  Federal  courts,  both  at  the  District  Court  and 
Appellate  level,  including:  (1)  The  number  and  identification  of  cases  and  patents 
litigated:  (2)  the  holdings  and  rate  of  patent  validity  and  invahdity,  infringement, 
misuse,  and  fraud  or  inequitable  behavior  (and  the  specific  grounds  therefor) ; 
and, 

(B)  with  respect  to  the  above  patents,  review  during  patent  prosecution, 
before  (1)  the  Bf)ard  of  Appeals;  (2)  the  Board  of  Patent  Interferences;  (3)  the 
CCPA;  and  (4)  others. 

In  accordance  with  your  comment,  the  Patent  Office  extracted  the  information 
contained  herein  from  the  compiled  notices  filed  in  the  Patent  Office  under  the 
provisions  of  3.5  U.S.C.  290.  The  information  so  obtained  was  cross-checked  for 
accuracy  and  completeness  against  the  reported  decisions  in  the  United  States 
Patents  Quarterly  and  a  comj^uter  printout  showing  those  recent  U.S.  patents  in 
which  (during  their  Patent  Office  prosecution)  decisions  were  rendered  by  the 
Board  of  Appeals  and/or  by  the  Board  of  Patent  Interferences.  This  tabulation 
forms  Appendix  C. 

A  complete  answer  to  your  request  in  (B),  supra,  would  dictate  an  inspection 
of  each  patented  file.  However,  since  such  an  undertaking  would  be  impossible 
within  the  time  allotted,  no  attempt  was  made  to  provide  complete  information 
on  each  litigated  patent  as  to  prior  review  within  the  Patent  Office,  or  by  its 
re\iewing  courts,  before  its  issuance. 

The  results  of  the  study  are  set  forth  in  the  accompanjing  table. 

Design  Reiisue  Plant  Utility  Total 


CA      DCt     CtCI     CA    DCt   CtCI     CA    DCt   CtCI       CA      DCt     CtCI       CA      DCt       CICI 

Number  ot  patents  in- 
cluding an  indication  of 
validity,  invalidity,  or 

infringement 8        50         0      11      24       2       0        1        0      256      611         25      275      686         27 

TotaL 58 

Patents  held  valid 0       17         0       2 

Total 17 

Patents  held  invalid 8         9         0        7 

Total 17 

Rate  invalidity/valid+ 

invalid  (percent). 100    34.6         0      78      79      50        0        0        0    68.2    35.8        32    69.5    37.6      33.3 

Total  percent  invalid/ 

valid+invalid 50 

Infringed. 0        45         0 

Total 45 

Fraud 0         0         0 

Total. 0 

Misues 0         0         0 

Total 0 
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Explanatory  remarks 

In  the  interest  of  clarity  and  elimination  of  any  misconception  as  to  the 
meaning  and  interpretation  of  tlie  statistics  tabulated  above,  tlie  following 
explanation  is  olfered. 

Number  of  eases 

The  number  of  individual  cases  with  a  holding  (dismissed,  valid,  injunction, 
etc.)  during  the  period  from  January  1,  1968  to  December  31,  1972.  was  found 
to  I>e  approximately  2,000.  Although  the  actual  figui'e  was  determined  to  be 
slightly  in  excess  of  2,000,  a  recognition  of  the  opportunity  for  mistake,  taken 
with  a  potential  high  percentage  of  error,  discussed  infra,  renders  any  more 
specific  number  statistically  meaningless. 

Xiimbcr  of  patents 

The  number  of  individual  patents  litigated  during  the  five-year  pei-iod,  in 
which  the  suit  was  terminated  by  dismissal,  consent  judgment,  summary  judg- 
ment, or  holdings  of  validity,  invalidity,  injunction,  etc.,  was  found  to  be 
approximately  2025.  Of  those,  the  number  of  patents  in  which  there  was  a. 
judgment  of  validity,  invalidity  or  infringement  totalled  988. 

For  reference  purposes,  it  is  noted  that  during  this  five-year  period,  the 
Patent  Office  issues  approximately  300,000  patents.  The  percentage  of  patents 
litigated  with  respect  to  the  total  numl)er  of  patents  issued  over  this  five-year 
period  is  0.56%.  Further,  the  number  of  patents  issued  by  the  Patent  Office 
covering  the  time  span  from  the  earliest  reported  litigated  patent  included  in 
this  study  (#2,126,786)  to  the  latest  reported  litigated  patent  indicated  in  the 
study  (#3.678,148)  is  approximately  1,550,000.  The  percentage  of  patents  liti- 
gated with  respect,  to  this  number  is  0.13%. 

Patents  held  valid  or  invalid 

Validity  statistics  may  vary.  They  may  be  (a)  inclusive  of  each  individual 
court  holding  of  validity  or  invalidity,  (b)  limited  to  holdings  within  each  of 
the  judicial  circuits,  (c)  restricted  to  a  single  holding  representing  the  final 
adjudication  of  the  patent's  validity,  or  (d)  directed  only  to  the  decisions  of 
the  appellate  courts. 

In  this  study,  the  validity  or  invalidity  of  a  given  patent  has  been  deter- 
mined by  tabulating  the  result  or  decision  of  the  highest  court  in  which  the 
litigation  was  conducted  and  such  holdings  were  made.  Wliere  two  or  more 
courts  concurred  in  holding  the  same  patent  valid  or  invalid,  that  patent  was 
counted  as  valid  or  invalid  only  once.  In  the  rare  instances  where  conflicting 
decisions  on  validity  by  coordinate  tribunals  have  occurred,  the  patent  was 
counted  as  invalid.  It  was  noted  that  many  court  opinions  and  §290  notices  did 
not  point  out  whether  all,  or  only  some,  of  the  claims  of  a  patent  were  held 
valid  or  invalid.  Where  a  court  did  explicitly  hold  some  claims  valid  and  other 
claims  invalid,  the  patent  was  counted  as  valid,  inasmuch  as  the  patent 
remains  in  force  with  valid  claims  therein.  A  consent  judgment  of  validity  or 
invalidity,  where  denominated  as  such  in  the  §290  notice,  was  counted  as  a 
holding  of  validity  or  invalidity.  However,  infringement  and  injunction  hold- 
ings, without  any  mention  of  validity,  were  not  presumed  to  be  findings  of 
validity. 

Rate  of  patent  invalidity 

The  terra  "rate  of  patent  invalidity"  appears  to  have  no  recognized  definite 
meaning.  Such  rate  may  be  calculated  as  a  percentage  of  total  patents  liti- 
gated or  only  as  a  percentage  of  those  litigated  patents  having  a  holding  of 
validity  or  invalidity.  The  latter  base  has  been  employed  in  this  study. 

It  is  to  be  stressed  that  there  is  no  evident  link  between  the  characteinstics 
of  the  litigated  patents  which  caused  them  to  be  litigated  and  the  characteris- 
tics of  the  remaining  unlitigated  patents  which  would  justify  the  conclusion 
that  the  rate  of  invalidity  noted  above  can  be  extrapolated  to,  or  is  in  anyway 
representative  of,  the  total  patent  universe. 

Infringement 

Instances  of  infringement  are  not  always  indicated  in  the  report  of  the 
courts'  decisions.  Often  there  is  no  explicit  holding  that  a  daim  is  infringed, 
although  such  conclusion  would  be  implicit  because  the  court  enjoined  the 
defendant  from  making,  using  or  selling  certain  device.s.  Accordingly,  in  the 
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abspnce  of  any  countervailing  information,  an  injunction  has  been  counted  as  a 
holding  of  infringement  for  statistical  purposes. 

Misnue,  fraud,  and  inequitable  conduct 

The  term  "misuse"  has  been  used  in  most  instances  to  describe  the  unlawful 
extension  of  the  patent  rights,  either  beyond  the  seventeen-year  grant  or  to 
non-patented  articles.  However,  fraud  and  inequitable  conduct  embrace  a  mul- 
titude of  various  acts,  before  and/or  after  issuance  of  the  patent.  Therefore,  it 
Should  be  observed  that  the  figures  reported  herein  do  not  represent  instances 
of  "fraud"  in  the  technical  sense,  but  include  conduct  that  may  loosely  l)e  clas- 
sified as  inequitable.  Instances  are  relatively  few,  but  so  varied  and  lengthy  in 
explanation,  that  mere  notation  has  been  made  of  their  occurrence.  A  signifi- 
cant number  of  cases  were  found  where  the  issue  of  fraud,  misuse,  or  inequita- 
ble conduct  was  raised  by  an  alleged  infringer,  but  not  found  by  the  court. 

Summary 

The  Patent  Office  views  this  study  as  far  more  comprehensive  and  accurate — 
particularly  for  the  time  span  considered — than  any  studies  heretofore 
undertaken  which  have  examined  merely,  for  the  most  part,  reported  decisions 
of  the  Courts  of  Appeals.  Those  previous  studies  are  included  as  a  bibliogra- 
phy to  this  study. 

It  is  to  be  noted  that  the  percentage  of  litigated  patents  held  invalid  by  the 
Courts  of  Appeals  (69%)  in  the  five-year  period  1968-1972  covered  by  this 
study  corresponds  closely  to  the  invalidity  percentages  found  by  the  other 
authors  mentioned  in  the  bibliography  for  the  period  1940-1972.  However,  the 
inclusion  in  this  stud.v  of  unappealed  and  unreported  judgments  of  the  District 
Courts  to  obtain  a  resultant  tdtal  rate  of  patent  validity  of  approximately  50% 
places  the  entire  litigated  patent  validity/invalidity  picture  in  proper  perspec- 
tive. 

Nevertheless,  candor  compels  stating  that  certain  inadequacies  in  the  infor- 
mation available  from  the  §2^K)  notices  could  result  in  potentially  erroneous 
statistics  even  in  this  study.  In  that  connection,  it  was  found  that  the  notices 
submitted  under  35  U.S.C.  290  had  the  following  defects:  (1)  Notices  were  not 
filed  in  every  case;  (2)  when  filed,  the  notices  were  not  necessarily  submitted 
promptly;  and  (3)  the  data  in  the  notices  was  incomplete  and,  in  many 
instances,  incorrect.  For  example,  mere  notations  of  dismissal,  which  were 
often  indiscriminately  employed  in  the  §290  notices,  were  found  to  stand  for 
holdings  of  validity  or  invalidity  upon  comparison  with  any  reported  decisions 
corresponding  to  those  §290  notices. 

Additionally,  it  may  be  noted  that  a  summary  limited  to  a  "five-year"  period 
involves  certain  features  that  give  an  incorrect  impression.  Thus,  aside  from 
the  obvious  effects  of  sul)sequeut  appeals,  a  dismissal  in  one  suit  (within  the 
five-year  period)  subsequent  to,  or  prior  to,  a  final  adjudication  of  the  .same 
patent's  validity,  or  invalidity,  in  another  suit  (outside  the  five-year  period) 
has  significance  different  from  that  of  a  dismissal  in  the  absence  of  any  other 
decision.  In  other  words,  the  complete  history  of  the  patent  is  necessary  to  a 
proper  appreciation  of  the  patent's  validity  or  invalidity. 
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In  the  interest  of  economy  of  space,  the  following  abbreviations  have  been 
employed  in  the  summarj'  where  applicable: 

B  of  A — Board  of  Appeals  Inj — injunction 

B  of  I — Board  of  Patent  Interferences  J — Judgment  , 

CCPA— Court  of  Customs  *   Patent  M— Misuse  of  patent 

Appeals  misrep.    of   art — misrepresentation    of 
c.e.— collateral  estoppel  the  state  of  the  art 

CJ— Consent  Judgment  Si~"°V''^v!1^5'^     ^■^^ 

d-docket  number  NV-not  vahd  (mvalid) 

y.       J  f      J  f     J     4.  P — plamtiff 

D  or  def.— defendant  SJ— summary  judgment 

Dm— dismissal  w/p— with  prejudice 

F— fraud  and  inequitable  conduct  wo/p — without  prejudice 

I — infringed  V — valid 

Litigation 
in  Patent 
Patent  No.       Case  Citation  Decision  Date  Office 

Plant  1,141    John     M.     Garabedian     v.     Vaugh    843  O.G.  18 Dm May   18, 1970 

Girazian  et  al.  877  O.G.  11 

Plant  1,882    Neva  Kazarian  et  al.  v.  H.  T.  Kobashi.  866  O.G.  699 Inj Dec.  30, 1969 

873  O.G.  15.  _ 

0171,953     Blumcraft  et  al.  V.  Architectural  Mtg.     172PQ460 SJ,  c.e.  NV.  ..  Jan.     7,1972 

Inc.  el  al. 

Blumcraft  et  al.  V.  Architectural  Mtg.     174PQ384  CAIO SJ,  c.e.  NV       May   24,1972 

Inc.  etal.  Aff. 

Blumcraft  of  Pitts.  v.Citz.&  Southern     158PQ642 V,L May  28,1968 

Nat.  Bankof  S.C. 

Blumcraft  of  Pitts.  v.Citz.&  Southern    160PQ642  CA4 NV  Rev. Feb.   19,1969 

Nat.  Bank  of  S.C. 

Blumcraft  of  Pitts.  V.  Kawneer  Co.  Inc.    166PQ265 SJ,  c.e.  June    4,1970 

et  al.  denied.  July     7, 1970 

Blumcraft  of  Pitts.  V.  Kawneer  Co.  Inc.    172PQ43 SJ,  c.e.  Nov.  16,1971 

et  al.  denied  on 

recon. 

Blumcraft  of  Pitts,  v.  Melattie  En-    d69-797-JK  S.D.  CJ July   29,1971 

gineering  Co.  Fla. 

0172,414    Adell  Mfg.  et  al.  V.  Victra  Sales d30272  E.D.  Mich. . .  CJ,  Inj May   14,1971 

0172,494    American  Type     Founders,     Inc.    v.    d68Civ2460  S.D.  DM Dec.  29, 1969 

Prestype  Inc.                                         N.Y. 
0173,177     Laura  B.  Wright  v.  J.  C.  Penney  Co...  dA-120-68Civ  D  DM Mar.  24, 1969 

0176,492    Barofsky  V.  Gen.  Electric 158PQ178CA9 NV  Aff May  20,1698 

0179,591     Clarence  E.  Clark  v.  Castle  Sporting    d67C216  N.D.  Ill DM Apr.  27,1969 

Goods  Inc.  et  al. 
0182,556    Walter  Kiddes  &  Co.,  Inc.  v.  Leiand    d670-66  D  N.J. DM.... Aug.  11,1969 

Industries,  Inc.  et  al. 
0184,  163    Bloomfield  Industries,  Inc.  v.  Wesco    d68C2253  N.D.  111...  DM Apr.     8, 1969 

Spring  Co.,  Inc. 
0184,  542    Svifank,  Inc.  v.  Sheffield  Watch  Corp.    d67Civ2221  S.D.  N.Y.  DM Dec.  16, 1969 

etal. 

0184,739    Kanterv.  Colgate-Palmolive.. d542-70-4  E.D.  Va...  DM Apr.  22,1971 

0186,358    Trimble  Products  Inc.  V.  W.  T.  Grant    159PQ92.. NV Mar.  21, 1968 

Co. 
Trimble  Products  Inc.  v.  W.  T.  Grant    160PQ641  CA2 NV  Aff Oct.   31, 1968 

Co. 
0187,272    Flex  Rite  Corp.  v.   Hurricane  Auto    d4220  W.D.  Wash....  I Feb.    3,1971 

Prod. 
0188,460    Clear  Beam  Antenna  Corp.  v.  JFD    d68C470S.D.  N.Y...  DM June  15,1971 

Electronics. 

0189,914    Jetronic  hid.  V.  Raytheon d3406  D.  Del DM Apr.     2,1971 

0189,343    L.  F.  Strassheim  Co.  v.  Gold  Medel    161PQ692_ V,  I.. June  18, 1968 

Folding  Furniture  Co. 
0191,144    Lewis  Co.  v.  Gould   Products,   Inc.,    160PQ311 NV,  Nl Mar.  23, 1972 

etal. 
Lewis  Co.  v.  Gould   Products,   Inc.    d67C847  E.D.  N.Y....  Dm.. Aug.  12,1968 

etal. 
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Patent  No.       Case  Citation  Decision  Date  Office 


0193,266    Cutlers  International  Ltd.  et  al.  v.    d66Civ3306  S.D.  N.Y.  DM Jan.  28,1970 

Rudolph  Erenhouse. 
0194,094    FrantzMfg.  Co.  V.  PhenixMfg.  Co....  173PQ266CA7 NV  Rev Mar.  16,1972    B  of  A. 

Frantz  IVlfg.  Co.  V.  Phenix  Mfg.  Co....  164PQ381  V.I  Nov    111970 

Frantz  Mfg.  Co.  V.  Ridge  Nassau 0224-67  D.  N.J  DM  May     4' 1971 

0195,420    Rival  Mfg.  Co.  V.  Van  Wyck  Int'l  Corp.  d66Civ3079  S.D.  N.Y    CJ,  INJ  May   16' 1969 

D195,603     Polvtop  Corp.  V.  U.S.  Cap  &  Closure,     D67C1586  N.D.  III...  DM  .       .  Junel2[l968 

Inc. 
0196,883    St.  Regis  Paper  Co.  V.  Container  Corp.    d68Civl958  S.D.  N.Y.  DM  Sept.   19,1969 

of  America. 

0197,670    Seeburg  Corp  v.  Taran  Enterprises,    d67-1058Civ  S.D.  Fla.  I May  12,1969 

Inc. 
0197,836    Hancock  Gross  Inc.  v.  Scully  Rubber    d21456  0.  Md  ...        DM  Feb    27  1970 

Mfg.  Co. 

0199,143    Hadco    Products,    Inc.    v.    Ligfiting    165PQ496... V,  I Apr.    2,1970 

Corp.  of  America. 

Hadco  Products,  Inc.  v.  Frank  Dini    159PQ321  CA3. Nl  Aff. Oct.  10, 1968 

Co.,  Inc. 
Hadco  Products,  Inc.  v.  Walter  Fidde    174PQ358  CA3  .  NV  Rev  June  16  1972 

&  Co. 

0199,420    GAFCorp.v.  Berkey  Photo,  etal d68C2345  N.D.  Ind   .   DM  Sept.   20  1971 

D199,  590    Flexible     Plastics    Corp.    v.     Black    176PQ227 NV.. "  Aug.  10, 1972 

Mountain  Spring  Water,  Inc. 

0200,160    Storm  Man  Co.  V.  Looboyle,  Inc D68-309Civ  W.D.  INJ  Oct    8  1970 

Okla. 
0200,757    Bates  Industries  V.  Daytona  Sports...  163PQ3o5         .  NV  Aug   14  1969 

0200,757  do  169PQ778  CA9 NV  Aff     .  Aug.  26.  1971 

D201,383    Green  Valley  Prod.  Inc.  v.  General    d67-3307  S.D.  N.Y        DM  Apr     5  1972 

Tire  &  Rubber  Co. 

0201,562    Marlin  Toy  Products  Inc.  V.Sidney  A.    d67C832  N.D.  Ill INJ Nov.  27, 1968 

Tarrson,  Co. 

0201,793    Rains  V.  Niaqua  Inc 157PQ695__ NV  Mar.  25  1968 

0201,793    Rrainsv.  Cascade  Ind.,  Inc 159PQ322  CA3  Rev.  SJ  of  NV    Oct    14  1968 

Rainsv.  Niaqua 160PQ370  CA2 NV,  Aff.   .  Jan.   13,1969 

John  K.  Rains  V.  Cascade  Ind.  Inc  et.    d66Civ812S.D.N.Y  ..  NV  June    4  1969 

al. 

Rainsv.  Jil.  Mir.  Inc 163PQ290 NV  Apr.    3,1969 

John  K.  Rainsv.  Cascade  Industries,    d976-66  C.D.N.J DM Feb.  26,1969 

Inc. 
John  K.  Rainsv.  Hendon  Construction    dC813-66  D.N.J  DM  Sep    26  1969 

Co. 

John  K.  Rainsv.  Allstate  Decorators    d66Civ811  S.D.N.Y...  DM May  13,1969 

Inc. 

0202,141    GAFv.  Berkey  Photo  etal d6882345  N.D.  111.  ..  DM  .  Sep.  20,1971 

0202,783    Fedtro,  Inc.  v.  Jerry  Franklin  Asso-    d67Civ296  S.D.N.Y...  INJ May  29,1969 

ciates. 

0202,878    Pizza  Hut  v.Cotner _ d2111  W.D.  Ark  .        V,  I  Apr.  18. 1968 

0203,435    Coscov.  Century  Products  Inc. 163PQ567 (Inventor's        Oct.   17,1969 

name 
added.) 
0203,491    W.  A.  BaumCo.  v.  Propper  Mfg.  Co  .  174PQ22  NV  Apr     4  1972 

0203,517    H.  J.   Ashe  Co.   Inc.  v.   Bridgeport    d66Civ32%S.D.N.Y  .  DM  Apr.  26,1968 

Metal  Goods  Mfg.  Co. 

0203,608    Diversified  Prod.  Corp  et  al  v.  Sports    160PQ458 NV Dec.  31,1968 

Stores  Inc.  et  al. 
0203,633    Oynaplastics,  Inc.  V.  HFC  etal dCA7-473  N.D.  I May     8,1970 

0203,783    JohnThomasBattslnc.v.  Mr.  Hanger.  176PQ388  NV  June  14  1972 

D203,837    Diversihed   Products  Corp.  et  al.  v.    dl6848  D.  Md NV. Mar.  12,1968 

Sports  Center  Co. 

0204,100    American  Optical  Co.  etano.v.  Rayex    d6b-2398  S.D.N.Y....  CJ,  Inj Apr.  21,1969 

Corp.  et  ano. 
0204,121    Schwinn  Bicycle  Co.  V.  Goodyear  Tire    160PQ587     ...        NV  Nl  June    8,1969 

&  Rubber  Co. 

Troxel  Mfg.  Co.  V.  Schwinn  Bicycle  Co.  172PQ292 SJ,  Return  Nov.  22,1971 

Royalties 

0204,175    Mr.  Hanger,  Inc.  V.  Samara  Bros d67C-1700  S.D.N.Y      DM 

Mr.  Hanger,  Inc.  V.  Apparel  Plastics..  d68  957Civ-JE  V,  I  Mar.    7,1971 

S.D. Fla. 
Mr.  Hanger,  Inc.  V.  Yankee  Plastics...  d66Civl249  S.D.N.Y     DM  Feb.     7.1968 

Mr.  Hanger.  Inc.  v.  Yankee  Plastics  ..  d67Civl060  S.O.N. Y..  CJ,  Inj   .  Feb.  14, 1969 

0204,320    AmericanOpticalCo.  etano.v.  Rayex    d66-2398  S.D.N.Y...  CJ.Inj Apr.  21,1969 

Corp.  et  ano. 

0204,886    Telex  Corp.  V.  R-Columbia  Products    d67C54  N.D.  Ill V,  I Dec.  12,1968 

Co.  Inc.  °t  al. 

D204,935    MontgomeryWard&Co.  Inc. V.  Inter-    d68Civ3499  S.D.N.Y..  DM Apr.  13,1970 

national  Playtex  Corp. 

D204,  995    Sperry  Rand  Corp.  v.  Oliver  Corp d69C547  N.D.  la DM June  15, 1971 

0205,338    Progressive  Dynamics  V.  Bristol  Prod.  d69588  N.D.  Ind  ....  CJ,  Inj     .  Aug.  25, 1971 

0205,459    Kenner  Prod.  V.  BrossetaL._ dl728  70  0.  N.J  DM  Mar.  26, 1971 

D205,  869    Marian  Co.  v.  Perma-Vend  Corp d66C1134  N.D.  III....  V,  CJ,  Inj  ....  May  28, 1968 
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0205,869    Jacoby-Bender,     Inc.     v.     Jacques    d68Civl239 S.D.N. Y..  DM.. Jan.     6,1969 

Krdisler  Mfg.  Corp. 

D206,486    Storm  Man.  Co.v.  Looboyle,  Inc d68-309Civ  W.D.  INJ Oct.     8,1970 

Okla. 

0206,662    AMPInc.  V.Virginia  Panel  Corp. d69C27-H  W.D.  I, INJ Feb.  26,1970 

Va. 
D207,O47     PilolResearchCorp.v.S.  Klein  Dept    d68Civ3015  S.D.  DM Aug.    6,1969 

Stores,  Inc.  N.Y. 

PilotResearchv.  Mar-Clay  Mills,  Inc..  d3580  D.  Del V May  28,1969 

0207,260    ModuchisCorp.  V.Jack  Mason  etal...  dC72-523  N.D.  CJ,  INJ Dec.     5,1972 

Ohio. 
0207,342    Robertshaw  Controls  Co.  V.  Honey-    d68-1132S  CD.  DM July     3,1969 

well.  Inc.  Calif. 

D207,644    Matyas  V.  Great  Lakes  Hardware d30178E  D.  Mich....  CJ,  INJ May  28,1968 

D208,285    Bercy  Industries,  Inc.  V.  Rialto  Prod.    d67Civ  3521  S.D.  DM Mar.  25, 1970 

Inc.                                                        N.Y. 
0208,350    Tenex  Corp.  v.  Den.  Felt  &  Carlyle    d67Civl578  N.D.  DM. Mar.  19,1968 

Vinyl  Products.                                      III. 
0208,474    Coastal  Dynamics  v.  Symbolic  Dis-    175PQ81  CA9 NV  Aff  Aug.    4,1972 

plays. 
0208,501    Seeburg  Corp.  V.  Taran  Enterprises,    d67-1058  S.D.  Fla...  I.. May  12,1969 

0209.010  Elpo   Ind.,   Inc.   v.   Chadwick-Miller    d67Civ5019S.D.N.Y..  I Mar.  31,1970 

Inc. 
Elpo  Ind.,  Inc.  v.  Nevco  Wood  Prod.    d67Civ5018S.D.N.Y.    CJ,  INJ Oct.   20,1969 

Co. 
0209,045    Schlumberger  Ltd.  V.Shelby  Dinettes,    d68-H-397  S.D.  V,I,INJ Feb.     6,1970 

Inc.                                                       Texas. 
0209,467    Ames  Shower  Curtain  Co.  v.  Heinz    158PQ549 I June    4,1968 

Nathanson. 

D209.499    Reynolds  Ind.  v.W.H.  Collins d69-3718S.D.N,Y....  DM.... Sept.14,1971 

0209,674    Otto    Kadmon    Inc.    v.    N.Y.    Mer-    d69-1529S,D.N.Y....  INJ Feb.  18.1970 

chandise  Co. 
0209,771     George  Saltzman  et  ano,  v.  Samuel    d68Civ2290S.D.N.Y..  INJ Oct.     2,1968 

Bitran. 

•  0210,015    Fedtuo,  Inc.  v.SpencerGiftsetal d341-68  D.N.J. DM Apr.   28,   972 

D210,052    Perfect   Film   &   Chemical   Corp.  v.    d68Civ2272  N.D.  DM... Jan.   31,1969 

Aimes  Engr.  Co.  Inc.                              III. 
0210,129     Kustom    Electronic,    Inc.  et  al.    v.    d69Civl64S.D.N .  Y...  DM Feb.  10, 1970 

Maurice  Lipsky  Music  Co.  Inc. 
Kustom  Electronics,  Inc.  v.  Southeast    d69-19  M.D.  Fla DM Sept.  22, 1969 

Tech.  Enterprises  Inc. 

0210,434    John  Thomas  Batts  Inc.  V.  Mr.  Hanger.  176PQ388.. NV June  14, 1972 

0210,842    Child  Guidance  Toys,  Inc.  v.  R.  H.    d68Civ3831  S.D.N. Y..  DM July   19,1972 

Macy  &  Co.  Inc.  «• 

0210.922    Stimulant    Products    Inc.   v.   Vibrex    161PQ513. Nl.... Apr.     7,1969 

Corp.  et  al. 
0211,018    Maxwell     Royal    Chair    v.    Clayton    d2391  W.D.N. C CJ,  V,  INJ Jan.     6,1971 

Marcus. 
0211,358    Kustom    Electronics    Inc.    et    al.    v.    d69Civl64S.D.N.Y...  DM.... Feb.  10,1970 

Maurice  Lipsky  Music  Co.,  Inc. 

0211,602     Maytag  Co.  v.  Hoover  Co d70C2946  N.D.  la...  DM Oct.'  12,9171 

0211,633)   Maxwell     Royal    Chair    v.    Clayton    d2391  W.D.N. C CJ,  V,  INJ....  Jan.     6,1971 

0211,785-      Marcus. 
0211,7861 

0212.011  Lewis    Risom    Design    v.    John    E.    d70-C127J  E.D.N. Y..  DM Mar.    8,1971 

Sjostrom  Co. 

0212,261     Ritchard  Salvage  V.  Magesco  Trading    d68Civ4910  DM Mar.  20, 1970 

Corp.  S.D.N. Y. 

0212,372    Triman  Tele  goal    v.  Wichita    Falls    dCA-627  N.D.  Texas.  V. Apr.  14,1971 

Indep.  School  Dist, 

0212  602    SchnadigCorp.v.Sherman-Bertrans..  dD9H554  S.D.  Texas..  INJ... Nov.  16.1970 

Schnadig  Corp.  V.Nat.  Upholstery  Co.,    dC-13-G-70  CJ.. Dec.  29,1969 

Inc.,  etal.  M.D.N.C. 

Schnadig  Corp.  V.  Sawyers  Furniture    d69-C-80-A  CJ Dec.  29,1969 

Co.,  Inc.  W.D.  Va. 

SchnadigCorp.v.Waynline,  Inc dl2223  N.D.  Ga. CJ,  I,  INJ Aug.  25, 1969 

Schnadig  Corp.  V.  Monroe  Upholster-    d20106  Cfv  0.  Md. ..  INJ. May  21,1969 

Co.,  Inc. 

0212,699    Basic  Products  Development  Co.,  Inc.    dl82-69  D.N.J DM Oct.)  20,1971 

V.  Plawner,  et  al. 

0212.722    Fedtro,  Inc.  v.  Oliow  Products  Co.,    d69C938  E.D.N. Y CJ. May  24,1972 

et  al. 

0212.825  Alprod  Corp.  v.  Southeastern  Plastics    d2475W.D.N.C DM. Dec.  21,1971 

Corp. 

0212.826  Alprod  Corp.  V.  Southeastern  Plastics    d2475W.D.N.C DM Dec.  21,1971 

Corp. 
0212,864    C  &  F  Products  of  San  Francisco  v.    d70C2301  N.D.  Ill CJ,  INJ. 

Popular  Products  Mfg. 
0212,882    Intertech  Enterprises,  Ltd.  v.  Atmos    dC1307-68D.N.J V,  I,  INJ Dec.  11,1969 

Tech.  Corp. 
0213,347    TheMurray  Ohio  Mfg.  Co.v.  Sportans    d5449  M.D.  Tenn DM Dec.  30, 1969    Apr.  27, 

Ind.  1968, 

Bof  A. 
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0213,347    MurrayOhiolVlfg.Co.v.ZayreCorp...  d5450M.D.Tenn CJ.V.INJ     ..  July  31, 1969    Apr  27, 

1968, 
B  of  A. 
0213,609    EllisAssociates,  Inc.  v.Lilli  Ann  Corp..  d69-1683  S.D.N. Y...  DM  June  22,1972 

0213,643    Stanley  Worth  V.  Oxwall  Tool  Co d72C438  E.D.N. Y     ..  CJ  Aug.  17,1972 

0214,096    SeebufgCorp.of  Delawarev.Special-    d69C1008  N.D.  III....  CJ,  V,  I,  mJ..  Sept.  16, 1969 
ty  Sales  Corp.  of  America. 

0215,640     Popeil    Bros.,    Inc.    v.    Nathan    K.    176PQ353.. NV.     .        .     Dec.  29,1972 

Morris,  W.T.Grant  Co. 

0216.486     Bandwagon,  Inc.  V.  Kalimarinc d70C134(l)E.D.  Mo..  OM.INJ  Sept.15,1970 

0216,577    Gen'l  Foam  Plastics  V.Cole  Co.  I  nd d70C5195  S.D.N. Y..     CJ  Feb.  25, 1971 

0217,082    Harold  Koenigv.  Proper  I  nd.  I  nc d70-608-Civ-CA  OM  ..  May   14, 1970 

(S.D.  Fla.). 

Koenigv.  Proper  Industries. d70-148-Civ-LK  INJ Jan.     9,1971 

(S.  D.  Fla.) 

0219,118    SidevrfinderMarine,  Inc.  V.Bell  lnd,&    d72-2356-LTC  CD.      V,INJ Oct.    31,1972 

Schuster  Custom  Boats.  Calif. 

Sidewinder   Marine    Inc.   v.    Robert    176PQ499 V,  INJ ..Oct.    31,1972 

Burns  et  al. 

Sidewinder  Marine  Inc.  V.  Nexleretal.  dC70-2504  W.D.  INJ Jan.     4,1971 

Calif. 

0221,219    FutorianCorpv.  Pitchman  Associates,    d71C2049  N.D.  la....  V,  I,  INJ Oct.   15,1971 

Inc. 
Futorian  Corp  v.  Madison  House,  Inc.     d71-914  M.D.  Fla..      CJ  Feb.     3.1972 

0221,713    D.  Klein  &  So.  Inc.  V.  Giant  Umbrella    173PQ662 SJ  re  NV  Mar.  28,1972 

f  M  Co.  Inc.  denied. 

Re  23, 422    Agrashell  Inc.  v.  Black  Walnut  Proc-  Doc  3414  M.D.  Tenn..  DM. May     6,1968 

essing  Corp. 

Agrashell  Inc.  V.  Hammons  Products,    162PQ449  CAS NV,  Aff       ...July   23,1969 

Co. 
Agrashell,  Inc.  V.  Bernard  Sirotta  Co.    d63C206,  65C  661         Not  dis-  Mar.    6,1968 

et  al.  E.D.N.Y.  missed. 

Re  23,  464    Picker  X-Ray  Corp.  v.  Consolidated    dC924-66  D.N.J DM... Nov.  12,1968 

Electrodynamics  Corp. 

Re  23  493    Simmonds  Precision  Products,  Inc.  v.    d462-59,  133-64  Ct.    V,  I Mar.  11,1968 

US.  of  Claims. 

Re23,830    The  Kartridge-Pak  Co.  v.  J.G.  Machine    d75-69  D.N.J INJ June    5,1970 

Works,  Inc. 

Re  23  950    Levy  et  al.  v.  Varian  Assoc dl2780-68  D.N.J DM Dec.  17,1971 

Re  24  017    Devex  Corp.  et  al.  v.  Gen  Motors d3841  D.Del DM July   30,1970 

Re  24  017     Devex  Corp.  et  al.  v.  Gen  Motors 167PQ141 Nl Jan.    13,1971 

Devex  Corp.  et  al.  v.  Gen  Motors 175PQ321  CA  3 I  Rev Sept.  26. 1972 

Re  24,165    Technograph    Printed   Circuits,    Ltd.    174PQ287 DM._ May   31,1972 

et  al.  V.  Wlethode  Electronics,  Inc. 

Re  24, 165    Technograph  Printed  Circuit  set  al.  v.    dl3358  D.Md ...DM Dec.  23.1970 

Martin  Marrietta. 

Technograph  Printed  Circuits  etal.  v.    dl4084  D.Md DM Dec.  23,1970 

Westinghouse  Electric. 

Technograph  Printed  Circuits  etal.  V.    dl4299  D.Md DM Dec.  23,1970 

l.T.T. 

Re  24, 155    Technograph  Printed  Circuits  et  al.  v.    dl4374  D.  Md. DM. Dec.  23.1970 

McDonnell  Aircraft. 

Technograph  Printed  Circuits  ltd.  v.    159PQ543 DM Aug.    8,1968 

Sell  Electronics;  Corp. 

Re  24, 166    Qaikey  Mfg.  Co.  Inc.  v.  City  Prod.    161PQ4CA6 Nl Mar.  10,1969 

Corp. 

Re  24,  203    Buck  Mfg  Co.  v.  General  Automation    d26795  F.D.  Mich....  NV Feb.  19,1969 

Mfg.,  Inc. 

Re24,284     Koper  v.  Chrysler  Corp E.D.Mich DM Jan.   12,1968 

Re  24,  413    Finney  Mfg.  Co.  et  al.  v.  Electronic    d67  H819  S.D.  Texas.  DM May  12,1969 

Components. 

Re  24,  518    Nickerson  v.  Kutschera  et  al 164PQ205 C.  Estoppel        Jan.     6,1969 

found. 

Nickerson  v.  Kutschera  et  al 164PQ231  CA3 C.  Ertoppel        Dec.  23, 1969 

not  found 
Rev 

Re  24,  557    Scherr  v,  Difco  Laboratories,  Inc 159PQ257  CA6 Judgment  Oct.     2,1968 

vacated. 

Re  24,  572    Bendix  Corp.  v.  Balax  Inc. 164PQ485CA7 NV  Rev Jan.   30,1970 

Besly-WellesCorp.v.  Balax 160PQ265._ V,  1 Sept.   9,1968 

BendixCorp.v.  Balax  Inc 168PQ461 Misuse  found.  Jan.     R,  1971 

Bendix  Corp.  v.  Balax  !nc 176PQ33  CA7.. Misuse  not         Nov.  29, 1972 

found  Rev. 

Re  24.  600    Henry  7iff  v.  Montgomery  Ward  X  Co.  d30847  E.D.  Mich....  CJ..._ Jan.   22,1969 

Re  24  765    Falcon  Safety  Prod.  Co.  v.  Wagner    dl732-70  D.  N.J DM Nov.  29,1970 

Electric  Sales  Corn. 

Re  24,  765    White  et  al.  v.  Fafnir  Bearing  Co 156PQ657  CA2 V,  I.  Aff Feb.    9, 1968 

Re  24.  859    Fletcher  v.  Mohasco  Ind dr7c739  M.D.  Ill CJ Feb.  29,1968 

Re21.870    Dunloo  Co.  Ltd.  v.  Kelse/ X  Hayes  Co.  d30S29  E.D.  IVld 1 Sent.  19, 1972 

Re24,879    Caldwell  v.  U.S... 175PQ44  Court  of         NV July   24,1972 

ClaiTS 

Re  24,  899    NCRv.  MMM d3518  D.  Del DM  without       Jan.     7,1971 

prej. 
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Re  24,954    Slick  IndnMrial  Co.  v.  R.M.R.  Corp.,.  dl9106  D.  Wld DM Apr.  25,196 

Re  24,  954    Aerodyne  Machine  v.  Slick  Industrial    169PQ150  D.  Minn...  NV Feb.  23, 1971     B  of  A.     9 

Co. 
Re  24,  955    Allstate-Campbell  Inc.  v.  Joseph  S.    d4-67C24  D.  Minn...  DM  withO'Jt       Feb.     9,1968 

Leader  el  al.  prej. 

Re  24,  968    Sonotone  Corp.  v.  Rivertone  Co.  Inc..  de8Civ3'?63  S.O.  N.Y.  DM  with  prej.  Jan.     7,1970 

Re  24,992    St.  Reikis  Paper  Co.  v.  Tee-Pack  Inc..  176PQ259  N.D.  Ohio.   NV Dec.  22,1972 

Re  25,011     SCM  Corp.  V.  Nippo  Machine  Co.  Ltd.  d71Civ445  S.D.  N.Y..  CJ,  I May     7,1971 

Re  25, 125    White  Consol.  Ind.  v.  Maytag d9  2473C1  S.D.  Iowa.  DM  with  prej.  Nov.  18, 1S70 

Re.  25,129    Fenwallnc.  v.  Cutter  Lab 65  C  1124  N.D.  III...  Dm  w/p May   13,1958 

Re  25,147    Cessna  Aircraft  v.  Koehring 69  C  434  E.D.  Wise.  CJ,  1. Mar.  18,1971 

Re.  25,157    White  Consol.  Ind.  v.  Maytag 9  2473  CI  S.D.  Iowa.  Dm  w/p Nov.  18, 1970 

Re.  25,171     Fenwal  Inc.  V.  Cutter  Lab 65  C  1124  N.D.  III...  Dm  w/p May   13,1968 

Re.  25,249     Kelly  Co.  Inc.  v.  Unarco  Industries    3809  M.D.  Tenn.  CJ,  V,  I Dec.  12,1968 

Inc.  863  0G15. 

Re.  25,311     Honeywell,  Inc.  v.  Sperry  Rand  et  al..  69  C  1534  N.D.  111...  Dm  w/p. Mar.  19. 1972 

Re.  25,354    Photon,  Inc.  v.  Eltra  Corp.  et  al 163  USPQ  165  67  C       NV,  Nl Aug.  18,1969 

1627  N.D.  III. 

Re.  25,402     Brown  v.  Myerberg  et  al 164  USPQ  505.. NV Jan.   15,1970 

Eugene  K.  Barnes  v.  Michael  Myer-    62  Civ.  3653  S.D.        NV  35  USC         Feb.  17,1970 

bergetal.                                              N.Y.                             103. 
fie.  25,408    E.  W.  Bliss  Co.  v.  Buffalo  Weaving  &    11,234  W.D.  N.Y Dm Nov.    5,1971 

BeltmgCo. 
Re.  25,441     Magnetics  Inc.  v.  Arnold  Engineering    163  USPQ  513  D.N.      NV.. Aug.  28, 1969 

Co.  etal.                                                   111.  67  C  635. 
Magnetics  Inc.  V.  Arnold  Engineering    168  USPQ  393  CA  7,     NV  (Aff) Jan.   19,1971 

Co.                                                         18182. 
He-  25,493    Reeves  Bros.  Inc.  v.  U.S.  Laminating    157  USPQ  234  E.D.      NV,  Nl Jan.   23, 1968 

Corp.  etal.                                             N.Y.  62  C  1248. 
Re.25,542    Elux,  Inc.  v.  Astral  Prec.  Equipment    69  C  2590  N.D.  III...  CJ,  I May     2,1972 

Inc. 
Re.  25,595    Schnitger  v.  Canoga  Electronics  Corp.  174  USPQ  321  Res  Judicata      June  20, 1972 

71-2614  CA  9th            found  (Aff.) 
Cir. 
«e.  25,626    Maxon  Premix  Burner  Co.  v.  Eclipse    171  USPQ  138  68  C    I... ....July     2,1971 

Fuel  Eng.  Co.                                            132  N.D.  III. 
Re.  25,626    Maxon  Premix  Burner  Co.  v.  Eclipse    175  USPQ  324  CA7..  Aff.,  I Sept.  18, 1972 

Fuel  Eng.  Co. 
Re.25,634    McCullough  Tool  Co.  v.  Pan  Geo  Atlas    67  H  408  S.D.  Tex...  Dm  wo/p Aug.  15,1959 

Corp. 
Re.  25,637    Am.  Cyanamid  Co.  v.  Lincoln  Lab.    65  C  1481  N.D.  III...  Dm Aug.  14,1969 

Inc. 
Re.  25,695    I nterniountain  Research  &  Engineer-    661167R  D.C.  Calif.      NV,  Nl  June  15, 1971     B  of  I 

ing  Co.  etal.  V.  Hercules,  Inc.  171  USPQ  577.  (fraud  (parent). 

found). 
Iron  Ore  Co.  of  Canada  et  al.  V.  Dow    177  USPQ  34  NV  (fraud  Dec.  27, 1972     B  of  I 

Chemical  etal.  C249-C9,  found).  (parent). 

C177-70,  D. 
Utaii. 
Re.  25,716    Maxant  Button  &  Supply  Co.  v.  Sears    156  USPQ  484  CA7       NV,  Nl  Aff....  Jan.   IS.  1968 

Roebuck.                                                16293. 
Re.  25,735    Lamb  v.  Hussman  Refrigerator  Co.  et    160  USPQ  812  CD.       Nl Dec.  17. 1958 

al.                                                             Oreg.  65-633. 
Re.  25,737    Ex-Cello  Corp.  v.  Kearney  &  Trecker    35374  E.D.  Mien Dm  (stip) Sept.  21, 1972 

Corp. 
Kearney  &  Trecker  Corp.  v.Giddings    66-C-368  67-C-113      V,  I Nov.  13,1969 

&  Lewis  Machine  Tool  Co.  E.D.  Wise.  164 

USPQ  173. 
Re.  25,737     Kearney  &  Trecker  Corp.  v.  Giddings    171  USPQ  650  CA7,      Rev:  NV,  M,      Oct.    28.1971 

SLe'vislnc.                                          18354.                           F. 
Re.  25,740    University    of    Illinois    v.    Blonder    66  C  567  N.D.  III....  NV Sept.  27, 1971 

ToilgDG. 

Unii-eisity    of    111.     Foundation     v.    164  USPQ  545  CA7,      NV,  Rev Feb.  13, 1970 

Blonder  Tongue  Laboratories,  Inc.         17i53 

Re.  25,792    Inierr.ational  Paper  Box  Maciine  Co.    160  USPQ  466  66-       V  and  I Dec.     6,1968 

V.    Specialty    Automatic    Machine        55-  W  D.  Mass. 
Corp. 

International  Paper  Box  Machine  Co.    868  O.G.  377  CAl....  Rev  Dec.     6,1958 

V.    Specialty    Autoiiiatic    Machine 
Corporation. 

Re.  25,834    Sarkes  Tarzian  Inc.  v.  ALPS  Electric    70  C  22  N.D.  Ill Dm  wo/p Oct.    19, 1970 

Co.  Ltd.  et  al. 

Alps   Electric   Co.   et   al.   v.  Sarkes    70  C  1857  D.  N.  J....  Dm  w/p Mar.  26, 1971 

Tarzian  Inc. 

Re.  25,840    Amor.  Cyanamid  v.  Pfizer 2874  D.  Del Dm  w/p. Mar.  15, 1968 

Re.  25,863    LarJig  Silo  Unloaders,  Inc.  v.  Mutri    8;G  OG  814  10139         CJ  P  o'.vncr        May   15,1970 
Seal  Storage  Systems,  Inc.  et  al.  Civil  M.D.  Penna.         of  patent. 

Re.26,111     Amori  et  al.  V.  Mattos  et  al  167  USPQ  67  44963      NV Aug.  10, 1970 

ACW  N.D.  Calif. 

Re.  26,117    Amori  et  al.  v.  Mattos  et  al 167  USPQ  67  4-1963      NV Aug.  10, 1970 

ACW  N.D.  Calif. 
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Re.  26,119  Leviton  Wlfg.  Co.  v.  Slater-Electric  Inc 
Lucerne  Products  Inc.  et  al.  v.  Cutler- 
Hammer,  Inc. 

Re.  26,130  Conversion  Chemical  Corp.  v.  Dutone 
Chemical  Co.  Inc. 

Re.  26,135  Ideal  Industries,  Inc.  v.  Whitin 
Machine  Works,  Inc. 

Re.  26,144    Photon,  Inc.  v.  Eltra  Corp 

Re.  26,188    Esso  Research  &  Engineering  Co.  v. 

Pontiac  Refining  Corp.  et  al. 
Re.  26,220    Drilling  Well  Control,  Inc.  v.  Dresser 

Industries,  Inc. 

Re.  26,232     FIVIC  Corp.  v.  Hunter  Eng.  Corp 

Re.  26,236    Cincinnati   Shaper   Co.    v.    Dries    & 
Re.  26,244    Eciin<:e  Fuel  Eng.  Co.  v.  North  Amer. 

Mfg.  Co. 
Re.  26,259    Uum  «/.  J.  Kaufman  Iron  Works,  Inc. 

Re.  26,368     Brose  v.  Sears  Roebuck  &  Co.. 

Re.  26,368     Brose  v.  Sears  Roebuck  &  Co.._ 

Re.  26,521     Th<>  Seeburg  Corp.  v.  I^ational  Baron 

Corp. 
Re.  26,521    Seeburg  Corp.  v.  Sakata  International 

Inc. 

Re.  26,521     Seeburg  Corp.  v.  Wurlitzer.. 

Re.  26,619    GAP  Corp.  v.  Honeywell,  Inc 

Re.  2o,556     E.  M.  IVIelahn  v.  Haskon  Inc 

Re.  26,672    Contour  Saws,  Inc.  v.  L.  S.  Starrett 

Co. 
Contour  Saws,  Inc.  v.  L.  S.  Starrett... 


Re.  26,751    Sticker   Industrial   Supply   Corp.   v. 

Blaw-Knox  Co.  et  al. 

Re.  26,787    Winegard  Co.  v.  The  George  Co 

Re.  26,902    Supreme  Equipment  &  System  Corp. 

V.  Lear  Siegler,  Inc.  et  al. 

Re.  26,949    Batts,  Inc.  v.  IVIr.  Hanger  Inc.  et  al... 


Re.  27,028    Fluorodynaniics,    Inc.    v.    Penntube 

Plastics  Co. 
Re.  27,182    Hickory  Spring  IVIfg.  Co.  v.  Fredman 

Bros.  Furniture  Co.  Inc.  et  al. 
2.126.786    Minn.  Mining  &  Mfg.  Co.  v.  Amer. 

Optical  Co. 
2,129,332     Mastini    v.    General    Telephone    & 
Electronics. 
Domenico  Mastini  v.  Int.  Tel.  &  Tel... 

Mastini  V.  AT  &  T,  IT  &  T_ 

Mastini  V.  AT  &  T  et  al 

Mastini  v.  AT  &  T  et  al 

Mastini  V.  AT  &  T  et  al.. 

2,201.490    Howe  v.  General  Motors  Corp 

2,328,655    Food  Machinery  &  Chemical  Corp.  v. 

Walker  Process  Equipment,  Inc. 
2,330,370     B.  F.  Goodrich  Co.  v.  Rubber  Latex 

Prods.  Inc. 
2,  355. 966    W.  R.  Grace  &  Co.  et  al.  v.  The  U.S_ . . 
2,378,328    Evans    &    Robinson    v.    McDonnell 

Aircraft  Corp. 
Rabley  D.  Evans  et  al.  v.  McDonnell 

Aircraft. 
2,  388,  220    Edward  A.  Rockwell  et  al.  v.  Midland 

Ross  Corp. 

2,395,449    Briggs  v.  Wix  Corp 

2,421,806    Agrashell  In';,  v.  Composition  Mat- 
erials Co. 
2,441,090    TeGrotenhiiis   v.    Firestone   Tire    & 

Riibbei  Co 
2,441,960    Technograph  Printed  Circuits  Ltd.  et 

al.  V.  Packard  Bell  electronics  Corp. 

et  a;. 
Techno^ranh  Printed  Circuits  Ltd.  v. 

Martin  Marrietta. 
Technograph    Printed    Circuits    Ltd. 

V.  Westinghous  Electric. 


169  USPQ202 

175  USPQ485C66 
315  N.D.  Ohio. 

71  C  1528  N.D.  III.. 

2303  W.D.N. C 

163USPQ165  67 
C  1627  N.D.  III. 

67  H283S.D.  Texas 

174USPQ222  68H 
52  S.D.  Texas. 

68  C  355A  ED.  Mo.. 

68  C  1343  N.D.  III... 

67  C  1457  N.D.  III... 

173  USPQ716  66 
Civ  2378  D.  N.Y. 

168USPQ496S.D. 
Fla. 

172  USPQ458CA5.. 

69  C  1123  N.D.  III... 

70  C  961  N.D.  III.... 

70  C  2581  N.D.  111... 
69  C  2293  N.D.  111... 
7CS42  N.D.  Ind.... 

68  939  WD.  Mass... 

165USPQ555CA1, 
Mass.  7521. 
Rehearing  refused 

166  USPQ  1. 

65  C  500  N.D.  III. 

167  USPQ  442. 

69  C  1231  N.D.  III... 

173  USPQ  224  E.D. 
N.Y. 

176  USPQ  388  68  C 
279  69  C  245  E.D. 
N.Y. 

4161  D.  Del.. 

173  USPQ  339  P 

3170  S.D.  111. 
C-11-216  W.D.N. Y... 

61  Civ  2677  S.D. 

N.Y. 
61~C-2678S.D.N.Y.. 

71-787  D.  Md 

16899  D.  Md 

18973-5  D.  Del 

169  USPQ  577  CA3_. 

158  USPQ  522  CA7.. 
60  C  1007  N.D.  111... 

158  USPQ  513  6th 

Cir. 
304-54  Ct.  CIs 

158  USPQ  247  CA8.. 

66C  Y0Y(2)  E.D. 
Mo. 

66  C  202  N.D.  Ill 

163  USPQ  283 

65~C-2011  S.D.N. Y.. 

C66-774  N.D.  Ohio 

159  USPQ  543. 

ISS-^SD.  Md 

14084  D.  Md... 


.  NV_ Sept.  29, 1970    B  of  I. 

Estoppel  July   27,1972    B  of  L 

found. 
.  Dm Mar.    3,1972 

.  Dm  w/o  p Jan.   31,1969 

NV. Aug.  18,1969 

Dm June  11,1969 

V,  Nl. Dec.  30,1971 

.  NV Mar.  28,1972 

.  Dm.. May        1971 

Dm... Sept.  16, 1968 

NV... Apr.  10,1972 

V,  Nl Jan.     7,1971 

V,  Nl  Aff Jan.   28,1972 

Dm.. Mar.  27.1970 

CJ,  V Apr.  28,1972 

CJ,  V Mar.  5.1971 

Dm Oct.  4,1971 

Dm  w/p Aug.  31,1970 

V,  I Dec.  17,1969 

J  Vacated May   18,1970 

June    5,1970 

J  Vacated Oct.    12, 1970 

Dm  wo/p Mar.  29,1971 

VCl.  1&2         Mar.    2,1792 

NV  CI. 

3-11. 
NV.. June  14,1972 

Dm  w/op Feb.     2,1971 

NV... Feb.  18,1972 

Dm Aug.  14,1968 

Dm Oct.   20,1972 

Dm Feb.    9,1968 

Dm  w/p_ Mar.    6,1972 

Dm Dec.     2,1970 

Dm Dec.     2,1970 

Aff'd  Res  Apr.  13,1971 

jud  Nl. 

NV  Aff'd July   15.1968 

Dm Mar.  26,1969 

NV  Aff'd July   29,1968 

Jfor  P July   17,1970 

J  of  Dm  June    7,1968 

Vacated. 
Dm.. Jan.   20,1969 

Dm  w/p Sept.  23, 1969 

NV July  25,1969 

Dm. May  03,1968 

Dm  w/p     Nov.  13, 1972 

Dm Sept  17,1968 

Dm... Dec.  23, 1970 

Dm... Dec.  23.1970 
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Technograpli  Printed  Circuits  Ltd.  v. 

I.T.T. 
Technosraph  Printed  Circuits  Ltd.  v. 

McDonnPlI  Aircraft. 
Technograph  Printed  Electronics.  Ltd. 

et  aL  V.  Hoffrran  Electronic  Corp. 
Technograpti  Printed  Circuits  Ltd.  v. 
Methode  Electronics  Inc.  et  al. 

2,443,871    Grand  Union  v.  Kingston  Mfg... 

2,  445,  038    The  Union  Metal  Mfg.  Co.  v.  Streator 
Dependable  Mf?.  Co. 

2,  450, 152    Miller  v  Daybrook-Ottawa  Corp 

2,450,462    Picker  X-Ray  Corp.  v.  Consolidated 
Elecirodynamlcs  Corp. 

2,  452,  549    Cleeton  v.  Hewlett  Packard  Co 

2, 458, 607    Jenn-Air  Corp.  v.  Penn  Ventilator  Co. 

Inc. 
2,  462,  625    Flornian  v.  Nortti  American  Phillips^. 

2,463,780    Koehn  et  al.  v.  Diffraction  Co 

2,465,899    Maxon   v.    Maxon   Construction   Co. 

I'X. 

2,467,607    Union  Trust  Nat.  Bank  v.  Audio  De- 
vices. 
2,  471,  413    Cleeton  et  al.  v.  Hewlett  Packard  Co... 

2,476,960    FMCCorp.v.  Keizer  Eq'.iipmentCo 

2,478,770    Fletcher  v.  Mohasco  Ind 

2,481,566    Westwood  Chemical,  Inc.  v.  Owens- 

Corni'ig  Fiberglass  Corp. 
2,  49/,  961    Shaw  v.  Non-Linear  Systems  Inc 


14299  D.  Md... 

14374  D.  Md... 

62  165f=  Y  S.D. 

Calif. 
174  USPQ  297.. 


160USPQ438 

67C1943N.D.  Ill 

158  USPQ  635  

C  924-66  D.  N.J.... 


173  USPQ  534 

174  USPQ  419  CA  3. 

64C3414S.D.N.Y. 
173  USPQ  705. 
158  USPQ  77  CA  6-. 

66  Civ  1212  S.D. 
N.Y. 

173  USPQ  534 

4451  E.D.  Mich 

67C739N.O.  Ill  .... 
17!  USPQ  1CA6_.. 

3152  S.D.  Ohio 


18489- C  D.  Md_... 
18490  Civ.  D.  Md 
67  C  1081  N.D.  ML.. 
S6-337-C  W.D.  Okia 
67-C-1214  N.D.  III.. 


165  USPQ  99 

171  USPQ  713  CA5.. 


Westwood  Chen, leal,  Inc.  v.  Owens-    163  USPQ  79 

Corning  Fiberglass  Core 
Preeaus  &  McAlpin  Co.  v.  Belair  Ind.    65  C  24(1)  E.D.  Mo. 

Inc. 
Printing  Plate  Supply  Co.  v.  Areata     1970-585  W.D.N.Y.. 

Graphics  Corp. 
J.  Bobst  &  Fils  S.A.  V.  Consolidated    66  C  824  N.D.  111... 

Int'l  Equip.  &  Supply  Co. 
Tobias  Miller  V.  General  Telephone  Co.  C71-349  N.D.  Ohio 
Plastic  Contact  Lens  Co.   v.  W.R.S.     169  USPQ  684 

Contact  Lens  Labs.,  Inc. 
J.  Bobst  &  Fils  S.A.  V.  Consolidated 

Int'l  Equipment  &  Supply  Co. 

Calgon  Corp.  v.  Dukeland_. 

Calgon  Corp.  v.  Nathan  Mash,  Inc 

Calgon  Corp.  v.  Kerker  Packing  Co... 

The  Drackett  Co.  v.  Ingle  Bros.  Co 

Crane  Co.  v.  Chicago  Specialty  Mfg. 

Co. 

In  re  Hobbs  AEC  Pat.  Comp.  Bd 

Hobbs  V.  United  States  Atomic  Energy 

Com. 
Bertha  Kasoff  v.  Johnson  &  Johnson..  216-68  D.  N.J  .. 
Rockform  Corp.  v.  Kwik-Lock  Form    29677  E.D.  Mich. 

Co. 
Seeburg  Corp.  v.  Taran  Enterprises 

Inc. 
Baxter    Laboratories    Inc.    v.    Corn    S.D.  Fla.  d62C1757 

Products.  N.D.  III. 

Baxter    Laboratories    Inc.    v.    Corn     157  USPQ  482  CA7.. 

Products  Co. 
Int.  Research  &  Development  Corp.  v.    175  USPQ  682 

Matson  Navigation  Co. 

W.  A.  Pipkin  et  al.  v.  FMC  Corp 66-394  CIV  M.D.  Fla. 

Imperial  Appliance  Corp.  v.  Hamilton    63-C-291  E.D.  Wis  .. 

Mfg.  Co. 
2,  544,  246    George  H.  Butterfield,  Ir.  v.  Erie  Con-    98-69CA  Erie  W.D. 

tact  Lens  Laboratory,  Inc.  Pa. 

George  H.  Butterfield,  Sr.  v.  Conforma    548~69-N  E.D.  Va... 

Laboratories,  Inc. 
George  H.  Butterfield,  Sr.  v.  Tru  Form    70  Civ  640  S.D.  N.Y.. 

Contact  Lens. 
George  H.  Butterfield  v.  Rynco  Scien-    70  Civ  642  N.D.  III... 

tific  Corp. 
George  H.  Butterfield  v.  Professional    70  Civ  633  S.D.  N.Y.. 

Contact  Lens  Serv. 
George    H.    Butterfield    v.    Ostertog    70  C  160(1)  E.D.  Mo. 

Optical  Service. 
George    H.     Butterfield    v.Mo    Con    70  C  167(1)  E.D.  Mo. 

Laboratories  Inc. 


2,  481,  566 

2,  500,  864 

2,  507,  347 

2,  507,  556 

2,  509,  833 
2,  510, 438 

2,  512,  084 

2,513,094 

2,515,403 
2,  520,  092 

2,  520, 364 

2,525.910 
2,  526,  529 

2,531,374 

2,  531,  999 

2,531,999 

2,  539, 168 

2.540,345 
2,540,955 

.  Dm Dec.  23,1970 

Dm Dec.  23,1970 

Dmwo/p Feb.  19,1970 

Estoppel  May  31, 1972 

found 

NV. Oct.  21,1968 

Dmw/p Dec.  16,1969 

V,  L May  17.1968 

Dmw/p Nov.  12,1968 

NV,  1  if  v..   .  Mar.  30,1972 
V,  I,  Aff'd June  27,1972 

Dmwo/p Mar.  19,1968 

Nl Apr.  28,1972 

.  I  Rev'd  D.Ct..  May  31,196s 

Dmw/p. June  22,1971 

.  NV Mar.  30,1972 

.  Dmw/p Mar.    4,1970 

.  CJ Feb.  29,1968 

.  NV  Aff./CI.  ?..  Aug.  24, 1971 

.  NV,  Nl  Nov.    4,1969 

Misrep.  of 

3rt. 
.  NV/NI July  29,1970 

.   Dm Mar.  21,1968 

-  J Oct.     2,1972 

.  CJ,  V... May   12,1969 


NV Dec.  11,1972 

Not  M July    16,1970 

66  C  824  N.D.  Ill CJ,  V May   12,1969 


Dm July  22,1968 

Dm Mar.  26,1969 

Dm Feb.  26,1969 

V.  I May  20,1968 

Dm Feb.  16,1968 

NV.. Mar.  18,1970 

NV,  Aff Oct.   28,1971 

Dm Dec.  30,1968 

CJ Mar.  25,1968 


67-1058  Civ  JE. I May   12,1969 

NV 

V,  I  Rev May     1,1968 

I.. -.  Sept.  14,1972 


SJ  for  def Apr.     7,1969 

Dm  w/p Sept.  20, 1971 

I Nov.  17,1969 

I Nov.  17,1969 

Dm. May     1,1970 

Dm June  17,1970 

Dm July   13,1970 

Dm  wo/p Sept  23, 1970 

Dm  wo/p Sept.  23, 1970 


23-932—74- 
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2,544.246    George   H.    Butterfiield   v.   Nashville    5648M.D.Tenn Dm Feb.  12,  1970 

Continued        Optical  Dispensary. 

George    H.    Butterfield    v.    Horner-    5649  M.D.  Tenn Dm Mar.  20,  1970 

Raiiscli  Optical  Co.  Inc. 

George  H.  Butterfield  V.John  S.  Milan    5680  M.D.  Tenn Dm Sep.  30,  1970 

Optical  Co.  Inc. 

George  H.  Butterfield  v.  Herslof  Op-    70-C-102  E.D.  Wis...  Dm  w/p July  10,  1970 

tical  Co. 

George  K.  Butterfield  v.  C-R  Contact    13669  N.D.  Ga. Dm July   13,  1970 

Lens  Inc. 

George  H.   Butterfield  v.   Pac.  Con-    70-741-FW  CD.  Dm June  19,  1970 

tact  Lens  Inc.  Calif. 

George    H.    Butterfield    v.    Security    70-742-FW  CD.  Dm... June  19,  1970 

Contact  Lens  Inc.  Calif. 

George  H.  Butterfield  v.  Hunter  Op-    70-744-FW  CD.  Dm June  19,  1970 

tical  Lens  Inc.  Calif. 

George  H.  Butterfield  v.  Herman  B.    447-70  D.  N.J. Dm June  17,  1970 

Dineman. 

George    H.    Butterfield    v.    Rockford    70-C-156  D.  Wise...  Dm June  19,  1970 

Optical  Service. 

George    H.    Butterfield    v.   Cushman    7C-735-FWC.D.  Dm May  30,  1970 

Contacts.  Calif. 

George    H.    Butterfield    v.    Ostertag    70-C-160(l)  E.D.  Dm May  30,  1970 

Optical.  Mo. 

George  H.  Butterfield  V.  No-Con  Lab.    70-0-167(1)  CD.  Dm. May  30,  1970 

Inc.  Mo. 

George  H.  Butterfield  V.  Hunter  Op-    70-744-FW  CD.  Dm May  30,  1970 

tical  Co.  Calif. 

George  H.  Butterfield  v.  Herman  Pol-    448-70  D.  N.J. Dm May  30,  1970 

lock. 

George  H.  Butterfield  v.  Eye  Lab.  Inc.    70-0-166(2)  E.D.  Dm Apr.  28,  1970 

et  al.  Mo. 

George  H.  Butterfield  v.  Fused  Kon-    69-C-2185  M.D.  111...  Dm  w/p Dec.  14,  1970 

tacts  of  CM. 

George  H.  Butterfield  V.  Ilnvsible  Lens  70-C-413  N,D.  111...  D.mw/op Sep.  18,  1970 

Corp. 

George  H.  Butterfield  v.  Tower  Op-    70-C-852  N.D.  111....  Dm. Aug.  26,  1970 

tical. 

George  H.  Butterfield  v.Chavin 70-C-675  N.D.  111....  Dm  w/op Sep.  18,  1970 

George  H.  Butterfield  v.  Oculus  Con-     171  USPQ  527 NV Oct.    6,   1971 

tact  Lens  Co. 

George  H.  Butieifieldv.Arlonetal N.D.  Ill NV Oc.  26,   1971 

2,545,620    Venning  Components  Inc.  v.  Krouse-    1083-66  D.  N. J Dm Oci.  16,   1969 

!?l5  DoremusFoiindrvCo. 

2,547,640    Hazeltine    Research    Inc.    v.   Zenith     161-USPQ  577  Sup.      M,  Inj. May  19,  1969 

Radio  Corp.  Ct.  '^S. 

2,552,433    John  H.  K'rby  et  al.  v.  Schlumberger    63-H-392  S.O.  Dm  w/p Feb.  24,  1970 

V/ell  Surveying  Corp.  Texas. 

2,554,844     McCullough  Tool  Co.  v.  Well  Surveys    158  USPQ  81 I May  16,  1968 

Inc. 

Well  Survey- Inc.  v.Perfo-LogInc 158  USPQ  119  CAIO.  SJ  of  M  rev'd.  June    4,  1968 

2,555,962    Alice  Einstein  v.  Betty  Laine  I nc 68-C-1045  S.D.  N.Y..  Dm.... Aug.  20,1968 

2,560,655    Marvel  Specialty  Co.  V.  Magnet  Mills..  161  USPQ  412 NV Msr.  28,1969 

2.561,080     Pfizer  &  Co.  v.  Proter  Prudotti  Tera-    67-C-2556  S.D.  N.Y..  Dm  wo/p Apr.  24,1968 

peutics. 

2,563,794    Meick  &  Co.  v.  Gotham  Pharmaceu-    63-C-417  E.D.  N.Y...  CJ,  Inj June  19,1968 

tical  Co. 

2,564,044    Acme   Precision   Prod.  v.   American    174  USPQ  510 F ..July   28,1972 

Alloys. 

2,564,700    Phillips  Petroleum  V.  Sid  Riciiardson    160  USPQ  251 Nl... Sept.   7,1968 

Carbon. 

Phillips  Petroleum  v.  Sid  Richardson     163  USPQ  141  CA5...  Nl  Aff Sept.  15. 1969 

Carbon  &  Gasoline  Co. 

2,568,250    Decca  Limited  v.  The  United  States..  160  iJ<;P0  739,  164       NV Jan.   23,1970 

USPQ  348. 

2,569,462    Picker  X-Ray  Corp.  v.  Consolidated    0924-60  0.  iiJ Dm  w/p. Nov.  12,1968 

Electrodynamics  Corp. 

2.570.193  International     Nickel     Co.     Inc.    v.    68-H-894S.D.  Dm Oct.     9,1970 

Cameron  Iron  Works,  Inc.  Texas. 

2.570.194  International     Nickel     Co.     Inc.    v.    63-H-894  S.D.  Dm Oct.     9,1970 

Cai'ieron  Iron  Works  Inc.  Texas. 

2,570,637    Marvel   -n^ciaity   Co.,   Inc.  v.   Troy    59-137  M.D.  Penn...  Dm /wp June    2,1969 

Craft  Inc. 
Marvel  Syeciiltv  Co.  Inc.  v.  Elizabeth    601  Civ  E.D.  N.C Dm Mar.  21. 1969 

City  Hosiery  Co. 
Marvel  Specialty  Co.   v.  Tennessee    759  N.D.  Tenn. Dm  w/p Aug.  18,1969 

Knitting  Mills. 
2,570,637     Marvel    i,)o,;iriitv    Co.     v.     Morton    355-69  D.  N.J Dm  w/p. Aug.  27, 1969 

Hosiery  Mills  Inc. 
Marvel  Speciiltv  i;o.  Inc.  v.  Ashway    157  USPQ  720 Dm  w/p June  15,1970 

Hosiery  Mills  inc. 
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2,571,435  RonsonCorp.v.  Bentley  Lighter  Corp.. 
Ronson  Corp.  v.  Butane  Lighter  Corp.. 

2.  578. 980    Dacca  Limited  v.  The  United  States... 

2,  580,  306     Leach  v.  Rockwood  &  Co 

2,581,129  Henry  Hyman  v.  Bright  Star  Indus- 
tries Inc. 

2,581,345  Seeburg  Corp.  v.  Taran  Enterprises, 
Inc. 

2,582,124  Fed.  Cartridge  Corp.  v.  Olln  Mathle- 
son  Chem.  Corp. 

2, 582,  350    Decca  Limited  v.  The  United  States... 

2,  584, 051     Marie  Rose  v.  F.  W.  Woolworth  et  a! . . 
2,584,891     Libby  Family  Trust  v.  Lewis  Welner 

Eng.  Co. 
2,587,568    Technograph     Printed     Electronics, 

JLtd.  et  al.  V.  Hoffman   Electronic 

Corp. 
2,587,568    Technograph     Printed     Circuits     v. 

Martin  Marietta  Corp. 
,2,587,568    Technograph   v.   McDonnell   Aircraft 

Corp. 
2,  587,  568    Technograph  Printed  Circuits  et  al.  v. 

Westlnghouse  Electric  Corp. 
Technograph  Printed  Circuits  et  al.  v. 

ITT  Corp. 
2.587,575     Picker  XRay  Corp.  v.  Consolidated 

Electric  Dynamics  Corn. 
2,587,647     Picker  X-Ray  Corp.  v.  Consolidated 

Electrodynamics  Corp. 
2,588,744    Elox,  Inc.  v.  Astral  Precision  Equip- 
ment Co. 
2,592,969     May  wood  Ind.  Corp.  v.  Perma  Prcd- 

ucts,  Inc. 
2,  593,  957     Bendix  Corp.  v.  Freeland  Gauge  Co... 
2,  594,  256    Cornpton  et  al.  v.  Metal  Products,  Inc. 
2,594,256    Charles  E.  Cornpton  et  al.  v.  Metal 

Products  Inc. 
2,  598,  290    Decca  Ll.r.ited  v.  The  United  States. . 
2,  600,  236    Allied-Witan  v.  Richard  B.  Freeman  & 

Bennett  Co. 
2,600,240    Air  Shield  Inc.  v.  Air  Reductlcn  Co... 
2.  601,  040    Livingstone  v.  Maw-Vack,  Inc.,  et  al.. 

2,602,105    Welch  v,  CM  Corp 

2,602,105    Welch  v.  GM  Ccrp 

2,602,751     High   Voltage   Engineering   Corp.   v. 

Bsise-Cascarie  Corp.  et  al. 
High   Voltage   Engineering   Corp.   v. 

Boise-Cascade  Corp. 
2.602,751     Radiation  Dyna:nics  Inc.  v.  Electro- 

nized  Chemicals  Corp. 
2,603,801     General    Binding  Corp.  v.   Nineteen 

Sixties  Corp. 
2,604,313    Grantham    et   al.   v.    Morgan    Linen 

Service,  Inc. 
2.604,313    Grantham  et  al.  v.  McGraw  Edison... 
2,  604,  357     EMC  Corp.  v.  Keizer  Equipment  Co... 

2,604,359  Valmont  Industries  Inc.  et  al.  v. 
Yuma  Mfg.  Inc. 

Valmont    Industries    Inc.    et   al.    v. 
Enresco,  Inc. 

2,604,359    Valmont  Ind.,  Inc.  et  al.  v.  Glfford- 

Hill  Co.,  Inc. 
2,604,359    Valmont  Ind.,  Inc.  v.  B'J  Mfg.  Co.,  Inc. 
2,605,348    Printing  Developments  Inc.  v.  RCA 

Corp. 
2,609,329    NOPCO    Chemical    Co.,    v.    Amer. 

Cyanamid  Co. 
2,609,653    Preformed  Line  Products  Co.  v.  Fan- 
ner Manufacturing  Co. 

2,609,729    SAABv.  Morgenthaler  Linotype 

2,610,910    3M  Co.  v.  Kent  Industries 

2,611,813    Technltrol,    Inc.    v.    Scientific    Data 

Systems. 

2,  611,  813    Technltrol,  Inc.  v.  United  States 

2,612,159    Collision  Surgical  Engineering  Co.  v. 

Orthooecllc  Equipment  Co. 
2,613,086    Chi-ago    Fittings    Corp.    v.    Earl    E. 

H  !rne  et  al. 


62-C-3805  S.D.  N.Y. 
62-C-3806  S.D.   N.Y. 

164USPQ348 

158USPQ518CA7... 
66  Civ  989  S.D.  N.Y.. 

67-1058  Civ  S.D.  Fla. 

4-.65-C-392  D.  Minn. 

160USPQ739,  164 

USPQ  348. 
68-H-233  S.D.  Tex... 
65C-70E.D.  N.Y 

164  USPQ  586  S.D. 
Calif. 

13358  D.  Md 

14374-WD.  Md 

N.  14084-VV  D.  Md.. 

14299  IN  Civ  D.  Md.. 

C924-66D.  N.J. 

C924-66  D.  N.J 

69-C-2590  N.D.  111.. 

27146-C  E.D.  Mich... 

160  USPQ  7G9CA6.. 
172  USPQ  253  CA4.. 
172  USPQ  264 


Dm«^/p Apr.  8,1968 

V,l Mar.  29,1968 

NV,  Nl Jan.  23,1970 

NV,  Nl  Aff....  July  10,1968 

Dmw/p Feb.  18,1995 

I May  12,1969 

Dm Sept.  13, 1968 

NV.. Jan.   23,1970 

Dmw/p Apr.     6,1971 

Dm Mar.  21,1968 

Dm  wo/p Feb.  19,1970 


160  USPQ  740    

dC66-148  N.D.  Ohio. 

169  PQ450N.D,  111.. 
dC67-235  N.D.  Ohio. 

170  USPQ  22  E.D,  Va. 
170  USPQ  1  4th  CIr.. 
d3549  D.  Delaware. . 

dCir  1-68-79  D. 

Idaho. 
d3138  Civ  D. 

Delaware. 
d67C449  N.D.  III... 

d68C252  N.D.  III... 

d68C251  N.D.  111.... 
d4451  E.D.  Mich. 
857  OG  359. 

161  PQ  567.  See  also 
170  PQ481,  D. 
Colo. 

161  PQ  557,  See  also 

170  PQ481  D. 

Colo. 
dW-4192  D.  Kans..., 

dW3878  D.  Kans 

d69-2290  S.D.N. Y.. 


J  for  def Mar. 

J  for  def Mar. 

J  for  def Mar. 

J  for  def Mar. 

Dm  w/p Nov. 

Dm  w/p Nov. 

CJ,  def  I Mar. 

V,  I July 

NV  Aff Mar. 

NV,  M  Rev...  Feb. 
V,  I,  Inj Aug. 

Nl Jan. 

Dm,  w/p Jan. 

NV,  Nl Mar. 

Dm  w/p Nov. 

NI.SJ Jan. 

Nl,  Aff Nov. 

Dm,  w/op Mar. 

Dm Feb. 

Dm  w/p Apr. 

Dm  w/p Feb. 

Dm July 

Dm Jan. 

Dm  w/p Mar. 


20,1972 
20,1972 
20,1972 
20, 1972 
12, 1968 
12, 1968 
2, 1972 
12, 1968 

7. 1969 
16, 1971 

3. 1970 

23. 1970 

3. 1968 

18. 1971 

12. 1968 
26, 1970 
18,1970 

3. 1969 

5. 1970 
13,1970 
23, 1958 

28. 1969 

17. 1972 
4, 1970 


dl291-65  D.N.J. - 

d33196  N.D.  Ohio. 

161  PQ257CA2.. 
161  P0  321  CA6.. 
19515  D.  Md 


d99-64  Ct.  of  Claims. 
d3JS4  0.  Indiana 

d69C2612N.D.  III... 


V,  I Mar.  6,1959 

V,  I... Mar.  6,1969 

Dm  w/p June  15,1970 

Dm  w/p. Aug.  5,1969 

Dm... July  6,1970 

Dm Jan.  22,1969 

Dmw/p Oct.  29,1959 

Nl,  Aff Mar.  24,1969 

I   Aff Apr.  14,1969 

Dm  w/p Sept.  2,1971 

CJ  ,  IV: Oct.  4,1972 

S.J.for  Defs..  Apr.  23,1969 

Dm Mar.  4,1970 
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2,614,916    Uniroyal,   Inc.  v.   Fairmount   Chem.    dC659-69  D.N.J Dm Feb.  19,1970 

Co.,  Inc. 

2  614  916    Uniroyal,  Inc.  V.  FMC  Corp d668  Civ.  D.E.N. C. ..  Dm  w/op Jan.   27,1969 

2' 614,916    Uniroyal,  Inc.  V.  Daly-Herring  Co d766  D.E.N. C.  161        Dm  w/op Jan.   27,1969 

P.Q.  501. 

2  614  916    Ansul  Co.  et  al.  V.  Uniroyal,  Inc 162  PQ  525  S.D.N.Y..  CI.  1  NV,  CI.      June    6,1969 

'       '  7V&I. 

2  614  916    Ansul  Co.,  et  al.  V.  Uniroyal  Inc 163  PQ  517  S.D.N.Y,.  M Oct.    31.1969 

2'614  916    Ansul  Co.,  et  al.  v.  Uniroyal  Inc 169  PQ  759  CA2 IVI,  Aft.,  CI.        Apr.  29, 1971 

'       '  INV,  CI. 

7  V,  I. 
2,616,386    Outboard  Marine  Corp.  v.  Brunswick    d67C639  N.D.  Ill Dm  wo/p May   28,1968 

Corp. 

2  617  470     Fletcher  v.  Mohasco  Ind d67C739  N.D.  Ill CJ Feb.   29, 1968 

2' 617' 621     In  re  Hobbs:  AEC,  Pat.  Compensation    165  PQ  99 NV Mar.  18,1970 

Bd. 
2.617,621     Hobbs  V.  United  States  Atomic  Energy     171  USPQ  713  CA5. .  V  &  I,  Rev.         Oct.    28,1971 

Commission.  Pat.  Comp. 

Bd. 
2,619,420    American  Cyanamid  Co.  v.  Houston    dl2433  N.D.  Georgia.  Dm  wo/p Feb.   19,1969 

Chemical  Distributors,  Inc. 
2,619,420    NOPCO  Chemical  Co.  v.  Amer.  Cy-    dl291-66  D.N.J Dm Jan.  22,  1969 

anamid  Co. 

2  620  230    FMC  Corp.  V  Keizer  Equipment  Co...  d4451  E.D.  Mich Dm,  w/p Mar.  4,    1970 

2;620i938     Package   Devices,   Inc.   v.  Sun   Ray    167  PQ  193  CA3 NV,  Aff.,D.  Ct.    Sept.  29, 1970' 

Drug. 

162  PQ  400  E.D.  Pa..  NV,  Nl Apr.  28,  1969 

2,622,733    Pipkin  et  al.  v.  FMC  Corp d66  394-Civ  Md  SJ  for  Def Apr.  4,    1969' 

Fla. 
2,624,634    Rockwell-Standard  Corp.  v.  Gar  Wood    d29583  E.D.  Mich....  Dm.. May  27,  1969 

Industries,  Inc. 
2,624.639    Rockwell-Standard  Corp.  v.  Gar  Wood    d29583  E.D.  Mich....  Dm May  27,  1969 

Industries,  Inc. 

2  625  335    Gretner,  A.G.  v.  Dyson-Kissner  Corp..   d66  Civ.  3966  S.D.        Dm Dec.  1,    1969' 

N.Y. 

2  625  683     Bell-Topex,lnc.  v.James  E.  Charlesen    d67-1287F  CD.  Dm June  21,  1971 

'       '              et  al.                                                      Calif. 
2  625  683    United  Tanks,  Inc.  v.  Sears  Roebuck    158  USPQ  589  CD.       NV May  16,  1968 

&  Co                                                      Calif. 
2  625  683    United  Tanks,  Inc.  v.  Sears  Roebuck     165  PQ  486  CA9 NV,  Aff Apr.  29,  1970 

&Co. 

2,625,961     Bergandi  Mfg.  Co.  V.  Allied  Fence....  d67H807  S.D.  Dm Mar.  11,  1968 

Texas 
2,626,841    Southwest  Products  Co.  V.  The  Heim    dl2283  D.  Conn N/V,summaryJ  Dec.  15,  1969 

Universal  Corp. 
2, 626,  841    Southwest  Products  Co.  v.  The  Heim    170  USPQ  185  CA2._.   NV.  aff'd,  D.      May  27,  1971 

Universal  Corp.                                                                         Ct. 
2,627,379    Globe  Tool  &  Engineering  Co.  v.  Ram     159  USPQ  578  CA7...   NV.Aff Nov.  14,  1968 

Tool  Corp. 
2  628  135    Thomson  Ind.  v.  Nippon  Thompson     160  PQ  318 NV Nov.  14,  1968: 

Co. 

2  628  330    Elox  Inc.  v.  Astral  Equipment  Co d69C2590  N.D.  111...  CJ,1 May  2,     1972 

2'6'8'568    Ellipse  Corp.  v.  Ford  Motor  Co 164  PO  161  N.D.  111..  V  &  I Dec.  22,  1969 

2'628'558    Ellipse  Corp.  v.  Ford  Motor  Co 171  USPQ  513  CA7...  V&I.NICl      Sept.29,1971 

1,  Aff.  in 
part. 

2  628  576    Jacob  S.  Finke  v.  Keebler  Co d68C1215  N.D.  111....  Dm.wp Dec.  20,  1968 

2,629,134     Barr   Rubber   Products  Co.    v.  Sun     165  PQ  429  CA2 V,  Rev. Apr.  30,  1970 

Rubber  Co. 
2,629,134     Barr  Rubber  Prod.  Co.  V.  Sun  Rubber    60  Civ  4327  S.D.N.Y..  CJ,  I July  6,     1971 

Co.  et  al. 

2  629  134     Dubow  Mfg.  v.  Sun  Rubber  Corp 68  C1788  N.D.  Ill CJ,  V Feb.  16,''1971 

2  631  358    Jomac  Inc.  v.  United  Rubber  Co.,  Inc.  dC-61  67  D.N.J   ....  CJ May  10,'1968 

2,632,921     E.  I   DuPont  de  Nemours  &  Co.  v.    d65  C651  N.D.  111....  Dm.... May  26,' 1969 

Union  Carbide  Corp. 
2  633, 164    Rome  Plow  Co.  v.  Thomas  A.  Billings    d65-90  Orl.  MD  Ha..  V  &  I Jan.  8,     1968 

^;al. 
2,633,  251     Production  Aids  Inc.  v.  Morton  Int.,    d70C758N.D.  Ill V  &  I Sept.  25,  1970 

Inc. 
2,633,251     Production    Aids    Inc.    v.    Contract    d70C146(3)  E.D.  Dm,  w/p June  24,  1971 

Beverages  Packers.                                Mo. 
2  636  473    Aquariums  Inc.  v.  TFH   Publication     D.N.J d933-65  ..  Inj Mar.    4,1968 

et  al. 

2,637,893    Shaw  et  al.  v.  E.B.  &  A.C.  Whiting  Co.  163  PQ  580  CA2 V&lRev.in      Nov.     5,1969 

part  Dm. 

2  637  893    Shawetal  v.  Consolidated  Novelty  Co.  Civ  165-67  D.N.J June  14.1971 

2!639,699    Outboard  Marine  Corp.  v.  Brunswick    d  67C639  N.D.  Ill Dm  w./op May  28,1958 

Corp. 
2,640,580    George  Koch  Sons  Inc.  v.  Bernhardt    d591W.D.  N.C Dm Sept.  30, 1970 

Furniture  Co.  et  al. 
2,640,607    George  Koch  Sons  Inc.  V.Bernhardt    d591  W.D.  N.C Dm Sept.  30, 1970 

Furniture  Co.  et  al. 
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2,  641,  215    Eastern  Co.  v.  West  Coast  Wire  Rope 

&  Rigging  Inc. 
Sherbondy  v.  Time  Savers 
IVI   &  T   Chemicals   Inc. 

Chemical  Works  Inc. 
International     Glass     Co. 

United  States. 
International  Glass  v.  U.S. 
Zambon  v.  Capalbo 


2,641,390 
2,  641,  596 


2,641,879 


2,641,879 
2,642,679 


d50066  N.D. 
California. 

c d  992-66  D.N.J. 

Carlisle    d529-65D. 

New  Jersey. 
159  USPQ  434.. 


Inc 


2,  643, 122 
2.  643,  463 

2,  643,  463 
2,  643,  890 

2,644,651 

2,  646,  665 

2,  643,  699 

2,644,151 

2,645,107 
2,645,108 
2,646,911 
2,647,590 
2,  648,  097 

2,648,327 
2,  648,  428 

2,  648,  650 

2,  649,  674 

2,649,730 

2,650,979 

2,652,402 
2,652,874 


2,  653,  526 
2,  654,  256 
2,654,913 
2,654,914 
2,656,508 


2,  656,  508 

2,657,633 

2,657,633 

2,  658,  496 

2,659,212 
2,661,534 


Leigh  Heisinger  v.  Johnny  Luxem 

Granlham   et   al.   v.    Morgan   Linen 

Service  Inc. 

Grantham  et  al.  v.  McGraw  Edison 

K  &  W  Trucking   Inc.  et.  al.  v.  Eight 

Point  Trailer  Corp. 
Precision  Paper  Tube  Co.  v.  Precise 

Paper  Products  Co.  el  al. 
Edward  A.  Rockwell  el  al.  v.  Midland 

Ross  Corp. 
Seal  Incorp.v.Technol  Corp.  &  Bogen 

Photo  Corp. 
Seal  Incorp.  v.  Technol  Corp.  &  Bogen 

Photo  Corp, 
White  Consolidated  (nd.  v.  Maytag... 
White  Consolidated  Ind.  v.  Maytag... 

III.  Tool  Works  Inc.  v.  Bruning 

Advanced  Hydraulics  v.  Clark  Equip.. 
E.  I.  duPont  de  Nemours  &  Co.  v. 

Union  Carbide  Corp. 
Air  Shield   Inc.  v.  Air  Reduction  Co. . 
Fabricated  Metals  Inc.  v.  Hoover  Ball 

&  Beating  Co. 
Wl   &  T  Chemicals,   Inc.  v.  Carlisle 

Chemical  Works,  Inc. 
Bartelt    Engineering    Co.,     Inc.    v. 

Pneumatic  Scale  Corp. 
W.  A.  Pipkin  etal.v.  FMCCorp 

Elox,  Inc.  V.  Astral  Precision  Equip- 
ment Co. 

Morton  Norwich  Products  v.  Hunter... 

Glen  Mfg.  Inc.  v.  Perfect  Fit  Indus- 
tries, Inc. 

Glen  Mfg.  Inc.  v.  Perfect  Fit  Indus- 
tries, Inc. 

Compugraphic  Corp.  v.   Eltra  Corp. 
et  al. 

Elox,  Inc.  v.  Astral  Precision  Equip. 
Co. 

Continental  Can  Co.  Inc.  v.  Crown 
Cork  &Seal  Co.,  Inc. 

Continental  Can  Co.,  Inc.,  v.  Crown 
Cork  &  Seal  Co.,  Inc. 

Particle  Data   Lab.,  Inc.   v.  Coulter 
Electronics. 

Coulter  Electronics  Inc.  v.  Evanston 
Hosp.  Association. 
Coulter    Electronids    Inc.    v.    Sci. 
Supply  Co. 

Coulter  Electronics,  Inc.  v.  N.Y.  U. 
et  al. 

Baker  Mfg.  Co.  v.  Whitewater  Mfg. 
Co. 

Baker  Mfg.  Co.  v.  Whitewater  Mfg. 
Co. 

Hoglund  Engineering  &  Mfg.  Co.,  Inc. 
V.J  &ST00I  Co.,  Inc.  et  al. 

V  &  S  Ice  Mach.  Co.  v.  Esatex  Poultry.. 

Keiser  v.  J.  Wiss  &  Sons  Co. 


161  PQ  116 

d68Civ.  1998  S.D. 

N.Y. 
d31628  E.D.  Wllch. 
d68C252N.D.  111. 

d68C251  N.D.  III. 
164PQ35CA9_-.-, 


d68C475N.D.  III-.-.. 

66C202N.D.  Ill 

360-70  D.N.J 

360-70  D.C.  N.J 

9-2473  CI  S.D.  Iowa. 
2473C1  S.D.  Iowa..-. 

156  PQ610CA9 

68C865N.D.  Ill 

C651  N.D.  Ill 


169  USPQ  450. 
d45148N.D. 
California. 
529-65  D.N.J. 


d66-106J  D.  Mass. 

d66-394-Civ.  M.D. 

Ha. 
d69C2590  N.D. 


69-223  E.D.  La. 
161  PQ408.... 


169  PQ678.. 

70C1961N.D.  Ill 

69C2590N.D.  Ill 

163  PQl  CA3 

163  PQl  CA3- 

d64C1032N.D.  111.... 

d67C1530N.D.  111.... 

d65C1150N.D.  Ml--.. 

67Civ.  3419S.D.N.Y. 

162  USPQ  240 

166  USPQ  463  CA7.. 

d404  67  D.N.J 

168  PQ389  VA5 

173USP0594 


2,662,814    DiverseyCorp.v.  Panther  Chemical...  CA  41321  N.D. 

Texas. 

Tripp  V.  U.S 157  PQ  90 

Tripp  V.  U.S 161  PQ  115 

National  Steel  Corp.  V.  B&ORRetal..  166  USPQ  9 

Dension-Johnson    v.    True    Temper    C67-759  N.D.  Ohio. 
Coip. 

2,  667,  653    Drackett  Co.  v.  Ingle  Bros.  Inc 66-337C  W.D. 

Okla. 

Grand  Union  V  Kingston  Mfg 160  PS  438 

Photon   Inc.  V.  Eltra  Corp.  el  al 163  USPQ165 


.2,666, 
2,666, 
2,667, 
2,667, 


2,  669, 
.2,670, 


962 
962 
243 
312 


361 
665 


V  Inj... Jan.  24,1969 

CJ May  17,1968 

Dm Oct.     8,1969 

N/v  ifV  N/l.  July  23,1968 

Nl  Aff Mar.  14,1969 

Dm  w/op June  15, 1972 

Inj Dec.     3,1968 

Dm July   28,1969 

Dm.... Jan.   17,1972 

I  Aff Nov.  25,1969 

CJ Jan.     7,1969 

Dmw/p. Sept.  23, 1969 

Dm.. Sept.  24, 1971 

Dm Sept.  24, 1971 

Dm  w/p   Nov.  18,9170 

Dm  w  p-     ...  Nov.  18, 1970 

Nl  Aff Jan.     5,1968 

Nl  Apr.  26,1971 

Dm May  26,1969 

NV.  Nl Mar.  18,1971 

NV May  28,1968 

Dm Oct.  8,1969 

NV,  Nl Apr.  15,1969 

SJ  for  Def Apr.  7,1969 

CJ,1 May  2,1972 

CJ,  Inj June  11,1971 

M- May   13, 1969 

M.. Mar.  29,1971 

CJ,  V  &  I Dec.  16,1970 

CJ,  I.. May  2,1972 

NV,  Rev July  23,1969 

NV,  Rev July  23,1969 

V  &  I May  6,1970 

V  &  I May  12,1970 

V  &  I May  7,1970 

P  owner  of        Aug.  31, 1970 
patent. 

V  &  I Apr.  24,1969 

Laches  Rev...  July   30,1970 

Dm May   19, 1969 

Iff.  AN,              Jan.  15,1971 

I  if  V,  NV Mar.  24,1972 

May  14,1972 

CJ,  Inj May  6,1971 

V,  I  Feb.  27,1968 

.  V  &  I,  Aff Feb.  14,1969 

NV,  Nl June  15,1970     Bof  A. 

.  CJ,V,  I June  22,1971 

V,  I May  20,1968 

.  Nl Oct.    21,1968 

V  &  I Sept.  18, 1969 
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2,672,675  Cross  Co.  v.  Bahr  Machine  Tool  Co.. 
2,673,194  Koppers  inc.  v.  Foster  Grant  Co.  Inc 
2,673,575    John  Donald  Ma'shall  et  al.   Trustee 

for    The    Carolina     Patent    Dev. 

Trust  V.  Baxter  Textile  Machines 

Inc.  et  al. 
2,  674.  754    South  Chester  Corp.  v.  H.P.  Townsend 

Mfg.  Company. 
2.674,957     Boiitell  v.  Miler 
2,674,957     Boutell  v.  Volk    . 
2,674,957     Bout°ll  v.  Volk  et  al 
2,675,628    Hamilton  Mfg.  Co.  v.  Westinghouse 

Electric  Corp. 
2,676,471     Larchmont  Engineering  Inc.  v.  Ratnik 

IndusUies  Inc.  et  al. 
2,677,145    Roberts  Consolidated  Induslries  Inc. 

V.  Gilbert  Smith  d/b/a  West  Coast 

Metal  Mouldings. 
2,678,265    Noll  v.  0.  M.Scott  and  Sons  Co. 

2.  678,  265    Noll  v.  0.  M.  Scolt  and  Sons  Co 

2,678.854     Barrett  v.  U.S 

2, 68n,815    High   Voltage   Engineering   Corp.   v. 

Boise-Cascade  Corp.  et  al. 
2,680,815    High   Voltage    Engineering   Corp.   v. 

Boise-Cascade  Corp. 
2,680,815    Radiation    Dynamics    Inc.    v.    Elec- 

tronized  Chemicals  Corn. 
2,683,901    Jenkins  Metal  Shops    Inc.  et  al.  v. 

Pneumafll  Corp. 
2,683,901    Jenkins  Metal  Shops    Inc.  et  al.    v. 

Pneumafll  Corp. 
2,685,536     Ransburg     ElectroCoating     v.     Std. 

Container. 
2,685,563     Ransburg    Electro-Coating    Corp.    v. 

Carsdale  Finishers  Inc.  et  al. 
2,685,536    Ransburg    Electro-Coating    Corp.    v. 

King  Ind.  Enameling  Div. 
2, 685,  954     M  &  T  Chem.  Inc.  v.  Kewanee  Oil  Co 
2, 685,  954     M  &  T  Chem.  Inc.  v.  Kewanee  Oil  Co. 
M  &  T  Chem.  Inc.  v.  Kewanee  Oil  Co 

2,685,954     Kewanee  Oil  v.  M  &  T 

2,686,039    Homco  International  Inc.  v.  Gearhart- 

Owen  Industiies  Inc.  et  al. 
2,  687, 102    Erwin-Newman  Co.  v.  United  Stales 
2,687,257     Nordberg  Manufacturing  Co.  v.  Bar- 
ber-Greene Co. 
2,687,994    Amer.  Home  Products  v.  Lockwood 

Mfg. 

2.688,  906    American  Flex  Pipe  v.  The  Wiremold 

Co. 

2. 689,  611     Martinson  Mfg.  Co.,  Inc.  v.  Herb  Maass 

Service  Inc. 
2,690,277     Union  Metal  Man  Co.  v.  Streator  De- 
pendable Man.  Co. 

2,690,518    CBS  v.  Sylvania  Electric  Products 

2,690,518    Rauland   Corn.   v.   Columbia   Broad- 
casting System. 

2.690,  518    Columbia  BracdcastingSystem  v.  Syl- 

vania Electric  Products,  Inc. 
2,690.518    Zenith    Radio    v.    Columbia    Broad- 
casting Systems. 
2,690,610     Kysor    Industrial    Corp.    v.    Indexo- 

matic,  Inc. 
Kysor  I  ndustrial  Corp.  v.  Supreme  Tri 

Bit  Co. 
2,694,168    Sylvania    Electric    Products,    Inc.    v. 

Hughes  Aircraft  Corp. 
2,694,163    General  Instrument  Corp.  v.  Hughes 

Aircraft  Co. 
2,694,218    Laitram  Corp.  v.  Deepsouth  Packing 

Co..  Inc. 
2,694,218    Laitram  Corp.  v.  Deepsouth  Packing 

Co.,  Inc. 
2,694.218    Deepsouth    Packing  Co.   v.   Laitram 

Corp. 
2,  694,  692     Foster  Grant  Co.  v.  Dow  Chemical  Co. 
Brand  Plastics  Co.  v.  Dow  Chemical 

Co. 
2,694,692    Dow  Chem.  Co.,  v.  Standard  Oil  Co. 

(Ind.)  Rt  al. 

2,694,692    Dow  Chem.  Co.  v.  Monsanto  Co 

Dow  Chem.  Co.  v.  Monsanto  Co 


.  173PQ47 V,  I... Feb.  28,1972 

-  158USPQ241CAL..  NV,  Aff June    6,1968 

166USPQ535 Nl May   11,1970 


dll483  D.  Conn V,  Inj Nov.  20,1968 

67C259  E.D.  Wis...      V,  CJ 

N.D.  Okla._ NV 

171USP0669CA10...  NV,  Aff....       bc"t.""22,'i97i' 
164  PQ  284 V,  Nl... Dec.  31,1969 

dCivll   847  CJ... May   12,1969 

W.D.N. Y 
d68  1726-E.C.  CD.      V,  I June  16,1969 

Calif. 


175USPQ392  CA6-...  V,  1,  Rev.  Sept.  27, 1972 

in  part. 

169USPQ336 NV,  I  if  V Mar.  22,1971 

160PQ224.. Nl..._ Dec.  12,1968 

3549  D.  Del Dm,  w/op Mar.    3,1969 

165USPQ233... NV Feb.     5,1970 

3138Civ.  D.  Del Dm,  w/p Apr.  13,1970 

162USPQ373. NL... June  24, 1969 

166USPQ454CA4....  NI.Aff June    8,1970 

167PQ426 V,  I Mar.  27,1970 

174USPQ407 V,  I,  Inj.  Res.    June  21, 1972 

Ju'i. 
d70C991  N.D.  Ill 1,  CJ Dec.  22,1972 

70C793N.D.  Ill Dm,  wop Oct.  29,1970 

70C793  N.D.  Ill Dm.... Apr.  6,1970 

3875  N.D.  Ohio Dm Apr.  6,1970 

3818  D.  Del.. Dm, wop...     Jan.  14,1971 

CA4  1936  N.D.  CJ,  I. May  15,1971 

Texas. 

157USPQ705 NV Apr.  19,1968 

66C67  N.D.  Ill Dm  wo/p Jan.  19,1970 

173PQ487_ Laches Jan.   20,1972 

13025  D.  Conn Dm.. Sept.  22, 1971 

d69-C-5  E.D.  Wis....  I,  Inj. Sept.  17, 1970 

67C1943  N.D.  Ill Dm  w/p Dec.   16,1969 

160PO470D.  Mass..  V  &I Dec.  23,1968 

d68-C-1018S.D.N.Y     Dm May   21,1968 

162PQ577  CAl V  &  I  Aff July  30, 1969 

d68-C990S.D.N.Y...  Dm May  21,1968 

d37792  E.D.  Mich....  Dm  w/p Dec.  1,1972 

d38579  E.D.  Mich....  Dm  w/p Nov.  30,1971 

d3428  D.  Del. Dm  w  p May  28,1969 

158USPQ498  CAl....  NV,  Rev July  18,1968 

162PQ14... V&L April  7,1969 

170USPQ196  CA5...  V  &  I,  Inj  May   26,  1971 

Rev. 
173PQ769Sup.  Ct...  Nl,  Rev May   26,1971 

67Civ.  1257  S.D.N. Y     Dm  w/p Oct.    14,1971 

168PQ133 NV,  F Oct.    14,1971 

d68C2485  N.D.  I....  Dm Feb.  28,1969 

d3921  D.  Del- Nl June  16, 1970 

166USPQ540 Nl June  16,1970 
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2  694  692    Dow  Chem.  Co.  v.  Monsanto  Co 3921  D.  Del.. Dm  w/p June  21,1971 

2  695  190    The  Lodge  &  Shipley  Co.  v.  Holstein     167PQ625 NV,  Nl Oct.   26,1970 

&    Kappert    GmbH    &    Wolfgang 

Bochaus. 
2,697,806    Sylvania    Electric   Products,    Inc.   v.    d3428  D.  Del Dm  w.p. May  28,1969 

Hughes  Aircraft  Corp. 
2,698,434    American  Baseball  Cap,  Inc.  v.  Wilson    d7564  S.D.  Ohio V,  I Feb.     7,1872 

Sporting  Goods.  „    ,  , 

2699,054    Chas.  Pfizer  V.  FTC 159PQ193  CA  6 Fraud Sep.  30,1968     B  of  I 

2  699,113    A.B.  Dick  Co.  V.  Minnesota  Minning&    d58C2151  D.  Ill Dm June    3,1969 

Mfg.  Co. 

2  699.172    Reglmbal  V.  Scymansky d23947  E.D.  Wash...  NV 

2  699  172    Regi,T,bal  etal.  V.  Symanskyetal....  169USPQ773  CA  9...  NV  Aff Apr.  20,1971 

2  699  192    Apex  Products  V.  Dan-Dee  Imports..  d67-C-2789  S.D.N.Y.  CJ,  Jnj May   21,1968 

2,699,816    StrasshelmCo.v.  Gold  Medal  Folding    161PQC92 VI June  18,1968 

Furniture  Co. 
2,700,000    North  American  Phillips  Co.,  Inc.  V.     166USPQ477  N.D.         V,  I July    10, 1970 

Stewart  Engineeiing  Co.,  et  a!.  Calif. 

2,700,118     North  American  Phillips  Co.  Inc.  v.     165USPQ477  N.D.        V,  I July    10,1970 

Stewart  Engineering  Co.  e;  al.  Calii. 

2  701,591     Rore  Plan  Co.  V.  Thomas  A.  Billings    65-90  M.D.  Fla V,  I... Jan.     8.1968 

et  al. 

2  702,034     Fenwal  Inc.  V.  Cutter  Lab.. 65C1124  N.D.  Ill DM  W'P May   13,1968 

2,702,049    Versa    Products    Co.,    Inc    v.    Flick    68C1059  N.D.  Ill DM  WO/P May  21,1969 

Reedy  Corp. 

2  703  277    Cameron  Iron  Works  V.Union  Carbide.  67-C-1594  S.D.NY...   DM  W/P May   13,1968 

2,703,579    Calif.  Car  Wash  Systems  V.  Miton  Car     1970-390  W.D.N. Y...  DM Jan.   20,1971 

Wash  Equip.  Co. 

2  704.663     Blake  et  aU.  Bassick  Co 157USPQ71  CA7 V,  I,  aff'd Feb.  26,1968 

2,704,663    David  R.  Blake  V.  Robert  E.  Miller  &    68Civ2527  S.D.N.Y...  CJ  INJ Sep.     9,1869 

Co.,  Inc. 

2  704  653     David  R.  Blake  et  al  v.  Bassick  Co....  62C694  N.D.  Ill INI Mar.  19, 1970 

2,704,663     David  R.  Blake  v.  United  Industrial  68Civ2767  SD  NY....  DMWO/P...    Dec.  19,1969 

Syndicate,  Inc. 

2,705,492    Chandleretalv.  Stern  Dental  Lab...  171USPQ100SD  M... July     8,1971 

Texas. 

2,706, 163    Stockham  Valves  and  Fittings,  Inc.  v.  159USKQ7C5  CA5....  Aff.  NV  I  if  V.   Nov.  22, 1968 

Arthur  J.  Sclirnitt  Foundation  et  al. 

2,706,188    Stockham  Valves  and  Fittings,  Inc.  V.  159USPQ705  CA5....  Aff.VbutN/L  Nov.  22, 1968 

Arthur  J.  Schmitt  Foundation  et  al. 

2  706  697    Technograph  Printed  Circuits  Ltd.,  et  159USPQ543  CD.          DM,  CE.NV...  Aug.    8,1968 

al.  V.  Packard  Bell  Electronics  Corp.  Calif.                                                 Aug.  14,  1S68 

et  al.  (and  12  other  suits).  Sep.  17,  1968 

2,706,697    Technograph     Printed     Electronics,    6216561  S.D.  Calif...  DM  WO/P Feb.  19,   1970 

Ltd,   et  al.   v.   Hoffman    .lectron 

Corp. 
2,706,697    Technograph  Printed  Circuits  Ltd.  et    164PQ584  Court  of       NV Mar.    2,1970 

al.  V.  U.S.  Claims. 

2  706,697    Technograoh  Printed  Ltd.  v.  Magna-    2553  D.  Del... Rein-Stated         Apr.    1,  1968 

vox  Corp.  after  DM. 

2,706,697    Technograph  Printed  Circuits  etal.v.     173USFQ523  D.  J-D,  CE Mar.  20,  1972 

ITT  Corp.  Maryland. 

2,706,697    Technograph  Printed  Circuits  etal.  v.     173USPQ  523  D.  J-D,  CE Mar.  20,  1972 

Wes'.inghouse  Elect.  Corp.  Maryland. 

2,706,697    Technograph  Printed  Circuits  et  al.v.     173PQj23  D.  J-D,  CE Mar.  20,  1972 

Marlin-Marietta  Corp.  Maryland. 

2,705,097    Technograph  Printed  CIr.  Ltd.  etalv.     173USPQ523  D  J-D,  CE Mar.  20.  1972 

McDonnell      Aircraft      Corp.  Maryland. 

2,706,697    Technograph  Printed  CIrucits,  Ltd.  V.     174USPQ297  ND  111..  CE May  31,  1972 

Methode  Electronics  I  nc.  et  al  (four 

suits). 

2  707,030    Ortman  V.  Maass. 157USPQ1  CA  7 V,!,  aff'd Feb.  16,  1968 

2,707,601     Magill  V.Boeing  Co. 173PQ586  D.  D.  C...  Inei'lt^ble        Sep.  10,  1971 

Conduct, 

jgrhpc 

2,707,985     FMCCorp.v.Fischel  Industries,  Inc...  14372  D.E.  Conn INJ.__..' Sep.    6,  1972 

2,708,451     Rockwell  V.  Midland  Ross 169PQ5  CA7 NV,  Nl,  aff'd..  Feb.  19.  1971 

2.707,985     Binnall  v.  FMC  Corp 70  C  1393  ND  III DM Aug.  23,  19^0 

2,709.512    M&TChemicalslnc.v.KewaneeOilCo.  3875  D.Del DM Apr.    6,  1970 

2,709,512     KewaneeOilv.  M&TCheni.  Inc 3818D.D3I DMwo/p Jan. 14,    1971 

2,709,512    M&TChem.  Inc.  V.  KewaneeOilCo...  70C793  N.D.  Ill DMwo/p Oct.  29,   1970 

2,709,672    NopcT  Cnemlcal  Co.  v.  Amer.  Cyan-     1291-66  D.  N.J DM.. Jan.  22,  1969 

amid  Co. 

2,71C,649    Volvolnc.  V.  Cummlngs&Sanders 161PQ198  CD  Calif...  NV,  Nl Jan.  31,   1969 

2,710,649    Volvo  V.  Cummlngs&Sanders 168PQ332  CA9 Aff.  N'V Dec.  23    1970 

2,712,507     Nat.  Cash  Register  Co.  v.   U.S.   Ply-    7243  S.D.  Ohio DMwo/p Dec.  13,  1972 

wood  Champion  Paper  Inc. 

2,712,734    V&Slce    Machine    Co.    v.    Eastex    168PQ389  CA5 Aff.  N/V Jan.  15,   1971 

Poultry. 

2,713,447     Manor   Packers   Inc.   v.   Arrowhead    41781  E.D.  Calif DM Mar.  26,  1969 

Farms,  Inc 

2,713,934    Amdrietalv.  Maltosetal 167PQ67  ND  Calif...  NV Aug.  10,  1970 
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2,714,978    Smith  V.J. H.Smith  Co.  I  nc 156USPQ266  D  NV Mar.  30,  1970 

Mass. 
2,715,008    Eastern   Rotorcraft   Corp.   v.   UnitPd     158USPQ294  Court       V,  I June  14,  1968 

States.  Claims. 

2,715,231     Marstonv.  Henrico  Furniture___ 5390  D.  Va V,  I.  Feb.    9,1968 

2,715,231     Oliver    F.    Marston    v.   Sperry    and    5306  E.D.  Va DM.... Sep.  1969 

Hutchinson  Co. 

2,715.231     Oliver  F.  Marstonv.  KurzGmBHetal..  170USPQ25  ED  Va...  DM»//p Feb.  16,  1970 

2,717,726    Polvtop  Corp.  v.  U.S.  Cap  &  Closure    67C1586  N.D.  Ill DM  w/p June  12,  1968 

Inc. 
2,718,792    Outboard  Marine  Corp.  V.  Brunswick    67C639  N.D.  Ill DM  wo/p May   28,1968 

Corp. 
2,719,708    Charles  E.  Compton  et  al.  V.  Metal    803-F  N.D.  W.  Va._..  V,  I,  INJ Aug.    3,1970 

Products,  Inc. 
2,719,708    Compton  et  al.  V.  Metal  Products,  Inc.  172USPQ263  CA4_...  RevM-no  Dec.   17,1971 

INJ  until 
M  abates. 
2,720,461    J.  M.Huber  Corp.  v.Lawter  Chemicals    68C1442  N.D.  Ill DM  wo/p Apr.     6,1970 

Inc. 

2,723,327    Gilbert  Mfg.  Co.  v.  Leviton  Mfg 69C1128  E.D.  NY DM  wo/p Mar.    3,1971 

2,723,785     Moore  v.  Shultz ..  70-65  WD.  Okia  DM  Nov.     2.1971 

2,724,172    Southwest    Products    Co.    v.    Heim     170USPQ185  CA2...  Aft  NV ..May  27,1971 

Universal  Corp. 
2,724,526    Amer.  Home  Products  v.  Lockwood     173PQ487  S.D.  Ohio,  laches Jan.   20,1972 

Mfg. 
2,724,720    Carter  Wallace,  Inc.  v.  Barry-Martin    68516CivJE  S.D.  Fla,  V,  INJ Nov.  27,1968 

Pharmaceuticals,  Inc. 
2,724,720    Carter-Wallace  Inc.  v.Riverton  Labor-     164PQ73  S.D.  N.Y.       V,  L. Oct.     2,1969 

atories.  Inc. 

2,724,720    Carter  Wallace  V.  Riverton  Labs 167PQ656  CA  2. Aft.  V,  1 Nov.    9,1970 

2,724,720    Carter  Wallace  Inc.  V.  U.S.... 167PQ667  Court  M— not  found.  Nov.    6,1970 

Claims. 
2,724,720    Carter  Wallace,  Inc.  V.  Davis  Edwards     169PQ645  E.D.  N.Y...  INJ Feb.  25,1971 

Pharmacal  Corp. 
2,  724,  720    Carter  Wallace  Inc.  v.  David  Edwards     169PQ62,'^  CA2 INJ  vacated...  May     4, 1971 

Pharmacal  Corp. 
2,724,720    Carter  Wallace  Inc.  V.  Davis  Edwards     173PQ65  E.D.  N.Y....  NV .Feb.   18,1972 

Pharmacal  Corp. 
2,724,720    Carter  Wallace   Inc.  v.   Otte  (Davis    176PQ2  CA2 Atf.  NV Nov.  14,1972 

Edwards  Corp.). 
2,724,720    Carter  Wallace  Inc.  v.RondexLabora-    44-70  D.  N.J DM May     4,1972 

tories.  Inc. 
2,725,334     Malmstrom  Chemical  Corp.  v.  Ameri-    452-64  D.N.J DM.... Jan.     9,1969 

can  Cholesterol  Products,  Inc. 
2,727,069    Stamicarbon,      N.U.      v.      Escambia     166USPQ362  CA5....  V,  I,  aff'd July   21,1970 

Chemical  Corp. 
2,727,069    Stamicarbon,      N.U.     v.     Escambia     160USPQ815  N.D.        V,  I Jan.   27, 1969 

Chemical  Corp. 
2,727,069    Stamicarbon,  N.U.  V.  Carolina  Nitro-    3586  D.  Del CJ,  I Sept.  20, 1971 

gen  Corp.,  et  al. 
2,727,069    Stamicarbon,  N.U.  V.  Chemical  Const.    3590D.Del... CJ,  I Oct.     1,1971 

Corp. 
2,727,069    Stamicarbon,   N.U.   v.   Arkia   Chem.    3690  D.  Del... CJ,  I Sept.   2,1971 

Corp. 

2,727,069    Stamicarbon,  N.U.  v.  Borden  Inc  72275CA  M.D.  La....  DM  W/P Dec.  12,1972 

2.727,069    Stamicarbon,  N.U.  V.Hercules  Powder    3.S86  0.  Del I Feb.  22,1972 

2,728,779    Eli  Lilly  &  Co.  v.  Generix  Drug  Sales,     169PQ13  SD  Fla V,  I,  INJ Mar.    8,1971 

Inc. 
2,728,779    Eli  Lilly  &  Co.,  Inc.  v.  Generix  Drug    174USPQ65  CAS Aff.  V,  I May   18,1972 

Sales,  Inc. 
2,729,067     Intrusion    Prepakt    v.    Consolidated    71-497  M.D.  Fla DM  wo/p Oct.    18,1972 

Soils,  Inc. 

2,729,146    SomatCorp.v.U.  of  Maryland  etal  19618D.Md DM Feb.  29,1972 

2,729.719    Dura  Band  Bearing  Co.  V.  Honeywell,    47693  N.D.  Calif DMw/p Mar.  20,  1968 

2,729,930    TSCInj.v.  International  Harvester  Co.-  160FQ34CA  7 VNIaffdin       Dec.     5,1968 

part. 
2,729,748    High   Voltage   Engineering  Corp.   v.     165PQ233S.D.  Idaho.  NV... Feb.     5,1970 

Boise  Cascade  Corp. 
2,729,748    High   Voltage    Engineering  Corp.   v.    3549  0.  Del.. DM  WO/P Mar.    3,1969 

Boise  Cascade  Corp.  etal. 

2,729,748    Radiation  Dynamics  Inc.  v.  Electron-    3138Civ  D.Del DM  W/P Apr.  13,1970 

„  ,.  ized  Chemicals  Corp. 

2,730,269    Covington  et  al  V.  D-K  Pneumatics,    13052  N.D.  Ga ..DM Oct.   26,1971 

Inc. 

2,730,309    ShufordMills,  Inc.  V.Abraham  Miness    65Civl091  S.D.  N.Y...  CJ  INJ Jan.   24,1968 

2,731,741     Ellscott  Machine  Corp.  V.  Wiley  Mfg.     162PQ76D.Md VNI .Mar.    7,1969     BofA. 

Co.  etal. 

2,733,145     Karretalv.Batkins  Gain  Feed  Co        .  169USPQ27  S.D.  Ohio.  NV  Ni    May    2,1968 

Mar.    2,1971 
2,733,226    Uiiiroyal,  Inc.  v.  Firestone  Tire  &  Rub-    C67-9333  N.D.  Ohio..  DM  WO/P Jan.    12,1972 

berCo. 
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2.734.225  Supermold  Corp.  v.  Sheehan  Tire  Re-     14627  D.  Conn DM Feb.  23,1972 

treading  Inc. 

2.734.226  Egan  Machinery  et  al  v.  Polymer  Ma-     14149D.Conn DM May   19,1971 

chinery  Corp. 
2.734,226     Frank  W.  Egan  &  Co.  et  al.  v.  Modern    Civ274-64  D.  N.J CJ  DM Feb.  26,1969 

Plastic  Machinery  Corp. 
2,734,226     Egan  Machinery  Co.  et  al.  v.  Krauss    C949-69  D.N.J DM... Apr.     1,1970 

MaffieCorp. 

2,736,880     MITv.  Fabritexinc 70-523F  D.  Mass DMw/p June  22, 1971 

2,736,880     Mass.  Inst,  of  Technology  V.  Scientific    67-886F  D.  Mass VI May  24,1968 

Data  Systems. 
2,736,956    Precision  Paper  Tube  Co.  v.  Precise    68C475  N.D.  Ill CJ .Jan.     7,1969 

Paper  Products  Co.,  etal. 

2,737,445     Nossen  v.  U.S 160PQ280(cmm'r)...  NV Oct.    30,1968 

2,737,445    Nossen  etal.  v.  U.S 163  PQ421  (cou.t  NV Oct.    17,1969 

claims). 

2,738.301     Merck  &  Co.  V.  Paul  Bottone C3G6-65D.  NJ VINJ Jan.    10,1968 

2,738,992    Johns-Manvllle  Corp.  v.  Cement  As-    CA56-395  N.D.  Ala...  NV  Nl July   29,1969 

bestos  Products  Co. 
2,738,992    Johns-Mans/llle  Corp.  v.  Cement  As-     166USPQ359  CA5_...  Aff.  NV  but  I       July    13, 1970 

bestos  Products  Co.  ifV. 

2,738,995    Dresser  I  nd.  Inc.  v.  U.S.  etal 166PQ335comm'r...  Nl July    15.1970 

2.738,995    Dresser  I  nd.,  Inc.  v.  U.S.  etal 167PQ473  court  Aff.NI Oct.    16,1970 

claims). 
2,739,068    Burgess  Cellulose  Co.  V.  Wood  Flong    N.D.  N.Y NV 

Corp. 
2,739,068     Burgess  Cellulose  Co.  V.  Wood  Flong    166USPQ417  CA2....  Aff.,  nV July   24,1970 

Corp. 
2,739,146    American  Hoechst  Corp.  etal  v.lndol    494-70D.N.J l,INJ .Aug.  31,1970 

Chem.Co. 

2.740.739  Allen  Ind.  V.  Nafl.  Sponge  Cushion     160PQ453  CA  3 Aff.  NV Nov.  27, 1968 

Co.  Inc. 

2.740.740  Beatrice  Lenore  Binnell  v.  Food  Ma-    70C1393  N.D.  Ill DM Aug.  23, 1970 

chinery  Corp. 
2,740,740    FMC   Corp.   v.   Fishchel  Industries,     14372  D.  Conn INJ Sept.   6,1972 

Inc. 
2,742,327    Amer.  Technical  Machinery  Corp.  v.    6174  E.D.  Va Judgment  ...  June  21,1968 

Sta-Band  Co.  Inc. 
2,742,327    American  Technical  Mach.  Corp.  v.    542-66  D.N.J_._ DM ...Mar.    6,1970 

Puleo's  Novelty  Co. 
2,742,378    Westwood    Chem.,    Inc.    v.    Owens-     168PQ79  N.D.  Ohio..  NV  Nl July   29,1970 

Corning  Fiberglas  Corp. 
2,742,378    Westwood  Chemical,  Inc.  v.  Owens-     171USPQ  I  CA  6 NV,  Aff Aug.  24,1971 

Corning  Fiberglass  Corp. 
2,742,378    Westwood    Chemical    Co.    v.    Ferro    C62681  N.D.  Ohio....  DM Mar.  20, 1972 

Corp. 
2,742,378    Westwood  Chemical  v.  Certain-Teed    C67-774  N.D.  Ohio...  DM Mar.  20,1972 

Prod.  Corp. 
2,742,383    General  Instrument  Corp.  v.  Hughes    158USPQ498  CAl....  clc.2,4,v,nl         July   18, 1968 

Aircraft  Co.  cls.lO,ll,nV, 

nl  Aff.  in 
part 
2,742,462    The  Norwich  Pharmacal  Co.  v.  Veteri-    157USPQ758  M.D.        INJ,  I Sept.  23, 1968 

nary  Corp  of  America  et  al.                   Georgia. 
2,742,462    Norwich  Pharmacal  Co.  v.  Veteninary    4144  N.D.  Ind I Feb.  28,1968 

&  Poultry  Inc. 
2,742,462    Norwich  Pharmacal  Co.  v.  Willings-    2267  W.D.N.C INJ Jan.   31,1968 

ham. 

2.742,462    Norwich  Pharmacal  v.  Luther  Morton  _  F68C-L  W.D.  Ark I May  24,1968 

2,742,462    Norwich   Pharmacal  v.   lYIclntosh   &    6711  W.D.  Wash INJ,  I Apr.  26,1968 

Universal  Agencies  Ltd. 

2,742,462    Norwich  Pharmacal  v.  Beaverstone.-    6969  W.D.  Wash INJ,  I Apr.  26.1968 

2,742.462    Morton  Norwich  v.  Hunter 69-223  E.D.  La CJ  INJ June  11,1971 

2.642,462    Norwich   Pharmacal   Co.  v.   Richard    468Civ296  D.  Minn...  INJ May  16,1969 

Hanson. 
2,742,462    Norwich  Pharmacal  Co.  v.  Robert  M.    4-68Civ297  D.  Minn..  INJ.... May  19,1969 

Peterson. 
2,742,462    Norwich   Pharmacal  Co.  v.  Pelmyra    67Civ216  N.D.N.Y...   INJ June    6,1969 

Trading  Co.  et  al. 
2,743,844    Jay  G.  Livingstone  v.  Maw-Vack,  Inc.    C67-235  N.D.  Ohio..  DMW/P Nov.  22, 1968 

etal. 
2,742,462     Morton-Norwich  Products  Inc.  v.  Jos.    FS69C72  W.D.  Ark...  V  I   INJ July  31,1969 

N.Pless,Sr.,d'b/aJoeN.  PlessCo. 
2,746,262    Albert  M.  Gallo  d/o/a  A.J.  Gallo  Co.    166USPQ509  E.D.         NV  Nl June  10, 1970 

V.  Norris  Dispensers,  Inc.  Mo. 

2,746.262    Gallo  v.  Norris  Dispensers,  Inc.. 171USPQ14  CAS...      Aff.  NV  Nl  ...  Aug,    9,1971 

2.746.231    Swengel  V.  Westinghouss.. 19419  D.  Md  DM  W'P    ..       Mar.  16  1972 

2,746,472    Robertsnaw  Controls  Co.  v.  Honey-    681132S  CD.  Calif...  DM  W/P. July     3,1969 

v;ell,  Inc. 

2.747.118  General  Electric  Co.  V.  Westinghouse    C64-493  N.D.  Ohio...  NV_ June    3,1969 

Electric  Corn. 

2.747.119  General  Electric  Co.  V.  General  Motors    C69-124  N.D.  Ohio...  DM June    4,1969 

Corp. 
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2,747,119    General  Electric  Co.  V.  Westinghouse    C64-493  N.D.  Ohio  NV                    June    3  1969 

Electric  Corp. 

2,748,001     Rawlings  et  al.  V.  National  Molasses    171  USPQ21  D.  NV                     June  10  1971 

etal.  Calif. 

2,749,267    U.S.  Gypsum  Co.  v.  Nat'l.  Gypsum    59C896  N.D.  Ill  V  I                    Feb    24  1969 

Co.  et  al. 

2,749.267    U.S.  Gypsum  Co.  v.  Nat.  Gypsum  Co..  169PQ135  CA7._.  .  VI  aff'd             Mar    11  1971 

2,750.055    James   Donle   Huffines   v.   Fruehauf    164PQ441  N.D.  Tex  VI  INJ               Jan    23' 1970 

Corp. 

2.750,055    Huffines  V.  Thiele,  Inc.  etal 71-789  W.D.  Pa  CJ- I                  Aug    15  1972 

2,750,314    Johnson  &  Johnson  V.  Kasen  Indus-     1241-67  D.  N.J CJ:Vi             Apr'2l'l969 

tries,  Inc.  ' 

2,750,660    Multifastener  Corp.  V.  MacLean-Fogg    70C3232  N.D.  Ill  DM                    May  25  1972 

Lock  Nut.  Co.  " 

2,753,663    Research  Corp.  v.  Pfister  Associated    63  C  597  N.D.  Ill  CJ-VI             Jan    22  1970 

Growers,  Inc.  ' 

2,753.663    Research  Corp.  v.  Cargill,  Inc.  et  al...  68C1081  N.D.  Ill  CJ:VI              Jan    22  1970 

2,753,663    Research  Corp.  v.  Edw.  J.  Funk 170PQ458  N.D.  Ind.  SJ;defbound    May25'l971 

byCJ 

2,753,663    Research  Corp.  v.  Asgrow  Seed  Corp.  425F2dl059  CA7 DM:def  May     5,1970 

bound  by 

2,753,694    Uniflow    Mfg.    Co.    v.    King-Seeley    30578  E.D.  Mich  VI  '       May  16  1969 

Thermos  Co.,  Inc. 
2,753,694    Uniflo     Mfg.     Co.    v.     King-Seeley    166USPQ70  CA6 VI,  Aff'd....    June  18,1970 

Thermos  Co. 
2,753,694     King  Seeley  Thermos  Co.  v.  Millers-    160PQ66  M.D.  Tenn     V  Nl  July     7  1968 

ville  Mfg. 
2,753,694    King-Seeley  Thermos  Co.  v.  Millers-     162PQ257  CA6 VNI.Aff  July     3  1969 

ville  Mfg. 
2,753,694     King-Seeley  Thermos  Co.  v.   Borg-    68C1057  N.D.  Ill  INJ   I  Oct     13  1972 

Warner  Corp. 
2,753,694     King-Seeley  Thermos  v.  Jefferson  Inc.  67C1894  N.D.  Ill  DM  WO/P  Jan      4  1971 

2,753,694    King-Seeley    Thermos    v.    Reynolds     167PQ519  N.D.  Ml        VI  Sept  25' 1970 

Products. 

^■^r«'^?^    Spee-Flo  Mfg.  V.  Nordson 69C749  N.D.  Ill  ...      CJ  Dec    18  1970 

2,754,928    Research   Products  Corp.   v.  Airflex    C67-377  N.D.  Ohio       DM  Oct      3' 1969 

Corp.  9t  al. 
2,756,316     tlox  Inc.  V.  Astral  Prec.  Equipment    69C2590  N.D.  Ill  CJ- I  May     2  1972 

Inc. 

2,756.630    Honeywell  Inc.  V.  GAF  Corp.  etal 68C1159  N.D.  Ill  DM  Oct    27  1971 

2,759,523    St.  Regis  Paper  Co.  v.  Tri-Wall  Con-    64Civ659  S.D.  N.Y        DM  Mar   271969 

tainers.  Inc. 
2,760,255    Charles  E.  Compton  et  al.  v.  Metal    803-F  N.D.  W.  Va         V  I  INJ  Aug     3  1970 

Products  Inc. 
2,760,255    Compton  etal.  V.  Metal  Products,  Inc.  171P0257-  M   NV  REV       Sept  16  1971 

9  7C1   177     D      v.,  u  ,         >       n  .  172PQ263CA4.  Dec.  le!  1971 

2.761.177  Ben  Walters  V.  Innoplast  Corp.  et  al._  839  68  D.N  J  CJTNJ  Feb    22  1971 

2.761.178  Lummus    Ind.   v.   Continental/Moss-    3355-N  M.D.  Ala  DM  wo/p  Sept  13  1971 

Gardin. 
2,761,273    Textron,     Inc.    v.    Preformed    Line    C64671  N.D.  Ohio         DM  w/p  Oct     29  1969 

Products  Co. 
2,761,503    Minnesota    Mining    &    Mfg.    Co.    v.    67C846  N.D.  Ill       .     DM  Feb     2  1968 

Better  Packages,  Inc.  et  al. 
2,  763,  402    Jay  G.  Livingstone  v.  Maw-Vack,  Inc.    C67-235  N.D.  Ohio       DM  w/p Nov.  22, 1968 

etc. 
2,763,681     Nopco  Chemical  Co.  V.  Amer.  Cyana-    1291-66  D.  N  J...        DM  Jan    22  1969 

mid  Co. 
2,764,830    McCoy-Gold    Merchandising    Co.   v.    69-2682  S.D.  N.Y         DM  wo/p  Mar    14  1972 

Massillon-Akron  Sign  Co. 
^•^65,202    Roller  Bearing  Co.  V.  Bearings,  Inc..  169PQ407  E.D.  Pa.   .  NV  Nl       .        Mar.  15  1971 
2,766,510    Erie  Tech.  Products,  Inc.  V.  Die-Craft    166USPQ172  N.D.  Ill    V  Nl  Apr    30  1970 

Metal  Products,  Inc. 
2,766,510    Erie  Tech.  Products,  Inc.  V.  Die-Craft    173USPQ644  CA7         NV  Nl  Mod        May     8  1972 

Metal  Products,  Inc. 
2,769,078    Elox.  Inc.  V.  Astral  Prec.  Equipment,    69C2590  N.D.  Ill  CJI  May     2  1972 

Inc. 
2,768,479    Louis  Zweig  d/b/a  Zwieg  Bros.  v.  Jack    3825  S.D.  NY  DM  Jan    30  1969 

Tchalikian. 

2.769.904  Tektronix  V.  U.S. 170PQ100  Ct.  of  V  I,  Aff. June  11,1971 

Claims. 

2.769.905  Tektronix  V.  U.S 170PQ100  Ct.  of  VI,  Aff'd June  11, 1971 

2,771,849    Sew  Fast  Prod.  V.  A  &  P  Winn-Dixie..  66443CJ  M.D.  Fla         DM  w/p  Jan    10  1968 

2,773,168    Elox.  Inc.  V.  Astral  Prec  Equipment,  69C2590  N.D.  Ill  CJI  May     21972 

Inc. 

2,773,359    Akfiebolaget  Electrolux  v.  Instamatic  70S49  N.D.  Ind  INJ  May     4  1971 

Corp. 

o'77^o51    Amp  Inc  V  Ramex  Mfg.  Co 71C1210  N.D.  III.....  CJ:INJ Oct.    12,1971 

<;,775,274     Kockum  Industries,  Inc.  V.  Brunette  69-42  D.  Oreg  DM  Feb    20  1969 

Machine  Works,  Ltd.  '        '      ' 
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2,775,274    Kockum    Industries    Inc 
Equipment,  Inc.  et  al. 

2,775,707    Picker  X-ray  Corp.  et  al  v.  Consoli- 
dated Electro  Dynamics. 

2,776,214    Armour  &  Co.  v.  Standard  Brands 


Salem    175USPQ81  CA9 J  vacated, 

C924-66  D.  N.J DM  w/p.. 

3502  D.  Del DM  w/p.. 


2,777,926     Bourns  v.  Dale  Electronics 

2,777,926     Bourns  Inc.  v.  Allen  Bradley  et  al 

2,778,418     M.   H.   Rhodes,   Inc.  v.   Robertshaw 

Controls  Co. 
2,778,617    Air  Shields  Inc.  v.  Air  Reduction  Co. 

Inc. 
2,  778,637    Ohio  Citizens' Trust  v.  Lear  Jet  Corp_. 
2,778,637    Ohio  Citizens  Tr.  Co.  et  al  v.  Audio 

Devices  Inc. 
2,779,196    Bishner  Mfg.  Co.  et  al  v.  Stewart 
Warner 

Clark  V.  Castle  Sporting  Goods 

Clarence  E.  Clark  v.  Castle  Sporting 
Goods,  Inc.  et  al. 

W.  A.  Pipkin  et  al.  v.  FMC  Corp. 

Belden  Mfg.  Co.  v.  Saxton  Products, 

Inc. 
Blair  V.  Westinghouse  Electric  Corp... 
Elox,  Inc.  V.  Astral  Prec.  Equipment 


Aug.  14 

Nov.  12 

May    3 

Dec.  29 
Feb.  2 
Oct.     1 

169USPQ450  N.D.         NV Mar.  18 


165PQ296D.  INebr...  NV 

176USPQ47  N.D.  III..  SJ-CNV,CE- 
12599  D.  Conn. DM 


160PQ11CA10 NV  Aff. 

66Civ2093S.D.  N.Y..  DM.... 


2,779,374 
2,779,374 

2,780,988 
2,782,251 

2,783,377 
2,783,411 

2,  784,  038 
2,784,132 
2.784.132 
2,  784, 132 

2,784,318 

2,784,521 
2,784,955 
2.784,955 
2,784,955 

2,794,417 

2,796,370 

2,797,091 


2,798,120 
2,  798,  226 

2,  799, 188 

2,  799, 346 
2,  784,  955 

2,  786,  480 

2,787.287 
2,787,654 

2,787,738 

2,  787,  782 

2,  790, 140 

2, 799, 346 
2,790,516 
2,790,978 
2,794,320 
2,794,320 

2, 794,  417 
2,  794, 417 

2,  800,  060 

2,  800, 104 

2,  800,  232 
2,  800,  252 
2,800,631 


65C897  N.D.  Ill CJ:V  I.. 

67C3027S.O.  N.Y....  DMw/p. 
67C216  N.D.  Ill DM 


Metal  Apts  Co.  v.  Fuller  Co 

Union  Carbide  Corp.  v.  iVIicrotron 

U.S.  Padding  v.  Union  Carbide 

U.S.  Padding  Corp.  et  al.  v.  Union 
Carbide  Corp. 

Picker  X-Ray  Corp.  v.  Consol.  Elec- 
trodynamics Corp. 

FMC  Corp.  V.  Keizer  Equipment  Co... 

Comptonetal.  v.  Metal  Products  Inc.. 

Metal  Products  Inc.  v.  Comoton  etal.. 

Charles  E.  Compton  et  al  v.  Metal 
Products,  Inc. 

Ransburg  Electro-Coating  Corp.  v. 
Lansdale  Finishers  Inc.  et  al. 

Allied  Research  Products  Inc.  et  al.  v. 
Heatbath  Corp.  et  al. 

Fife  Corp.  v.  Hurletron  Inc 


Dec.  3 
May   15 

Jan.  22 

Jan.  25 
Apr.  27 

Apr  7 
Nov.  15, 

Oct.  24 
May     2 

Feb.  6 
May  3 
Sept.  18 
Sept.  18 


C924-66D.NJ DMw/p Jan.   12 


66394CivM.O.  Fla...  SJ  for  Def. 
66Civ4324S.D.  N.Y..  DM 


160PQ155  D.D.C NV.. 

69C2590N.D.  III....  CJ:I. 


156USPQ605CA5....  VI  Aff. 

2042  W.D.  NC DM... 

33091  E.D.  Mich DM... 

33091  E.O.  Mich NVNI. 


4451  E.D.  Mich DM  w/p. 

172PQ263CA4 M.,Rev.. 

15248CA4 M.,Rev.. 

803-FN.D.W.  Va VI  INJ.. 


174USPQ407 V,  I. 

161PQ527 V,  I. 


Sonotone  Corp.  v.  Rivertone  Co.  Inc.. 
E-Z  Clasp,  Inc.  v.  France  Neckwear 

Co.  Inc. 
Multi-fastener  Corp.  v.  MacLean-Fogg 

Lock  Nut  Co. 

Kiva  Corp.  v.  Baker  Oil  Tools  Inc 

Salem  Tool  Co.  v.  Charles  Compton 

etal 
Howard  D.  Taylor  et  al.  v.  Sybron 

Corp. 

Rockwell  V.  Midland  Ross 

Compugraphic  Corp.  v.   Eltra  Corp. 

et  al. 
Mid-States  Enterprises  Inc.  v.  Elec- 
tronic Controls  Inc. 
Rosenblum  v.  Union  Industrial  Equip. 

Corp. 
Homes  International  Inc.  v.  Gearhart- 

Owen  Industries  Inc.  ct  al. 

Kiva  Corp.  v.  Baker  Oil  Tools  Inc 

Dunlop  Co.  Ltd.  v.  Kelsey-Hayes  Co.. 
Standard  Ind.  Inc.  v.  Tigrett  Ind.  Inc 

Rockwell  v.  Midland  Ross --   . 

Edward  A.  Rockwell  et  al.  v.  Midland 

Ross  Corp. 

Ransburg  v.  King  Industries 

Ransburg     Electro-Coating    v.    Std. 

Containers. 
Everett  Chapman  v.  Polarizing  Inst. 

Co.  Inc. 
Robert  C.  Cameron  v.  Thomas  Doss 

d/b/a/  Sensitronix. 

Bowser  Inc.  v.  Filters  Inc 

Wahl  v.  Carrier  Mfg.  Co 

Kaiser  Ind.  et  al.  v.  McLouth  Steel 

Corp. 


67-172D  E.D.  HI.  DM 

68Civ3863S.D. 

N.Y. 

DM  w/p- 

67Civ2620S.D.N.Y...  DM 


Mar.  4 
Dec.  16 
Dec.  16 
Aug.    3 

Jun.  21 

Apr.     2 

Oct.   30 


Jan. 
Apr. 


70C3232N.D.  Ill DM Mar.  25, 


163PQ5CA5 Aff.  NV  Nl. 

2578  S.D.  W.  Va DM 


May  29 
Oct.    19 


1967-322  W.D.N.Y...  DM  wo/p Apr.  29, 


Feb.  19, 
Dec.  16, 


169PQ5CA7 Aff.  NV,  Nl. 

70C1961  N.D.  Ill CJ,V,  I 


1581  E.D.  Ky... V,  I.. 

67C651  S.D.N.Y CJ... 

4-1936  N.D.  Tex CJ,  I. 


7-231  N.D.Tex NV,  Nl 

30629  E.D.  Mich I 

3121  D.  Dela DM  w/p.... 

169PQ5  CA7   Aff.  NV,  Nl. 

66C202  N.D.  Ill DM  w/p.... 


70C991  N.D.  Ill CJ,  I. 

167PQ426 V,  I.. 


65  C  1795  S.D.N.Y...  V,  I,  Inj.. 

68H712CAS.D.  DM  wo/p. 
Tex. 

158  PQ305  CA9 nl,  Aff... 

161  P0  481 I 

153PQ'565CA6 nV,  Aff... 


June  14 

Apr.  17, 

May  5 

June  3 
May  19 
Nov.  3 
Feb.  19 
Sept.  23 

Dec.  22 
Mar.  27 

June  1 

Jan.  14 

May  20 
Oct.  16 
Aug.  2 


1972 

1968 

1971 

1969 
1972 
1968 

1971 

1968 
1969 

1968 

1968 
1969 

1969 
1968 

1968 
1972 

1968 
1968 
1971 
1970 

1968 

1970 
1971 
1971 
1970 

1972 

1969 

1969 


1970 
1968 

1972 

1969 
1972 

1970 

1971 
1970 

1968 

1968 

1972 

1968 
1972 
1970 
1971 
1969 

1972 
1970 

1970 

1969 

1968 
1968 
1968 
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2,  800,  856 
2,801,941 


2,802,257 
2,  802,  580 


Printing  Plate  Supply  Co.  v.  Areata     1970-585  W.D.N. Y 

Graphics  Corp. 
Chemical   Corp.  v.  Jacksonville  Robo 


AMP  Inc.  V.  ETC  Inc 

Ohio  Brass  Co.  v.  Dresser  Ind,  Inc... 


2,804,395  Setrak  K.  Boyajlan  d/b/a/  Precision 
Testing  Lab.  v.  E.  I.  duPont  de 
Nemours. 

2,  804,401     Orrtronlcs  v.  Andio  Devices 

2,804,401     Faraday  Inc.  v.  RCA  Corp 

2,804,554    Dual  Lite  Co.  v.  Mallard  Mfg.  Co 

2,804,571     Tektronixv.  U.S... 


72  478  C  J  M  MD. 

Fla. 

C69-337  CD.  Ohio. 
C  1969-360  W.D. 

N.Y. 
2734  D.Del 


Elox  I  nc.  V.  Astral  Prec  Equipment  I  nc. 

Garrett  Corp.  v.  U.S.. 

Garrett  Corp.  v.  U.S.. 

Moser  v.  B=rd  Ind.  Inc. 


2,804,575 
2,804,633 
2,  804,  633 
2,804,838 

2,  804,  935    Maloney  Crawford  Tank  Corp.  et  al.  v. 

Sander  Tank. 
Maloney    Craviiford    Tank    Corp.    v. 

Sander  Tank  Co.  Inc. 
2, 804,  940    Maloney  Cravi^ford  Tank  Corp.  et  al.  v. 

Sander  Tank. 

2.804.940  Maloney    Crav/ford    Tank    Corp.    v. 

Sander  Tank  Co.  Inc. 

2.804.941  Maloney    Crawford    Tank    Corp.    v. 

Sander  Tank  Corp. 
Maloney    Crawford    Tank    Corp.    v. 

Sander  Tank  Co.  Inc. 

2,806,131     Palmerv.  U.S 

2,806,131     Samuel  L.  Palmer  et  al.  v.  U.S 

2,  806,  532     Kiva  Corp.  v.  Baker  Oil  Tools  Inc 

Kiva  Corp'  v.  Baker  Oil  Tools  Inc 

2,806,956     Picker  XRay  Corp.  et  al.  v.  Consoli- 
dated Electrodynamics  Corp. 
2,807,659    Cool-Fin  Electronics  Corp.  v.  Inter- 
national Electronics  Res.  Corp. 
2,  808,  626    Weather  Control  Shutters  v.  Bernards 

Alum.  Fabricators. 
2,809,892    Commercial  Solvent  Corp.  v.  Pabst 

Brewing  Co.  Inc. 
2,810,206    Empire  Level  Mfg.  Co.  et  al.  v.  Ace 

Hardware  Corp. 
2,810,815    Still    Man    Mfg.    &    Thero-Craft    v. 

Wiegand  Co. 
2,  811,  940    Rimoldi  &  Co.  v.  Sunbrand  Corp.  et  al. 

2.812,898     Pietropaoli  v.  United  Aircraft 

2,  813,  185    Raytheon  v.  Sanyo  Denk  KK 

2,  813,  725    Technibilt  Corp.  v.  Clouts'  Food  Shop 

Inc.   d  b/a   Clouts'    Food  Store  & 

Village  Kitchen. 
2,  814,  019    Homco  International  Inc.  v.  Gearhart- 

Owen  Industries  Inc.  et  al. 
2,814,990    Printing  Plate  Supply  Co.  v.  Areata 
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Co. 
2,855,010     Kockum  Industries,  Inc.  v.  Brunette 
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2,  861,  688    Henry  Mfg.  Co.  v.  Commercial  Filters 

Corp. 
2,851,731    Stromberg  Carlson  Products,  Inc.  v. 
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2.  867,  001    Teledyne  Mid  America  Corp.  v.  ITT . . 
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Mulliken  Corp. 
2,867,017    Sutter    Products    Co.    v.    Pettibone 

Mulliken  Corp. 
2,  857,  324    Hirs  v.  DeLaval  Turbine,  Inc 
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2,869,754     Booth  et  al.  v.  Victor  Products  Corp. 
2,870,548    Aetna    Casualty    &    Surety    Co.    v. 

Singer  General  Precision. 
2,870,840    Paper  Converting  Mach.  Co.,  v.  FMC 

Corp. 

2.871.982    Pietro  paoli  V.  United  Aircraft 

2,872,203    Hedstrom  Union  Co.  v.  The  Welsh  Co 
2,  873,  996    The  Lodge  &  Shipley  Co.,  v.  Holstein 

&     Keppert    GmbH    &    Wolfgang 

Bochous. 

2,874,632    Hedman  Co.  v.  Wm.  F.  Collins 

2, 875,  777     Robinair  Man.  Corp.  v.  Jarrow-Brinda, 

Inc. 
2,877.501     Dart  Industries,  Inc.  v.  E.  I.  DuPont 

De  Nemours  &  Co. 

2,878.514    David  &  David,  Inc..  v.  Myerson 

2.881,476    Mark  Page  v.  County  Plastics  Corp   . 

2.882.243  W.  R.  Grace  &  Co.,  v.  Union  Carbide 

Corp. 

2.882.244  W.  R.  Grace  &  Co.  v.  Union  Carbide 

Corp. 
2,  882,  244     Union  Carbide  Corp.  v.  Filtrol  Corp. .. 

2.  882.  384     Foster  v.  Magnetic  Heating  Corp 

2,883.255    Scam  Instrument  Corp.  v.  IBM _. 

2,883.255    Scam    ln^trument   Corp.   v.   Control 

Data  Corp. 
2,883,255    Scam    Instrument   Corp.   v.   Control 

Data  Carp,  et  al. 


157PQ177CA2 NV.  Rev. 

66-61  W.D.  Okla Dm 


Mar.  14, 1589 
Apr.  16,1968 


66-61  W.D.  Okla Dm Apr.  16,1968 


170PQ100 V,  I 

12571  D.  N.J Dmw/p. 

27-71  D.N.J Dmw/p. 

161PQ270CA9 Aff.  V,  I. 

68-1294  Civ.  Tc  I.. 

S.D.  Fla. 
CIV  69-42  D.  Oreg...  Dm 


175PQ81  C.A9 J  of  NV 

vacated. 
C  68-295  N.O.  Ohio..  V.INJ.... 


June  11,1971 

July  7,1971 

Aug.  2,1971 

Mar.  14,1969 

Mar.  27, 1969 

Feb.  20,1969 

Aug.  14,1972 

Aug.  3,1970 

May  14,1971 

June    5, 1970 

Mar.  28, 1969 

Feb.  3, 1969 

Mar.  15,  1971 

Apr.  13,1971 

12113  N.D.Ga CJ Apr.  4,1969 


30272  E.D.  Mich CJ.INJ.. 

156PQ100CA7 Aff.  NV.. 

63C579N.D.  III....  Nl,  NV 

10202  W.D.N. Y Dmw/p. 

15892  D.  Md Dmw/p. 

176PQ460 NV,  Nl.. 


157PQ347 SJ.NI. 

67  C  388  N.D.  Ill Dm... 


8757  Civ  D.  Conn....  Dm 
69-2290  S.D.N. Y Dm. 


170PQ9 NV 

171PQ325CA1 Aff.  NV. 

63  C  579  N.D.  Ill NV,  Nl. 


Feb.  21,1968 
June    7,1969 

May  7,  1971 
July     6, 1970 

Mar.  18,1971 
Oct.  7, 1971 
Mar.  28,  1959 


156PQ100CA7 NVAff June    5,1970' 


159PQ773 V,  l,INJ. 

159PQ773 V,I,INJ.. 

159PQ773 V,  I,  INJ.. 

57Civ3419S.D.N.Y.   Dm 

64  C  1032  N.D.  111...  Dm  wo/p. 

C  68  301  N.D.  Ohio..  Dm 

C  58  301  N.D.  Ohio..  INJ 

157PQ598 NV,  Nl... 


15-892  D.  Md-. Dmw/p. 

3855  D.  Del.... Dm 


151PQ57CA7. Aff,  I 

70-CV447  N.D.N.Y..  Dm  wo/p. 

65C  1431  S. D.N. Y...  Dm 

157PQ525 NV,  Nl... 


2587  67  D.  Wash....  Dm 

68  C  1722  N.D.  ML..  Dm  w/p. 


Mar.  28,1968 
Mar.  28, 1968 
Mar.  28,1958 
Aug.  31,1970 
May     5,1970 

June  19,1970 

Jan.   23,1959 

May  13,1970' 

Mar.  16,1971 
June  21,1972 

Mar.  20, 1969 

Apr.  28,1971 
Mar.  1,1958 
OcL  14,1970 


Feb.  5, 1958 
Nov.  24, 1969 


175PQ540 V,l Oct.     4,1972 


Jan.  9,1968 
Nov.  3,  1971 
Sept.  25, 1970 


70  Civ  1174  S.D.N. Y.   Dm Sept.  25, 1970 


155PQ353CA2 Aff.  NV. 

57  C  1024  E.D. NY  ..  Dm 

70  Civ  1174  S.D. N.Y.    Dm 


170PQ483 V,  I 

161PQ1S3CA2 Aff.  V,  1. 

67  C  200  N.D.  111.    _.  Dm 

59  C  1725  N.D.  111...  Dm 


58C930N.D.1II. 


Apr.  29, 1971 
Mar.  20,  1969 
May  27,1958 
Aug.  20, 1969 


Dm Aug.  20,1969; 


219 


Patent  No.    Case 


Citation 


Decision 


Date 


Litigation 
in  Patent 
Office 


168PQ648 

68  0  8b  E.D.N.Y... 

156PQ657CA2..-. 
11,811  D.  Conn.... 


2,883,619    Tektronix  V.  U.S 170PQ100  Ct.  CIs. 

2,883,927    Alr-lmpac  Co.  v.  Columbia  Marking    447  E.D.  Mich 

Tools,  Inc. 

2,884,288    Roller  Bearing  Co.  v.  Bearings,  Inc  . 

2,  884,  649    George  A.  Schariner  v.  Agnew  Associ- 
ates, Inc. 

2,885,248    White  et  al.  v.  Fafnir  Bearing  Co  ... 

2,885,824    Jerome  H.  Lemelson  v.  Sears,  Roe- 
buck &  Co.,  et  al. 

2,885,824    Jerome  H.  Lemelson  v.  Daisy  Mfg. 
Corp. 

2,887,338    Adell  r/lfg.  et  al.  v.  Vicira  Sales  et  al..  30272  E.D.  Mich. 

2,887,584    High    Voltage    Engineering   Corp.   v.    Civ  1-68-79  D. 
Boise-Cascade  Corp.  Idaho. 

2,877,584    High   Voltage   Engineering  Corp.   v.    3549  D.  Del 

Boise-Cascade  Corp.  at  al. 

2,890,027     Patterson- Kelley  V.  General  Machine    1241-69  D.N.J... 
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Cooperatives,  Inc. 
2,895,570    J.  Bobst  «.  Fils  S.A.  v.  Consolidated 

International  Equipment  &  Supply 

Co. 
2,895,821     Brian  Jackson  Assoc,  Inc.  et  al.  v.     163PQ198. 

San  Manuel  Copper  Corp.  et  al. 
2,895,950     Broadview  Chemical  Corp.  V.  Loctite    159PQ80.. 

Corp. 
2.  895,  950    Loctite  Corp.  v.  Eastern  Bearing,  Inc.. 
2,895,950    Broadview  Chemical  Corp.  v.  Loctite 

Corp. 
2,  895,  950    Broadview  Chemical  Corp.  v.  Loctite 

Corp. 
2,  896,  284    Gateway  Industries,  Inc.  v.  Greenfield 

Co. 
2,896,347     Proctor-Silex  Corp.  v.  Arvin  Indus- 
tries, Inc. 
2,  896,  857     Malsbury  Mfg.  Co.  et  al.  v.  Aid,  Inc. . 
2,  896.  857     Malsbury  Mfg.  Co.  et  al.  v.  Aid,  Inc. . 
2,  896,  857     Malsbury  Mfg.  Co.  et  al.  v.  Custom 

Power  Washer,  Inc. 
2,  896,  857     Malsbury  Mfg.  Co.  v.  Orbit  Car- Wash. 
2,  897,  313    Edward  S.  Burgess  v.  Motorolo  Com-. 

munications  &  Electronics,  Inc. 
2,  897,  313    Edward  S.  Burgess  v.  General  Electric 

Co. 
2,897,497    Finney  Mfg.  Co.  et  al.  v.  Electronic 

Component  Distributors,  Inc. 
2,897,840    Marlon  R.  Roberts  et  al.  v.  Goodyear 

Tire  &  Rubber  Co. 
2,899,242    Bombardier     Snowmobile     Ltd.     v. 

Lakeshore  Amusement  Co.  (Inc.). 

2,  901,  385    Gaynor  et  al.  v.  Diamond  Alkali 125-69  D.N.J.,.. 

2,  902,  041     Helena  Rubinstein  v.  Bau 167PQ711  CA9. . 

2,  902,  940    Hudson  Engineering  Company  et  ano    64  Civ  3811  S.D. 

V.  Bingham  Pump  Company.  N.Y. 


V,  I 

Dm  w/p. 


NV 

Dm  w/p. 


June  11 
Feb.  29, 


Feb 
Nov.  19, 


Aff.  V,  I. 
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July     6, 
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Mar.  27 
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Mar.  27 

June  21 

Dec.  22 

Dec.     4, 


1971-452  W.D.N.Y. 
1971-452  W.D.N.Y. 
67  H  819  S.D. 
70  C  991  N.D.  Ill 

167PQ426... 

174PQ407 

167PQ426 

174PQ407. 

70  C  991  N.D.  III. 


Dm  wo/p. 
CJ,  INJ.. 

Nl 

CJ,  Dm.. 

CJ,  I 

Dm 

Dm 

Dm 

Dm 


...  I. 


V,  I. 
V... 


V,  I. 
V.._ 


67  C  801  N.D.  ML.. 
67  C  394  E.D.  Wis.. 


Dm. 
Dm. 


66  C  824  N.D. 


..  CJ,  V May   12, 

..  I Apr.  24 

.  June  20 


I,  INJ. 


Civ  999-67  D.N.J. ... 
162PQ139 


171PQ65 

67  C  122  N.D. 
162PQ203.... 


V,  I;  INJ. 
INJ 


Nl 

Dm  w/p. 
NV,  Nl.. 


165PQ241 

171PQ7CA7 

C  68-737  N.D.Ohio. 


CA  5-535  N.D.  Texas. 
C  756-66  D.N.J 

Civ  757-66  D.N.J... . 

67  H  819  S.D.  Tex... 

C  68-237  N.D.  Ohio.. 

29263  E.D.  Mich 
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2,903,767     Eastern   Rotorcraft   Corp.   v.   United     158PQ294 V,  I June  14, 1%8 

2,903,977    Simplicity  Mfg.  Co.  V.  Yard-Man,  Inc.  D30323  E.D.  Mich...  DM.._.             Jan.    111968 

2,905,445     Blumcraft  et  al.  V.  Architectural  Mfg.,     172PQ460 c.e.,  NV,  SJ...  Jan.     7,1972 

Inc.  et  al. 
2,  905,  445    Blumcraft  et  al.  v.  Architectural  Mfg.,     174PQ384  CAIO SJ,  c.e.,  N V,       May  24, 1972 

Inc.  et  al.  AFF. 

2,904,449    Continental  Coatings  Corp.  V.  Metco,     174PQ423  CA7 SJ,  Laches,        July   21  1972 

Inc.  AFF. 

2,904,449    Continental  Coatings  Corp.  V.  Metco,    168PQ685 SJ,  Laches....  Jan.   22,1971 

Inc. 
2,905,445     Blumcraft  et  al.  v.  Citizens   &  So.     158PQ642 V,  I  .  May  29  1968 

Nat.  Bank  of  S.  Car. 
2,905,445    Blumcraft  et  al.   v.   Citizens  &  So.     160PQ642  CA4 Ml,  REV  Feb.   19  1969 

Nat.  Blank  of  S.  Car. 
2,905,445    Blumcraft  et  al.  V.  Kawneer  Co.,  Inc.     166PQ265 SJ/c.e.,  June    4,1970 

et  al.  denied. 

2,905,445     Blumcraft  of  Pitts,  v.  Kawneer  Co.,    172PQ43 SJ/c.e.  de-         Nov.  16,1971 

Inc.,  et  al.  nied  on 

recon. 

2,905,465    Magnavoxv.  NCRetal... 68C1001  N.D.  Ill DM Dec.  21  1970 

2,905,601    Sel-Rex  Corp.  V.  Scripto,  Inc D9137  N.D.  Ga DIVI Sept.  30, 1969 

2,905,601    Sel-Rex   Corp.    v.    Lea    Ronal,    Inc.  D62C905  E.D.  N.Y...  DM.. Apr.  11,  1969 

et  ano. 

2,906,627     Beseler  Corp.  V.  Great  Lakes  Stamp  D66CivD66Civl298        DM  w/p     Dec.  6,     1968 

&  Mfg.  Co.  S.D.N.Y. 

2,906,627    Great  Lakes  Stamp  &  Mfg.,  Co.,  Inc.     159PQ67CA7 NV,  AFF Sept.  19, 1968 

V.  Reese  Finer  Foods,  Inc. 

2,907,585    Moore    Bus.    Forms    v.    Gulfstream  68-934TC  S.D.  Fla...  CJ,  V,  I Nov.  18,  1970 

Press. 

2,907,614    Rosen  v!  Kahlenberg _...  171PQ386 V.  I,  Inj Aug.  10,  1971 

2  908  021    Trimble    Products    Inc.    v.    W.    T.     159PQ92 NV._ Mar.  21,  1968 

Grant  Co. 
2,908,021    Trimble    Products    Inc.    v.    W.    T.     160PQ641  CA2 NV,  AFF Oct.  31,   1968 

Grant  Co.  et  al. 
2  908  302    Carl  W.  Mullis  et  al.  v.  E.  S.  Adking    D13978  D.  Md_ DM Apr.  8,    1970 

Co. 

2,908.302    David  Mullis  et  al.  v.  Kockum  Ind.,  DCA68-233  N.D.           DM  w/p May  18,  1970 

Inc.  Ala. 

2,908,831     Brevel   Products  Corp.   v.    Keystone    D67Civ2900 CJ,  Inj Oct.  17,   1967 

Camp  Mfg.  Corp. 
2,908,939    Supermold    Corp.    v.    Sheehan  Tire     D14627  D.  Conn DM.._ Feb.  23,  1972 

Retreading  Inc. 

2  908  964     Beloit  Corp.  V.  Edward  Kusters D65Civl377  S.D.  Q       DM  wo/p     ...  Sept.  2,   1970 

N.Y. 

2  909  134    Joseph  A.  Kniefel  v.  Agwaler F504Civ  E.D.  Calif,..  CJ,  I Nov.  12,  1971 

2,909,384    Engineered   Prods.  Co.  v.   U.S.   Ind.     D70C933  E.D.N. Y CJ. Mar.  6,    1972 

Prod.  Corp.  et  al. 
2,909,934    Satkes    Tarzian     Inc.    v.    Standard     D69C80  N.D.  Ill DM Jan.  14,  1969 

Kollsman  Industries,  Inc. 

2  910  377     MMM  Co.  v.  Labelon  Corp D69-5435  S.D.N.Y....  Inj Feb.  13,  1970 

2  911  339    American  Cyanamid  v.  Pfizer D2874  D.  Del DM,  wo/p  Mar.  15,  1968 

2',  911',  339     Nopco  Chemical   Co.   v.   Amer.   Cy-     D1291-66  D.N.J DM Jan.  22,  1969 

anamid  Co. 
2,913,046     Northrup  Architectural  Sys.  V.  Full-     161PQ772 SJ  CI.  3,  NV,      Apr.  25,  1969 

view  Ind.  Inc.  CIs.  6,  7,  9, 

10,  15,  16 
Nl. 
2  913  046     Northrup    Architectural   Systems   v.     168PQ623  CA9. SJ  denied,         Jan.   28,1971 

Lupton  Mfg.  Co.  REV. 

2,913,386     Beckman  Instruments,  Inc.  et  al.  v.     160PQ619 V,  Nl... Dec.  30,1968 

Chemtronics,  Ind.  et  al. 
2,913,386     Beckman  Instruments  Inc.  V.  Chem-     165PQ355  CAS. NV,  REV,  F...  Apr.  14, 1970 

tronics.  Inc. 

2,913,386    Beckmanlnstruments  V.  Chemtronics.  170PQ466 On  remand,       June    7,1971 

no  F. 

2.913.973  Bull  V.  Log  Etronics,  Inc 168PQ342 NV Jan.     5,1971 

2.913.974  Bull  V.  Log  Etronics,  Inc 168PQ342 NV Jan.     5,1971 

2,914,779    Garrett  Corp  V.  U.S 162PQ568 V,  I  CI.  3  NV      June  23,  1969 

CIS.  2.5,6. 

2,914,779    The  Garrett  Corp.  V.  The  U.S 164PQ521... NV  Cls.2,5,6       Feb.  20,1970 

V,l  C1.3. 
2,914,823    Stockham  Valves  and  Fittings  Inc.v.    159PQ705  CA5 V,  I,  AFF Nov.  22, 1968 

Arthur  J.  Schmitt  Foundation  et  al. 
2,914,823     Morris  Bean  &  Co.  v.Reichhold  Chem-    169PQ813 V,  I  CI.  1 Mar.  25, 1971 

icals   Inc. 
2,916,007    Outboard  Marine  Corp.  V.  Brunswick    D67C639  N.D.  Ill DM May  28,1968 

Corp. 

2,916,185    Leesona  Corp.  V.  Seigle 157PQ344... .SJ,NV.. Feb.     6,1968 

2,917,263    Appleton  Elect! ic  Co.  v.EfengeeElec-     160PQ572.. SJ,  NV. July   26,1968 

tiical  Supply  Co. 
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2, 917, 263  Appleton  Electric  Co.  v.  Efengee  Elec- 
trical Supply  Co. 

2,917,790  F.  E.  Schumacher  Co.  v.  Kasson  & 
Keller,  Inc. 

2,  917,  790    Schumacher  Co.  v.  Reynolds  Co.  et  al. . 

2  917,885  Sturtevant  Industries,  Inc.  v.Strenke 
et  al. 

2  917  886  Sturtevant  Industries,  Inc.  v.  Strenke 
etal. 

2,918,310    Carson  v.  Bland 

2,919,042  John  Wl.  Calimfde  v.  Levin  Metals, 
Corp. 

2,  919,  042     Kierulf  v.  Scrap  Loaders  Inc 

2,919,042    Jorgen  V.  Kierulff  v.  Michael  Schia- 

vone  &  Sons,  Inc. 
2,919,061     Norton  Co. etal.  v.  BendixCorp 

2,919,061     Norton  Co.  v.  Bendix  Corp 

2,  919,  061  NRC  Equipment  Corp.  et  al.  v.  Consol- 
idated Vacumn  Corp. 

2,  919,  506  Esco  Corp.  v.  Hensley  Equipment  Co., 
Inc. 

2,919,506    Esco  Corp.  v.  Tru-Roll  Co 

2,919,534  Deering  Milliken  Research  Corp.  v. 
Burlington  Ind. 

2,919,990  National  Dairy  Prods,  v.  Borden  Co. 
etal. 

2,920,990  Nat.  Dairy  Prod.  Corp.  v.  Sw^iss 
Colony. 

2, 920, 971  Corning  Glass  Works  v.  Anchor  Hock- 
ing Glass  Corp. 

2,  921,  650    Dunlop  Co.  Ltd.  v.  Kelsey-Hayes  Co_ .  . 

2,921,786  Cutting  Room  Appliances  Corp.  v. 
Sam  Zuckerman  Sewing  Machine 
Corp. 

2,921,786  Cutting  Room  Appliances  Corp.  v. 
ABCD  Equipment,  Inc. 

2, 922,  883    SCM  v.  RCA 

2,922,990  SCAM  Instrument  Corp.  v.  Control 
Data  Corp. 

2,922,990  SCAM  Instrument  Corp.  v.  Control 
Data  Corp.  etal. 

2, 923, 144    Maytag  v.  General  Motors  Corp 

2,923,242  Rcnald  H.  Klair  as  exec,  of  estate 
Howard  P.  Klair  v.  U.S. 

2,923,406    lIl.Tcol  Works  Inc.  V.  Brunsinget  aL. 

2,923,553  Seeburg  Corp  of  Delaware  v.  Speci- 
alty Sales  Corp.  of  America. 

2,923,605  Clevite  Corp.  et  al.  v.  Howard  Aiken 
Ind.  Inc. 

2,923,846    David  M.Goodman  v.  Phiico  Corp 

2,925,625  Dyno  Industries  Inc.  v.  Com-Tech 
Inc.  et  al. 

2,  925,  665    Maytag  Co.  v.  Hoover  Co 

2, 925,  719  Hospital  Marketing  Services  Co.,  Inc. 
V.  Kwik-Kold,  Inc. 

2,925,719     Kwik-Kold,  Inc.  v.  Kendall  Co 

2,926,154    Hercules  Inc.  v.  Pacific  Resins 

2,926,420    Baling  v.  Home  Window  Co.,  Inc 

2, 928,  562    Leach  Co.  v.  Gen  Sani-Can  Mfg.  Corp. 

2,  929,  228    Edward  A.  Gould,  Jr.  v.  Cornelius  Co.. 

2,  930, 840    Heyman  Mfg.  v.  Richlock  Corp 

2,  930,  986    Tektronix  v.  U.S 

2,932,397  Paddock  of  California,  Inc.  v.  Na- 
tional Filtronics,  Inc. 

2,933,333     Aeroquip  Corp.  v.  Crane  Co 

2,933,558    Hazeltine  Research  v.  Firestone  Tire 

&  Rubber  Co. 
2,933,558    Hazeltine  Research  v.  Firestone  Tire 

&  Rubber  Co. 
2,934,230    Richard  D.  Tracey  v.  Perkins  Machin- 
ery Co.,  Inc. 
2, 934, 932    Tile  Council  of  America,  Inc.  v.  Ceram- 
ic Tiiers  Supply,  Inc 
2,934,932    Tile  Council  of  America   v.  Garland 
White  &  Co..  Inc. 

2,934,932    Tile  Council  v.  Chicago  Mastic.    

.2,934,932  Ceramic  Tilers  Supply  v.  Tile  Coun- 
cil of  America. 


162PQ257CA7 

D67-CV372  N.D.N.Y. 

C66-371  N.D.  Ohio... 
D65C23  E.D.  Wis 


NV,  AFF June 

V,NI. Jan. 


J  for  Def Feb. 

I.. Apr. 


23, 1969 

13, 1969 

25, 1972 
4, 1968 

D65C23  E.D.  Wis I Apr.     4,1968 

158PQ529CA10:.. 
D50132  N.D.  Calif.. 

DC-67-595  D.  Oreg. 

(Portland) 
D12362  D.  Conn... 


D1968-361  W.D. 

N.Y. 
171PQ449CA2.... 
D10884  E.D.N.Y... 

156PQ642 


NV,AFF -  July 

CJ,V Aug 

CJ,DM June 

DM_ June 

V,  I Nov. 

NV,REV Dec. 

DM. Mar. 


10, 1968 
6, 1969 

26. 1968 

23. 1969 
26, 1971 

22. 1971 

10. 1972 


176PQ163 

D67-C-50-C  W.D. 

Va. 
157PQ227CA7 


176PQ405. 
163PQ268. 


.  V,  l,M  Jan.  26,1968 
(purged). 

V,l Dec.  11,1972 

DM. -  May  22,1968 

V,REV. Mar.  26,1968 

29, 1972 

15, 1969 


V  1-6, 1  1,3,      Dec. 

4,  Nl  2,5,6. 
I,  Inj July 


D30629  E.D.  Mich.... 
D68Civ278S.D.N.Y... 


DM. 


May 
May 


19, 1972 
26, 1970 


D68Civ277S.D.N.Y..    CJ,lnj- 


Nov.  13, 1968 


167PQ196 

D69CI725  N.D.  III. 


NV Sept.  28, 1970 

DM.. Aug.  20,1969 


D68C930  N.D.  Ill DM Aug.  20,  1969 


N.D.  Ill 

D24-67  Ct.  of  Cl- 


DM Nov.  24,  1971 

J Aug.  21,  1970 


156PQ610CA9... 
D69C220  N.D.  III. 

D3252  D.  Del-.- 


D65Civ95l  S.D.N.Y- 
156PQ611  CA9 


D70C2946  N.D.  III... 
DN71C32  E.D.  Mo... 

D69C698  N.D.  III.... 
D7156  E.D.  Wash... 
DC69-308  N.D.  Ohio. 
D64C1675  N.D.  III... 
D4-66Civ329  D. 
Minn. 

67C801  N.D.  Ill 

170PQ100 

70-352-S  N.D.Ala.. 

D38436  E.D.  Mich... 
171PQ481 


176PQ17CA4 

D67-419-J  D.  Mass. 
159PQ204._ 


D71-2125  N.D. 

Calif. 
D69C2242N.D.II 
169PQ268  CA9.. 


Nl,  AFF Jan.    5,  1968 

DM  w/p -  Apr.    1,  1970 

.  I,  Inj. Dec.    5,  1969 

DM Apr.    6,  1970 

NV,  AFF Jan.  17,  1968 

DM Oct.  12,   1971 

CJ,V,I Oct.  10,    1972 

DM Sep.  29,  1969 

DM...- Nov.    5,  1970 

CJ,  Inj May    1,  1972 

V  I,  Inj May  15,  1970 

DM Feb.  18,  1969 

DM Dec.    4,  1970 

V,  I June  11,  1971 

V,  Inj. Sep.  30,  1971 

DM   -. --  June  12,  1972 

V,  Nl Oct.     4,  1971 

Nl,  AFF Nov.  15,  1972 

DM  w/p. May    6,  1969 

V... June  26,  1968 
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plaintiff. 
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2, 935,  309    Salem  Tool  Co.  v.  Charles  Compton  et 

al. 
2,935,676    I.T.E.  Circuit  Breaker  Co.  v.  Rapid 

Electric  Co.,  Inc. 

2,  935,  716     Bourns  v.  Dale  Electronics 

2,  935,  794    Aetna  Casualty  &  Surety  Co.  v.  Singer- 
General  Precision  et  al. 
2,935,932    J.  Bobst  &  Fils  S.A.  v.  Consolidated 

Int'l.  Equip.  SSupply  Co. 
2,936,899    Precision    Metal    Products    Inc.    v. 

Brunor. 
2, 937,  065    Water  Seals,  Inc.  v.  Tiger  Industries, 

Inc.  et  al. 
2,938,279    Singer  General  Precision  Inc.  v.  Far- 
rand  Optical  Co.,  Inc. 
2,  938,  718    Di-Dro  Engr.  Co.  v.  Die  Draulic  et  al.... 

2, 939,  707    Lemelson  v.  Ideal  Toy  Corp 

2,940,495    Std.  Pressed  Steel  Co.  v.  Hi-Shear 

Corp. 

2.942, 172    General  Radio  v.Kepco.. 

2,  942,  429    Gordon  Johnson  Co.  et  al.  v.  Ralph  S. 

Zebarth  etal. 

2,942,512    WurlitzerCo.  V.  Kjos  Music  Co 

2,  942,  512    Wurlitzer  Co.  v.  Chicago  Musical  I  nst. 

Co. 
2,942,768    Mach   Chicago  Corp.  v.  Sturdi   Box 

Corp. 

2,  943,  019    Motron  Norwich  Prod.  v.  Hunter 

2,943,839    DeLaval  Turbine,  Inc.  v.  Garrett  Corp.. 

2,945,533    Fletcherv.  Mohascoind 

2,945,582    Triangle  Leather  Goods  Co.  et  al.  v. 

Abraham  et  al. 
2,  946,  069    Corcoran  Shoe  Co.,  I  nc.  v.  Noone  Shoe 

Co.,  Inc.  et  al. 

2.  947, 104    Woodstream  Corp.  v.  Herter's,  I  nc 

2.  947, 104    Woodstream  Corp.  v.  Herter's,  I  nc 

2,947.544    Ranco  Fertiservice,  Inc.  v.  Arthur  A. 

Hurt. 
2,  948,  252    Outboard  Marine  Corp.  v.  Brunswick 

Corp. 

2,948,372    White  Consol.  Ind.  v.  Maytag 

2,948,524    Carborundum  Co.  v.  Metal  Transfer, 

Inc. 
2,  948,  899    Robert  E.  Allen  d/b/a.  Bob  Allen's  Gun 

Club  Sportswear  v.  Ideal  Products 

etal. 

2.  948,  899    Allen  v.  1  deal  Products,  I  nc 

2,  948,  928    Mobay  Chemical  Co.  et  al.  v.  Hudson 

Foam. 

2,949.053    Wurlitzer  V.  Kjos  Music  Co 

2,  949,  053    WurliUer  C?.  v.  Chicago  Muscial  Inst. 

Co. 
2,949,237    J.  Bobst  &  Fils  S.A.  v.  Consolidated 

Int'l.  Equip.  &Supply  Co. 
2.  949,  580    Sarkes  Tatzian  inc.  v.  Standard  Kolls- 

man  Industries,  Inc. 

2,950,016    U.S.  v.S3f-T- Boom  Corp.  et  al 

2,950,015    U.S.  V.  Saf-T-B-iom     . , 

2,950,203    Groen  v.  General  Foods  Corp 

2,951,260    Crown  Machines  Tool  V.  KVP  Suther- 
land Paper  Co. 
2,951,250    Crown  Machine  &  Tool  Co.  v.  D  &  S 

Industries. 
2,  951,  761     Puget  Sound  Salmon  Egg  Co.  v.  Sho- 

shoni.  Inc. 
2,  951.  761     Puget  Sound  Salmon  Egg  Co.,  Inc.  v. 

Lucky  Brands,  Inc. 
2,952,851     Melvin  Epstein  v.  Dennison  Man.  Co  . 
2.  953.  279     Block  et  al.  v.  Continental  Disc  Corp 
2,  953,  317    Gretner,  A.G.  v.  Dyson-Kissner  Corp.. 

2,953,354    Williams    Bit   &  Tool   Co.   el  al.   v. 

American  Coldset  Corp. 
2, 953,  354    Williams  Bit  and  Tool  Co.  v.  Christen- 
sen  Diamond  Products  Co. 

2,953,763     Bourns  v.  Dale  Electronics 

2,954,052    Cessna  Aircraft  V.  Koehring 

2,  954,  073     Bela  Seating  Co.,  I  nc.  v.  Poloron  Prod- 
ucts, Inc.  et  al. 

2,  954,  073     Bela  Seating  Co.  v.  Textron,  Inc 

2,  954,  073     Bela  Seating  Co.  v.  Poloron  Products. 

2,954,907    Harold  R.  Bird  d/b/a  Vanbar  Co.  v. 

Zimmerman  Fur  Institute,  Inc.  etal. 


D2578S.D.W.Va 

D64Civ3290  S.D.N.Y. 


165PQ276... 
D3855  D.Del 


D66C824 

D70-344S.D.FIa 

D68-H-60S.D.Tex... 

D69Civl772  S.D.N.Y. 

D5043W.D.Mich.... 

159PQ783... 

D408-68  D.N.J 


168PQ55CA2. 

D16336-4W.D.  Mo.. 

D71C1146N.D.  111... 
D71C1145N.D.  111... 

d70C1496  E.D.N.Y.. 


d69-223E.D.  La. 
d5214D.Ariz.__. 
d57C739W.D.  111. 
d70C2923N.D.  Ill 


d69-1651  S.D.N.Y... 


165PQ609  

170PQ380CA8.. 
d69C3021WN.D. 

Iowa 
d67C639N.D.  111. 


d9-2473Cl  S.D.Iowa. 
dC70-31  N.D.Ohio... 

163PQ176 


DM Oct.    19,1972 

DM Nov.  20,1969 

NV Dec.  29,1969 

DM.... June  21,1972 

CJ,   V May  12,1969 

DMwo/p Nov.  24,1971 

V.  I.lnj Feb.  23,1970 

DM Jan.     7,1970 

DM  wo/p June  18, 1968 

SJ.  Nl.. July   12,1968 

DM... Aug.  22,1968 

NV,REV Nov.  27,1970 

l.lnj     Jan.  20,1969 

DM July   12,1971 

DMw/p Nov.    8,1971 

CJ,  Inj Apr.     9,1971 

CJ,lnj June  11,1971 

Dm,w/p Apr.  21,1972 

CJ Feb.  29,1968 

Dm,w/p Aug.    5,1971 

Dm Mar.  31,1972 

NV May     7,1970 

AFF,  NV June  28,1971 

Dm Oct.     6,1959 

Dm,  wo/p May  28,1968 

Dm,w/p Nov.  18,1970 

V.I,  Inj Oct.    17,1972 

SJ,NV,  NL...  June  11,1969 


165PQ417CA3. 
363-71  D  N.J... 


NVAff'd. 
Dm 


d71C1146  N.D.  111... 
d71C1145N.D.  HI... 


d66C824N.D.  111.. 
d68C80N.D.  111. 


164PQ233 

157PQ195CA8  .. 
159PQ332CA9__. 
d42224  N.D.Calif. 


Dm 

Dm,  w/p- 


CJ,V. 
Dm.. 


160PQ584  CA9. 
168PQ154 


dCivl-69-60D  Idaho 

(Boise) 

164PQ291     

dl6752-4  W.D.  Mo.. 
d66Civ3966  S.D. 

N.Y. 
d3-2957-A  N.D. 

Tex. 
159PQ11  CA5 


N  V,  F 

AFF,  NV,  F_ 
AFF,  NV.-.. 
v.... _ 


V,  Nl  Aff'd. 

V,  I 

Inj- 


NV... 
I,  Inj- 
Dm-- 


165PQ296.- 

d69C434E.D.  Wis.. 
160PQ646 


d66C1046  N.D.  111.- 

168PQ548CA7 

d6610S.D.  Ohio 


I,  Inj 

V  ,1,  Rev. 

NV 

CJ,  I 

V,  l,lnj.. 


V,  I 

V,  I  Aft. 
V,l 


Apr.  15, 
June  23, 

July  12, 
,  Nov.  8, 

May  12, 

Jan.  14, 

Jan.  16, 

Sep.  30, 

Oct.  4, 

.  May  9, 

Feb.  13, 

Nov.  6, 

.  Sep.  2, 

Oct.  30, 
Mar.  25, 
Dec.  1, 

Mar.  18, 

Aug.  19, 

.  Dec.  24, 
.  Mar.  18, 
.  Jan.  16, 

.  May  20, 
.  Jan.  25, 
.  Jan.  2. 


1970 

1971  Bofl. 

1971 
1971 

1969 

1969 

1970 
1970 
1968 
1968 

1969 

1970 

1970 

1969 
1970 
1969 

1970 

1968 

1969 
1971 
1969 

1969 
1971 
1969 


223 


Patent  No.      Case 


Citation 


Decision 


Date 


Litigation 
in  Patent 
Office 


2,955, 170    Sonotone  Corp.  v.  Tetrad  Co, 

2,956,073    Shell  Oil  Co.  v.  Carlstadi  Chem.  Co., 

Inc.  et  al. 

2,956,073    Shell  Oil  Co.  v.  Barco  Corp.  et  al 

2,956,073    Shell  Oil  Co.  v.  Norda 

2,956,114    Ampex  Corp.  v.   Matsushita  Electric 

Corp.  of  America. 

2,  956, 143     Raytheon  v.  Sanyo  Denki  KK... 

2,957,793    Reeves  Bros.  Inc.  v.  U.S.  Laminating 

Corp.  et  al. 
2,9b7, 793    Reeves  Bros.  Inc.  v.  U.S.  Laminating 

Corp. 

2.958. 138  IVIaytas  Co.  V.Hoover  Co 

2.958. 139  Maytag  Co.  v.  Hoover  Co 

2,958.593    MMM  v.  Morton  Co.,  et  aL_ 

2, 958,  872     Meyer,  J  r.  v.  Roslyn  Cover  Co 

2,958,  872     Mayerv.  MajorPool  Equip.  Corp 

2,960,328    A.  H.  Emery  Co.  v.  Marcan  Products 

Corp. 

2,960,755  Homco  International  Inc.  v.  Gear- 
hart-Owen  Industries,  Inc.etal. 

2,961,602  Homco  International  Inc.  v.  Gear- 
hart-Owen  Industries,  Inc.etal. 

2,961,624  Homco  International  Inc.  v.  Gear- 
hart-Owen  Industries,  Inc.  etal. 

2, 962.  764     Kahn  v.  Western  Union  Telegraph  Co.. 

2,962,837    Lemelson  v.  Deluxe  Reading  Corp 

2,962,837  Jerome  H.  Lemelson  v.  Ideal  Toy 
Corp. 

2,962,837    Jerome  H.  Lemelson  v.  Sears,  Roe- 
buck &  Co.  et  al. 
Jerome  H.  Lemelson  v.  Daisy  Manu- 
facturing Corp. 

2,962,837  Jerome  H.  Lemelson  v.  Louis  Marx  & 
Co. 

2,952,837    Lemelson  v.  Topper  Corp.  etal.. 

2,962,979  IMordbert  Mfg.  Co.  &  McCormick  v. 
Jackson  Vibrators. 

2,962,979  Nordbert  Manufacturing  Co.  et  al.  v. 
Plasser  American  Corp. 

2,963,834  Consolidated  Packaging  Mach.  Corp. 
V.  Th3  Kartridqe  Pak  Co. 

2,964,083  General  Tire  &  Rubber  Co.  v.  Fire- 
stone Tire  &  Rubber  Co. 

2,964,641  Micro-Magnetic  Ind.  Inc.  v.  Advance 
Automatic  Sales  Co.,  Inc. 

2, 964,  833    Wa rner  A  Swasey  Co.  v.  Held 

2,964,833    Warner  &  Swasey  Co.  v.  HeldetLL... 

2,965,255  Horice  W.  Gerarde  v.  Bio-Dynamics, 
Inc. 

2,  965,  867    Clairex  Corp.  v.  Photocell  Corp.  et  al. 

2,967,030    Whitcomb  v.  American  Airlines  Inc.. 
General  Dynamics  Carp.  v.  Whitcomb. 

2,967,030    General  Dynamics  v.  Whitcomb 

2,967,119  Lipsner-Smith  Corp.  v.  Clean  Air, 
Inc. 

2,  967,  315  Cycle  Floor  Machine  Corp.  v.  National 
Housewares  Inc. 

2,967,315  Tim  Christian  and  Cyclo  Designs, 
Inc.  V.  Terry  J.  Ferguson  and  Judel 
Enterprises. 

2,967,315    Polymaticlnc.  v.  Howard  &  Schneider 

2,967,623    Central  Specialties  Co.  v.  Robert  G. 

Schaefer  et  al. 
2,  967, 672    Link  Engineering  Co.  v.  Lincoln  Tool  & 

Mfg.  Co. 
2,967,701    Wilcox  Mfg.  Co.  v.   Eastern  Gas  & 

Fuel  Assoc. 
2,  967, 778    Sperti  Prods.,  I  nc.  v.  Coca-Cola  Co. . . 
2,967,997    Reeves  Instr.  Corp.  v.  Beckman  Inst. 

Inc. 
2,967,997    Reeves  Inst.  Corp.  v.  Beckman  Instr. 

Inc. 
2,968,110    Quarnstrom  v.  Standard   Packaging 

Corp. 

2,968,882    Ozeki  v.  Plastican  Corp 

2,970,783    Nordberg  Manufacturing  Co.,  v.  The 

Frog,  Switch,  &  Manufacturing  Co. 
2,971,259    The  Penetryn  System  Inc.  v.  West- 
wood  Lake,  Inc. 


d65-C-3024  S.D. 

N.Y. 
dC1320-68  D.N.J 

171PQ78 

d  68-3115  S.D.N.Y... 
d67C2Ci23  N.D.  III.... 


d70C52N.D.  111. 
157PQ235 


163PQ577  CA2. 


d70C2946N.D.  111... 
d70C2946N.D.  ML... 

165PQ75bCA6 

d70C1386E.D.N.Y... 

dC1222-70  D.N.J 

d62CW265  D.S.N.Y.. 

dCA4-1936D.N.  Tex. 

dCA4-1935  N.D.  Tex. 

dCA4-1936  N.D.  Tex. 

d66-C-966S.D.N.Y.. 

168PQ636_ 

d68Civ4890S.D.N.Y.. 

dll,811  D.  Conn.... 

d64Civ2S53  S.D.N.Y-. 

d66Civ2'568S.D.N.Y.. 

171PQ705CA2 

1S7PQ2:4CA7 

d68C1335N.D.III.... 

d424-€9  D.N.J 

174PQ427 

175PQ331 


150PC74 

162PQ4b2CA7 

dlP68-C-llS.D.  Ind. 

d62Civ3281  S.D.N.Y.- 

164PQ510 .^.. 

164PQ610... 

170PQ242CA4 

d3997  D.  Del 


Dm June  28,  1968 

Inj Aug.  10,  1970 

Inj May    7,  1971 

CJ,  Inj. July  15,  1969 

Dm June  26,  1969 

Dm,w/p Mar.  25,1971 

NV,  Nl Jan.   23,1968 

NVAff Nov.    5,1969 

Dm Oct.    12,1971 

.  Dm Oct.    12,1971 

.  AFF,  NV June    1,1970 

.  CJ June  21,1972 

Dm Nov.  10,1970 

J  for  P Apr.     7,1971 

CJ,  I May   15,1972 

CJ,  I May   15,1972 

CJ,  1  May   15, 1972 

Dm,  wo/p June  26,1968 

V,  NL. Jan.    14,1971 

Dm,  w/p June  18,1970 

Dm,  w/p Aug.  27,1969 

Dm,  w/p Aug.  28,1969 

Dm Dec.  22,1969 

NVRev Oct.    22,1971 

V,  Nl  Rev Apr.     3,1968 

Dm,  wo/p Aug.  12,1969 

Dm,  vi^o/p May  28,1970 


V,  I June  26, 1972    B  of  A, 

Dist.  Ct. 
V,  I,  Inj July   17,1972 

V,  n/i June  27,1968 

AFF,  n/1 July    14,1969 

Dm Feb.  28,1969 


159PQ745 

d3-739D  S.D.  Iowa.. 


Dm Jan.  20,1970 

V,  I Apr.     5,1968 

V,  I Feb.  12,1970 

n/i,  Rev June  15,1971 

CJ,  Inj Mar.    6,1972 

NV Sept.  20, 1968 

Dm May  23,1969 


d67Civl887  S.D.N.Y..  Dm,  w/p Jan.  22, 1970 

165FQ15                     N/I Feb.  12,1970 

d67-C142  E.D.  Wis...  V,  I,  Inj Apr.  2, 1969 

158FQ510  CA  4 AFF,  NV,  NL.  July  18, 1968 

158PQ625CA3 NVAff Aug.  13,1958 

161PQ450 V,  I Nov.  27,1968 

170PQ74CA9 ^  AFF,  V,  t Apr.  27,1971 

d45662  N.D.  Calif....  V.  1..=^::=^  July     2, 1968 

dC-716-65  D.N.J...  Dm May     7,1958 

c9656  M.D.  Pa Dm Sept.  11, 1969 


d70-710-Civ  C.F. 
Fla. 


Dm,  w/p Sept.   9, 1970 


224 


Patent  No.     Case 


Citation 


Decision 


Date 


Litigation 
in  Patent 
Office 


1  972  754    Burton   Dixie   Corp.   v.   Wise.  State  d69-C-144  W.D. 

Agencies  BIdg.  Corp..  U.S.  Bedding        Wis. 
Co. 

2,974,055    Metal  Film  Co.  V.  Metlon  Corp 167PQ267 

2  974  055    Metal  Film  Co.  V.  Metlon  Corp d64Civ508S.D.N.Y. , 

2^974,  426    Colt's  Inc.  v.   Bangor  Pinta  Opera-    dl4534  D.  Conn 

tions,  Inc. 
2  974  432    Jack  Winter  Inc.  v.  Koratron  Co.,  Inc.    170PQ3lb 

etal. 

2  974  467    Long  Mfg.  Co.  v.  Lillislon  Implement    171PQ228 _. 

'       '  Co. 

Long  Mfg  Co.  V.  Lilliston  Implement    173PQ321  CA  4 

Co. 
2  974,721    Thomas  v.  Kramer 

2  974  852    Am.  Can.  Co.  v.  DSC  of  Newark 

2!975i670    Singer    General    Precision    Inc.    v. 

Farrand  Optical  Co.,  Inc. 
2,975,671    Singer    General    Precisian    Inc.    v. 

Farrand  Optical  Co.,  Inc. 
2,975,814    George  A.  Tinnerman  v.  Tinnerman 

Products,  Inc. 
2  976,  576    Griffith  Labs  v.  Nat'l  Pat.  Dev.  Corp. 


I,  Inj 


Oct.     6, 1971 


d64C-774-E.D.N.Y._. 

d592-68D.N.J 

d69Civl772S.D.N.Y.. 


d69Civl772S.D.N.Y.. 
dC68-62  N.D.  Ohio.. 


2, 977,  839 
2,979,062 
2,979,062 

2,979,119 
2, 979, 119 

2,979.119 
2,979,381 
2,980,012 
2,980,982 
2,981,689 

2,982,145 
2,982,819 
2,983,010 

2,983,601 

2,985,363 
2, 985,  800 

2,985,830 

2,987,610 

2,987,704 


2,  989,  594 

2,988,259 

2. 988,  604 

2. 989,  767 

2. 989,  852 

2, 990, 094 

2. 990,  094 
2,990,094 


2,990,190 
2, 990,  382 


2,990,997 


Polymer  Corp.  V.  I.T.E.  Imperial  Corp. _ 

AjemLabs.  V.  CM.  LaddCo 

Ajem  Laboratories  Ic.  et  al.  v.  CM. 

LaddCo.,  Inc.  etal. 
Kramer  \/.  Living  Aluminum,  Inc.  etal  . 
Hyman  Kramer  d/b/a   Kramer  Enter- 
prises V.  Durante  Co.,  Inc. 
Kramerv.G&AMachine  Works,  Inc.. 

Union  Carbidev.  Filtrol  Corp 

Ra mi rez  V.  Pe re? 

F.istm^n  Kodak  Co.  v.  Indian  Head  Inc. 
Indiana  General  Corp.    v.  Lockheed 
Aircraft. 

Harry  Orner  V.Scully- Jones  Co. 

Hammond  Corp.  v.  Kinematic  Inc 

Malleable  Iron  Fittings  Co.  v.  Barron 

BetheaCo.,  Inc. 
Latrobe  Steel  Co.  v.  Atlas  Steel  Co., 
Ltd. 

Purer  &  Co.  v.  Aktiebolaget  ADDO 

Particle  Dtta  Lab.  Inc.  v.  Coulter  Elec- 
tronics. Inc. 
Coulter  Electronics  Inc.  v.  N.  Y.  W.  et 

al. 
DeepWeldinglnc.  V.  Sciaky  Bros.  Inc. 


dCivl970-212WD 

NY. 
d68C1571  N.D.  111.. 

161PQ400 

165PQ737CA6.... 


d69-968  S.D.N. Y... 
d64Civl704  S.D.N.Y. 

d67-3600  S.D.N.Y.. 

170PQ482 

173PQ263  CA5 

d71-345  N.D.Ala... 
160PQ5CA9 


d69C1693N.D.  111..-. 
d67C1426N.D.  111..., 
dCA66-647-5N.D. 

Ala 
dC64-567  N.D.  Ohio 


161PQ270CA9_.. 
d64C1032N.D.  III. 


V,  I  els  1,  3,  July   27, 1970 
4,9,  IS. 

Dm Jan.   20,1971 

Dm.... Feb.     3,1972 

SJ Apr.  12,19, 

30, 1971 

NV June  14,1971 

corrected 

July   13,1971 

AFF,  NV Apr.     4,1972 

Dm,  w/p Jan.    16,1968 

Dm Nov.    6,1969 

Dni.. Jan.     7,1970 

Dm Jan.     7,1970 

Dm June  24,1970 

Dm May   14,1971 

Dm  Oct.   24,1968 

NV Apr.     1,1969 

AFF,  NV Apr.  29,1970 

Dm  Oct.    24,1971 

I.  Inj Mar.  20,1970 

Dm  May   15,1972 

NV  Apr.  29,1971 

NV.AFF Mar.  24,1972 

Dm  ..  Feb.     8.1971 

.  SJ.NV,  REV...  Nov.  25,1963 

Dm  Feb.  19,1970 

Dm  May   28,1968 

V,  Nl Sept.    9,1969 

CJ Dec.  17,1968 

V  I.  AFF Mar.  14,1969 

.  Dm May     6,1970 


d67Civ3419  S.D.N.Y.   Dm Aug.  31, 1970 


Scam    Instrument  Corp. 

Data  Corp. 
Scam    Instrument  Corp.   v.    Control 

Dale.  Corp. 
Nye  Systems,  Inc.  v.  Lani 

Products,  Inc. 

Boas  Box  V.  Proper  Folding  Box 

Nye  Systems,  Inc.  v.  Lanier  Business 

Products,  Inc. 
Sherwin-Williamsv.  Man.  Brush  Co... 
Edward  A.  Rockwell  et  al.  v.  Midland 

Ross  Corp. 
Diamond  International  Corp.  v.  Wal- 

terhoefer. 
Diamond  International  Corp.  v.  Herki- 

merPulpand  Packaging  Corp. 
Diamond  International  Corp.  v.  Harry 

C  Walterhoefer,  Jr.  etal. 
Diamond  International  Corp.  v.  Doico 

Packaging  Corp. 
Diamond  international  Corp.  v.  Harry 

C  Waltonhoefer,  Jr.  etal. 
Standard  Ind.  Inc.  v.  Tigrett  Ind.  Inc.. 
Tile    Council    of    America,    Inc.    v. 

Ceramic  Tilers  Supply,  Inc. 
Tde  Council  of  America  v.  Garland... 

White  &  Co.  Inc. 
Ceramic  Tilers  Suppliers  V.  Tile  Coun- 
cil of  America.  Inc. 
Continental  Can  Co.  Inc.  v.  Old  Do- 
minion Box  Co.  Inc. 


163PQ144  CA7 

Control    d69Cl725N.D.  III.... 


d68C930  N.D.  Ill 

Business    d8j74  W.D.  Wash 

170PQ123  E.D.N.Y... 
d8374W.D.,Wash.... 


NV,  Rev Aug.  13,1969 

Dm Aug.  20,1969 

Dm Aug.  20,1969 

Dm - 


N/V. 
Dm.. 


Apr.  30,1971 


dC67-917,  N.D.  Ohio. 
d66C202N.D.  IIL... 


159PQ452 

dCiv8917  N.D.N.Y.. 
dl3152CA4thCir... 
21200  Civ  CD.  Md.. 
14510  Civ  D.  Md.... 


S121  D.  Del... 
Ib9  USPQ  204. 


71-212bN.D.  Cal... 
196  USPQ  268  CA9. 
157  USPQ 353CA2. 


Inl. July     1,1970 

.  Dm.. SepL23, 1969 

V,  I     July   26,1968 

Oct.   21,1968    BofA. 
.  V.  Inj Feb.    13,1969 

.  Dm Mar.  26,1969 

.  Inj Apr.  10,1969 

.  Inj. Apr.   10,1969 

Dm  Nov.    3,1970 

.  V June  26,1968 


..  CJ  for  P. May  23,1972 

..  V,  Aff Mar.  22,1971 

..  NV,  Aff Apr.     8,1968 
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2,991,267    Stockholm  Valves  and  Fittings,  Inc. 
V.  Arthur  J.  Schmitt  Foundation  et 
al. 
Morris    Bean   &   Co.    v.     Reichhold 

Chemicals  Inc. 
Morris    Bean    &    Co.    v.    Reichhold 
Chemicals. 
2,991,398    Helen  Wills  Strong  et  al.  v.  General 
Electic  Co. 
Helen  Wills  Strong  et  al.  v.  Mijbank 
Man.  Co. 

Strong  etal.  v.  G.E.  Co 

2,991,491     Misty  Wells  Corp.  V.  Balaxlnc. 

2,992,651    The  Cornelius  Co.  et  al.  v.  Beatrice 
Foods  Co.  et  al. 
Taylor  Freezer  Div.  of  Beatrice  Foods 
V.  Coca-Cola  Bottling  Co. 
2,993,479     Black,  Sivalls  &  Bryson,  Inc.  v.  Na- 
tional Tank  Co. 

2,993,535     Edgar  K.  Orr  v.  Verticals  Inc _. 

Edgar  K.  Orr  v.  Verticals  Inc 

Louverdrape  Inc  et  al.  v.  M.  Klohr  Inc. 
2,993,664    Honeywell  Inc.  v.  Sperry  Rand  etal... 
2,994, 119    T,E.L  Pre-Cast  Corp.  et  al.  v.  Gagne 
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3,076,768  Drew  Chem  Co.  v.  Hercules  Inc 

3,076,768  Drew  Chemical  v.  Hercules  lnc_ 

3,076,904  Cavitron  Corp.  v.  Ultrasonic  Res 

3,  076,  904  Cavitron  Corp.  v.  Ultrasonic  Res 

3.077,  521  Shine  Bros.  Inc.  v.  Pickering 

3,077,  522  Shine  Bros.  Inc.  v.  Pickering 

3,  077,  758  Moore  Co.  v.  Liberty  Fabrics 

3,077,990  Eimco  v.  Peterson  Filters 

3,  077,  990  Peterson  Filters  &  Eng.  Co.  v.  Eimco.. 

3,077,990  Peterson  Filters  &  Eng.  Co.  v.  The 

Eimco  Corp  et  al. 
3,078,397    U.S.  Phillips  Corp.  v.  Solitron  De- 
vices. 

3,078,650    Donaldson  Co.  v.  Fram  Corp... 

3,079,935    Detergent  Engineering  Corp.  v.  Bill 

McDavid  Oldsmobile. 

3,  080,  254    MMM  Co.  v.  Labelon  Corp... 

3,080,264    Zimmie,  Inc.  v.   Ohio  Valley  Chem 

Corp. 
3,  081,  966    Honeywell,  Inc.  v.  Sperry  Rand  et  al.. 

3,082,  031    Young  Corp.  v.  Jenkins 

3,083, 104    Taylor  Wine  Co.  v.  Calmer 

3,  085,  530  Di-Dro  Engr.  Co.  v.  Die  Draulic  et  al.. 
3,085,535    Hunt  Industries,  Inc.  v.  Fibra  Boats, 

Inc. 
3,  085, 647    Jenn-Air  Corp.  v.  PennVentilator  Co., 

Inc. 
3, 085, 647    Jenn-Air  Corp  v.  Pann  Ventilator  Co., 

Inc. 
3,085,916    Zimmie,  Inc.  v.  Ohio  Valley  Chem 

Corp. 
3,086,074    Nat'l  Connector  Corp.  v.  Maico  Mfg. 

Co.  et  al. 
3,  086,  206    Channel  Master  Corp.  v.  Winegard  Co. 

et  al. 
3,086,297    Mattel  Inc.  v.  Marvin  Glass  &  Assoc. 
Marvin  Glass  &  Assoc,  v.  Mattel,  Inc. 

et  al. 
3,  086,  297     Marvin  Glass  &  Assoc,  v.  Sears  Roe- 
buck. 
3, 086,  297    Glass  &  Assoc,  v.  Sears  Roebuck  & 

Co. 
3, 086, 397    Ball  Corp.  v.  Warren  Automatic  Tool 

Co. 
3,  086,  529    Propper  Mfg.  Co.  I  nc.  v.  Cobid  Corp. . . 
3,  087, 196    Jack  A.  Crockford  et  al  v.  William  0. 

Reeca  &  Swift  Co. 
3,088,386    Am.  Photocopy  Equip.  Co.  v.  Scott 

Paper  at  al. 
3,  088,  948    Allied  Chemical  Corp.  v.  Schenectady 

Chemicals  Inc. 
3,089,152    Lumax  Inc.  v.  Edco  Surgical  Supply 

Co.  Inc. 
3,089,301     Fairway  Const,  v.  Brody-Bill  Const.. 
3,089,301     Fairway  Const,  v.  Allstate  Moderni- 
zation. 

Fairway  Const,  v.  City  of  Warren 

Fairway  Const,  v.  Woodfield  Const. 

Co. 

3.089,310    Shields-Jetco,  Inc.  v.  Torti... 

3,089,310    Shialds-Jetco,  Inc.  v.  Torti 

3,090,300    Dubiut  et  al  v.  Harwell  Enterprises 

Inc.  et  al. 
3,090,431    Spring  Crest  Co.  et  al  v.  American 

Beauti  Pleat,  Inc.  at  al. 
3,091,317    Grand  Union  V.  Kingston,  Mfg 


dCiv261-69  D.  N.J... 
d64c2115N.D.  III... 


DM  wo/p May   21,1970 

SJ July   16,1968 


d68162(2)  E.D.  Mo...  NV,  Nl May  13,1969 


170PQ2D.  Ill 

161PQ518S.D.  Fla. 
165PQ754CA5.... 
d69-H-153S.D. 

Texas. 
158PQ243CA5.... 
E.D.  Pa 


174PQ129  CA3. 


d69Civ21S.D.N.Y.... 
d67-C2881S.D.N.Y.. 

160PQ705CA2 

161PQ518S.D.  Fla... 

165PQ754CA5 

d63C1306N.D.  111... 
d63cl306N.D.  ML... 
173PQ761  E.D.  Va... 

160PQ182CA10 

174PQ185D.  Utah... 
166PQ425D.  Utah... 

d70-1307-CivS.D. 

Fla. 
d67cl478N.D.  III.... 
d68H619  S.D.Texas. 

d69-5435S.D.N.Y.... 
d7819S.D.  Ohio 


V,  I Apr.     7,1971 

V,  l,INJ Mar.  17,1969 

V,  I,  Aff May  25,1970 

V,  1,INJ Aug.    7,1972 

V,  I.Aff June  10,1968 

NV 

V,  I,  Rev May  22,1972 

DM  wo/p Oct.     1,1970 

DM.... Feb.     7,1968 

DM,  Aff Feb.  24,1969 

V,  I,  INJ Mar.  17,1969 

V,  I,  Aff May  25,1970 

CJ,  INJ. Mar.  15,1968 

CJ,  INJ Mar.  15,1968 

NV.. Apr.  11,1972 

V,  I,  Aff Dec.  30,1968 

1 May     9,1972 

I June  29,1970 


d69cl534  N.D.  III... 
158PQ442  9th  Cir... 
158PQ497  2dCir... 
d5043W.D.  Mich... 
d67-901-Civ-TC 

S.D.  Fla. 
E.D.  Penn 


174PQ419CA3 

d7819  S.D.  Ohio.... 

157PQ401  8th  Cir... 

d64-C-839S.D.N.Y. 

d69c744N.D.  III.... 
d68cl014  N.D.  111... 

d68-H-516  CA  S.D. 

Tax. 
171PQ263CA5 


d64H394  S.D.  Texas. 

d69C1488N.D.  111... 
d2272-66  D.  D.  of 

Coll 
d71C751  N.D.  Ill 

d70-CV-300  N.D. 

N.Y. 
d69CIV2655  S.D. 

N.Y. 
d34030  E.D.  Mich.... 
d37428E.D.  Mich.... 

d35342  E.D.  Mich.... 
d34524  E.D.  Mich... 


166PQ397 

168PQ385CA  1. 
171PQ550 


164PQ281  CA  9th 

cir. 
160PQ438.. 


V,  I July  20,1971 

DM  wo/p Mar.  25, 1%8 

.  CJ,V,  I Feb.  16,1971 

.  INJ.....^....  Feb.  13,1970 
CJ,  INJ July  20,1972 

DM  w/p Mar.  29,1972 

NV.Aff June  28,1968 

NV,  Rev July    18,1958 

DM  wo/p June  18,1968 

V,  I May  27,1969 

NV,  Nl.... 

Rev.,  V,  I June  27,1972 

CJ,  INJ July  20,1972 

Aff.,  NV Apr.  11,1968 

INJ June  20,1968 

DM. June  19,1968 

DM June  19,1968 

V,  Nl July  30,1970 

Aff.,  N1,V         Sept.  17, 1971 

Vacated. 
DM.... Aug.    8,1968 

INJ... Nov.    6,1969 

DM  w/p Oct.    11,1968 

DM Apr.  15,1971 

DM  wo/p Jan.   14,1972 

DM  w/p Oct.    6,  1970 

INJ June  11,  1971 

DM Nov.  12,  1971 

DM Nov.  12,  1971 

INJ Nov.  22,  1971 

V,NI,M.. July  15,  1970 

Nl  Aff.. Jan.  19,  1971 

SJ  for  def.,  Aug.  30,  1971 

M. 

NV  Aff. Jan.    2,  1970 

NV Oct.  21,  1968 
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3,091,360    Maryland  Cup  Corp.  and  Sweetheart  163PQ188  VI  Sect  10  1969 

CupCorp.  Sweetheart  Plastics  Inc.,  ' 

V.  Ill  Tool  Works  Inc. 

3,091,360     III.  Tool  Works  V.  Sweetheart  Plastics  163PQ188..  V,  I  Sept  10  1969 

Inc.  et  al.  '     ' 

3,091,360     Illinois   Tool    Works   v.   Sweetheart  168PQ45I  CA  7  V  I  Aff  Jan  21    1971 

Plastics.  '         "" ' 

3,091,360    Sweetheart  Plastics  v.   Illinois  Tool  167PQ347... DM Sept.  25, 1970 

3,091,360    Sweetheart  Plastics  v.  Illinois  Tool     168PQ737  CA  1 DM  Aff Feb  24   1971 

Works.  ' 

3,091,360    III.  Tool  Works,  Inc.  v.  Scott  Paper    d69C482  N.D.  Ill DM  wo/p Aug.   6,  1969 

3,091,360     III.    Tool    Works,    Inc.    v.    Owens-    d69C485  N.D.  Ill  DM  wo/p  Nov  18   1969 
Illinois  '      ' 

3,091,360    III    Tool   Works,    Inc.   v.   Solo   Cup    166PQ120..._ SJ  refused  June24  1970 

Inc.  ' 

3,091,912    Lextex  Ltdv.  Aileen  Inc.. d71-85-Civ  S.D.  DM  wo/p Feb.  26,  1971 

Fla. 

Lextex  Ltd  V.  Texfi        71-86-Civ  S.D.  Fla...  DM  wo/p Feb.  26,  1971 

Lextex  Ltd  y.  Jonathan  Logan.. 71-87-Civ  S.D.  Fla...  DM  wo/p  May  18    1971 

Lextex  v.  Hialea  Knitting  Mills 71-385-Civ  S.D.  Fla  DM  wo/p       ""  May  18    1971 

Lextex  V.  Universal  Knitting  Mills....  71-386-Civ  S.D.  Fla  .  DM  wo/p May  is'  1971 

Q  noo  1,7     b®"*®'^  ^-  "-^"."."^  '^"'"'"g  l^'l'^ 71-387  Civ  S.D.  Fla..  DM  wo/p'.'.'.'.'.  May  18!  1971 

J,  U9^,  117     Kramer    v.    Living    Aluminum    Inc.    d65-968  S.D.N.Y.  DM  w/p  Oct  27    1971 

et  al.  ■     ' 

3,092,177    Hyman  Kramer  d.b.a.  Kramer  Enter-    d64Civl704  S.D.N  Y  IINJ  Mar  20  1970 

prises  V.  Durante  Co.  Inc.  

3,092,177     Kramer  v.  G  &  A  Machine  Workes,    d67-3600  S.D.N.Y  ..  DM  wo/p May  15,  1972 

i'nQ9't«     Plummerv.  Bostrometal.... d.1045-70  D.  N.J....  CJ,  INJ  Feb    7   1972 

3,092,556    Arner.  Cyanamid  v.  Chas.  Pfizer  &    d.2874  D.  Del DM  w/p'::'.:"  Mar.  15.  1968 

3,  092,  975    Gordon  Johnson  Co.  et  al  v.  Ralph  S.    dl6336-4  W.D.  Mo       I,  INJ  Jan  20    1969 

Zebarth  et  al. 
3,093,177    Sfd.  Pressed  Steel  Co.  V.  Coral  Corp     168PQ741 INJ May     3,1971 

3,093,528    Compac  Corp.  V.  Synchro  Electronics    d72-586-ALS  CD.  CJ   V   INJ          Sept  21  1972 

Inc.                                                        Calif  '    ' 

3,093,528    Compac    Corp.    v.    Avery    Adhesive    d69C2098  N  D   III  DM                    Mar   27  1970 

Products  Inc. 

3,093,545    Armour  Pharmaceutical  Co.  V.  Med-    d20238-3  W.D.  Mo  CJIni               July   11  1972 

Tech  Inc.  '       ' 

3,093,883    Transistor  Electronics  Inc.  V.  Western    d70Civ765  S  D  N  Y  DM                    Feb    27  1970 

Electric  Co.  Inc.  

Transistor   Electronics    Inc.   v.    Bell    d70-443  S.D.N.Y  DM                    Feb    27  1970 

Telephone  Labs  Inc.  

3,094,003    Bishman  Mfg.  Co.  et  al  V.  Stewart-    d65C897  N.D.  Ill  VI                     Jan    22  1968 

Warner  Corp. 

3  094  90?    ^?,^*''"e^  Corp.  V.  .Spotnails,  Inc d67C82I  N.D.  Ill  ....  DM.... Jan.    15,1969 

Inqs  18      rrf '"''P°p''-'r?''°*"^!'''  '"''.—  ^S7C^21.  N.D.  III....  DM Jan.    15,1969 

i'  nil'  tna     J^,l"^''  ^-  ^'-  "■  Dyson-Kissner  Corp.  d66Civ3966  S.D.N.Y..  DM...               Dec      1  1969 

J,  u^D,  juy     Kallmorgan  Corp.  v.  Dynachem  Corp.  d71-971-EC  CD.  CJ,  I ,,..  Aug.    8. 1972 

3,095,342    Marys.  Kraly  v.  Internt'l  Marketing    d69C1093  N.D.  III...  INJ Dec.   11,1969 

I'oqs'nfi  HnmlTi"^'^l'M^P''^*°-X d65Civ2809  S.D.N.Y..  CJ,  INJ May   13.1971 

J,U95, /36  Homro   InternafI   Inc.  V.   Gearhart-    dCa41936  N.D.  CJI  Mav   15  1972 

^  noc  n/19  „  Owen  Industries  Inc  etal.  Texas.  '    

smt'ut  wT",  ,"n"'*''".'' n'''"'''' d70-2841C.D.  Calif..  DM  wo/p  Jan.   24.1972 

3  096'224  f     W^f  r''r^-  ^-  ^'"^n  '"'= '^^^^^^^  E.D.N.Y.....  DM....':.....  Sept.  17  1971 

J,usb,.;^4  Tri   Wall   Containers   V.   Continental     169PQ212 NV.. Feb.     4,1971     8  of  A. 

3,096.224    Tri-WallContainers,  Inc.v.  U.S.etal..  157PQ703 NV..         ..    Apr.  15, 1968 

Tri-Wall  Containers,  v.  U.S 161PQ116 NV,  Aff Mar.  14.1969 

i)t.  Regis  Paper  Co.  v.  Tri-  Wall  Con-    d64Civ659  S.D.N.Y       DM  Mar   27  1969 

tamers  Inc.  

3,096,681     Burn.side  et  al  V.  Miya  Co d67-4861  S.D.N.Y         DM  May     5  1970 

3,097,047    Lutex    Chemical    Corp    v.    Tanatex    dC1281-68  D.N.J  DM  'Dec      61968 

Chem.  Corp. 
3,097,080    Sun-x  InL  Inc.  et  al  V.  Berger  Ind.    dC66-805  N.D.  Ohio     INJ  May     6  1968 

Inc. 
3,097,370    Lumex  Inc  V.  Edco  Surgical  Supply    d69Civ2655  S.D.N.Y     DM  w/p  Oct      6  1970 

Co.  Inc. 
3,  097,  660  j  Power   Regulator  Co.   v.   Robert   H.    d67C1826  N.D.  Ill         DM  May   15  1969 

Boettjer. 

3,098,242    Josam  Mfg.  Co.  V.  Zwm  Ind.  Inc d67-168  N.D.  Ohio       DM  w/p  Feb    18  1972 

3,098,474    Jerome  H.  Lemelson  V.  Louis  Marx  &    d66Civ2468  S.D.N.Y     DM  Dec    22' 1969 

Co.  

3,098,477    South  Bend  Range  Corp.  v.  Vulcan     dl7377Civ  D.  MD DM  wo/p  Dec.  10  1968 

Hart  Corp. 
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in  Patent 
Office 


3,  098,  578 
3,  098,  578 

3,  098.  748 
3,  098,  748 

3, 100,  088 

3. 100,  897 

3. 101,  645 

3. 102,  763 

3. 102,  875 

3. 103,  069 
3, 103,  073 
3, 103,  430 

3, 103,  430 
3, 103,  466 
3, 103,  466 
3, 103,  666 
3, 103,  703 

3. 103,  736 
3, 104, 121 
3, 104, 121 

3,  104,  699 

3. 104,  799 

3, 104,  799 
3,  104,  924 

3,105,713 

3,105,713 

3, 106,  321 

3, 106,  610 

3,  107,  067 

3,  107,867 

3,  108,  384 

3,  108,  449 

3,  018,  597 

3,  108,  882 

3, 109,  537 

3, 109,  888 

3, 109,  960 

3, 109,  960 

3,110.034 
3,110,293 

3,110,293 

3,110,326 

3,110,326 


Bruner  Corp.  v.  Union  Carbide 

Bruner  Corp.  v.  North  Shore  Servisift 
Corp. 

Kraftco  Corp.  v.  Beatrice  Foods  Co_ .  _ 

Nat'l  Dairy  Products  v.  Beatrice 
Foods. 

Finish  Co.  V.  Southwestern  Engineer- 
ing Co. 

Andray  Products,  Inc.  v.  Gimbell 
Brothers,  Inc.  et  al. 

Singer  General  Precision  Inc.  v. 
Farrand  Optical  Co.,  Inc. 

Art  Metal  I  no.  v.  Steelcase  I  nc 

Jefferson  Chem.  Co.  v.  General  Tire 

&  Rubber  Co. 
Orthopedic  Equip.  Co.  Inc.  v.  De  Puy 

Mfg.  Co. 
The    Welch    Scientific    Co.    v.    The 

Numan  Engr.  Inst..  Inc. 
Shatterproof  Glass  Co.  v.   Guardian 

Glass  Co. 


Shatterproof  Glass  Corp.  v.  Guardian 

Glass  Co.  Inc. 
Farkas  v.  Aloe  Creme  Labs 

Alexander   Farkas   et   al.   v.    C.   W. 

Teague,  et  al. 
Dennison  Mfg.   Co.  v.  Halmac,  Inc. 

ef  al. 
Didactics    Corp.    v.    Sargent    Welch 

Scientific  Co. 
Ortman  v.  Std.  R'y  Equip.  Mfg.  Co 

Thornhill-Craver    Co.    v.    Industrial 

Ceramics. 
Thornhill-Craver    Co.    v.    Stonebor, 


Frantz  Mfg.  v.  Ridge  Nassau 

Uarco,  Inc.  v.  Moore  Business  Forms, 


d67C310  N.D.  Ilk.  _ 
d67-C-112  E.D.  Wis. 


172PQ465 

d485-68  D.  N.J. 


E.D.Mich.  Doc. 26759. 

S.D  N.Y.  Doc.  68 

Civ  2426 
S.D.N. Y.  Doc.  69 

Civ  1772 
S.D. N.Y.  Doc. 

66-C  810 
N.D.  111.  Doc.  68c 

150 
N.D.  Indiana  Doc. 

3969 
N.D.  III.  Doc. 

67C1267 
E.D.  Mich.  168  PQ 

212 


DM  w  p Feb.   19,1968 

DM  wo/p Mar.  14,1968 

NV,  Nl Aug.     3,1971 

NV Sept.  16, 1971 

Dm  vi/o'p Feb.  7,1968 

Inj Oct.  28,1970 

Dm Jan.  7,1970 

Dm May  7,1958 

Dm June  12,1968 

NV,  I Apr.  9,1970 

Dm June    5,1968 


CIs.  1,  3,  7         Dec.     7, 1970 

invalid  (1, 

3  Infringed 

if  V. 
174  USPQ  374  CA6..  CIs.  1,  3  June  28, 1972 

invalid,  Aff. 
Dm  wo/p July  20,1971 


Uarco  Inc.  v.  Moore  Business  Forms. 
Ward  Foods  v.  Spartans  Industries. . . 

Powell  Mfg.  Co.  Inc.  et  al  v.  Long 

Mfg.  Co. 
Powell   Mfg.  Co.  Inc.  et  al  v.  Long 

Mfg.  Co. 
Sterlmg  Drug,  Inc.  v.  Oil  Equipment 

Laboratories,  Inc.  et  al. 
Hammond  Corp.  v.  Kinemetic  Inc 

Gretner,  A.  G.  v.  Dyson-Kissner  Corp. 

Skega    Aktiebclag    et   al.    v.    B.    F. 

Goodrich  Co. 
Ae.na    Casualty    &    Surety    Co.    v. 

Singer-General  Precision  et  al. 
John   E.   Mitchell   Co.  et  al  v.  The 

Cornelius  Co.  et  al. 
Relaxaclsor  Inc.  k/a  Eastwood  Gen. 

Corp.  v.  Dynatone  Electronics  Corp. 
Manischewitz  Co.  v.  Rokeach  &  Sons. 

Sterling  Products  Co.,  Inc.  v.  Crest 

Mfg.  Co. 
Printing  Developments  Inc.  v.   RCA 

Corp. 
Sinclair  Oil  &  Gas  Co.  v.  Union  Oil 

Co.  of  Calif. 
Hiroca    Corp.    v.    Union    Oil    Co.    of 

Cahf  et  al. 

Gentex  Corp.  v.  Transaero,  Inc 

Cummins  Engine  Co.,  Inc  v.  General 

Motors  Corp. 
Cummins    Engine    Co.    v.    General 

Motors. 
Powell  Mfg.  Co.  Inc.  et  al  v.  Long 

Mfg.  Co. 
Powell  Mfg.  Co.  Inc.  et  aL  v.  Long 

Mfg.  Co. 


S.D.  Fla.  70-92-CW 

JE 
D.S.  Florida  Doc. 

68-963  CIv-CA 
D  Hawaii  Doc. 

72-3642 
N.D.  Ohio  Doc. 

C67-602 
N.D.  111.  65C1730.. 

S.D.  Texas  6A67- 

H  S42 
S.D.  Tex.  68H423 

D.N.J. 

224-67 

N.D.  111.  5701522 

164  PQ  38 
169PQ253CA7.... 
CD. N.Y.  70  Civ. 

4748. 
E.D.N.C.  Doc.  876 

Civ. 
171  USPQ  328  CA 

4th  71-1102. 
D.N. N.J.  Doc.  997- 

65. 
N.D.  III.  Doc. 

67C1426. 
S.D. N.Y.  Doc.  66 

Civ.  3966. 
CA6th  CIrc.  No. 

19292  164PQ333. 
D.  Del.  Doc.  3855.. 

N.D.  Texas  Doc. 

3-2209. 
D.  Kansas  Doc. 

W-3989. 
D.  (Newark)  Doc. 

C  739  67. 
E.D.  Mich  166 

USPQ  129. 
S.D. N.Y.  Doc.  69- 

2290. 
S.D.N. Y.  Doc.  68 

Civ.  32S1. 
S.D.N. Y.  Doc.  68 

Civ  3412. 

171  USPQ  79 

D.  Md.  161  PQ641. 


165  PQ  618  CA4. 
168PQ24 


C,A4th  71-1102 
171USPQ328 


Dm  wo/p,  Inj     Sept.  16, 1969 

V,  I.... Oct.    13,1972 

CJ Sept.  18,1972 

Reversed  Mar.    2. 1971 

Remand. 
CJ,  1 Mar.  13,1968 

V,  I Jan.   21,1969 

Dm  wo/p May     4,1971 

NV Nov.  19,1969 

V,  Rev Mar.  30,1971 

Dm Nov.    4,1971 

NV Oct.  29,1970 

NV,  Aff Oct.  6,1971 

Dm Jan.  9,1959 

Dm  w/p May  28,1969 

DIscontIn-  Dec.     1,1969 

uing  action. 
NV,  Aff. Jan.   30.1970 

Stip.  Dm Feb.  21,1972 

V,  1 July   27,1970 

V June  23,1970 

Dm July   30,1968 

NV,  Nl June  18,1970 

Dm July     6,1970 

Dm... Aug.  10,1970 

Dm Aug.  10, 1970 

NV,  Nl July     1,1971 

NV May  22,1969 

NVAff May  21,1970 

NV Oct.    29,1970 

NV,  Aff Oct.  6,      1971 
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3,110,357    Jenn.  Air  Corp.  V.  Penn  Ventilator  Co.     174  USPQ419CA3...  V,l,Rev June27,  1972 

Inc. 

3,110,905    Thiokol  Chem.  Corp.  v.   Burlington  D.Delaware                Dm                   June  5,    1970 

Ind.,  Inc.  et  al.  Doc  3906 

3,110,905    Thiokol  Chem.    Corp.   v.    Burlington  D.Delaware                  Dm                    June  5,     1970 

Ind.  Incetal.  Doc 3782 

3,110,905    Thiokol   Chem.   Corp.  v.   Burlington  D.Del.                          Dm(stip)..-.  June29,  1972 

Industriesetal.  Doc.  3906 

3,111,245     Polytop  Corp.  V.  U.S.  Cap  &  Closure  N.D.  111.                        Dm  w/p             June  12,  1968 

Inc.  Doc.  67C1586 

3,111,337     Fed.  Steel  Corp.  V.  Keystone  Lamp  S.D.N.Y.  Doc.                Dm  wo/p             July  30, 1968 

Mfg.  Corp.  66-C-1713 

3,111,344    Southeastern    Metals    Co.,    Inc.    v.  N.D.Ala.  Doc.               NV                     Jan  31,    1968 

Amer.  Seating  Co.  CA65-388-S 
162-PQ333 

3,111,344    Amer.  Seating  Co.  v.  Southeastern  C.A.  5th  Cir.  #26007     NV,  Aff  ..     ..  June  11,  1969 

Metals  Co.,  Inc.  162  PQ  329 

3,111,584     MMM  Co.  V.  Columbia  Ribbon  &  Car-  N.D.  111.  Doc.                 V.  I,lnj              July20,    1970 

bonMan.Co.,  Inc.  69  C  264 

3,111,623    Westinghouse  Elect.  V.  Amer.  Gage  &  NO.  111.  Doc.                 Dm  wo/p.     ..Apr.  2,     1968 

Machine.  65C2144 

3,112,107    Cutting    Room   Appliances   Corp.   v.  S.D.N.Y.  Doc.               CJ,lnj          ..  Nov.  13,  1968 

ABCO  Equipment,  Inc.  68  CIV  277 

3,112,151     Micro  Shield  Co.  V.  First  Nat.  Bank  of    160PQ454CA5 NVAff Nov.  13,  1968 

Miami. 

3,112,300    Montecatini  Edison  SpA  v.  Eastman  E.D.Texas  Doc              Dm  wo/p     ...  Apr.  20,   1970 

Kodak  Co.  5114 

3,112,905    Safe  Flight  Instrument  Corp.  V.  United    WD.  Wash.  Doc.  7268.  Inj Dec.  11,  1968 

Control  Corp. 
3,113,059     Intermountain   Red.   &  Eng'r  Co.  v.     160PQ515CA9 NV  vacated...  Jan.  17,    1969 

Hercules,  Inc. 

3,113,115    Zieglerv.  Phillips  Petroleum  Co.. N.D.Texasl71  V,NL. June  23,  1971 

USPQ44 
3,113,169    Gene  E.  O'Brien  et  al  v.  Medigraph,    M.D.  Tenn.  I,  Inj Oct.  23,    1969 

Inc.  Doc  5335 

3,113,685    State  B.  of  Annawanv.Rendispos S.D.  III.  173  PQ  136  ..  V,  I  Sept.21,1971 

3,114,349     Propper  Manufacturing  Co.,  Inc.  v.    S.D.  Ohio  Doc  6611..^  SJ Oct.    25,1972 

Adhere  Corp. 
3,114,349     Propper  Man.  Co.    Inc.  v.   Surgicot,     E.D.N. Y.  Doc.  68-C-      Inj ...Jan.   28,1970 

Incetal.  933 

3,114,349    Suricot,  Inc.  etalv.  Propper  Man.  Co.     E.DN.Y.Doc.  Dm  w/p Jan.   29, 1970 

Incetal.  69-C-1469 

3,114,835     Nuclear-Chicago    Corp.    v.    Packard    W.D.  111.  Doc  65-  Dm Apr.     1,1968 

Instrument  Co.,  Inc.  C916 

3,115,138    Mercantile    Nat'l.    Bank   of   Chi.   v.     N.D.  Ind.  161  PQ 763.  V,  L Mar.  14, 1969 

Quest. 
3,115,138    Mercantile  National  Bank  of  Chicago     N.D.  Ind.  166  USPQ    V,  1 Feb.     5,1969 

et  al.  V.  Quest  Inc.  et  al.  517. 

3,115,138    Mercantile  Nat.  Bank  of  Chicago  v.     166  USPQ  513  CA7. .  V,  l,Aff- Aug.  13,1970 

Quest,  Inc. 

3,115,207     Electro  Voice  V.  Behrend's N.D.  111.  Doc.  65C212.  Dm,  wo/p May   13,1968 

3,115,334    Lakeside  Engineering  Corp.  V.  Beloit    N.D.  Wisconsin  Doc.     Nl.. July  27, 1970 

Corp.  et  al.  68-C-145  168  PQ 
60. 

3,115,753    Grinnell  Corp.  V.  Virginia  Electric  &    159  USPQ  9  CA4 NV,  Aff Sept.11,1968 

Power  Co. 

3,115,879     Baka  Mfg.  V.  Burrows  Co N.D.  III.  70  C  12  19..  Dm,  wo/p July     2,1971 

3,115,879     Baka  Man.  Co.,  Inc  V.  Parke,  Davis    D  Mass.  69-673-W       NV Mar.    2,1971 

&Co.  171  USPQ  41. 

3,115,886    Grinnell  Corp.  v.  Virginia  Electric  &    159  USPQ  9  CA4 NV,  Aff Sept.11,1968 

Pov;er  Co. 

3,115,958    Sabelet  al  v.  Wickes  Corp.  et  al 175  USPQ  3 NV Dec.  31,1971 

3,115,958    Sabel  et  al  V.  Wickes  Corp.  et  al 175  USPQ  1  CA4 NV,  Aff July   12,1972 

3,116,045    Grinnell  Corp.  V.  Virginia  Electric  &    159  USPQ  9  CA4 NV ...Sept.11,1968 

Power  Co. 

3,116,201    Shell  Oil  Co.  V.  Norda S.D.N.Y.  Doc  68-         CJ,lnj July   15,1969 

3115. 

3.116.556  Corcoran  Shoe   Co.,   Inc.  v.   Noone    S.D.N.Y.  Doc.  69-         Dm. Mar.  31, 1972 

Shoe  Co.  Inc.  el  al.  1651. 

3.116.557  Alignment  Systems,  Inc  V.  Woodruff    N.D.  Ind.  Doc.  4261..  V,  Nl Dec.  30,1971 

&  Sons  Inc.  et  al. 

3,116,557    Alignment  Inc.  v.  Canova  Bros.^ D.  Md,  20  165 CJ,V.. June  30,1971 

3,117,294    Amerline  Corp.  V.  Cosmos  Plastics    ..  161PQ6CA7 NV,  Aff     Mar.    3,1969 

3,117,332     Kelly  Cc,  Inc  v.  Unarco  Industries     M.D.  Tenn.  Doc.  3809.  V,  I Dec  12,1968 

Inc. 
3,117,373    Fort  Wayne  Truck  Parts  &  Equip.  V.     N.D.  111.  Doc  V,  I  May  23, 1968 

Mark  Industries  Supply  Co.  67C1272. 

3,117,473    Hartford   Special    Machinery   Co.   v.    D  Conn.  Doc  12170..  Dm Jan.     9,1969 

Emil  Roy  et  al. 
3,117,701     Morton  B.  Stull  v.  Glamorene  Prod-     D  Del.  Doc  3802 Dm Feb.  17,1970 

ucts  Corp. 

3,117,823    Sloan  Valve  Co.  v.  Gen.  Signal  Corp..  S.D.N.Y.  69  Civ-  Dm... Oct.    19,1970 

2928. 
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Patent  No.     Case 


Citation 

D  Md.  Doc  18035  Civ 

D.C.N.D.  III.64C978 

163  PQ  397. 
D.C.N.D.  111.  66C968 

163  PQ  397. 

169  PQ  768  CA7 

171  USPQ470 

N.D.  III.  Doc. 

67C2049. 
N.D.  III.  Doc. 

68C1722. 
S.D.  Texas  Doc. 

66-H-622. 
173USPQ513CA5_. 
N.D.  III.  69C1260.... 
D.W.N.Y.  Civ.  11, 

210. 
N.D.  Ga.  CA  14072.. 

N.D.  III.  Doc. 

64C1829. 
CA7th  Cir  #16887 

164  PQ  1. 

N.D.  111.  68C593.... 
W.D.  Mich.  Doc. 

4825. 
S.D.N.Y.  Doc.  65-C- 

190. 
S.D.N.Y.  Doc.  66  Civ 

1595. 
168  PQ  700_ ._ 

S.D.N.Y.  Doc.  69 

AN-546 
161  PQ36.... 

S.D.  Tex.  Doc.  65- 

14-564. 
S.D.N.Y.  Doc.  72- 

585. 
W.D.  Mo.  Doc. 

16604-3. 
163  PQ395 

168  PQ8CA5 

N.D.  HI.  Doc. 

67C1267. 
D.E.  Pa.  163  PQ  124. 

N.D.  Calif.  Doc. 

42224. 
160  PQ584CA9.... 

156USPQ601 

E.D.  III.  Doc.  CV67- 

23-D. 
W.D.  Okla.  71-429- 

Civ. 
N.D.  111.  Doc. 

70C2461. 
N.D.  III.  Doc. 

67C388. 
N.D.  III.  Doc. 

67C388. 
168PQ673CA5.... 
S.D.N.Y.  Doc.  66-C- 

3944. 
N.D.  HI.  Doc.  69C- 

581. 
171  USPQ476 

173,USPQ321  CA4. 

E.D.  Pa.  Doc.  71-878 

170  PQ  482,. 

862  OG  1007 
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Decision  Date  Office 

CJ Feb.  20,1970 

Dm.NV Oct.    16,1969 

Dm.NV Oct.    16,1969 

NV,  Nl,  Aff...  Apr.  28,1971 
NV Aug.  24,1971 

V,  I... June    4,1969 

Dm  w/p Nov.  24,1969 

Dm. July   26,1968 

NV,  Aff Apr.   10,1972 

J  forD Aug.  25,1970 

Dm June  16,1971 

Dm July   15,1971 

V,  I;  claim         Feb.  13,1968 

13  NV. 
NV,  Rev Nov.  17,1969 

Dm  wo/p Sept.    1,1970 

CJ,  Inj Feb.  21,1968 

Dm  W//P Mar.  22,1968 

Dm Apr.  10,1968 

Def.  Mot.  for     Jan.     8,1971    CCPA. 

SJ  denied. 
Slip.  Dm Sept.  11, 1969    CCPA. 

NV Mar.    5,1969 

Dm  wo/p.. 

CJ,  Inj Mar.  16,1972 

NV,  DecJ Mar.    3,1970 

NV,SJ Oct.    21,1969 

NV  Afl Dec.     8,1970 

Dm June    5,1968 

NV Aug.  20,1959 

NV... May     9,1968 

NV,  Aff Feb.  13,1969 

NV Jan.   29,1968 

Dm  w/p Feb.     6,1968 

Withdrawn         July   27,1971 

wo/p. 
Dm.. Aug.  24.1971 

Dm June    7,1969 

Dm  w/p May     6, 1968 

NV,  Rev Feb.     9,1971 

Dm  w/p May  31,1968 

Dm June    5,1969 

V,  Nl Aug.  17,1971 

Nl,  Aff Apr.     7,1972 

CJ,  V,  I,  Inj...  Jan.  11,1972 
els.  1,2,4,5   Apr.  29,1971 

V&  I;  els.  17,  20, 

23  V,  Nl. 
Dm Nov.  25,1968 


118,151 

118,151 

118, 151 

118, 151 
118,151 

118,198 

118,463 

118,465 

118,531 
118,854 
119,501 

119,590 

119,691 

119,691 

119,691 
119,691 

120, 848 

120,848 

121,006 

121,006 

121,649 

121,649 

122,483 

123.744 

123,  744 

123, 744 
123,920 

124,  806 
125.780 

125,  780 
125,839 
126, 683 
127,518 

127,  668 

128,  609 

128,  609 

128,882 
129,311 

129,432 

129, 456 

129,456 

129,927 
130,007 


Harry  Fredman  v.  Knickerbocker  Bed 

Spring  Co. 
Harry  Fredman  v.  Harris-Hub  Com- 
pany, Inc. 
Harry    Fredman    v.    Estee    Bedding 

Company. 

Fredman  V.   Harris-Hub  Co 

Hickory  Springs  Mfg.  Co.  v.  Fredman 

Brothers  Furniture  Co.  Inc.  et  al. 
Amer.  Optical  Corp.  v.  Coburn  Optical 

Equip.  Co.  et  al. 
Robinair  Mfg.  Corp.  v.  Jarrow-Brinda 

Inc. 
Dimer  Scaramucci  &  Demco  Inc.  v. 

FMC  Corp. 

Railex  Corp.  v.  Speed  Check  Co 

Minnesota  M,  Mfg.  v.  duPont 

Triax  Co.  v.  Hartman  Metals  Fabric... 

Superior    Concrete    Accessories    v. 

Shattuck  Denn  Mining,  Corp. 
Gen.  Foods  Corp.  v.  Perk  Foods  Co... 

General  Foods  Corp.  v.  Perk  Foods  Co. 

General  Foods  Corp.  v.  Carnation  Co.. 
Gen.  Foods  Corp.  v.  Ralston  Purina  Co. 

Warner  Bros.  Co.  v.  Munsingwear 

Warner  Brothers  Co.  v.  Bali  Co 

Xerox  Corp.  v.  Dsnnison  Mfg.  Co.  et  al. 

Xerox  Corp.  v.  Nashua  Corp.  et  al 

Cleveland  Fabricating  Co.,  Inc.  et  al. 

V.  Ad'^ure,  Inc.  et  ,i!. 
Adsure  Inc.  v.  Cleveland  Fabrication.. 

Block  Drug  Co.,  Inc.  v.  Thrifty  Cos- 
metics &  Sundties,  Inc. 
Helen  Wills  Strong  et  al.  v.  Milbank 

Man.  Co. 
Helen  Wills  Strong  et  al.  v.  General 

Electric  Co. 

Strong  et  al.  v.  G.E.  Co 

The    Welch    Scientific    Co.    v.    The 

Numan  Engr.  Inst.  Inc. 
Muscle-Matic  Inc.  v.  Tournament  of 

Champions  et  al. 
Crown    Machine    &    Tool    v.    KUP 

Sutherland  Paper  Co. 
Crown  Machine  &  Tool  Co.  v.  D&S 

Industries. 
Mahaffy  &  Harder  Engr.  Co.  v.  Std. 

Packaging  Corp. 
Hollymatic  Corp.  v.  RMC  Corp 

Pruit  v.  Vassar  Mfg 


ARF  Development  Corp.  et  al.  v.  Hyck 

Corp.  et  al. 
Dual  Jet  Refrigeration  Co.  et  al.  v. 

Emhart  Corp. 
Dual  Jet  Refrig.  Co.  v.  Emhart  Corp... 

Kardulas  v.  Florida  Machine  Prod.  Co. 
Holland-Rantos  Co.,   Inc.  v.  Canasn 

Products  Inc. 
Angelica  Corp.  v.  Medline  Industries, 

Inc. 
CallJco  Scallop  Corp.  v.  Willis  Bros. 

Inc. 
Calico  Scallop  Corp.  et  al.  v.  Willis 

Bros,  et  al. 

Foodmobile  Inc.  v.  Conrad  d.b.a 

Union  Carbide  v.  Filtrol  Corp 


3,130,113    Stix  Products,   Inc.  v.   United  Mer- 
chants &  Manufacturers  Inc. 
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3,130,113    United  Merchants  &  Manufacturers,    864  OG  34A 

Inc.  V.  Roy  W.  Ritchie  a.k.a.  Roy 

Ritchie,  Jr. 
3,130,113    United  Merchants  and  Manufacturers    864  OG  34A 

Inc.  V.  Stix  Products,  Inc. 
3,130,113    Royson's  Inc.  V.  United  Merchants  &    S.D.N.Y.  Doc.  6Y 

Manufacturers  Inc.                                Civ  1317. 
3,130,113    United  Merchants  &  Manufacturers,    868  OG  1097 

Inc.  V.  Roy  W.  Ritchie,  a.k.a.  Roy 

Ritchie,  Jr. 

3,130,637    GAF  Corp.  V.  Honeywell,  Inc D.N.  III.  69C  2293.. 

3,130,637    GAF  Corp.  V.  Berkey  Photo  et  al N.D.  111.  Doc. 

68C2345. 

3,130,918    Aghnides  V.  Woolworth  Co D.  Md.  Doc.  21076. 

3,131,984    Raven  Industries  V.  Piccard CD.  Cat.  Doc. 

70  2841. 

3,132,581     Marlen  Co.  V.  Perma-Vend  Corp_ IN. D.  III.  Doc. 

66cll34. 
3,123,742    Service  Poly-Pak  Inc.  v.  Cohen  Bros.    S.D.N.Y.  Doc.  66 

Specialties,  Inc.  et  al.                            Civ.  2690. 
3,133,640    Geo.  J.  Meyer  Mfg.  v.  San   Marino    165  PQ  23  CA9 

Electronic. 
3, 133  708    Nordberg     Manufacturing     Co.     v.     N.D.  III.  Doc.  66 

Barber-Greene  Co.  C67. 

3.134.118  Schering  Coro.  V.  Moore  Kirk  Labs...  D.N.J.  1499-70 

3,134,243    Dual  Jet  Refrigeration  Co.  et  al.  v.     N.D.  III.  Doc. 

Emhard  Corn.  67C388. 

3,135,241     Frederick  W.  Mann  v.Tatge  Chemical     D.  Kansas  Doc. 

Co.,  Inc.  etal.  W3212. 

3,135,269     Eugene    E.    Pauldine    v.     Northern     N.D.  III.  Doc. 

ElectiicCo.  65C1876. 

3,135,269    Eugene     E.     Pauldine    v.     Marshall     N.D.  III.  Doc. 

Field  &  Co.  67C956. 

3.135.269  Eugene  E.  Pauldine  V.  J.  G.  Meshes  &     N.D.  III.  Doc. 

Assoc,  etal.  69C61. 

3,136,248    LaSalle  St.  Press  V.  McCormick,  Inc..  158  USPQ  627 

3,136,248    LaSalle  St.   Press  v.   McCormick   &     170  PQ  305  CA7..  _ . 

Hendersen. 

3, 137,  017     Kelly  Co.,  Inc.  v.  Unarco  Industries,    M.D.  Tenn.  Doc. 
Inc.  3809. 

3.137.119  DuplanCorp.  V.  DeeringMillikenetC-.  D.S.C.  Doc.  71-306.. 
3,137,122    Amphenol  Corp.  V.  General  Tire  Corp.  158  PQ  113  CA7 

3, 137,  209    Architectural  Models  Inc.  v.  Neklason.  158  USPQ  583  CA9. 

3.138.270  H.  S.  Watson  Co.  v.  Paul  Hardeman,    S.D.  Calif.  Doc. 

Inc.  65-1136  TC. 

3,138,875    Temoress  Research  Co.  v.   Parsons  D.  Conn.  Doc. 

Diamond  Products,  Inc.  12902. 

3,138,875    Tempress     Res.     Co.     v.     Accurate  D.N.J.  Doc.  C5-69.. 

Diamond  Tool  Corp. 
3,139,213    lllinoisTool  Works  Inc.  v.  Continental     158  PQ  437 

Can  Co. 

3,139,213    Illinois  Tool  Works,  Inc.  v    Sweet-  N.D.  III.  163  PQ  188 

heart  Plastics  inc. 
3,139,213    Illinois   Tool    Works   v.   Sweetheart    168  PQ  451  CA7 

Plastics. 

3,139,213     Illinois  Tool  Works  Inc.  v.  Owens-  N.D.  III.  Doc. 

Illinois  Inc.  et  al.  69C485 

3,139,213     Illinois  Tool  Works  Inc.  V.  American  N.D.  III.  69C483 

Can  Co. 

3, 139,  213    Sweetheart  Plastics   v.    Illinois   Tool  168  PQ  737  CA- 

Works. 

3,139,213    lllinoisTool  Works,  Inc.  V.   Phillips  N.D.  111.  Doc 

Petroleum  Co.  et  al.  69C484 

3.139,213     Illinois  Tool  Works,  Inc.  V.  Maryland  N.D.  111.  Doc. 

Cup  Corp.  and  Sweetheart  Cup  Corp.  66C1609 

3, 139,  213     Maryland  Cup  Corp.  and  Sweetheart  N.D.  III.  Doc. 

Corp.,  Svrtetheart  Plastics  Inc.,  v.  67C888 

Illinois  Tool  Works,  Inc. 

3,140,038    C-Thru    Products,    Inc.    v.    Uniflex,  158  USPQ433  CA2... 

Inc. 

3,140,038    Windmoller  V.  Laguerre 159  USPQ  24 

3,140,835    Nordberg     Manufacturing     Co.     v.     N.D.  HI.  Doc. 
Barber-Green  Co.  66C67 

3,140,881     Antici  V.  KBH  Corp 168PQ745.. 

3,141,171     Fastener  Corp.  v.Spatnails,  Inc N.D.  III.  Doc. 

67C821 


.  Dm Nov.  25,1968 

Dm Nov.  25,1968 

Dm  w/p May  29,1969 

Dm... June  27,1969 

Dm.. Oct.     4,1971 

Dm.. Sept.  20, 1971 

Dm  wo/p Jan.  22, 1972 

Dm  wo'p. Jan.   24, 1972 

V,CJ,lnj May  28,1968 

Dm Dec.  18, 1968 

NV,  Aff Feb.     2,1970 

Stricken  Jan.    19, 1970 

wo'p. 

CJ,lnj Feb.     4,1971 

Dm June    7,1969 

Dm  wo/p Sept.  22, 1969 

Dm  wo/p Sept.   6, 1968 

J  for  P Jan.    14,1969 

Dm Apr.     3, 1969 

1,SJ May  29,1968 

CIS.  1,3,  V  &      June  11,1971 

l;cl.  2  NV, 

cl.4  V  Aff. 

all  but  CI. 

2. 
V,l Dec.  12,  1968 

NV Jan.   17,1972 

NV;  lif  V  June  10,1968 

Aff. 
Cls.  4,5,11,  14    July   11,1968 

not  I  Aff. 
V June    4,1969 

V,  l,CJ May     6,1969 

Dm  on  June  19,1970 

settlement. 
1,5,6, 9V&L  July     8,1968 

V  &  I Sept.  10,  1969 

V  &  I  Aff Jan.   21,1971 

Dm  wo/p Nov.  18,  1969 

Dm  wo/p.....  Apr.  2,     1970 

Aff.  1  Dm Feb.  24,  1971 

Dm  wo/p Apr.  24,  1969 

J. Oct.  17,   1969 

J... Oct.  17,   1969 

NV  Aff July  10,  1968 

NV... May  3,  1968 

& 

Aug.  8,  1968 

Stricken  Jan.  19,  1970 

wo/p. 

V&l Feb.  4,  1971 

Dm Jan  15,  1969- 
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3,141,620    Sterner  Lighting  inc.  et  al.  V.  Allied     Reported  at  166  V&! 

Elect.  Supply  Inc.  etal.  USPQ  454  S.D.  Fla. 

3,141,620    Sterner  Lighting  Inc.  V.  Allied  Elec.    166  USPQ  455  CAS  V  &  Ml  Rev.       Aug.  5,    1970 

Supply,  Inc.  in  Part. 

3,141,620    Pfaff  etal.  V.  Sterner  Lighting  I  nc D.N.J.  903-66 Dm                    July  19,   1971 

3. 145,  046    Victor  T.  Orn  et  al  v.  Olgen  Mfg.  Co.    S.D.  Calif.  Doc.  NV  &  H\ . .         Mar.  18,  1969 

et  al.  2746  ND. 

3,146,290    Seeburg  Corp.  v.Skata  International,  N.D.  111.  Doc                 Dm  wo/p            Apr.  28,  1972 

Inc.  70C961. 

3. 146,  290    The  Seeburg  Corp.  v.  National  Baron  N.D.  III.  Doc                 Dm                    Mar.  27,  1970 

Corp.  69C1123. 

3,146,316    Warwick  Electronics    Inc.    v.    N.    A.     N.D.  III.  Doc  Dm  Oct  7      1970 

Philips  Co.  Inc.  69C1783. 

3,146,319    Pickering  &  Co.  V.  Qualitone  Indus-    S.D.N. Y.  70  CW  4372    Consent  Inj...  Dec.  7,     1970 

tries. 
3,146,598    Millard  F.  Smith  v.   Marine  Canvas    E.D.N. Y.  Doc  Dm  July  2      1969 

Supply  Corp.  68C562. 

3,146,598     Millard  F.Smith  V.  Blue  Water  Marine    S.D.  Texas  Doc  V&l  May  23    1968 

Supply  Inc.  68H-341. 

3,146,610    Hardwicke-Etter    Co.     v.     Paul     D.     E.D.  Texas  Doc  1823.  Dm Sept.  4,   1969 

Campbell  et  al. 
3,147,657     Didro  Engineering  Co.  V.  DieDraulic    W.D.  Mich.  Doc  Dm  wo/p  June  18,  1968 

and  Grand  Valley  Machine  Tool.  5043 

3,147,904    Riegel     Paper    Corp.    v.    Ex-Cello-     E.D.  Mich.  Doc  CJ,  Inj  May  5,     1972 

Corp.  36652. 

3,147,723    DiDro  Engineer  Co.  V.  DieDraulic  &      W.D.  Mich  Doc  Dm  wo/p  June  18  1963 

Grand  Valley  Machine  Tool  5043 

3,147,767    American    Aero    Industries,    Inc.   v.    S.D.  Texas  Doc.  Dm  wo/p       _.  Mar.  21, 1972 

Tritan  Corp.  72-H-71. 

3,147,906    Riogel  Paper  Corp.  V.  Ex-Cello  Corp..  E.D.  Mich.  Doc.  CJ,  Inj  ...        May     5,1972 

36652. 
3,147,962    DiDro  Engineering  Co.  V.  Die  Draulic    W.D.  Mich.  Doc.  Dm  wo/p  June  18, 1968 

&  Grand  Valley  Machine  Tool.  5043. 

3,148,686    Grooming   Developers   Inc.   v.  Save    S.D.  Fla.  Doc.  Stip  Dm  June  17  1970 

Way    Barber   &   Beauty   Supplies       67-820-Civ-Je. 
Inc.  et  al. 

3,148,856    Orlando  V.  Keico  Supply  Co D.  Minn.  Doc.  Dm  wo/p  Feb      2,1968 

4-65-6-351. 

3,149,431     Blish  V.  Colgate-Palmolive  Co N.D.  111.  Doc.  Dm  (stip)  Oct.    14  1971 

71C424. 

3,150,224    Metal  Blast,  Inc.  V.  Steel  Abrasives,    S.D.  Ohio  Doc.  Dm Oct.   15  1971 

Inc.  6306. 

3,150,313    SinclairOil&GasCo.  V.Union  Oil  Co.    S.D.N. Y.  Doc.  68  Dm..  Aug    10  1970 

of  Calif.  Civ  3261. 

3,150,313    Hiroca   Corp.   v.   Union    Oil   Co.  of    S.D.N.Y.  Doc.  68  Dm Aug.  10  1970 

Calif,  etal.  Civ  3412. 

3,150,430    Rocform  Corp.  V.  Kwik-Lock  Co E.D.  Mich.  Doc.  CJ Mar.  25  1968 

29677. 

3,152,427    American   Optical   Corp.   v.   Coburn     N.D.  III.  Doc.  No.         VI June    4,1969 

Optical  Equipment  Co.  et  al.  67  C2049. 

3,152,504    Robert  T.  Brown  v.  Midland  Metal     E.D.  Mich.  Doc.  Dm  w/p  Dec.     4  1968 

Sales  Co.  Inc.  etal.  29291. 

3,152,592    SalfateCorp.v.  The  Kendall  Corp....  N.D.  111.  Doc.  67  Inj     April  17, 1970 

C1741. 

3,152,637    Slant/FinCorp.  V.Spartan  Int'l  Corp..  E.D.N. Y.  Doc.  69C         Inj Apr.  24  1969 

154. 
3,152,793    Richard  H.Goldbergerv.  The  Flintkote   S.D.N.Y.  Doc.  68  consent  dm        Dec    22  1969 

Co.,  etal.  C5087. 

3,152,950    Avery  Products  Corp.  V.  MMM  Co N.D.  Ohio  Doc.  c  Dm/w/p  June    9  1970 

66-480. 

3,152,985    Westvaco  Corp.  v.  City  of  Chicago     N.D.  111.  Doc.  70  C        Dm  wo/p Apr.  14  1970 

etal.  1011. 

3,152,985    Westvaco  Corp.  v.  City  of  Chicago     N.D.  111.  Doc.  70  C        Dm  wo/p.  .      Apr.  14,1970 
etal.  2. 

3,153,481     Ethicon  Inc.  V.  Reidy N.D.  111.  Doc.  67  C        Dm  wo/p Mar.  18, 1968 

123. 

3,154,166    Cupolo  V.  Sky  Chefs,  Inc E.D.N. Y.  Doc.  DM  w/p Mar.  28, 1968 

66-C-911. 
3,154,240     Nash  Engr.  Co.  V.  Aqua-Chem,  Inc...  E.O.  Wise.  Doc.  CJ-v-inj..  .  .  Apr.     5,1972 

70-C-553. 

3,154,484    Stinerv.  Culligan  Inc N.D.  111.  Doc.  65  J-def...     .      Jan.   18, 1968 

C2174. 
3,154,814    Super   Mold   Corp.  of  California   v.     N.D.  Ohio  Doc.  SJ  pat.  n/v         June    8  1970 

James  C.  Hei.itz  Co.  C67-245  166 

USPQ9I. 
3,154,852    E.  B.  Westlake,  Jr.  etal.  V.  Intermark    W.D.N. r'.  Doc.  CJ.  June    3  1969 

Dist.  Corp.  etal.  CIV-1969-37. 

3,154,852    E.  B.  Westlake,  Jr.  etal.  V.  Intermark    W.D.N. Y.  Doc.  CIV       Dm  May  20  1969 

Dist.  Corp.  etal.  1969-37. 

3,154,864    Aetna  Casualty  &  Surety  Co.  V.  Singer    D.  Del.  Doc.  3855 Stip  of  settle-    June  21, 1972 

General  Precision  etal.  mentand 

order. 
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Patent  No.     Case 
3,155,065    Strumskis  V.  United  States... 

3,155,497    Sticker   Industrial  Supply  Corp.   v. 

Blaw-Knox  Co.  et  al. 
3,155,497    Sticker   Industrial   Supply   Corp.   v. 

Blaw-Knox  Co.  et  al. 
3,155,766    Technitrol  Inc.  v.  Aladdin  Industries 

Inc. 
3  155,809    Digital  Sensors,  Inc.  v.  Wems,  Inc. 

et  al. 

3,155,809    Ansley  West  Corp.  v.  EIco  Corp 

3,155,809    Ansley  West  Corp.  v.  Elco  Corp 

3,156,401  Anaconda  Aluminum  Co.  v.  Owens- 
Illinois,  Inc. 

3,156,541  David  Mfg.  Co.  v.  Specialized  Prod- 
ucts Co.  Inc. 

3,157,037    Hanes  Corp  v.  London-Aire  Inc 

3, 157, 157    Clay  Equip.  Cor  v.  DeLaval  Separator. 

3, 157,431    Fletcher  v.  Wlohasco  Ind 

3, 157, 926    Howmet  Corp.  v.  Precision  Castparts 

Corp. 
3,157,926    Howmet  Corp.  v.  Aircraft  Castings 

Inc. 

3,158,142    Bradshaw  V.  General  Motors  Corp 

si  158,  424     Bunker-Ramo  Corp.  v.  ITT  Corp 

3,158,803    Sinclair  Oil  &  Gas  Co.  v.  Union  Oil 

Co.  of  California. 
3,158,803    Hiroca   Corp.  v.   Union   Oil  Co.  of 

California  et  al. 
3,159,316    Valve  Corp.  of  America  v.  Diamond 

International  Corp.  et  al. 
3,159,501    Ampex    Corp.    v.    Matsushita    Elec. 

Corp.  of  America. 
3  160,321    Eagle  Iron  Works  v.  Barber-Greene 

Co. 
3  160  321    Eagle  Iron  Works  v.  Arthur  G.  McKee 

&Co. 
3, 160,321    Eagle  Iron  Works  v.McLanahan  Corp.. 

3, 160, 321    Eagle  1  ron  Works  v.  McLanahan  Corp.. 
3  160,321     Eagle  Iron  Works  v.  Barber-Greene 

Co. 
3, 160, 980    Seuther  V.  Renival  Products  Inc 

3, 131,  051    Cherry-Burrell  Corp.  v.  Wizard  Guage. 

3, 161, 051  Cherry-Burrell  Corp.  v.  Taylor  Instru- 
ment Co. 

3,161,223  Tapco  Prods.  Co.  v.  Van  Marx 
Products  Corp  et  al. 

3, 161, 223  Tapco  Products  Co.  v.  Van  Mark 
Products  Corp. 

3,161,223  Tapco  Products  Co.  v.  Van  Mark 
Products  Corp. 

3, 161, 223  Tapco  Products  Co.  v.  Van  Mark 
Products  Corp. 

3, 161,  460    Huber  v.  Block  Drug  et  al 

3. 161,  471    Norton  v.  Carborundum  Co 

3,161,849    Bourns  v.  Dale  Electronics... 

3, 161, 908    Monteray  Mfg.Co.v.  Hartzell  Mfg.  Co. 

etal. 
3, 161,993    Sweco,  Inc.  v.  Roto-Finish  Co 

3, 161,  993    Sweco,  Inc.  v.  Roto-Finish  Co 

3. 161,  993    Roto-Finish  Co.  v.  Sweco,  Inc 

3, 162, 323    Dole   Valve   Co.   v.    Perfection    Bar 

Equipment,  Inc. 
3, 162, 323    Dole   Valve   Co.   v.    Perfection    Bar 

Equipment  Inc. 

3. 162,  329    Arnel  Industries,  Inc.  v.  Aerosol  Re- 

search Co. 
3,162,387    Nordberg     Manufacturing     Co.     v. 

Barber-Greene  Co. 
3, 152,  705    Crown  Machine  &  Tool  Co.  v.  D  &  S 

Industries. 
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ND— 111.  Doc.  65  C        Nl  by  P  Inj...  Nov.  12, 1965 
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ND  Illinois  67  C  Claims  1-4  &     Apr.  27, 1970 

2067  1966  PQ  4  6-9  NV 

CD.  Calif.  65-1049-     V  &  I  &  INJ..  June  30, 1969 
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NDII170C687 Dismissed....  Dec.  15,1970 
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D.  Oregon  Doc.  72-  DM Dec.  21,1971 

168. 

S.D.  Fla  Doc  71-566..  DM Dec.  21,1971 

E.D.Mich. Doc 28633.  DM  WO/P June    4,1968 

N.D.  III.  Doc.  72  C        DM  (Vol) May  31,1972 

653. 
S.D.N.Y.  Doc68  DM Aug.  10,1970 

C3261. 
S.D.N.Y.  Doc.  DM Aug.  10,1970 

68C3412. 
N.D.  111.  Doc.  67  DM Nov.  12, 1968 

C2120. 
N.D.  III.  Doc.  67  DM June  26, 1969 

C2023. 
N.D.  III.DOC.69C848.  Inj Feb.  27,1969 

N.D.  Ohio  Doc.  Inj Feb.  27,1969 
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69C848. 
S.D.N.Y.  Doc.  65-        CJ 1968 June  20 

C1338 
W.D.N.C.  Doc.  2140-    DM Apr.  18,1968 

C 
W.D.N.Y.  Doc.  0-         DM May  28, 1968 

1,864. 
6th  Cir.  No.  71-2058    V/l,  Inj.  June  22, 1972 

174  PQ  289.                 Vacated. 
E.D.  Mici.  Doc.  n/V  &  n/l July  28, 1970 

31627  166  PQ  530. 
CA.  6  Doc.  20-835       V  &  I  Rev July  12,1971 

170  PQ  550. 
E.D.  Micti.  Doc.  Inj.  Modified     Oct.   21,1971 

31627  171  PQ  675.        V. 
D.  Del.  Doc.  3496....  Consent;  VI...  Dec.    6, 1971 
W.D.N.Y.  Doc.  Civ.       DM Mar.    5,1969 

1967  422. 

D  Nebr.  165  PQ  296    I Dec.  29,1969 

N.D.  In.  DOC.70C        Dm Mar.    7,1972 

2804. 
CD.  Calif.  Doc.  68-     Stip  Dm  w/p..  Sept.  12, 1969 

1661. 
E.D.  Mich.  Doc.  Stip.  Dm  w/p..  Sept.  11, 1969 

31811. 
CD.  Calif.  Doc.  68-      Stip  Dm  w/p..  Sept.  12, 1969 

1885-S. 
N.D.  111.  Doc.  67  NV/1 Dec.  24,1968 

C1126160PQ393. 
CA.  7th  Cir.  #17426      NV-NI  Aff  ...  Dec.  11,1969 

164  PQ  65. 
N.D.  Illinois  Doc.  65     Nv Oct.   31,1969 

C  181  164  PQ239. 
N.D.  Illinois  Doc.  66     wo/p Jan.   19,1970 

CA.  9  i60  PQ  584        CI.  1  NV Feb.  13, 1969     B  ..f  A. 
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3, 162, 898 

Super  Mold  Corp.  v.  Clapp's  Equip- 
ment, Inc. 

9th  Cir.  No.  21752 
158  PQ  527. 

Nv  Aff 

.  July 

11, 1968 

3, 163,  756 

Nuclear  Chicago  Corp.  v.  Packard  In- 
strument Co..  Inc. 

N.D.  III.  Doc.  65 
C916. 

DM... 

.  Apr. 

1, 1968 

3, 164,  933 

Diamond  Productions  et  al  v.  Assoc. 
Diamond  Products,  Inc. 

D.N.J.  321-70 

Dm 

-  Aug. 

25,1971 

3, 165,  031 

Edward  A.  Rockwell  et  al  v.  Midland 
Ross  Corp. 

N.D.  III.  Doc.  6G 
C202. 

Dm  w/p 

.  Sept 

23, 1969 

3, 165,  369 

Bunker  Ramo  Corp.  v.  ITT  Corp 

N.D.  III.  Doc.  72 

C653. 
S.D.N.Y.  Doc,  65 

Dm 

.  May 

31, 1972 

3, 165,  386 

Thermovac  Ind.  Corp.  v.  The  Virtis 

J  of  n/v 

.  June 

6, 1968 

Co.,  Inc. 

C586  159  PQ  345, 
349. 

3, 165,  386 

Thermovac  Ind.  Corp.  v.  The  Virtis 
Co.,  Inc. 

S.D.N.Y.  Doc.  65- 
Cir-586  158  PQ 
558. 

N/V 

May 

15, 1968 

3, 165,  731 

United    Aircraft   Corp.    v.    Giannini 
Controls. 

S.D.N.Y.  Doc.  67-C- 
2294. 

V 

.  Feb. 

14, 1968 

3,166,112 

Perfect  Mfg.  Inc.  v.  Glen  Mfg.  Inc 

S.D.N.Y.  Doc  68 
Civ  3249. 

Dm 

-  Aug 

14, 1972 

3, 166, 154 

Titzel  Engineering  Co.,  Inc.  v.  M  &  G 
Industrial  Association. 

W.D.  Pa.  Doc.  70- 
1333, 

1 

.  Oct. 

15, 1971 

3, 166,  693 

Transistor  Electronics  Inc.  v.  Western 
Electric  Co.,  Inc. 

S.D.N.Y.  70  Civ  765. 

Dm 

.  Feb. 

27, 1970 

3, 166,  693 

Transistor   Electronics   Inc.   v.   Bell 
Telephone  Labs  Inc. 

S.D.N.Y.  Doc.  70- 

443. 

Dm 

.  Feb. 

27,1970 

3, 166, 757 

Grain   Cutter   Co.,   Inc.  v.   Roberts 
Consolidated  Industries,  Inc. 

CD.  Calif.  Doc  67- 
1786-EL. 

CJ  Inj 

.  Jan. 

29, 1969 

3, 168, 909 

The  Penetryn  System  Inc.  v.  West- 
wood  Lake  Inc. 

S.D.  Fla.  Doc.  70- 
710-Civ  CF. 

Dm  w/p 

.  Sept 

9, 1970 

3, 168,  909 

Penetryn  System,  Inc.  v.  Burns,  Inc.. 

S.D.  Fla.  Doc.  70-711 

Dm  w/p 

.  Oct. 

26, 1971 

3, 168,  917 

Research   Products  Corp.  v.  Airflex 
Corp.  et  al. 

W.D.  Ohio  Doc.  667- 
377. 

Dm 

.  Oct. 

3, 1969 

3, 169, 142 

Stepan  Chem.  Co.  v.  Textilane  Corp.. 

CD.  Calif.  171 
USPQ  116 

V  &  1 

.  Sept 

4, 1970 

3, 169,  612 

Frantz  Manufacturing  Co.  v.  Phenix 
Mfg.  Co.,  Inc. 

E.D.  Wise.  Doc.  67- 
C-335  164  USPQ 
381. 

173  USPQ  266  CA7. 

NV 

.  Jan. 

20, 1970 

3,169,612 

Frantz  Mfg.  Co.  v.  Phenix  Mfg.  Co 

NVAft 

.  Mar. 

16, 1972 

3, 169,  612 

Frantz  Mfg.  v.  Ridge  Nassau 

D.N.J.  224-67 

.  Consent  Dm 
wo/p. 

May 

4, 1971 

3, 169,  882 

Ransburg  Electro  Coating  Corp.  v. 
Nordson  Midwestern  Inc. 

N.D.  III.  Doc. 
65C1195  158 
USPQ  385. 

V,  1 

.  June 

14, 1968 

3, 169,  883 

Ransburg  Electro  Coating  Corp.  v. 
Nordson  Midwestern  Inc. 

D.N.  III.  Doc. 
65C1195  158 
USPQ  385. 

V,  1. 

.  June 

14, 1968 

3,170,086 

Sinclair  Oil  &  Gas  Co.  v.  Union  Oil  Co. 
of  Calif. 

S,D.N.Y.  Doc.  68 
Civ.  3261. 

Dm 

.  Aug. 

10, 1970 

3, 170,  086 

Hiroca  Corp.  v.  Union  Oil  Co.  of  Calif, 
et  al. 

S.D.N.Y.  Doc.  68 
Civ.  3412. 

Dm 

.  Aug. 

10,1970 

3,170,275 

Packaging  Ind.  Ltd.,  Inc.  v.  Diemetic 
Mgf.  Corp. 

S.D.N.Y.  Doc 
65C2007. 

Dm  w/p 

.  July 

17, 1968 

3, 170, 275 

Packaging  Ind.  Ltd.,  Inc.  v.  Accurate 
Steel  Rule  Die  Mfgrs.  Inc. 

S.D.N.Y.  Doc.  65 
Civ.  1617. 

Slip  discon- 
tinued. 

Mar. 

11, 1970 

3, 170,  344 

Westinghouse  Electric  Corp.  v.  General 
Electric  Co. 

W.D.N.Y.  Doc.Civ 
1968-399. 

Dm. 

.  July 

25, 1969 

3,171,016 

Sukala  v.  Phillips  Mfg.  Co 

D.  Minn.  4-66/30.... 

Dm 

.  June 

13, 1968 

3, 171,  507 

Struthers  Scientific  v.  Rappl  &  Hoenig 

C-1966-214 
W.D.N.Y. 
D.  Md.  Doc.  #16848 

Inj 

.  May 

20, 1971 

3, 171,  652 

Diversified  Products  Corp.  et  al.  v. 

NV... 

.  Mar. 

12, 1968 

Sports  Center  Co.,  Inc.  et  al. 

160  USPQ  458 

3, 171,  700 

Ever-Wear,  Inc.  v.  Wieboldt  Stores, 
Inc. 

427  F.  2d  373  166 
USPQ  109  CA7 

Affirmed  NV. 

.  June 

9, 1970 

3,171,700 

Ever-Wear  Inc.  v.  Wieboldt  Stores, 
Inc. 

N.D.  III.  Doc. 
#66C2319 

NV 

.  Aug. 

21, 1969 

3,171,700 

Ever-Wear,  Inc.  v.  Atlantic  Luggage 
Mfg.  Co. 

S.D  N.Y.  Doc.  67 
Cir.  5089 

Dm   w/p 

.  July 

22, 1970 

3, 172,  289 

Blackman  et  al.  v.  Hadron,  Inc 

E.D.  N.Y.  Doc. 
69C595 

Dm 

.  Feb. 

7, 1972 

3,172,429 

Lundstrom     Laboratories,     Inc.     v. 
Hardwood  Manufacturing  Co.,  Inc. 

W.D.  North  Car. 
Doc.  *2282 

Dm  Nl  wo/p. 

.  Sept 

9, 1969 

3, 172,  824 

Aqua  Chemical,  Inc.  et  al.v.  Baldwin 
Lina  Hamilton  Corp. 

N.D.  III.  Doc. 
69C310 

Dm. 

Sept. 

28, 1970 

3, 173,  082 

Sinclair  Oil  &  Gas  Co.  v.  Union  Oil 
Co.  of  California. 

D.  N.Y.,  Doc.  68Cir 
3261 

Dm 

.  Aug. 

10, 1970 

3, 173,  082 

Hiroca  Corp.  y.  Union  Oil  Co.  of  Cali- 
fornia, et  al. 

D.  N.Y.,  Doc.  68  Cir. 
3412 

Dm 

.  Aug. 

10, 1970 

3, 173, 129 

Magnavox  v.  NCR,  et  al 

N.D.  III.  68  C  1001.. 

Dm 

.  Dec. 

21,1970 

3, 173, 429 

Eugene  E.  Pauldine  v.  Northern  Elec- 
tric Co. 

N.D.  III.  Doc. 
66C1876. 

Dm  wo/p 

.  Sept 

6, 1968 
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3,173,473    Robertshaw  Controls  Co.  v.  Honey- 
well, Inc. 
3,173,583    Wahl  et  al.  v.  Carrier  Mfg.  Co 

3. 173,  583    Wahl  et  al.  v.  Chemical  Construction 

Corp.  et  al. 
3,173,723    Southeastern    Metals    Co.,    Inc.    v. 

American  Seating  Co. 
3,  173,  723    American  Seating  Co.  v.  Southeastern 

Metals  Co.  Inc. 
3, 173,937    The  Ansul  Co.  v.  Vineland  Chemical 

Co.  Inc.  et  al. 

3. 174,  863    Marian  Shoup  v.  Marshall  Field  &  Co. 

3, 174,  863    Marian  Shoup  v.  Marshall  Field  &  Co_ 
3,174,863    Marian  Shoup  v.  Dominion  Electric 

Core,  et  al. 
3, 174,  863    Marian  Shoup  v.  Marshall  Field  &  Co 


CD.  Calif.  Doc. 

681132S. 
171  USPQ195CA7 
Dn.  J.  Doc.  817-71... 

N.D.  Ala.  Doc. 

CA65-388-S. 
CA5th  Cir.  #26007 

162  PQ  329. 
D.N.J.  Doc.  346-68.. 

N.D.  III.  69C1682 

PO  PQ239. 
N.D.  III.  69C1682 
N.D.  III.  69C872 


Dm  w/p July     3,1969 


Affirmed  NV.. 
Dm 


V-NI 

Nl  Aff... 

.   Dm  wo/p. 

SJ-NI.... 


Dm  wo/p. 
Dm  wo/p_ 


Aug.  30, 1971 
Jan.   12,1972 

.  Jan.  31,1968 

.  June  11,1969 

Aug.    3,1970 

May  11,1971 

Aug.  20, 1969 
Aug.  20, 1969 


3,174. 
3,179, 

3. 179, 
3,719, 

3. 180, 

3. 181, 

3. 182, 
3, 182, 


869    Vac-U-Dry  Co.  v.  Treetop  Inc.,  et  aL. 

836  Rauland  Corp.  v.  Columbia  Broad- 
casting Systems. 

836  Columbia  Broadcasting  Systems  v. 
Sylvania  Electric  Products. 

836  Columiba  Broadcasting  System  v. 
Sylvania  Electric  Products,  Inc. 

066  Mahaffy  and  Harder  Engineering  Co. 
V.  Standard  Packaging  Corp. 

205  Dubuque  Awning  &  Tent  Co.  v.  Tim- 
bers &  Assoc. 

164    Raytheon  v.  Sanyo  Denki  KK 

164    Raytheon  Co.  v.  Tappan  Co 


N.D.  III.  170  USPQ 

239 
D.E.  Wash.  #3255.... 
S.D."J.Y.  Doc.  68-C- 

1018. 
D.  Mass  160  PQ  470. 

U.S.  CA  1st  Cir.  162 

PQ  577. 
S.D.i^l.Y.  Doc.  165 

CIV.  2862. 
N.D.  Ohio  69-418.... 


Nl. May  10,1971 


Dm  w/p. 
Dm 


J  Vacated. 
Dm  w/p... 
CJ... 


3, 182, 136    Sonotone  Corp.  v.  Rivertone  Co.  Inc.. 

3,184,169    Metallurgical    International    Inc.    v. 

Kawecki  Beryico  Ind.,  Inc. 
3,184,314    International   Stock    Food    Corp.    v. 

M  &  M  Livestock. 
3, 184,  596    James  R.  Alburger  v.  North  American 

Aviation,  Inc.  et  al. 

3. 184,  596    Alburger  v.  Magnaflux  Corp 

3. 185,  228    Hughes  Tool  Co.  v.  Ingersoll-Rand  Co. 


N.D.  III.  70C52 

N.D.  Ohio  Doc. 

C71-131. 
S.D.-^I.Y.  Doc.68 

Cir.  3863. 
E.D.  Pa.  175  USPQ 

492. 
N.D.  lowa70C 

2039C 
d65-885^FW  CD. 

Calif. 
171  USPQ16CA9. 
163PQ125S.D. 

168  PQ  545  CA5. 
dl3187  D.  Conn.... 


Dm  w/p 

Dm  w/p  (stip). 


Dm  w/p 

CI.  1-7-NV.. 

C1.3-NI 

CJ  &  1 

NV.  Nl 


3. 185,  228    Hughes  Tool  Co.  v.  Ingersoll-Rand  Co. 

3. 186,  672    Arcoa,  Inc.  v.  Yankee  Metal  Products, 

Corp. 

3,187,251    Sinclair  Oil  &  Gas  Co.  v.  Union  Oil  d68  Cir  3261 

Co.  of  California.  S.D.N. Y. 

Hiroca   Corp.   v.   Union   Oil   Co.  of  d68  Cir.  3412 

California  etal.  S.D.N. Y. 

3,188,468    Packard  Inst.  Co.  Inc.  V.  Picker  Corp.,  dl3884  D.  Conn 

Scintillation  Systems,  Inc.  &  Inter- 
national  Chem.   &   Nuclear  Corp. 

3,188,468    Nuclear-Chicago    Corp.   v.    Packard  d65  C916  N.D.  Ill 

Instrument  Co.,  Inc. 

Packard  Instrument  Co.,  Inc.  v.  Inter-  Civ389-68  DNJ 

techrique,  S.A.  et  al. 

3,188,665    Snyder  Paper  Corp.  v.  Dixie  Foam  d553W.D.rJ.C 

Rubber. 

3. 189,  247    Winchester  Carton  Corp.  v.  Std.  Box  160  PQ  759  D.  Mass. 

Corp. 

3,189,918    Bates  Ind.  Inc.  v.Daytona  Sports  Co.,  163  PQ  385  CD. 

etal.  Calif. 

3,189,918    Bates  Industriesv.Daytona Sports  Co.  169PQ778  CAS 

3. 190,  059    Cambridge  Filter  Corp.  v.  Arco  Mfg.  69  Cii  3001  SONY 

Co. 

3,190,091     Russell  v.  Best  Universal  Lock  Co.,  d  lP66^C-239  159 

Inc.  USPQ364. 

3,  190,  395     FMC  Corp.  v.  Hunter  Eng.  Co d68C355A  E.D.  Mo 

3,190,405     Bliss  &  Laughlin  Ind.,  Inc.            .  176  USPQ  119 

3, 190, 640    Chicago     Dryer     Co.     v.     Sjostorm  d67-405-Cir-J.E. 

Automations.  S.D.  Fla 

3,190,912     National  Distillers  v.  Celanese  Corp...  d69H  1096  S.D. 

National  Distillers  v.  Celanese  Corp. __  d70H  261  S.D. 

3,  191,412    Clarence  E,  Duvall  v.  Pullman  Sheet    d68C24b9  N.D.  Ill 

Meial  Works,  Inc 
3,191,423    Hartford   Special    Machinery   Co.   v.    dl2170  D.  Conn. .. 

Emil  Roy  et  al. 
3,191,767     Business  Forms  FinishingService  Inc.    d65C1875,  N.D.  III. 

V.  Carson  &  Kovach. 


NV,  Nl  Aff... 
NV 


NV,  Aff.. 
Dm,  w/p. 


Dm 

Dm 

I  &  Enj.... 


.  June  10,1971 
.  May  21,1968 
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.  June    9,1971 

.  Mar.  25, 1971 
.  Jan.  11, 1972 

.  Jan.     7, 1970 

.  Sept.  14, 1972 

.  May   15,1971 

,  May  14,1969 

June  23,1971 
Aug.  13, 1969 

Feb.    5, 1971 
Sept.  16, 1969 

Aug.  10, 1970 

Aug.  10,1970 

Nov.  28, 1970 


Dm Apr.     1,1968 

I Jan.  26,1970 

Inj June    3,1968 

NV Jan.   17,1969 

NV__ Aug.  14,1969 

NV,  Aff Apr.  26,1971 

Inj    ____ Sept.  17,  1971 

n/V,  n/l July     3,1968 

NV Mar.  28,1972 

Inj.V,  I May   15,1972 

Dm Jan.   12,  1970 

Dm Feb.     4,1972 

Dm,  w/p Feb.     4, 1972 

Dm June  13,1969 

Dm Jan.     9, 1S69 

V,  NL. Jan.    10,1968  , 
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3,191,767     Business    Forms    Finishing   Service,    d58C1778  N.D.  III...    I,  Inj Mar.    5,1970 

Inc.  V.  Palmer  A.  Carson  et  al. 
3,191.767     Business    Forms    Finishing   Service,    171  USPQ519  CA7_..  No  Estoppel       Oct.    15.1917 

Inc.  etal.  V.  Carson  etal.                                                          Rev. 
3,191.801     Miner  Industries  Inc..  V.  INorthwester    d69CIV2235S.D.N.Y.  Inj Aug.    6,1969 

Sales  &  Service  Corp. 
3,191,801     Miner  Industries  Inc.  v.  Paramount    d69C802  N.D.  Ill Dm Sept.  10, 1970 

Textile  Machinery  Co. 
3,191,801     Miner  Ind.  Inc.  V.  Merchandising  As-    d2431  W.D.  N.  Dm..__ July    16, 1970 

sociation,  Inr.  Carolina. 

3,192,856    Gavin  V  Geveke  &  Co  d68-2340  S.D.N.Y...  Dm June  26. 1972 

3,193,300    Ski  Pole  Specialists,  Inc.  V.  Robert  J.    Civl-66-13D.  Dm July     7,1970     B  of  A. 

McDonald.  Idaho. 

3.193.300    Ski  Pole  Specialists,  Inc.  V.  McDonalds  159  USPQ709 Dm Nov.    4,1968    B  of  A. 

3.193,300    Scott  USA  Inc.  V.  McDonald     167PQ526S.D.  NV Apr.  22, 1970     B  of  A. 

Idaho. 

Ski  pole  Specialists  \i.  McDonald 167PQ  519..-. J.  Vacated June  26, 1969     8  of  A. 

3,194,032    V.  B.  Research  &  Development  V.  Joe    d67-228-K  S.D.  Dm June  13, 1969 

W.  Von  Brimer  etal.                              Calit. 
3,194,584    Reese  et  al.   v.   Elkhart  Welding  &    d3787  N.D.  Ind lnj,V Dec.   19,1969 

Boiler  Works.  Inc. 
3,194,584    Reese  et  al.   v.   Elkhart  Welding  &     171  USPQ  129  CA7...  V&l  Aft Aug.  16,1971 

Boiler  Works,  Inc. 
3,194,705    H.   K.   Porter  Co.,  Inc.  V.  Goodyear    163PQ106D.N.  V,l,lnj July     1,1969 

Tire  &  Rubber  Co.                                 Ohio. 
3,194,705    H.  K.  Porter  Co.  V.  Goodyear  Tire  &    168  PQ  449  CA6 V  &  I  Aft Jan.   27.1971 

Rubber  Co. 

3,194,710    Sturtevant  Industries  Inc. v.Stremke.  65C23E.D.  Wis I Apr.     4,1968 

3,194,883     Printing  Developments,  Inc.  V.  RCA    d69-2290  S.D.N.Y...  Dm July     6,1970 

Corp. 
3,195,197    American   Optical   Corp.   v.   Coburn    d67C2049  N.D.  III....  V  &  I June    4,1969 

Optical  Equipment  Co..  et  al. 
3,196,122    Master   Mechanics  Co.  v.  Cleveland    dC67-726  N.D.  Ohio..  I.. Dec.  21,1972 

Marble  Mosaic  Co. 
Master  Mechanics  Co.  V.  Rohm  &  Haas    dC67-811  N.D.  Ohio..  I Dec.  21,1972 

Co. 
3,196,497     Kewanee  Mfg.  Co.  V.  Copco  Steel  and    d28553  E.D.  Mich....  Inj Feb.     6,1968 

Engineering  Company. 
3,197,299    Hercules,    Inc.    v.    Minnesota    State    d4-71  D.C.  Minn....  I Feb.  14,1972 

Highway  Department. 

3,197,204    Exer-Genie,lnc.v.  McDonald  etal....  171  USPQ  277  CA9...  NV  Rev Sept.  14, 1971 

3,197,204    Exer-Genie,  et  al.   v.   Ale.xander  G.    d68-751-IH V,  Inj Sept.  24, 1968 

McDonald  et  al. 
3,197,809    GordonJohnsonCo.,etal.  V.Ralph  S.    dl6691-2W.D.  I, Inj Jan.   20,1969 

Zebarth  et  al.  Missouri. 

3,197,920     Pangburn  Corp.  V.  Tec  Supply  Co d5440  D  Tenn V,  Inj July   22,1969 

3,198,383     Brown  V.  Montgomery  Ward 4987-A Consent  J.         Mar.  30,1971 

NV. 
3,198.399    Valve  Corp  American  v.  Union  Car-    d67  Civ  2051.. Dm Mar.  20,1970 

bide  Corp. 
3,198,508    Jamco  Inc.  V.  Wheel  AlignmentSupply    dW-3915  D.  Kans.        ConsentJ,         May   16, 1968 

Inc.                                                       (Wichita).                     Inj 
3,199,226    Chester  Electronic  Laboratories,  Inc.    dll482D.  Conn Dm.. Feb.     5,1969 

V.  Continuous  Progress  Education, 

etal. 
3,199,236    Waldon  Inc.  v.  Alexander  Mfg.  Co.    dll65  161  PQ  404        V Feb.     7,1969 

et  al  S  D.  Mo 

3,199,236    Waldon  Inc.  V.  Alexander  Mfg.  Co....  165'PQ5  c'A5--. NV  Rev Feb.  25,1970 

3,199,840    Lindsey  V.Sherman  &  Reilly.  ;nc d5696  E.D.  Tenn NV Nov.  12.1971     B  of  I. 

3,200,945    Hughes  Co.,  Inc.  v.  Chlsholm-Ryder    164PQ138 NV,  Nl July  30.1969, 

Co.,  Inc.  Aug.  18,1969 

3,200,945    Chisholm-Ryder  Co.  et  al.  V.  Stokely-     164PQ194 NV,  Nl July   30,1969, 

Van  Camp,  Inc.  Aug.  18,1969 

3,201,639     North  American  Phillips  Co.,  Inc.  V.    166PQ477 V,  I July    10,1970 

Stewart  Engineering  Co.,  et  al. 
3,201,784     Industrial  Electronics  Engineering  V.    66-75-CC  D.S.D.  DM,W/P  May     1,1972 

Shelly  Assoc,  Inc.  Colo. 

3,201,960     Kason  Hardward  Corporation  v.  In-    69-C-546  E.D.N. Y. .  Inj  Nov.  23,1970 

strument  Systems  Corp. 
3,202,532     International  Paper  Box  Machine  Co.    160PQ466 V,  Nl Dec.     6,1968 

et  al.  v.  Specialty  Automatic  Corp. 
3,202,532     International  Paper  Box  Machine  Co     163PQ449  CA  1 V,  Nl  Aff Aug.     1,1969 

el  al.  V.  Specialty  Automatic  Ma- 
chine Corp.  et  al. 
3,203,002     Kelly  Co..  Inc.  v.  Unarco  Industries,    3809  D.M.  Tenn V,  I Dec.  12,1968 

Inc 
3,203,638    Cutting   Room   Appliances   Corp.   v.    68  Civ  278  S.D.N.Y. .  DM May  26,1970 

Sam  Zuckerman  Sewing  Machine 

Corp. 

3,204,646    Chamberlinv.  Solo  Products  Corp....  67  CIV  1707  DM/WP Oct.    17,1969 

S.D.N.Y. 
3,205,708    Lear  Siegler  v.  Intercontinental  Dy-    891-70  D.N.J DM Jan.     5,1971 

namics. 
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3,205,863     Parker  Pen  Co.  V.  Fisher  Pen  Co 68-C-594  D.N.D.  Ill  .  DM/Wo/P  June    2  1970 

3,205,995     Marian  Co.  V.  Perma-Vending  Corp...  6S-C-1134  D.N.  Ill  V.  CJ.INJ  M a v  28  1968 

3,206,028     Fraser  V.  Continental  Corp.  etal 3003  D.C.S.D.  W.  Va  Nl  Sept  22' 1972 

3,209,228    Skil  Corp.  v.  Sears  Roebuck  &  Co.,    66-C-267  N.D.  Ill NV..  _'.""/."..'.  June  28',  1968 

and  Cutler-Hammer,  Inc. 

3,209,228    Skil  Corp.  v.  Cutler-Hammer.  Inc 162PQ132  CA  7  V  Rev  June  12  1969 

3,209,647    GAF  Corp.  V.  Berkey  Photo  etal 68-C-2345  D.N.D  DM  Sept  2o' 1971 

III.                                 """ ' 

3,209,647    GAF  Corp.  V.  Hanimex  Corp.  etal 68-C-1121  D.N.  Ill  SJ.  Denied  Apr    22  1970 

3,209,647     GAF  Corp.  V.  Hanimex  Corp.  etal 68-C-2345  D.N.  Ill  SJ,  Denied  Apr    22  1970 

3,210,767     University  of  Illinois  Foundation  v.    67-C-730  D.N.  III....  DM  ..  .     Oct.     3,1958 

Gavin. 

3,210,767     University  of  Illinois  Foundation  v.     159PQ129CA8  NV  Aff  Sept  30  1968 

Winegard  Co. 

3,210,767     University  of  Illinois  Foundation  v.     164PQ545  CA  7 V.I.  Aff  Feb    13  1970 

Blonder-Tongue,  Inc. 

3,210,767     Blonder-Tongue.  Inc.  V.  University  of    169PQ513  Sup.  Gt...  J  Vacated  May     3  1971 

Illinois  Foundation. 

3,210.767     University  of   Illinois   Foundation  v.     171PQ468_ c.e  ..  Sept.  27, 1971 

Blonder-Tongue,  Inc. 

3,210,677     University  of  Illinois  Foundation  v.    175PQ1  CA  7. c.e.  Aff.. July   25.1972 

Blonder-Tongue,  Inc. 

3,210,835    Rheem  Mfg.  Co.  V.  Strato  Tool  Corp  .  C-1169-66  D.N.J  DM  Aug   22  196» 

3,211,211     R.   L   Russ  &  Co.,  Inc.  v.  Schmidt    C-69-46  D.N.  Ohio  Inj  Mar   2o' 1969 

Machine  Co.  etal. 

3,211,312    State  Bank  of  Annawan  V.  Rendispos..  173PQ135  V   1  Sept  21  1971 

3,212,062    Telecredit,  Inc.  V.  Credit  Bureau  of    69-C-807  N.D.  Ill  DM    ""   May  27  1969 

Cook  County,  Inc. 

3,212,062    Telecredit,  Inc.  V.  Insta-Check,  Inc..  69-C-806  D.N.D.  Ill  DM  May   13  1971 

3,212,166     Neebars,  Inc.  V.  Long  Bar  Grinding,    68-1519-R  D.C.  CJ.INJ  Apr    111969 

Inc.  et  al  Calif 

3,212,909    Leigh  V.  Karaman 69  Civ.  282S.  D.N.Y  DM  Nov    14  1969 

3,213,307    SkilCorp.v.  Sears  Roebucks  Co.  etal.  66-C-267  D.N.  III...  J.  for'pitf June  27,  1968,. 

3,213,537    Cavitron  Corp.  V.  Ultrasonic  Research     161PQ518  V   I  INJ  Mar    17  1969 

Corp. 
3,213,537    Cavitron  Corp.  V.  Ultrasonic  Research     165PQ754  CA  5  V   I  Aff  May  25  1970 

Corp. 
3,213.657    Federal  Engineering  Co.,  Inc.  etaL  V.    28066  D.S.  Mich  DM,  W/P  Apr    111969 

Darnell  &  Diebolt  Co.  '       ' 

3,214,844    Midland-Ross   v.    Krispy    Kisl    Korn    70-C  232  D.N.  Ill         DM  Apr    23  1971 

Mach.  Co.  .  -  , 

3,214,899    Eastman  Kodak  Co.  V.  Indian  Head,    71-345  D.N.D.  Ala        DM  wo/p  Dec      8  1971 

Inc. 

3,216,038    Keystone   Plastics,   Inv.   v.   C   &    P    173PQ395 NV,  Nl  Mar    14  1972 

Plastics.  Inc. 
3,216,060    Oceana  Int..  Inc.  V.  Emsig  Mfg.  Co...  66-C-446  S.D.N. Y        DM  June  13  1968 

3,216,083    Acker  Ind.  et  al.  V.  American  Rand    67-331-C  D.W  J  Jan    22  1968 

Expanded  Metals  Corn.  Okia 

3,216,473    Proctor-Silex  Inc.  V.  Hamilton  Cosco,    68  Civ.  4983  S.D.  DM  Feb    26  1970 

Inc.  N.Y. 

3,216,624    Valve    Corporation    of    America    v.    67-C-2120  N.D.  Ill  ..  DM  Nov    12  1968 

Diamond  International  Corp. 

3,216,689    Oglebay    Norton    Co.    v.    Universal     162PQ346 V.. .June  11,1969 

Refractories  Corp. 
3,217,648     Remington  Arms  Company  v.Herter's.    169PQ805  NV   Nl  Sept  16  1970 

Inc. 

3,218,589    Tarzian,  Inc.  v.  Standard   Kollsman    68-C-80  N.D.  Ill DM Jan.    14.1969 

Industries,  Inc. 
3,219,099    Hamlow    et   al.    v.    Scientific    Glass    6&-1957-R  CD.  NV,  Nl  Jan      8  1968 

Apparatus  Corp.  etal.  Calif 

3,219,099    Hamlow    et   al.    v.   Scientific    Glass     164PQ340... NV  Jan    22  1970 

Apparatus  Corp.,  etal. 
3,219,207    Triax  Co.  v.  Hartman  Metal   Fabri-    Civ.  11-860  D.W.  DM  Jan     16  1971 

cators.  N.Y. 

3,219,276    The  Gryomet  Corporation  v.   H.  G.     167PQ326... V,  I,  INJ  June    3,1970 

Fisher  &  Co. 
3,219,276    H.  G.  Fischer  &  Company  v.  Gyromat    68-C-1041  D.N.  III...  DM  Sept.  13  1968 

Corporation  et  al. 

3,219,752    Columbia   Wire   Products  v.   Markal    67-C-636  N.D.  III..  .  DM Apr.   10,1968 

Sales  Corp. 
3,219,752    Columbia  Wire  Products  Co.  v.Vikua,    1212-67  D.N.J.  SJ  June  12, 1969 

Inc. 
3,220,522    Thomas  G.  Carter,  Jr.  v.  D  &  J  Gear    3-3587C  N.D.  Tex        V,  INJ  Sept  29  1971 

Co. 

3,220,960    Griffith  Lab.  v    National   Patent   De-     1971  212  W. D.N.Y...  DM... May   14,1971 

velopment  Corp. 
3,220,857    American  Potato  Co.  V.  General  Foods    3813  D.  Del  DM  Oct    20  1971 

Corp. 

3,220,857    American  Potato  Co.  V.  General  Foods    167PQ424.. SJ,  refused        Sept  30  1970 

Corp. 
3,221,616    Josam  Manufacturing  Company  v.  Jay    1245-66  D.N.J.   ...     CJ,  INJ              Mar   29  1968 
R.  Smith  Mfg.  Co.  
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3,222,172  Rauland  Corp.  v.  Columbia  Broad- 
casting System. 

3,222,172    CBSv.  Sylvania  Electric  Products 

3,222,172  Columbia  Broadcasting  System  v. 
Sylvania  Electric  Products,  Inc. 

3,222,204  Cataphote  Corporation  v.  Minnesota 
Mining  &  Mfg.  Co. 

3,  222,  935    Hollymitic  Corporation  v.  RMC  Corp. . 

3,223,070    Ag.  Pro.  Inc.  v.  Sakraida,. 

3,224,201  Brunton  Corporation  v.  Ernric  Com- 
pany, Inc. 

3,224,478  Lundstrom  Laboratories,  Inc.,  v. 
Hardwood  Mfg.  Co.,  Inc. 

3,  224,  675  Purex  Corporation  Limited  v.  Thermo- 
Pak  Boilers,  Inc. 

3,225,305  Beckman  Instrument  v.  Tecfinicai 
Development  Corp. 

3,225,305  Beckman  Instruments,  Inc.  v.  Tech- 
nical Development  Corp. 

3,  226,  916    Judson  B.  Jenkins  v.  Well  Control,  Inc. 

3,  226,  953    Good  et  al.  v.  Dane  Baer  Hosiery  Mill.. 

3,227,158  Aquec  Tec  Corporation  v.  Montgom- 
ery Ward  &  Co.,  Inc. 

3,227,193  Sarkes  Tarzian,  Inc.  v.  Standard 
Kollsman  Industries,  Inc. 

3,227,273  Compact  Industries,  Inc.  v.  Inter- 
continental Coffee  Service,  Inc. 

3,227,321  Valve  Corporation  ot  America  v. 
Union  Carbide  Corporation. 

3,  227,  358    C-Thru  Products,  Inc.  v.  Uniflex,  Inc.. 

3, 227,  358    Windmoller  v.  Laguerre 

3,  227,  604  Morgan  Adfiesive  Company  v.  Nation- 
wide Adhesive  Products,  Inc. 

3,227,981  Sarkes  Tarzian  Inc.  v.  Standard 
Kollsman  Industries,  Inc. 

3,  228,  413  Mack  Johnston,  Inc.,  et  al.  v.  Frank- 
lyn  R.  Hoff  et  al. 
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Co.  etal.  ,       H       . 

3,243,098    St.  Regis  Paper  Co.  V.  Container  Corp.    d68  Civ.  1958  Dm  Sep    19,1969 

of  America.  S.D.N.Y 
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3,244,782    Magnetic,    Inc.   Arnold    Engineering    163  PQ  513  D.N.  111..  NV     .       .        Aug   28,1969 
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etal. 

3,256,857     Karras     &     Wood     Products     Inc.  724-66  D.N.J Dm Mar.  26,  1968 
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Automatic  Sales  Co.  Inc.  Cal. 
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3,257,608    SinclairOil     Gas  Co.  v.  Union  Oil  Co.    68  Civ  3261  D.S.N. Y.  Dsm... Aug.  10, 1970 

of  Calif. 

Hiroca  Corp.  v.  Union  Oil  Co.  of  Calif.  68  Civ.  3412  D.S.N. Y.  Dsm.. Aug.  10,  1970 

3,257,668    Dow  Corning  v.  Surgitek 71  C  75  D.E.  Wis V,  I Aug.    3,1971 
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Colour    Picture    Pub.    Inc.    v.    Mike    167  USPQ  343  D.  NV... Sept.  24, 1970 

Roberts  Color  Prod.                                Mass. 
3,259,529    Metal  Blast  Inc.  v.  Steel  Abrasives    6306S. D.Ohio Dm Oct.    15,1971 

Inc.  et  al. 
3,259,904    U.  of   III.   v.   Blonder  Tongue  Lab.    66  C  567  N.D.  Ill NV Sept.  27, 1971 

V.  J.F.D.  Electronics. 
U.    of    III.    Foundation    v.    Blonder-    164  USPQ  545  CA         NV,  AFF Feb.  13,1970 

Tongue  Labs.  Inc.                                  7th  Cir. 
3,259,948    Howmet  Corp.  v.  Precision  Cast  Posts    72-168  D.  Oreg. Dm Dec.  21,1971 

Corp. 
Howmet  Corp.  v.   Aircraft  Castings    71-566  D.S.D.  Fla....  Dm... Dec.  21,1971 

Inc. 

3,260,025    Fraserv.  City  of  Antonio,  Texas. 167  USPQ  1  CA.  5...  Nl,  AFF  Sept.   8, 197C 

Vacate  NV 
3,260,025    Fraser  V.  City  of  Antonio,  Texas  and    67-85  SA  W.  Texas..  NV,  Nl. June  30, 1969 

AGents  et  al. 

3,260,190    Levinsonv.  NordskogCo.  Inc... 163  USPQ  52  D.C.         NV.. .July     7,1969 

Calif. 

3,260,508    Zimmerman  Mfg.  Inc.  V.  Hash  Co.  Inc.  38085  E.D.  Mich Dm OcL    19,1972 

3,  262,  378    Hussman  Refrig.  Co.  v.  Hilman  Coal  &    4002  D.  Del.... CJ,  V  &  I Apr.  19, 1971 

Coke. 
3,262,626    Sweetheart  Plastics  v.  III.  Tool  Works    CA  70-937F  D.  Mass.  Dm  w/op July   28,1971 

Inc. 
3,263,161    SinclairOil  &  Gas  Co.  V.Union  Oil  Co.    68  Civ  3261  D.S.N. Y..  Dm Aug.  10,1970 

of  Calif. 
Hiroca  Corp.  V.  Union  Oil  Co.  of  Calif.    68  Civ  3412  D.S.N. Y..  Dm Aug.  10,1970 

etal. 

3,263,341     Mira-Pak  Inc.  V.  Woodman  Co 15788  N.D.  Ga Settled  Dm...  Jan.   24,1972 

3,263,558    GAF  Corp.  v.  Berkey  Photo  et  al 68  C  2345  N.D.  III...  Dm Sept.  20, 1971 

3,263,757     Paul  G.  Kaster  v.  Kastern  Mfg.  Co....  68  C  12  D.E.  Wis Def.  enj .Jan.   22,1968 

3,263,899    St.  Regis  Paper  Co.  v.  Container  Corp.    68  Civ  1958  D.S.N.Y..  Dm... Sept.  19, 1959 

of  America. 
3,264,882     Koytt  Nichols  v.  Schlumberger  Well    W-4076  D.  Kans Dm  w/p Nov.  24,1969 

Surveying  Corp.  et  al. 
3,265,092     Fluorodvnamics    Inc.    v.    Permatube    4161  D.  Del Dm  w/op Feb.     2,1972 

Plastics  Co. 
Permatube  Plastics  Inc.  v.  Fluorotex    4318  D.  Del Dm  w/op Apr.     6, 1972 

Inc. 
3,265,103    Hervey  Foundation  et  al.  v.  Capitol     IP  69  C  349  S.  Ind...  SJ,  NV July     6,1971 

Machine  Co. 

3,265,290    Call.  V.  Eastern  Airlines  Inc... 167  USPQ  399  D.E.       NV ....July   10,1970 

N.Y. 

Cali.  V.  Eastern  Airlines  Inc 169  USPQ  753  CA.  2.  V(rev.  D.  Ct.).  Apr.  28,1971 

3,266,015     Pickering  V.  Holman  etal 173  USPQ  583  CA.  9.  NV  AFF Apr.  18,1972 

3,266,173    Aetna  Casualty*  Surety  Co.  V.  Singer-    4231  D.  Del Stip. Settle.        June  21, 1972 

General  Precision  Inc.                                                               Dm. 
3,266,301    J.  Sklar  Mfg.  Co.  Inc.  v.  Matalene    67  Civ  2144  D.S.N. Y..  Inj Mar.  18,1970 

Surgical  Instuments  Co.,  Inc.  et  al. 
3,266,384    Scaramucci  et  al.  v.  Dresser  Ind.  Inc.  66-347  D.W.  Okla...  NV,  Nl Jan.   30,1969 
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Scaramucciv.Dresserlndustrleslnc_.  165USPQ759CA10..  NV,  Ml  AFF.      June    5,1970     B  of  I 

3,266,386    Scaramucci  et  al.  v.  Dresser  Indus-    66-347  D.W.  Okla....  IMV.  Ml Jan.   30,1969 

tries  Inc. 
Scaramucci  V.  Dresser  Industries  Inc.  165  USPQ  759  CAIO..  NV,  Nl  AFF...  June    5,1970    B  of  I. 
3,267,360    Sinclair  Oil  &  Gas  Co.  V.  Union  Oil  Co.    68  Clv3261  D.S.N.Y  .  Dm  Aug    10,1970 

of  Calif. 
HIroca  Corp.  V.  Union  Oil  Co.  of  Calif.    68  Civ  3412  D.S.N.Y.   Dm     .  Aug.  10, 1970 

ef  al. 

3,267,413     Raytheon  Co.  V.  Pearce-Simpson  Inc..  69-294  D.S.  Fla V,  I  Dec    19,1969 

3,267,587     Faberge  v.  John  Oster  Mfg.  Co 68  C  84  D.E.  Wis CJ,  V&j  Nov.  27, 1970 

Sunbeam  Corp.  V.  Faberge,  Inc 3-70Clv28D.C.  Dm  w/p  I Nov.  27,1970 

Minn. 

Rayette-Faberge  V.Schick  Electric 3591  D.  Del.  CJ,  I  Feb.  17, 1971 

3,267,630     Povi/erlock  Floors  V.  Robblns  Flooring.  157  USPQ669D.  NV^IOS  Feb    26,1968 

Del.  3262. 
Powerlock  Floors  V.  Robblns  Flooring     160USPQ  165CA3        MV,  §103AFF     Dec.   17, 1968 
Co.  Inc.  17289 

3.268.915  Jack  Winter  Inc.  V.  Koration  Corp 170  USPQ  316  SJ  refused         Apr.  12, 1971, 

D.N.  Calif.  Pat.  Dedic.     Apr.  19, 1971, 

Apr.  30, 1971 

3,269,751     Kendall  et  al.  V.  Whaltoff  et  al 882  O.G.  451  D.C.         V&l Oct.  20, 1970 

Iowa 
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3,315.548    Contour  Saw/s  v,  L.  S.  Starrett  Co 

3.  316,  076     Blackman  et  al.  v.  Hodson  Inc 

3,  316,  248     LaSalle  St.  Press  Inc.  v.  20th  Century 

press  I  nc. 

3,316,294    Continental  Oil  v.  Witco  Chem 

3,316,582     Ridge  Products  v.  Clark's  Discount 

Oept.  Store. 
3,  317,  926     Hall  et  al.  v.  U.S.  Fiber  &  Plastic  Corp. 
3,319,273    The  Program  Aids  Company,  Inc.  et 

al.  V.  Sport-Tech  Corp.  et  al. 

3,  319.  383     Psngborn  Corp.  v.  Tec  Supply  Co 

3,  319,  384     Bery  &  Superior  Concrete  Accessories 

V.  Vari-Seal  Corp. 
3,319,438    Unlflow    Mfg.    Co.    v.    King   Seeley 

Thermos  Co.  Inc. 
3,  319.  897    Somat  Corp.  v.  U.  of  Maryland  et  al .  _ 
3,  320,  933    Hydro  Thoran,  Inc.  v.  Intragas,  S.A... 
3,320,933    Automation  Industries,  Inc.  v.  Baier_. 
3,321,068    Clinical  Products,  Inc.  v.  R.  J.  Taylor 

Co.  Inc.  dba  Amer.  Surgical  Supply. 
3,321,081     Aquariums,  Inc.  v.  [Rational  Aquar- 
ium Supplies,  Inc.  et  al. 

3,321,081     Meta-frame  V.  Biozonics 

3,321,259    Fidelity  File  Box,  Inc.  v.  Ekon  Mfg. 

Co.  et  al. 
3,323,312     Banjovlch    et    al    v.    Westinghouse 

Electric  Corp. 
3,  323,  437    Walter  KIdde  &  Co.,  Inc.  v.  Westing- 
house  Electric  Corp. 
3,  323,  437    We.stinghouse  Electric  Corp.  v.  Walter 

KIdde  &  Co. 
3,  323,  437    James  V.  Knab  et  al.  v.  Walter  Kidde  & 

Co. 

3,  323,  523    Link  v.  Mueller  Color  Plate  Co 

3,324,697     Hartford   Special    Machinery   Co.   v. 

Emil  Roy  et  al. 

3,325,981     Deere  &  Co.  v.  Sperry  Rand  Corp 
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Burlington  Ind.  Inc.,  et  al. 
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Burlington  Ind.  Inc.,  et  al. 
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3,327,500    W.  E.  Bodton,  Ltd.  V.  Scott  &  Williams,    67Civ3688  S.D.N.Y...  DM... May  21,1969 

Inc. 

3,327,745    Harrington  Mfg.  Co.  v.  White 169PQ193 V,  Nl   ..  Feb.  23, 1971 

3,327,972    Safe     Flieht    Instrument    Corp.    v.     7268  W.D.  Wash INJ Dec.  11, 1968 

United  Control  Corp. 
3,328,141     Tizon    Chemical    Corn.    v.    Process    1050-70  D.N.J _  CJ,  INJ Nov.  20, 1971 

Research  Prodiicts. 
3,328,536    Lanier  Electronic  Lab.,  Inc.  v.  Nye    12,965Civ  N.D.  Ga...  DM... Oct.    21,1970 

Systems  Inc. 
3,329,852     Nachlolger  GmBH  etc.  v.  Siemens-     1241-71  D.N.J DM Nov.  15,1971 

Sim  Aktienge  etc. 
3,330,182    GerberScientificlnst.  Co.  V.Baldwin-    6893  S.D.  Ohio  DM,  W/P Nov.  23, 1970 

Kongsberg  Co.                                       Cincinnati. 
3,330,406     Kirshbaum  &  Taub  V.  GTE  Sylvania,    71C941  N.D.  Ill DM,  W/P July   28,1971 

Inc. 
3,330,721     Keystone    Plastics,    Inc.   v.   C   &   P     173LiSPQ3S5 Nl Mar.  14,1972 

Plastics,  Inc. 
3,331,184    Gustav  Kraus  d/b/a  Condor  Machine    167PQ385 SJ,  NV Sept.    2,1970 

Works  '.'.  Emhart  Corp.  et  al. 
3,332.263    Westinghouse  Electric  Corp.  v.  Gen-    Civ1968-399  DM... ..July   25,1969 

eral  Electric  Co.                                     W.D.N.Y. 
3,332,327    Amerace    Esna    Corp.    v.    Highway    171L'SPQ18b VI,  INJ July     9,1971 

Safety  Service,  Inc. 
3,332,544    Metaframe  Corp.  v.  Miracle  Pet  Prod-    69C294  E.D.N. Y CJ,  INJ Aug.    4,1971 

ucts. 

3,  332,  617     Photon,  Inc.  v.  Eltra  Corp.  et  sl 163USPQ165 VI Sept.  18, 1969 

3,333,198     International     Telemeter    Corp.     v.     7661  W.D.  Wash VI Sept.  25, 1969 

Hamline  International  Corp.  et  al. 

3,335,092    SheIco  V.  Dow  Chemical  et  al 173PQ451CA7 NV  Aff Apr.     5,1972 

3,335,092    SheIco   Inc.   et  al  v.   Boyle-Midway    168PQ395 NV Sept.  23, 1970 

Inc.  et  al. 
3,335,300    V.    B.   Research   &   Davelopment  v.    67-228-KS.D.  DM June  13,  1969 

Joe  W.  von  Brimer  et  al.                        C;  if. 
3,335,430    Epic  Pools  Corp.  V.  Hendon  Construe-    709  68  D.N.J .DM Jan.   10,1969 

tion  Co. 
3,335,713    Air-Shields    Inc.  et  al  v.  Air  Reduc-    169USPQ450 F  NV,  Mis-        Mar.  18,1971 

tion  Co.,  Inc.  rep.  of  art. 

3,335,962    Am.  Aero  Industries  Inc.  v.  Trltan     72-H-71  S.D.  Tex...  DM,  WO/P..._  Mar.  21  .  1972 

Corp. 
3,336,178    Thiokol  Chem  Corp.  v.    Burlington    3782  D.  Del DM June    5,1970 

Ind.  Inc.  et  al. 
3,336,178    Thiokol   Chem   Corp.   v.    Burlington    3906  D.  Del DM June  29, 1972 

Industries  et  al. 
3,337,070    Giulbert,  Inc.  v.  Security  Fire  Door    68C455(2)  E.D.  Mo...  J  for  D Sept.   8,1970 

Co. 
3,337,673    U.S.  Catheter  &  Inst.  Co.  v.  Meadox    622-69  D.N.J CJ   INJ June  30, 1971 

Medical. 
3,337,989    Sarkes    Tarzian    Inc.    v.    Standard    69C80  N.D.  Ill .DM... Jan.   14,1969 

Kollsman  Industries,  Inc. 
3,338,233    Air-Shields,  Inc.  v.  Air  Reduction  Co.     159PQ450. NV,  iMI Mar.  18, 1971 

Inc. 

3,339,258    A.  Lakin  &Sons,  Inc.  v.  Hesston  Corp..  W4056  D.  Kans DM Aug.  22,1969 

3,340,630    MBM   Co.   v.   Joe   F.    Beaver   d/b/a    W-4143  D.  Kans VI,  INJ Jan.   27,1970 

Handy  Calendar  Co. 
3,340,706    W.E.Booton,  Ltd.  V.Scott  &  Williams,    67Civ3688  S.D.N.Y...  DM May  21,1969 

Inc. 
3,341,884    Barbara    Pryor    v.    Cheesebo rough-    68C1223  N.D.  Ill DM,  W/P Sept.  22, 1970 

Pond's,  Inc. 

3,341,955    Everprest  V.  Phillips-Van  Heusen 168PQ489  M.D.  Ala..  NV July   22,1970 

3,341,982     Brunswick    Corp.    v.    Thermtactors,    70C498  N.D.  Ill J.  for  D Aug.  11, 1972 

Inc. 
3, 342, 582    Bender  et  al  v.  Polymer  Insulations,    69H1062  S.D.  Tex....  VI,  INJ Jan.   28, 1971 

Inc. 

3,343,682    Juva-Tex,  Inc.  v.  Star  Filter  Co 30848  E.D.  Mich DM  W/P Apr.  11,1969 

3,343,961     Mix  Mill  V.  Agri  King. 70C63  N.D.  Ill DM Nov.  30,1970 

3,  343,  961     Mix  Mill  Inc.  et  al  v.  Walter  Johnson   70C3CCR  N.D.  Iowa..  DM,  WO/P....  Nov.  30, 1970 

et  al. 
3,343,961     Mix-Mill,  Inc.  el  al  v.Simonson  Iron    70-C-29-CR  N.D.  DM.. Feb.  22, 1971 

Works,  Inc.                                            Iowa. 
3,344,312    Oxy-Dry   Sprayer   Corp.    v.    Electro    68C2360  N.D.  Ill DM  W/P June    5,1969 

Sprayer  Systems,  Inc. 
3,344,793     Flexnit  Co.,   Inc.  v.   Melody  Bra  &    68Civ542  S.D.N.Y....  Inj Apr.   16,1968 

Girdle  Co.,  Inc. 
3,344,793     Flexnit   Co.    Inc.   v.   Figure   Builder    68Civ4657  S.D.N.Y...  Inj Jan.    10,1969 

Foundations,  Inc. 
3,344,826    Runnion  et  aL  v.  Stetson  Ross  Ma-    8225  W.D.  Wash DM Sept.  18, 1970 

chine  Co. 

3,344,993    Swenson  Spreader  v.  Ambac  Ind 70C88  N.D.  Ill CJ,  V Mar.    3,1971 

3,345,828    Elmwood  Liq   Products  v.  Singleton    69-132  M.D.  Fla DM Mar.  11,1971 

Packing  Corp. 
3,346,300    Louis  A.  Grant,  Inc.  V.  Edward  Gray    69C81  N.D.  Ill V.I Au.j.     5,1970 

Corp.  et  al. 
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3,347,432  Lanier  Electronic  Lab.  Inc.  v.  Nye 
Systems,  Inc. 

3,  348,  698  InterlakeSteel  Corp.  v.  Unarco  Indus- 
tries Inc. 

3,  349,  285  Angelica  Corp.  v.  Medline  Industries, 
Inc. 

3,  349,  285     Angelica  Corp.  v.  Will  Ross,  Inc 

3,349,645    Silvey  v.  Nielsen  Corp , 

3,349.645    Silvey  v.  Nielsen  Corp , 

3,  350, 632  Sinclair  Oil  &  Gas  Co.  v.  Union  Oil  Co. 
of  Calif. 

3, 250,  632  Hiroca  Corp.  v.  Union  Oil  Co.  of  Calif, 
et  al. 

3.350.651  Spectral  Dynamics  Corp.  v.  Wavetek 

Corp. 
3,  350,  733    Hanna  v.  Trans  World  Car  Systems.. 
3,  350,  733    Hanna  v.  Hurricane  Car  Wash  Systems 

et  al. 
3,350,879    Outboard  Marine  Corp.  v.  Brunswick 

Corp. 
3,  351,  073    Rictiard  Gregg  Mfg.  Co.  Inc.  v.  Ruth  S. 

Rigney  d;b/a  Mircale  City  Beauty 

Salon  &  Wig  Bar. 
3,351,289    Quigley  Co.  Inc.  v.  Bethlehem  Steel 

Corp. 
3,  351,  368    Sweet  v.  Marvel  Metal  Products  Co... 
3,351,460    Quigley  Co.  Inc.  v.  Bethlehem  Steel 

Corp. 

3,  352,  217     Peters  et  al  v.  Compton 

3,353,327    Mira-Pak  Inc.  v.  Woodman  Co 

3, 353,  478    Trash  Masters  et  al  v.  Sears  Roebuck, 

Inc. 
3, 353, 478    Whirlpool  Corp.  v.  Trash  Masters  Corp 
3,353,882    Seeburg  Corp.  of  Delaware  v.  Spe- 
cialty Sales  Corp.  of  America. 
3,354,901     Robertshaw  Controls  Co.  v.  Honey- 
well, Inc. 

3,356,190    Hirsch  v.  Willcox  et  al 

3,  356,  226    Filterite  Corp.  v.  Tate  Eng.  Inc 

3,356,226    Filterite  Corp.  v.  Tate  Eng.  Co. 

3,  356, 365    Marlin  Toy  Products,  Inc.  v.  Sidney  A. 

Tarrson,  Co. 

3,358,319    Hill-Rom  Co.  V.  Beltor  Mfg.  Corp 

3,  359, 169    Armour  Pharmaceutical  Co.  v.  Revlon, 

Inc. 
3,359,351     Bender  et  al.  v.  Polymer  Insulations, 

Inc. 
3,359,934    Thiokol   Chem   Corp.  v.    Burlington 

Ind.  Inc  et  al. 
3,359,934    Thiokol   Chem   Corp.   v.   Burlington 

Ind.  Inc.  et  al. 
3,359,934    Thiokol  Chem   Corp.  v.   Burlington 

Industries  et  al. 
3, 360, 697    Stratford  Retreat  House  v.  Voltronics 

Corp. 
3, 361, 114    T.F.H.  Publ.  Inc.  v.  Sternco  Ind.  Inc.. 

3,361,150    Universal  Interloc  Inc.  v.  Hawkins, 

Chem  Co. 
3,361, 150     Universal  Interloc  v.  Magna  Corp 

3,361,566    T.F.H.  Publ.  Inc.  v. Sternco  Ind.  Inc... 

3. 361. 652  Conversion  Chem.  Corp.  v.  Lea-Ronal, 

Inc. 

3,362,829    Top  Scor  Products,  Inc.  v.  Honey 

3, 363,  224    Amp  Inc.  v.  SAE  Advanced  Packaging 

Inc. 
3,  363,  422    Tuizillo  Contracting  Co.,  Inc.  v.  Intru- 
sion Prepakt  Co  et  al. 

3,  363,  626    Deknatel,  Inc.  v.  Bentley  Sales 

3,363,627     Deknatel,  Inc.  v.  Bentley  Sales 

3,364,664    Cockle  Ventilator  Co.   Inc.  v.   Vent 

Master  Corporation  et  al. 
3,364,829    Pertect   Film   &   Chemical   Corp.   v. 

Aimes  Engineering  Co.,  Inc. 
3,366,731     Edward  Wallerstein  v.  Market  Facts, 

New  York,  Inc. 

3, 366, 731     Edward  Wallerstein  v.  Adtel  Ltd 

3,  366,  911    CTS  Corp.  v.  P.R.  Mallory  &  Co.  Inc. 

3,366,917     AMP  Inc.  v.  Virginia  Panel  Corp 
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Foods  Corp. 
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3,  367,  270  Panther  Pumps  &  Equipment  Co.,  Inc. 
Hydrocraft,  inc.  et  al 

3,367,  270  Panther  Pumps  &  Equipment  Co.,  Inc. 
V.  Hydrocraft  Inc  .et  al. 

3,367,809  Branson  Instr.,  Inc.  v.  Sonics  & 
Materials,  Inc.  et  al. 

3,  368, 147  Combustion  Engineering,  Inc.  v.  Odex 
Controls,  Inc. 

3,  368,  280  C  &  B  Corporation  v.  Sonopties  Corp. 
et  al. 

3,368,475     Mix  Mill  v.  Agri-King. _.. 

3,368,501  Harvey  G.  Kuhlman  v.  Lester  L 
Schmidt 

3.368,516    AB  Volvo  Penta  v.  Brunswick  Corp  _. 

3,368,823  Raymond  E.  Templeton  et  al.  v. 
Richard  C.  Mansperger 

3,368,932  Flame  Laminating  Machines  Corp.  v. 
Allen  Knitting  Mills,  Inc. 

3,368,932  United  Bonding  Corp.  v.  Flame 
Laminating  Machines  Corp. 

3,368,932  Flame  Laminating  Machines  Corp.  v. 
Ideal  Foam  Corp. 

3,369,121  E.R.  Squibb  &  Sons,  Inc.  v.  Mallin- 
ckrodt  Chim.  Works. 

3,  370,  261     CTS  Corp.  v.  P.  R.  Mallory  &  Co.,  Inc 

3,  371,  383    Sw/edlow  Inc.  v.  Rohm  &  Haas  Co 

3,371,828    Nemo  ind.  Inc.  v.  LIE  Machine  Co.  . 
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3.432,793     Muska  et  al.  v.  Sierra  Elec 72C2234  N.D.  IIL_.     DM.  Dec.     8  1972 

3,435,675     Lear     Siegler     v.     Intercontinental    891-70  D.N.J DM Jan.     5,1971 

Dynamics. 

3,436,787    Steamatic  Inc.  v.  Crane,... 71-206-JCK  S.D.  DM  w/p July   15,1971 

Fla. 

3,437,457    ARF   Development  et  al.   v.   Huyck    70C2461  N.D.  Ill DM.. Aug.  24,1971 

Corp.  et  tI. 

3,437,762    Gates  Leariet  Corp  v.  Magnasyne  Craig    173PQ203_ V,  I Feb.  25,1972 

Corp. 

3,439,374    Steamatic  Inc.  v.  Crane 71-206-JCK  S.D.  DM  w'p...        July   15,1971 

Fla. 
3,439,450    Regents  Univ.  of  Calif.  V.  Chapman    71-2838-DWW  CD.      CJ,  Inj  Sept.    1,1972 

d/b/a/etc.  Calif. 

3,440,423    ERSquibb&Sonslnc.v.Mallinckrodt    69cl31(z)  E.D.  Mo...  DM Apr.  15,1970 

Chem.  Works. 

3,441,027     Lehman  V.  Michelson 70-1366  CIUJCK  CJ,  I,  Inj..  .     June26,1971 

S.D.  Fla. 

3,444,621     GAC  Int'l  V.  Unitek  Corp 616-70  D.N.J CJ,  DM.  ..     .  Dec.  10,1970 

3,444,865    Carousel  Fashions  Inc.  v.  Higbee  Co..  71-1012  N.D.  Ohio...  DM  w/p  Feb.  29,1972 

3,447,351     Engel  Equipment  Inc.  V.  Lock  Former    71C314(2)  E.D.  Mo...  V Feb.  18, 1972     B  of  A 

Co.  JforD May  22, 1972     B  of  A. 

3,448,238    Wagner  Electric  v.  Weatherhead 69  F  109  N.D.  Ind  ..  DM  Aug    19  1970 

3,449,129    Struthers    Scientific    &    Int.    Corp.    3725  D.  Del DM Feb.  23, 1972 

V.  General  Foods  Corp. 

3,450,060    Lowell  K.  Adams  et  al.  v.  National    W-4336  CD.  Kans...  V Oct.   26,1970 

Beef  Packing. 
3,450,212    Cline  Ind.  Inc.  V.  Harrison  Mfg.  Co..     72-39  W.D.  Okla....     DM  w/p  Jan.   31  1972 

3,450,436    Leco  Inc.  v.  Stoney's  Hi-Lift  Service    71-436  N.D.  Fla DM May  23,1972 

Inc. 

3,451,708    F.   Don    Brooks   v.   Chadwick-Miller    69H578  S.D.  Tex DM... Aug.    6,1969 

et  al. 

3,452,300    Merrimac  R  &  D  V.  Western  Electric.  1523-70  D.N.J DM        .  June  14  1971 

3,452,477    Weather  Control  Shutters  v.  Bernardo    70  1257  S.D.  Fla DM  w/p May   11,1971 

Alum.  Fabricators. 

3,454,273    General  International  Ind.  v.  Mont.    69C2641  N.D.  Ill DM  Dec.     7,1970 

Ward  &  Co. 

3,458,783    San     Fernando    Electric    Mfg.     Co.    108-71  W.D.  Pa CJ July   13,1972 

V.  Erie  Technological  Products  Inc. 

3,459,302    Hydro-Clear    Corp    v.    Kliger    Enter-  901  OG  775.... DM  w/p July   13,1972 

prises. 

3,459,614    Consolidated  Productions  v.  GEPCO     70  184  WM  S.D.  Fla..  CJ,  V  &  I Feb.  12,1971 

Inc. 

3,460,933    Quigley  Co.  Inc.  v.  Bethlehem  Steel    3862  D.  Del DM Feb.  22,1972 

Corp. 
3,463,324    Central  Specialties  Co.  v.  Robert  G.     165  PQ  15  N.D.  III...  nl Feb.  12,1970 

3,463,342    Cenco  Med.  v.  Thermovacind 70C2683  N.D.  Ill CJ,  V  &  I  Apr.  16,1971 

Inj. 

3,464,424    Buzzelli  v.  3M  Co 35919  E.D.  Mich nV,  SJ,  DM        Aug.  22,1972 

w/p. 

3,464,741     Wagner  Electric  V.  Weatherhead  Co...  69F109  N.D.  Ind DM      ..  Aug.  19, 1970 

3,465,666    James  V.  Knab  et  ai.  v.  Walter  Kidde    CA6243  W.D.  Mich...  DM Aug.  19,1970 

and  Co. 

3,467,761     Plummer  V.  Bostrom  et  al 1045-70  D.N.J CJ,  Inj Feb.     7,1972 

3,469,557     Penn  Van  Boats  Inc.  v.  Sea  Lark  Boats    175  PQ  260 V&l June    6,1972 

Inc.  et  al. 

3,469,572     Becton  Dickinson  v.  Sherwood  Ind...  175  PQ  337 nV,l,5,6nl      Sept.11,1972 

F  lack  of 
candor. 

3,470,615    Williams  Gold  Rehning  Co.  v.Dentsply    3950  D.  Del DM  wo/p Jan.     3,1972 

Int.  Inc. 

3,471,596    Williams  Gold  Refining  Co.  v.Dentsply    3950  D.  Del.. DM  wo/p Jan.     3,1972 

Int.  Inc. 
3,472,939    Millmaster  Onyx  Corp  v.  Lonza  Inc...  C1800-71  D.N.J.  900     In  .     Dec.  21, 1972 

OG  1225. 

3,473,251     Fedtro  Inc.  V.  Lear  Seigler 70C118  S.D.N.Y  DM  wo/p  Aug.    4.1971 

3,473,509    USA  V.  Marifarms  Inc 174PQ481.  DM  motions       Dec.  26, 1972 

3,474,543    Cenco  Med  v.  Thermovac  Ind 70  C  2863  N.D.  Ill         CJ,  V  &  I  Inj..  Apr.  16,1971 

3,474,553    S  ostrom  Co.  v.  Foldamatic  Systems..  69-1293-JLK  S.D.         DM  Nov.  17, 1971 

Fla. 

Sjostrom  Co.  V.  Kupferschmid 13537  D.  Conn DM  Oct.     8.1971 

R.  L.Sjostrom  Co.  V.  Jensen  Machin-    69-1294-WM  S.D.         DM  wo/p Feb.  12,1970 

ery  Inc.  Fla. 
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3,474,723    Struthers  Scientific  &  Inf.  Corp.  v.  3850  D.  Del.  DM  Feb    23  1972 

General  Foods  Corp, 

3,475,070    Hoshall  et  al.  V.  Mid-Cuntlnent  News  70-526  W.D.  Okla....  Inj.. Sept.30,1971 

3,475,756    AvantI  R.  &  D  Inc.  v.  Allied  Radio  69C2226  N.D.  Ill  .        Inj  May     4  1970 

Corp, 
3,476,260    Jarke  Corp,  V.  C  &  H  Distributors.^..  70C723  E,D.  Wis  CJDM  Mar     8  1971 

3,477,406    USA  v.  Marifarms  Inc 4306  D.  Del  174  PQ      motions  DM."."  Dec'  26,' 1972 

3,478,875     Roberts  etal.  v.  Martin  etal 3080-N  M.D  Ala  DM  Apr    15  1971 

3,478,893    Gates   Learjet   Corp.   v.   Magnasyne  173PQ203 DM  w/p  Feb    25' 1972 

Craig  Corp.  "       ' 

3,479,975    SA  Hirsh  Man.  Co.  v.  Quaker  Indus-  69  C  1361  N.D.  Ill   ..  DM  wo/p  Jan    23  1970 

tries  Inc.  ' 

3,480,155    SA  Hirsh  Man.  Co.  V.  Quaker  Indus-  69  C  1361  N.D.  Ill         DM  wc/p  Jan    23  1970 

tries  Inc. 

3,480,984     Kidd  Pipeline  Inc.  V.  Rubber  Appli-  70  H  581  S.D.  Tex        DM  w/p  Aor    18  1972 

cators  etal.  ' 

3,481,123    MTD  Prod.  V.  Black  &  Decker.......  C  70  918  N.D.  Ohio      DM  wo/p  Mar         1971 

3,481,268     International  Patents  &  Development  C  248-70  D.C. N.J  DM  July'  31  1972 

Corp.  V.   Resources  Control  Corp.  ' 

etal. 

3,482,324    Samhat  v.  Barton  Tool  &  Engs.  et  al..  70  2545  EC  CD.  Cal     JV&IIni        Apr    23  1971 

3,482,490    Precision  Paper  Tube  Co.  V.  Patulski..  69  C  2575  N.D.  Ill         DM  Apr'  28' 1972 

3,483,580    Inflat-a-lndustries   Inc.   v.   Dan-Dee  70  C  1656  S.D.N. Y        V  c"j  '  Sept  13' 197P 

Imports  Inc.  '  -  -       h  ■     . 

3,483,617     Krampe  V.  Ideal  Ind 175  PQ  689  M  Sept  26  1972 

3,484,735    Coleman  Cable  &  Wire  Co.  v.  IVIHRU  70  S  36  N.D.  fnd....  DM  wo/p  Mar'l5'l971 

Distributors,  '  '         '      ' 

3,484,735    Coleman  Cable  &  Wire  Co.  v.  Tri-  70S  17  N.D.  Ind...  nl.  May  22  1972 

metrics  Inc, 

3,484,888    Drackett  Co.  &  Bristol  Myers  Co.  v.  176  PQ  344  NV  Dec    13  1972 

Mack  C.  Davis. 

3,485,018    MTD  Prod.  V.  Black  &  Decker C  70  918  N.D,  Ohio       DM  wo/p  Mar    19  1971 

3,485,312    Arctic     Enterprises     v.     Dolenshek  70  C  65  E.D.  Wis DM  July    13' 1971 

Marine, 

3,485,312    Arctic    Enterprises    Inc,    v.    Meone  69  C  637  E,D.  Wi3__ .  CJ,  VI  May     4  1972 

Ambulance  Service  Inc.  et  al. 

3,485,517    ChicagoFittingsCorp.v.  Earl  E.  Howe  69  C  2612  N.D.  Ill        DM  Mar     4  1970 

et  al. 

3,485,694    Cambridge  Filter  v.  Arco  Mfg 70  C  1924  S,D,N,Y       CJ,  Inj  Sept  20  1971 

3,486,127    Acromez  Inc.  v.  Transmition  Inc C  70  1199  N  D  VI   CJ  Nov   23' 1971 

Ohio,  '   '        '    '"         ■      ' 

3,487,221     Ease  Co.  V.  Honeywell,  Inc 72  C  572  N.D.  Ill         DM  wp  June  12  1972 

3,487,221     Ease  Co.  V.  Introl  Corp 71  C  1010  N.D.  Ill        DM  wo/p  Feb    17' 1972 

3,487,535     Kysor  Industrial  Corp.  v.  I ndexomatic  N  37792  E.D,  DM  w/p  Dec      l' 1972 

Inc,  Mich,  "  "        ■       ' 

3,487,535     Kysor   Industrial   Corp,  v.  Supreme  N,  38759  E,D.  DM  w/p  Nov   30  1972 

Tri-BitCo,  Mich, 

3,488,673     Ponori  Bros.  Inc.  v.  Nathan  K.  Morris,  175  PQ  353..  nV  Dec    29  1972 

W.  T.  Grant  Co. 

3,488,868    Stanley   Works   v.   Oxwell   Tool   Co.  72  C  438  E,D,N,Y_..  CJ Aug.  17,1972 

3,489,154     International  Playtex  Corp.  V.  Bontec.  13642  D.  Conn.  CJ   Inj  Feb      2  1971 

3,490,902    ARFDevelopmentetal.  v.Huyck  etal.  70  C  2461  N.D.  li"l        DM  Aug   24' 1971 

3,491,446    Griffiths  et  al.  V.  Kalabar  Inc C  70  1011  AJZ  CJ   I  June  17' 1970 

N.D.  Cal. 

3,494,056    Grafika    Commercial    Arts    Inc.    v.  70  C  3216  N.D.  Ill        DM  wo/p  May   17  1971 

Parisian  Novelty  Co.  Inc.  et  al, 

3,494,253     Metals    Eng.    Co.    v.    No.    American  70  C  1517  E.D.N. Y. .  DM  w/p.  Nov.  23  1971 

Specialties  Corp. 

3,494,352     Becton  Dickinson  v.  Sherwood  Ind...  175  PQ  337 nV,  nl,  F.  Sept.  11, 1972 

lack  of 

3,495,181     Reiffin  v.  Heathkit  Electronic  Center  72  C  1812  N.D.  III...  DM  "  Aug     2  1972 

et  al. 

3,495,522    Struthers  Sci.  &  Int  Corp.  v.  General  3850  D.  Del....  DM  Feb    23  1972 

Foods  Corp. 

3,495,731    Jens  Risom  Design  v.  John  E.  Sjo-  70  C1275  E.D.N.Y..  DM.     ..  Mar.    8,1971 

Strom  Co, 

3,496,635    General  Electric  Co,  v.  Rival  Mfg,  Co..  19903-4  W.D.  Mo  DM  Dec    30  1971 

3,497,877    Gen'l  Foam  Plastic  v,  Coleco  Ind 70  C  5195  S.D  N  Y       CJ  Feb    25'l971 

3,498,215     Royal     Industries     Inc.    v.    Unique  71  585  PHX  D.C.  DM  w/p  Nov     7' 1972 

Machine  Tool  Co.  Inc.  Ariz. 

3,498,485    Midwest  Industries  v.  Freeman  In-  70  S  153  N.D.  Ind   .     DM  wo/p  Nov    17  1970 

dustries. 

3,499,305    Tronchemics  Research  Inc  et  al.  v.  70  2471  ALS,  CD     ..  DM  Nov   20  1972 

Northrop  Corp.  Calif. 
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3.500,620    MTD  Prod.  v.  Black  &  Decker 

3.  502,  081     Dynatech  Corp.  v.  Frigltronics  I  nc 

3,506,326    General  Bathroom  v.  Monarch  Metal 

Prod. 
3,506,947     Curtis  Dev  &  Mtg  v.  Reed  Devices..  . 
3,508,091     No.  American  Philip  Corp.  v.  Molin 

Motor  &  Oil  Corp. 
3,511,208    Jamajo  Industries,  Inc.  v.  Speegle- 

Moraney,  Inc. 

3.512,338    Moss  v.  Nestle  et  al 

3,  512,  807    Switlik  Parachute  Co.,  Inc.  v.  Halkey- 

Roberts  Corp. 
3,513,521     Royal    Industries,    Inc.    v.    Unique 

Machine  Tool,  Inc. 

3,  513,  718    Robin  Prod.  Co.  v.  Tomecek 

3,  514,  834  Airtex  Corp.  v.  Fine  Line  Bracing,  Inc.. 
3,515,087     Penn  Yan  Boats  Inc.  v.  Sea  Lark  Boats 

Inc.  et  al. 

3,517,405    Hanna  v.  Hurricane  Car  Wash  System 

etal. 

3,  517,  773    Swanson  v.  Unarco  Inc 

3, 517,  773  Swanson  et  al.  v.  Folding  Carrier  Corp. 
3,518,099  Holklns  V.  Edick  Ind.,  Inc.,  et  al .... 
3,518,604    Penn  Yan  Boats  Inc.  v.  Sea  Lark  Boats 

Boats  Inc.  etal. 
3,  518, 800    Connor  Forest  Industries  v.  Duo  Lock 

Inc.  etal. 
3,  520, 056    General  Electric  Co.  v.  Rival  Mfg.  Co. . . 

3,521,009    Gates  Lear  Jet  v.Magnasyne  Corp 

3,  522,  814    Safety- Klean  Corp.  v.  Sortino 

3,525,793  Millmaster  Onyx  Corp.  v.  Lonza  Inc... 
3,  526, 326    Supreme  Equipment  &  Systems  Corp. 

v.  Atomic  Development  Corp.  et  al. 
3,527,018    Vac-Air,  Inc.,  v.  John  Mohr  &  Sons, 

Inc. 
3,  530.  017    Diversey  Corp.  v.  Panther  Chemical . . . 
3,533,407     Kmg    Louie    Inter.iational,    Inc.,    v. 

House  of  Champions  Research. 
3,534,490    Structural  Industries  Inc.  v.  Gersoii 

Enterprises 
3,534,576    Tronchemics  Research,  Inc.,  et  al.  v. 

Northrop  Corp. 
3,  535,  903    Tronchemics  Research,  Inc.,  et  al.  v. 

Northrop  Corp. 
3  536, 144     Blackwell  Steel  Prods.,  Inc.,  v.  Wed- 

ford Steel  Prod.,  Inc. 
3,538,389    Circuit-Stik,  Inc.  v.  Bishop  Graphics, 

Inc.,  etal. 
3,538,389    Circuit  Stik,  Inc.  v.  International  Rec- 
tifier Corp. 
3,  540,  229     Bunten  &  Repco  Prod.,  Corp.  v.  Wea- 

thermaticCorp. 

3,  540,612  BioDynamics  Inc.  v. Serosonic  Labs... 
3,  543,  098    American  Plasticraft  Co.  v.  Permonite 

Mfg.  Co. 
3,  551,  581    Sargent  Ind.  of  Mich.  Inc.,  v.  Nu-Core 

Inc. 

3,  552,  051     Ritchey  v.  Fearing  Mfg.  Co.,  Inc 

3,  553,  374    DigitronicsCorp.  v.  MSI  Data  Corp 

3,  556,  391     Album  Graphics,  Inc.,  v.  Buddah  Rec- 
ords, Inc. 
3,  557, 449     Popeil  Bros.  I  nc.  v.  Nathan  K.  Morris, 

WT  Grant  Co. 
3,  560, 126    Gates  Learjet  Corp.  v.  Magnasyne 

Craig  Corp. 
3,560,979    General  Aviation  Electronics  v.  Van 

Dugen,  Inc. 

3,561,146    Graphicana  Corp.  V.  Baja  Corp ._ 

3,  565,  083     Popeil  Bros.  1  nc.  v.  Aldens  Inc 

3,565,083    Popeil    Bros.    Inc.   v.   Sperry    Rand 

Corp. 
3,  568,  853    A  &  H  Mfg.  Co.  v.  Novel  Box  Co.  I  nc. . . 
3,584,402    Ortholndustriesv.SH  Camp  &  Co 


C70-918  N.D.  Ohio       DM. 

D.  Conn     DM. 

70C1629  N.D.  Ill nV_. 


70C1652  N.D.  Ill CJ  &  Inj. 

72C1274  N.D.  Ill DM 


72-104  D.W.  Okla. 


DM. 


71-252  W.D.  Pa J  for  P. 

1446-70  D.N.J DM.... 


71-585  PHX  D.C.  DM.. 

Ariz. 

36123  E.D.  Mich DM 

14894  D.  Conn DM  .  . 

71-S-Civl75PQ....  nV,  nl  F 

260  misrep.  of 
art 

70-530  D  Ariz.  cJI 


173  PQ  788... nl 

70-530  W.D.  Okla....  DM.  nl 

71-C-54     ED.  Wis...  CJ 

71-5-CIU-WMS.O.       V,l 

Fla. 
70-C-450  ED  Wis J.lnj 

19903-4  WD  Mo DM 

173,PQ203 DM.. 

88-71C2WDWash...  Inj. 

900OG1225 CInj 

71C680E.D.N.Y CJ 


Mar.  19,1971 
Aug.    9,1972 


Feb.     4, 1971 
Aug.    2,1972 


June  26,1972 


Aug.  30, 1971 
Jan.   19,1972 


June  14,1971 
May  31,1972 
June    6,1972 


Mar.  20,1972 

Apr.  17,1972 
May  22,1972 
Nov.  26,  1971 
June    6,1972 

July   12,1971 

Dec.  30,1971 
Feb.  25,1972 
Oct.  27,1971 
Dec.  21,1972 
Dec.     3,1971 


171PQ291 I. June  14,1971 


CA41312NDTex CJ,lnj. 

C71-911  NDOhio..-.  Inj 

72C24ED.  N.Y DM.... 


70-2471-ALSC.D.         DM. 

Calif. 
70-2471-ALSC.D.         DM. 

Calif. 
71-440  W.D.  Okla-...  DM. 


70-2470-CCC.D.  DM,1.. 

Calif. 

71-1086-CCC.D.  DM 

Calif. 
71-1154-ECS.D.  nV 

Fla. 

176PQ231 

71C1209N.D.  Ill V,  I,  Inj. 

71C813N.D.  Ill DM 


8950G779 Inj. 

3-71CW277  D.Minn..  DM. 

8980G744 DM. 

71C1521S.D.N.Y DM. 


176PQ353. nV 

173PQ203 V,l 

71-4-865 S.D.Tex...  CJ,V,  I, Inj. 

36460  E.D.  Mich SJforDef... 

895  0G392 nl 

176PQ  101.... nV,  nl,M... 


71C1456  E.D.N.Y....  DM.... 
38223  E.D.  Mich CJ,lnj. 


May  6, 1971 
Oct.   17,1972 

Mar.  31, 1972 

Nov.  20, 1972 

Nov.  20, 1972 

Apr.     3, 1972 

July  26,1972 

July  26,1972 

Nov.  16, 1972 

Nov.  19, 1971 
Dec.    7,1972 

Aug.  30, 1972 

Oct.  6, 1972 
Dec.  26,1972 
Sept.  10, 1971 

Dae.  29,1972 

Feb.  25,1972 

Mar.  20, 1972 

Mar.  20, 1972 
Nov.  14, 1972 
Nov.  14, 1972 

June  14,1972 
Aug.  23, 1972 
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3.  585,  456 

Unicorn  Ind.  v.  Idaho  Power  Co 

.  1-71-71  D  Idaho... 

.  DM 

..  Oct.    15,1971 

Unicorn  Ind.  v.  Goldy  &  Associates 

.  71-302-CWS.D.Cal_ 

.  DM 

-.  Sept.    3,1971 

Unicorn    Ind.    v.    McCReVan    d/b/a 

71-304-N  S,D.CaL. 

.  DM 

._  Oct.     4,1971 

Trailer  Village. 

Unicorn     Ind.    v.     Hendsley     d/b/a 

71-305-NS.D.  Cal.. 

.  DM 

..  Oct.     4,1971 

Trailer  Village. 

Unicorn     Ind.     v.     Pearson     d/b/a 

71-306-CW  S.D.  Cal 

.  DM... 

..  Oct.     4,1971 

Trailer  Village. 

Unicorn    Ind.    v.    Fredericks    d/b/a 

73-307-TS.D.  Cal.. 

.  DM... 

..  Oct.     4,1971 

Trailer  Village. 

Unicorn  Ind.  v.  Levins 

.  71-309-TS.D.  Cal.. 

.  DM 

..  Sept.   8,1971 

Unicorn  Ind.  v.  Heironimus 

.  71-310-GTS.D.Cal. 

_  DM 

..  Sept.   3,1971 

Unicorn  Ind.  v.  Mobile  Parts  West 

71-312-TS.D.  Cal.. 

.  DM 

..  Sept.    3,1971 

Unicorn  Ind.  v.  Helland.. 

71-311-NS.D.Cal.. 

.  DM 

--  Oct.    14,1971 

Unicorn  Ind.  v.  Cohen  eta! 

71-313-N  S.D.  Cal  .. 

.  DM 

._  Sept.    3,1971 

3,  585, 456 

Unicorn  Ind.  v.  Goldy  et  al...  _  

71-381-CWS.D.Cal.. 

.  DM _. 

-.  Nov.  10,1971 

3,  587,  619 

Krechel  v.  Air  Con.  Inc.,  et  al 

68-71  WD.  Pa 

.  DM 

..  Apr.  26,1972 

3,  588,  391 

International  Register  Co.  v.  McGraw 
Edison  Co. 

72C964  N.D.  Ill 

.  DM 

..  June    9,1972 

3,  590,  538 

Superior    Concrete    Accessories    v. 
Burke  Concrete  Accessories. 

71C2142N.D.  Ill 

.  DM 

..  July   13,1972 

3,  598,  064 

Belaco   Inc.   v.  Adanco  Metal  Prod. 
Inc.  et  al. 

71-1527  S.D.  Fla 

.  DM 

..  June    2,1972 

3,  598, 088 

Bowman  et  al.  v.  Lanier  et  al._. 

71-621  W.D.  Okla... 

Inj 

..  Oct.    15,1971 

3,601,385 

Anson    Auto.    Engineering    Inc.    v. 
Gammell  et  al. 

895  O.G.  392 
899  O.G.  821. 

CJ,lnj 

..  Apr.  3     1972 

3,608,208 

Didactics  Corp.  v.  The  Welch  Scien- 
tific Co. 

W.D.  Ohio  Doc. 
C67-602. 

Dm  w/p 

..  Sept.  1    1972 

3,609,679 

Threshold  Engineering  Inc.  v.  Signal 
Lab.  Inc. 

901  O.G.  774 

Dm 

..  Dec.  5     1972 

3,620,432 

Emery  Co.  Inc.  v.  Trujillo  et  al 

N.D.  Ala.  Doc. 
1213-5. 

Dm  w  o/p.. 

..  May  10    1972 

3,  620,  909 

Clark  Products  Inc.  v.  Waste  Paper 
Reclamation  Corp. 

901  O.G.  774 

Dm  (strip, 
vol.). 

May  24    1972 

3,622,980 

Casell  Co.  v.  Baader-Brown  Mfg.  Co... 

902O.G.  T51 

Dm  (strip, 
vol.). 

Aug.  31   1972 

3,627.037 

Heat  Fluid  Engineering  Corp.  v.  R  &  R 
Engineering  Co.  Inc. 

W.  D.  Okla.  Doc. 
72-C-141. 

Inj 

..  Dec.  14    1972 

3,  638,  833 

Purex  Corp.,  Ltd.  v.  Bio-Lab,  Inc 

N.D.  Ga.  Doc. 
17164. 

Inj- 

..  Oct.  26    1972 

3,673,410 

Isomedics,   Inc.   &   Info.    Utilization 
Corp.  V.  Bio  Digital  Sciences  Inc. 

D  N.J.  (Trenton) 
Doc.  1341-72. 

Dm 

..  Nov.  21   1972 

3,  675,  247 

Tights  Inc.  V.  Chadbourn,  lnc.._ 

W.D.N.C.  Doc. 
C-C-72-234. 

Dm  w/p 

..  Dec.  20    1972 

3,  678, 148 

Isomedics,    Inc.  &  Info.   Utilization 
Corp.  V.  Bio  Digital  Sciences  Inc. 

D  N.J.  (Trenton) 
Doc.  1341-72. 

Dm 

..  Nov.  21   1972 

Patent  Office  Reply  to  Senator  Hart's  Letter  of  IMarch  19,  1973 

Appendix  D 

D.  court  review  of  patext  office  decisions 

'Your  letter  also  states  : 

"It  would  also  be  helpful  if  you  would  identify  separately,  for  the  past 

5  years,  the  appeals  taken  to  the  C.C.P.A.  and  to  the  U.S.  District  Court 

for  the  District  of  Columbia,  from  the  Board  of  Appeals  or  the  Board  of 

Interference  Examiners.  For  each  such  appeal,  please  indicate  the  outcome 

of  the  case  and  whether  or  not  the  Patent  Office  position  was  upheld." 

Attached  herewith  is  a  tabulation  (Appendix  D)  of  reported  decisions  of  the 

Board  of  Appeals  and  the  Board  of  Patent  Interferences  which  were  reviewed 

by  either  the  Court  of  Customs  and  Patent  Appeals  or  a  district  court  during 

calendar  years  1968  through  1972,  inclusive. 

Explanatory  remarks 

Although  your  request  was  directed  specifically  to  district  courts  for  the  Dis- 
trict of  Columbia,  in  interference  cases,  civil  actions  under  Section  146  are 
often  taken  in  other  district  courts  governed  by  the  location  of  the  winning 
party  before  the  oflSce.  Accordingly,  the  tabulation  includes  all  known  civil 
actions  regardless  of  the  district  court  in  which  initiated. 
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The  data  is  presented  in  four  tables,  which  are  identified  as  follows : 

D.  Table  lA — Appeals  from  the  Board  of  Appeals  to  the  CCPA. 

Table  IB — Civil  Actions  in  the  U.S.  District  Court  for  the  District  of  Colum- 
bia Following  Decisions  by  the  Board  of  Appeals. 

Table  II A — Appeals  from  the  Board  of  Interference  Examiners  to  the  CCPA. 

Table  IIB — Civil  Action  in  the  U.S.  District  Courts  Following  Decisions  by 
the  Board  of  Interference  Examiners. 

TABLE  I.A.— APPEALS  FROM  THE  BOARD  OF  APPEALS  TO  THE  CCPA 


Patent 
app. 
No.    Name  of  case 


Decision  date  and 
citation 


Disposition 


Further  review 


7856  In  re  Eskild  et  al 

7808    InreOrnitz 

7850  In  re  Sabatino  et  al... 

7874  In  re  Tierney  et  al 

7876    InreZimmer 

7825    In  re  Rainer  et  al 

7835  In  re  Grosheim  et  al... 

7884  In  re  Wynkoop  et  al  .. 

7894  In  re  Rynkiewicz  et  al. 

7811     In  re  Rauch 1 

7828    In  re  Peterson 

7854    I n  re  Ziegler  et  al 

7889     In  re  Austin  etal 

7911     In  re  LaChance 

7830    In  re  Harwood.. 

7867    In  re  Moore  et  al 

7875  I  n  re  Reven 

7885  In  re  Karnofsky 

7892     In  re  Bryant 

7857  In  re  Cummings 

7870    InreSchulpen 

7895  In  re  Garvin 

7924    In  re  Koester  etal 

7927     In  re  Da  Fano 

7947     InreZalkind 

7901     In  re  Noznick  et  al 

7922  In  re  Wleinhardt. 

7933    In  re  Kohno 

7940    In  re  Andersen 

7824    InreBorgetal 

7905     InteJentoft 

7846    In  re  Boylan 

7923  In  re  Carey 

7946  In  re  Myrtetus  et  al... 


Aff. 


Aff. 
Aff. 
Aff. 


Jan.  4,  1968,  156  USPQ 

208. 
Jan.  11,  1968,  156  USPQ     Aff. 

211. 
.  Jan.  11,  1968,  156  USPQ 

212. 
Jan.  11,  1968,  156  USPQ 

248. 
Jan.  11,  1968,  156  USPQ 

252. 
Jan.  25,  1968,  156  USPQ     Aff.. 

334 
Jan.  25,  1968,  156  USPQ      Aff. 

338 
Feb.  8',  1968, 156  USPQ       Rev. 

458. 
Feb.  8,  1968,  156  USPQ        Aff. 

462. 
Feb.  15,  1968,  156  USPQ     Aff.. 

502. 
Feb.  15,  1968,  156  USPQ     Aff. 

504. 
Feb.  15,  1968,  156  USPQ     Rev. 

511. 
Feb.  15,  1968,  156  USPQ     Aff.. 

520. 
Feb.  21,  1968,  156  USPQ     Aff.. 

562. 
Mar.  7,  1968,  156  USPQ 

673. 
Mar.  7,  1968,  156  USPQ 

677. 
Mar.  7,  1968,  156  USPQ 

679. 
Mar.  7,  1968,  156  USPQ 

682. 
Mar.  7,  1968.  156  USPQ 

685. 
Mar.  14,  1968,  157  USPQ    Aff.  in  Pt. 

47. 
Mar.  14,  1968,  157  USPQ    Rev 

52. 
Apr.  4,  1968,  157  USPQ       Aff 

190. 
Apr.  4,  1968,  157  USPQ       Aff 

220. 
Apr.  4,  1968,  157  USPQ       Aff.  in  Pt. 

192. 
Apr.  4,  1968,  157  USPQ       Aff 

197. 
Apr.  11,  1968,  157  USPQ     Aff 

266. 
Apr.  11,  1958,  157  USPQ     Aff 

270. 
Apr.  11,  1968,  157  USPQ     Aff. 

275. 
Apr.  11,  1968,  157  USPQ     Aff 

277. 
Apr.  IS,  1958,  157  USPQ     Rev 

359. 
Apr.  18,  1968,  157  USPQ     Rev 

363. 
Apr.  25,  1968,  157  USPQ     Rev 

370. 
Apr.  25,  1968,  157  USPQ     Aff 

376. 
Apr.  25  1968,  157  USPQ      Aff 

386. 


Aff. 
Aff- 
Aff. 
Rev. 

Aff. 
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Patent 
app.  Decision  date  and 

No.     Name  of  case  citation  Disposition  Further  review 


7820 

7916 

7939 

7961 

7968 

7888 

7920 

7944 

7950 

7734 

7853 

7860 

7909 

7941 

7953 

7955 

7956 

7396 

7893 

7975 

7908 

7912 

7945 

7969 

7966 

7967 

7988 

7943 

7996 

7883 

7864 

7910 

7932 

7954 

7958 

7962 

7973 

7980 

7984 


n  re  Eckel May  2,  1968,  157  USPO       Rev 

415. 
n  re  Sweet May  2,  1968,  157  USPQ       Aff.  in  Pt 

495 
n  re  Metcalf  et  al. May  2',  1968,  157  USPQ       Aff 

423. 
n  re  Warren  et  al. May  2,  1968,  157  USPQ       Aff 

427. 
n  re  Klossika  et  al May  2,  1968,  157  USPQ       Aff 

429. 
n  re  Lawrence  et  al May  9,  1968,  157  USPQ       Aff 

500. 
n  re  Marzocchi  et  al. May  9,  1968,  157  USPQ       Aff 

504.  " 

n  re  Soenksen  et  al May  9,  1968,  157  USPQ       Aff 

506. 
nreGidiow May  9,  1968,  157  USPQ       Aff 

509. 
nreSmatko. May  16,  1968, 157  USPQ     Aff 

514. 
n  re  Wright May  16,  1968,  157  USPQ     Rev 

519 
n  re  Purdy May  16, 1968, 157  USPQ      Aff 

527. 
n  re  Rogers May  16,  1968,  157  USPQ     Aft 

569. 
n  re  Dike May  16,  1968,  157  USPQ     Aff.  in  Pt 

581. 
n  re  Howard  et  al May  16,  1968, 157  USPQ     Aff 

615. 
nreSwaim May  16,  1968,  157  USPQ     Aff 

618. 
n  re  Johnson May  16,  1968,  157  USPQ     Aff.  in  Pt 

620. 
n  re  Herrick  et  al June  20, 1968,  158  Rev 

USPQ  90. 
n  re  Williams May  23,  1968,  157  Rev     . 

USPQ  623. 
nreSickbert May  23, 1968, 157  Aff 

USPQ  632. 
n  re  Siegel  et  al June  6,  1968,  158  Aff 

USPQ  16. 
n  re  Leonor June  6,  1968,  158  Rev    

USPQ  20. 
n  re  Baranauckas  et  al June  6,  1968, 158  Aff 

USPQ  126. 
n  re  Hayatian June  6,  1968,  158  Aff 

USPQ  29. 
nreBeman June  13,  1968, 158  Aff 

USPQ  37. 
n  re  Markert  et  al June  13,  1968,  158  Aff 

USPQ  39. 
n  re  Giegerich  el  al June  13, 1968, 158  Aff 

USPQ  43. 
n  re  JezI  el  al June  20, 1968,  158  Rev 

USPQ  98. 
n  re  Boellner June  20, 1968,  158  Aff 

USPQ  106. 
n  re  Schneller.... June  27,  1968,  158  Aff 

USPQ  210. 
n  re  Wiggins June  27, 1968,  158  Rev     .  .. 

USPQ  199. 
nreHornoch June  27,  1968,  158  Rev     . 

USPQ  140. 
n  re  Klesper June  27,  1968,  158  Aff  .     ... 

USPQ  256. 
n  re  Bekey June  27,  1968,  158  Rev  . 

USPQ  260. 
n  re  Cademartori June  27,  1968,  158  Aff 

USPQ  261. 
n  re  Gale June  27, 1968,  158  Aff 

USPQ  263. 
n  re  CoIlier_ June  27,  1968,  158  Aff 

USPQ  266. 
n  re  Lemelson June  27,  1968,  158  Aff 

USPQ  275. 
n  re  Fee  et  al June  27, 1968,  158  Aff 

USPQ  277. 
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Patent 
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Decision  date  and 
citation 


Disposition 


Further  review 


In  re  Smith June  27,  1968,  158 

USPQ  287. 
In  re  Denny  etal June  27,  1968,  158 

USPQ  292. 
In  re  Aldrich.. .—  July  3, 1968,  158  USPQ 

311. 
In  re  Naquin.. July  3,  1968,  158  USPQ 

317. 
In  re  Kamal  et  al July  3, 1968, 158  USPQ 

320. 
In  re  Mergner... July  3,  1968,  158  USPQ 

324. 
In  re  Plank  et  al.... July  3,  1968,  158  USPQ 

328. 
In  re  Kanter July  3,  1968, 158  USPQ 

331. 
In  re  Cahn  et  al July  3,  1968,  158  USPQ 

334 
In  re  Harris July  3,  1968,  158  USPQ 

338. 
In  re  Henriksen July  3,  1968,  158  USPQ 

224. 
In  re  Aufhauser July  18,  1968,  158  USPQ 

351. 
In  re  Myers... Oct.  24,  1968,  159 

USPQ  339. 
In  re  Preda. Oct.  24,  1968,  159 

USPQ  342. 
In  re  Petrow  et  al Nov.  7,  1968, 159 

USPQ  449. 
In  re  Land Nov.  14,  1968,  159 

USPQ  532. 
In  re  Prater  et  al. Nov.  20,  1968,  162 

USPQ  541. 
In  re  Doebl  et  al Nov.  27, 1968,  159 

USPQ  642. 
In  re  Eckel. Nov.  27,  1968,  159 

USPQ  644. 
In  re  DuPuis Nov.  27, 1968,  159 

USPQ  646. 
In  re  Ellms. Nov.  27,  1968,  159 

USPQ  647. 
In  re  Miegel  et  al. Dec.  5,  1968,  159  USPQ 

716. 
In  re  Yawata  Iron  &  Steel  Co. Dec.  5,  1968,  159  USPQ 

721. 

In  re  Nielsen Dec.  5, 1968, 159  USPQ 

723. 
In  re  Young  et  al Dec.  5,  1968,  159  USPQ 

725. 
In  re  Jureit Dec.  5,  1968,  159  USPQ 

728. 

In  re  Bartholome  et  al Dec.  7,  1968,  156  USPQ 

20. 
In  re  Umbricht... Dec.  12, 1968, 160 

USPQ  15. 
In  re  Broadley.. Dec.  19, 1968, 160 

USPQ  38. 
In  re  Moranetal Dec.  28,  1968,  156  USPQ 

149. 
In  re  Casey Jan.  9,  1969,  160  USPQ 

189 
In  reCrabbetal Jan.  9,  1969,  160  USPQ 

197. 
In  re  Hamilton Jan.  9,  1969,  160  USPQ 

199. 
In  reSponnoble Jan.  16,  1969,  160  USPQ 

237. 
In  re  Booth Jan.  16,  1969,  160  USPQ 

328 
In  re  Woolery Jan.  IS,  1969,  160  USPQ 

331. 
In  re  Fuchsman Jan.  16,  1969,  160  USPQ 

404. 
In  re  Durbin  et  al Jan.  16,  1969,  160  USPQ 

408. 
In  re  White  et  al Jan.  16,  1969,  160  USPQ 

417. 
In  re  Conix  et  al Jan.  23,  1969,  160  USPQ 

420. 


Aff 

Aff 

Rev 

Rev 

Rev - 

Rev 

Rev 

Aff 

Aff 

Aff 

Rev 

Rev 

Aff 

Aff 

Rev 

Aff 

Rev 

Aff 

Aff 

Aff 

Aff 

Aff 

Aff 

Aff 

Aff 

Aff 

Rev 

Rev 

Rev 

Aff 

Aff 

Aff 

Aff 

Rev_ 

Aff. 

Aff 

Atf.  in  Pt. 

Aff 

Rev 

Atf 
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8090  In  re  Weber  eta! Feb.  2,  1969,  160  USPQ    Aff  in  Pt 

549. 
8066    InreOsswald Feb.  6,  1969,  160  USPQ    Aff 

545 
8079    InrelVIorin Feb.  6,  1969,  160  USPQ    Aff 

548. 
8075    In  re  Brown  et  al Feb.  20, 1969,  160  USPQ    Aff 

669.  

8087    In  re  Farmer. Feb.  20, 1969,  160  USPQ    Aff 

671.  

8091  In  re  Melchiore  et  a! Feb.  20, 1969,  160  USPQ    Aff 

672.  

8033    In  reGladrowetal... Feb.  27, 1969,  160  USPQ     Aff  in  Pt 

674. 
8112    lnreMuilil<in -  Feb.  27, 1969,  160  USPQ     Aff 

683. 
8072    In  re  Hoffman IVIar.  6,  1969,  160  USPQ      Aff 

726. 
8098    In  re  Umbarger Mar.  6,  1969, 160  USPQ      Aff 

734.  

8100    InreJacobson Mar.  6,  1969,  160  USPQ      Aff 

795. 
8106    InreCormanyetal Mar.  6, 1969, 160  USPQ      Rev 

801. 
8109    InreSeifriedetal Mar.  6,  1969, 160  USPQ      Aff 

804. 
8111    InredeLisle Mar.  6,  1969, 160  USPQ      Aff 

806. 
8118    In  re  Hoeschele Mar.  6,  1969, 160  USPQ      Aff 

809. 

8060  In  re  Stiles Apr.  3,  1969,  161  USPQ       Rev 

210. 
8104    InreTutthill Apr.  3, 1969,  161  USPQ      Aff 

214. 
8125    InreChitayat Apr.  3,  1969, 161  USPQ       Aff 

224. 
8139    In  re  Hill Apr.  3, 1969, 161  USPQ       Aff     . 

229. 
8008    In  re  Mathews Apr.  10, 1969, 161  USPQ     Rev 

276. 
8065    In  re  Mod  et  al Apr.  10, 1969, 161  USPQ     Aff 

281. 
8127    In  re  Lemin  et  al Apr.  10, 1969,  161  USPQ     Aff.  in  Pt. 

288. 
8138    In  re  Harrington  etal... Apr.  10, 1969, 161  USPQ     Aff 

291. 
8238    InreFacius Apr.  10, 1969,  161  USPQ     Aff 

294. 

8061  In  re  Moore Apr.  17, 1969, 161  USPQ     Aff     .. 

343 
8101    In  re  Dorsky  et  al Apr.  17,  1969, 161  USPQ     Rev    ... 

349 
8115    In  re  Bretsch Apr.  17, 1969,  161  USPQ     Aff  .  . 

352 
8135    in  re  Moberg Apr.  17, 1969,  161  USPQ     Aff 

356. 
8137    In  re  Rictiman Apr.  17,  1969,  161  USPQ     Rev 

359 
8067    In  re  Steinhauer  et  al.. May  15, 1969, 161  USPQ     Rev 

595. 
8119    In  re  Arakellan May  15,  1969,  161  USPQ     Aff 

604. 
8148    In  re  Deters May  15,  1969, 161  USPQ     Aff       .... 

610. 
8152    In  re  Fancher  et  al May  15, 1969,  161  USPQ     Aff 

613. 
8035    In  re  Myers May  22, 1969,  161  USPQ     Aff.  in  PL. . 

8121    In  re  Jursicheta! May  22, 1969,  161  USPQ     Aff 

675. 

8170  InreJureit May  22, 1969, 161  USPQ     Aff 

731. 

8171  InreJureit May  29,  1969,  161  USPQ     Aff 

731. 
8176    In  re  Pack  etal May  29,  1969,  161  USPQ     Aff.  inPt... 

734. 
8123    In  re  Beckmann  et  al June  5, 1969  161  USPQ       Aff 

780. 


263 

TABLE  I. A.— APPEALS  FROM  THE  BOARD  OF  APPEALS  TO  THE  CCPA— Continued 


app  Decision  date  and 

No      Name  of  case  citation  Disposition  Further  review 


8126    InreHafner - June  5,  1969,  161  USPQ      Aff 

783. 
8133    In  re  Handrick June  5,  1969,  161  Aff __. 

USPQ  787. 

8158  In  re  Metcalfe  etal... ---  June  5,  1969,  161  Rev 

USPQ  789. 
8130    In  reVan  Venrooy  etal - June  12,  1969,  162  Aff 

USPQ  37. 
8092     InreTarbox - June  19,  1969, 162  Aff 

USPQ  90. 
8140    InreCtiarvat - ----  June  19, 1969, 162  Aff 

USPQ  95. 
8150    In  re  Maloney June  19, 1969,  162  Aff 

USPQ  98. 
8161     InreZierden - -  June  19,  1969,  162  Aff.  in  Pt.. 

USPQ  102. 
8052    In  re  Pilkington - June  26,  1969,  162  Rev 

USPQ  145. 
8142    In  re  Craig  et  al — -  June  26, 1969,  162  Rev 

USPQ  157. 
8146    InreHotten. - June  26, 1969,  162  Rev 

USPQ  160. 
8157     In  rePriletteetai June  26, 1969,  162  Aff 

USPQ  163. 

8165  In  re  Land... - June  26, 1969, 162  Rev 

USPQ  210. 

8172  In  re  Garnero...- -  June  26, 1969, 162  Rev 

USPQ  221. 

8099     In  re  Jones - July  3,  1969,  162  Aff 

USPQ  224. 

8159  In  re  Flint. July  3,  1969  162  Rev 

USPQ  228. 
8164    In  re  Carlson July  3,  1969, 162  Aff 

USPQ  233. 
8181    In  reDurfeeetal July  17. 1969  162  Aff 

USPQ  359. 

8166  In  re  Anthony --- Sept.  11,  1%9,  162  Aff.  in  Pt. 

USPQ  594. 

8167  In  re  Newton - Sept.  18, 1969, 163  Rev 

USPQ  34. 
8189     In  reMcGuireetal Oct.  23, 1969,  163  Aff 

USPQ  417. 
8179    InreDeJong Oct.  30,  1969,  163  Rev 

USPQ  479. 

8173  InreBozek Nov.  6,  1969,  163  Aff 

USPQ  545. 

8177     InreFerens. Nov.  20, 1969,  163  Aff 

USPQ  609. 

8187  In  reBernhartetal...- Nov.  20, 1969, 163  Aff.  in  Pt. 

USPQ  611. 

8199  InreKocina Nov.  20, 1969,  163  Aff 

USPQ  622. 

8200  In  re  Novak... - Nov.  26, 1969, 163  Aff 

USPQ  651. 

8186     InreMuller ---.  Nov.  26, 1969,  163  Rev 

USPQ  641. 

8188  In  reThoringtonetal Nov.  26,  1969,  163  Aff 

USPQ  644. 

8201  InreVaugfian.- Dec.  4,  1969, 163  USPQ       Aff 

682. 
8210    In  re  Buting..-- Dec.  4, 1969,  163  USPQ       Aff 

689. 
8213    InreBetz Dec.  4,  1969,  163  USPQ       Aff 

691. 
8124    In  re  Cummings  et  a!.... Dec.  11,  1969,  164  USPQ     Aff  in  PL. 

18. 
8185     In  re  Benson  etal-.- - -  Dec.  11,  1969,  164  USPQ     Rev 

22. 
8212    In  re  Miller -  Dec.  18,  1969,  164  USPQ     Rev 

46. 

8202  In  reDoaketal. Dec.  31, 1969,  164  USPQ     Aff 

128. 
8223    In  re  Doll -.- Jan.  8, 1970,  164  USPQ       Rev 

219. 
8230    In  re  Lemin Jan.  8,  1970, 164  USPQ       Aff.  in  Pt. 

205. 
8237     InreEltgroth Jan.  8, 1970,  164  USPQ       Aff 

221. 
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Rev 

Rev 

Rev 

Aff.  in  Pt. 
Aff.  in  Pt. 

Rev 

Aff 

Rev 


8234  In  re  Reni... _._.  Jan.  15,  1970,  164  USPO 

245. 
8239    In  re  Brink Jan.  15,  1970,  164  USPQ 

247. 
8180    In  reSnoddy  et  al Jan.  22,  1970,  194  USPQ 

299. 
8226    In  re  Bezombes  eta! Feb.  5,  1970,  164  USPQ 

387 
8244    In  re  Bezombes Feb.  5,  1970,  164  USPQ 

387. 
8219     In  re  Whiten. Feb.  12,  1970,  164  USPQ 

455. 

8235  In  re  Nelson _ Feb.  12,  1970,  164  USPQ 

458. 

8249  In  re  Estes... _._.  Feb.  19,  1970,  164  USPQ 

519. 

8216     In  re  Mahoney Feb.  26,  1970,  164  USPQ    Rev 

572. 

8250  In  reSchilling Feb.  26,  1970,  164  USPQ     Aff 

576. 
8198    In  reVogeletal Mar.  5,  1970,  164  USPQ      Aff.  In  Pt 

619. 
8211     InreSearles Mar.  5,  1970,  164  USPQ       Aff.  &  Rem 

623. 

8270  In  reSzajan  etal Mar.  5,  1970,  164  USPQ       Aff.  in  Pt 

632. 

8192     In  re  Wakefield Mar.  12,  1970,  164  USPQ     Aff.  in  Pt 

636. 

8214  In  re  Borkowski  etal Mar.  12,  1970,  164  USPQ     Aff.  in  Pt 

642. 

8280  InreHalleck Mar.  12,  1970,  164  USPQ     Rev 

647. 
8263     In  re  Pfielps_.. Mar.  19,  1970.  165  USPQ     Aff 

65. 
8265     In  re  Thompson Mar.  19,  1970.  165  USPQ     Aff 

69. 
8303     InreMelin Mar.  26,  1970,  165  USPQ     Aff 

168. 
8191     In  re  Hilmer  et  al Apr.  9,  1970,  165  USPQ 

255 
8267     In  re  Frilette Apr.  9,  1970,  165  USPQ 

259. 

8276  In  re  Visnansky Apr.  9,  1970.  165  USPQ 

262. 
8258     In  re  Paquette... Apr.  16,  1970,  165  USPQ 

317. 
8291     In  re  Mochel Apr.  16,  1970.  165  USPQ 

319 
8293     In  re  Massoubre... Apr.  16,  1970,  165  USPQ 

322 
8310     In  re  Weil Apr.  16,  1970,  165  USPQ     Aff_ 

324. 
8246     In  re  Petrzilka  et  al Apr.  23,  1970,  165  USPQ     Rev 

327. 
8297     In  re  Braunet  al   _.. Apr.  23,  1970  165  USPQ     Aff^ 

329 
8232     In  re  Ahlertet  al Apr.  30  1970.  165  USPQ     Aff 

418. 
8254     In  reStroszynski... _. Apr.  30,  1970,  165  USPQ 

438. 
8272    In  re  Walsh  etal. Apr.  30,  1970   165  USPQ 

442. 

8271  lnreWilson_ May  7,  1970,  165  USPQ 

494. 

8277  InreSeyb May  7,  1970,  165  USPQ 

507. 

8281  InreRichman May  7,  1970,  165  USPQ 

509. 

8314  In  re  Milligan May  7.  1970,  166  USPQ 

41. 

8196     In  reGeiger  etal. May  14,  1970,  165  USPQ     Rev. 

572. 

8215  In  re  Freed May  14,  1970.  165  USPQ     Rev 

570. 
8222     In  re  Kiiderna  etal... May  14,  1970,  165  USPQ     Rev 

575. 
8257     InreGolner _  May  14,  1970,  165  USPQ     Aff. 

546. 

8315  In  te  Randol  etal-. May  14,  1970,  165  USPQ     Rev 

586. 


Rev 

Rev.  &  Rem. 

Aff 

Aff 

Aff 

Rev 


Aff 

Rev 

Rev 

Aff 

Aff.  in  Pt. 
Aff 


Further  review 
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8282     InreSandmeyer May  21,  1970.  165  UPSO  Aff 

629. 

8247     InreHakala  -.. -  May  28,  1970,  165  USPQ  Aff 

704. 

8301     InreRuegg - --  Mav  28,  1970,  165  USPQ  Aff 

8318  InreBodley.. -- -  May  28,  1970,  165  USPQ     Aff 

714, 

8319  lnrePassaletal._ - May  28,  1970,  165  USPQ     Aff 

702, 
8327     InrePassal May  28,  1970,  165  USPQ     Aff 

720. 
8208     In  re  Fisher June  11,  1970,  166  USPQ     Aff. 

18. 
8298     Inrelranietal June  11,  1970,  165  USPQ    Rev. 

24. 
8325     In  re  Van  Dyke June  11,  1970,  166  USPQ    Aff._ 

8305    InrePrengleetal- June  18,  1970,  166  USPQ    Aff 

8324    In  re  Collier June' 18,  1970, 166  USPQ  Aff 

44. 

8289    In  re  BIndshedler June  25,  1970,166  USPQ  Aff 

75. 

8300    InreSkrivan June  25, 1970, 166  USPQ  Rev 

85. 

8311     In  re  Gardner  etal- June  25,  1970,  166  USPQ  Aff 

138 

8339    In  re  Vogel - June  25,  1970   166  USPQ  Aff 

144. 

8278    In  re  Hammack .—  July  2, 1970,  166  USPQ  Aff 

204. 

8284     In  re  Hammack Julv  2, 1970.  166  USPQ  Aff 

209. 

8338    InreCharvat .--- July  9, 1970,  166  USPQ  Aff 

8256     InreBergstrom .-  July  16, 1970  166  USPQ      Rev 

256. 
8336     InreGodron July  23,  1970,  166  USPQ     Rev 

327. 
8323     InreHoch  July  30, 1970, 165  USPQ      Aff 

406. 
8342     InreStepanek July  30, 1970, 166  USPQ     Aff   

409. 
8194    In  re  Wilder      Aug.  13,  1970, 166  USPQ     Aff.  in  Pt. 

545 
8287     InreCastaing... Aug.  13, 1970,  166  USPQ     Rev 

550 
8313    In  le  Robins ..--  Aug,  13,  1970.  166  Aff.  in  Pt. 

USPQ  552. 
8283    In  re  Hostettler  etal-... Aug.  20,  1970. 165  Aff 

USPQ  558. 
8316     In  re  Moore Sept.  3,  1970,  166  Aff 

USPQ  563. 
8292     InreMusgrave.. Oct.  8,  1970,  167  USPQ       Rev 

280 
8372     In  re  Katz Nov,  5,  1970,  167  USPQ      Aff 

487. 
8371     In  re  Persinski Nov.  19,  1970, 157  USPQ     Aff 

533. 
8312    InreHeldt Nov.  25,  1970, 157  Aff 

USPQ  676, 
8356    InreMuchmore Nov.  25,  1970,  167  USPQ     Aff 

681. 
8360    InreBrower Nov.  25,  1970, 167  HSPQ     Rev 

684. 
8377     In  re  Houghton... Nov.  25,  1970, 167  USPQ     Aff 

687. 
8374    In  re  Irish         Dec.  3.  1970,  157  USPQ       Rev 

764. 
8359    InreFrantz Dec.  10,  1970, 168  USPQ     Aff 

40. 
8365    InreMeunier... Dec.  10, 1970.168  USPQ     Rev 

43. 
8368    In  re  Yale  Dec.  10.  1970.  168  USPQ     Rev 

45. 
8389     In  re  Gardner.     Dec.  10, 1970, 168  USPQ     Aff 

49. 
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8347 
8373 
8369 
8373 
8408 
8411 
8417 
8370 
8386 
8387 
8395 
8399 
8400 
8420 
8414 
8418 
8425 
8358 
8367 
8381 
8402 
8403 
8410 
8421 
8423 
2438 
8422 
8450 
8419 
8445 
8435 
8447 
8457 
8467 
8470 
8357 
8432 
8452 
8494 
8396 


Name  of  case 


Decision  date  and 
citation 


Disposition 


In  re  Argoudelis  at  al _ Dec.  17.  1970,  168  USPO 

99. 
In  re  Adams  etal.. Dec.  17,  1970,  168  USPQ 

105. 
In  re  Gewiss Jan.  7,  1971,  168  USPO 

280. 
In  re  Shearman Jan.  7,  1971,  168  USPQ 

284. 
In  re  Johnson Jan.  7,  1971,  168  USPQ 

289. 
In  reSwidzinski Jan.  7,  1971,  168  USPQ 

292. 
In  re  Ahlbrecht Jan.  7,  1971,  168  USPQ 

293 
In  re  Touvay Jan.  14, 1971,  168  USPQ 

357. 
In  re  Andrews... Jan.  14, 1971,  168  USPQ 

360. 
In  re  Andrews Jan.  14,  1971,  168  USPQ 

360. 
In  reStrabala Jan.  14,  1971,  168  USPQ 

367. 
In  re  Andrews Jan.  14, 1971,  168  USPQ 

360. 
In  re  FrJIetle  et  al_. Jan.  14,  1971,  168  USPQ 

368. 
In  reStryker. Jan.  14,  1971,  t68  USPQ 

372. 
In  re  Cavanagh__ Jan.  28,  1971,  168  USPO 

466. 
In  re  Jacuzzi- Feb.  4,  1971,  168  USPQ 

526. 
In  re  Finsterwalder Feb.  4,  1971,  168  USPQ 

530 
In  re  Donaldson Feb.  11,  1971,  168  USPQ 

575. 
In  re  Gibbs. Feb.  11,  1971,  168  USPQ 

578. 
In  re  Kennedy Feb.  11,  1971,  168  USPQ 

587. 
In  re  DILeone  et  al Feb.  11,  1971,  168  USPQ 

592 
In  re  Landgraf. Feb.  11,  1971,  168  USPQ 

595. 
In  re  DiLeone Feb.  11,  1971,  168  USPQ 

598 
In  re  Garfinkel Feb.  18,  1971,  168  USPQ 

659. 
In  re  Garfinkel _..  Feb.  18,  1971,  168  USPQ 

662. 
In  reSellman Feb.  18, 1971,  168  USPQ 

665. 
InreSheckler Feb.  25,  1971,  168  USPQ 

716. 
In  re  Marsheck Feb.  25, 1971,  168  USPQ 

721. 
In  re  Cother Mar.  4,  1971,  168  USPQ 

773. 
In  re  Feinberg Mar.  4,  1971,  168  USPQ 

777. 
In  re  Thompson Mar.  11,  1971,  169  USPQ 

35. 
In  re  Krank  et  al Mar.  11, 1971, 169  USPQ 

41. 
In  re  Riddle  etal. Mar.  11,  1971,  169  USPQ 

45. 
In  re  Van  Beckum  et  al Mar.  11, 1971.  169  USPQ    Aff 

47. 
In  re  Lerner. Mar.  11,  1971,  169  USPQ     Aff 

51. 
InreCohn. Mar.  18,  1971,  169  USPQ     Aff  . 

95. 
In  re  Foster  et  al March  18, 1971, 169  Aff.  in  Pt 

USPQ  99. 
In  re  Ahlert  et  al March  18, 1971, 169  Aff 

USPQ  102. 
In  re  Conrad March  25, 1971,  169  Aff 

USPQ  170. 
InreSwinehartetal April  l,  1971, 169  Rev 

USPQ  226. 


Rev 

Aff 

Aff 

Aff.  in  Pt. 

Aff 

Aff. 

Aff. 

Aff. 

Aff.  in  Pt. 

Aff 

Aff 

Aff.  in  Pt., 

Rev 

Rev 

Aff 

Rev 

Aff 

Aff 

Rev 

Aff.. 

Rev 

Aff 

Aff 

Aff 

Aff 

Aff 

Aff 

Aff._ 

Aff. 

Aff 

Aff 

Aff 

Aff.. 


Further  review 
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Patent 
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Disposition 


Further  review 


n  re  Boon 

n  re  Moore  atal 

n  re  Booregard 

n  re  Cool<  et  al 

n  re  D'Ancicco  et  al. 

n  re  Wilson 

n  re  Marzocchi  etal. 

n  reSusi 

n  re  Russell 

n  re  Fouche 

n  rehengehold 

n  re  Edwards  etal— 
n  re  Esterhoy  etal... 

n  re  Orfeo  etal 

n  re  Benson  etal 


n  re  Barrett  et  al... 
n  re  Ludtke  etal... 

n  re  Miller 

n  re  Fisher 

n  re  Ghiron  etal... 

n  re  Lindberg 

n  re  Gardner 

n  re  Facer 

n  re  Facer 

n  re  Facer 

n  re  Lukach  etal— 

n  re  Mcllroy 

n  re  Fruengel 

n  re  Rarey 

n  re  Lewis. 

n  re  Tiffin  etal 

n  re  Reynolds 

n  re  Ziegler  etal... 

n  re  McLaughlin 

n  re  Saunders  et  al. 
n  re  Vasseur  etaL. 

n  re  Moore 

n  re  Oda  et  al 


-  April  1, 1971,  169  USPQ     Aff.  in  Pt.  & 
231.  Rem. 

.  April  1, 1971, 169  USPQ     Rev 

236. 

.  April  1,  1971,  169  USPQ     Aff 

240. 

.  Aprils,  1971,  169  USPQ     Aff 

298 

.  April  8, 1971,  169  USPQ     Aff 

303. 

April  8, 1971, 169  USPQ       Aff 

307. 

.  April  15, 1971, 169  USPQ    Aff.  in  Pt 

367. 

.  April  22, 1971, 169  USPQ    Aff 

423. 

.  April  22, 1971, 169  USPQ    Rev 

426. 

.  April  22, 1971, 169  USPQ    Af.  in  Pt 

429. 

.  April  29, 1971,  169  USPQ    Aff 

473. 

April  29, 1971, 169  USPQ    Aff 

480. 

,  April  29, 1971, 169  USPQ    Rev 

483. 

.  April  29, 1971, 169  USPQ    Rev 

31. 

May  6, 1971, 169  USPQ       Rev Pet.  Cert  No.  71-485 

548.  Rev.  11/20/72 

[175  USPQ  6731 
(P.O.  position 
upheld). 

May6, 1971, 169  USPQ       Rev 

560. 

May  6, 1971, 169  USPQ       Aff 

563. 

May  13, 1971, 169  USPQ     Rev 

597 

,  May  13, 1971, 169  USPQ     Rev 

602. 

May  20, 1971. 169  USPQ     Aff 

723. 

.  May  20, 1971 ,169  USPQ     Rev 

728. 

May  20, 1971,  169  USPQ     Aff 

730. 

May  27, 1971,  169  USPQ     Aff. 

794. 

May  27, 1971, 169  USPQ     Aff 

794. 

May  27, 1971, 169  USPQ     Aff 

794. 

May  27, 1971, 169  USPQ     Aff 

795 

May  27, 1971, 170  USPQ     Rev.... 

31. 

May  27, 1971, 169  USPQ     Aff.  in  Pt 

802. 

June  3, 1971  ,170  USPQ      Aff 

38 

June'lO,  1971, 170  USPQ    Aff 

84. 

June  10, 1971, 170  USPQ    Rev 

88 

June'lO,  1971, 170  USPQ    Aff.  in  Pt 

94. 

June  17, 1971, 170  USPQ    Aff 

129. 

June  24, 1971, 170  USPQ    Aff.  in  Pt 

209. 

June  24,  1971,  170  USPQ    Aff.  in  Pt 

213. 

June  24, 1971, 170  USPQ    Aff 

221. 

July  1, 1971, 170  USPQ       Rev 

260. 

July  1, 1971, 170  USPQ       Rev 

268. 
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8479    InrePittetai July  1, 1971, 170  USPQ 

260. 

8519     In  re  Talbott July  1,  1971,  170  USPQ 

281. 

8537  In  re  Dahlgren July  1, 1971, 170  USPQ 

282. 

8538  In  re  Antle_ July  1,  1971, 170  USPQ 

285 
8429     In  re  Barr  et  al ..._  July  s',  1971, 170  USPQ 

330. 
8518    In  re  Ackermann  et  al July  8, 1971, 170  USPQ 

340. 
8434    In  re  Stemniskl.. July  15, 1971, 170  USPQ 

343. 

8544  InreTakai. November  4, 1971,  171 

USPQ  558. 

8545  In  re  Andrews November  4, 1971  171 

USPQ  560. 

8546  InreFenton Nov.  11, 1971, 171  USPQ 

693. 

8561  InreLurie Nov.  18,1971, 171  USPQ 

758. 

8575     InreSwett.... Dec.9, 1971, 172  USPQ 

72. 

8552  InreCavrlch Dec.  16, 1971, 172  USPQ 

121. 
8569     In  re  Kaufmann  etal.. Dec.  16, 1971, 172  USPQ 

124. 
8586    InreLapworth Dec.l6,1971,172USPQ 

129. 

8599  In  re  Ernst Dec.  30, 1971, 172  USPQ 

236. 
8555     In  re  Lewis Jan.  6,  1972, 172  USPQ 

238. 
8566     In  re  D'ancicco  et  al Jan.  6, 1972  172  USPQ 

241. 

8562  In  re  Kamm  et  al Jan.  13, 1972, 172  USPQ 

298 
8617    In  re  Hyson. Jan.  27, 1972, 172  USPQ 

399. 
8635    In  re  Stark Jan.  27, 1972  172  USPQ 

402. 

8547  In  rehirshon  eta! Feb.  3, 1972  172  USPQ 

436. 

8580    In  re  MacLean  elai Feb.  10  1972  172  USPQ 

494. 

8553  In  re  Arkley  etal Feb.  17, 1972, 172  USPQ 

524. 

8577    In  re  Mantelletal Feb. 17, 1972  172  USPQ 

530. 

8641  In  re  Willis Mar.3,1972  172  USPQ 

667. 
8565    In  re  Pratt  et  al Mar.  9, 1972, 173  USPQ 

11. 
8582     lnreKlosaJ< Mar.  9, 1972, 173  USPQ 

14. 

8642  InreMraz Mar.  9, 1972, 173  USPQ 

25. 

8666    In  re  Malin Mar.  9, 1972, 173  USPQ 

28. 

8600  In  re  Whittle Feb.  17,  1972  172  USPQ 

535. 

8627    InreBrebner Mar.  23, 1972, 173  USPQ 

169. 
8638    InreLocher Mar.  23, 1972, 173  USPQ 

172. 

8683  In  re  Glass Mar.  23, 1972, 173  USPQ 

166. 
8654    In  re  Marzocchi Mar.  30, 1972, 173  USPQ 

228. 
8670    InreChamot Mar.  30, 1972, 173  USPQ 

231. 

8684  In  re  Lindner Apr.  6, 1972, 173  USPQ 

356. 

8587    In  re  Van  Langenhoven Apr.  20, 1972, 173  USPQ 

426. 


Disposition 


Rev 

Aff 

Aff.  in  R. 

Aff 

Aff.  in  Pt. 

Rev 

Rev 

Aff 

Aff 

Aff 

Aff 

Rev 

Aff 

Aff 

Aff 

Aff 

Aff 

Aff 

Rev 

Aff 

Rev 

Aff 

Aff 

Rev 

Aff.  in  Pt.. 

Rev 

Aff 

Aff 

Aff 

Aff 


Further  review 


Aff.-Rehearing 

denied 

Mar.  23, 1972. 
Rev..._ 


Aff. 
Aff. 
Aff. 
Aff. 
Aff. 
Aff. 
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8619    InreWaldbaum Apr.  20, 1972, 173  USPQ  Rev.. 

430. 

8570    In  re  Graves Apr.  30, 1972, 173  USPQ  Aft 

423. 

8718    InreLlntner... _ May  4,  1972  173  USPQ  Aff 

560. 

8629     InreDeLucia May  11,  1972, 173  USPQ  Aff 

668. 

8634    In  re  Russell May  11,  1972, 173  USPQ  Aff... 

671. 

8701     InreShort May  11, 1972, 173  USPQ  Aff 

678. 

8590     InreSmith _ May  18, 1972,  173  USPQ  Aff 

679. 

8621  In  re  Brownetal _..   May  18, 1972,  173  USPQ  Aff.  in  Pt 

685. 
8757     InreHausmann May  18, 1972,  173  USPQ     Aff... 

691. 
8720    In  re  Pinten  etal June  1,1972,173  USPQ      Aff.  in  Pt 

801. 
8689     InreSimon. June  8, 1972,  173  USPQ      Aff_.. 

114. 
8723    InreMattoxetai June  15, 1972, 174  USPQ     Aff 

155 
8727     In  re  Doebel  etal. June  is,  1972, 174  USPQ     Aff 

158. 
8726     In  re  Brown June  22, 1972,  174  USPQ     Aff.  in  Pt 

237. 

8664  In  re  Herbert.- June  29, 1972, 174  USPQ     Aff 

259 

8708    InreMichel.- June  29, 1972, 174  USPQ  Aff 

263. 

8713    In  re  Collins July  13, 1972, 174  USPQ  Aff 

333 

8748     In  re  James  eta  I July  13, 1972,  174  USPQ  Aff 

338 

9009    InreVargaetal Aug.27, 1972,  174  USPQ  Aff 

400. 

8622  InreWelstead Aug.  3, 1972,  174  USPQ  Aff 

449. 

8742  InreForman Aug.  10, 1972, 175  USPQ    Aff 

12. 

8665  InrePritchardetal Aug.  17, 1972, 175  USPQ     Aff.  in  Pt 

17. 
8672    Inre  Karpiketa..! Aug.  17,  1972,  175  Aff 

USPQ  23 
8674    InreCokeretal Aug.  17,  1972,  175  Rev.. 

USPQ  26. 
8686     In  re  Mulvey  etal Aug.  17,  1972  175  Aff 

USPQ  29. 
8744    In  re  Miles Aug.  17,  1972  175  Aff 

USPQ  33. 
8755    In  re  Payne Aug.  17,  1972  175  Aff 

USPQ  39. 

8743  InreMurch Aug.  24,  1972  175  Aff.  In  Pt 

USPQ  8S. 

8631     InreSebek Aug.  31,  1972  175  Rev 

USPQ  93. 

8659    InreYan Aug.  31,  1972,  175  Aff 

USPQ  96. 

8700    In  re  Swett Sept.  7,  1972, 175  Rev 

USPQ  102. 

8731     In  re  Langner  et  a! Sept  14,  1972,  175  Rev 

USPQ  169. 

8763    InreAluletal Nov.  16,  1972,  175  Rev 

USPQ  700. 

8800    In  re  Brown. Nov.  22,  1972,  175  Aff 

USPQ  705. 

8581     In  re  Palmer Dec.  16,  1971,  172  Aff 

USPQ  126. 

8768    InreMochel Dec.  29, 1972,  176  Rev 

USPQ  194. 

8790    InreTashlroetal Dec.  29, 1972,  176  Aff 

USPQ  200. 

8793    In  re  Nelson Dec.  29, 1972,  176  Aff 

USPQ  202. 

8796    In  re  Mills  etal Dec.  29, 1972,  176  Aff 

USPQ  196. 


23-932—74 
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Further  review 


2344-66    DeSeveisky  V.  Brenner Feb.  19,  1968. 

1193-65    Higley  V.  Brenner Mar.  26,  1968. 


Aff App.  No.  22202  Aff. 

Feb.  13,  1970 


[164  USPQ  495]. 


1131-66    Pennington  v.  Brenner May  2,  1968,  157  USPQ 

655. 

77-67    Nichols  et  al.  V.  Brenner May  23,  1968 

95-66    Stohr  et  al.  V.  Brenner June  3  1968 


96-66    Stohr  et  al.  V.  Brenner June  3,  1968. 


1434-65    Research  Eng.  v.  Brenner June  5,  1968,  159  USPQ 

31. 
2231-66    Puharich  V.  Brenner.. June  20, 1968 


Rev.  (on  Rem. 
from  Ct.  of 
Apps.  Nov.  7, 
1967,  (155 
USPQ  4811. 

Aff 


Aff 

Aff App.  No.  22257  Aff. 

June  16,  1969  (156 
USPQ  609|. 

Aff App.  No.  22258  Aff. 

June  16,  1969  |156 
USPQ  6091. 

Aff 

Aff App.  No.  22286  Aff. 

June  25,  1969  1162 


2316-63    California  Research  Corp.  v.  Ladd Nov.  20,  1968. 


3124-65 
1358-66 


Scurlock  et  al.  v.  Brenner Jan,  8,  1969,  160  USPQ 

589. 
international  Salt  Co.  v.  Brenner Jan.  8,  1969 


1582-67    Johnsen  et  al.  v.  Brenner Jan.  10, 1969  160  USPQ 

519. 

1587-65    Smith  et  al.  V.  Brenner Jan.  10,  1969 

1844-67    Aigner  et  al.  v.  Brenner... Mar.  31,  1969,  161  USPQ 

617. 

706-67     Paterson  V.  Com'r  of  Patents Apr.  8,  1969 

3404  66     Parker  Labs.  v.  Brenner Apr.  21,  1969 

3197-67    Horton  v.  Brenner June  18, 1969 

1025-67    Pro-Col  Corp.  v.  Com'r  of  Patents Oct.  2,  1969 


USPQ  1361. 

Rev.  (on  Re- 
mand from 
Ct.  of  App. 
Nov.  15,  1966 
[151  USPQ 
563]. 

Aft 

Aff.  in  Pt App.  Nos.  22900  and 

22902  Rev.  Apr.  15, 
1970  1165  USPQ  292) 
(P.O.  position  up- 
held). 

Aff 

Aft 

Aff 


1132-67     Pollack  et  al.  V.  Brenner Oct.  3,  1969      . 

1075-67     Fletcher  V.  Brenner .  Oct.  8  1969 

1203-67    Hoag  V.  Brenner Oct.  7,  1969 

2599  67    Corning  Glass  Works  v.  Brenner Mar.  11,  1970  169  USPQ 

193. 

1488-70    Corning  Glass  Works  v.  Brenner Mar.  11,  1970,  169  USPQ 

193. 


Aff 

Aff 

Aff. App.  No.  23493  Aff. 

June  4,  1970. 

Aff App.  No.  23767  Aff. 

Nov.  25,  1970  1168 
USPQ  171. 


Aff. 
Aff. 
Aff. 
Aff. 


128-68 
2867  67 
1073-68 
2139-68 


3240-67 
2296-68 

1524-68 
236S-68 

135-69 
1282  68 

2414-68 

3213-68 

3048-67 

1013-69 

1537-69 


Spotnails,  Inc.  et  al.  v.  Brenner May  12,  1970 

Kessler  V.  Brenner .     ..  May26,1970 

Cosden  Oil  &  Chem.  Co.  v.  Brenner June  15,  1970. 

Fields  et  al.  v.  Schuyler. Apr.  17,  1971 


Aff. 
Aff. 
Aff. 


App.  No.  71-1424  Aff. 
in  Pf.  Oct.  16,  1972 
1175  USPQ  5161. 

App.  No.  71-1425  Aff. 
in  Pt.  Oct.  16.  1972 
1175  USPQ  5161. 


Sanders  v.  Brenner. 
Charvat  v.  Brenner.. 


Harrison  et  al.  v.  Brenner. 
Zanft  et  al.  v.  Brenner 


May  4, 1971.. 
June  8, 1971.. 

June  24, 1971. 
Sept.  9,  1971.. 


Scholin  V.  Brenner 

The  Plastic  Contact  Lens  Co.  v.  Brenner. 


Brown  et  al.  v.  Brenner... 

Brichard  v.  Brenner 

Rexall  Drug  and  Chemical  Co.  v.  Brenner. 

Sze  et  al.  v.  Brenner 

Leesona  Corp.  v.  Schuyler 


Sept.  9,  1971 

Nov.  17,  1971. 172  USPQ 

97. 
Dec.  16.1971... 


Mar.  23, 1972. 
Mar.  30, 1972. 


May  16,  1972, 175  USPQ 

644. 
Oct.  19,1972 , 


Aff App.  No.  71-1525  Aff. 

Oct.  16  1972  1175 

USPQ  514|  (Pet. 

Cert.  Pending  No. 

72-1185)  Denied 

May  14,  1973. 

Aff 

Aff.. App.  No.  71-1731 

(Pending) 

Aff 

Aff App.  No.  71-1907  Aff. 

Nov.  1,  1972. 

Aff 

Aff App.  No.  72-1141 

(Pending). 
Aff App.  No.  72-1252 

(Pending). 
Aff.. App.  No.  72-1664 

(Pending). 
Aff_. App.  No.  72-1626 

(Pending). 
Rev 

Aff App.  No.  73-1187 

(Pending). 


i 
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Further  review 


7819  Baker  et  al.  v.  Codrington  et  ak 

7862  Kravig  et  al.  v.  Henderson 

7919  Winter  v.  Lebourg  et  al. 

7930  Lebourg  v.  Winter  etal 

7879  Schmierer  et  al.  v.  Newton 

7896  Walter  v.  Ryan.. 

7979  Kahn  v.  Phipard 

7986  Fredkin  v.  Irasek 

7992  House  et  al.  v.  Miller 

7906  Fang  v,  Hankins  et  al 

7803  Paivinen  v.  Sands 

8005  Beeber  et  at.  V.  Krogh  et  al 

8056  Stevens  v.  Schmid  et  aL_ _. 

8056  Derek  v.  Schmid  et  al.... 

8105  Gubelmann  v.  Gang 

8038  Wolter  et  al.  v.  Belicka  et  al 

8151  Storchheim  v.  Daugherty 

8156  Sletzinger  V.  Lincoln  etaL 

8108  Priesmeyer  v.  Rudy. 

8141  Frillette  et  al.  v.  Kimberlin  et  al. 

8163  Barry  V.  Webb  et  al 

8169  Kistler  V.Weber.. 

8155  DeGroff  v.  Roth  et  al 

8182  Noyce  v.  Kilby. 

8205  Kilby  v.  Noyce... 

8206  Kilby  v.  Nelson 

8228  Munch  v.  Peterson... 

8209  Smith  v.  Stone 

8262  Kademann  v.  Bollmann 

8290  Weiss  v.  Roschke 

8322  Roschke  v.  Weiss 

8273  Piel  V.  Falkner... _ 

8260  Bethell  v.  Theodore 

8116  Gordon  et  al.  v.  Freter  et  al 

8117  Gordon  et  al.  v.  Freter  et  at 

8275  Brokaw  V.  Vogel 

8332  Norton  v.  Curtiss 

8351  MacMillan  v.  Moffett 

8348  Hemstreet  v.  Rohland 


Feb.  1,1968, 156  USPQ        Aft 

398 
May  16,  1968,  157  USPQ     Rev 

564. 
May  16,  1968  157  USPQ       Aff 

574. 
May  16,  1968,  157  USPQ     Aff 

574. 
June  27,  1968,  158  USPQ     Aff 

203. 
June  27,  1968,  158  USPQ     Aff 

216. 
June  27,  1968,  158  USPQ     Aff 

269. 
June  27,  1968,  158  USPQ     Aff 

280. 
June  27,  1968,  158  USPQ     Aff 

289 
July  18,  1968,  158  USPQ      Aff 

345 
Sept.  5,  1968,  158  USPQ      Rev 

602. 
Nov.  21,  1968.  159  USPQ     Rev 

594 
Feb.  13,  1969,  160  USPQ     Aff 

623. 
Feb.  13,  1969,  160  USPQ     Aff 

623. 
Apr.  3,  1969,  161  USPQ       Aff 

216. 
Apr.  17,  1969,  161  USPQ     Aff 

335 
May  22,  1969,  161  USPQ     Aff 

679. 
May  29,  1969,  161  USPQ     Aff 

725. 
June  5,  1969,  161  USPQ      Aff 

776. 
June  26.  1969,  162  USPQ     Afl 

148. 
June  26,  1969,  162  USPQ     Alf.  in  Pt. 

170. 
June  26,  1969,  162  USPQ     Aff 

214. 
July  24,  1969,  162  USPQ      Rev 

361. 
Nov.  6,  1969,  163  USPQ       Aff.  in  Pt. 

550. 
Nov.  6,  1969,  163  USPQ       Aff.  in  Pt. 

550. 
Dec.  4,  1969,  163  USPQ       Aff.  in  Pt. 

684. 
Jan.  29,  1970,  164  USPQ      Rev 

343 
Feb.  12,  1970,  164  USPQ     Aff 

453. 
Mar.  5,  1970,  164  USPQ       Aff 

630. 
May  14,  1970,  165  USPQ      Aff 

579. 
May  14,  1970,  165  USPQ      Aff 

579 
May  28,  1970,  165  USPQ      Rev 

708. 
July  2,  1970,  166  USPQ       Aff 

199 
July  9,  1970,  166  USPQ       Aff 

322. 
July  9,  1970,  166  USPQ       Aff 

322. 
,  Aug.  6, 1970,  166  USPQ      Rev 

428. 
,  Nov.  12,  1970.  165  USPQ     Aff 

532 
.  Nov.  12,  1970,  167  USPQ     Aff 

550. 
.  Dec.  3, 1970,  167  USPQ      Rev 

761. 
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8383    Reed  et  al.  V.  Tornquist  et  al .  Jan.  21,  1971, 168  USPQ     Aff 

462 
8439    Nicolaou  V.  Cooperman Feb.  25,  1971,  168  USPQ     Aff 

717. 

8463  Goodrich  V.  Harmsen  et  al May  6,  1971,  169  USPQ       Rev 

553. 

8464  Lokeyv.  Harmsen  etal... _.  May  6,  1971,  169  USPQ       Rev 

553. 
8476     Anderson  et  al.  V.  Pieper  et  al May  27,  1971,  169  USPQ     Rev 

788 
8504     Byrne  et  al.  v.  Triffillis June  3,  1971,  170  USPQ      Aff.  in  Pt 

32. 
8608    Cortatowsky  v.  Mohammed  H.  Anvi/ar...  June  3,  1971,  170  USPQ      Aff 

41. 
8472     Richardson  et  al.  v.  Cook  et  al June  10,  1971,  170  USPQ     Rev 


8520  McAnlnch  et  al.  V.  O'Brien June  24,  1971,  170  USPQ  Rev 

224. 

8521  McAninch  etal.  V.  O'Brien June  24,  1971,  170  USPQ  Rev 

224. 

8488    Watklns  et  al.  V.  Wakefield _...  July  1,  1971,  170  USPQ  Rev 

274. 

8516     Fields  et  al.  v.  Conover  et  al July  1,  1971,  170  USPQ  Rev_ 

276. 

8557    Smith  et  al.  V.  Home  et  al Nov.  18,  1971,  171  USPQ  Aff 

755. 

8542    Schwab  et  al.  V.  Pittman Dec  9,  1971,  172  USPQ  Aff 

69. 

8573    Skinner  et  al.  v.  Pacak Jan.  13,  1972,  172  USPQ  Aff , 

302. 

8559    Martin  et  al.  V.  Johnson _ Jan.  27,  1972,  172  USPQ  Aff 

391. 

8563    Myers  et  al.  v.  Feigelman  et  al Feb.  24,  1972,  172  USPQ  Rev.  &  Rem. 

580. 

8591     Rion  etal.  V.  Ault  etal Feb.  24,  1972,  172  USPQ  Rev.  &  Rem. 

588. 

8603    Tummers  V.  Kleimack  etal... Feb.  24,  1972,  172  USPQ  Aff 

592 

8626    Swengel  V.  Burkigetal.. Mar.  2,  1972,  172  USPQ  Aff 

663. 

8595    Voisinet  V.  CoRlianeseet  al.. Mar.  9,  1972,  173  USPQ  Aff 

16. 

8655    Szekely  V.  Metcalf  et  al Ma^.  16,  1972,  173  USPQ  Aff 

116. 

8697    Sze  V.  Bloch      Apr.  27,  1972,  173  USPQ  Rev.  &  Rem. 

498. 

8593    Reinhart  v.  Coursen  et  al May  4,  1972,  173  USPQ  Rev 

552. 

8734     Brinkeret  al.  v.  Kray  et  al June  1,  1972,  173  USPQ  Aff 

803. 

8677    Gasch  V.  Mayo  et  a! June  15,  1972,  174  USPQ  Rev 

151. 

8647     Parker  V.  Frilette  et  al July  13,  1972,  174  USPQ  Aff 

321. 

8688     Koval  V.  Bodenschatz Aug.  3,  1972,  174  USPQ  Aff 

451. 

8712    Williamsetal.  V.  NASA Aug.  10,  1972,  175  USPQ  Rev. 

5. 

8725    Wagoner  et  al.  V.  Barger  et  al Aug.  17,  1972,  175  USPQ  Aff. 

85. 

8653     Plumat  v.  Dunlpace  et  at.. Sept.  14,  1972,  175  USPQ  Aff 

105. 

8668    Snitzer  v.  Etzel  et  al Sept.  14,  1972,  175  USPQ  Rev.  &  Rem. 

108. 

8751     Langeret  al.  v.  Kaufman  et  al Sept.  21,  1972,  175  UDPQ  Aff 

172. 
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6038  Eastman  Kodak  v.duPontde  Nemours..   Feb.  11,  1969,  161 

DC-  USPQ  150. 

E.D. 
Ten- 
nes- 
see 
N.Div. 

16434-4     Kirsctil<e  V.  Lamar June  6,  1969,  163 

O.C,  USPQ  99. 

W.D. 

M.O. 

WD. 

1654-67    Cody  etal.  v.  Aktiebolaget  FlymoetaL.  June  19,  1969,  163 
DC-  USPQ  607. 

D.C. 


O.C.N  D.    Boyce  etal.  V.  Anderson  et  al Unknown. 

Calif. 


147-72      Vogel  et  al.  V.  Jones  et  al July  20.  1972,  175 

DC-  USPQ  152. 

DC. 
70C  Texas  Instruments,  Inc.  v.  Motorola,  Inc.  Sept.  11.  1972,  not 

2329  reported. 

D.C.- 

N.D. 

Illinois 

F.  Div. 
DC-         Rex    Chainbelt,    Inc.    v.    Borg-Warner    May  5,  1971,  not 

S.D.  Corp.  reported. 

Indi- 
ana. 


Aff  .  ..  CAS.  App.  No.  19861, 

Aff  May  25,  1970 
1165  USPQ  679]. 

Rev  ..  CADC  App.  No.  23575, 

Aff.  Sept.  9,  1971 
[171  USPQ  2061 
Pat.  Off.  Rev. 

Rev  .     CA9.  App.  No.  26308, 

Pat.  Off.  Aff.  Rev.  Nov.  12   1971 

|17l  USPQ  7921. 

Aff 

Rev 

Rev  CA  7.  App.  Nos.  71- 

1596  and  71-1597, 
Rev.  Apr.  25.  1973 
1177  USPQ  5491 
Pat.  Off.  Aff. 


Senator  Hart.  There's  an  appendix  A,  and  I  am  not  sure  that  I 
was  able  to  figure  out — I  know  I  was  not  able  to  figure  out  how  the 
average  pendency  rate  can  go  down  from  the  36  months  to  the  23 
months  when  the  number  of  examiners  decreased  slightly,  the 
number  of  applications  pending  increased  by  4  percent,  the  number 
of  applications  received  increased  by  14  percent,  and  the  number  of 
patents  granted  decreased  by  8  percent. 

Now.  if  the  average  pendency  goes  back  up — before  getting  to 
that,  do  I  correctly  interpret  this  appendix? 

Mr.  Tegtmeyer.  I  am  not  sure  tliat  all  the  factors  that  you 
referred  to,  Senator,  are  contained  in  the  appendix  A  as  we  submit- 
ted it  to  you.  There  is  information  in  there  about  pendency. 

Senator  Hart.  It  is  the  arithmetic  that  bothers  us. 

Mr.  Tegtmeyer.  You  mean 

Senator  Hart,  If  this  is  the  full  report  it  seems  it  does  not  square 
with  a  pendency  reduction  from  36  months  to  23  months. 

Mr.  Tegtmeyer.  Is  your  question 

Senator  Hart.  My  question  is  these  numbers  do  not  square,  this  36 
months  down  to  23  months.  There  may  be  other  factors,  and  for  the 
record  you  could  supply  them  or  come  back  and  say  that  my  figures 
are  wrong  and  this  does  give  you  a  reduction. 

Mr.  Tegtmeyer.  I  am  not  sure  we  understand  fully  what  your 
question  is.  Is  it  how  could  we  reduce  the  pendency  time  while  not 
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increasing  the  number  of  examiners,  or  is  it  a  mathematical  prob- 
lem? 

Senator  Hart.  In  part.  I  think  it  is  more  a  cold  turkey  arithmetic, 
and  I  \YOuld  ask  that  our  stall'  meet  with  whomever  you  designate  to 
see  if  the  arithmetic  is  off.  If  it  is  on,  the  record  will  stand  here  on 
36  to  23.  If  it  is  off",  tlien  reflect  in  tlie  record  the  elements  that  put 
it  askew. 

Mr.  Tegtmeyer.  The  facts  concerning  reduction  of  the  average 
pendency  time  from  36  months  in  1966  to  23  months  presently  is 
correct.  I  do  not  know  the  exact  mathematical  problem  here,  but  we 
would  be  glad  to  meet  with  your  staff  and  correct  it  if  there  is  an 
error. 

Senator  Hart.  Let's  assume  it  is  down  to  23  months  but  for  some 
reason  or  another  it  begins  to  climb  up  again.  Would  your  opposi- 
tion to  deferred  examination  be  modified  under  those  conditions  ? 

Is  the  reason  that  you  oppose  deferred  examination  largely 
because  we  are  now  down  to  what  we  will  assume  for  this  question 
to  be  23  months  ? 

Mr.  Tegtmeyer.  Our  opposition  to  deferred  examination  is  based 
both  upon  the  fact  that  there  is  a  lack  of  any  foreseeable  need  in  the 
near  future,  plus  the  fact  that  the  deferred  examination  system, 
from  the  experience  of  the  European  countries,  has  not  worked  out 
as  they  planned. 

The  Common  Market  patent  provisions  do  not  provide  for  the  full 
deferred  examination  system  that  was  originally  contemplated.  The 
study  of  the  systems  that  the  Dutch  and  Germans  have  instituted 
revealed  that  they  do  not  satisfy  all  the  requirements  that  are  part 
of  the  patent  system. 

A  third  reason  I  might  note  is  the  fact  that  we  feel  the  publica- 
tion of  applications  without  examination,  in  a  deferred  examination 
system  where  they  remain  unexamined  for  some  years,  casts  a  cloud 
over  the  rights  of  others  with  respect  to  the  invention  involved.  We 
pointed  this  out,  I  think,  in  our  direct  testimony. 

Senator  Hart.  Would  it  not  be  fair  to  say  that  if  a  primary  objec- 
tive was  the  assurance  that  patents  when  issued  would  be  valid  and 
good,  if  that  is  a  primary  objective,  is  it  not  true  that  deferred 
examination  would  contribute  to  that  achievement?  There  are  these 
other  factors  that  we  are  talking  about. 

But  if  that  were  the  one  and  sole  objective,  would  not  deferred 
examination  clearly  be  in  order? 

Mr.  Tegtmeyer.  First,  I  do  not  see  that  dofoi-i-ed  examination 
system  would  provide  us  with  any  substantial  additional  resources 
that  we  could  devote  to  the  examination  of  existing  applications. 

Second,  I  think  that  the  examination  process  that  is  conducted  in 
the  Patent  Office  presently,  especially,  witli  the  impi'ovements  that 
would  be  effected  by  the  administration's  bill,  will  provide  a  very 
strong,  reliable  patent. 

We  have  no  information  that  the  present  patent  system  has  seri- 
ous defects  with  respect  to  the  validity  of  patents.  We  do  recognize 
that  ther-e  have  been  criticisms,  and  we  are  attempting  through  the 
adniiiiistiation  bill,  or  will  be  attempting  through  the  administra- 
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tion  bill,  to  effect  some  impi-ovements  that  will  further  strengthen 
the  existing:  system. 

Senator  Hart.  We  will  not  go  over  the  figures  as  to  how  many 
patents  issued  have  been  found  bad  and  trying  to  project  how  many 
of  those  not  challenged  might  be  bad.  Maybe  I  have  been  oversold 
this  idea,  but  it  seems  so  obvious  to  me  that  if  the  same  number  of 
examiners  work  on  fewer  patent  applications  per  year,  that  the  qual- 
ity of  their  decision  would  be  improved,  unless  you  assume  that  they 
are  going  to  take  longer  lunch  hours. 

Would  I  look  at  this  differently  if  I  had  patent  experience? 

Mr.  Tegtmeter.  Yes,  sir,  if  I  might  comment  upon  your  state- 
ment. We  feel  that  the  examiners  in  the  present  ex  parte  procedures 
spend  an  adequate  amount  of  time  examining  applications  to  ensure 
the  fact  that  the  vast  majority  of  the  patents  issued  are  valid;  we 
feel  the  number  of  invalid  patents  issuing  are  very  small. 

If  the  examiner  were  to  have  additional  time  to  spend  upon  exam- 
ining applications,  it  would  mean,  for  instance,  that  he  would  be 
searching  subclasses  and  classes  in  the  classification  system  that  we 
maintain  in  the  Patent  Office  that  are  rather  remote  from  the  sub- 
ject matter  involved  in  the  application  which  he  is  examining. 

Accordingly,  the  return  from  going  to  these  more  remote  areas 
would  be  ratlier  small  as  compared  to  the  large  amount  of  time 
required  to  go  through  this  next  level  of  searching. 

So  we  feel  that  the  situation  would  be  such  that  it  would  require 
large  amounts  of  additional  time  to  be  spent  by  examiners  to  effect  a 
very  small  improvement  in  the  validity  of  issuing  patents.  We  have 
a  situation  where  we  must  balance  the  limited  benefits  of  additional 
improvements  in  validity  against  tremendous  additional  costs.  We 
feel  that  the  administration  bill  contains  proposals,  some  of  which 
have  already  been  mentioned,  that  will  make  substantial  improve- 
ments in  validity  at  a  much  more  reasonable  cost.  The  bill  strikes  an 
appropriate  balance  between  competiting  factors. 

Senator  Hart.  I  do  not  frankly  see  where  we  are  talking  about 
added  cost.  We  are  talking  about  the  same  payroll  and  personnel 
working  on  fewer  applications. 

I  do  not  know  what  the  cost  savings  would  have  been,  if  any.  had 
there  been  the  deferred  examination  ethic  in  force  over  these  years, 
during  which  period  of  time  we  were  told  that  70  percent  of  all  the 
patents  that  are  litigated  are  held  to  be  bad. 

You  say  it  is  1  percent  of  all  that  we  issue.  If  there  had  been 
deferred  examination,  I  would  believe  that  there  would  be  a  better 
track  record  on  those  litigated  than  being  wrong  70  percent  of  the 
time. 

Mr.  Tegtmeter.  If  I  may  comment  on  your  last  statement.  Sena- 
tor. There  are  additional  costs  that  are  involved  in  the  adoption  of  a 
deferred  examination  system  in  terms  of  printing,  in  terms  of  main- 
taining files  in  the  Office  for  a  longer  period  of  time,  and  in  terms 
of  other  processing  that  is  required  when  requests  for  examination 
come  from  other  parties.  These  additional  costs  would  cut  into  the 
additional  budget  resources  that  might  be  available,  because  some 
percentage  of  these  applications  would  never  be  examined. 
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Further,  wo  are  transferring  the  cost  and  workload  of  examina- 
tion to  the  public,  where  it  will  be  duplicated  several  times  over, 
rather  tlum  havin":  it  performed  only  once  in  the  Patent  Office. 

Senator  Hart.  You  are  right.  It  would  cost,  just  in  terms  of  the 
literature  I  am  sure,  more  and  perhaps  you  could  say  substantially 
more,  to  have  available  to  the  examiner  the  sources  that  would  give 
universal  prior  art.  I  am  sure  of  that. 

Witnesses  yesterday  claimed  that  there  are  no  searches  made  of 
foreign  patents,  foreign  literature  by  examiners  now.  Forgetting 
entirely  whether  the  domestic  searches  are  adequate,  do  you  agree 
with  that? 

Mr.  Tegtmeter.  We  have  a  number  of  programs  underway  in  rec- 
ognition of  the  defects  that  exist  in  the  Patent  Office  search^ file.  AVe 
are  taking  steps  through  these  programs  to  improve  the  search  files. 
For  example,  we  began  subscribing  to  services  that  provide  us  with 
English  language  abstracts  of  the  foreign  patents  we  receive.  We 
hope  in  the  near  future  that  this  service  will  be  expanded  to  all  for- 
eign patents.  Further,  we  will  soon  be  able  to  identify  those  foreign 
patents  which  are  the  first  members  of  a  family;  'that  is,  where 
applications  on  the  same  invention  are  filed  in  a'  number  of  coun- 
tries. Thus,  we  will  be  able  to  eliminate  from  our  search  files  dupli- 
cate copies  of  patents  from  foreign  countries  on  the  same  inventions 
and  to  reduce  the  amount  of  material  the  examiner  must  sift 
through. 

We  do  search  foreign  patents  presently.  We  do  classify  them 
according  to  the  classification  system  we  liave  in  the  Patent  Office. 
We  liave  a  translation  section  in  the  Patent  Office  that  services  the 
examiner  when  translation  problems  arise.  In  many  cases,  foreign 
patents  can  be  adequately  searched  by  reference  to  the  drawings, 
particularly  in  mechanical  areas. 

We  maintain  very  carefully  our  search  file  in  that  respect.  I  might 
note  that  we  are  presently  in  the  process  of  inventorying  the  foreign 
search  files  for  the  purpose  of  insuring  their  integrity.  We  are  plan- 
ning to  improve  the  integrity  of  the  search  files  with  respect  to 
domestic  patents,  altliough  their  lack  of  integrity  is  small,  and  we 
are  taking  a  number  of  other  steps  in  terms  of  improve  classification 
and  so  forth  to  bolster  the  search  files  utilized  by  the  examiner. 

We  recognize  the  improvements  that  are  required.  We  believe  we 
are  in  the  process  of  effecting  those  improvements,  and  they  will 
occur  in  the  near  future. 

Senator  Hart.  On  specific  legislative  proposals  to  provide  mecha- 
nisms to  make  available  worldwide  information,  in  S.  1321  we  pro- 
pose five  separate  subsections  in  section  6.  And  if  enacted  into  law, 
the  Commissioner  would  be  required  to  "maintain  a  complete  and 
current  library";  "establish  liaison  with  all  Government  agencies"; 
"maintain  with  appropriate  revisions  a  current  publicly  available 
classification  and  index  by  subject  matter  of  scientific  and  other 
works  and  periodicals,  both  foreign  and  domestic";  "maintain  public 
facilities  in  various  parts  of  the  United  States  for  the  searching  of 
prior  art  and  patent  materials";  and  "to  the  maximum  extent  feasi- 
ble, mechanize,  or  otherwise  facilitate  the  search  of  such  prior  art 
and  patent  material ;  and  conduct  an  ongoing  program  of  research 


277 

and  development  to  keep  the  handling,  classification,  storage,  and 
retrieval  of  scuh  prior  art  and  patent  material  current  and  up  to  the 
state  of  the  art." 

Does  the  administration  bill  contain  previsions  comparable  to 
this? 

Mr.  Tegtmeter.  Yes,  sir,  it  does,  but  not  each  and  every  one  of 
the  detailed  provisions  you  have  here.  I  might  point  out  that  exist- 
ing law  makes  provision  for  many  of  these  points  of  S.  1321. 

Senator  Hart.  How  do  you  react  to  the  dispart iy  in  the  percent- 
age of  rejections  between  the  U.S.  Patent  Office  and  Germany  and 
Japan  ? 

The  reason  I  ask  that,  in  your  prepared  testimony  you  suggested 
the  effectiveness  of  the  examination  procedure,  as  demonstrated  by 
the  fact  that  the  Patent  Office  refuses  to  grant  patents  on  more  than 
30  percent  of  the  applications  which  are  filed. 

"t  ortune  Magazine  says  that  in  Germany  and  Japan  70  percent  of 
patent  applications  are  refused.  If  you  cite  30  percent  as  proof  of 
the  effectiveness  of  our  system,  what  would  a  German  or  Japanese 
do  with  that  argument  ? 

Does  it  follow  that  theirs  is  more  effective? 

Mr.  Tegtmeter.  No;  I  do  not  believe  it  does.  There  are  several 
factors  involved,  one  of  which  is  that  all  of  the  countries  you  men- 
tioned have  large  backlogs  of  cases.  It  is  only  to  be  expected  that  the 
number  of  patents  they  issue,  gradually  falling  further  behind  the 
date  of  filing,  would  only  be  a  proportion  of  the  applications  pres- 
ently filed. 

I  do  not  think  that  the  statistics  are  reflective  of  the  sampling  of 
applications;  that  they  reflect  current  filings  versus  current  patents. 
If  you  are  continually  falling  behind  your  work,  naturally  the 
number  of  patents  issued  would  be  lower.  That  would  only  explain  a 
part  of  it,  I  realize. 

Secondly,  in  many  of  the  foreign  countries  they  do  not  conduct 
the  type  of  preliminary  search — the  applicant,  that  is — does  not  con- 
duct the  type  of  preliminary  search  that  is  normally  conducted 
before  filing  in  the  United  States. 

Japan,  for  instance,  has  indicated  to  us  that  they  receive  a  larger 
number  of  applications  than  we  do  of  a  frivolous  nature ;  we  do  not 
get  the  same  percentage  of  such  applications  in  this  country.  The 
applications  are  filed  with  greater  care  in  terms  of  presearching; 
and  I  think  that  explains  a  good  deal  of  the  differences  between  our 
examination  systems  in  terms  of  quality  of  issued  patents.  I  do  not 
think  there  is  any  data  that  shows  comparatively  the  relative  valid- 
ity of  issued  patents  from  one  country  to  another. 

We  feel  that  we  are  high  on  the  list  and  that  we  can  support  that. 
We  do  not  think  tliat  we  can  say  we  are  a  little  bit  better  than  so 
and  so  or  a  little  worse  than  so  and  so.  We  feel  we  are  high  on  tlie 
list  and  can  compare  very  favorably  with  any  foreign  countries 
which  conduct  a  full  examination. 

Senator  Hart.  You  reacted  as  we  thought  you  would  to  the  ques- 
tion of  an  independent  office.  You  make  clear  your  recommendation 
having  the  office  remaining  in  the  Depai'tment  of  Commerce. 
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Am  T  to  imdorstand  from  the  language  used  in  the  text  of  your 
prepared  testimony  that  you  favor  the  Commissioner  of  Patents 
reporting  to  the  Assistant  Secretary  for  Science  and  Technology', 
and  would  not  support  the  Commissioner  of  Patents  becoming 
Assistant  Secretary  ? 

Mr.  Bakke.  Mr.  Chairman,  at  the  time  that  issue  was  last  pre- 
sented, in  connection  with  S.  1254  in  the  92d  Congress,  our  position 
was  that  the  Commissioner  of  Patents  should  not  be  elevated  to 
Assistant  Secretary  level.  The  basis  for  that  argimient  was,  at  the 
point  in  time  when  S.  1254  was  being  considered,  that  the  Presi- 
dent's comprehensive  proposals  for  reorganization  of  the  executive 
branch  were  before  us.  Accordingly,  it  seemed  inappropriate  at  that 
time  to  make  executive  level  changes  in  the  Department  of  Com- 
merce, including  raising  the  Commissioner  of  Patents  to  the  Assist- 
ant Secretary  level. 

Since  that  time,  the  same  proposal  has  been  reiterated  in  S.  1957 
of  this  Congress.  I  can  only  say  that  the  question  is  under  considera- 
tion, reevaluation,  in  light  of  current  circumstances.  Clearly,  there 
are  many  factors  involved  other  than  the  question  of  executive 
branch  reorganization. 

And  I  must  confess,  Mr.  Chairman,  that  at  this  time  I  am  not 
prepared  to  say  whether  our  position  is  different  now  or  the  same 
now  but  for  different  reasons. 

Senator  Hart.  Am  I  to  understand  that  this  is  one  section  of  your 
i-ef orin  bill  that  has  not  yet  been  written  ? 

]Mr.  Bakke.  Mr.  Chairman,  our  reform  bill  does  not  address  that. 

Senator  Hart.  It  does  not  address  it  ? 

Mr.  BxVKKE.  Right. 

Senator  Hart.  This  is  a  very  narrow  question,  but  I  think  it  is 
one  that  requires  clarification,  if  for  no  other  reason  than  to  put 
rumors  to  rest  one  way  or  the  other. 

I  am  told  that  the  trade  press  has  suggested  that  Commissioner 
Gottschalk  was  fired  pretty  much  on  the  spot,  meaning  without 
prior  warning,  by  the  Assistant  Secretary  of  Science  and  Teclinol- 
ogy;  and  this  was  done  for  three  reasons.  That  he  refused  to  give 
special  consideration  to  a  particular  patent  application;  that  he  was 
ad\'ocating  many  of  the  reforms,  in  modified  form,  that  S.  1321 
incorporates  to  the  displeasure  of  the  organized  Patent  Bar;  and 
third,  he  was  asserting  the  patent  reform  was  so  essential  that  the 
administration  should  not  risk  the  fate  of  1971  and  should  sever 
antitrust  considerations  from  patent  reform  considerations. 

There  are  two  reasons  for  asking  the  question:  first,  to  get  a 
better  reading  on  the  need,  if  any,  for  establishing  a  Patent  Office  as 
an  independent  agency;  but  more  importantly,  simply  to  put  on  the 
record  the  question,  and  have  you  make  full  response  to  the  charges. 

Mr.  Bakke.  Mr.  Chairman,  I  have  the  highest  professional  and 
personal  regard  for  former  Commissioner  Gottschalk.  With  respect 
to  the  circumstances  to  which  you  allude,  I  can  only  say  that  Com- 
missioner Gottschalk  was  a  Presidential  appointee.  He  submitted  his 
resignation  to  the  President  citing  personal  reasons;  and  I  believe 
the  matter  must  be  allowed  to  rest  there. 
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I  think  it  Avoiild  be  inappropriate  for  me  or  for  the  Department 
of  Commerce  to  connnent  beyond  that  on  the  resi filiation  of  a  Presi- 
dential appointee. 

Senator  Hart,  "Who  can  tell  a  Commissioner  of  Patents  to  pick  up 
a  particular  file  and  make  a  decision  with  respect  to  that  file,  specif- 
ically a  patent  application^ 

Mr.  Rakke.  In  the  final  analysis  that  is  a  matter  that  rests  solely 
within  the  discretion  of  the  Commissioner  himself. 

Senator  Hart.  He  is  responsible  to  no  one?  Surely  that  is  not 
true. 

Mr.  l^AKKE.  Certainly,  he  is  responsible  to  the  President,  and  he  is 
responsible  to  the  Secretary  of  Commerce.  Pie  is  responsible  to  the 
Congress  with  respect  to  the  laws  he  administers  and  the  charge  and 
duties  placed  upon  him  by  the  statutory  responsibilities. 

Senator  Hart.  It  would  be,  putting  it  mildly,  inappropriate  for  a 
Member  of  Congress  to  tell  a  Commissioner  to  take  a  file  out  of  term 
and  get  a  patent  out.  Would  it  be  appropriate  for  the  Secretary  to 
tell  him  that  ? 

Mr.  Bakke.  I  believe  your  question,  Mr.  Chairman,  is  much  in  the 
category  of  asking  me  to  prove  the  negative.  The  fact  of  the  matter 
is.  I  am  unaware  personally  or  from  any  knowledge  on  my  part  of 
any  circumstances  under  which  there  has  been  any  undue  influence 
or  attempt  to  exert  improper  direction  or  control  over  a  Commis- 
sioner of  Patents,  eitlier  at  this  time  or  at  any  time  in  the  past  his- 
tory of  the  Office. 

I  believe  the  fact  that  the  Commissioner  is  a  Presidential 
appointee,  with  all  the  dignity  and  integrity  and  character  that  the 
nature  of  such  appointment  connotes,  should  be  viewed  on  its  merits 
in  terms  of  the  separation,  if  you  will,  of  the  administrative  discre- 
tion and  responsibility  of  the  Commissioner  of  Patents  from  any 
otlier  agency  or  department  with  which  he  may  be  associated 
directly  or  indirectly. 

Senator  Hart.  I  am  not  suggesting  in  this  question  that  it  would 
in  every  case  or  any  case  be  inappropriate  to,  a  sort  of  graceful  way 
of  saying  ignore.  I  just  ask  you  in  order  that  I  might  have  a  better 
understanding  of  the  relationship  between  the  Office  of  the  Commis- 
sioner of  Patents  and  the  Department  of  Commerce,  Avhether  a  Sec- 
retary of  Commerce  appropriately  could  tell  a  Commissioner  to  act 
on  a  particular  application  out  of  turn. 

Mr.  Bakke.  Mr.  Chairman,  I  believe  that  would  be  inappropriate. 

I  do  believe,  however,  that  there  may  conceivably  be  circumstances 
under  which  a  Secietary  of  Commerce,  given  his  broad  responsibil- 
ity, might  feel  compelled  to  suggest  a  class  or  category  of  applica- 
tions be  given  expedited  attention.  I  can  conceive  in  that  respect,  for 
example,  that  applications  relating  to  pollution  control  devices  or 
technology  could  be  in  that  category.  Under  those  circumstances,  I 
do  not  believe  that  would  be  at  all  inappropriate. 

So  I  confine  my  response  concerning  inappropriate  intervention 
explicitly  to  an  instance  whore  a  single  application  is  identified  for 
unusual  treatment. 

Senator  Hart.  Special  treatment. 

Mr.  Bakke.  Yes,  sir. 
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Senator  Hart.  I  agree  with  you  on  both  points.  Single  special 
treatment  cases  are  dead  wrong;  and  an  expression  of  what  the  Sec- 
retary thinks  to  be  in  the  Jiational  interest  in  a  subject  area  is  quite 
proper. 

]\[r.  Brennan. 

Mr.  Beenxax.  I  will  just  ask  one,  but  one  very  long  and  ram- 
bling question,  Mr.  Chairman.  AVe  will  hoar  later  in  tlie  session  from 
the  representative  of  the  Patent  Office  Society,  and  I  would  like  to 
compare  your  testimony  with  their  prepared  testimony. 

On  deferred  examination  the  society  supports  deferred  examina- 
tion; the  Department  is  opposed.  On  the  C)ffice  of  Public  Counsel, 
the  society  supports  the  establishment  of  the  Office :  the  Department 
is  opposed.  On  adversary  proceedings  the  Society  rejects  the  reserva- 
tions and  objections  advanced  by  the  Department. 

How  do  you  account  for  this  rather  wide  gap  between  the  Depart- 
ment's position  on  these  major  issues  and  the  judgment  of  the  pro- 
fessional employees  of  the  Patent  Office  ? 

Mr.  Bakke.  If  I  might  make  a  general  prefatory  statement,  and 
then  request  Mr.  Tegtmeyer  to  address  it  more  precisely. 

Mr.  Brenxax.  As  you  wish. 

Mr.  Bakke.  Obviously  in  these  issues,  as  in  others,  reasonable  men 
can  reasonably  differ;  and  I  do  not  feel  that  those  who  take  a  posi- 
tion contrary  to  one  we  feel  to  be  the  most  appropriate,  under  all 
the  facts  and  cii'cumstances,  are  necessarily  misguided,  unenligh- 
tened, uninformed,  or  necessarily  in  ever}^  instance  wrong.  We  just 
see  it  differently.  A  great  many  leasons  may  account  for  differences 
of  perspective  and  differences  of  view. 

With  that  prefatory  statement  perhaps  INIr.  Tegtmeyer  can 
address  himself  to  specifics. 

Mr.  Tegtmeyer.  We  are  entirely  separate,  I  might  point  out,  from 
the  Patent  Office  Society.  They  do  not  represent  a  Government  view 
or  a  Department  view.  Certainly  they  have  their  opportunity  and 
right  to  state  their  own  position.  I  do  not  know  what  their  reasons 
for  taking  these  particular  positions  are ;  and  of  course,  it  would  be 
more  helpful  in  making  any  comment  to  have  their  reasons  for  it; 
nor  do  I  know  how  the  Society  generates  the  views,  or  whether  those 
views  are  tliose  of  tlie  board  or  membership  as  a  whole  or  so  forth. 
So  I  do  not  think  it  is  proper  to  comment  upon  their  position. 

We  do  not  interfere  in  their  activities  in  any  way.  They  are  enti- 
tled to  state  their  own  position. 

Mr.  Brex-x'ax.  I  appreciate  the  independence  of  the  Society,  but  I 
think  tliat  the  Department  has  to  understand  that  we  undoubtedly 
will  give  considerable  weight  to  the  views  of  the  operating  profes- 
sional employees  of  the  Patent  Office,  and  we  have  this  widespread 
split  on  these  major  issues. 

Do  you  feel  tliat  there  are  perhaps  factors  available  to  the 
Department  of  a  broader  policy  natui-e  which  are  not  known  to  the 
individual  examiners  as  they  formulate  their  positions  in  the 
Society  ? 

Mr.  Tegtmeyer.  I  might  note  that  in  discussions  in  the  Patent 
Office  concerning  ]>roposa]s  of  the  refoi-m  or  revision  of  the  patent 
laws,  we  have  taken  into  consideration  the  views  of  oui-  management 
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officials  that  would  be  concerned  with  the  various  provisions.  We 
have  obtained  full  input  from  them.  We  feel  that  there  may  be 
information  of  a  management  nature  that  might  not  be  available  to 
the  normal  examiner.  I  might  note  that  the  Patent  Office  Society 
does  have  membership  both  in  the  management  and  the  examining 
side  of  the  Patent  Office. 

On  the  other  hand,  it  is  difficult  to  comment  upon  their  reasons  or 
speculate  as  to  their  reasons  for  the  opinions  or  conclusions  they 
have  reached  without  knowing  the  rationale  they  used  to  reach 
these  conclusions. 

Mr.  Bkexnan.  Thank  you,  Commissioner. 

Senator  Hart.  Mv.  Nash  ? 

Mr.  Xash.  Let  me  turn  back  for  a  moment  to  a  point  raised  by 
Senator  Hart,  Mr.  Bakke,  that  relates  to  the  quality  of  the  patents 
issued  by  the  U.S.  Patent  Office,  and  the  dramatic  decrease  in  the 
average  pendency  rate  to  23  months. 

We  have  had  a  reference  yesterday,  as  I  am  sure  you  have  been 
told,  to  a  quota  system,  and  it  has  been  told  to  us  that  the  quota 
system  requires  Patent  Examiners  to  produce  a  certain  amount  of 
output  upon  pain  of  lack  of  promotion  and  other  office  type  prob- 
lems, and  I  think  it  is  very  important  for  this  record  to  reflect  the 
official  view  of  the  Patent  Office  as  to,  (a)  whether  a  quota  system 
exists,  and  (b)  if  it  does,  how  it  operates. 

Mr.  Bakke.  Again,  Mr.  Nash,  may  I  ask  Mr.  Tegtmeyer  to 
respond  to  that  question  ? 

Mr.  Xasii.  Certainly. 

Mr.  Tegtmeyer.  We  do  ha\e  in  the  Patent  Office  a  goals  program 
for  the  pi'oductivity  of  the  individual  examiners.  This  goals  pro- 
gram, I  should  note,  is  separate  and  distinct  from  what  we  consider 
to  be  our  overall  office  goals  or  objectives.  And  the  goals  that  are  set 
for  individual  examiners  are  not  in  any  way  dependent  upon  the 
goals  we  set  for  the  office. 

The  goal  that  is  given  the  indi\idual  examiner  in  terms  of  pro- 
ductivity is  the  result  of  a  rather  sophisticated  program  that  has 
developed  over  the  yeais.  The  goal  was  determined  originally  by 
looking  at  past  experience  factors  in  all  the  various  arts,  by  looking 
at  dift'erent  grade  levels,  different  expertise  and  experience  levels 
within  the  Patent  Office.  The  goal  was  set  taking  into  consideration 
these  factors  and  the  relative  difficulty  of  the  art  in  which  the  indi- 
vidual examiner  works. 

Mr.  Xash.  Wio  sets  that  goal  ? 

Mr.  Tegtmeyer.  The  goal  is  set  by  management.  It  is  also  set,  I 
might  note,  after  consultation  with  the  individual  examiner  so  that 
the  examiner  can  point  out  whether  or  not  the  goal  set  is  fair  and 
allows  him  to  perform  an  adequate  job  with  respect  to  quality.  This 
is  taken  into  consideration  in  determining  both  the  difficulty  factor 
assigned  to  the  art  in  which  he  works,  and  to  the  weight  given  to 
past  experience  and  productivity  in  that  particular  area. 

Mr.  Xash.  Are  the  goals  for  each  examiner  or  any  examiner  or 
any  examining  group  been  increased  during  the  past  6  years  when 
the  pendency  rate  declined  by  one-third. 
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Mr.  Tegtmeyer.  The  goals  have  remained  substantially  the  same, 
althoufrh  there  have  been  adjustments,  of  course,  in  several  respects. 
In  part,  the  difficulty  of  the  art  is  redetermined  on  occasions,  and 
adjustments  are  made,  both  upwardly  and  downwardly  in  the  goals. 
We  treat  our  goals  program  as  objectively  as  we  can  in  a  rather  iso- 
lated way  in  terms  of  trying  to  look  at  it  on  its  merits.  In  and  of 
itself,  we  do  not  relate  it  to  our  overall  office  objectives  except  to  the 
extent  that  when  we  set  our  overall  office  objectives,  we  must  natu- 
rally take  into  consideration  what  we  can  expect  from  the  resources 
we  have.  So  there  is  a  one-way  look  given  to  the  examiners'  produc- 
tivity goals  in  setting  up  our  overall  office  objectives  in  determining 
what  resources  may  or  may  not  be  needed. 

Mr.  Nash.  Are  you  saying  in  the  past  6  years  the  goal  of  out  put 
for  each  examiner,  or  per  examining  grade  has  not  been  increased? 

Mr.  Tegtmever.  Not  on  an  overall  basis.  We  did  change  to — I 
don't  I'emember  exactly  when  it  was — we  changed  the  formula  by 
which  we  evaluate  the  examiner  or  determine  the  number  of  dispos- 
als the  examiner  produces.  We  bias  it  by  giving  some  weight  to  first 
actions,  because  we  recognize  you  cannot  get  a  disposal  unless  you 
first  pick  a  case  up  to  examine  it,  and  we  try  to  create  a  balance 
from  one  year  to  the  next  in  terms  of  disposals  by  working  with  a 
formula  upon  which  the  examiner's  productivity  is  determined  using 
both  first  actions  and  disposals. 

Mr.  Nash.  If  I  understand  you.  then,  you  are  saying  that  you  are 
giving  more  weight  to  an  examiner  reaching  his  goal  if  he  disposes 
of  a  particular  matter  the  first  time  around  instead  of  sending  it 
back  for  additional  information  and  looking  at  it  a  second  time. 

Is  that  right  ? 

Mr.  Tegtmeyer.  No,  sir,  I  did  not  say  that.  I  merely  said  that  the 
examiner's  productivity  in  terms  of  disposals  is  determined  by 
taking  into  consideration  the  fiist  actions  that  he  performs,  whether 
or  not  the  first  actions  are  first  action  allowances. 

Mr.  Nash.  If  it  is  a  first  action  rejection  ? 

Mr.  Tegtmeyer.  It  gets  the  same  credit  as  if  it  were  a  first  action 
allowance.  It  is  just  that  disposals  and  first  actions  are  both  taken 
into  consideration. 

Mr.  Nash.  Is  that  a  greater  credit  toward  achieving  his  goal  than 
if  he  has  to  look  at  a  matter  a  second  or  third  time  ? 

Mr.  Tegt]meyer.  I  don't  understand  the  question. 

Mr.  Nash.  Maybe  you  can  supply  for  the  record  the  set  of  rules 
and  regulations  or  policies  or  whatever  it  is  that  defines  the  goals  of 
the  examiners  and  the  examining  groups.  I  think  it  would  be  help- 
ful. 

[The  information  referred  to  follows :] 

U.S.  Department  of  Commerce, 

Patent  Office, 
Washington,  B.C.  October  1,  1913. 
Hon.  I'Hii.iP  A.  Hart, 
V.^.  Senate, 
Wash  in ff ton,  B.C. 

Dear  Senator  Hart:  During  the  hearing  bofore  the  Subcommittee  on  Pat- 
ents, Trademarks  and  Copyrights  of  the  Senate  Judieiary  Committee  on  Sep- 
tember 12,  1973,  the  Department  of  Commerce  was  requested  to  supply  for  the 
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record  an  explanation  of  the  goals  that  are  set  for  patent  examiners  and 
patent  examining  gronps  with  regard  to  the  quantity  of  applications  examined. 

The  Patent  OflSce  evaluates  the  performance  of  individual  patent  examiners 
according  to  hoth  the  quantity  and  the  quality  of  their  output,  and  the  two 
are  regarded  as  equally  important.  It  should  he  kept  in  mind  in  considering 
the  discusion  of  statistics  and  formulas  helow,  that  these  are  not  the  only  cri- 
teria used  to  judge  an  examiner's  performance. 

The  basic  measure  of  an  examiner's  quantity  of  production  is  called  a  "dis- 
po.sal".  One  disposal  credit  is  given  to  an  examiner  for  each  application  which 
is  allowed  by  him  or  abandoned  by  the  applicant.  When  an  examiner  writes  an 
answer  to  an  appeal  bi'ief  he  is  given  credit  for  a  disposal  at  that  time  rather 
than  waiting  for  the  subsequent  allowance  or  abandonment.  (Examiners' 
answers  are  not  comited  in  determining  the  pendency  time  figure  or  the 
number  of  disposals  at  the  Office-wide  level.) 

v\nother  productivity  measure  often  used  is  the  term  '"hours  per  disposal"'. 
This  item  is  calculated  by  taking  the  number  of  hours  that  an  examiner 
devotes  to  examining  in  a  given  period  and  dividing  it  by  the  number  of  dis- 
posals with  which  he  is  credited  during  that  period.  Individual  examiner  pro- 
duction expectancies  are  set  on  an  "hours  per  disposal"  basis  and  not  on  a 
tixed  numerical  basis  of  so  many  disposals  per  year.  Therefore,  the  number  of 
disposals  expected  is  related  directly  to  the  number  of  hours  available  for 
examining.  Time  spent  on  sick  or  annual  leave,  training,  details  to  other  posi- 
tions, etc.,  is  not  counted  as  examining  time.  Attachment  A  shows  the  number 
of  examining  hours  (column  5),  the  average  number  of  applications  disposed 
of  per  examiner  (column  11),  and  the  average  numi)er  of  hours  per  disposal 
(column  12)  for  recent  fiscal  years. 

An  individual  examiner's  production  expectancy  is  calculated  from  a  starting 
point  of  18  houi's  per  dispo.sal  for  an  examiner  in  grade  GS-12.  The  IS  hours 
figure  is  the  historical  average  production  for  a  GS-12  as  determined  by  a 
review  of  the  average  productivity  of  examiners  in  various  GS  grades  over  the 
period  from  April  1967  to  March  1969. 

The  expectancy  for  an  individual  examiner  may  be  higher  or  lower  than  18 
hours  per  disposal  depending  upon:  (1)  his  GS  grade  and  (2)  art  complexity 
factors.  In  the  case  of  GS-13's,  14's  and  15's,  additional  factors  are  taken  into 
consideration.  These  are  whether  the  examiner  has  been  granted  "partial  sig- 
natory authority"  or  "full  signatory  authority",  and  whether  he  has  attained 
official  recognition  as  an  "expert",  "senior  examiner",  or  "generalist".  The 
expectancy  for  an  individual  examiner  is  not  changed  unless  there  is  a  change 
in  one  of  the  aforementioned  factors,  except  in  unusual  cases  (see  Attachment 
B).  This  policy  has  been  expressly  communicated  to  all  professional  patent 
examining  employees.  Supervisors  in  the  examining  operations  have  been 
instructed  to  consult  with  their  examiners  on  production  expectancies,  and  an 
opportunity  is  provided  for  correction  of  erroneous  assignments,  (see  Attach- 
ment B,  page  1.) 

The  table  on  page  2  of  Attachment  B  shows  the  factors  used  in  calculating 
production  expectancies  for  all  GS  grades.  For  example,  a  GS-5  is  expected  to 
produce  55  percent  of  the  amount  of  a  GS-12,  and  a  GS-15  is  expected  to 
produce  140  to  150  percent  of  the  amount  of  a  GS-12. 

The  expectancy  for  a  GS-12  examiner  above  and  below  18  hours  per  dis- 
posal for  the  various  groups  depends  on  the  complexity  of  the  art  examined, 
as  .shown  in  Attachment  C.  More  complex  arts  require  higher  hours  per  dis- 
posal. The  variations  in  the  hours  per  disposal  numbers  in  Attachment  C 
reflect  variations  in  art  complexity  between  and  within  the  examining  groups. 
Expectancies  range  from  12.1  hours  per  disposal  for  the  least  complex  arts  to 
30.0  hours  for  the  most  complex. 

Examiner  productivity  is  also  measured  in  terms  of  "balanced  disposals". 
This  term,  which  takes  into  account  both  the  number  of  first  actions  by  the 
examiner  and  the  number  of  disposals,  is  calculated  by  using  the  formula  : 

„  -          ,  .^v.           ,        First  Actions  -4-  Disposals 
Balanced  Disposals  = ~-^ 

The  use  of  balanced  disposals  as  a  measure  of  productivity  is  intended  to 
provide  a  fairer  evaluation  of  output  than  measurement  of  disposals  alone.  A 
typical  patent  application  requires  at  least  two  actions  by  the  examiner,  sev- 
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eral  months  apart,  before  it  is  in  rondition  to  he  disposed  of  l)y  allowing  it  is 
a  patent  or  by  the  applicant  abandoning  it.  In  other  words,  applications  must 
be  given  first  actions  and  "put  into  the  pipeline"  in  order  for  disposals  to  be 
realized  some  months  hence.  A  new  examiner  is  unlikely  to  dispose  of  very 
many  cases  for  the  first  few  months  of  his  tenure  because  he  will  be  taking 
only  first  actions.  On  the  other  hand,  an  examiner  taking  over  a  docket  pre- 
viously worked  on  by  another  examiner  may  have  an  opportunity  to  take  an 
unusually  large  number  of  second  actions,  many  of  which  will  result  in  imme- 
diate disposals,  and  therefore  his  disposal  rate  will  be  unrealistic-ally  high. 
Tiierefore,  to  give  examiners  credit  for  work  they  have  done  on  first  actions 
that  have  not  yet  been  disposed  of,  balanced  disposals  represent  an  average  of 
actual  disposals  and  first  actions. 

We  do  not  believe  that  the  balanced  disposal  formula  can  be  regarded  as 
giving  the  examiner  "doul)le  credit"  for  disposing  of  cases  on  the  first  action. 
To  the  contrary,  l)y  giving  an  examiner  some  credit  for  the  work  he  has  done 
on  first  actions,  the  balanced  disposal  formula  avoids  placing  undue  pressure 
on  the  examiner  to  dispose  of  new  applications  immediately  by  allowing  them 
on  the  first  action. 

Any  system  for  evaluating  examiners  according  to  the  number  of  disposals 
may  tend  to  influence  some  individuals  toward  lower  quality  work  if  their 
work  is  not  also  evaluated  for  quality.  (As  mentioned  above,  examiners  are 
evaluated  on  quality  as  well  as  quantity).  The  balanced  disposal  formula  does 
not  create  any  added  incentive  to  dispose  of  cases  on  the  first  action,  however, 
since  with  a  divisor  of  2.  a  disposal  on  the  first  action  gives  only  one  balanced 
disposal,  the  same  amount  of  credit  that  would  be  given  for  a  first  action  dis- 
posal if  actual  disposals  were  the  yardstick. 

It  should  be  noted  that  disposals  and  balanced  disposals  are  not  the  only 
data  available  in  the  Patent  Office  to  judge  the  examiner's  performance.  Infor- 
mation is  also  available  for  example,  on  the  percentage  of  total  disposals 
which  are  allowances,  and  on  the  percentage  of  appeals  from  examiners' 
actions  which  are  affirmed  by  the  Board  of  Appeals. 

In  addition  to  the  expectancy  goals  that  are  established  for  individual  exam- 
iners, the  Patent  Office  establishes  goals  and  estimates  for  disposals  for  the 
Office  as  a  whole,  and  for  each  examining  group.  These  goals  and  estimates 
are  for  the  purposes  of  determining  what  appropriations  requests  will  be  made 
to  the  Congress  by  the  Executive  Branch,  and  for  determining  staffing  needs 
after  appropriations  are  obtained.  The  Office-wide  and  group  goals  and  esti- 
mates do  not  affect  the  expectancies  for  individual  examiners,  (see  Attachment 
B).  In  the  event  that  the  Congress  decides  not  to  appropriate  all  of  the  funds 
requested  by  the  Patent  Ofiice  for  a  given  year,  the  Office's  estimate  for  dispos- 
als during  that  year  is  revised  downward  accordingly. 

I    hope    this    information    answers    your    question    concerning    Patent    OflBce 
goals.  We  would  be  glad  to  provide  any  additional  information  that  you  desire. 
Sincerely, 

Rene  D.  Tegtmeyek, 
Acting  Commissioner  of  Patents. 

Attachments. 
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U.S.  Department  of  Commerce, 

Patent  Office, 
Washington,  B.C.,  Octoher  11,  1912. 
To :  Patent  examining  director.s,  supervisor.s  and  examiners. 
From :  Office  of  deputy  assistant  commissioner  for  patents. 
Subject :  Individual  examiner  expectancies. 

For  purposes  of  uniformity  and  in  order  to  avoid  possible  inequities  it  is 
deemed  appropriate  to  clarify  .some  aspects  of  the  practice  in  the  patent  exam- 
ining corps  with  respect  to  individual  examiner  production  expectancies.  The 
guidelines  stated  herein  were  established  after  consideration  of  the  views  of 
the  Examining  Group  Directors,  SPECO  and  POPA. 

Production  expectancies  (hours  per  balanced  disposal,  hours  per  dispo.sal, 
and  hours  per  first  action)  for  an  individual  examiner  shall  not  be  changed 
unless  the  change  is  based  on  the  grant  of  signatory  authority,  other  changes 
in  degree  of  supervision  (as  indicated  by  grade  changes  through  grade 
GS-13),  the  official  recognition  of  an  examiner  as  an  expert,  senior  examiner, 
or  generalist,  or  a  change  in  the  examiner's  docket,  examining  technique,  prac- 
tice, or  procedure.  Exceptions  may  be  made  where  there  is  clear  justification, 
as  for  example  error  in  docket  complexity.  Where  an  examiner  requests  a 
change  based  on  an  error  in  his  expectancy  assignment  or  where  the  Supervi- 
sory I'rimary  Examiner  finds  such  an  occurrence,  clianges  may  be  effected  pro- 
vided there  is  mutual  agreement  between  the  Supervisory  Primary  Examiner 
and  the  individual  examiner  involved.  If  no  agreement  can  be  reached,  the 
final  decision  will  be  made  by  the  Examining  Group  Director.  All  changes  in 
expectancies  of  individual  examinei's,  whether  by  exception  or  otherwise,  shall 
be  made  after  consultation  between  the  Supervisory  Primary  Examiner  and 
the  involved  examiner  and  be  confirmed  in  writing. 

Although  expectancies  will  be  changed  upon  the  grant  of  a  quality  step 
increase  in  accordance  with  the  standard  set  oiit  in  the  Criteria  for  Incentive 
Awards  (August  25,  1972),  the  receipt  of  an  ordinary  within  grade  or  recogni- 
tion for  masters  level  will  not  be  the  basis  for  a  change  in  any  examiner's 
production  expectancies. 

It  is  apparent  that  variations  in  productive  performance  are  logically  a 
function  of  supervision  and  relaxation  of  supervision  generally  results  in 
increases  in  examiner  grade  levels  up  to  grade  GS-13.  It  should  also  be 
recalled  that  the  signatory  program  was  originally  established  on  the  theory 
that  the  examiner's  productive  performance  with  these  authorities  would  result 
in  increased  production.  Further  consideration  must  reasonably  be  given  to  the 
additional  credit  items  wherein  the  Civil  Service  Commission  Standard  for  the 
Patent  Examining  Series,  GS-1224-0  states  that  these  "positions  are  unique 
positions  whose  incumbents  possess  extraordinary  personal  qualifications, 
capacities  .  .  ."  Accordingly,  using  grade  GS-12  as  a  base,  productivity  expect- 
ancies shall  be  calculated  using  the  following  factors: 

GS-5   .55  GS-14  (PSA) 1.25 

GS-7 .70  GS-14  (PSA +Sr  or  G) 1.30 

GS-9   .80  GS-14  (FSA) 1.35 

GS-11  .90  GS-14  (FSA +  Sr  or  G) 1.40 

GS-12  1.00  GS-15  (FSA-f  SrorG) 1.40 

GS-13 1.15  GS-15  (FSA  +  Expert) 1.50 

GS-13  (PSA) 1.25 

These  guidelines  shall  become  effective  at  the  beginning  of  the  first  pay 
period  after  January  1,  1973. 

William  Feldman, 
Deputy  Assistant  Commissioner. 
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ATTACHMENT  C 
RANGE  OF  HOURS  PER  DISPOSAL  EXPECTANCY  FOR  GRADE  GS-12  BY  GROUP 
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U.S.  Department  of  Commerce, 

Patent  Office, 
Washington,  D.C.,  October  1,  1973. 
Hon.  Philip  A.  Hart, 
L.S.  Senate, 
Washington,  D.C. 

Dear  Senator  Hart  :  During  the  hearing  on  September  12,  1973,  before  the 
Subcommittee  on  Patents,  Trademarli.s  and  Copyrights  of  the  Senate  Judiciary 
Committee,  you  aslied  the  Department  of  Commerce  witnesses  how  the  pen- 
dency time  for  patent  a])plications  is  calculated  and  how  the  reduction  in  pen- 
dency time  over  the  last  few  yeai's  has  been  achieved.  Your  questions  related 
to  statistics  the  Patent  Office  provided  in  Appendix  A  of  our  letter  to  vou 
dated  August  31,  1973. 

In  reviewing  Appendix  A,  we  have  discovered  an  error  on  page  9  in  the 
number  of  patents  issued  for  fiscal  year  1968.  We  are  enclosing  a  substitute 
copy  of  page  9  that  we  would  like  to  have  appear  in  the  printed  record.  Even 
with  this  correction,  however,  the  information  in  Appendix  A  alone  does  not 
provide  an  answer  to  your  questions.  Accordingly,  we  are  submitting  addi- 
tional data  in  the  table  attached  to  the  present  letter  which  will  explain  the 
reduction  in  pendency. 

Pendency  of  a  patent  application  is  defined  as  the  time  period  occurring 
between  the  day  an  application  is  filed  in  the  Patent  Office  and  the  day  the 
same  application  is  issued  as  a  patent.  The  Patent  Office  calculates  the  aver- 
age pendency  time  by  averaging  the  pendencies  of  a  representative  sample  of 
patents  issued  on  a  given  date. 

Tlie  Patent  Office  expects  to  be  able  to  reduce  the  average  pendency  of  a 
patent  application  to  IS  months  by  the  end  of  fiscal  year  1976  in  order  to  pro- 
vide more  timely  patent  protection  for  the  inventor  and  earlier  disclosure  of 
patent  technology  to  the  public.  As  shown  in  column  2  of  the  attachment,  aver- 
age pendency  decreased  from  37  months  at  the  end  of  fiscal  year  1964  to  24 
months  at  the  end  of  fiscal  year  1973. 

Column  3  of  the  attached  table  shows  the  output  of  the  patent  examining 
operations  over  the  period  1964  to  1973  measured  in  terms  of  "disposals'". 
Total  disposals  represent  tlie  sum  of  applications  allowed  and  applications 
abandoned  each  year.  By  comparing  coltimn  3  of  the  table  with  the  number  of 
applications  filed,  shown  in  column  4,  it  can  be  seen  that  the  Patent  Office  has 
disposed  of  more  applications  than  it  received  in  every  year  since  1967. 

Despite  the  fact  that  the  number  of  examiners  in  the  Patent  Office  has 
remained  essentially  unchanged  since  1968  (see  Appendix  A  and  column  6  of 
the  attached  table),  an  important  factor  contributing  to  the  recent  reduction  in 
pendency  has  been  increased  funding  for  the  examining  staff.  This  was  partic- 
ularly true  during  fiscal  year  1973.  Because  of  difficulties  in  recruiting  addi- 
tional examiners,  the  Patent  Office  during  1973  used  funds  equivalent  to  122.5 
examiner  man  years  for  paid  overtime  for  the  existing  staff  of  over  1,100 
examiners.  Accordingly,  when  the  overtime  is  taken  into  account,  a  significant 
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increase  in  the  effective  examining  staff  has  occurred  (see  column  10  of 
attached  table).  Another  factor  contributing  to  the  increased  number  of  dispos- 
als has  been  a  significantly  lower  rate  of  turnover  in  tbe  examining  staff  since 
1970.  (See  column  13.)  The  more  experienced  staff  has  been  able  to  dispose  of 
a  greater  workload. 

In  addition  to  the  effective  increase  of  the  examining  staff  and  the  retention 
-of  more  experienced  examiners,  a  number  of  procedural  changes  instituted 
since  about  1964  have  contributed  to  the  reduction  in  pendency.  These  changes 
have  saved  pendency  time  not  by  reducing  the  time  devoted  to  examination 
biit  rather  by  shortening  various  delays  inherent  in  the  examining  process.  One 
major  change  was  shortening  of  the  period  permitted  for  an  applicant  to 
respond  to  an  office  action  from  six  months  to  three  months  in  nearly  all 
cases.  Another  change  concerned  the  order  in  which  pending  applications  were 
taken  up  for  examination.  Examiners  were  directed  to  give  priority  to  applica- 
tions with  the  oldest  filing  dates. 

A  further  change  required  that  the  examiner's  second  action  on  an  applic- 
tion  be  made  the  final  action  when  this  could  be  done  without  depriving  the 
applicant  of  a  fair  opportunity  to  present  his  case.  Still  another  change 
encouraged  examiners  to  hold  interviews  with  applicants  or  their  attorneys, 
thereby  eliminating  some  of  the  time  required  for  back-and-forth  written  corre- 
spondence. 

As  a  result  of  these  revisions,  a  large  inventory  of  amended  applications  on 
hand  was  reduced,  thereby  having  an  immediate  effect  in  cutting  the  average 
pendency  time.  INIoreover,  these  changes  have  resulted  in  shortening  the  time 
for  prosecution  following  the  first  action.  Interviews  have  fretiuently  led  to  a 
better  and  earlier  understanding  of  the  issues  involved  in  a  particular  applica- 
tion, and  hence  an  earlier  conclusion  of  prosecution. 

Anotlier  change  contributing  to  shorter  pendency,  made  by  the  Congress,  was 
amendment  of  section  151  of  the  Patent  Cobe  in  196.5  to  shorten  the  period  for 
paying  patent  issue  fees  from  6  months  to  3  months.  (The  Administration's 
patent  bill  that  was  forw-arded  to  the  Congress  on  September  27,  1973,  would 
provide  for  further  shortening  of  this  time  period.) 

An  administrative  improvement  within  the  Patent  Office  during  the  last  year 
that  has  contributed  to  shorter  pendency  is  elimination  of  a  backlog  in  the 
Reference  Order  Section,  a  clerical  support  unit  that  supplies  copies  of  patents 
cited  by  examiners  to  be  mailed  to  the  applicant.  Formerly  delays  of  3  to  4 
months  existed  in  this  operation,  and  currently  delays  have  been  reduced  to  a 
maximum  of  1  month. 

We  hope  the  foregoing  information  provides  a  satisfactory  answer  to  your 
question.  Please  do  not  hesitate  to  call  upon  us  if  you  desire  additional  infor- 
mation. 

Sincerely, 

Rene  D.  Tegtmeyer, 
Acting  Comtnissioner  of  Patents. 

Enclosures. 

NUMBER  OF  PATENTS  ISSUED  BY  GROUP 
[Fiscal  years,  1968-1972] 

Group  1968  1969  1970  1971  1972 

110 -.- 

120 

140 

160 

170 

210 

220 

230 

250 

280 

310 

320 

330 

340. 

350 

360 

Corps 70,036  70,481  70,129  72,170  67,651 

»  Group  360  abolished  in  March  1970. 


4,253 

4,528 

4,167 

4,040 

4,088 

4,297 

4,489 

4.745 

4,623 

4,690 

3,771 

3.473 

3.255 

3,192 

2,713 

2,829 

3,025 

3,425 

3,945 

3,422 

3,099 

3,468 

3.261 

3,356 

3,040 

4,075 

4,461 

4,571 

4,535 

4,120 

2,002 

1,969 

1.894 

2.474 

2,511 

2,843 

3.462 

4,007 

4,274 

4,135 

4,627 

5,181 

5,623 

5,444 

4,417 

3,411 

3.563 

3,671 

3,697 

3,556 

7,611 

6,815 

6,324 

7,205 

6,853 

5,353 

5,490 

5  528 

6,005 

5,588 

4.072 

4,349 

4,407 

4,489 

4,427 

6,008 

5,187 

5,901 

6,953 

6,352 

6.141 

5.280 

6.788 

7,938 

7,739 

5,747 

5,741 

2.561 

* 

• 

289 

Mr.  Nash.  My  particular  question  at  the  moment  is  whether  or 
not  if  the  examiner  on  his  first  action  grants  or  rejects  an  applica- 
tion, does  he  get  more  weight  for  disposing  of  something  the  first 
time  around  in  your  formula  than  if  he  were  to  look  at  an  application 
a  second  or  third  time  after  receiving  the  additional  information 
from  the  applicant? 

Mr.  Tegtmeyer.  You  can  make  various  analyses  of  the  goals  pro- 
gram. We  do  not  feel  there  is  any  tendency  in  the  goals  programs, 
as  it  has  been  established,  to  lead  examiners  to  issue  patents  on  the 
first  action  any  more  than  any  other  action,  quite  independently  of 
the  goals  program.  We  have  encouraged  examiners  to  isolate  the 
issues  in  patent  applications  as  early  as  possible.  We  encourage  them- 
to  cover  all  the  matter  on  a  first  office  action.  We  have  a  program  by 
wliich  examiners  can.  by  telephone  interview,  contact  the  attorney  to 
determine  whether  or  not  some  amendments  to  the  claims  could  be 
made  which  Avould  make  them  allowable  and  which  would  permit  a 
first  action  allowance.  In  the  technical  sense,  it  is  really  not  a  first 
action  allowance  if  j'ou  look  at  the  various  steps  that  are  taken 
before  the  allowance  is  made. 

iSIr.  Nash.  You  mean  via  a  telephone  conversation  an  examiner 
can  be  satisfied  to  issue  a  patent  application  ? 

Mr.  Tegtmeyer.  The  examination  can  only  be  satisfied  by  examin- 
ing the  application  filed. 

Mr.  Nash.  Let  me  rephrase  the  question  I  am  trying  to  get  an 
answer  to.  I  know  I  have  not  studied  the  formula.  I  never  knew  it 
existed. 

In  that  formula,  with  regard  to  the  manner  in  which  it  is 
weighted,  witliout  the  i-eason  for  it,  just  the  fact,  is  it  weighed  in 
such  a  way  that  more  credit  is  accorded  the  examiner  if  he  disposes 
of  an  application,  be  it  granting  it  or  rejecting  it,  the  first  time 
around  rather  than  after  a  second  or  a  third  office  action  ? 

Mr.  Tegtmeyer.  Every  application  receives  both  a  first  action  and, 
at  some  point,  a  disposal.  Therefore,  an  application  issued  on  the 
first  action  receives  no  more  credit  than  one  that  is  issued  on  any 
other  action.  Accordingly,  the  formula  cannot  be  definition — the  def- 
inition you  have  given  at  least — give  any  more  Aveight  and  credit  to 
an  examiner  because  he  issues  it  on  a  first  office  action. 

Mr.  Nash.  A  first  office  action  gets  no  more  weight  accorded  than 
a  second  or  third  office  action  ? 

Is  that  right  ? 

Mr.  Tegtmeyer.  In  respect  to  any  particular  application,  there  is 
always  a  first  office  action.  There  is  always  a  disposal.  Therefore,  an 
application  that  is  issued  on  the  first  office  action,  as  opposed  to  one 
issued  on  the  second  office  action,  gives  the  examiner  no  more  credit 
than  the  one  issued  on  the  second  action. 

Mr,  Nash.  Where  is  the  break  point  ?  Third  action  ? 

Mr.  Tegtmeyer.  There  is  no  break  point.  In  each  case  the  exam- 
iner gets  the  same  amount  of  credit  over  the  whole  period  of  exam- 
ining any  particular  application,  no  matter  on  what  action  the 
allowance  for  disposal  is  achieved. 

Mr.  Nash.  I  am  not  sure  if  I  fully  understand  what  you  have 
been  telling  me.  I  will  certainly  read  the  information  supplied  for 
the  record.  Maj-be  we  may  decide  to  seek  further  clarification. 
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My  last  points  relates  to  the  matters  of  deferred  examination.  I 
liave  read  and  heard  the  administration's  views  for  opposing  it.  It 
seems  to  me — and  I  would  like  jouv  reaction  to  this — that  assuming 
that  we  do  just  as  badly  as  the  Dutch  do,  as  you  have  explained  it, 
and  we  only  eliminate  35  percent  of  the  applications  that  are  filed, 
my  arithmetic  tells  me  that  that  will  eliminate  40,000  applications 
from  having  to  be  reviewed  by  United  States  patent  examiners. 

Do  you  consider  that  insignificant? 

Mr.  Tegtmeyer.  First  of  all,  in  our  direct  testimony,  we  point  out 
another  distinction  between  the  Dutch  experience  and  our  own.  That 
is  the  fact  that  85  percent  of  the  applications  filed  in  the  Nether- 
lands are  of  foreign  origin.  The  situation  in  the  United  States  is 
quite  different,  and  the  tendency  among  applicants  that  come  from 
foreign  countries  to  a  country  with  deferred  examination  would  be 
to  request  examination  in  fewer  cases  than  would  the  domestics  of 
that  country.  Particularly  that  would  be  the  situation  in  this  coun- 
try. 

Mr.  N"ash.  I  appreciate  that. 

You  may  recall  your  response  to  Senator  Hart's  letter  setting 
forth  the  United  States'  experience  with  foreign  applications.  My 
arithmetic  indicates  that  in  1963,  foreign  applications  accounted  for 
about  17  percent  of  U.S.  patents  issued.  In  1972  they  accounted  for 
30  .'percent.  By  sheer  numbers,  foreign  applicants  have  increased 
their  number  of  U.S.  patents  granted  over  300  percent  since  1963, 
and  the  patents  issued  to  U.S.  applicants  have  gone  up  only  40  per- 
cent. 

Xow,  I  do  not  knoAv  whether  that  curve  will  continue  or  not. 

If  Europe  is  becoming  as  industrialized  as  we  think,  and  Japan  is 
as  industrialized  as  we  think,  I  think  in  a  10-year  period  we  are 
going  to  have  quite  a  different  situation  with  regard  to  foreign  pat- 
ents. 

If  that  were  true,  would  that  change  your  views  on  the  need  for 
the  deferred  examination  system? 

Mr.  Tegtmeyer.  There  were  other  considerations  referred  to  as 
far  as  deferred  examination.  That  is  the  cost  of  printing,  the  cost  of 
handling  the  applications,  and  the  like.  I  would  hope  that  we  would 
never  reach  the  situation  where  85  percent  of  our  patent  applications 
come  from  abroad.  It  would  be  a  rather  sad  tale  if  that  were  the 
case.  We  feel  that  a  strong  patent  system  will  help  insure  the  fact 
that  that  will  not  occur. 

We  agree  with  your  statistics.  I  think  it  is  reflective  probably  of 
the  fact  that  since  World  War  II  there  has  been  a  resurgence  in 
Eurojiean  countries.  They  are  coming  into  their  own.  It  is  reflective 
of  the  fact  also  that  international  trade  has  increased,  and  there  is 
naturally  additional  filings  between  countries,  more  so  than  there 
was  in  the  past. 

Mr.  Nash.  Thank  you. 

No  further  questions,  Mr.  Chairman. 

Senator  Hart.  Mr.  Brennan  ? 

Mr.  Brennan.  No  further  questions. 

Senator  Hart.  Gentlemen,  thank  you  very  much.  ' 
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[The  following  letter  was  ordered  printed  at  this  point  in  the 
record]. 

General  Counsel  of  the  Department  of  Commekce, 

Washington,  B.C.,  October  12,  1973. 
Senator  Philip  A.  Hakt, 
U.S.  Senate, 
Washinffton,  B.C. 

Dear  Senator  Hart  :  I  am  writing  in  reply  to  your  letter  of  September  12, 
1973,  requesting  certain  information  for  the  record  of  your  hearings  on  revi- 
sion of  the  patent  laws. 

For  fiscal  year  1973,  the  Patent  Office  collected  S26,119,000  in  fees.  Expendi- 
tures for  the  same  year  amounted  to  $64,536,000.  The  fee  recovery  rate,  there- 
fore, was  approximately  40  percent. 

Tlie  number  uf  patent  applications  filed  during  fiscal  year  1973  was  101. .395. 
This  numlter  includes  applications  for  plant  and  reissue  patents,  but  does  not 
include  design  patent  applications.  The  total  filing  fees  paid  during  the  same 
period  for  these  applications  was  9,431,753.  The  average  filing  fee,  therefore, 
was  approximately  $93. 

During  fiscal  year  1973,  G9.328  patents  were  issued :  including  plant  patents 
and  reissue  patents  but  not  design  patents.  The  total  issue  fees  paid  for  these 
patents  was  9,496,493,  and  the  average  fee  paid  was  approximately  $137. 

Our  initial,  rough  estimates  are  that  the  Administration's  patent  revision 
bill  will  increase  expenses  about  $5  million  annually,  and  that  the  average 
filing  and  issuance  fee  under  the  Administration's  bill  will  total  between  $450 
and  $500.  We  would  expect  to  divide  this  total  in  the  same  proportion  as  exists 
today  between  filing  and  issue  fees.  I  would  emphasize  that  our  cost  estimates 
must  be  considered  as  no  more  than  a  rough  approximation,  due  to  many 
unpredictable  factors.  For  example,  we  have  estimated  that  approximately  10 
percent  of  issuing  patents  will  be  involved  in  opposition  proceedings.  This  esti- 
mate may  or  may  not  be  realistic,  but  only  actual  experience  could  provide  a 
more  precise  figure. 

I  trust  this  letter  provides  the  information  you  desire.  I  would  be  pleased  to 
furnish  further  information  or  answer  any  questions  you  may  have. 
Sincerely, 

(S)  Karl  E.  Bakke, 

General  Counsel. 

Mr.  Brennan.  The  Department  of  Justice. 

Senator  Hart.  Let  me  welcome  a  friend,  a  very  prestigious  profes- 
sor of  law  at  the  University  of  Michigan. 

Professor,  if  you  will  identify  your  associates. 

Mr.  Kauper.  For  the  recorcl  I  will  also  identify  myself,  Senator. 
My  name  is  Thomas  E.  Kauper,  Assistant  Attorney  General  of  the 
Antitrust  Division,  United  States  Department  of  Justice. 

I  am  accompanied  on  my  left  by  Richard  Sayler,  special  assistant 
to  me;  on  my  right  Mr.  Richard  Stern,  who  is  the  chief  of  our 
Patent  Section. 

STATEMENT  OF  THOMAS  E.  KATJPER,  ASSISTANT  ATTORNEY  GEN- 
ERAL, ANTITRUST  DIVISION,  U.S.  DEPARTMENT  OF  JUSTICE; 
ACCOMPANIED  BY:  RICHARD  SAYLER,  SPECIAL  ASSISTANT, 
RICHARD  STERN,  CHIEF,  PATENT  SECTION 

Mr.  Kauper.  My  prepared  statement  does  not  lend  itself  too  well 
to  summary. 

I  appreciate  the  opportunity  to  appear  before  you  today  to  discuss 
the  important  subject  of  general  reform  and  revision  of  the  patent 
laws,  title  35,  United  States  Code.  S.  1321,  the  Patent  Reform  Act  of 


292 

1973  introduced  by  Senator  Hart  is  another  important  effort  at  such 
general  reform,  a  subject  which  has  been  under  study  in  both  Houses 
of  Congress  since  1967. 

Since  February  of  this  year,  an  administration  task  force  has 
devoted  intensive  study  to  this  wliole  subject.  The  task  force  had  the 
active  support  and  participation  of  a  number  of  knoAvledgeable  per- 
sonnel in  the  Departments  of  Commerce  and  Justice.  It  considered 
the  whole  range  of  issues  and  positions  raised  by  the  recommenda- 
tions of  the  Presidential  Commission  on  Patent  Reform ;  S.  1042  of 
the  90th  Congress— the  proposed  Patent  Reform  Act  of  1967 ;  S.  643 
of  the  92d  Congress ;  S.  643,  committee  print— the  result  of  this  sub- 
committee's last  round  of  hearings  and  markup  of  that  bill;  the 
Patent  Law  Modernization  Bill— a  November  1972,  draft  bill  dis- 
tributed by  appropriate  committees  of  the  American  Bar  Association 
and  the  American  Patent  Law  Association ;  and  S.  1321— the  reform 
bill  presently  pending  before  Congress.  Of  course,  during  the  work- 
ing sessions  representatives  of  both  departments  made  numerous 
suggestions  of  their  own. 

As  a  result  of  this  exhaustive  review  of  the  existing  law  and  pre- 
vious reform  efforts,  the  administration  has  drafted  a  reform  bill 
that  reflects  the  task  force's  consensus  on  the  range  of  issues  pre- 
sented by  a  complete  revision  of  title  35.  The  administration's  bill 
will  soon  be  submitted  to  the  Congress. 

In  addition,  the  task  force  is  presently  reviewing  the  application 
of  the  antitrust  laws  to  patent  licensing  practices,  an  issue  pi-e- 
viously  the  subject  of  hearings  before  this  subcommittee.  An  admin- 
istration position  has  not  yet  been  reached  on  this  subject,  but  one 
will  be  determined  in  the  very  near  future.  When  that  question  is 
settled,  whatever  legislation  is  believed  necessary,  if  any,  will  be  for- 
warded to  the  Congress  along  with  the  patent  law  reform  proposals 
we  have  already  prepared. 

Senator  Hart.  Professor,  at  that  point,  because  you  stated  it  so 
clearly,  I  renew  the  suggestion  that  I  made  to  the  represent  a  ti^■es  of 
the  Department  of  Commerce.  If  the  administration  has  drafted  a 
reform  bill,  as  you  advise  us  is  the  case,  it  would  be  helpful  to  have 
it. 

i\Ir.  Kauper.  Mr.  Chairman,  I  was  here  during  your  statement  to 
Mr.  Bakke.  I  am  fully  aware  of  your  views  on  this.  We  are  endeav- 
oring to  get  tliis  bill  to  the  committee  as  rapidly  as  possible  within 
the  confines  of  establishing  the  administration  position. 
_  Senator  Hart.  You  have  got  the  administration  position  estab- 
lished and  a  reform  bill  drafted.  Number  2,  the  administration 
position  on  antitrust  is  still  in  the  cooker. 

It  would  be  hel])ful. 

Mr.  Kauper.  I  appreciate  that,  Mr.  Chairman. 

The  chairman  of  this  subconnnittee.  in  his  August  6,  1973,  letter 
to  the  Department  of  Justice  indicated  that  these  hearings  were  to 
include  five  subjects.  I  will  discuss  each  of  the  subjects  listed  in  that 
letter  in  turn.  The  positions  that  I  will  set  forth  are  based  on  the 
task  force's  work  and  reflect  the  positions  taken  in  the  administra- 
tion reform  bill. 
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Number  1  is  modification  of  patent  examination  proceedings  to 
provide  public  adversary  hearings.  S.  1321  contains  a  number  of 
provisions  designed  to  provide  public  adversary  hearings  within  the 
Patent  Office.  Section  122  provides  that,  prior  to  the  first  examina- 
tion of  an  application  for  patent,  the  Commissioner  shall  index, 
make  publicly  available  and  publish  the  application.  Under  section 
135(a),  any  person  may  then  notify  the  Commissioner  of  any  infor- 
mation which  may  have  a  beaiing  on  the  patentability  of  any  claim 
of  the  application.  Thereupon,  such  person  may  participate  as  a 
party,  in  an  advei'se  role  to  that  of  the  applicant,  throughout  the 
examination  proceeding.  Section  23  of  S.  1321  affords  the  opposer,  as 
a  paity,  the  right  to  discovery  governed  by  the  Federal  Rules  of 
Civil  Procedure  in  any  such  proceeding.  The  Patent  Office  is  given 
subpoena  power  to  enforce  discovery  orders. 

The  administration  is  in  full  agreement  that,  before  a  patent 
issues,  there  should  be  an  opportunity  for  interested  members  of  the 
public  to  appear  before  the  Patent  Office  in  opposition  to  its  issu- 
ance. The  primary  reason  why  such  a  proceeding  is  desirable  is  that 
it  tends  to  assure  that  more  relevant  information  concerning  patent- 
ability will  be  cojisidered  by  the  Office  prior  to  the  time  of  issuance. 
Under  the  present  system,  a  number  of  patents  that  the  Office  issues 
are  later  invalidated  in  court  because  the  patentee's  adversary  in 
such  subsequent  litigation  produces  highly  relevant  information  that 
was  never  considered  by  the  Patent  Office.  It  has  been  frequently 
asserted  that  in  excess  of  TO  percent  of  the  patents  litigated  in 
recent  years  have  been  held  invalid.  While  this  statistic  can  be  mis- 
used, it  is  still  alarming.  A  more  recent  study  demonstrates  that  in 
more  than  three-fourths  of  these  cases  the  Federal  courts  have  relied 
largely  on  prior  art  or  other  information  not  cited  to  or  considered 
by  the  Patent  Office  when  rendering  decisions  as  to  invalidity.  This 
strongly  suggests  that  the  primary  goal  of  patent  reform  should  be 
to  ixet  as  much  infoi'mation  concerning  patentability  from  all  sources 
— from  the  applicant  himself,  from  the  Office  search  files,  and  from 
membei's  of  the  public — before  the  Office  prior  to  issuance.  The  costs 
of  failure  to  make  such  changes  are  immense,  and  should  not  be 
measured  merely  in  terms  of  a  high  mortality  rate  for  issued  patents 
that  are  litigated  in  court. 

As  the  Supreme  Court  has  observed,  patent  litigation  is  particu- 
larly complex  and  expensive.  As  a  result,  many  alleged  infringers 
may  of  necessity  prefer  to  take  licenses  under  patents — even  ones  of 
dubious  validity — than  to  pay  the  costs  of  litigating.  The  availabil- 
ity of  an  opposition  proceeding  prior  to  issuance,  however,  provides 
another  meaningful  and  perhaps  considerably  more  attractive  alter- 
native— presenting  information  concerning  patentability  to  the 
Office.  The  Office  would  then  be  able  to  apply  its  expertise  at  the 
time  when  it  can  be  most  useful. 

The  opposition  proceeding  provided  in  the  administration  reform 
bill  would  take  place  after  the  Patent  Office  had  fully  reviewed  the 
application,  perhaps  rejecting  some  of  the  original  claims  and  nar- 
rowing others.  At  such  time,  a  "notice  of  allowability''  as  to  the 
application  would  issue  to  the  applicant.  Thereafter,  the  patent 
application   and  the   Patent   Office  file   concerning   its   prosecution 
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would  be  made  publicly  available,  and  the  Office  would  publish  this 
fact.  Fi'om  that  time,  a  3-month  period  will  be  provided  during 
which  any  person  who  wishes  to  oppose  issuance  may  request  further 
examination  of  the  published  application  on  the  basis  of  information 
he  submits  to  the  Office,  without  revealing  his  identity  to  the  patent 
applicant.  If  the  information  submitted  consists  of  patents,  publica- 
tions, or  other  documents  or  information  in  tangible  form  related  to 
the  state  of  the  art,  the  Commissioner  is  then  required  to  direct  such 
further  examination,  by  a  primary  examiner  other  than  the  one  who 
originally  examined  the  application. 

If  the  opposing  party  so  elects,  however,  he  may  identify  himself 
and  participate  in  a  public  opposition  proceeding  conducted  by  the 
Board  of  Examiners-in-Chief.  The  Board  could  refuse  to  conduct 
such  a  pi-oceeding  only  if  it  found  that  the  opposing  party  had 
offered  no  information  which  could  form  the  basis  for  the  Office  to 
determine  that  a  claim  in  the  application  is  not  allowable,  a  stand- 
ard similar  to  that  employed  in  ruling  on  summary  judgment 
motions  under  the  Federal  Rules  of  Civil  Procedure. 

In  an  opposition  proceeding  before  the  Board  of  Examiners-in- 
Chief,  the  opposing  party  would  be  entitled  to  submit  written  briefs, 
present  oral  argument  to  the  Board,  take  discovery  in  accordance 
with  the  Federal  Rules  of  Civil  Procedure,  present  oi-al  testimony, 
and  cross-examine  witnesses.  Two  types  of  proceeding  before  the 
Board  are  contemplated — first,  one  involving  the  interpretation  of 
only  documentary  evidence  as  to  the  state  of  the  art,  as  would  be 
disclosed,  for  example,  in  prior  patents  and  magazine  articles; 
second,  all  others,  including  proceedings  involving  fact  questions  as 
to  conduct,  prior  public  use  or  sale,  prior  inventorship,  and  the  like. 
In  the  former  type  of  proceeding,  discovery,  presentation  of  oral  tes- 
timony, and  cross-examination  would  all  be  somewhat  more  limited 
than  in  S.  1321,  but  these  rights  would  be  unconditionally  available 
to  o])posing  parties  in  the  latter  type  of  proceeding.  Even  in  the 
former  type  of  case,  however,  these  rights  would  be  available  upon  a 
showing  of  good  cause  to  the  Board. 

The  administration  bill  also  provides  that  opposition  proceedings 
before  the  Board  of  Examiners-in-Chief  are  open  to  the  public. 
Finally,  any  party  to  such  an  opposition  proceeding  may  take  an 
appeal  from  the  Board's  decision  pursuant  to  the  provisions  of  the 
chapter  of  the  administration's  reform  bill  governing  judicial  review 
of  Patent  Office  decisions. 

The  administration's  proposal  does  not  permit  the  public  to  par- 
ticipate in  an  adversary  role  throughout  the  examination  process,  as 
proposed  in  S.  1321.  There  are  several  reasons  for  this  difference. 
The  first  is  traditional.  One  of  the  rationales  used  to  explain  the 
patent  system  is  the  "contract  theory" — the  idea  that  the  Govern- 
ment induces  the  inventor  to  disclose  his  inventive  advance  in  sci- 
ence by  promising  him  a  limited  monopoly  in  exchange  for  full  dis- 
closure thereof  the  public.  Since  the  first  patent  statute,  however, 
disclosure  to  the  public  has  occurred  only  after  the  Government  has 
issued  a  patent.  Obviously,  all  proposals  for  opposition  proceedings 
prior  to  issuance  require  a  change  in  this  practice,  if  they  are  to 
work.  The  question  is  how  much  of  a  change  is  necessary  in  order  to 
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se^'ure  from  members  of  the  public  an  aclcqiiate  amount  of  informa- 
tion relevant  to  the  question  of  whether  any  given  patent  should 
issue. 

The  administration  bill  seeks  to  strike  a  balance.  Applications  will 
continue  to  be  examined  by  the  Office,  without  public  participation, 
primarily  on  the  basis  of  information  in  the  Office  search  files  and 
information  submitted  by  the  applicant.  Even  under  current  examin- 
ing procedures — and  I  will  briefly  describe  some  improvements  in 
those  procedures  that  the  administration  bill  makes  in  a  moment — 
Patent  Office  statistics  sliow  that  this  winnowing  process  results  in 
rejection  of  some  30  percent  of  the  applications  filed  and  a  substan- 
tial narrowing  of  the  scope  of  the  claims  contained  in  many  others. 
It  seems  that  there  is  no  need  for  public  participation  to  challenge 
claims  tliat  will  never  be  allowed  or  that  will  be  substantially  nar- 
rowed by  the  Office.  Thus,  the  administration  believes  that  the  opti- 
mum time  to  permit  public  participation  is  after  the  Office  has 
determined — first,  that  it  will  issue  a  patent,  and  second,  what  the 
scope  of  that  patent  should  be  based  on  all  of  the  information  then 
available  to  the  Office. 

A  second  reason  for  limiting  somewhat  the  direct  participation  of 
the  public  in  the  examining  process  is  the  concern  that  in  some  cases 
such  rights  may  be  abused,  particularly  by  one  or  more  financially 
powerful  and  entrenched  firms  to  forestall  the  issuance  to  a  new- 
comer of  a  patent  which  tlii-eatens  an  established  market  structure  or 
position.  Any  opposition  proceeding  can  be  misused  in  this  way,  and 
antitrust  enforcement  officials  will  have  to  be  particularly  vigilant  to 
see  that  such  abuse,  insofar  as  it  can  be  curbed  by  the  rules  articu- 
lated in  such  cases  as  California  Motor  Traivsport  and  Otter  Tail, 
does  not  occur.  But  the  simple  fact  is  that  the  longer  a  competitor 
has  to  oppose  the  application — in  S.  1321  virtually  from  the  date  it 
is  filed — the  greater  his  opportunity  for  unjust  harassment.  Again,  it 
seems  to  us  that  the  best  course  is  to  strike  a  balance,  and  that  is 
what  the  administration  proposal  for  opposition  proceedings  seeks  to 
do. 

Having  said  all  of  this,  I  must  recognize  that  unlike  S.  1321,  the 
administratio7i  bill  would  continue  the  secrecy  of  most  examination 
proceedings  before  the  Office.  The  ex  parte  nature  of  patent  examina- 
tion creates  greater  opportunity  for  abuse  by  an  unscrupulous  appli- 
cant, and  has  provoked  some  critical  comment  by  courts  and  com- 
mentators. However,  in  addition  to  the  opposition  proceeding 
proposed  by  the  administration,  our  reform  bill  would  make  a 
number  of  further  changes  in  Office  procedures  that  will  substan- 
tially reduce  the  possibility  of  abuse  of  the  ex  parte  nature  of  exami- 
nation proceedings.  We  propose,  as  does  S.  1321,  that  there  be  a  stat- 
utory dutj'  of  disclosure  upon  all  persons  appearing  before  the 
Office.  This  duty  reflects  existing  law,  and  is  more  specific,  and  we 
believe  more  effective,  than  that  articulated  in  S.  1321.  The  inventor 
would  file  an  oath  at  or  near  the  time  of  filing;  the  applicant, 
whether  inventor  or  owner,  would  also  have  to  file  an  appropriate 
statement,  instead  of  an  oath  as  provided  in  S.  1321,  shortly  after 
the  notice  of  allowance  of  the  patent.  Unlike  the  statement  by  attor- 
neys found  in  S.  1321,  the  administration  bill  would  provide  that 
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the  submission  of  papers  to  the  Office  by  the  responsible  patent 
attorney  would  be  deemed  to  be  an  affirmative  representation  to  the 
Office  that  there  has  been  compliance  with  the  statutory  duty  of  dis- 
closure. The  administration  bill  would  also  require  submission  by  the 
applicant  of  a  patentability  memorandum  or  brief,  which  would  be 
used  by  the  Office  during  the  examination  process.  Unlike  S.  1321, 
liowever,  the  Commissioner  would  be  given  the  option,  after  an 
appropriate  report  to  Congress  in  five  years,  of  determining  whether 
or  not  to  continue  to  require  such  a  brief,  or  to  modify  the  applica- 
bility of  the  requirements  of  the  bill. 

Also,  the  administration  bill  would  organize  examination  proceed- 
ings more  like  regular  adjudicatory  proceedings  and  provide  for  the 
making  of  a  full  record  of  Office  actions.  The  examiner  would  be 
specifically  empowered  to  control  the  examination  proceeding.  The 
Administration  Bill  would  further  require  that  assertions  of  fact  be 
reduced  to  writing,  and  that  they  be  supported  by  empirical  data, 
unless  the  applicant  submits  an  appropriate  showing  that  there  is  a 
reasonable  basis  on  wliich  to  di'aw  the  conclusion  stated.  ^Moreover, 
if  he  considers  it  desirable  the  examiner  would  be  empowered  to 
request  of  the  applicant  further  support  of  any  assertions  of  fact  or 
contentions  of  law.  ]\Iany  of  these  provisions  are  not  found  in  S. 
1321. 

Although  I  will  discuss  this  subject  in  more  detail  when  I  move 
on  to  the  Office  of  the  Public  Counsel  proposed  in  S.  1321  it  is 
appropriate  to  note  here  that  under  the  administration  bill  the  pri- 
mary examiner  would  also  be  able  to  request  the  assistance  of  an 
officer  within  the  Office,  who  then  would  be  able  to  participate  as  an 
adversary  to  the  applicant  in  the  examination  proceeding. 

iNIoreover,  the  administration  bill  provides  that  all  decisions  by 
the  Office  shall  be  in  writing  and  follow  the  requirements  of  the 
Administrative  Procedure  Act  that  reasons  be  given  that  furnish  an 
adequate  basis  for  Office  actions.  And,  whenever  the  patentability  of 
a  claim  is  to  be  decided  by  the  Patent  Office,  the  bill  expressly  states 
that  the  applicant  has  to  meet  the  Administrative  Procedure  Act's 
rule  that  the  proponent  of  an  order  has  the  burden  of  establishing 
that  tlie  claim  is  allowable.  All  final  or  nonfinal  decisions  by  the 
Office  involving  the  interpretation  of  title  35  or  regulations  promul- 
gated thereunder  would  hereafter  be  made  public,  subject  to  appro- 
priate safeguards. 

We  believe  that  the  sum  of  these  procedural  changes  will  be  to 
make  Patent  Office  proceedings  more  like  those  of  the  familiar 
administrative  agencies,  to  permit  the  Office  to  secure  from  appli- 
cants all  information  within  theii-  control  which  is  needed  to  pass  on 
patentability,  and  to  assure  pre})aration  of  a  complete  record  of  the 
proceeding.  The  latter  consideration  is  especially  important,  since 
this  improved  record  of  Office  proceedings  will  be  available  both  to 
potential  opposers  after  notice  of  allowability  and  to  litigants  in 
subsequent  couit  cases  concerning  issued  patents. 

I  now  turn,  Mr.  Chairman,  to  the  creation  of  the  Office  of  Public 
-Counsel .  S.  1321  would  create  an  Assistant  Commissioner  of  the 
Patent  Office,  designated  the  Public  Counsel,  and  section  3(d)  gives 
this  Jicw  official  a  number  of  responsibilities.  He  has  the  full  rights 
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of  any  third  party  before  the  Office.  He  may  intervene  in  any  Office 
proceeding,  or  take  an  appeal  therefrom.  He  is  to  defend  or  prose- 
cute appeals  from  any  final  action  of  the  Patent  Office.  He  ma}'  con- 
duct such  investi<2:ations  as  are  appropriate  to  carry  out  the  purposes 
of  title  35.  He  is  specifically  made  independent  of  the  Commissioner 
of  Patents  in  the  performance  of  these  duties,  and  may  not  b& 
removed  from  office  by  the  Commissioner. 

The  administration  bill  does  not  provide  for  an  independent 
Public  Counsel  with  responsibilities  of  this  scope.  One  of  the  con- 
cerns of  the  administration  and  the  task  force  has  been  that  the  very 
breadth  of  the  responsibilities  conferred  upon  the  Public  Counsel  by 
S.  1321  would  be  likely  to  impede  the  effective  performance  of  any 
one  of  those  functions,  particularly  when  the  workload  of  the  Patent 
Office  is  prcvsently  running  at  about  115,000  applications  filed  eaclr 
3'ear. 

Thus,  the  administration  bill  would  require  the  Commissioner  to 
appoint  an  officer  in  such  organizational  structure  as  he  and  the 
Depai-tment  of  Commei'ce  decide.  The  administration  bill  also 
attempts  more  specifically  to  define  the  officer's  role,  in  the  belief 
tl)at  such  definition  Avill  maximize  his  effectiveness  and  usefulness, 
Tliis  officer  would  be  empowered  (but  not  obligated)  to  participate 
as  an  adversary  in  an  examination  or  other  proceeding  upon  the 
request  of  a  primary  examiner,  or  tlie  Board  of  Examiners-in-Chief, 
would  be  obliged  to  defend  (but  could  not  initiate)  appeals  to  the 
Board  of  Examiners-in-Chief  and  the  courts,  and  would  conduct 
investigations  pursuant  to  authority  similar  to  that  proposed  in  sec- 
tion 2i  of  S.  1321.  Unlike  S.  1321,  however,  this  officer  would  not 
have  independent  authority  to  intervene  in  examination  proceedings, 
nor  would  he  be  able  to  appeal  to  the  allowance  of  claims  by  the 
Office.  He  would  not  be  appointed  by  the  President,  by  and  with  the 
advice  and  consent  of  the  Senate,  as  provided  in  S.  1321.  However, 
the  Department  of  Commerce  could,  and  presumably  would,  make 
the  officer's  post  one  in  career  civil  service. 

We  believe  that  two  aspects  of  the  officer's  role  as  defined  by  the 
administration  bill  are  especially  significant.  First  is  the  officer's 
ri'sponsibility  to  defend  the  rejction  of  claims  by  an  examiner  when 
tlie  applicant  appeals  such  rejection  to  the  Board  of  Examiners-in- 
Chief.  This  is  an  improvement  over  existing  practice,  under  which 
the  examiners  must  defend  their  decisions  before  the  Board — a  prac- 
tice which  has  generated  criticism  to  the  effect  that  it  will  bias 
examiners  against  rejection  and  in  favor  of  allowance.  Such  practice 
also  makes  a  patent  examiner  both  a  judge  and,  subsequently,  an 
adversary  litigant.  Second  is  the  provision  that  a  request  from  a  pri- 
mary examiner  serves  as  the  trigger  for  the  officer's  participation  in 
the  examination  proceeding.  This  should  serve  to  make  certain  that 
significant  proceedings  involving  important  legal  and  factual  issues 
occupy  the  officer's  time,  since  the  Office  personnel  closest  to  the 
application  process — the  examiners — will  be  free  to  request  assist- 
ance from  the  officer  through  their  primary  examiners.  Such  assist- 
ance would,  of  course,  include  discovery  if  necessary. 

Xow  let  me  turn  to  deferred  examination.  Chapter  18  of  S.  1321 
would  create  a  system  of  deferred  examination  of  patents.  Unless  an 


298 

applicant  requested  immediate  examination  of  his  application,  it 
would  be  examined  for  formal  matters  and  then  published.  For  up 
to  5  years  thereafter,  examination  would  be  automatically  deferred 
unless  the  applicant  or  any  member  of  the  public  upon  payment  of 
the  basic  examination  fee  requested  examination.  If  5  years  pass 
without  any  such  request  for  examination,  the  application  would  be 
regarded  as  abandoned.  Presumably  as  a  further  inducement  to 
applicants  to  defer,  section  153(b)  of  S.  1321  provides  that  the  term 
of  a  patent  shall  be  extended  by  the  amount  of  time  examination 
was  deferred. 

The  basic  argument  in  favor  of  deferred  examination  is  that  the 
expense  and  burden  of  an  examination  proceeding,  both  on  the 
applicant  and  the  Patent  Office,  could  bo  deferred,  and  perhaps 
avoided  altogether,  for  alleged  inventions  whose  commercial  viabil- 
ity is  not  apparent  at  the  time  of  filing.  If  the  claimed  subject 
matter  later  proves  significant,  examination  can  be  had  on  the  basis 
of  the  applicant's  original  filing  date;  if  no  significance  appears,  the 
applicant  can  let  the  application  go  abandoned  after  5  yeai*s.  In 
short,  the  applicant  can  wait  to  see  whether  examination  is  "worth 
the  candle."  In  cases  where  he  decides  it  is  not,  he  may  avoid  the 
expense  and  the  Office  will  never  have  to  devote  its  examiners'  time 
and  eifort.  Theoretically,  this  permits  the  Office  to  devote  more  time 
to  the  examination  of  those  applications  of  some  commercial  signifi- 
cance. 

There  are,  however,  costs  to  such  a  system,  and  the  administration 
has  decided — after  careful  study- — not  to  include  such  a  system  in  its 
reform  bill.  The  Department  of  Commerce  has  already  stated  that, 
in  its  view,  such  a  system  would  not  in  fact  result  in  a  significant 
savings  of  examination  time.  I  cannot  shed  further  light  on  their 
assessment  of  Office  statistics,  to  which  I  defer  here.  I  would,  how- 
ever, like  to  express  the  administration's  concern  about  a  system  of 
deferred  examination  from  the  standpoint  of  competition  policy. 

Under  S.  1321,  and  all  other  proposals  we  have  seen  for  deferred 
examination,  applications  whose  examination  is  deferred  would  be 
published.  But  current  Patent  Office  experience  indicates  that  only 
about  70  percent  of  all  applications  filed  will  ultimately  issue  as  pat- 
ents. ]\Ioreover,  even  those  applications  which  do  mature  into  patents 
are  often  amended,  during  the  examination  process,  to  narrow  sub- 
stantially the  scope  of  the  monopoly  coverage.  As  a  result  of  publi- 
cation of  deferred  applications,  however,  competitors  and  potential 
entrants  into  a  market  would  face  in  such  applications  a  number  of 
claims  to  monopoly  power  that,  upon  Office  examination,  could 
prove  either  totally  unjustified,  or  overly  broad.  These  businessmen 
wo\ild  not  know  which  claims  were  legitimate  and  which  were  spu- 
rious. There  is  the  added  danger,  too,  that  applicants,  realizing  this, 
would  have  an  incentive  to  draft  claims  far  broader  than  those  they 
could  reasonably  expect  to  issue  from  the  Office  after  full  examina- 
tion. 

We  recognize  that  section  192  of  S.  1321  would  permit  members  of 
the  public — particularly  competitors  of  the  applicant — to  start  the 
examination  process,  if  they  are  willing  to  pay  the  basic  examina- 
tion fee.  It  is  true  that  this  permits  competitors  or  potential  new 
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entrants  to  trigger  machinery  that  might  eliminate  or  narrow  these 
unjustified  monopoly  claims.  However,  given  the  delay  inherent  in 
any  examination  proceeding,  we  do  not  believe  that  this  safeguard  is 
adequate  to  obviate  the  "'chilling  effect"  these  deferred  applications 
would  have  on  legitimate  research,  potential  investments,  or  other 
desirable  competitive  activity. 

Now,  I  will  deal  with  the  question  of  maintenance  fees.  S.  1321 
permits  the  Commissioner  to  prescribe  regulations  setting  fees  to  be 
charged  for  the  examination  of  patent  applications,  and  other  serv- 
ices of  the  Office.  Section  41  (b)  requires  those  fees  to  effect  an  over- 
all recovery  in  the  range  of  65  to  75  percent  of  the  costs  of  opera- 
tion of  the  Office,  with  a  maxinuun  charge  for  simple  patents  of 
$100.  Section  41(b)  also  permits  fee  exemptions  in  order  to  benefit 
and  encourage  individual  inventors  and  small  businessmen. 

More  significantly,  however,  S.  1321  provides  for  a  system  of 
annual,  accelerated  maintenance  fees,  starting  at  $1,000  per  year 
beginning  the  fourth  year  after  a  patent  issues.  Section  41  (c)(2) 
provides  that  these  maintenance  fees  may  be  deferred  if  the  patentee 
establishes  either  that  he  has  made  a  good  faith  effort  commercially 
to  work  the  subject  matter  patented  but  was  unsuccessful  due  to  cir- 
cumstances beyond  his  control,  or  that  he  is  otherwise  unable  to  pay 
any  such  maintenance  fee. 

The  administration  agrees  with  the  concept  of  giving  the  Commis- 
sioner discretion  to  set  his  fees  so  that  the  Patent  Office  recovers  65 
to  75  percent  of'  the  costs  of  its  operation.  The  Administration 
Reform  Bill  would,  however,  give  the  Commissioner  more  discretion 
to  determine  the  appropriate  rate  schedule.  He  would  be  able  to  set 
the  initial  filing  fee  low  enough  as  not  to  discourage  applicants  from 
coming  to  the  Office,  as  long  as  the  final  examination  and  publishing 
fee  he  charged  for  issuing  a  patent  would  cover  the  desired  range  of 
cost  recovery.  Unlike  S.  1321,  there  would  be  no  set  maximum  fee, 
nor  would  the  Commissioner  be  able  to  prescribe  fee  exemptions. 

The  administration  bill  also  proposes  a  system  of  maintenance  fee 
payments  after  a  patent  issues.  Our  bill  is  similar  in  principle  to  S. 
1321  on  this  score,  but  different  in  form  and  timing.  Our  proposal  is 
to  require  that  the  patentee,  during  the  life  of  his  patent,  file  two 
statements  with  the  Office  indicating  whether  or  not  he  or  any 
person  in  privity  with  him  is  commercializing  the  subject  matter  of 
any  claim  or  claims  of  his  patent,  or  whether  good  faith  efforts  are 
being  directed  toward  such  commercialization.  The  required  state- 
ment also  must  explain  and  describe  the  acts  and  steps  which  have 
actually  been  undertaken  in  respect  of  such  actual  or  attempted  com- 
mercialization. The  first  of  these  statements  must  be  filed  10  years 
after  the  beginning  of  the  patent  term,  and  the  second  15  yeai"S  from 
the  beginning  of  the  term. 

If  the  subject  matter  is  not  being  so  commercialized  by  the  paten- 
tee or  a  licensee,  however,  the  administration  bill  provides  that  the 
patent  shall  lapse  unless  the  patentee  pays  a  fee  of  at  least  $1,000 
and  $2,500,  respectively,  at  the  10th  and  15th  years.  The  fee  is  not 
due  every  year,  as  in  S.  1321.  But  unless  the  patented  subject  matter 
was  being  commercialized  in  the  manner  provided  by  the  statute, 
the  patent  would  lapse  if  the  patentee  did  not  pay  the  fee,  which 
could  not  be  waived  or  deferred. 
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We  believe  that  this  proposal  will  encourage  patentees  to  examine 
carefully  the  question  of  whether  patents  which  they  have  secured 
are  serving  any  economic  purpose,  and  to  do  so  at  least  two  occa- 
sions during  the  20-year  patent  term.  If  in  fact  patents  are  not 
being  used  by  their  owners  or  by  licensees  thereof,  substantial  fees 
such  as  those  proposed  in  the  administration  bill  should  encourage 
early  dedication  of  the  subject  matter  to  the  public.  Tlius,  such  pat- 
ents would  be  removed  from  the  economy  as  potential  clogs  on  com- 
merce. This  result  can  only  be  viewed  as  procompetitive.  Again, 
while  there  are  similarities  here  to  the  proposals  contained  in  S. 
1321,  an  annual  fee  might  impose  substantial  administrative  and 
financial  burdens  on  both  the  Patent  Office  and  patentees.  In  addi- 
tion, there  is  some  danger  that  fees  that  are  imposed  too  early  in  tlie 
patent  term  would  have  the  effect  of  penalizing  the  patentee — who 
may  be  an  individual  or  a  small  business  without  extensive  financial 
resources — that  has  disclosed  a  truly  significant  inventive  advance, 
an  invention  far  enough  ahead  of  its  time  that  real  commerciali- 
zation takes  a  number  of  years  to  achieve.  Even  a  chance  to  defer 
maintenance  fees  is  not  a  completely  adequate  solution,  for  the  prep- 
aration and  the  processing  of  such  requests  impose  additional  bur- 
dens on  both  patentees  and  the  Patent  Office.  Accordingly,  the 
Administration's  proposal  as  to  sucli  fees  again  seeks  a  means  of 
minimizing  burdens  and  risks  attending  such  fees  while  furtliering 
the  desirable  goal  of  clearing  the  books  of  unused  patents  prior  to 
the  time  their  full  terms  wo\ild  run. 

Lastly,  let  me  address  the  question  of  establishing  the  Patent 
Office  as  an  independent  agency.  S.  1321,  in  section  2.  would  make 
the  Patent  Office  an  independent  agency  rather  than  continuing  it  as 
part  of  the  Department  of  Commerce. 

The  administration  opposes  such  a  change  in  administrative  struc- 
ture, primarily  on  the  basis  of  the  arguments  advanced  earlier  by 
the  Department  of  Commerce.  I  would  add  to  that,  however,  an 
observation.  The  administration  reform  bill  contains  some  language 
designed  to  insure  that  Office  decisions  will  continue  to  be  made,  as 
they  have  always  been  made  in  the  past,  solely  on  the  basis  of  a  rea- 
soned application  of  law  to  particular  facts.  Thus,  the  administra- 
tion bill  provides  tliat  the  Patent  Office  is  subject  to  the  Administra- 
tive Procedure  Act,  5  U.S.C.  sections  551-559,  701-706,  and 
contains  statutory  language  that  would  provide  that  tlie  Office  ''shall 
function  independently  of  the  Department  of  Commerce  in  the  exer- 
cise of  discretion  concerning  its  adjudicatory  functions." 

Thank  you  very  much,  Mr.  Chairman,  for  the  opportunity  to 
express  our  views  on  these  five  subjects,  as  I  am  sure  you  are  aware, 
most  issues  connected  with  patent  reform  cannot  be  considered  in  a 
vacuum.  As  my  testimony  today  indicates,  almost  every  issue  relates 
to  one  or  more  other  questions  and  one  must  always  keep  in  focus 
the  totality  of  the  reform  proposal  being  advanced.  Let  me  conclude 
by  stating  that  the  remainder  of  our  views  on  S.  1321  will  be  appar- 
ent when  the  administration  reform  bill  is  submitted  to  the  Congress. 
I  hope  this  discussion  of  some  comparisons  between  that  bill  and  S. 
1321  has  been  helpful  to  this  subcommittee. 

Senator  Hart.  Thank  you,  Professor. 
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As  I  followed  your  testimony,  I  realized  how  correct  you  were 
when  you  said  it  was  a  statement  tliat  was  not  susceptible  to  sum- 
mary. It  was  an  effectively  prepared  presentation. 

The  elements  of  the  administration  bill  that  you  describe  in 
response  to  the  five  subject  areas  that  we  specifically  asked  about  all 
seem  to  be  in  the  direction  of  solid  reform.  We  disagree,  as  you  indi- 
cated, on  particulars,  but  the  direction  is  the  same. 

What  about  some  of  the  things  that  apparently  are  omitted — at 
least  you  have  omitted  them  in  the  presentation  ?  I  am  going  to  enu- 
merate six  areas  and  inquire  whether  these  proposals  were  consid- 
ered and  rejected  or  whether  they  were  simply  not  considered.  It 
may  be  necessary  that  you  respond  for  the  record  later.  Perhaps  you 
can  respond  to  some  or  all  now. 

Did  the  administration  consider  changing  the  standard  of  inven- 
tion fixed  in  section  103  ? 

Mr.  Kauper.  I  think,  Mr.  Chairman,  it  would  be  fair  to  say  that 
consideration  has  been  given  to  making  a  change  to  that,  and  no 
changes  have  been  made. 

Senator  Hart.  The  second,  changing  the  standard  of  novelty  in 
section  102. 

]Mr.  Kauper.  My  understanding,  Mr.  Chairman — and  I  think  as 
with  virtually  all  of  the  provisions  of  almost  all  these  proposed  bills 
mentioned  at  the  outset  of  my  statement — full  consideration  was 
given  to  changing  those  provisions  as  well.  Basically,  we  are  retain- 
ing the  existing  provisions. 

Senator  Hart.  That  answer  would  apply,  then,  to  changing  the 
standard  of  utility  under  section  101,  an  proposed  by  the  APLA? 

oNIr.  Kauper.  I  think  the  administration  bill — and  I  must  say, 
sometimes  I  am  a  little  confused  on  some  of  these — but  we  have 
decided  against  any  proposals  to  significantly  change  the  law  on 
utility.  There  have  been  a  number  of  proposals  made  dealing  with 
such  things  as  utility  in  research,  that  sort  of  thing.  They  are  not 
part  of  it. 

Senator  Hart.  The  fourth,  changing  the  presumption  of  validity. 
That  is  section  282  in  the  proposal. 

Mr.  Kauper.  The  present  law  on  that,  we  believe,  is  effective,  and 
we  have  considered  a  number  of  proposals  with  respect  to  that  pro- 
vision. No  changes  have  been  made,  Mr.  Chairman. 

Senator  Hart.  Fifth,  the  creation  of  a  specialized  patent  court, 
apart  from  the  normal  judicial  system  and  the  inter-relationship  of 
the  Administrative  Proceedings  Act. 

Mr.  Kauper.  I  think,  ]Mr.  Chairman,  there  is  no  such  provision.  I 
think,  in  respect  to  a  specialized  court,  that  this  is  an  idea  that  I  am 
sure  you  are  aware  is  involved  in  other  matters  with  which  we  have 
some  involvement.  My  general  feeling  has  always  been  that  I  prefer 
generalists  on  matters  such  as  this.  There  is  no  such  provision  for  a 
specialized  patent  court  in  the  administration  bill. 

Senator  Hart.  I  instinctively  have  this  feeling  that  generalists  are 
better,  until  I  found  myself  chairing  a  patent  hearing.  Then,  I  am 
not  so  sure. 

Mr.  Kauper.  Being  on  this  side,  it  does  shake  my  confidence  in 
that  statement  a  little.  I  think  I  would  have  to  agree,'Mr.  Chairman. 

23-932 — 74 20 
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Senator  Hart.  Sixth,  did  you  intend  to  change  existing  law  by 
adopting  a  proposal  for  assignee  filing? 

Mr.  Kauper.  a  wide  variety  of  assignee  filing  provisions  was  con- 
sidered. Basically  speaking,  the  administration  bill  does  permit  an 
assignee  to  file  papers,  subject  to  the  protections  for  the  individual 
inventor.  It  does  not,  however,  change  the  existing  substantive  law 
with  respect  to  joint  inventorship  or  identifying  inventive  contribu- 
tions by  different  individuals. 

Senator  Hart.  There  is  no  need  to  review  with  you  the  up-and- 
downhill  business  of  the  antitrust  treatment  and  the  subcommittee 
and  committee's  action  last  year  and  the  year  before  last. 

Let  us  find  out,  to  the  extent  that  you  are  free  here,  your  own  feel- 
ing, the  Department's  feeling,  the  administration's  feeling,  on  this 
matter.  Professor  Turner  and  Judge  McClaren,  your  predecessors, 
opposed  the  inclusion  of  antitrust  licensing  provisions  in  the  patent 
reform  legislation.  Then  Commissioner  of  Patents,  Commissioner 
Brenner,  opposed  the  inclusion  of  such  a  provisions  in  1967  and 
1968. 

Since  then,  I  believe,  the  Patent  Office  has  changed  its  position.  I 
would  like  to  know  the  present  views  of  the  Anti-Trust  Division  on 
the  need  for  such  antitrust  provisions. 

Mr.  Kauper.  Mr.  Chairman,  I  do  not  believe  it  would  be  appro- 
priate at  this  time  for  me  to  answer  that.  An  administration  posi- 
tion is  being  developed  with  respect  to  that  issue  and  will  be 
resolved,  I  hope,  very  shortly.  At  that  point,  I  would  be  perfectly 
happy  to  discuss  that  decision  and  its  merits  or  lack  of  merits.  I 
think  it  important  that  we  proceed  with  formulating  the  administra- 
tion position. 

We  have  a  request,  as  I  recall,  from  the  chairman  of  this  subcom- 
mittee for  an  administration  position  on  this  issue.  And  in  an 
attempt  to  comply  with  that,  I  think  we  had  better  keep  on  the  tract 
that  we  are  presently  on. 

While  I  would  be  more  than  happy  to  discuss  this  with  you  in 
any  forum  you  may  like  once  the  decision  is  made,  I  think  I  should 
wait  until  that  time. 

Senator  Hart.  This  may,  at  least,  signal  the  delay  that  would  be 
involved  if  there  are  antitrust  provisions.  I  think  we  would  have  to 
take  you  up  on  your  offer  to  come  in  and  talk  about  it. 

Mr.  KuAPER.  I  would  assume  so,  Mr.  Chairman. 

Senator  Hart.  I  should  indicate  that  a  vote  has  been  scheduled  in 
the  Senate  to  begin  about  noon,  but  I  would  anticipate  that  we  will 
be  able  to  conclude  before  a  recess. 

This  is  not  the  most  important  thing  in  all  the  testimony  given  us, 
but  why  do  you  say  that  the  administration  bill  is  going  to  have  the 
patentability  brief  requirement  expire  after  5  years  ? 

JSIr.  Kauper.  I  think  there  has  been  a  feeling  that  this  is  simply  a 
way  to  re-evaluate  its  effectiveness  and  whether  there  are  other 
means  of  securing  the  same  information. 

There  seems  to  be  some  confusion  in  the  actual  meaning  of  the 
statement,  as  to  whether  it  actually  expires  within  5  years.  The 
Commissioner  is  given  some  options  after  5  years.  What  it  is 
designed  to  do,  without  going  into  details  of  it,  because  there  might 
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be  some  disagreement  about  the  precise  meaning  of  that,  is  to  permit 
a  re-evakiation  of  the  requirement  at  a  particular  point  in  time  and 
permit,  to  a  certain  degree,  some  redesignation  by  regulation—per- 
haps even  as  to  classes  of  cases  where  the  brief  would  be  required. 
The  requirement  is  mandatory  at  the  outset  of  the  bill.  But  the  pro- 
vision I  have  been  discussing  would  create  some  flexibility  for  the 
Commissioner,  as  well. 

Senator  Hart.  I  asked  this  in  part  because  twice  the  Patent  Office 
tried  to  require  this  patentability  brief  by  rulemaking,  and  it  was 
included  in  the  bill  of  1971. 

I  am  not  sure  that  either  of  us  will  have  a  better  understanding  at 
the  end  of  these  next  several  questions  as  to  where  we  should  be  on 
how  many  years,  but  let  me  try  anyway. 

You  i-ecommended  a  20-year  patent  term.  That  is  3  years 

Mr.  Kauper.  From  the  date  of  filing. 

Senator  Hart  [continuing].  From  the  date  of  filing,  a  3-year 
increase  over  the  present. 

Mr.  Kauper.  Well,  the  extent  to  which  it  is  an  increase,  of  course, 
depends  on  when  you  begin  the  term. 

Senator  Hart.  Your  bill  and  ours  start  the  term  from  the  date  of 
filing  rather  than  the  date  of  issuance  ? 

Mr.  Kauper.  That  is  i-ight. 

Senator  Hart.  The  Patent  Office  expects  to  get  to  its  goal  of  an 
18-month  pendency  period.  Assuming  that  happens,  we  would  calcu- 
late the  new  patent  term  at  I814  years. 

Mr.  Kauper.  I  understand  your  arithmetic.  A  20-year  term,  of 
course,  is  the  term  that  was  in  the  committee  print  earlier. 

Senator  Hart.  What  I  am  really  leading  up  to,  without  arguing 
18  months,  good  or  bad — does  the  Department  have  or  know  of  any 
economic  study  that  suggests  20  years? 

Mr.  Kauper.  I  think  the  answer  to  that  is  no. 

Senator  Hart.  On  the  business  of  the  potential  anticompetitive 
effect  in  this  business  of  deferred  examination,  it  is  your  judgment 
that  it  could  or  would  be  anticompetitive  because  competitors  would 
not  know  which  claims  might  be  allowed  and  hence  would  be  disad- 
vantaged. 

Let's  assume  that  to  be  correct — could  you  not  argue  that  that 
would  be  better  than  the  issuance  of  a  large  number  of  low  quality 
patents  ? 

Mr.  Kauper.  Yes;  I  think  that  is  true,  Senator.  I  think  if  one 
assumes  that  there  is  going  to  be  a  large  number  of  low  quality  pat- 
ents issued,  then,  weighing  all  various  competitive  factors,  obviously 
that  becomes  fairly  important. 

I  think,  however,  discussing  deferred  examination,  that  there  are  a 
vareity  of  choices  that  are  present  here.  One  way  is  to  proceed  along 
the  deferred  examination  route.  Another  is  to  say,  the  best  way  to 
improve  the  quality  of  issued  patents  is  to  get  the  most  effective 
examination  as  rapidly  as  possible  from  the  outset.  This  provides 
more  certainty.  It  may  assure  quality  from  the  outset. 

And  I  think  what  we  are  saying  is  that  we  believe,  in  essence,  that 
that  is  the  preferable  course,  rather  than  starting  down  the  path  of 
a  deferred  examination  system. 
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Now,  obviously,  one's  views  depend  on  how  successful  one  thinks 
the  process  will  be. 

Senator  Hart.  Thank  you  very  much. 

Mr.  IvAUPER.  Thank  you,  sir. 

Senator  Hart.  There  being  a  vote  occurring  now,  I  would  suggest 
a  recess  until  2  o'clock. 

[AVhereupon.  at  12  p.m.,  the  subcommittee  was  recessed  to  recon- 
vene at  2  p.m.,  the  same  day.] 

AFTERNOON  SESSION 

Senator  Hart.  The  subcommittee  will  be  in  order. 
INIr.  Brexnan.  Mr.  Chairman,  the  first  witness  this  afternoon  is 
Mr.  Dunne  of  the  Patent  Office  Society. 

STATEMENT   OF  MR.   JERRY  DUNNE,   CHAIRMAN,   LEGISLATION 
COMMITTEE,  PATENT  OFFICE  SOCIETY 

Mr.  Dunne.  Mr.  Chairman,  members  of  the  committee,  my  name 
is  Jerry  Dunne.  I  am  the  chairman  of  the  Legislative  Committee  of 
the  Patent  Office  Society. 

I  wish  to  state  for  the  record  that  I  am  appearing  here  today  on 
annual  leave,  and  that  I  am  an  employee  of  the  Patent  Office. 

The  Patent  Office  Society  is  an  organization  devoted  to  the  fur- 
therance of  the  patent  and  trademark  systcjus  and  the  professional 
development  of  its  members.  The  society  numbers  among  its  mem- 
bers over  1,100  Examiners  and  other  professionsl  of  the  Patent 
Office.  This  represents  over  90  j^ercent  of  the  total  number  of  profes- 
sional employees  in  the  Patent  Office.  Although  many  of  its  members 
are  employees  of  the  Patent  Office,  the  society  conducts  its  affairs 
independently  of  the  Patent  Office,  thus  this  report  does  not  reflect 
and  should  not  be  construed  to  be  the  views  of  the  Patent  Office 
administration. 

establishment  of  the  patent  office  as  an  independent  agency 

Section  2  of  S.  1321  provides  for  the  establishment  of  the  Patent 
Office  as  an  independent  agency.  The  Patent  Office  Society  favors  in 
principle  such  an  administrative  restructuring. 

The  Patent  Office,  in  fulfilling  its  duties  in  administering  the 
patent  system,  afi'ects  three  sepai'ate  sectors  of  the  national  commu- 
nit}".  The  decisions  and  policies  of  the  Office  affect  the  business  com- 
munity, the  scientific  community,  and  the  consuming  public.  Pres- 
ently, decisions  of  policy  effecting  the  patent  system  are  influenced 
by  the  Secretary  of  Commerce,  who  is  charged  with  furthering 
American  business  interests,  the  Assistant  Secretary  for  Science  and 
Technology,  charged  with  furthering  the  interests  of  the  scientific 
community,  and  the  Patent  Office  administrative  personnel.  The 
divergent  and  possibly  competing  interests  of  these  various  sectors 
provides  for  at  best,  a  decisionmaking  process  responsive  to  the 
interests  of  the  various  sectors  and  at  a  minimum,  competing  policy 
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interests  that  frustrate  attempts  at  positive  and  effective  manage- 
ment. 

S.  1321  provides  an  administrative  restructuring  that  would  retain 
tlie  positive  aspects  while  diminishing  the  negative  influences  in  the 
present  administrative  feedback  between  the  Commerce  Department 
and  the  Patent  Office.  Section  10  of  the  proposed  bill,  providing  for 
the  Advisory  Council  on  the  Patent  System,  insures  the  necessary 
input  to  the  decisionmaking  process  from  those  sectors  of  the  citi- 
zenry affected  by  the  policy  decisions  of  the  Patent  Office.  Section  2 
of  S.  l'>21,  establishing  the  Patent  Office  as  an  independent  agency, 
frees  the  Office  from  the  possibility  of  its  programs  and  policy  deci- 
sions being  affected  by  interests  and  influences  not  in  the  best  inter- 
ests of  the  general  public  nor  the  patent  system. 

I  would  like  to  mo\e  on  to  the  creation  of  the  Office  of  Public 
Counsel.  Section  8(d)  of  S.  1321,  creates  the  Office  of  Public  Coun- 
sel. The  Patent  Office  Society  favors  in  principal  the  creation  of 
such  a  position  within  the  Office. 

The  creation  of  the  Office  of  Public  Counsel  will  place  additional 
burdens  upon  some  patent  applicants  of  time  and  expense.  Whenever 
the  Public  Counsel  intervenes  in  any  proceeding,  the  applicant  will 
incur  additional  legal  expenses  and  possibly  a  delay  in  issuance  of 
his  patent.  However,  by  the  very  nature  of  the  Public  Counsel's  mis- 
sion, that  is,  to  intervene  in  the  public  interest,  the  Public  Counsel 
will  participate  in  patent  aj^plications  they  will  have  a  perpensity  to 
be  of  significant  economic  influence  and  thus  of  great  value  to  the 
applicant.  laider  such  conditions,  the  additional  expense  that  may 
attach  to  the  applicant  will  not  defer  him  from  filing  nor  unduly 
prejudice  his  right  to  the  patent  monopoly,  which  offers  him  such 
potential  benefits.  When  the  Public  Counsel  intervenes  in  the  pro- 
ceedings before  the  Office  on  applications  of  substantial  economic 
intei'est  to  the  nation,  the  additional  expense  to  the  applicant  and 
the  government  is  justified  to  insure  such  patent  applications  receive 
the  best  possible  consideration  in  the  Office,  to  protect  not  only  the 
interests  of  the  public,  but  also  the  rights  of  the  applicant. 

The  specific  statutory  language  of  section  3(d)  of  S.  1321  is 
objected  to,  as  can  be  noted  in  appendix  A.  It  is  the  position  of  the 
society  that  certain  safeguards,  to  insure  proper  qualifications  of  the 
public  counsel  and  adequate  staff,  be  provided.  Further  the  language 
requiring  review  of  all  Office  proceedings  places  an  undue  burden  on 
the  j^ublic  counsel.  To  monitor  all  proceedings  would  require  a  staff 
approaching  in  size  that  of  the  examining  corps.  It  is  urged  that 
such  a  large  allocation  of  manpower  would  better  be  used  elsewhere 
within  the  Office  with  more  dramatic  results  in  improving  the  patent 
system.  Further  it  is  suggested  that  the  specific  delineations  of  when 
it  is  necessary  or  appropriate  for  the  public  counsel  to  intervene  or 
participate  in  Office  proreedings  are  too  restrictive  and  should  be 
deleted,  enabling  the  public  counsel  to  take  action  whenever  appro- 
priate and  not  be  limited  by  specific  statutory  language  defining  his 
authorization.  Attention  is  directed  to  appendix  A,  which  contains 
the  society  recommendations  on  specific  statutorv  lauiiuao-e  of  section 
3(d).  ^        ^ 
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[The  information  referred  to  follows :] 

Statement  of  the  Patent  Office  Society 
appendix  a 

The  following  are  the  changes    and  reasons  for  same.  Material  to  be  deleted 
has  been  bracketed  (  [     ]  ) ,  material  to  be  added  has  been  underlined. 
Section  3. — Commissioners  and  other  officers 

(a)  There  shall  be  a  chief  administrative  ofiicer  of  the  Patent  Office,  the 
Commissioner  of  Patents,  referred  to  in  this  title  as  the  'Commissioner'.  The 
Commissioner  shall  be  appointed  by  the  President,  by  and  with  the  advice  and 
consent  of  the  Senate,  and  he  shall  be  compensated  at  the  rate  now  or  hereaf- 
ter provided  for  level  IV  of  the  Executive  Schedule  pay  rates  (5  U.S.C.  5315). 
The  Commissioner  shall  superintend  or  perform  all  duties  required  by  law 
respecting  the  granting  and  issuing  of  patents  and  the  registration  of  trade- 
marks, and  he  shall  have  charge  of  property  belonging  to  the  Patent  Office. 
The  Commissioner  is  authorized  to  promulgate  rules  and  regulations  governing 
proceedings  before  the  Patent  Office  and  to  prescribe  such  further  rules  and 
regulations  which  may  be  necessary  for  administration  of  the  Patent  Office, 
not  inconsistent  with  law.  [  ;  to  define  any  and  all  terms  used  in  this  title  in 
connection  therewith ;  and  otherwise  to  prescribe  such  further  rules  and  regu- 
lations as  may  be  necessary  or  proper  for  purposes  of  administration  of  the 
Patent  Ofl5ce.](i) 

(b)  There  shall  be  a  Deputy  Commissioner  of  the  Patent  Office,  who  shall 
be  appointed  by  the  President,  by  and  with  the  advice  and  consent  of  the 
Senate,  and  wlio  shall  be  compensated  at  the  rate  of  now  or  hereafter  pro- 
vided for  level  V  of  the  Executive  Schedule  pay  rates  (5  U.S.C.  5316).  The 
Deputy  Commissioner  shall  perform  such  functions  as  the  Commissioner  may 
assign  or  delegate  and  he  shall  act  as  Commissioner  during  the  absence  or  dis- 
ability of  the  Commissioner  or  in  the  event  of  a  vacancy  in  the  Office  of  Com- 
missioner. 

(c)  There  shall  be  no  more  than  three  Assistant  Commissioners  of  th& 
Patent  Office,  who  shall  be  appointed  by  the  Commissioner  and  who  shall  be 
compensated  at  a  per  annum  rate  of  basic  compensation  fixed  by  him  not  in 
excess  of  the  maximum  scheduled  rate  provided  for  positions  in  grade  18  of 
the  General  Schedule  (5  U.S.C.  5104).  Such  Assistant  Commissioners  shall  per- 
form such  functions  as  the  Commissioner  may  from  time  to  time  assign  or  del- 
egate. In  the  event  of  vacancies  in  the  Offices  of  Commissioner  and  Deputy 
Commissioner,  or  their  absence  or  disability,  the  Assistant  Commissioner  senior 
in  date  of  appointment  sliall  fill  the  Office  of  Commissioner  until  said  vacan- 
cies, absences  or  disabilities  terminate. 

(d)  There  shall  be  in  addition  an  Associate  [Assistant]  (2)  Commissioner  of 
the  Patent  Office  for  Appeals,  Litigation,  and  Pul)lic  Counsel  referred  to  in 
this  title  as  the  'Public  Counsel',  who  shall  be  appointed  by  the  President,  by 
and  with  the  advice  and  consent  of  the  Senate.  The  Public  Counsel  shall  be  a 
person  competent  legal  knowledge  in  the  intellectual  property  field  and  po.s- 
sessed  of  scientific  ability.  [The  position  of  Public  Counsel  .shall  be  in  the  com- 
petitive service,  and  the](,?)  The  per  annum  rate  of  basic  compensation  there- 
for shall  not  exceed  the  maximum  scheduled  rate  provided  for  positions  in 
grade  IS  of  the  General  Schedule  (5  U.S.C.  5104).  The  Public  Counsel  sliall 
assure  as  an  advocate,  and  through  the  adversary  process,  that  high  quality 
patents  which  meet  the  statutory  and  constitutional  criteria  therefor  issue 
Pul)lic  Counsel's  approval,  an  adequate  and  competent  staff  for  the  Public 
from  the  Patent  Office.  To  that  end  the  Commissioner  shall  provide,  .subject  to 
Counsel  so  that  (//)  he  may  (5)  [shall]  consider  and  review  all  application 
proceedings  before  (6)  [in]  the  Patent  Office,  and  he  or  his  delegates: 

(1)  may  intervene  and  participate  at  any  time  in  the  above  mentioned  {()) 
[any]  Patent  Office  proceedings,  or  appeal  therefrom,  when,  in  his  discretion,  it 
is    necessary  or  appropriate  to  do  so  [  :]    :  and 

[(A)  in  the  public  interest  to  assure  the  integrity,  strength,  and  reliability 
of  a  high  quality  patent  system  :  or 

(R)  in  circumstances  which  indicate  the  public  need  toanalyze  or  defend  an 
important,  new,  or  developing  theory  of  law  ;  or 
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(C)  in  the  case  of  important,  new,  or  developing  areas  of  technology ;  and] 

(7) 

(2)  shall  prosecute  or  defend  appeals  from  any  final  action  of  the  Patent 
OfiJce ;  and 

(3)  shall  have  all  other  rights  and  powers  afforded  parties  under  this  title; 
and 

(4)  shall  take  such  other  action,  participate  in  such  other  proceedings,  and 
conduct  such  other  investigations  or  inquiries,  as  may  be  necessary  or  appro- 
priate to  carry  out  the  purposes  of  this  title. 

The  Commissioner  may  also  assign  or  delegate  other  duties  to  the  Public 
Counsel,  to  the  extent  such  assignment  or  delegation  does  not  interfere  with  the 
responsibilities  of  the  Public  Counsel  provided  by  this  subsection.  In  all  other 
respects,  the  Public  Counsel  shall  be  independent  of  the  Commissioner  in 
carrying  out  his  responsibilities  hereunder. 

(e)  The  Commissioner  shall,  subject  to  other  requirements  of  law,  appoint 
other  officers  and  employees  of  the  Patent  Office,  assign  or  delegate  to  them 
the  functions  of  the  Office,  and  fix  per  annum  rate  of  basic  compensation 
therefor. 

Section  4- — Restrictions  on  officers  and  employees  as  to  interest  in  patents 

Officers  and  employees  of  the  Patent  Office  shall  be  incapable,  during  the 
period  of  their  appointments  and  for  one  year  (8)  [three  years]  thereafter,  of 
applying  for  a  patent  or,  during  such  period  and  for  one  year  (8)  [three 
years]  thereafter,  being  named  as  an  inventor  in  an  application  for  patent  for 
an  invention  made  during  such  period  or  for  one  year  (8)  [three  years]  there- 
after and  of  acquiring,  directly,  or  indirectly  except  by  inheritance  or  bequest, 
any  patent  or  any  right  or  interest  in  any  patent,  issued  or  to  be  issued  by  the 
Office.  Such  applications  for  patent  thereafter  shall  not  be  entitled  to  any 
priority  due  earlier  than  one  year  (8)  [three  years]  after  the  termination  of 
the  appointment  of  such  officers  and  employees. 

Section  5. — Board  of  appeals 

(a)  There  shall  be  in  the  Office  not  to  exceed  twenty-four  examiners-in-chief, 
who  shall  be  persons  of  competent  legal  and  scientific  knowledge  in  the  intel- 
lectual property  field  (9)  appointed  under  the  competitive  service,  in  the 
manner  prescribed  for  Administrative  Law  Judges  (5  U.S.C.  3105;  5362,  7521). 
The  per  annum  rate  of  basic  compensation  of  each  examiner-in-chief  shall  be 
fixed  at  not  in  excess  of  the  maximum  schedule  rate  provided  for  positions  in 
grade  17  of  the  General  Schedule  (5  U.S.C.  5104). 

(b)  The  examiners-in-chief  shall  constitute  a  Board  of  Appeals  in  the  Patent 
Office.  [The  examiners-in-chief  shall  be  persoons  of  competent  legal  knowledge 
and  scientific  ability,  who  will  perform  and  exercise  the  judicial  functions  of 
the  Office.] 

(c)  The  Board  of  Appeals  shall  review  all  final  orders  (as  that  term  is 
defined  in  (5  U.S.C.  551)  of  primary  examiners  and  may  review  orders  issued 
pursuant  to  Section  23  of  this  title,  except  with  respect  to  such  matters  relat- 
ing to  Office  procedure  which  the  Commissioner  has  by  general  rule  or  regula- 
tion assigned  for  determination  by  a  single  member  of  the  Board  of  Appeals, 
who  shall  from  time  to  time  be  designated  by  the  examiner-in-chief  senior  in 
date  of  appointment.  Except  as  otherwise  provided  in  this  title,  the  Board  of 
Appeals  shall  exercise  all  judicial  functions,  including  all  agency  review  of 
[or]  appeals,  under  this  title.  The  order  of  the  Board  of  Appeals  shall  consti- 
tute final  agency  action  (as  that  term  is  defined  in  5  U.  S.C.  551)  in  all  matters 
considered  by  it,  as  shall  the  order  of  a  single  member  in  matters  assigned  for 
determination  by  him. 

(d)  Each  appeal  or  other  action  shall  be  heard  or  considered  by  a  panel  of 
at  least  three  members  of  the  Board  of  Appeals,  except  as  otherwise  provided 
in  subsection  (c)  of  this  section.  Said  panel  shall  be  designe<l  for  each  case  by 
the  examiner-in-chief  senior  in  date  of  appointment,  consistent  with  the  provi- 
sion of  section  3105,  of  title  5,  United  States  Code.  The  Board  of  Appeals  has 
sole  power  to  grant  rehearings  and/or  reconsideration.  (10) 

(e)  Whenever  the  Commissioner  considers  it  necessary  to  maintain  the  work 
of  the  Board  of  Appeals  current,  he  may  designate  any  patent  examiner  of  the 
primary  examiner  grade  or  higher  having  the   requisite  ability,   to  serve  as 
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examiner-in-chief  for  periods  not  exceeding  six  months  each.  An  examiner  so 
designated  shall  be  qualified  to  act  as  a  member  of  the  Board  of  Appeals.  Not 
more  than  one  acting  examiner-in-chief  shall  be  a  member  of  the  panel  of  the 
Board  of  Appeals  hearing  any  appeal  or  considering  any  case.  The  Commis- 
sioner is  authorized  to  fix  the  per  annum  rate  of  basic  compensation  of  each 
designated  examiner-in-chief  in  the  Patent  OSice  at  not  in  excess  of  the  mini- 
riium  scheduled  rate  provided  for  positions  in  grade  16  of  the  General  Schedule 
(5  U.S.C.  5104).  The  per  annum  rate  of  basic  compensation  of  each  designated 
examiner-in-chief  shall  be  adjusted,  at  the  close  of  the  period  for  which  he 
was  designated  to  act  as  examiner-in-chief,  to  the  per  annum  rate  of  basic 
compensation  which  he  would  have  been  receiving  at  the  close  of  such  period 
of  such    designation  had    not  been  made. 

Notes 

(-/)  It  is  the  Committee's  opinion  that  the  deleted  phrasology  is  unnecessar- 
ily redundant  and  confusing.  No  I'eason  to  accent  the  power  to  define  terms. 
Such  power  is  an  inherent  power  of  an  administrative  law  agency  and  such 
power  should  not  be  accented  to  the  dereogation  of  other  powers  commensu- 
rate with  the  head  of  such  an  agency.  Such  phrasology  may  be  interpreted  as  a 
grant  of  power  above  that  intended. 

(2)  This  position  is  independent  of  the  Commissioner  and  thus  it  is  felt  the 
term  'associate'  more  aptly  describes  the  position.  Further,  paragraph  (c) 
above,  limits  the  Office  to  three  Assistant  Commissioners  and  thus  the  use  of 
'Assistant'  in  paragraph  (d)  is  considered  ambiguous,  as  the  question  arises,  is 
this  position  in  addition  or  one  of  the  three  referred  to  in  paragraph  (c). 

(;?)  The  language  is  inconsistent,  requiring  the  Public  Counsel  to  be 
appointed  by  the  President  from  the  civil  service.  It  is  the  Committee's  posi- 
tion that  the  Office  of  Public  Counsel  should  be  filled  by  the  most  competent 
person  available  and  the  civil  service  requirement  unduly  restricts  the  peroga- 
tives  of  the  President  to  obtain  the  person  most  qualified  for  the  position.  To 
insure  a  high  quality  Public  Counsel,  the  qualifications  were  broadly  defined. 

(J/)  The  staff  requirement  reflects  the  need  of  the  Public  Counsel  to  be  prop- 
erly supported  by  tlie  various  administrative  offices  of  the  Patent  Office  in  the 
performance  of  his  duties,  especially  in  the  procurement  of  staff  personnel. 

(5)  It  is  felt  that  the  Public  Counsel  should  have  some  discretion  in  review- 
ing Office  proceedings.  To  review  all  proceedings  would  require  a  staff 
approaching  that  of  the  Office.  Such  a  large  expenditure  of  manpower  and 
other  resources  would  have  a  more  pronounced  effect  on  the  Patent  system  if 
applied  to  examination.  Further,  the  Public  Counsel  must  be  free  to  allocate 
his  resources  to  areas  of  most  critical  and  pressing  need  without  being  ham- 
pered by  the  statutory  requirement  to  review  all  proceedings. 

(6)  The  language  has  been  made  more  sitecific  to  ensure  the  Public  Counsel 
will  not  become  involved  in  purely  administrative  matters  as  employee  griev- 
ances and  employee  organization  contract  interpretation  and  negotiation. 

(7)  These  lines  considered  overly  restrictive  in  defining  the  scope  of  the 
Public  Counsel's  activities. 

Circumstances  may  vary,  and  the  Public  Counsel  must  be  free  to  allocate  his 
resources  wherever  it  is  "necessary  and  appropriate  to  do  so"  without  having 
to  justify  his  motives  and  intentions  in  specific  statutory  language  that  may 
become  obsolete  with  the  changing  nature  of  the  law  and  the  national  interest 
in  the  intellectual  property  field. 

(8)  It  is  felt  that  in  the  age  of  compact  prosecution,  where  applications  are 
to  issue  within  18  months,  the  three  year  requirement  imposes  an  unreasonable 
restraint  on  the  right  of  former  employees  of  the  Office  to  own  property.  Fur- 
ther, as  this  title  allows  for  publication  of  applications,  the  staff  of  the  Office 
has  only  a  limited  knowledge  (of  what  is  significant)  over  that  which  is 
public.  No  need  seen  to  expand  over  present  law. 

(9)  The  phrase  "judicial  functions"  is  objected  to  as  unduly  broad  and 
uncertain.  As  the  re-examination  procedure  requires  the  primary  examiner  to 
perform  many  of  the  functions  of  a  hearing  examiner  and  thus,  in  effect,  the 
primary  examiner  performs  quasi-judicial  functions,  the  substituted  language 
is  preferred,  as  more  exact.  Further  the  Board  does  not  review  certain  peti- 
tionable  matters  and  thus  the  substituted  language  is  preferred.  (Petitions  to 
make  'special',  revive  abandoned  applications,  etc.). 

(10)  Added  to  be  more  in  line  with  Board  of  Appeal  practice. 
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ADVERSARY  PROCEEDINGS  AS  PART  OF  THE  EXAMINATION  PROCESS 

Sections  122  and  135  of  S.  1321  provide  for  publication  of  pend- 
ing: patent  applications  enabling  adversary  proceedings  before  the 
Oftice.  The  Patent  Office  Society  favors  in  principle  the  publication 
of  patent  applications  leading  to  an  adversary  proceeding. 

To  encourage  inventors  to  disclose  their  invention  to  the  public, 
the  patent  system  jirovides  the  disclosing  inventor  with  the  exclusive 
rights  to  his  discovery.  This  traditional  quid  pro  quo  has  provided 
us  with  a  patent  system  that  has  been  effective  in  encouraging  inven- 
tors to  file  patent  applications,  the  Patent  Office  to  issue  patents  and 
disseminate  the  information  provided  therein  and  thus  through 
incentive  and  information  dissemination,  proniote  the  progress  of  the 
useful  arts.  By  publication  during  the  examination  process,  this  quid 
pro  quo  has  been  altered  to:  Inventor's  disclosure  to  the  public  in 
return  for  a  chance  on  an  exclusive  right  to  make,  use  or  sell.  The 
effect  of  this  change  on  the  incentive  to  file  patent  applications  as 
opposed  to  seeking  trade  secret  protection  must  be  analyzed  with 
care  if  we  are  to  foster  progress  of  the  useful  arts. 

Competing  with  this  legitimate  concern,  is  the  greater  reliability 
that  can  be  placed  on  the  examination  process  and  the  resulting  pre- 
sumption of  validity  by  an  adversary  proceeding.  If  the  presump- 
tion of  validity  is  weakened  by  the  courts  to  a  sham,  the  incentives 
to  file  Avill  also  be  reduced  as  inventors  realize  that  the  patent  they 
obtained  can  only  be  licensed  or  utilized  with  any  degree  of  cer- 
tainty after  a  lengthy  and  expensive  court  test.  Patent  owners, 
licensees  or  investoi's  will  be  unwilling  to  tool  up  or  incur  other  pro- 
duction costs  without  some  degree  of  reasonable  certainty  of  the  pro- 
tection afforded  by  the  patent  grant.  Under  such  conditions  the  ben- 
efits the  general  public  has  experienced  because  of  an  expanding  and 
marketed  technology  will  wain.  To  provide  for  an  adversary 
proceeding  necessitates  publication  of  the  patent  application.  For 
this  reason,  the  Patent  Office  Society  suggests  that  the  benefits  to  be 
reaped  from  adversary  proceedings  outweigh  the  disadvantage  of 
disclosure  of  patent  applications. 

However,  to  minimize  the  disadvantages  of  publication  with 
ensuing  adversary  proceedings,  an  additional  provision  may  be 
added  to  S.  1321.  In  section  122,  a  provision  may  be  inserted  that 
upon  ]:)ayment  of  additional  fee,  an  applicant  may  have  the  right  to 
have  his  application  kept  in  confidence  until  the  Patent  Office  has 
indicated  the  claims  allowable,  provided  the  examination  had  not 
been  deferred  under  section  191(a)  of  S.  1321.  The  effect  of  such  a 
proposal  would  possibly  be  two  examinations.  The  examiner  would 
examine  the  application  as  is  presently  done,  and  after  a  finding  of 
allowability,  the  case  would  become  subject  to  an  adversary  proceed- 
ing. The  Office  would  set  the  additional  fee  to  provide  compensation 
for  the  <lual  examination.  This  would  enable  applicants  to  maintain 
the  quid  pro  quo  of  disclosure  for  exclusionary  rights,  and  still 
enhance  the  presumption  of  validity  bj'  an  adversary  proceeding. 

A  possible  undesirable  consequence  of  adversary  proceedings  may 
be  the  ability  of  such  to  be  used  as  a  harrassment  device.  The  danger 
is  particularly  apparent  when  one  considers  the  effect  a  large  corpo- 
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rate  opposer  could  liave  on  the  individual  applicant.  To  minimize 
such  harassment  possibilities,  it  is  suggested  that  section  135(a)  of 
S.  1321  be  changed  by  striking:  "until  notice  of  allowance  of  a 
patent  thereon"  and  substitute:  "within  such  time  as  the  Commis- 
sioner shall  be  regulation  prescribe,  but  not  less  than  3  months." 
This  would  provide  a  specific  time  period  within  which  all  opposers 
must  enter  the  proceedings.  This  would  prevent  a  series  of  opposers 
from  exhausting  the  applicant.  Additionally,  it  is  recommended  that 
section  134(c)  be  canceled.  The  judicial  review  of  the  primary  exam- 
iner's decision  is  most  appropriate  if  made  on  the  record.  To  provide 
otherwise  would  allow  any  party  to  institute  the  examination  process 
of  the  board  of  appeals,  thus  unduly  burdening  the  board,  excluding 
the  input  of  the  examiner  trained  in  the  field,  and  providing  an 
opportunity  to  frustrate  the  examination  process  by  undue  harass- 
ment. Finally,  it  is  suggested  that  in  section  134(d),  requiring  a 
transcript  of  the  hearing  be  kept  be  stricken  as  unnecessary  in  a 
review  upon  the  record  and  that  the  following  be  added : 

The  Board  of  Appeals  shall  have  the  right  to  assess  cost  of  appeal  to  the 
losing  parties  as  they  deem  appropriate. 

This  would  discourage  frivolous  appeals  solely  for  harassment 
purposes.  With  the  above  safe  guards  against  harassment,  the  adver- 
sary proceediiig  may  increase  the  presumption  of  validity,  without 
unduly  prejudicing  those  applicants  with  minimal  resources. 

To  further  protect  the  rights  of  applicants  whose  applications 
have  been  disclosed  under  section  122  of  S.  1321,  it  is  recommended 
that  section  273  be  changed  to  reflect  the  existence  of  a  limited  prop- 
erty right  subject  to  divestment  in  the  disclosed  invention  and  thus 
provide  an  additional  incentive  for  iuA^entors  to  file  and  disclose  to 
the  public.  In  section  273(b)  it  is  suggested  that  event  two  be 
changed  to  "unless  otherwise  so  done,  call  the  case  up  for  examina- 
tion under  section  192  of  S.  1321."  This  would  accomplish  two  desir- 
able results.  The  unauthorized  practitioner  would  be  encouraged  to 
enter  the  proceedings  as  an  opposer  before  the  Office  has  gone 
through  the  examination  process  and  indicated  a  claim  allowable 
and  second  the  applicant  would  not  be  prejudiced  by  a  delay  in  indi- 
cating a  claim  allowable  due  to  prolonged  adversary  proceedings. 
The  right  to  damages  is  subject  to  the  patent  and  relied  upon  claim, 
therefore  it  is  considered  proper  to  allow  the  rights  to  vest  before 
allowance,  thus  affording  the  applicant  possible  protection  from  the 
time  of  disclosure  to  the  public,  thus  conforming  to  the  traditional 
quid  pro  quo  of  disclosure  for  exclusive  rights. 

MOVING  ON  TO  DEFERRED  EXAMINATION 

Sections  191-193  of  S.  1321  provide  for  deferred  examination. 
The  Patent  Office  Society  favors  in  principle  the  establishment  of  a 
system  of  deferred  examination. 

Under  the  current  conditions  of  examination  of  patent  applica- 
tions, the  Patent  Office  disposes  of  over  100,000  applications  yearly. 
The  average  examiner  must  dispose  of  an  application  in  less  than  15 
hours  m  order  to  maintain  the  Office-wide  production  goals.  An 
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obvious  method  of  increasing  the  quality  of  the  examination  process 
is  to  provide  for  more  manhours  per  patent  application.  Further, 
new  procedures  will  be  required  by  S.  1321,  e.g.,  the  adversary  hear- 
ings, subpena  power,  et  cetera,  which  will  necessitate  additional 
manhours  to  be  applied  to  each  application.  Deferred  examination 
appears  to  be  an  acceptable  method  of  reducing  the  examination 
workload  thus  enabling  the  Office  to  allocate  more  manhours  per 
application. 

The  i-eduction  of  the  number  of  applications  going  through  the 
examination  process  will  be  caused  by  several  factors  under  a 
deferred  examination  system.  Currently,  many  applications  and  pat- 
ents issuing  thereon,  are  filed  for  defensive  purposes.  A  corporation 
may  not  wish  to  exercise  its  exclusionary  right  as  it  merely  wishes 
to  obtain  a  patent  to  minimize  the  hazards  of  an  infringement 
action  by  a  subsequent  inventor.  Such  applications  need  not  obtain  a 
full  examination,  as  publication  under  section  122  of  S.  1321  will 
provide  the  desired  protection.  Thus,  that  percentage  of  applications 
filed  for  defensive  purposes  only  will  not  undergo  the  examination 
process.  Further,  many  patent  applications  are  filed  with  an  uncer- 
tain economic  value.  Presently,  these  inventions  may  not  be  filed 
until  the  market  conditions  indicate  the  invention  has  reached  its 
time.  A  deferred  examination  system  will  allow  these  inventions  to 
be  filed,  disclosed  to  the  public  and  deferred  until  market  conditions 
are  favorable.  Such  will  produce  earlier  filing  and  disclosure  and,  if 
the  market  fails  to  materialize,  the  application  can  be  abandoned 
thus  reducing  the  examination  workload.  Deferred  examination 
a})pears  to  be  a  viable  method  to  increase  the  examining  manhours 
without  the  necessity  of  the  alternative,  massive  staff  increases. 

ON  MAINTENANCE  FEES 

Section  41  of  S.  1321  provides  for  the  establishment  of  mainte- 
nance fees.  The  Patent  Office  Society  opposes  the  use  of  maintenance 
fees  as  a  revenue  collection  means. 

Proponents  of  a  maintenance  fee  system  argue  that  maintenance 
fees  are  a  valid  revenue  collection  means  as  they  place  the  burden  on 
those  who  have  successfully  utilized  a  patent  and  thus  benefited  the 
most  therefrom.  The  patentee  who  is  financially  successful  in 
exploiting  his  invention  will  be  in  a  much  better  position  to  pay  the 
cost  of  the  system  than  a  patent  applicant,  who  is  yet  unrewarded. 
Additionally,  maintenance  fees  enable  filing  fees  fo  be  lower  and 
thus  encourage  filing.  Such  advantages  are  not  seen  to  outweigh  the 
dangers  of  a  maintenance  fee  system. 

Maintenance  fees  are  proposed  as  a  means  of  collecting  revenue 
for  the  operation  of  the  Patent  Office.  The  concept  of  requiring 
those  who  successfully  utilize  their  patent  to  pay  the  costs  of  Patent 
Office  operation  infers  that  the  patent  system  functions  for  the  bene- 
fit of  patent  owners  only.  However,  it  must  be  recognized  that  the 
general  public  receives  benefits  from  a  system  that  offers  limited 
protection  of  inventions  in  return  for  disclosure.  By  requiring  main- 
tenance fees,  the  quid  pro  quo  of  disclosure  for  protection  has  been 
-altered  by  a  condition  subsequent,  i.e.  payment  of  fees.  Such  merely 
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becomes  a  penalty  on  success,  requiring  a  successful  patentee  to 
undertake  a  lar^re  share  of  the  burden  of  Patent  Office  operating 
expenses.  Operating  expenses  that  have  no  relation  to  his  successful 
use  of  his  patent,  and  which  are  inflated  by  examination  costs  of 
frivolous  and  unpatentable  inventions.  A  proposal  for  the  collection 
of  revenue  must  have  as  its  basis  an  apportionment  of  costs  in 
accordance  with  certain  equitable  concepts.  Maintenance  fees,  by 
taxing  success  independent  of  costs  incurred  by  the  Patent  Office 
that  preceded  such  success,  does  not  share  the  cost  burden  equitably. 

Mr.  Chairman,  thank  you  for  this  opportunity  for  the  Patent 
Office  Society  to  testify  before  this  committee. 

Senator  Hakt.  We  api:)reciate  the  opportunity  to  hear  from  you  as 
a  spokesman  for  the  men  and  women  who  are  really  on  the  front 
line  operation  of  this  whole  business. 

We  attempted  to  develop  for  the  record  some  understanding  as  to 
how  the  American  Patent  Law  Association  and  the  ABA,  developed 
a  position  with  respect  to  the  issues  before  this  committee.  I  should 
ask  you  those  same  questions. 

You  say  you  represent  about  1,100  of  the  personnel  in  the  Patent 
Office. 

Mr.  Dunne.  Yes,  sir. 

Senator  Hart.  You  are  presenting  a  position. 

Who  decided  it  ? 

Mr.  Dunne.  The  Patent  Office  Society  is  composed  of  four 
officers,  plus  their  executive  committee,  which  is  the  advisory  and 
policymaking  organization  of  the  society.  We  also  have  vai'ious 
standing  committees,  one  of  which  is  the  legislative  committee  that  I 
am  chairman  of.  All  matters  dealing  with  legislation  are  referred  by 
the  executive  committee  for  study  to  the  legislative  committee.  The 
legislative  committee,  by  our  constitution,  must  have  at  least  five 
members.  Currently,  it  has  11. 

We  study  in  committee  work  the  various  proposals  and  various 
pieces  of  legislation  and  report  these  proposals  back  to  the  executive 
committee.  The  executive  committee  then  would  disapprove,  approve, 
alter,  or  modify  our  recommendations.  Normally  our  recommenda- 
tions go  through  extensiA'e  re\iew  by  the  executive  committee.  It  is 
not  a  rubber  stamp  process.  These  positions  come  through  the  legisla- 
tive committee  and  the  executive  committee. 

Senator  Hart.  The  members,  in  the  case  of  both  committees,  being 
employees  of  the  Patent  Office? 

Mr.  Dunne.  Yes,  sir.  The  Patent  Office  Society — let  me  make  it 
clear  here — is  an  organization  whose  membership  is  not  limited  to 
Patent  Office  personnel.  Our  membership  is  open  to  members  of  the 
patent  bar.  patent  agents.  Federal  judges. 

What  we  have  done  in  the  society  is  organizing  people.  People  are 
doing  the  work  of  the  society.  Voting  members  are  Patent  Office 
employees;  so  are  all  the  members  of  the  executive  committee.  All  of 
the  offifprs  and  all  of  the  members  of  my  legislative  committee  are 
Patent  Office  employees.  Some  are  in  trademarks,  and  some  in  pat- 
ents. 

Senator  Hart.  I  raise  this  without  being  at  all  sure  of  the 
answeis. 


313 

You  made  the  point  when  you  began  tliat  you  were  testifying, 
that  you  were  present  here — how  did  you  phrase  it  ? 

Mr.  Dunne.  On  annual  leave.  I  am  doing  this  because  I  am  an 
employee  of  the  Patent  Office.  I  am  not  speaking  here  in  support  of 
the  administration  policies.  I  am  here  in  support  of  the  Patent  Office 
Society  policies.  Foi-  that  reason,  I  am  here  on  my  own  time,  being 
as  it  is,  a  normal  Government  workday.  I  have  taken  annual  leave, 
that  is,  my  vacation  time  to  appear  before  the  committee.  This  way 
I  am  sure  to  maintain  my  own  independence  as  an  employee. 

Senator  Hart.  I  do  not  have  the  foggiest  idea  as  to  what  the  ideal 
way  would  be  to  handle  that. 

Would  it  make  any  difference  if  you  were  here  supporting  line  by 
line  the  administration's  position? 

.  Mr.  Dunne,  It  would  not  make  a  difference  if  I  were  here  sup- 
porting line  by  line  the  administration  position  because  it  was  the 
administration  position.  If  I  were  supporting  the  administration 
position  because  the  society  believed  in  it,  it  would  make  a  differ- 
ence, yes. 

For  the  record,  we  are  in  conflict  here,  and  it  is  normal  for  Fed- 
eral employees  when  they  appear  before  Congress  to  only  appear  for 
information  purposes  only,  I  am  not  here  for  information  purposes 
only.  I  am  supplying  policy  recommendations,  and  I  would  like  it 
clearly  made  known  that  I  am  appearing  ex  officio  from  my  duties 
as  a  Federal  employee. 

Senator  Hart.  It  reflects  a  sensitivity  that  is  admirable.  I  am  not 
sure  of  the  answer  in  general,  and  yet  you  wonder.  The  time  you 
take  and  the  information  you  give  this  committee  combine  to 
advance  the  performance  of  the  whole  Government.  Maybe  I  am 
glad  I  am  not  the  Commissioner.  If  you  had  come  to  me  and  said,  I 
want  to  go  on  Government  time,  is  it  all  right,  I  don't  know  what  I 
would  have  told  you. 

Mr.  Dunne.  To  respond  to  your  statement,  as  an  observation,  the 
Office  has  not  suggested  or  has  not  even  hinted  that  I  take  annual 
leave.  This  is  my  own  decision. 

Senator  Hart.  Have  you  had  an  opportunity  to  hear  or  read  the 
testimony  that  has  preceded  yours  here? 

Mr.  Dunne.  Senator,  yes,  sir.  I  was  here  for  the  Commerce 
Department  and  the  Justice  Department's  positions.  I  am  also  famil- 
iar with  the  positions  taken  by  the  organizations  yesterday,  particu- 
larly the  ABA  position.  I  am  a  member  of  the  ABA  patent  section. 
I  am  aware  of  their  position. 

Senator  Hart.  While  you  have  responded  to  the  fi\'e  items  that  we 
asked  for  discussion  in  this  hearing.  I  am  not  sure  we  will  have 
another  opportunity  to  get  from  somebody  who  is  in  the  day-by-day 
routine,  the  ideas  and  suggestions  that  others  in  the  firing  line  areas 
of  how  we  could  improve  the  performance  of  the  Patent  Office. 

Do  you  have  any  suggestions  not  incorporated  in  the  reform  bill 
that  would  be  helpful  ? 

Mr.  Dunne.  Senator,  due  to  limitations  of  time  of  the  Patent 
Office  Society,  we  did  this  on  our  own  time.  We  do  not  have  the  staff 
and  whatnot  that  other  organizations  do  to  go  into  this  fully.  We 
have  not  gone  into  it  and  I  could  not  give  you  an  answer  as  the 
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Patent  Office  Society  position.  I  would  have  to  answer  these  ques- 
tions purely  on  my  own  feelings,  which  are  in  no  way  indicative  of 
the  society. 

Senator  Hart.  Having  explained  that  and  narrowed  it  to  your 
own  opinion,  do  you  have  any  opinions  that  you  would  like  to  pre- 
sent to  the  committee  other  than  in  the  areas  that  you  mentioned,? , 

Mr.  DuxxE.  I  feel  the  committee,  particularly  in  drafting  S. 
1321,  has  really  narrowed  down  and  pinpointed  some  of  the  prob- 
lems in  the  Patent  Office  procedures  that  are  detrimental  to  the 
patent  system.  I  think  an  excellent  job  has  been  done  here  to  pinpoint 
the  problem  areas.  ,.  , 

In  answer  to  your  question,  no,  I  have  nothing  offhand  that  I 
could  come  up  with  right  now;  even  after  detailed  study  nothing 
would  be  as  influential  as  the  changes  that  are  recommended  here. 

Senator  Hart.  Specifically,  I  think  particular  reference  was  made 
to  it  in  the  prepai-ed  testimony.  Hence,  probably  it  would  not  be  a 
position  taken  by  the  society.  -i 

What  is  your  own  opinion  as  to  whether  examiners  would  be 
enable  more  effectively  to  perform  their  responsibilities  if  the 
mechanized  search  facilities  called  for  in  the  bill  were  available  ? 

Mr.  Dux^xE.  Senator,  the  society  supports  the  concepts  of  mecha- 
nized search.  I  think  the  society  is  also  aware,  and  I  personally  feel 
the  same  way,  that  mechanized  search  is  a  very  valuable  research 
tool  for  the  examiner.  Its  i:)racticality  and  implementation  however, 
is  limited  by  cm-rent  technology. 

We  have  a  problem  now  that  an  examiner,  when  he  picks  up  a 
patent  application,  loiows  the  technology,  has  been  Avorking  with  it. 
He  knows  the  limits  where  he  should  search,  and  he  makes  a  subjec- 
tive decision.  It  may  be  made  differently  by  another  examiner  on  the 
same  case.  He  seai'ches  those  areas  of  technology.  Decisions  of  where 
to  search  and  what  to  search  are  made  by  individual  examiners 
based  on  their  experience.  That  may  differ. 

Also,  in  mechanized  search  the  input  into  the  system  has  to  be 
made  by  someone  other  than  an  examiner,  for  example,  what  we  now 
call  classifiers  in  the  Patent  Office.  These  people  are  charged  with 
the  responsibility  of  classifying  the  documents  in  the  proper 
manner.  To  really  see  a  patent  document  and  pick  out  the  words 
that  would  fit  into  the  computer,  to  trip  the  mechanized  system, 
reciuires  knowledge  of  the  case  that  you  are  working  on,  to  know 
what  is  appropriate.  INIechanized  search  is  used  in  areas  where  it's 
practicality  is  limited  to. 

I  had  a  meclianized  senrch  in  my  art.  As  an  examiner  I  would  use 
the  mechanized  search.  Plowever,  I  would  not  trust  it  and  I  would 
go  back  to  manual  search  unless  I  found  a  pat  reference.  Other  than 
that,  I  would  have  to  go  back  and  search  it.  It  just  is  not  recom- 
meneded. 

Yes.  I  would  love  to  see  real  mechanized  search,  if  feasible. 

Senator  Hart.  There  was  some  testimony  yesterday  that  the  search 
facilities  of  the  office  as  of  now  are  inadequate. 

How  do  you  react  to  that  ? 

Mr.  DuxxE.  I  think  the  Patent  Office  has  quite  a  large  and  exten- 
sive scientific  library,  and  a  very  competent  staff  in  that  library,  and 
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I  feel  the  patent  publications  are  obviously  all  available.  We  are 
missing  a  lot  of  trade  journals  and  a  lot  of  disclosures  that  are  made 
in  conferences,  particularly  foreign  conferences.  Various  abstract 
services  provide  a  lead  on  this,  particularly  in  areas  such  as  chem 
abstracts,  in  my  area,  engineering  abstracts  are  used  in  the  biomedi- 
cal engineering  fields. 

Other  than  that,  we  would  not  have  them  unless  we  request  the 
article  by  name,  it  if  is  not  there.  I  think  it  is  not  a  failure  on  the 
part  of  the  office  or  the  system  that  there  is  such  a  voluminous 
amount  of  information  that  is  being  promulgated  daily  by  the  AVest- 
ern  technical  society  that  to  keep  tabs  and  have  it  all  classified  for 
the  examiner  is  an  impossible  task.  We  have  to  rely  on  independent 
judgment  of  the  examiner  to  know  where  to  look,  and  know  where 
to  look  where  he  feels  he  might  find  something  that  might  tell  him 
where  to  look. 

It  can  be  improved.  It  will  never  be  to  the  point  where  it  could 
not  be  improved. 

Senator  PIart.  The  requirement  for  the  patentability  brief — I  take 
it  you  support  it  and  it  would  in  part  insure  a  fuller  appreciation  of 
elements  that  were  involved  in  the  application. 

Is  that  right  ? 

Mr.  DuxNE.  The  Society  has  not  gone  on  record  or  cannot  go  on 
record  right  now  on  patentability  briefs.We  have  not  studied  it.  As 
an  examiner  I  would  appreciate  a  patentability  brief  because  it  does 
some  of  my  job  foi'  me.  A\^iether  this  in  any  way  would  affect  the 
patent  system,  I  really  don't  know. 

Senator  Hart.  As  you  say,  if  it  would  ease  your  job 

Mr.  Dunne.  I  did  not  say  it  would  ease  it.  It  would  do  some  of 
my  job  for  me,  possibly  it  could  be  more  beneficial  to  the  system  if 
the  examiners  were  doing  their  own  jobs  out  of  their  own  resources 
and  creativity. 

Senator  Hart.  You  say  that  the  average  examiner  must  dispose  of 
an  application  in  less  than  15  hours  in  order  to  obtain  the  office-wide 
production  goals. 

Mr.  Dunne.  Yes,  sir. 

Senator  Hart.  Is  it  possible  to  determine  how  much  time  is  neces- 
sary for  a  valid  search  ? 

Does  it  depend  on  the  kind  of  examiner  ? 

INIr.  Dunne.  It  depends,  not  to  get  too  technical,  but  getting  into 
some  of  the  language  we  use  in  the  office,  we  have  what  we  call  com- 
bination and  subcombination  claims.  A  combination  claim  would 
include  a  variety  of  elements.  For  example,  in  the  biomedical  field,  I 
have  anaesthesia  machines  and  respirators.  I  get  a  claim  on  anaes- 
thesia machines.  That  would  dictate  my  search.  If  the  claim  were  to 
improve  the  pressure  release  valve  on  the  machine,  I  would  search 
valves.  If  the  claim  was  an  anaesthesia  machine  with  this  valve  on 
it,  then  I  would  have  to  search  anaesthesia  machines  and  valves.  So 
it  is  dictated  by  the  scope  of  the  claim. 

The  classifying  system  within  the  Patent  Office  also  dictates 
search  areas.  For  example,  if  an  application  is  classified  in  a  specific 
subclass  within  a  specific  class,  the  class  definition  will  also  direct 
that  examiner  to  searching  other  classes,  which  have  become  known 
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by  the  great  multitude  of  experience  that  likely  pertinent  art  may 
exist  there.  So  some  searches  are  dictatorial  in  the  sense  that  when 
you  start  a  search,  you  know  one  subclass.  That  subclass  definition 
tells  you  there  are  others  where  you  must  go  to  do  an  effective 
search,  and  they  may  say  others. 

So  these  two  influences  would  indicate  where  an  examiner  may 
search.  You  have  the  mandatory  search  fields  dictated  by  the  classi- 
fication definitions  and  that  dictated  by  the  claims. 

Senator  Hart.  The  sentence  that  I  read — and  I  will  reread — the 
average  examiner  must  dispose  of  an  application  in  less  than  15 
hours  in  order  to  obtain  the  office- wide  production  goals. 

Mr.  Dunne.  As  far  as  search  is  related,  this  is  the  most  time  con- 
suming aspect. 

Senator  Hart.  Tell  me — we  have  asked  whether  there  is  a  quota 
system.  There  is  a  general  reluctance  to  admit  to  quotas  in  anything 
these  days.  Clearly  nobody  in  the  department  is  acknowledging  that 
there  is  a  quota  system  that  works  in  the  patent  office,  but  you  have 
got  yourself  an  average  here  to  maintain  the  office-wide  production 
goals. 

Call  it  what  you  will,  does  that  not  mean  that  an  examiner  is 
under  an  obligation  to  move  so  many  files  in  such  a  period  of  time? 

Mr.  Dunne.  The  goals  are  set  for  each  examiner.  They  would 
average  less  than  15  hours.  The  goals  are  not  mandatory  in  the  sense 
that  if  you  do  not  maintain  your  goal,  that  you  will  be  severely 
reprimanded.  The  goals  are  the  criteria  that  are  used  to  evaluate 
performance,  promotional  considerations  as  distinguished  between  a 
raise.  An  examiner  may  get  a  raise  and  not  obtain  his  goal.  His 
yearly  increase  is  based  on  experience,  but  a  promotion  requires  an 
attainment  of  the  goals,  or  if  you  have  not  met  the  goals,  a  greater 
standard  of  quality  which  would  justify.  The  office  has  a  quantity- 
quality  balance  here. 

Senator  Hart.  A  fellow  would  be  much  more  comfortable  if  he 
had  met  the  quantitative  standards  than  have  to  argue  that  he  had 
met  the  qualitative  standards.  It  is  always  easier  to  prove  figures. 

So  isn't  there  some  built-in  pressure  there  to  move  to  make  sure 
you  are  right  with  the  figures  ? 

;Mr.  Dunne.  Yes,  sir,  there  is.  This  pressure  extends  not  only  to 
the  way  you  would  examine  application,  but  what  type  of  work 
3-ou  will  do  at  a  specific  time.  We  have  our  minimal  accounting 
period — it  is  a  2  week  accounting  period,  measuring  an  examiner's 
production.  You  go  through  your  first  week,  and  you  obtain  a  cer- 
tain amount  of  actions.  And  then  the  office  demands  that  you  do 
other  type  of  actions.  There  is  a  lot  more  than  numbers.  You  have  to 
balance  the  type  of  work.  There  is  a  lot  to  influence  how  you  may  go 
about  it  and  what  cases  you  pick  up. 

If  you  could  repeat  the  question. 

Senator  Hart.  Simply,  if  promotion,  not  just  annual  rate,  literal 
promotion  depends  on  meeting  either  a  quantity  or  a  quality  stand- 
ard, the  question  is,  doesn't  that  mean  that  there  is  pressure? 

Is  not  human  nature  sucli  that  the  examiner  is  going  to  make  darn 
sure  he  meets  the  numbers  because  it  is  easier  to  prove. 
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jNIr.  DuxNE.  Most  definitely,  most  examiners  are  aware  of  the 
goals  and  chart  their  yearly  work  to  approach  these  goals.  Most  def- 
initely yes,,  sir. 

Senator  Hart.  Wlietlier  the  question  of  promotion  hinges  on 
having  met  the  quantity  goal  or  satisfying  your  superior  that  you 
had  met  the  quality  goal,  whichever  is  the  stronger  motivation  on 
the  part  of  the  examiner,  is  there  a  bias  built  into  the  system  in 
favor  of  allowing  a  patent  rather  than  disallowing  a  patent  ? 

Mr,  Dunne.  Senator,  I  would  say  there  is  not  a  bias  built  in 
allowing  a  patent  because  one  of  the  statistical  numbers  that  are 
used  to  evaluate  performance  is  the  percentage  of  allowance.  I  know 
the  Patent  Office  will  never  say  they  have  denied  promotion  or  rec- 
ommended promotion  based  on  that  number.  The  examiners  put  a 
premium  on  that  number.  They  know  that  the  man  before  them  on 
that  docket  was  getting  70  percent  of  the  cases  allowed,  30  percent 
abandoned.  That  might  not  be  his  figure.  He  knows  that  if  his  num- 
bers are  80  percent  allowance,  then  he  is  doing  something  different 
than  the  other  examiner  before  him  did.  He  adjusts  it  accordingly. 
He  uses  that  as  his  own  personal  check.  That  would  be  the  only 
pressure  or  imput  from  the  statistical  numbering  system  on  allow- 
ances. 

The  goals  may  affect  the  amount  of  time  spent  on  a  case.  They 
would  not  affect  how  he  would  dispose.  The  system  does  not  force 
the  examiner  to  issue  or  abandon.  It  does  not  put  any  pressure  on 
him  in  this  regard.  It  may  affect  the  time  that  he  spends  reachmg  an 
issuance  or  having  the  case  abandoned,  not  the  result. 

Senator  Hart.  Quality  in  the  product  reflects  in  part  the  amount 
of  time  he  puts  into  it. 

Mr.  Dunne.  Yes,  sir.  Senator. 

In  anything  you  do,  the  more  time  spent,  the  better  quality.  The 
examining  corps  puts  a  very  high  premium  on  the  allowability  of 
claims  over  the  art  where  they  should  be  searching. 

Because  of  the  pressures  of  time,  the  first  things  that  may  go  may 
be  checking  of  spelling,  syntax,  grammar.  If  you  talk  to  the  older 
examiners,  tliey  are  nitpickers  on  spelling  and  punctuation,  while 
that  does  not  happen  anymore  because  of  the  pressures  of  time.  The 
examiners  do  an  adequate  search,  I  would  feel.  The  pressures  of  pro- 
ducing cases  at  a  certain  hourly  rate  are  not  that  strong  that  they 
affect  the  areas  of  search.  They  may  affect  other  areas  of  insignifi- 
cant consequence. 

Senator  Hart.  Insignificant? 

ISIr.  Dunne.  Less  significant  than  the  actual  search  against  the 
actual  time. 

Senator  Hart.  "Wliether  or  not  that  may  be  of  lesser,  consequence, 
do  they  bear  on  the  likelihood  of  making  a  proper  decision  in 
respect  to  the  question  of  patentability  ? 

Mr.  Dunne,  I  would  say  generally  no.  Tliey  might  be  more  in  the 
line  of  having  a  document  that  meets  the  high  standards  required 

As  far  as  the  claims  themselves,  on  allowability,  no. 

Mr.  Tegtmeyer  talked  about  this  point,  and  I  have  to  agree  with 
him  wholeheartedly,  that  searching  as  I  mentioned  before,  is 
directed,  mandatory  in  certain  areas,  and  some  at  the  discretion  of 
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the  examiner.  Once  you  get  beyond  that  area,  if  you  think  about 
concentric  circles,  next  you  get  to  the  next  circle,  you  are  greatly 
increasing  the  search  area.  If  you  are  going  to  look  there  you  might 
as  well  look  all  around  the  circle.  Everytime  you  add  to  that  circle, 
you  are  just  increasing  the  search  time  with  minimal  and  more  mini- 
mal chance  of  finding  anything  pertinent. 

Senator  Hart.  The  Patent  Office  opposes  and  your  Society  sup- 
ports the  deferred  examination  system. 

Now,  the  Patent  Office  suggested  that  deferred  examination  would 
not  save  very  much  time. 

How  do  you  react  to  that,  save  very  much  time  for  the  examiners. 

Mr.  Dunne.  This  becomes  a  statistical  interpretation.  For  exam- 
ple, several  witnesses  have  tossed  around  the  figure  of  60  percent,  in 
the  Netherlands.  Many  of  those  applications  were  never  examined 
because  they  received  a  prior  examination  in  the  United  States,  thus 
the  applicants,  who  might  also  have  been  U.S.  applicants,  decided 
that  the  U.S.  examination  did  not  show  anything  of  value  could  be 
obtained.  There  would  be  a  lot  of  influences  we  would  not  have  on  a 
deferred  examination  in  the  United  States. 

Another  input  into  that  statistic  on  a  deferred  examination 
system.  It  encourages  filing  of  an  application  for  several  reasons. 
One,  you  have  two  fees,  the  filing  fee  and  the  examination  fee,  so 
you  are  encouraging  filing.  Also,  since  you  have  deferred  examina- 
tion system,  which  I  think  is  a  strong  advantage  to  it,  corporations 
or  inventors  would  file  an  application  before  commercially  their  time 
is  due  because  they  could  defer  it.  Inventions  would  be  disclosed  ear- 
lier, and  this  would  be  a  benefit  to  the  public. 

With  this  you  might  get  a  very  large  increase  in  the  number  of 
filings.  For  example,  the  Patent  Office  in  the  last  calendar  year  had 
115,000  applications.  Deferred  examination  might  skyrocket  that 
figure.  If  that  happens,  we  may  still  be  examining  115,000  only 
examining  40  percent,  thus  we  may  not  be  gaining  anything.  We 
don't  know.  We  would  have  to  check  the  reaction  of  the  patent  com- 
munity on  this. 

The  Society  feeling  is  that  there  are  two  tj^pes  of  patent  applica- 
tions that  will  not  be  examined  on  prior  art.  These  types  of  patent 
applications  are  those  that  are  made  for  defense  purposes  to  prevent 
subsequent  harassment,  and  those  people  who  are  waiting  for  their 
time  to  come.  These  will  not  be  examined  under  deferred  examina- 
tion. 

Because  of  that,  we  feel  that  there  will  be  a  reduction.  The  spe- 
cific number  would  be  hard  to  predict. 

One  more  comment.  One  reason  we  support  deferred  examination 
in  the  view  of  this  possible  balance  of  arguments  here  and  thus  a 
close  question  is  the  fact  that  S.  132^1  provides  that  any  party  can  call 
an  application  up  for  examination,  including  the  Public  Counsel. 
Deferred  examination  could  prove  to  be  a  handicap  to  the  patent 
system.  The  Public  Counsel,  at  the  risk  of  losing  fees,  could  order 
up  all  examinations  to  be  examined  by  his  own  authority,  and  do 
away  with  deferred  examination.  Therefore,  the  Society  feels  it  is 
worth  a  try  to  see  how  these  numbers  are  going  to  balance  out.  We 
cannot  predict — we  are  not  going  to  do  any  harm  if  we  try  it. 
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Senator  Hart.  I  am  glad  you  reminded  me  that  no  harm  would  be 
done  if  in  fact  the  Public  Counsel  could  call  them  up.  Assuiiiintr  that 
the  number  of  applications  does  not  skyrocket,  would  it  not  follow 
logically  that  the  deferred  examination  would  permit  a  higher  qual- 
ity of  work  product  from  the  examiner? 

Mr.  Dunne.  The  society  feels  it  would  definitely  increase  the 
manhours  available  per  application.  That  would  possibly  increase 
the  quality,  it  probably  would  increase  the  quality,  yes. 

However,  various  sections  of  1321  are  going  to  institute  proce- 
dures that  are  going  to  require  more  time.  For  example,  subpena 
power  alone.  If  we  start  getting  into  discovery  procedures  during 
the  examination  process,  I  am  sure  you  are  aware  that  the  discovery 
process  during  litigation  is  horrendous.  If  we  start  bringing  these 
procedures  to  the  Patent  Office,  we  are  not  going  to  be  talking  about 
15  hours  per  case.  We  are  going  to  be  talking  about  2  weeks  just  on 
discovery  alone.  So  we  had  better  have  deferred  examination  if  we 
are  going  to  have  subpena  power  and  discovery. 

Senator  Hart.  Even  that  conditional  answer  hinges  on  whether 
the  subpena  produces,  a  lot  more  work. 

You  favor  the  making  of  an  independent  agency  of  tlie  Patent 
Office,  and  you  say — and  this  is  very  early  in  your  statement  the 
first  page — "decisions  of  policy  affecting  the  patent  system  are  influ- 
enced by  the  Secretary  of  Commerce  who  is  charged  with  furthering 
American  business  interests." 

Do  you  have  any  specific  example  of  how  this  relationship  with 
the  Secretary  of  Commerce  has  affected  the  Patent  Office  ? 

Mr.  Dunne.  Senator,  I  am  not  privy  to  the  inner  councils  of  Gov- 
ernment, so  I  really  could  not  answer  that.  I  can  conjecture  on  types 
of  situation  that  there  may  be  influence,  but  to  say  there  has  Ijeen 
influence,  I  could  not  say  or  would  not  want  to  suggest  that  there 
has  been. 

I  think  the  point  here — there  is  a  propensity  for  this  influence. 
This  influence  miglit  be  rightly  so.  The  Secretary  of  Commerce  is 
charged  with  furthering  America's  business  interests.  The  American 
business  has  a  large  place  in  the  patent  system,  particularly  when 
you  are  talking  about  technological  societies.  Businesses  are  techno- 
logically oriented.  This  input  may  be  very  proper. 

Our  point  is,  in  furthering — in  being  charged  with  furthering — 
the  progress  of  American  commerce  does  not  necessarily  go  hand  in 
glove  with  furthering  technology  in  the  patent  system.  1  am  talking 
very  generally  now,  I  am  not  trying  to  suggest  that  this  has  hap- 
pened. 

But,  as  an  example,  the  recent  Deep  South  case  decided  by  the 
Supreme  Court  said  an  American  manufacturer  who  is  making  a 
patented  machine  in  parts  to  be  shipped  abroad  and  assembled 
would  not  be  infringing  on  a  patent  on  a  complicated  machine — in 
this  case,  it  put  the  shrimp  in  one  end  and  it  comes  out  boxed  and 
frozen — it  is  a  very  complicated  machine.  If  you  can  assemble  it  in 
the  United  States  and  ship  it  to  a  foreign  country,  to  be  bolted 
together  with  three  bolts,  you  would  have  a  device  that  you  would 
not  be  infringing  the  patent  in  America.  This  upsets  a  lot  of  people. 

However,  it  has  advantages  to  public  policy.  It  would  suggest  that 
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manufacturers  who  want  to  compete  in  marketing  a  shrimp-making 
machine,  do  not  have  to  go  abroad  to  their  market  to  set  up  manu- 
facturing facilities.  They  can  set  them  up  here  in  the  United  States, 
use  American  labor,  American  materials,  American  capital.  Here  we 
liave  a  situation  where  the  patent  policy,  or  the  patent  people,  may 
feel  that  it  is  inappropriate  to  allow  American  firms  to  manufacture 
a  patented  device  in  parts  and  such  is,  in  fact,  making  the  device, 
infringing  a  patent  while  American  business  interests  may  seem  to 
indicate  that  this  was  very  good,  because  it  helps  the  American  com- 
pany, the  balance  of  trade,  and  the  rest. 

These  types  of  conflicts  of  interest  would  exist  in  making  decisions 
on  marketing  patents.  I  think  these  kinds  of  influences  are  proper, 
but  they  should  not  be  the  orientation  of  a  man  who  oversees  opera- 
tions as  the  Secretary  of  Commerce.  He  does  have  oversight  power. 
There  may  be  possible  conflicts. 

Again,  I  would  like  to  make  perfectly  clear  I  am  not  suggesting 
this  type  of  discussion  has  ever  gone  on  in  the  halls  of  Commerce. 
This  is  the  type  of  example  I  could  dream  up. 

Senator  Hart.  You  have  made  it  clear  that  you  are  not  suggesting 
that  either  proper  or  improper  influences  have  been  exercised.  But 
you  do  suggest  there  is  a  propensity,  or  inherent  possibility  ? 

Mr.  Dunne.  Yes,  sir,  I  do. 

Senator  Hart.  Do  you,  as  an  individual,  have  any  opinion  as  to 
whether  the  frequent  changes  in  the  person  of  the  Commissioner  of 
Patents,  a  tradition  that  goes  over  a  long  history,  afi^ects  adversely 
the  morale  of  the  personnel  in  the  Patent  Office  ? 

Mr.  Dunne.  That  would  depend  about  the  feelings  about  the 
Commissioner  in  office  at  the  time.  I  have  been  through  three  Com- 
missioners. I  believe  it  is  harmful,  sir.  I  most  definitely  do.  I  think 
it  has  an  adverse  affect  on  morale.  Continuity  of  programs,  that  are 
the  basic  programs  in  the  operation  of  the  Office  have  been  main- 
tained. I  have  been  in  the  Office  under  Commissioner  Schuyler  and 
Commissioner  Godtschalk  and  now  Commissioner  Tegtmeyer. 

There  has  been  a  continuity  of  programs.  There  have  been  innova- 
tive programs  come  in  under  the  diiferent  administrations  which  I 
think  is  good.  But  I  think  three  Commissioners  within  3  years  is  a 
bit  out  of  hand.  Of  course,  if  we  go  back  5  years,  they  number  more. 
Effective  management  cannot  be  done  by  a  1-year  Commissioner, 
particularly  in  the  Patent  Office. 

In  the  Patent  Office,  we  have  a  group  of  professionals  that  are 
fairly  unique  in  Federal  service.  They  are  fairly  unique  anywhere. 
They  are  trained  as  engineers,  scientists,  highly  well  educated  tech- 
nical people.  jMost  have  a  law  degree  or  are  attending  law  school. 
We  have  an  unusual  profession,  not  one  that  can  be  managed  by  fiat, 
one  that  can  be  managed  only  by  having  faith  in  the  programs,  par- 
ticularly when  you  get  to  the  upper  management  levels. 

For  a  Commissioner  to  effectively  manage  or  administer — as 
opposed  to  policy — to  effectively  administer  the  Office  requires  great 
confidence  from  his  Directors  and  his  supervisory  primary  examiners 
and  the  examiners  themselves.  We  are  an  independent  group  of 
employees. 
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I  think  it  is  very  harmful,  the  changeover.  We  do  not  have  trust, 
faith,  or  confidence  in  tlie  everchanging  leader  type  of  concept, 
which  is  definitely  harmful. 

Senator  Hart.  Mr.  Brennan  ? 

Mr.  Brennan.  No  questions. 

Senator  Hart.  Mr.  Xash  I 

Mr.  Nash.  No  questions. 

Senator  Hart.  j\Ir.  Dunne,  thank  you  very  much. 

Mr.  Dunne.  Thank  you.  Senator. 

Mr.  Brennan.  Mr.  Francis  Browne. 

Senator  Hart.  Mr.  Browne,  I  think  you  joined  us  to  discuss  the 
aspect  I  was  last  talking  about  with  Mr.  Dunne. 

Mr.  Browne.  Yes,  Senator. 

STATEMENT  OF  ERANCIS  C.  BEOWNE,  ESQ. 

Mr.  Browne.  My  name  is  Francis  C.  Browne.  I  am  the  senior  part- 
ner in  the  law  firm  of  Browne,  Beveridge,  DeGrandi  &  Kline,  and  a 
member  of  the  bar  of  the  District  of  Columbia  and  Maryland. 

My  own  personal  background  is — I  started  in  patent  work  in  1038. 
I  am  admitted  to  practice  before  the  United  States  and  Canadian 
patent  offices.  Some  of  my  earl}^  patent  practice  was  in  industry  and 
government.  Since  1945,  I  have  been  continuously  engaged  in  the 
private  practice  of  patent,  copyright,  and  trademark  and  unfair 
competition  law  here  in  Washington. 

I  have  held  office  in  and  served  on  the  board  of  managers  of  the 
American  Patent  Law  Association.  I  have  been  chairman  of  various 
committees  of  the  American  Bar  Association  Section  of  Patent, 
Trademark,  and  Copyright  Law.  I  am  a  past  chairman  of  the  patent 
section  of  the  Bar  Association  of  the  District  of  Columbia. 

I  have  served  as  a  consultant  to  the  Plouse  of  Representatives 
Committee  on  Science  and  Astronautics  on  the  subject  of  Govern- 
ment patent  policy  and  also  as  an  adviser  to  the  Organization  of 
American  States  on  patent  and  trademark  matters. 

I  am  submitting  this  statement  on  my  own  personal  behalf  and 
not  on  behalf  of  any  organization  or  client.  So  far  as  I  know,  no 
organized  bar  association  has  considered  the  proposal  I  am  about  to 
make.  However,  in  discussing  the  substance  of  my  proposal  with 
some  former  Commissioners  of  Patents  and  other  highly  regarded 
members  of  the  patent  bar,  they  have  indicated  that  the  idea  has 
some  merit  and  have  expressed  surprise  that  it  has  not  been  sug- 
gested before  now. 

I  am  interested,  particularly,  in  the  administrative  process  by 
which  the  patent  system  operates  in  implementing  the  statutes 
enacted  by  Congress  under  article  I,  section  8,  of  the  Constitution. 
The  key  to  efficient  administration  of  the  patent  statutes  and  effec- 
tive operation  of  the  U.S.  patent  system,  in  my  opinion,  lies  in 
bringing  the  organization  and  function  of  the  U.S.  Patent  Office 
more  directly  under  the  control  of  Congress. 

By  way  of  historical  background,  it  can  be  recalled  that  Congress, 
in  exercising  its  powers  under  the  Constitution  to  promote  the  prog- 
ress of  science  and  useful  arts  enacted  the  first  patent  law  in  1790. 
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The  authority  to  grant  patents  for  discoveries  of  inventors  was 
])laced  in  the  hands  of  a  three-member  board — the  Secretary  of 
State,  the  Seci-etary  of  War,  and  the  Attorney  General. 

Tliere  were  no  independent  agencies  in  the  executive  branch  at 
that  time,  so  Congress  placed  the  administrative  responsibility  for 
implementation  of  the  statute  in  the  State  Department,  that  being 
the  seniormost  Cabinet  department  at  the  time. 

Three  years  later,  however,  the  three-member  board  was  abolished 
and  the  examination  system  which  existed  during  that  time  was 
abolished.  They  then  went  to  a  system  of  registering  the  patents,  so 
to  speak,  and  granting  patents  merely  on  the  filing  of  an  applica- 
tion. So  it  was  really  a  clerical  function,  which  was  assigned  to  the 
Secretary  of  State.  And  in  1802,  when  James  Madison,  was  Secre- 
tary of  State — he  established  a  separate  division  in  the  department 
for  issuing  patents  and  appointed  a  Dr.  William  Thornton  to  fill 
that  position.  And  he  later  adopted  the  title  of  Superintendent. 

In  1816  Madison  became  Pi-esident,  and  in  a  special  message  to 
Congress,  he  urged  that  the  Patent  Office  be  given  the  status  of  a 
sepai-ate  bureau.  However,  it  was  not  until  1836,  when  the  examina- 
tion system  was  i-einstituted  and  the  patent  laws  were  revised  exten- 
sively, that  the  Patent  Office  became  a  distinct  and  separate  bureau, 
the  Commissioner  of  Patents  being  appointed  by  the  President  with 
latei"  that  jurisdiction  was  transferi'od  to  the  Department  of  Com- 
merce. I  will  come  to  that  point  later. 

When  the  Patent  Office  was  established  in  1836,  copyright  matters 
M-ere  retained  in  the  Department  of  State.  But  in  1859,  the  responsi- 
bility for  those  matters  was  also  transferred  to  the  Department  of 
Interior-,  whereupon  the  Secretary  of  Interior  gave  the  Commis- 
sioner of  Patents  the  res])onsibility  for  copyrights  and  a  Librarian 
of  Copyrights  was  apj^ointed  in  the  Patent  Office. 

When  the  next  major  revision  of  the  patent  laws  went  into  effect 
in  1870,  tlie  copyright  function  was  turned  over  to  the  Librarian  of 
Congress,  an  arm  of  Congress  itself,  and  the  Patent  Office  was 
given,  instead,  the  responsibility  for  administering  the  newly 
enacted  trademark  statutes.  That  is  the  first  time  that  the  Patent  Of- 
fice had  anything  to  do  with  trademarks.  Four  year  later,  as  an  ad- 
junct to  the  trademark  operation,  the  responsibility  for  registration 
of  copyrights  for  prints  and  labels  used  with  manufactured  goods 
was  taken  from  the  Copyright  Office  and  given  back  to  the  Patent  Of- 
fice. In  1939,  this  function  was  finally  returned  to  the  Copyright  Office 
in  the  I^ibrary  of  Congress. 

By  Executive  oi-der  issued  in  1926,  jurisdiction  over  the  Patent 
Office  was  transferred  from  the  Department  of  Interior  to  the 
Department  of  Commerce.  I  make  special  note  of  the  fact  that  that 
was  by  Executive  oixler,  not  an  act  of  Congrss.  Tliis  was  the  first 
ste])  towards  diminisliing  congressional  control  over  the  Patent 
Office  and  dilution  of  the  authority  of  the  Commissioner  of  Patents. 

In  1933,  1  year  nftei-  the  Patent  Office  was  moved  into  the  Com- 
merce Building  at  14th  and  SE  Streets,  the  Secretary  of  Commerce 
actively  injected  himself  into  the  management  of  the  Patent  Office 
by  appointing  a  Patent  Office  Advisory  Committee  to  assist  him  in 
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matters  of  general  policy.  For  that  committee,  he  drew  upon  person- 
nel from  industrv,  general  law,  and  patent  law. 

Now,  in  1950,*  under  Eeorganization  Plan  No.  5,  the  Secretary  of 
Commerce  vested  in  himself— again  by  Executive  order— all  of  the 
functions  of  the  Patent  Office ''and  then  redelegated  them  to  the 
existing  Conunissioner  of  Patents.  When  the  patent  laws  were 
revised  and  codified  2  years  later,  in  1952,  Reorganization  Plan  No. 
5  was  codified  in  the  patent  statutes,  and  the  autliority  was  given 
the  Secretary  of  Commerce  to  vest  in  himself  all  the  powers  and 
functions  of  the  Commissioner  of  Patents. 

Although  such  powers  have  been  redelegated  to  the  Commissioner, 
as  was  the  case  under  Reorganization  Plan  No.  5,  there  has  been  an 
increasing  tendency  on  the  part  of  most  recent  Secretaries  of  Com- 
merce and  Assistant  Secretai-ies  of  Science  and  Technology'  to  exer- 
cise greater  policy  and  operational  control  and  domination  over  the 
Patent  Office  and  the  Commissioners  of  Patents. 

Thus,  we  have  an  anomalous  situation  where  one  Presidential 
ap])ointec  has  the  power  and  authority  to  completely  strip  another 
Presidential  appointee  of  all  his  duties  and  functions  with  or  with- 
out cause  or  reason. 

To  the  extent  that,  in  the  first  instance,  success  of  the  United 
States  patent  system  is  the  responsibility  of  Congress,  it  would  seem 
that  Congress  "should  not  allow  the  Patent  Office  to  be  submerged 
several  layers  deep  in  a  Cabinet  Department  of  the  executive  branch. 
The  analogy  between  the  granting  of  a  patent  and  the  granting  of 
otlier  limited  franchises  by  regulatory  or  quasi-judicial  independent 
agencies  or  commissions  leads  one  to  the  logical  conclusion  that  the 
Patent  Office  should  also  be  an  independent  agency  or  commission 
more  directly  responsible  to  Congress. 

The  proposal  which  I  submit  for  your  consideration  at  this  time, 
Mr.  Chairman,  is  really  in  the  nature  of  an  extension  of  the  concept 
set  forth  in  sections  2,  3,  5,  134,  and  145  of  Senator  Hart's  bill  1321. 
This  would  reestablish  the  Patent  Office  as  an  independent  agency  in 
the  executive  branch  of  the  Federal  Government. 

Basically,  I  propose  that  instead  of  merely  having  a  Commis- 
sioner and  a  Deputy  Commissioner,  as  proposed  in  your  bill,  S.  1321, 
there  be  established  as  an  independent  agency  a  five-member  U.S. 
Patent  Commission,  the  administrative  structure  of  which  would 
correspond  to  that  of  existing  Federal  franchise-granting  or  quasi- 
judicial  commissions,  such  as  the  Federal  Power  Commission,  Inter- 
state Commerce  Commission,  Federal  Communications  Commission, 
or  the  Civil  Aeronautics  Board. 

I  would  suggest  that  the  members  of  the  Patent  Commission 
which  I  propose  be  appointed  by  the  President  with  the  advice  and 
consent  of  the  Senate,  each  of  the  members,  however,  to  be 
ai)])ointed  for  overlapping  teims  of  7  years,  as  in  the  case  of  other 
commissions.  Likewise,  not  more  than  thi'ee  members  of  the  Patent 
Commission  should  be  from  any  one  political  party,  and  the  Presi- 
dent should  designate  one  of  the  members  of  the  Commission  to 
serve  as  chairman.  By  the  way,  this  parallels  the  Federal  Trade 
Commission  Act;  it  is  the  statutory  language.  In  this  way,  there 
would  be  greater  continuity  of  service  of  Commissioners  with  the 


324 

consequence  of  greater  consistency  in  the  administration  of  the 
patent  laws.  This  is  the  point  that  the  previous  witness  from  the 
Patent  Office  Society  made,  and  I  very  strongly  support  his  conclu- 
sion in  that  regard. 

I  also  propose  that  the  Commission  appoint,  under  the  Civil  Serv- 
ice System,  as  many  Administrative  Law  Judges — or,  as  they  used 
to  be  called,  Hearing  Examiners — as  may  be  necessary  to  perform 
the  duties  presently  being  performed  by  the  examiners-in-chief  who 
are  now  serving  as  members  of  the  Patent  Board  of  Appeals  and  the 
Board  of  Patent  Interference  Examiners.  This  proposal  differs  from 
section  5(a)  of  S.  1321  in  that  it  would  eliminate  the  title  of  exam- 
iners-in-chief and  substitute  the  more  current,  consistent  and  mean- 
ingful title  of  administrative  law  judges.  They  would  be  on  the  same 
pay-scale  relationship  as  provided  in  S.  1321, 

Instead  of  conducting  hearings  in  panels  of  three  members  each  as 
provided  in  Section  5(d)  of  the  present  bill  and  limiting  the  record 
to  that  made  before  the  patent  examiners,  as  is  presently  the  prac- 
tice, I  would  suggest  that  the  administrative  law  judges  individually 
hear  testimony,  receive  evidence,  and  obtain  proposals  for  further 
amendments  to  the  claims,  prepare  and  file  findings  and  conclusions, 
and  be  authorized  to  make  final  disposition  of  cases  brought  before 
them  after  final  rejection  by  the  primary  examiner. 

The  applicant— or  in  inter  partes  cases,  the  dissatisfied  party — 
could  request  the  Commission  to  review  exceptions  to  the  findings 
and  conclusions  of  the  administrative  law  judges.  From  the  final 
decision  of  the  Patent  Commission  on  those  exceptions,  judicial 
review  could  be  had  before  the  U.S.  Court  of  Customs  and  Patent 
Appeals  on  the  record  made  in  the  Commission,  including  the  evi- 
dence submitted  to  the  patent  examiners  as  well  as  that  submitted  to 
the  administrative  law  judges. 

If  the  foregoing  recommendation  is  adopted,  I  then  recommend 
that  the  so-called  trial  de  novo  in  the  U.S.  District  Courts,  as  pro- 
vided under  sections  145  and  146,  be  abolished,  since  the  presentation 
of  evidence  before  the  administrative  law  judge  and  the  Patent 
Commission  would  eliminate  the  necessity  for  that  type  of  judicial 
review. 

If  I  may  add  a  footnote,  recent  cases  which  I  have  noted  since 
this  statement  has  been  pi-opared,  I  find  that  the  so-called  de  novo 
affect  of  the  trial  in  the  District  Court  is  more  of  a  dream  than  a 
reality.  There  are  cases  that  say  that  the  evidence  introduced  in  a 
trial  de  novo  should  be  limited  to  that  which  was  introduced  in  the 
Patent  Office  and  relate  only  to  issues  presented  in  that  Office. 

Finally,  I  would  leave  the  entire  trademark  registration  function 
in  the  Commerce  Department,  separate  from  the  Patent  Office,  since 
it  is  a  purely  ministerial  or  registration  function  arising  under  the 
Commerce  clause  of  Article  I,  Section  8  of  the  Constitution,  not 
under  the  Patents  and  Copj'right  clause.  Another  reason  for  separat- 
ing this  function  from  the  Patent  Commission  is  that  trademark 
jurisprudence  arises  primarily  out  of  the  common  law,  whereas  pat- 
ents and  copyrights  are  Congressionally  created  franchises  which  are 
constitutionally  based  statutory  exceptions  to  the  common  law. 

Here  I  may  be  treading  in  an  area  I  am  not  as  well  informed  as  I 
should  be.  I  am  advised  that  there  is  a  jurisdictional  dichotomy 
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between  the  Senate  Commerce  Committee  and  the  Senate  Judiciary 
Committee  with  respect  to  the  Patent  Office.  Whereas  the  Judiciary- 
Committee  exercises  jurisdiction  over  the  substantive  and  adminis- 
trative organization  of  the  Patent  Office,  the  Commerce  Committee 
exercises  jurisdiction  over  the  rest  of  the  Commerce  Department, 
inchiding  the  offices  of  the  Secretary  of  Commerce  and  the  Assistant 
Secretary  of  Commerce  for  Science  and  Technology.  Yet,  the  Secre- 
tary of  Commerce,  under  section  3  of  the  Patent  Act,  has  placed  the 
Patent  Office  under  the  jurisdiction  of  the  Assistant  Secretary  of 
Commerce  for  Science  and  Technology,  and  thereby  submerges  the 
Patent  Office  to  a  more  subordinate  position  than  it  held  prior  to  the 
promulgation  of  Reorganization  Plan  No.  5. 

By  taking  the  Patent  Office  out  of  the  Commerce  Department  and 
making  it  an  independent  Patent  Commission,  it  will  be  more 
direct!}^  under  the  control  of  Congress  and  answerable  primarily  to 
the  Judiciary  Committees  of  both  the  Senate  and  the  House.  This 
would  be  consistent  with  the  spirit  of  article  I,  section  8  of  the  Con- 
stitution, since  the  Copyright  Office,  being  a  part  of  the  Library  of 
Congress,  is  presently  an  arm  of  Congress,  and  the  Patent  Commis- 
sion would  be  both  a  separate  agency  in  the  executive  branch  and  be 
more  directly  responsible  to  Congress  than  in  its  present  posture. 

The  patent  system,  to  be  more  effective,  should  be  operated  by  a 
commission  having  continuity  of  personnel  which  is  not  subject  to 
change  merely  because  of  changes  in  Cabinet  or  sub-Cabinet  level 
officials.  The  appointment  of  Commissioners  to  the  Patent  Commis- 
sion for  overlapping  terms  of  7  years  each  would  also  reduce  the 
disruption  presently  encountered  as  a  result  of  Presidential  elections 
every  4  years  and  the  turnover  in  the  office  of  Commissioner  and 
Assistant  Commissioners  due  to  the  uncertainty  of  tenure. 

In  conclusion,  it  is  recommended  that  the  Patent  Commission  con- 
cept be  adopted  to  make  the  administrative  structure  of  the  Commis- 
sion conform  to  existing  patterns  of  organization  within  the  execu- 
tive branch,  rather  than  continue  making  the  Patent  Office  and  the 
operation  of  the  patent  system  an  exception  to  the  normal  structure 
and  operation  of  administrative  agencies. 

A  marked-up  copy  of  sections  2,  3,  5,  134,  145,  and  147  of  S.  1321 
is  appended  here  for  purposes  of  illustration  as  to  how  this  could  be 
incorporated  in  the  present  bill  without  doing  violence  to  the  bill. 

[The  material  referred  to  follows :] 

S.  1321,  93d  Cong.,  1st  sess. 

A  BILL 

For  the  general  reform  and  revision  of  the  Patent  Laws,  title  35  of  the 
United  States  Code,  and  for  other  purposes. 

Be  it  enacted  'by  the  Senate  and  House  of  Representatives  of  the  United 
States  of  America  in  Congress  asseniMed,  That,  in  accordance  with  the  author- 
ity granted  by  article  1,  section  8,  clause  8  of  the  United  States  Code,  entitled 
"Patents",  is  hereby  amended  in  its  entirety  to  read  as  follows : 

"TITLE  35— PATENTS 

"Part  Sec. 

"I.  PATENT  COMMISSION  1 

"II.  PATENTABILITY  OF  INVENTIONS  AND  GRANT  OF  PATENTS-  100 

"III.  PATENTS  AND  INFRINGEMENTS  OF  PATENTS 261 
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"PART  I— PATENT  COMMISSION 

"Chapter  Sec. 

"1.  Establishment,  Officers,  Functions 1 

"2.  Proceedings  in  the  Patent  Commission 21 

"3.  Practice  Before  the  Patent  Commission 31 

"4.  Patent  Commission  Fees 41 

"Chapter  1. — Establishment,  Officers,  Functions 
"Sec. 

"1.  National  Patent  Policy. 
"2.  Establishment  and  seal. 
"3.  Commissioners  and  other  officers. 

"4.  Restrictions  on  officers  and  employees  as  to  interest  in  patents. 
"5.  Board  of  Appeals. 

"6.  Lilirary,  classification  of  patents,  public  search  facilities. 
"7.  Certified  copies  of  records. 
"8.  Publications. 
"9.  Annual  report  to  Congress. 
"10.  Advisory  Council  on  the  Patent  System. 

"§  1.  National  Patent  Policy 

"It  is  hereby  declared  to  be  the  national  patent  policy  of  the  United  States 
to  promote  the  progress  of  science  and  useful  arts,  by  granting  inventors  the 
privilege,  for  a  limited  time  and  subject  to  the  provisions  of  this  title  and  any 
other  Act  the  Congress  has  or  may  hereafter  enact,  to  exclude  others  from 
making,  using,  and  selling  new  and  useful  inventions  discovered  by  such  inven- 
tors and  fully  disclosed  to  the  public.  This  title  shall  be  interpreted  in  light  of 
this  policy  and  of  the  constitutional  purpose  permitting  Congress  to  enact  a 
patent  law,  to  assure  that  United  States  patents  are  of  high  quality  and  re- 
liable. 

"§  2.  EstaNishment  and  seal 

"The  Patent  Commission,  at  times  referred  to  in  this  title  as  the  "Commis- 
sion", shall  be  an  independent  agency,  where  records,  books,  drawings,  specifi- 
cations, and  other  papers  and  things  pertaining  to  patents  and  to  trademark 
registrations  shall  be  kept  and  preserved,  except  as  otherwise  provided  by  law. 
The  Commission  shall  have  a  seal  with  which  letters  patent  and  papers  issued 
from  the  Commission  shall  be  authenticated. 

"§  3.  Commissioner  and  other  officers 

A  commission  is  hereby  created  and  established,  to  be  known  as  the  United 
States  Patent  Commission  (hereinafter  referred  to  as  the  commission),  which 
shall  be  composed  of  five  commissioners,  who  shall  be  appointed  by  the  Presi- 
dent, by  and  with  the  advice  and  consent  of  the  Senate.  Not  more  than  three 
of  the  commissioners  shall  be  members  of  the  same  political  party.  The  first 
commissioners  appointed  shall  continue  in  office  for  terms  of  three,  four,  five, 
six,  and  seven  years,  respectively,  from  the  date  of  the  taking  effect  of  this 
Act.  the  term  of  each  to  be  designated  by  the  President,  but  their  successors 
shall  be  appointed  for  terms  of  seven  years,  except  that  any  person  chosen  to 
fill  a  vacancy  shall  be  appointed  only  for  tlie  unexpired  term  of  the  commis- 
sioner whom  he  shall  succeed :  Provided,  however.  That  upon  the  expiration  of 
his  term  of  office  a  commissioner  shall  continue  to  serve  until  his  successor 
shall  have  been  appointed  and  shall  have  qualified.  The  President  shall  choose 
a  chairman  from  the  membership  of  the  Commission.  No  commissioner  shall 
engage  in  any  other  business,  vocation,  or  employment.  Any  commissioner  may 
be  removed  by  the  President  for  inefficiency,  neglect  of  duty,  or  malfeasance  in 
office.  A  vacancy  in  the  commission  shall  not  impair  the  right  of  the  remaining 
commissioners  to  exercise  all  the  powers  of  the  commission. 

"(d)  There  shall  in  addition  be  an  Assistant  to  the  Commission,  referred  to 
in  this  title  as  the  'Public  Counsel',  who  shall  be  appointed  by  the  President,  by 
and  with  the  advire  and  consent  of  the  Senate.  The  position  of  Public  Counsel 
shall  be  in  the  competitive  service,  and  the  per  annum  rate  of  basic  compensa- 
tion therefor  shall  not  exceed  the  maximum  scheduled  rate  provided  for  posi- 
tions in  grade  18  of  the  General  Schedule  (5  U.S.C.  5104).  The  Public  Counsel 
shall  assure  as  an  advocate,   and   through   the   adversary   process,    that   high 
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quality  patents  which  meet  tlie  statutory  and  constitutional  criteria  therefor 
issue  from  the  Patent  Office.  To  that  end  he  shall  consider  and  review  all  pro- 
ceedings in  the  Patent  Office,  and  he  or  his  delegates  : 

"(1)  may  intervene  and  participate  at  any  time  in  any  Patent  OflSce 
proceeding,  or  appeal  therefrom,  when,  in  his  discretion,  it  is  necessary  or 
appropriate  to  do  so : 

"(A)   in  the  public  interest  to  assure  the  integrity,   strength,   and 
relialiility  of  a  high  quality  patent  system;  or 

"(B)   in  circumstances  which  indicate  the  public  need  to  analyze  or 
defend  an  important,  new,  or  developing  theory  of  law ;  or 

"(C)   in  the  case  of  important,  new,  or  developing  areas  of  technol- 
ogy :  and 
"(2)   shall   prosecute   or   defend   appeals   from   any   final    action    of   the 
Patent  Office ;  and 

"(3)  shall  have  all  other  rights  and  powers  afforded  parties  under  this 
title :  and 

"(4)  shall  take  such  other  action,  participate  in  such  other  proceedings, 
and  conduct  such  other  investigations  or  inquiries,  as  may  be  necessary  or 
appropriate  to  carry  out  the  purposes  of  this  title. 
The  Commission  may  also  assign  or  delegate  other  duties  to  the  Public  Coun- 
sel, to  the  extent  such  assignment  or  delegation  does  not  interfere  with  the 
responsibilities  of  the  Public  Counsel  provided  by  this  subsection.  In  all  other 
respects,  the  Public  Counsel  shall  be  independent  of  the  Commission  in  carry- 
ing out  his  responsibilities  hereunder. 

"(e)  The  Commission  shall,  subject  to  other  requirements  of  law,  appoint 
other  officers  and  employees  of  the  Patent  Commission,  assign  or  delegate  to 
them  the  functions  of  the  Commission,  and  fix  the  per  annum  rate  of  basic 
compensation  therefor. 

"§  4.  Restrictions  on  officers  and  employees  as  to  interest  in  patents 

"Officers  and  employees  of  the  Patent  Office  shall  be  incapalile,  during  the 
period  of  their  appoiiitincnts  and  for  three  years  thereafter,  of  applying  for  a 
patent  or,  during  such  period  and  for  three  years  thereafter,  being  named  as 
an  inventor  in  an  application  for  patent  for  an  invention  made  during  such 
period  or  for  three  years  thereafter  and  of  acquiring,  directly  or  indirectly, 
except  by  inheritance  or  bequest,  any  patent  or  any  right  or  interest  in  any 
patent,  issued  or  to  be  issued  by  the  Office.  Such  applications  for  patent  there- 
after shall  not  be  entitled  to  any  priority  date  earlier  than  three  years  after 
the  termination  of  the  appointment  of  such  ofiicers  and  employees. 

"§  5.  Administrative  Law  Judges 

"(a)  There  shall  be  in  the  Office  not  to  exceed  twenty-four  Administrative 
Law  Judges  who  shall  be  appointed  under  the  competitive  service,  in  the 
manner  prescribed  for  Administrative  Law  Judges  (5  U.S.C.  3105,  5362,  7521). 
The  per  annum  rate  of  basic  compensation  of  each  Administrative  Law  .Tudge 
shall  be  fixed  at  not  in  excess  of  the  maximum  scheduled  rate  provided  for 
positions  in  grade  17  of  the  General  Schedule  (5  U.S.C.  5104). 

"(b)  The  Administrative  Law  Judges  shall  be  persons  of  competent  legal 
knowledge  and  scientific  ability,  who  will  perform  and  exercise  the  judicial 
functions  of  the  Commission. 

"(c)  The  Administrative  Law  Judges  shall  review  all  final  orders  (as  that 
term  is  defined  in  5  U.S.C.  551)  of  primary  examiners  and  may  review  orders 
issued  pursuant  to  section  23  of  this  title,  except  with  respect  to  such  matters 
relating  to  Commission  procedure  which  the  Commission  has  by  general  rule 
or  regulation  assigned  for  determination  by  an  Administrative  Law  Judge,  who 
shall  from  time  to  time" be  designated  by  the  Administrative  Law  Judge  senior 
in  date  of  appointment.  Except  as  otherwise  provided  in  this  title,  the  Commis- 
sioners and  the  Administrative  Law  Judges  shall  exercise  all  judicial  func- 
tions, including  all  agency  review  or  appeals,  under  this  title.  The  order  of  the 
Commission  shall  constitute  final  agency  action  (as  that  term  is  defined  in  5 
U.S.C.  551)  in  all  matters  considered  by  it. 

"(d)  Each  appeal  or  other  action  shall  be  heard  or  considered  by  an  Admin- 
istrative Law  Judge,  except  as  otherwise  provided  in  subsection  (c)  of  this 
section.  Said  Judge  shall  be  designated  for  each  case  by  the  Judge  senior  in 
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date  of  appointment,  consistent  with  the  provisions  of  section  3105,  of  title  5, 
United  States  Code.  The  Commission  has  sole  power  to  grant  rehearings. 

"(e)  Whenever  the  Commission  considers  it  necessary  to  maintain  the  work 
of  the  Administrative  Law  Judges  current,  he  may  designate  any  patent  exam- 
iner of  the  primary  examiner  grade  or  higher  having  tlie  requisite  ability,  to 
serve  as  an  Administrative  Law  Judge  for  periods  not  exceeding  six  months 
each.  Not  more  than  one  acting  Administrative  Law  Judge  shall  be  a  member 
of  any  panel  of  two  or  more  Administrative  Law  Judges  hearing  any  appeal  or 
considering  any  case.  The  Commission  is  autliorized  to  fix  the  per  annum  rate 
of  basic  compensation  of  each  designated  Acting  Administrative  Law  Judge  at 
not  in  excess  of  the  maximum  scheduled  rate  provided  for  positions  in  grade 
16  of  the  General  Schedule  (5  U.S.C.  5104).  The  per  annum  rate  of  basic  com- 
pensation of  each  designated  Acting  Administrative  Law  Judge  shall  be 
adjusted,  at  the  close  of  the  period  for  which  he  was  designated  to  act,  to  the 
per  annum  rate  of  basic  compensation  which  he  would  have  been  receiving  at 
the  close  of  such  period  if  such  designation  had  not  been  made. 
"§  134.  Appeal  to  Administrative  Larv  Judge 

"(a)  The  appeal  from  any  final  decision  of  the  primary  examiner  shall  be  to 
an  Administrative  Law  Judge.  The  Public  Counsel  shall  be  responsible  for 
briefing  and  arguing  the  case  before  the  Judge  in  respect  to  any  appeal  taken 
by  any  applicant,  except  in  respect  to  priority  of  invention  contests  pursuant 
to  section  136  of  this  chapter,  in  which  case  participation  of  the  Public  Coun- 
sel shall  be  at  his  discretion. 

"(b)  If  any  appeal  is  taken  to  an  Administrative  Law  Judge,  the  primary 
examiner  may,  within  such  time  as  the  Commission  may  by  regulation  pre- 
scribe, prepare  a  legal  opinion  elal)orating  and  explaining  the  decision  and 
statement  made  by  him  pursuant  to  section  1,32  of  this  chapter.  The  primary 
examiner  shall  not,  in  any  appeal,  otherwise  appear  before  the  Administrative 
Law  Judge. 

"(c)  In  any  proceeding  before  an  Administrative  Law  Judge,  any  party  may 
introduce  into  the  record  any  patents,  publications,  or  other  evidence  of  the 
state  of  the  art  not  previously  made  part  of  the  record :  and  may  seek  to 
reverse  the  decision  of  the  primary  examiner  on  the  basis  thereof.  The  Judge 
may  consider  the  patentability  of  any  claim  in  the  application,  de  novo,  or 
remand  any  proceeding  to  the  primary  examiner  for  reconsideration  in  the 
light  of  such  or  other  further  information,  including  any  adduced  by  the  Com- 
mission or  the  Judge,  sua  sponte. 

"(d)  Proceedings  before  the  Commission  and  the  Administrative  Law  Judges 
shall  be  open  to  tlie  public  and  a  transcript  of  any  hearing  shall  be  kept.  The 
Judges  shall  render  written  decisions  which  shall  l)e  entered  of  record  and 
govern  further  proceedings  in  the  ca.se.  The  decision  of  the  Commission  shall 
constitute  final  administrative  action  by  the  Ofl5ce. 

Mr.  Browne.  Also  appended  is  a  copy  of  a  publication  put  out  by 
the  Patent  Oflice,  called  The  Story  of  the  United  States  Patent 
Office,  tracing  the  history  from  1790  to  1970.  That  is  the  source  from 
which  I  drew  most  of  the  historical  data  that  I  recited  earlier,  show- 
ing that  throughout  the  greater  part  of  history,  the  Patent  Office 
has  been  an  independent  patent  agency.  The  gist  of  my  recommenda- 
tion at  this  time  is  to  put  the  Patent  Office  back  where  it  was  before 
it  first  came  under  the  jurisdiction  of  the  Department  of  Commerce. 

[The  document  referred  to  may  be  found  in  the  files  of  the  com- 
mittee.] 

Mr.  Browne.  I  make  no  comment  at  this  time  with  respect  to 
other  sections  of  S.  1321,  since  other  people  and  other  organizations 
have  addressed  themselves  to  those  subjects.  My  only  message  is  a 
plea  to  stop  making  exceptions  to  provide  for  organization  and 
administration  of  the  Patent  Office  and  bring  it  into  line  with  the 
tried,  proven,  and  familiar  organization  and  administrative  struc- 
tures of  independent  agencies  within  the  executive  branch. 

Thank  you. 
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Senator  Hart.  Tliank  you  very  much  for  giving  us  this  historic 
flavor.  And  vour  arsument.  I  think,  is  a  very  strong  one. 

Now,  if  I  could  assure  you  that  the  single  point  of  your  testimony 
— namely,  that  we  treat  the  Patent  Office  consistently— I  assure  you 
the  thrust  of  that  will  not  be  diluted  in  any  respect  if  you  go  ahead 
now  and  give  us  your  impressions  about  some  of  the  other  problems 
that  we  have  been  listening  to  here. 

Do  you  have  any  strong  feelings  in  any  of  those  areas?  And,  with 
your  background.  I  am  sure  you  do. 

Mr.  Browxe.  Frankly.  I  did  not  intend  to  expound  on  any  of  the 
other  points.  But  one  of  the  things  that  has  interested  me,  though,  is 
the  measure  of  productivity  of  the  examiners  in  the  administrative 
process.  And  I  think  that  the  explanation  that  was  given  by  ]Mr. 
Dunne  of  the  Patent  Office  Society  has  enlightened  me  considerably 
as  I  hope  it  has  the  committee.  I  do  not  think  I  could  add  much  to 
what  he  has  already  said. 

He  works  in  the  Patent  Office,  and  I  never  did.  So  I  think  he 
speaks  from  not  only  more  direct  personal  knowledge  but  more 
recent  knowledge  than  most  witnesses,  even  others  in  the  profession, 
who  may  have  worked  in  the  Patent  Office  several  years  ago.  I  think 
that  is  an  important  factor. 

As  to  how  the  examiners  spend  their  time,  if  they  spend  15  hours 
per  application,  what  do  they  spend  it  on?  I  think  this  is  something 
the  committee  needs  to  look  into. 

Now,  going  to  deferred  examination  as  a  means  of  improving  both 
the  quality  and  the  quantity  of  production — I  have  had  considerable 
experience  with  filing  applications  abroad  where  deferred  examina- 
tion is  available.  Again,  I  support  Mr.  Dunne's  statement  that  many 
times  you  file  applications  and  request  deferment  of  examination  out 
of  an  abundance  of  caution,  not  knowing  whether  the  invention  is  go- 
ing to  have  sufficient  industrial  merit  to  warrant  the  examination  costs 
involved.  So  I  do  think  there  is  a  tendency  to  file  more  applications 
where  deferred  examination  possibility  exists. 

I  think,  by  the  same  token,  where  we  have  rigid  examination  sys- 
tems, as  we  have  both  in  our  country  and  in  countries  like  Germany 
and  Japan,  it  does  give  an  applicant  an  opportunity  to  collect  all 
the  citations  of  art  from  various  countries  and  evaluate  whether  it  is 
worth  the  cost  to  obtain  the  patent  here  in  the  United  States,  where 
the  cost  of  obtaining  a  patent  in  the  first  place  is  probably  greater 
than  in  most  other  counti'ies.  Yet,  in  German5^  for  example,  the  cost 
of  maintaining  the  patent  once  you  get  it,  through  their  mainte- 
nance fee  structure  the  cost  becomes  horrendous  as  you  get  near  the 
end  of  the  term  of  the  patent.  So  it  costs  the  applicant  a  lot  more  to 
get  the  patent  in  the  first  place  in  the  United  States  and  nothing  to 
keep  it  in  force,  whereas  in  Germany,  it  does  not  cost  them  quite  as 
much  to  get  it  in  the  first  place,  but  it  costs  them  an  awful  lot  of 
money  to  keep  it  in  force. 

So — the  deferred  examination  system  works  well  in  Germany,  in 
the  sense  that  an  applicant  can  defer  the  examination  up  to  a  point, 
but  he  still  has  to  pay  these  maintenance  taxes  year  in  and  year  out. 
I  believe  in  Germany  it  starts  the  second  year  after  the  application 
is  filed — I  am  not  sure ;  each  country  has  its  own  regulations. 
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I  think  there  are  more  disadvantages  to  the  deferred  examination 
system  than  there  are  advantages. 

There  is  one  point  which  I  think  has  been  overlooked  in  the  testi- 
mony that  1  have  heard  so  far;  that  is,  the  public  interest  aspect  of 
the  delay  in  bringing  the  patent  into  fruition  as  a  consequence  of 
the  deferred  examination  system.  Above  all,  I  think  most  of  the 
hearings  have  brought  out  that  there  is  a  strong  desire,  in  the  public 
interest,  to  bring  about  publication  of  the  contents  of  patent  appli- 
cations at  the  earliest  practicable  date.  In  a  deferred  examination 
system,  even  if  3'ou  provide  for  the  publication  of  the  contents,  you 
still  have  not  defined  the  scope  of  jorotection  to  which  the  patent 
will  be  entitled  when  and  if  it  is  ultimately  examined  and  issued. 

So,  again,  I  think  the  committee  may  look  with  interest  on  the 
public  aspect  of  the  impact  of  the  deferred  examination  system, 
rather  than  looking  at  it  from  a  businessman's,  attorney's,  or  Patent 
Office  worker's  attitude,  ajid  see  what  is  the  ultimate  impact  on  the 
system. 

Again,  one  of  the  things — on  a  diil'erent  subject — I  am  glad  to 
know  that  the  committee,  apparently — and  the  administration,  both 
— seem  to  want  to  move  forward  on  the  patent  bill,  the  patent 
reform,  and  hold  aside  the  matter  of  the  antitrust  problem  for  sepa- 
rate ti'eatment.  We  have  waited  all  too  long  to  find  out  what  the 
new  patent  law  is  going  to  be.  I  certainlj^  am  pleased  to  hear  that 
some  progress  may  be  made  in  the  direction  of  i-eporting  out  the  bill 
before  the  recess,  and  I  hope  that  my  suggestion  will  not  have  the 
effect  of  delaying  it. 

That  is  all  I  have. 

Senator  Hart.  Thank  you. 

Now,  finally,  on  page  5  of  your  prepared  testimony,  you  com- 
mented on  the  increasing  tendency  on  the  part  of  more  i-ecent  Secre- 
taries of  Commerce  and  Assistant  Secretaries  to  exercise  greater 
policy  and  operational  control  and  domination  on  the  Commissioners 
of  Patents.  Do  you  have  any  specific  examples? 

Mr.  Browne.  I  think  I  can  speak  from  my  own  personal  exposure 
to  the  situation.  I  would  say,  beginning  at  the  time  that  Assistant 
Secretary  Hollomon  became  the  Assistant  Secretary  for  Science  and 
Technology,  that  marked,  I  think,  a  strong  trend  toward  controlling 
the  Patent  Office  policy  and  selection  of  the  personnel  to  fill  the  jobs 
of  the  Commissioners  and  Assistant  Commissioners.  Maybe  I  should 
say  I  was  flattered  to  be  called  upon  by  Assistnat  Secretary  Hollo- 
mon and  Dr.  Eaton  to  give  them  my  contributions  and  suggestions 
of  names  of  people  that  might  adequately  fill  the  positions  of  Com- 
missioner and  Assistant  Commissioners. 

As  I  later  learned  in  conferences  in  conjunction  with  the  State 
Department,  it  seemed  that  there  was  more  and  more  of  the  voice  of 
the  Assistant  Secretary's  Office  being  raised  than  that  of  the  Patent 
Office,  as  an  independent  spokesman.  In  other  words,  you  cannot  sit 
there  and  express  your  independent  views  when  the  boss  is  sitting 
there  along  side  of  you — not  that  I  can  pinpoint  any  situation  with 
Connnissioner  Brenner  or  any  other  Commissioner  that  I  know  of 
where  he  was  muzzled  or  anything  like  that.  Again,  the  human 
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factor  is  such  that  where  j^ou  know  that  a  party  is  in  a  position  to 
indicate  that  it  might  be  a  good  idea  to  submit  your  resignation  to 
the  President,  you  would  not  do  much  to  cross  him.  This  is  my  fear. 

Senator  Hart.  If  he  suggested  to  you  that  you  move  on  a  particu- 
lar patent  application  ? 

]Mr.  Browne.  I  heard  the  testimony  on  this.  I  agree,  Senator,  that 
it  would  be  absolutely  inappropriate  for  the  Secretary  of  Commerce, 
and  I  would  go  so  far  as  to  say  the  Commissioner  of  Patents,  to 
direct  an  Examiner  to  take  up  a  particular  application  and  act  on  it 
out  of  turn.  As  far  as  the  general  categories,  such  as  thing?  to  pro- 
mote the  environment,  I  think  that  is  perfectly  within  the  piovince 
of  whoever  has  general  supervisory  control  over  the  operation  to 
give  a  broad  direction.  That  is  a  matter  of  policy  again. 

Senator  Hart.  Mr.  Brennan  ? 

Mr.  Brknxan.  iNIr.  Browne,  many  students  of  government  feel 
that  multimember  Commissions  have  been  an  administrative  failure. 
They  also  tend  to  become  the  captives  of  certain  interests. 

Is  there  any  reason  to  feel  that  there  would  be  a  more  promising 
history  with  the  type  of  Commission  outlined  in  your  proposal  ? 

Mr.  Browne.  I  would  think  not,  in  terms  of  potential  captive 
membei's — from  what  I  read  in  the  papers  these  days  of  appoint- 
ment of  members  to  other  regulatory  commission,  it  appears  that  the 
consumer's  voice  is  being  heard  like  it  has  never  been  heard  before 
as,  opposed  to  the  industrial  interests.  I  won't  say  any  one  Commis- 
sioner or  an}^  one  interest  group  might  not  be  more  persuasive  than 
another.  I  think  everyone  has  read  the  papers  and  knows  that  Con- 
gress is  sensitive  to  the  public  interest  and  is  giving  a  more  earnest 
hearing  to  the  public  voice  when  it  comes  to  appointment  of  mem- 
bers of  a  live-man  Commission  of  which  no  more  than  three  can  be 
of  one  party  than  they  do  when  a  nomination  comes  up  for  a  Com- 
missioner of  Patents  or  Assistant  Commissioners  who  is  three  or 
four  echelons  deep  in  the  Commerce  Department.  I  do  not  think  the 
public  has  had  nearly  as  much  to  say  about  the  selection  of  the 
people  who  are  administering  the  patent  system  as  they  should  have, 
even  though  I,  individually,  have  been  given  the  opportunity  to  sug- 
gest names. 

^Ir.  Brennan.  Would  you  not  be  adding  to  the  administrative 
expense  by  providing  a  staff  for  each  of  tlie  five  members  of  the 
Commission  ? 

Mr.  Browne.  Administratively  within  the  Patent  Office  it  would 
increase  the  cost,  you  say  ? 

Mr.  Brennan.  The  total  operating  budget,  the  superstructure  for 
administi-ative  jnirposes  that  would  add  appreciably  to  the  operating 
expenses  of  the  Patent  Office. 

]Mr.  Brow^ne.  No,  I  do  not  think  so.  On  the  contrary,  it  might 
conserve  some  of  the  expense,  because  right  now  we  have  a  Commis- 
sioner provided  by  statute,  a  Deputy  Assistant  Commissioner  who 
used  to  be  called  the  First  Assstant  Commissioner,  and  two  other 
Assistant  Commissioners,  most  of  whose  time  is  devoted  to  adminis- 
trative matters  which  maybe  ought  to  be  handled  by  other  than 
Presidential  appointees;  that  is,  professional  administrative  person- 
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nel  which  they  already  have  in  terms  of  the  management  group  and 
so  on. 

As  far  as  the  Board  of  Appeals  is  concerned,  I  notice  the  numbers 
here  that  you  provide  for  Examiners-in-Chief  in  your  S.1321 — I 
•would  not  change  the  numbers  at  all.  I  would  save  time  and  effort 
by,  instead  of  having  them  sit  on  in  panels  of  three,  as  the  Board 
members  do  now,  have  them  sit  individually.  They  may  have  to 
s^Dend  a  little  bit  more  time  in  hearings  and  taking  evidence  than  as 
Board  members  do  collectively  now,  but  you  w^ould  have  a  better 
record;  you  would  improve  the  quality  of  patents  because  in  that 
way  you  would  eliminate,  by  the  way,  the  196(b)  type  of  rejection 
which,  you  recall,  is  applied  if  the  Board  has  a  new  ground  upon 
which  to  refuse  the  application,  and  sends  it  back  to  the  Examiner 
for  further  examination.  Under  my  proposal,  once  it  is  before  the 
Administrative  Law  Judge,  and  he  finds  a  new  ground  for  rejection, 
he  can  deal  with  the  applicant  right  at  the  time,  on  the  spot,  and 
dispose  of  it,  instead  of  sending  it  back  through  the  examining  proc- 
ess. 

Again,  in  the  public  interest — you  would  be  defeating  the  public 
interest  by  delaying  the  issuance  of  the  patent  for  another  year  or  2 
if  you  allow  the  application  to  go  back  to  the  Examiner  for  further 
action.  Whereas,  if  the  Judge  decides  a  patent  should  issue  right 
then  and  there,  I  think  he  would  effect  savings  in  the  overall  operat- 
ing costs,  as  well  as  improving  the  quality  of  the  patents. 

Mr.  Brennan.  Thank  you. 

Senator  Hart.  Mr.  Nash  ? 

Mr.  Nash.  One  point,  Mr.  Chairman.  There  is  an  excellent  article 
by  Robert  C.  Watson,  titled  "The  Patent  Office,  Its  Place  in  the 
Executive  Branch."  If  there  is  no  objection,  it  might  be  placed  in 
the  record. 

Senator  Hart.  So  ordered. 

[The  material  referred  to  follows :] 

JOUBNAL  OF  THE  PATENT  OFFICE   SOCIETY 

Vol.  L,  March  1968,  No.  3 

THE  PATENT  OFFICE — ITS  PLACE  IN  THE  EXECUTIVE  BRANCH 

Robert  C.  Wat.son  i 

"But  when  the  Patent  Office  shall  have  been  moved  into  a  building  especially 
adapted  to  its  needs,  it  is  believed  that  every  consideration  of  good  adminis- 
tration and  the  building  up  and  improvement  of  the  office  to  the  highest  state 
of  efficiency  will  demand  that  it  be  made  in  fact  an  independent  bureau,  sub- 
ject to  the  supervision  of  the  President  where  any  supervision  is  necessary." 

'This  sentence  might  well  have  appeared  in  a  report  issued  today  as  the  rec- 
ommendation of  any  one  of  a  considerable  number  of  professional  or  industrial 
organizations  familiar  with  the  manner  in  which  the  Patent  Office  performs  its 
statutory  duties  and  with  its  needs.  Instead  it  is  taken  from  the  1912  Report 
of  the  "Presidents  Commission  on  Economy  and  Efficiency"  reported  in  House 
Document  1110  of  December  9,  1912,  (page  25).  On  the  preceding  page  it  is 
pointed  out  that,  when  the  Patent  Office  is  housed  in  the  same  building  as  that 
occupied  by  the  Secretary  of  the  Department  of  which  it  comprises  a  subordi- 
nate Bureau,  its  housekeeping  needs  are  less  likely  to  be  met  than  they  would 
be  were  it  an  independent  bureau. 


1  Of  Counsel,  Watson,  Cole,  Grindle  &  Watson,  Washington,  D.  C. 
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Now  that  tlie  Patent  OflSce  is,  in  fact,  in  a  building  especially  adapted  to  its 
needs,  and  the  President  has  called  upon  the  Congress  to  "reform"  our  basic 
Patent  Law,  it  is  highly  advisable  to  give  serious  consideration  to  the  1912 
recommendation  of  the  then  "Presidents  Committee  on  Economy  and  Effi- 
ciency". Of  course  that  recommendation  did  not  stand  alone,  many  gener- 
ally similar  recommendations  having  been  made  at  earlier  times  by  others. 
Also,  since  1812.  a  number  of  serious  and  linowledgeable  suppoifters  of  our 
Patent  System  have  advocated  independence  for  the  Patent  Office.  This  is 
indeed  an  appropriate  time  to  consider  past  recommendations  that  this  action 
be  taken  and  to  determine  wliether  or  not  the  circumstances  which  presently 
exist  are  such  as  to  warrant  serious  efforts  to  achieve  what  our  predece.s.sors 
recommended  but  did  not  succeed  in  obtaining.  It  appears  to  the  writer  that 
all  of  those  concerned,  inventors,  industry,  bar  associations,  and  individuals 
interested  in  good  Government,  should  now  become  active  to  this  end. 

To  make  clear  why  it  was  that  earlier  supporters  of  independence  for  the 
Patent  Office  so  recommended  additional  extracts  from  their  writings  will  be 
presented.  The  1912  report  of  the  "Presidents  Commission  on  Economy  and 
Efficiency",  also  included,  on  Page  24,  the  following  statement : 

THE  PATENT  OFFICE  AS  AN   INDEPENDENT  BUREAU 

"A  question  of  very  considerable  importance  in  connection  with  the  adminis- 
tration of  the  Patent  Office  is  that  relating  to  the  administrative  authorities 
superior  to  the  Commissioner  of  Patents. 

"The  Patent  Office  has  been  a  bureau  of  the  Department  of  the  Interior 
since  the  creation  of  that  department  in  1849,  covering  the  entire  period  of  the 
great  activity  of  the  office.  The  nature  of  the  business  committed  to  the  Patent 
Office  has  no  relation  to  other  work  carried  on  in  the  Department  of  the  Inte- 
rior nor,  as  a  matter  of  fact,  is  there  any  particular  connection  l>et'ween  the 
work  of  the  several  bureaus  in  that  department.  There  is  no  good  reason  why 
the  Patent  Office  should  be  transferred  from  the  Department  of  the  Interior  to 
any  of  the  other  executive  departments.  Its  work  is  so  independent  of  the 
other  activities  of  the  Government  that  it  can  be  as  well  carried  on  under  one 
department  as  another. 

"The  question  has  been  raised  many  times  as  to  the  advisability  of  making 
the  Patent  Office  an  independent  bureau." 

In  the  year  1812,  just  100  years  prior  to  the  statement  of  the  Presidents 
Commission  just  above  quoted,  a  House  of  Representatives  Special  Committee 
headed  by  Chairman  Seybert,  stated  in  its  "Patent  Office  Investigation  Report" 
(Page  221)  that: 

"At  this  period,  the  conduct  of  the  Patent  Office  was  called  into  question, 
and  the  inquiry  which  the  above-mentioned  committee  conducted  was  intended 
by  the  House  resolution  to  ascertain  the  number  of  employees,  the  state  and 
condition  of  the  office,  and  what,  if  any,  fees  had  been  demanded  by  the  clerks, 
gross  amount  of  fees  received  up  to  December  31,  1811,  how  expended,  how 
accounted  for,  and  amount  of  balance  on  hand.  This  information  of  course, 
was  to  be  obtained  from  the  Secretary  of  State  and  it  is  interesting  to  note 
that  the  members  of  the  committee  evidently  appreciated  a  certain  incongruity 
in  the  establishment  of  the  Patent  Office  within  the  Department. 

"Chairman  Seybert  ends  his  letter  of  inquiry  to  Monroe,  their  Secretary, 
with  the  suggestion  that  'this  occasion  may  enable  you,  by  the  proper  represen- 
tation, to  separate  the  patent  establishment  from  the  Department  of  State  and 
to  afford  you  an  opportunity  to  suggest  an  organization  more  proper  than  the 
present  for  the  depot  of  models.' 

"Monroe  made  answer  that  in  debating  the  question  whether  the  Patent 
Office  should  not  be  independent  of  all  departments  and  responsible  to  the 
President  he  considered  the  objections  must  be  given  great  weight.  He  disap- 
proved the  independent  organization  of  the  minor  bureaus  whose  heads  are 
not,  and  ought  not  to  be,  members  of  the  administration.  All  such  should  be 
included  imder  some  department  of  the  Government  since  'concerns  of  such 
inferior  departments  can  not  be  investigated  and  discussed  with  the  same 
advantages  in  the  meetings  and  deliberations  of  the  administration  as  they 
might  be  if  the  person  charged  with  them  was  present.  ♦  *  *  To  remedy  this 
inconvenience  the  President  would  necessarily  become  the  head  of  that  depart- 
ment himself,  and  thus  be  drawn  into  much  investigation,  in  detail,  that  would 
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tako  his  attention  from  more  general  and  important  concerns  to  the  prejudice 
of  the  public  interest.'  He  considered  the  Patent  Office  was  as  properly  a  part 
of  the  State  Department  as  it  was  of  any  other  department.  1S12 — House  of 
Representatives  Special  Committee  headed  by  Chairman  Seybert." 

In  the  year  1912  a  report  entitled  "Patent  Office  Investigation  Report"  was 
published  and  on  page  231  the  following  statement  appears : 

"In  1849  came  the  creation  of  the  Department  of  the  Interior  and  under  it 
was  placed  the  I*ateut  Office.  As  early  as  1852  complaints  were  made  by  the 
commissioner  that  the  Patent  Office  has  no  more  logical  connection  with  the 
department  than  it  has  with  any  other ;  that  it  suffers  with  all  the  inconven- 
iences and  embarassments  of  such  relation,  but  gains  none  of  the  advantages. 
This  idea  has  continued  imtil  the  present  time.  It  is  often  recommended  that 
the  office  be  made  an  absolutely  independent  bureau,  whose  head  sliall  be 
appointed  for  life." 

On  r^Iarch  24,  18S4  Senator  Piatt  of  Connecticut  introduced  a  bill,  S.  1924, 
•■j)roviding  for  the  organization  of  the  Patent  Office  into  an  independent 
department,  and  for  giving  it  the  exclusive  control  of  the  building  known  as 
the  Patent  Office  and  of  the  fund  pertaining  to  that  office."  (Page  2408,  Con- 
gressional Record — Senate  March  31.  1884)  and  supported  his  proposal  in  a 
great  speech  the  report  of  which  covers  16  closely  printed  pages  of  the  Con- 
gressional Record. 

He  recited  in  detail  the  history  of  the  patent  system  from  April  10,  1790, 
when  it  v.-as  estal)lished,  up  until  the  date  of  his  talk,  and  it  is  appropriate  to 
quote  some  of  the  passages  of  that  speech  which  deal  with  the  subject  with 
which  we  are  presently  concerned.  Early  in  his  talk  he  said: 

"The  grov\th  of  our  patent  system,  its  vast  importance,  its  intimate  connec- 
tion with  and  direct  influence  upon  the  property  of  the  country  demand  that  it 
shall  receive  a  degree  of  attention  which  it  can  not  and  will  not  receive  while 
it  remains  a  merely  subordinate  bureau  of  the  Interior  Department." 
and  much  later,  after  having  devoted  much  time  to  praising  the  operation  of 
the  system  as  one  of  tremendous  importance  in  promoting  the  national  welfare 
and  remarking  that  the  passage  of  the  Act  of  1836,  creating  the  Patent  Office, 
introduced  "the  most  important  epoch  in  the  history  of  our  Government  from 
the  Constitution  until  the  war  of  the  rebellion",  again  stated  his  opinion  in 
these  words : 

"I  say  that  the  Patent  Office  should  be  made  an  independent  Department, 
not  only  l)ecause  of  the  vast  importance  of  the  interests  which  it  must  care 
for,  but  because  of  the  treatment  which  it  has  received  and  must  continue  to 
receive  so  long  as  it  remains  a  subordinate  branch  of  the  Interior  Department. 

"If  the  Secretary  of  the  Interior  had  as  many  heads  as  the  Hindoo  divinity 
Siva,  and  as  many  arms  as  Briareus,  he  could  not  personally  perform  all  the 
duties  pertaining  to  his  office  that  would  be  most  acceptably  performed  if  he 
could  give  them  personal  attention." 

In  commenting  upcm  the  duties  and  salary  of  the  Commissioner  of  Patents 
and  the  need  to  eliminate  all  control  over  the  Commissioner  by  the  Secretary 
of  the  Interior  he  said : 

"Every  year's  experience  adds  greatly  to  the  capacity  and  ability  of  the 
Commissioner  of  Patents.  In  a  word  the  Patent  Office  needs  and  demands 
better  administration,  and  it  will  never  have  it  as  a  rule  until  it  shall  be  made 
a  separate  Department.  It  must  be  held  in  entirely  different  estimation  by 
Congress  and  by  public  sentiment  before  it  will  be  what  it  ought  to  be.  The 
way  to  s(>cure  this  estimation  by  Congress,  the  way  to  secure  for  it  what  it 
wants  and  what  it  needs  and  what  it  must  have  if  it  is  properly  to  discharge 
the  high  functions  which  devolve  upon  it,  is  to  separate  it  entirely  from  any 
supervision  l)y  the  Secretary  of  the  Interior,  to  make  it  independent  and  digni- 
fied. 

Third.  It  has  been  sadly  neglected  in  the  past.  It  must  be  enlarged  and 
made  more  efficient,  and  this  never  will  be  as  long  as  it  remains  simply  a 
fifth-wheel  of  the  Interior  Department  coach." 

*  *  *  and  in  closing  he  commented  upon  certain  of  the  arguments  which  had 
come  to  his  attention,  and  which  had  been  advanced  by  some  who  looked  with 
disfavor  upon  his  propo.sal,  in  the  following  terms : 

"Let  me  close  by  noticing  an  argument  that  I  have  heard  urged  against  this 
bill.  I  have  heard  it  stated  that  the  moment  we  get  the  Patent  Office  created 
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an  independent  department  we  shall  be  wanting  to  have  its  head  a  Cabinet 
officer.  That  demand  will  never  come  from  me,  Mr.  President:  and  if  I  am 
here  in  my  place  in  the  Senate  and  it  is  ever  made  I  will  oppose  it.  There  is 
no  i-eason  why  the  head  of  the  Patent  Office  department  .should  be  a  member 
of  the  Cabinet.  The  Cal)inet  is  large  enough  already.  It  requires  neither  the 
Commissioner  of  Agricidture  nor  the  Commissioner  of  Patents  within  it.  They 
can  not  add  to  its  value;  they  can  not  add  to  its  strength.  The  Patent  Depart- 
ment is  not  of  a  character  which  requires  representation  in  the  executive  coun- 
cil :  it  exei'cises  little  iiitluence  on  the  atlministrative  policy  of  tlie  Government, 
very  little  more  influence  than  do  the  court.s.  There  is  neither  need  nor  pro- 
priety that  the  head  of  the  department  should  be  one  of  the  President's 
constitutional  advisers,  and  I  venture  to  .say  that  in  the  last  twenty  years  no 
question  has  ever  arisen  in  Cabinet  council  regarding  the  administration  of  the 
business  of  the  Patent  Office.  I  venture  to  say  the  Secretary  of  the  Interior 
has  not  been  called  upon  in  Cabinet  sessions  in  twenty  years  to  express  any 
opinion  as  to  the  management  of  that  portion  of  his  Department.  With  the 
other  branches  it  is  different ;  the  railroads,  the  Indians,  and  the  lands  have 
nnich  to  do  with  the  ijolitical  management  of  our  Government.  The  administra- 
tion must  have  a  policy  with  regard  to  the  Indians,  with  regard  to  land  grants 
and  laud-grant  railroads,  but  as  to  patents  it  needs  and  should  have  no  other 
policy  than  that  so  plainly  expressed  in  the  (Constitution." 

On  April  16,  1912  Mr.  Oldfield,  Chairman  of  the  Committee  on  Patents  of  the 
House  of  Representatives,  introduced  a  bill  identified  as  HR  23,417  which,  if 
enacted  into  law,  would  have  established  the  Patent  Office  as  an  Independent 
Agency.  This  was  vigorously  supported  by  the  then  Commissioner  of  Patents, 
Mr.  Edward  B.  Moore,  in  both  a  letter  dated  April  10,  addressed  to  Mr.  Old- 
field  (by  permission  of  the  President)  submitting  a  draft  of  that  bill  in  the 
form  in  which  he  hoped  it  would  be  introduced,  and  in  his  Annual  Report  to 
the  Congress.  In  his  Annual  Report  Commissioner  Moore  said : 

INDEPENDENT  BUREAU  DESIRABLE 

"I  have  long  been  of  the  opinion  that  since  the  opinion  of  the  Supreme 
Court  in  the  Case  of  Butterworth  v.  United  States  ex  rel.  Hoe  and  others  (112 
U.S.  50),  which  made  the  decision  of  the  commissioner  final  within  the  office, 
thus  doing  away  with  appeals  to  the  Secretary  of  the  Interior,  the  connection 
of  the  Patent  Office  with  the  department  is  so  slight  that  it  would  seem  that 
its  separation  and  establishment  as  an  independent  bureau  is  eminently  desira- 
ble. Such  a  step  would  not  only  place  the  l*atent  Office  upon  a  more  stable 
footing  with  regard  to  the  exercise  of  the  powers  of  the  commissioner  invested 
in  him  by  law,  but  would  relieve  the  department  of  the  physical  burden  of 
caring  for  and  appropriating  for  the  bureau. 

"I  believe  that  the  establishment  of  the  Patent  Office  as  an  independent 
bureau  would  be  a  step  in  the  direction  of  progress  and  that  it  is  also  in  the 
interest  of  efficiency  and  economy.  Its  duties  as  an  office  are  purely  judicial  in 
character  with  such  incidental  clerical  work  as  is  necessary  to  carry  them 
out ;  it  requires  in  its  employees  special  training  along  scientific  and  legal 
lines,  and  such  employees  are  difficult  to  obtain  and  to  retain  in  service,  except 
at  salaries  higher  than  those  paid  to  the  other  employees  of  the  department; 
and  the  Patent  Office  has  always  suffered  by  reason  of  the  failure  of  Congress 
to  make  the  provision  necessary.  If  good  results  are  to  Ije  obtained,  everything 
possible  should  be  done  to  insure  the  indepi-ndence,  efficiency,  and  permanence 
of  tenure  of  the  entire  force  of  the  Patent  Office.  The  Patent  Office  has  no||i- 
ing  in  common  with  the  other  bureaus  of  the  Interior  Department  or  of  any 
other  department.  There  is  no  appeal  to  the  Secretary  of  the  Interior  on  any 
question  relating  to  the  grant  of  a  patent,  and  all  appointments  to  positions  in 
the  Patent  Office,  except  such  as  are  Presidential,  are  made  upon  the  nomina- 
tion of  the  Commissioner  of  Patents,  approved  by  the  Secretary.  The  desirabil- 
ity of  this  change  in  the  status  of  the  Patent  Office  is  recognized  and  provided 
for  in  a  bill  introduced  by  Mr.  Oldfield,  chairman  of  the  House  Committee  on 
Patents  of  the  House  of  Representatives,  on  April  16,  1912,  and  known  as  H.R. 
23417.' 
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*  ♦  *  and  in  his  letter  to  Mr.  Oklfield  he  pointed  out  that : 

"One  of  the  most  important  things  wliich,  in  my  opinion  should  be  accom- 
plished is  the  establishment  of  the  Patent  Office  as  an  independent  bureau.  As 
you  are  avrare,  patents  were  originally  granted  under  the  act  of  1790  by  a  tri- 
bunal consisting  of  the  Secretary  of  State,  the  Secretary  of  War,  and  the 
Attorney  General,  and  patents  granted  by  this  board  were  signed  by  the  Presi- 
dent. J^rom  1790  to  1802  the  Patent  Office  was  under  the  jurisdiction  of  the 
State  Department,  and  the  work  was  performed  by  a  clerk  of  that  department. 
In  1802  Dr.  Thornton  was  appointed  as  superintendent  of  the  Patent  Office, 
and  for  26  years  exercised  full  control  of  its  force.  In  1836  the  Patent  Office 
was  reorganized  and  made  a  bureau  of  the  State  Department  its  chief  being 
given  the  designation  of  Commissioner  of  Patents.  He  was  appointed  by  the 
President  with  the  advice  and  consent  of  the  Senate.  Under  the  law  of  1849' 
the  Patent  Office  was  transferred  to  the  Interior  Department,  and  has  been  a 
bureau  thereof  since  that  date.  The  Patent  Office  has  nothing  in  common  with 
any  of  the  other  bureaus  of  the  Interior  Department,  and  Mr.  Secretary  Fisher 
in  his  report  to  Congress  for  the  fiscal  year  ending  June  30,  1911,  has  indi- 
cated that,  in  his  opinion,  it  is  improperly  made  a  part  of  the  Interior  Depart- 
ment. .  .  . 

"It  is  difficult  to  see  that  there  is  such  relationship  between  the  work  per- 
formed by  the  Patent  Office  and  that  perfoi'med  by  the  Department  of 
Commerce  and  Labor  or  any  of  its  bureaus  as  would  necessitate  placing  the 
Patent  Office  within  the  jurisdiction  of  the  Secretary  of  Commerce  and  Labor. 
The  function  of  the  Patent  Office  is  believed  to  be  wholly  distinct  from  any 
bureau  of  any  department." 

Commissioner  Moore  also  was  clearly  of  the  belief  that,  in  the  event  that  a 
separate  building  for  the  Patent  Office  should  be  authorized,  the  Patent  Office 
should  be  very  definitely  freed  of  its  association  with  an  executive  department, 
saying : 

"A  measure  has  recently  been  presented  to  Congress  authorizing  the  con- 
struction of  a  new  Parent  Ofiice  biiilding  as  a  companion  building  to  the 
Library  of  Congress.  It  is  believed  that  the  Patent  Office,  like  the  Library  of 
Congress,  should  l)e  independent  and  directly  under  the  control  of  Congress. 
This,  in  my  opinion,  would  be  in  consonance  with  the  spirit  of  the  Constitution 
and  Congress  would  have  power  to  "Promote  the  progress  of  science  and  the 
useful  arts"  by  securing  to  both  authors  and  inventors  the  exclusive  rights  to 
their  respective  writings  and  discoveries.  On  this  clause  of  the  Constitution,  so 
far  as  authors  ai'e  concerned,  Congress  has  provided  the  Library  in  which 
their  writings  may  be  suitably  stored  and  supervised  by  an  officer,  independent 
of  any  department.  It  seems  to  me  that  likewise  a  Patent  Office  building 
should  be  provided  and  the  Patent  Office  also  made  a  separate  institution 
responsible  directly  to  Congress  for  the  carrying  out  of  the  duties  imposed 
upon  it." 

In  1919  a  very  considerable  effort  by  a  number  of  well  advised  supporters  of 
the  Patent  .system  was  made  to  establish  the  Patent  Office  as  an  independent 
bureau.  The  National  Research  Council  submitted  a  report  of  favorable  nature, 
a  proposed  bill,  H.R.  5011  of  June  5,  1919,  resulted,  and  hearings  were 
promptly  conducted  by  the  House  Committee  on  Patents.  That  portion  of  the 
report  of  the  National  Research  Council  pertinent  to  the  subject  under  discus- 
sion follows : 

THE  PATENT  OFFICE  A  SEPARATE  INSTITUTION  AND  INDEPENDENT  OF  THE 
DEPARTMENT  OF  THE  INTERIOR 

"The  second  proposal  which  your  committee  recommends  is  that  the  Patent 
Office  be  made  a  separate  institution,  independent  of  the  Interior  or  any  other 
department. 

"The  I'atent  Office  was  originally  in  the  State  Department,  but,  oji  the  for- 
mation of  the  Interior  Department  in  1849  it  was  made  a  bureau  of  that 
department  and  has  been  so  ever  since. 

"The  only  matters  connected  with  the  Patent  Office  with  which  the  Secre- 
tary of  the  Interior  has  anything  to  do  are  the  following :  The  Secretary  of 
the  Interior  must  submit  to  Congress  all  estimates  for  appropriatioiis.  All 
appointments,  excepting  those  of  the  commissioner,  two  assistant  commission- 
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recommendation  of  the  commissioner.  The  eiglit  places  named  are  presidential 
appointments,  but  the  Secretary  makes  recommendations  to  the  President.  All 
matters  of  disbarment  or  reinstatement  after  disbarment  of  attorneys  are 
passed  upon  finally  by  the  secretary.  All  matters  of  discipline  are  under  the 
Secretary's  jurisdiction.  The  Secretary  of  the  Interior  mu.st  approve  all 
changes  in  the  rules  of  practice  of  the  Patent  Office,  but  he  can  not  compel  the 
commissioner  of  patents  to  make  any  change  whatsoever. 

"No  appeal  lies  to  the  Secretary  from  any  decisions  of  the  commissioner, 
either  in  matters  of  merit  or  practice.  xA.li  such  matters,  as  far  as  they  are 
reviewable,  rest  wath  the  courts  of  the  District  of  Columbia. 

"The  Secretary  of  the  Interior  no  longer  signs  the  patents  and  has  no  juris- 
diction to  grant  or  refuse  them. 

"Thus  it  will  be  seen  that  the  Secretary  of  the  Interior  is  not  required  to 
know  anything  about  patents  or  patent  law.  He  is  not  selected  because  of  any 
qualifications  for  the  granting  of  patents  or  supervision  over  the  Patent  Ofiice. 
The  Secretary  of  the  Interior  has  less  influence  over  the  Patent  Office  than 
over  any  other  bureaus  of  the  Interior  Department,  because  there  are  appeals 
to  him  from  all  the  other  bureaus.  Nor  is  the  Patent  Office  related  to  any 
other  bureau  of  the  Interior  Department. 

"The  Secretary  of  the  Interior  has  recently  moved  out  of  the  Patent  Office 
Building,  thus  severing  physical  contact  with  the  Patent  Office,  which  is  but  a 
type  of  the  lack  of  mental  contact  between  the  office  of  the  Secretary  of  the 
Interior  and  the  Patent  Office. 

"The  experience  of  many  commissioners  over  a  period  of  several  generations 
has  shown  that,  no  matter  how  pleasant  the  personal  relations  may  be,  the 
Commissioner  of  Patents  can  not  expect  any  real  benefit  to  the  Patent  Office  to 
flow  from  its  connections  with  the  Interior  Department.  There  is  nothing  in 
common  between  the  interests  of  the  Interior  Department  and  those  of  the 
Patent  Office  and,  consequently,  nothing  to  produce  any  advantage  from  the 
amalgamation  of  the  Patent  Office  into  the  Interior  Department. 

"Your  committee  believes  that  to  make  the  Patent  Office  an  independent 
bureau  would  greatly  increase  the  respect  of  the  public  and  Congress  and  the 
courts  for  it  and  would  make  it  easier  to  procure  enlarged  appropriations  and 
better  salaries  than  under  present  conditions. 

"As  to  appropriations,  under  present  conditions  the  demands  of  the  Patent 
Office  for  equipment,  personnel,  and  salaries  are  necessarily  subjected  to  com- 
parison both  by  the  Secretary  of  the  Interior  and  by  Congress  with  those  of 
several  other  unrelated  bureaus,  each  pressing  its  own  demands  and  criticizing 
any  apparent  preference.  In  the  opinion  of  your  committee  this  operates  as  a 
severe  handicap.  In  estimating  the  needs  of  the  Patent  Office,  there  should  be 
no  discussion  of  the  demands,  for  example,  of  the  Pension  Office  or  the  Gen- 
eral Land  Office.  As  an  independent  institution,  the  needs  of  the  Patent  Office 
would  be  judged  on  their  necessity  and  the  appropriation  be  determined  by 
consideration  of  general  policy. 

"As  to  the  personnel,  the  enhanced  dignity  and  independence  of  the  Patent 
Office  would  render  all  positions  of  importance  in  it  more  attractive,  and  par- 
ticularly would  make  it  easier  to  secure  and  retain  in  office  men  of  the  neces- 
sary qualifications  to  fill  the  difficult  office  of  commissioner. 

"A  copy  of  a  proposed  bill  for  making  the  Patent  Office  an  independent 
bureau  is  annexed  to  this  report ;  and  its  enactment  is  recommended  by  your 
committee." 

The  testimony  of  witnesses  who  supported  the  bill  was  generally  to  the  same 
effect. 

For  thirty-five  years  following  the  hearings  of  1919.  the  subject  of  possible 
independence  of  the  Patent  Office  seemed  to  have  attracted  little  Congressional 
attention,  no  bills  to  implement  this  objective  having  been  introduced  and  no 
bearings  scheduled. 

During  this  period  however,  the  Patent  Office,  despite  the  determined  resist- 
ance of  the  Patent  bar,  suffered  a  very  severe  set-back  in  that  Reorganization 
Plan  Number  5  became  law.  Because  of  this  poorly  conceived  and  thoroughly 
ill  advised  legislation  the  Commissioner's  authority  to  decide  Patent  controver- 
sies, ari.sing  in  the  Patent  Office,  became  vested  in  the  Secretary  of  Commerce 
who,  in  effect,  became  Commissioner  of  Patents,  the  Presidentially  appointed 
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Commissioner  functioning  in  the  performance  of  his  duties  only  by  delegation 
of  authority  from  the  Secretary.  The  passage  of  this  law  nullified  the  earlier 
decision  of  the  Supreme  Court  in  the  Case  of  Butterworth  v.  Hoe,  112  U.S.  50, 
previously  mentioned,  which  upheld  the  contention  of  the  then  Commissioner 
to  he  exclusively  entitled  to  decide  cases  "in  which,  by  law,  he  is  appointed  to 
exercise  his  discretion  judicially." 

At  the  heai'ings  conducted  by  Senate  and  House  Committee  it  was  urged  by 
witnesses  that  the  Patent  Otfice  should  be  completely  independent  of  the 
Department  of  Commerce  although,  strictly  speaking,  this  was  not  the  issue 
involved.  AH  persons  who  have  occupied  the  Commissioner's  chair  since  the 
passage  of  this  act  have  been  handicapped  to  an  extent  which  varied  with  tlie 
circumstances  then  existing  and  it  is  to  be  hoped  that  the  occupant  of  this 
office  may.  in  the  near  future,  carry  out  his  statutory  duties  without  interfer- 
ence from  the  head  of  any  Department. 

In  19.55  hearings  were  held  by  Subcommittee  5  of  the  House  of  Representa- 
tives Committee  on  the  .Tndiciary  and  those  who  testified,  urged  that  the 
Patent  Office  should  be  free  of  possible  interference  by  a  Cabinet  Officer.  In 
1957  Senator  O'Mahoney.  for  himself  and  Senator  Wiley,  introduced,  on  April 
12th,  Senate  Bill  S.  1862.  The  bill  specifically  provided  that  the  Patent  Office 
was  to  be  established  as  an  independent  agency  in  the  executive  branch  of  the 
Government.  It  was  not  enacted  into  law.  It  was  followed  by  S.  1389  on  March 
12,  1959.  transmitted  by  Senators  O'Mahoney  and  Wiley  jointly,  and  having 
the  same  objective.  It  was  not  passed.  Thus,  today,  we  look  back  on  a  very 
lengthy  series  of  important  recommendations  and  efforts  made  by  knowledgea- 
ble and  earnest  persons  sincerely  interested  in  the  welfare  of  the  patent 
system  and  especially  the  Patent  Office,  none  of  which  bore  fruit. 

Included  among  those  having  knowledge  of  the  manner  in  which  the  affairs 
of  the  Patent  Office  are  conducted,  and  who  support  the  proposal  to  establish 
the  Patent  Office  as  an  independent  agency,  are  persons  who  had  served  in 
that  Office,  including  former  Commissioners  Ooms.  Kingsland,  Marzall  and 
Watson,  also  former  Assistant  Commissioner  Richard  Spencer,  the  latter 
having  been  particularly  interested  in  that  he  pulilished  a  book  in  which  his 
position  on  this  subject  was  plainly  stated.  It  was  made  clear  at  a  1957  meet- 
ing of  the  Section  of  Patent,  Trademark  and  Copyright  Law  of  the  American 
Bar  Association  that  former  Commissioners  Ooms  and  Marzall  supported  the 
independence  proposal  and  Commissioners  Kingsland  and  Watson  have  made 
their  positions  clear  at  other  times  and  places.  Former  Commissioner  Coe 
found  it  to  be  helpful,  in  order  to  obtain  Presidential  consent  to  several  pro- 
posals, to  have  the  then  Secretary  of  Commerce  present  them  on  his  I)ehalf  at 
meetings  of  the  Cabinet,  but  in  all  other  respects  advocated  independence. 
Assistant  Commissioner  Spencer  devoted  an  entire  chapter  of  his  book  "The 
United  States  Patent  System  with  a  Complete  Program  for  its  Improvement 
and  Amplification",  published  in  19.31,  to  the  subject  "Tlie  Patent  Office  as  an 
Independent  Bureau"  and  made  reference  to  a  number  of  earlier  publications 
of  interest  to  anyone  studying  this  subject,  some  of  which  have  not  been  spe- 
cifically mentioned  in  the  foregoing  paragrai)hs.  His  experience  had  been  such 
as  to  convince  him  that  the  Office  should  be  established  as  an  independent 
bureau. 

Former  Congressman  Lanham  in  his  October  1955  testimony  before  the 
Senate  Committee  on  the  .ludiciary  made  it  abundantly  clear  that  he  favored 
establishing  the  Patent  Office  as  an  independent  agency,  this  being  an  expres- 
sion of  opinion  which  should  l)e  given  great  weight  as  ;Mr.  lianham  had  served 
25  years  on  the  Committee  on  Patents  of  the  House  of  Representatives. 

In  the  preceding  paragraphs  the  opinions  of  some,  but  by  no  means  all.  of 
the  per.sons  who  have  advocated  indei)endence  of  the  Patent  Office  have  been 
mentioned  and  it  is  in  order  to  get  forth  tlie  views  of  the  two  large  groups  of 
lawyers  whose  special  qualifications  and  expertise  should  .give  their  opinions 
great  weight,  i.e.  the  American  I'atent  Uaw  Association  and  the  Section  of 
Patent  Trademark  and  Copyright  Law  of  the  American  Bar  Association.  Inves- 
tigntion  disclosed  tlie  fact  that  the  American  Patent  Law  Association  has  so 
far  expressed  no  opinion  on  the  subject  of  Patent  Office  ind(>pendence. 

The  Patent  Section,  on  the  other  hand,  has  given  the  matter  consideration 
and  has,  whenever  it  did  express  a  positive  opinion,  disapproved  the  proposal. 
Thus,   in   1957    (Summary   of   Proceedings,    Page   4G)    a    Section   subcommittee 
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urged  that  the  Section  register  its  support  for  S.  1862,  this  being  the  bill  to 
establish  the  Patent  Office  as  an  independent  agency  in  the  executive  branch  of 
the  Government  which  had  been  introduced  by  Senator  O'Mahoney  for  himself 
and  Senator  Wiley.  The  motion  was  voted  down  32  to  19.  The  14  line  resume 
of  the  brief  debate  which  took  place  is  wholly  insufficient  to  make  clear  why  it 
was  that  the  motion  was  lost  and  certainly  fails  to  correctly  summarize  the 
comment  of  this  writer ;  who  supported  the  resolution.  The  adverse  comments 
of  only  two  persons  are  mentioned  and  only  one  soon  reported  comment  is 
understandable,  i.e.  that  if  the  Patent  Office  were  independent  the  Commis- 
sioner would  be  forced  "to  enter  tlie  political  area". 

In  1949  (reported  at  I'age  63  of  the  1959  Summary  of  Proceedings)  a  resolu- 
tion favoring  the  enactment  of  S.  13S9;  the  second  bill  introduced  by  Senators 
O'Mahoney  and  Wiley  and  also  proposing  to  establish  the  Patent  Office  as  an 
independent  agency  was  voted  down  21  to  10.  Those  who  spoke  against  the  res- 
olution seemed  to  be  persuaded  that,  if  the  change  were  to  be  made,  the  Com- 
missioner would  be  subjected  to  political  pressures,  no  other  reasons  for  disap- 
proval being  advanced.  The  recommendation  of  the  Committee  which  presented 
and  supported  the  resolution  was  signed  by  36  Section  members  who  were 
favorable  and  by  8  who  disapproved.  Thus  the  over-all  vote  would  have  been 
46  for  passage  of  the  resolution  favoring  the  bill  and  29  for  rejection  had  all 
members  of  the  committee  attended  the  meeting.  It  will  Ite  noted  that  the 
attendance  at  both  the  1957  and  1959  Section  meetings,  as  evidenced  by  the 
numbers  voting  on  these  two  resolutions,  was  quite  small  in  relationship  to 
Section  total  membership. 

The  Committee  report  supporting  the  resolution  presented  in  1959  (page  28 
of  the  Committee  Reports )  was  well  and  thoughtfully  prepared :  listing  a 
number  of  substantial  reasons  why  the  Patent  Office  would  profit  if  it  were 
made  independent  of  Commerce  and  it  listed  a  few  which  were  offered  in  sup- 
port of  the  adverse  position.  The  supporting  reasons  were  largely  those  which 
earlier  writers  had  mentioned  in  the  publications  to  which  reference  has 
already  been  made  in  this  writing.  The  negative  argument  was  apparently 
based  on  these  generalities,  i.e.  (1)  tlie  Federal  Government  would  be  more 
efficient  with  fewer  rather  than  more  independent  agencies  and  passage  of  spe- 
cial legislation  of  this  type  for  the  Patent  Office  would  tend  to  create  a  "rash" 
of  clamor  for  more  independent  agencies;  (2)  the  Patent  Office  would  lose  cab- 
inet representation  if  it  became  independent  and  (3)  if  made  independent  it 
might  be  included  in  an  existing  or  a  new  department  not  as  helpful  to  is  as 
the  Department  of  Commerce. 

The  reader  must  himself  evaluate  the  potency  of  these  arguments  but  to  the 
writer  they  lack  persuasiveness.  Reasons  (1)  and  (3)  are  based  on  pure  specu- 
lation ami  the  likelihood  that  eltlier  feared  event,  even  if  it  actually  occurred, 
might  result  disadvantageously  to  the  Patent  Office  or  to  the  public  interest,  is 
not  demonstrated.  In  addition  it  is  highly  unlikely  that  the  Patent  Office,  if 
made  independent,  would  then  be  forced  into  a  department  other  than  the 
Commerce  Department  or,  in  other  words,  have  its  independence  taken  away 
from  it.  Reason  (2)  is  in  the  writer's  opinion  without  real  substance,  Patent 
Office  affairs  being  dealt  with  by  the  Congress  and  not  at  meetings  of  the  Cab- 
inet. 

When  the  resolution  was  being  considered  at  the  Section  Meeting  (1959 
Summary  of  Proceedings  63)  it  was  stated  that  independent  ageiicies  are  sub- 
jected to  political  pressure  to  a  greater  extent  than  those  attached  to  major 
Departments  and  that  the  Commissioner  would  necessarily  be  a  politician. 
Where  is  the  political  pressure  coming  from?  The  writer  knows  of  only  one 
instance  when  pressure  which  might  possibly  be  called  political,  was  exerted 
upon  a  Commissioner  (a  predecessor  in  office)  and  this  was  applied  by  the 
then  Secretary  of  Commerce.  The  Commissioner  of  I'atents  need  only  be 
"Political"  to  the  extent  that,  when  he  appears  before  Congressional  Commit- 
tees, he  can  accurately  describe  the  condition  of  affairs  in  the  Patent  Office, 
and  explain  its  needs. 

A  resolution  "approving  in  principle  the  establishment  of  the  Patent  Office 
as  an  independent  agency"  was  presented  for  consideration  at  the  1963  meeting 
of  the  Section  (1963  Committee  Reports)  but  was  recommitted  without  action 
having  been  taken  (1963  Summary  of  Proceedings  47)  and  at  the  1964  meeting 
a  resolution  was  presented  which  called  for  committee  study  of  "the  advisabil- 
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ity  of  estal)Iishing  the  U.S.  Patent  Office  as  an  independent  agency  of  Govern- 
ment including  botli  Patent  and  Trademark  activities." 

KELATIONSHIP  OF  THE  PATENT  OFFICE  TO  OTHER  BUREAUS  OF  THE  DEPARTMENT  OF 

COMMERCE 

From  what  has  already  been  said  it  is  clear  that  many  who  have  had  first 
hand  knowledge  of  the  nature  of  the  organization  of  the  Patent  Office,  the 
statutory  functions  which  it  performs,  and  the  character  of  its  personnel,  have 
concluded  that  there  is  little  resemblance  between  it  and  the  other  Bureaus  of 
the  Department  of  Commerce.  In  fact  the  Patent  Office  is  different  in  its 
makeup,  statutory  authority  and  performance  from  any  other  Bureau  which  is 
attached  to  any  other  Department  of  Government.  It  more  closely  resembles  in 
its  functions,  several  of  the  Independent  Agencies  or  Regulatory  Commissions 
than  it  does  any  other  non-independent  bureau.  It  is  hardly  necessary  to 
explain  how  it  differs  from  The  National  Bureau  of  Standard's,  the  Weather 
Bureau,  the  Coast  and  Geodetic  Survey,  The  Bureau  of  Public  Roads,  the 
Office  of  Technical  Services  and  the  Maritime  Administration,  tliose  other 
Bureaus  for  .so  long  a  time  in  the  past  having  functioned  so  publicly  in  the 
performance  of  tasks  so  vastly  different  from  those  which  the  Patent  Office 
undertakes  and  accomplishes.  As  a  matter  of  fact  there  is  just  one  small  area 
in  which  the  concern  of  the  Patent  Office  is  the  same  as  those  of  Standards, 
Maritime,  Weather,  Public  Roads  and  Coast  and  Geodetic  and  this  relates  to 
the  storage  and  retrieval  of  technical  information,  the  Patent  Office  having  a 
relatively  small  unit  charged  with  the  duty  of  developing  ways  and  means  for 
mechanically  accomplishing  the  ever  increasing  labor  of  determining  novelty  of 
invention  by  searching  the  prior  art.  The  Patent  Office  and  the  Bureau  of 
Standards  have  worked  closely  together  in  attempting  to  solve  the  many  prob- 
lems involved  in  efforts  to  utilize  the  computer  in  this  work.  Other  than  in 
this  area,  however,  there  is  no  identity  of  .specific  direction  of  effort  by  the 
Patent  Office  and  the  other  Bureaus  of  the  Department  of  Commerce. 

In  .spite  of  these  circumstances,  however,  an  officer  of  the  Department, 
having  a  rank  below  that  of  the  Secretary  but  superior  to  that  of  the  Commis- 
sioner of  Patents,  has  had  vested  in  him  the  right  to  approve  or  disapprove 
"*  *  *  regulations  established  by  the  Commissioner  of  Patents  in  accordance 
with  Section  6  of  Title  35  of  the  United  States  Code  for  the  conduct  of  pro- 
ceedings in  the  Patent  Office." 

Thus,  the  Secretary  of  Commerce  made  effective,  as  of  July  30,  1962,  the  fol- 
lowing order : 

ASSISTANT  SECRETARY  OF  COMMERCE  FOR  SCIENCE  AND  TECHNOLOGY 

Delegation  Relating  to  Certain  Patent  Matters 

"Pursuant  to  Authority  of  Reorganization  Plan  No.  5  of  1950,  64  Stat.  1263, 
as  amended,  there  is  hereby  delegated  to  the  Assistant  Secretary  of  Commerce 
for  Science  and  Technology,  and  he  is  authorized  to  perform  the  following 
functions : 

"A.  The  approval  of  regulations  established  by  the  Commissioner  of  Patents 
in  accordance  with  Section  6  of  Title  35  of  the  United  States  Code  for  the  con- 
duct of  proceedings  in  the  Patent  Office. 

"B.  The   certification   in   accordance   with    Section   266   of  Title  35   of   the 
United  States  Code  of  the  use  or  likely  use  in  the  public  interest  of  an  inven- 
tion for  which  a  patent  is  being  applied. 
Effective  date :  July  30,  1962. 

Luther  H.  Hodges, 
Secretary  of  Commerce." 

Section  6  of  Title  35  of  the  United  States  Code  is  as  follows : 
Par.  6,  Duties  of  Commissioner 

"The  Commissioner,  under  the  direction  of  the  Secretary  of  Commerce,  shall 
superintend  or  perform  all  duties  required  by  law  respecting  the  granting  and 
issuing  of  patents  and  the  registration  of  trademarks;  and  he  shall  have 
charge  of  property  belonging  to  the  Patent  Office.  He  may  subject  to  the 
approval  of  the  Secretary  of  Commerce,  establish  regulations,  not  inconsistent 
with  law,  for  the  conduct  of  proceedings  in  the  Patent  Office."' 
July  19,  1952,  C.  950,  Par.  1,  66  Stat.  793. 
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"As  a  result  of  this  grant  of  authority  to  one  of  the  politically  appointed 
higher  ranking  officers  of  the  Commerce  Department  of  certain  of  the  preroga- 
tives of  the  Commissioner  of  Patents,  under  the  authority  of  that  ill  consid- 
ered and  destructive  document  known  as  Reorganization  Plan  Number  5,  the 
Assistant  Secretary  of  Commerce  for  Science  and  Technology  has  become  the 
immediate  superior  of  the  Commissioner  insofar  as  "regulations"  are  con- 
cerned, the  Secretary,  of  course,  retaining  the  right  to  control  other  activities 
of  the  Commissioner.  The  Secretary  or  his  appointee  could,  if  he  so  chose, 
decide  individual  cases  which  arise  in  the  Patent  Office  since  Reorganization 
Plan  Number  5  reads,  in  part,  as  follows : 

"Section  1.  Transfer  of  functions  to  the  Secretary  (a)  Except  as  otherwise 
provided  in  subsection  (b)  of  this  section,  there  are  hereby  transferred  to  the 
Secretary  of  Commerce  all  functions  of  all  other  officers  of  the  Department  of 
Commerce  and  all  functions  of  all  agencies  and  employees  of  such  Department, 
(b)  This  section  shall  not  apply  to  the  functions  vested  by  the  Administrative 
Procedure  Act  (60  Stat.  237)  in  hearing  examiners  employed  by  the  Depart- 
ment of  Commerce,  not  to  the  functions  of  the  Civil  Aeronautics  Board,  of  the 
Inland  Waterways  Corporation,  or  of  the  Advisory  Board  of  the  Inland  Water- 
ways Corporation." 

"Section  2.  Performance  of  functions  of  Secretary.  The  Secretary  of  Com- 
merce may  from  time  to  time  make  such  provisions  as  he  shall  deem 
appropriate  authorizing  the  performance  by  any  other  officer,  or  by  an  agency 
or  employee  of  the  Department  of  Commerce  of  any  function  of  the  Secretary, 
including  any  function  transferred  to  the  Secretary  by  the  provisions  of  the 
reorganization  plan." 

Reorganization  Plan  No.  5,  purported  to  implement  the  recommendations  of 
"The  Commission  on  Organization  of  the  Executive  Branch  of  the  Govern- 
ment" of  which  Herbert  Hoover  was  Chairman,  and  was  established  by  Public 
Law  109  of  the  81st  Congress.  This  Commission  submitted  19  reports  to  the 
Congress,  of  which  one  was  primarily  concerned  with  the  organization  of  the 
Department  of  Commerce.  A  few  lines  only  were  devoted  to  the  Patent  Office 
and  its  problems  and  no  attempt  was  made  to  demonstrate  that  this  office 
should  remain  in  Commerce.  That  seems  to  have  been  taken  for  granted. 

One  of  the  reports  of  this  Commission  is  entitled  "The  Independent  Regula- 
tory Commissions"  and  its  opening  paragraph  reads  as  follows : 

"The  independent  regulatory  couunission  is  a  comparatively  new  feature  of 
the  Federal  Government.  It  consists  of  a  board  or  commission,  not  within  an 
executive  department  and  engaged  in  the  regulation  of  some  form  of  private 
activity.  In  this  report,  the  Commission  on  Organization  had  confined  itself  to 
a  discussion  of  the  organization  problems  of  the  agencies,  and  does  not  deal 
with  their  quasi-judicial  or  quasi-legislative  functions." 

Federal  Power  Commission. 

Interstate  Commerce  Commission. 

Federal  Power  Commission. 

Federal  Trade  Commission. 

U.S.  Maritime  Commission. 

Securities  &  Exchange  Commission. 

Federal  Communications  Commission. 

Civil  Aeronautics  Board. 

National  Labor  Relations  Board. 

These  agencies,  the  commission  stated,  regulated : 

"  *  *  *  private  activity  in  such  significant  fields  as  labor ;  transportation, 
whether  by  rail,  truck,  pipeline,  ship  or  airplane ;  credit ;  banking ;  securities 
both  on  or  off  the  stock  exchanges ;  trade  practices ;  communications  including 
radio,  television,  telegraph  and  telephone ;  the  developments,  sale  and  distribu- 
tion of  electric  power  together  with  the  financing  of  these  and  other  enter- 
prises." 

In  subsequent  sentences  the  Commission  added : 

"The  Commissions  were  created  not  only  to  provide  for  the  orderly  dispatch 
of  complicated  controversies  by  bodies  deemed  expert  in  their  respective  fields, 
but  also  to  eliminate  abuses  that  had  crept  in  and,  at  the  .same  time,  to  pro- 
mote an  adequate  and  healthy  development  of  the  activities  subject  to  their 
control. 
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"To  achievp  adjudication  of  controversies  the  Commissions  were  freed  of  the 
necessity  of  following  the  niceties  of  court  procedures,  and  their  decisions 
were  final,  with  only  limited  review  by  the  courts." 

In  its  "Concluding  Report"  the  Commission  made  no  specific  reference  to  the 
position  of  the  Patent  Office  and  its  place  in  the  Executive  branch  of  govern- 
ment although,  in  a  chart  which  forms  part  of  that  report,  tlie  Patent  Office  is 
shown  as  one  of  ten  bureaus  of  the  Department  of  Commerce  grouped  together 
under  the  general  heading  "Industrial  and  Commercial  Service." 

The  term  "regulatory  commission",  strictly  speaking,  does  not  best  describe 
the  Patent  Office,  but  it  does  jierform  quasi-judicial  functions  and  certainly 
"regulates"  the  activities  of  those  inventors  wlio  seek  patents,  and  their  Ijack- 
ers.  A  straight  and  narrow  path  must  be  followed  by  the  protection  seeker 
from  which  deviation  is  not  permitted,  and  tliis  may  be  fairly  called  "regula- 
tion". But  even  if  the  Patent  Office  cannot  be  so  described,  its  I'ight  to  inde- 
pendence is  not  prejudiced;  good  management  in  the  Executive  Branch  war- 
ranting its  elevation  to  this  rank.  Now  that  tlie  Congress  is  l)eing  asked  to 
consider  the  patent  "Reform"  bill  of  the  present  Administration  together  with 
many  other  bills  relating  to  the  Patent  Office  and  system  which  have  been 
introduced  by  various  important  members  of  tlie  Congress,  a  favorable  oppor- 
tunity has  been  presented.  Even  if  complete  liberation  cannot  be  effected  imme- 
diately, a  favorable  atmosphere  for  a  later  effort  may  be  created.  It  may  also 
be  demonstrated,  if  an  opportunity  is  provided,  that  the  authority  of  the 
Assistant  Secretary  for  Science  and  Technology  to  control  tlie  activities  of  the 
Commissioner  is  quite  limited  under  the  present  order.  Of  course,  the  Secre- 
tary can  enlarge  this  Assistant  Secretary's  authority  if  he  chooses  to  do  so  but 
such  a  move  would  be  in  defiance  of  the  reasoning  which  resulted  in  the  crea- 
tion of  the  office  of  Assistant  Secretary  for  Science  and  Technology  in  the  first 
instance.  It  will  prol)ably  be  appropriate  to  give  some  account  of  the  adminis- 
trative move  which  resulted  in  the  creation  of  this  position  on  tlie  Commerce 
staff. 

At  the  request  of  the  then  Secretary  of  Commerce,  the  Hon.  Sinclair  Weeks, 
the  National  Academy  of  Sciences  appointed  a  committee  to  evaluate  the  func- 
tions and  operations  of  the  I>epartment  of  Commerce,  the  objectives  being 
stated  as  follows : 

"The  National  Academy  of  Sciences  will  establish  an  ad  hoc  committee  of 
eminent  scientists  and  engineers  to  evaluate  the  functions  and  operations  of 
the  Department  of  Commerce  to  insure  that  it  is  fulfilling  its  responsibilities 
in  the  interest  of  science  and  technological  progress.  The  activity  of  said  com- 
mittee shall  include,  but  is  not  restricted  to,  a  study  of  all  major  elements  (1) 
of  the  needs  of  science  and  industry  for  services  of  tlie  type  tlie  Department 
should  provide,  (2)  of  new  or  improved  means  to  enable  the  Department  to 
effectively  meet  these  needs,  and  (3)  of  improved  methods  of  relating  the 
Department's  program  on  a  continuing  basis  to  dominant  and  changing  needs 
of  .science  and  industry.  The  findings  and  recommendations  of  the  ad  hoc  com- 
mittee will  be  incorporated  in  a  final  report  to  the  Secretary  of  Commerce." 

The  Committee  appointed  transmitted  a  10-page  report  from  which  two  para- 
graphs are  copied,  as  follows  : 

"The  scientific  and  technical  areas  that  Standards,  Patents,  Weather,  Mari- 
time, Roads,  Coast  and  Geodetic  and  Technical  Services  encompass  are  indeed 
wide,  with  little  overlap  or  interplay.  The  operations  of  all  areas,  however, 
have  much  in  common.  They  are  tlie  operations  that  scientists  and  engineers 
employ  in  creating  new  scientific  and  technical  knowledge  and  applying  it ;  and 
in  evaluating,  interpreting,  and  judging  scientific  and  technical  information.  In 
carrying  out  the  operations  of  these  widely  different  areas,  laboratory  and 
office  space  and  technical  facilities  are  required.  They  differ  in  kind  and  in 
amount  from  one  area  to  another,  liut  have  a  commonness  in  that  all  provide 
the  environment  and  the  tools  for  creative  scientists  and  engineers." 

It  is  clear  that  the  ad  hoc  committee  of  scientists  was  thinking  of  science 
and  technology  and  not  of  legal  decisions,  court  reviews  and  patent  systems 
generally,  botli  liere  and  throughout  the  world.  And  yet  it  was  the  Assistant 
Secretary  for  Science  and  Technology  who  addressed  committees  of  both 
House  and  Senate  in  support  of  the  Administration  bill  for  the  Reform  of  the 
patent  system  and  improved  relations  with  other  patent  issuing  countries.  He 
argued  at  length  against  retention  of  our  "interference"   practice  and  advo- 
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cated  the  adoption  of  a  substitute  procedure-basic  patent  law  subjects  which 
are  hardly  related  to  the  subject  of  "science  and  technology"  or  to  the  consid- 
eration of  "regulations"  suggested  by  the  Commissioner.  What  was  his  experi- 
ence in  this  legal  area?  Was  he  acting  within  his  grant  of  authority? 

It  is  unprofitable,  however,  to  argue  this  point  since  it  is  abundantly  clear 
that  the  Secretary  can  delegate,  because  of  the  authority  vested  in  him  by 
Reorganization  Plan  Par.  5.  to  anybody  below  him  in  the  Department  of  Com- 
merce, all  or  any  portion  of  the  authority  vested  in  the  Commissioner  of  Pat- 
ents by  Section  6  of  the  Title  35  of  the  U.S.  Code.  This  is  not  likely  to  happen 
to  a  really  serious  extent  but  it  may  happen  and,  if  the  Assistant  Secretary 
was  acting  within  the  scope  of  authority  granted  him  when  he  testified 
recently  it  has  happened.  Reform  is  desirable.  The  Commissioner  is  the  one  to 
discuss  with  the  Congress  the  legal  functions  and  needs  of  the  Patent  Office, 
and  to  propose  plans  for  international  cooperation  in  both  patent  and  trade- 
mark matters  rather  tlian  persons  not  legally  trained  with  less  knowledge  of 
and  experience  with  patents,  although  of  higher  rank. 

One  Secretary  of  Commerce,  the  Hon.  Sinclair  Weeks,  was  more  than  willing 
to  restore  to  the  Commissioner  of  Patents  the  exclusive  right  to  perform,  with- 
out interference  from  above,  his  statutory  duties  although  he  was  unwilling  to 
support  a  proposal  that  the  Patent  Office  l)e  made  an  independent  agency. 
Thus,  he  supported  before  the  Bureau  of  the  Budget  a  proposed  bill  to  be  sub- 
mitted to  the  Congress  which  read,  in  part,  as  follows : 

"Be  it  enacted  by  the  Senate  and  House  of  Representatives  of  the  United 
States  of  America  in  Congress  assembled,  that  Section  3  of  Title  35  of  the 
United  States  cod(>  is  amended  by  adding  at  the  end  thereof  the  following: 
"The  Secretary  of  Commerce  may  authorize  only  the  Commissioner  of  Patents 
to  superintend  or  perform  all  duties  required  by  law  respecting  the  granting 
and  issuing  of  patents  and  the  registration  of  trademarks.  Performance  of  the 
functions  of  examining  applications  for  patent  l>y  officers  and  employees  of  the 
Patent  Office,  of  considering  appeals  under  Section  134  of  this  Title  by  the 
Board  of  Apjieals,  and  of  adjudicating  questions  of  priority  under  Section  135 
of  this  Title  by  the  Board  of  Patent  Interferences,  shall  not  be  reviewable  by 
or  subject  to  the  control  of  the  Secretary  of  Commerce.  Likewise,  the  functions 
of  passing  upon  applications  for  registration  of  trademarks,  service  marks, 
collective  marks,  and  certification  marks,  and  renewals  thereof,  applications 
for  registration  on  the  supplemental  register  provided  by  Section  1091  of  Title 
15.  trademark  opposition,  cancellation,  interfei-ence  and  concurrent  use  proceed- 
ings, and  appeals  under  Section  1070  of  Title  15,  sliall  not  be  reviewable  by  or 
subject  to  the  control  of  the  Secretary  of  Commerce." 

This  proposed  legislation  was  definitely  intended  to  recognize  by  statute  the 
authority  of  the  Commissioner  to  perform  without  interference  by  the  Secre- 
tary, those  duties  which  all  Commissioners  had  customarily  and  legally  per- 
formed prior  to  the  enactment  of  Reorganization  Plan  No.  5  in  1950.  However, 
when  presented  to  the  Bureau  of  the  Budget  for  endorsement  at  a  hearing 
attended  by  tlie  Secretary  and  the  Commissioner,  which  was  neces.sary,  that 
Bureau  held  that,  if  it  aided  tlie  Patent  Office  in  this  manner,  it  would  be 
forced  to  act  in  favor  of  all  other  similarly  situated  Imreaus  of  the  Executive 
Branch  and  that  would  be  too  great  a  burden.  So  the  effort  failed  although 
the  reasoning  of  the  Bureau  of  the  Budget  was  far  from  persuasive,  there 
lieing  wide  differences  between  the  functions  performed  by  the  Patent  Office 
and  those  of  all  other  bureaus. 

It  may  be  asked,  and  no  doubt  will  be  asked  if  a  bill  proposing  to  establish 
the  Patent  Office  as  an  independent  agency  should  reach  the  Congress,  how  the 
Patent  Office  cost  of  operation  will  be  affected  by  sncli  a  move,  and  whether  or 
not  its  "housekeeping"  capabilities  may  be  affected.  A  careful  study  of  these 
possibilities  made  some  years  ago,  when  S.  1862  (Senator  O'^NIahoney's  bill) 
was  pending,  indicated  that  of  the  various  functions  performed  by  officers  and 
employees  of  the  Patent  Office  by  far  the  greater  number  would  not  be  ren- 
dered more  difficult  or  expensive  to  perform  in  the  event  that  the  personnel 
and  facilities  of  the  Department  of  Commerce  were  no  longer  available,  and 
that  many  functions  could  be  performed  more  easily  at  less  cost  by  an  inde- 
pendent Patent  Office.  In  fact,  it  was  then  found  that  one  additional  function 
only  would  of  necessity  be  performed  were  the  Patent  Office  to  be  separated 
fr<»m  Commerce,  i.e.,  it  would  be  necessary  to  designate  one  or  more  employees 
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to  make  purchases,  by  contract,  of  supplies  from  industrial  concerns.  Much 
duplication  of  paperwork  would  be  eliminated  if  the  Patent  Office  could  act 
independently  of  Commerce,  and,  generally  speaking,  it  is  believed  that  the 
well-staffed  Patent  Office  could,  now  that  it  is  in  its  own  building,  operate 
more  efficiently  and  at  less  cost,  in  a  housekeeping  sense,  than  it  will  be  able 
to  do  if  it  continues  to  act  through  employees  of  the  Department  of  Commerce. 

The  office  of  the  Secretary  of  Commerce  may  be,  and  often  is,  occupied  by 
several  per.sons  succes-sively  during  the  period  of  .service  of  one  Commis.sioner 
of  Patents  and,  during  the  same  time  interval,  a  succession  of  persons  may 
occupy  each  of  the  subordinate  offices,  the  several  positions  of  Assistant  Secre- 
tary and  that  of  General  Counsel.  Rarely  do  these  Presidential  appointees 
have  more  than  superficial  knowledge  of  the  manner  in  which  the  Patent  Office 
carries  out  its  statutory  duties  but,  as  already  made  clear,  at  least  one  is 
given  supervisory  authority  with  respect  to  the  Patent  Office  and  is  thus  in 
position  to  disapprove  constructive  proposals  of  the  Commissioner  if,  in  his 
judgment,  they  should  not  l)e  implemented.  All  possiltility  of  such  interference 
should  be  eliminated  and.  when  the  Congress  has  approved  a  plan  of  procedure 
proposed  by  the  Commissioner,  he  should  be  allowed  to  carry  it  out  without 
Departmental  interference. 

Actually,  the  slowly  changing  committees  of  Congress,  the  Appropriation  and 
Judiciary  Committees  of  House  and  Senate,  with  their  permanent  staffs  and 
sometimes  with  agency  scrutinizing  special  assistants,  are  in  better  position  to 
evaluate  the  merits  of  proposals  developed  by  the  Commissioner  of  Patents 
than  are  the  more  rapidly  shifting  persons  who  occupy  executive  positions  in 
the  Commerce  Department. 

The  question  may  be  asked — why  has  not  the  Congress,  which  has  created 
the  nine  Regulatory  Agencies  with  their  quasi-judicial  and  quasi-legislative 
functions  and  given  them  a  measure  of  freedom  from  executive  supervision, 
not  similarly  acted  in  the  case  of  the  Patent  Office?  In  all  probability  its  long 
history  of  service  as  a  bureau  of  a  Department  of  the  Executive  Branch,  first 
in  State,  then  in  Interior  and  now  in  Commerce,  in  each  of  which  it  performed 
well,  has  not  stimulated  the  concept  that  it  could  better  its  statutory  functions 
if  it  were  made  independent  of  departmental  regulation. 

The  Congress  passed  the  legislation  which  created  the  Patent  Office  in  1836 
and  has  since  modified,  from  time  to  time,  the  statutes  which  control  its  opera- 
tions as  well  as  appropriating,  year  by  year,  the  funds  which  it  must  have  in 
order  to  function.  The  Congress  is  well  aware  of  its  great  value  to  the  nation 
and  of  the  fact  that  it  is  manned  by  competent,  diligent,  personnel,  makes  its 
own  rules,  selects  those  who  wish  to  practice  before  it,  disciplines  those  who 
fail  to  adhere  to  its  regulations,  constantly  endeavors  without  pressure  from 
any  superior  authority  to  improve  its  techniques  of  examination  and  its 
administration  and,  in  summary,  is  an  unusually  experienced  body  well  able  to 
manage  its  own  affairs  administratively,  under  Congressional  supervision,  and 
render  appropriate  decisions  in  individual  case.s,  subject  to  adequate  court 
review.  It  does  not,  in  the  writer's  opinion,  need  Cabinet  representation,  in 
fact  there  is  no  information  tending  to  show  that  it  has  within  recent  years 
been  given  Cabinet  consideration  except  when  Commissioner  Coe  was  in  office, 
as  has  been  previously  mentioned. 
Summarizing  briefly  : 

1.  As  early  as  the  year  1812.  it  was  suggested  by  a  Congressional  Committee 
that  the  "Patent  establishment"  might  well  be  separated  from  the  Department 
of  State  and  as  late  as  1959,  a  bill  to  establish  the  Patent  Office  as  an  Inde- 
pendent Agency  was  placed  before  the  Senate.  Between  these  dates,  from  time 
to  time,  other  bills  to  the  same  effect  were  introduced  and  many  individuals 
well  acquainted  with  the  manner  in  which  the  patent  system  functions  and  the 
Patent  Office  performs  its  statutory  tasks  have  expressed  the  belief  that  it 
should  be  made  independent  of  any  Executive  Department. 

2.  No  knowledgeable  group  has  expressed  a  contrary  opinion  except  the  sec- 
tion of  Patent  Trademark  and  Copyright  law  of  the  American  Bar  Associa- 
tion which,  in  1957,  voted  its  disapproval  of  the  Bill,  S.  1862,  introduced  by 
Senator  O'Mahoney,  and  which,  if  it  had  become  law,  would  have  had  the 
effect  of  establishing  the  Patent  Office  as  an  independent  bureau. 

3.  The  American  Patent  Law  Association  has  not  advocated  either  independ- 
ence of  the  Patent  Office  or  its  continuance  as  a  Bureau  of  the  Department  of 
Commerce. 
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4.  If  the  Patent  Office  were  to  be  established  as  an  independent  bureau,  its 
cost  of  operation  would  not  be  increased — perhaps  decreased. 

5.  If  established  as  an  independent  agency,  the  Patent  Office  would  not  have 
representation  at  meetings  of  the  President's  Cabinet,  but  no  important,  long- 
lasting  advantage  is  known  to  have  been  realized  in  past  years  because  of 
such  representation.  Its  presentations  to  the  Committees  of  Congress  might 
well  be  more  satisfactorily  accomplished. 

Senator  Hart.  Mr.  Browne,  thank  you  very  much  for  an  interest- 
ing and  helpful  testimony. 

Mr.  Browne.  Thank  you  very  much. 

Senator  Hart.  We  adjourn  to  resume  in  this  hearing  room  on  Fri- 
day of  this  week  at  10  a.m. 

[Whereupon,  at  3 :25  p.m.,  the  subcommittee  was  recessed  to  recon- 
vene at  10  a.m.,  Friday,  September  14, 1973.] 


S.  1321— FOR  THE  GENERAL  REFORM  OF  THE  PATENT 
LAWS,  TITLE  35  OF  THE  UNITED  STATES  CODE.  AND 
FOR  OTHER  PURPOSES 


FRIDAY,   SEPTEMBEK    14,    1973 

U.S.  Senate, 
Subcommittee  ox  Patexts.  Trademarks,  axd  Copyrights 

OF  THE  Committee  ox'  the  Judiciary, 

WasMngton,  B.C. 

The  committee  met,  pursuant  to  recess,  at  9  :10  a.m.,  in  room  1114, 
Dirksen  Senate  Office  Building,  Senator  Philip  A.  Hart  presiding. 

Present :  Senator  Hart  (presiding). 

Also  present:  Thomas  C.  Brennan,  chief  counsel;  and  Deimis 
Unkovic,  assistant  counsel.  Subcommittee  on  Patents,  Trademarks 
and  Copyrights;  Bernard  Nash,  assistant  counsel,  Anti-Trust  Sub- 
committee. 

Senator  Hart.  The  committee  will  be  in  order. 

Mr.  Brexx'ax".  Mr.  Chairman,  the  first  witnesses  this  morning 
appear  on  behalf  of  the  American  Chemical  Society. 

Senator  Hart.  President  Nixon,  would  you  identify  yourself  ? 

STATEMENT  OF  DE.  ALAN  C.  NIXON,  PRESIDENT,  AMERICAN 
CHEMICAL  SOCIETY :  ACCOMPANIED  BY :  DR.  ROBERT  W.  CAIRNS, 
EXECUTIVE  DIRECTOR,  DR.  JOHN  T.  MAYNARD,  CHAIRMAN  OF 
THE  SOCIETY'S  COMMITTEE  ON  PATENT  MATTERS  AND  RELATED 
LEGISLATION,  AND  DR.  STEPHEN  T.  QUIGLEY,  DIRECTOR  OF  THE 
DEPARTMENT  OF  CHEMISTRY  AND  PUBLIC  AFFAIRS 

Dr.  Nixox.  My  name  is  Alan  C.  Nixon.  I  am  president  of  the 
American  Chemical  Society  for  1973,  and  with  the  authorization  of 
its  board  of  directors,  I  appear  before  you  today  to  present  the 
Society's  statement.  Accompanying  me  today  are  Dr.  Robert  W. 
Cairns,  executive  director;  Dr.  John  T.  Maynard,  chairman  of  the 
Society's  Committee  on  Patent  Matters  and  Related  Legislation ;  and 
Dr.  Stephen  T.  Quigley,  director  of  the  Department  of  Chemistry 
and  Public  Afi'airs. 

We  appreciate  being  given  this  opportunity  to  comment  on  certain 
features  of  The  Patent  Reform  Act  of  19Y3,  S.  1321.  The  issues 
addressed  by  this  legislation  are  both  fundamental  to  the  formula- 
tion of  national  science  policy  and  of  vital  significance  with  respect 
to  the  ability  of  our  nation  to  resolve  many  of  the  problems  which 
confront  it.  These  issues  have  been  under  discussion  for  some  time 
now  by  the  committee  on  patent  matters  and  related  legislation  of 
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the  board  of  directors  and  Council  of  the  American  Chemical 
Society,  and  a  consensus  on  them  has  been  under  development.  The 
viewpoint  which  we  attempt  to  express  is  that  of  the  chemical  scien- 
tific and  technological  community,  as  represented  by  the  American 
Chemical  Society. 

The  American  Chemical  Society  was  founded  in  1876  and  chart- 
ered by  an  act  of  Congress  in  1937  as  a  nonprofit,  scientific  and  edu- 
cational organization.  Our  current  membership  numbers  approxi- 
mately 109,000  individual  chemists  and  chemical  engineers.  This 
membership  reflects  a  broad  spectrum  of  engagement  in  academic, 
governmental,  and  industrial  professional  pursuits.  About  70  percent 
of  our  members  are  employed  by  industry,  about  20  percent 
employed  by  academic  institutions,  and  10  percent  by  Government 
and  nonprofit  institutions.  Under  its  national  charter  the  society  is 
charged  with  the  responsibility  to  work  for  the  advancement,  in  the 
broadest  and  most  liberal  manner,  of  chemistry,  "thereby  fostering 
the  public  welfare  and  education,  aiding  the  development  of  our 
country's  industries,  and  adding  to  the  material  prosperity  and  hap- 
piness of  our  people."  Also,  the  charter  imposes  an  obligation  on  the 
society  to  provide  assistance  to  the  Government  in  matters  of 
national  concern  related  to  its  area  of  competence.  Its  Federal  incor- 
poration replaced  a  New  York  State  charter  which  had  been  effective 
since  November  9,  1877.  We  are  now  almost  100  years  old.  As  a 
matter  of  fact,  we  will  celebrate  our  centennial  as  the  country  cele- 
brates the  bicentennial. 

One  of  the  principal  objects  of  the  society,  as  set  forth  in  its 
charter,  is  the  dissemination  of  chemical  knowledge  through  its  pub- 
lications program.  That  program  now  includes  20  journals,  largely 
scholarly  journals  that  contain  reports  of  original  research  in  the 
many  specialized  aspects  of  the  practice  of  chemistry,  as  well  as  a 
weekly  newsmagazine  designed  to  keep  chemists  and  chemical  engi- 
neers abreast  of  the  latest  developments  affecting  their  science  and 
related  industries.  In  addition,  the  society  is  the  publisher  of  Chemi- 
cal Abstracts,  one  of  the  world's  most  comprehensive  abstracting  and 
indexing  services. 

As  is  indicated  by  the  objectives  of  the  American  Chemical 
Society,  we  believe  that  the  effective  dissemination  of  scientific  and 
technical  information  is  critical  to  the  development,  not  only  of  the 
society  and  economy  of  the  United  States  but  also  of  modern  society 
worldwide.  In  addition  to  the  journal  literature,  patents  are  an 
important  instrument  for  the  dissemination  of  scientific  and  techni- 
cal information.  Unlike  the  chemical  field  with  its  many  extensive 
journals  program,  there  are  many  technical  fields  in  which  the  pub- 
lished patent  is  the  only  source,  or  almost  the  only  source,  of  techni- 
cal information.  And  even  in  the  field  of  chemistry,  technical  infor- 
mation in  certain  areas  of  major  commercial  importance  is  available 
only  in  the  patent  art  for  the  first  several  years  after  the  initial  dis- 
coveries are  made.  As  our  technology  continues  to  become  more  com- 
plex, we  believe,  that  a  strong  patent  system  is  a  vital  source  of 
technical  information  and  a  major  stimulus  to  creativity  and  inven- 
tion. The  incentives  to  enter  the  patent  system  need  to  be  sustained 
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and  strenfrtliened  if  the  technological  preeminence  of  the  Ignited 
States  is  to  be  maintained. 

We  are  here  today  to  discuss  the  position  of  the  American  Chemi- 
cal Society  on  certain  major  changes  in  the  patent  laws  of  the 
Tnited  States  that  are  embodied  in  S.  1321.  Senator  JMcClellan  has 
asked  for  comment  on  five  aspects  of  S.  1321;  (a)  Provision  of 
adversary  hearings  in  the  examination  process;  (b)  creation  of  the 
Office  of  Public  Counsel;  (c)  a  system  of  deferred  examination  of 
})atent  applications:  (d)  a  m.aintenance  fee  system:  and  (e)  the 
establishment  of  the  Patent  Office  as  an  independent  agency. 

We  agiee  that  these  are  important  aspects  of  S.  1321,  and  we  plan 
to  restrict  our  specific  discussion  today  to  these  matters. 

We  recognize,  however,  that  there  are  many  other  controversial 
aspects  of  S.  1321,  some  of  which  wo  would  favor  and  some  of  which 
we  would  oppose.  For  reasons  which  will  become  clear  from  our 
comments,  we  hope  that  the  implementation  of  the  major  revisions 
of  our  ])ateni  statutes  under  consideration  today  will  not  be  delayed 
indefinitely  by  indecision  over  the  other  points  of  S.  1321.  Six  years 
have  elapsed  since  the  report  of  the  President's  Commission  on  the 
Patent  System,  and  we  believe  it  is  urgent  that  these  matters  be 
Tcsoh'ed  if  confidence  in  our  patent  system  is  to  be  maintained.  The 
American  Chemical  Society  stands  ready  to  advise  the  Congress  on 
any  aspects  of  S.  1321  beyoml  those  being  considered  at  these  hear- 
ings, or  on  other  legislative  initiatives  related  to  the  patent  system 
that  would  affect  the  practice  of  chemistry. 

The  American  Chemical  Society  shares  the  concern  that  has  been 
expressed  by  many  participants  in  our  patent  system  over  the  high 
proportion  of  patents  that  are  held  invalid  when  litigated  in  the 
courts.  A  frequently  mentioned  proportion  of  litigated  patents  held 
invalid  is  70  to  80  percent.  It  is  obvious  that  many  patents  of  doubt- 
ful merit  are  being  granted  by  the  U.S.  Patent  Office.  We  take  note, 
however,  of  the  finding  by  Professor  Irving  Kayton  of  the  George 
"Washington  University  National  Law  Center  that,  when  the  courts 
consider  no  prior  art  other  than  that  known  to  the  Patent  Office 
during  examination  of  the  patent  application,  75  percent  of  litigated 
patents  are  upheld.  While  different  conclusions  may  be  drawn  from 
this  striking  fact,  we  prefer  to  take  it  at  face  value.  If  the  Patent 
Office  had  the  manpower  and  resources  to  bring  the  totality  of  exist- 
ing art  into  consideration  during  examination,  we  would  expect  that 
the  great  majority  of  issued  patents  could  withstand  challenge  in  the 
courts,  and  confidence  in  the  patent  system  would  be  improved 
immeasurably. 

Recognizing  these  facts,  the  American  Chemical  Society  believes 
that  certain  of  the  changes  in  our  patent  statutes  proposed  in  S. 
1321  have  mei-it,  and  I  would  like  to  discuss  in  some  detail  our  posi- 
tion on  the  major  points  suggested  for  consideration  by  Senator 
^IcClellan.  Our  position  in  some  respects  represents  a  change  from 
that  presented  to  this  committee  in  February  1968  when  Dr.  Cairns 
commented  on  the  report  of  the  President's  Commission  on  the 
Patent  System  and  on  the  legislative  proposals  under  consideration 
at  that  time.  These  changes  in  viewpoint  have  been  influenced  both 
by  the  problems  with  the  issuance  of  U.S.  patents  already  mentioned 

23-932—74 23 


350 

and  by  5  years'  further  experience  with  new  approaches  that  have 
been  introduced  in  the  patent  systems  of  some  of  the  other  major 
countries  of  the  world.  We  think  it  is  time  to  give  serious  thought  to 
modifving  our  patent  procedures. 

P'ii-st,  let  me  discuss  the  proposal  to  adopt  a  deferred  examination 
system.  Such  a  procedure  is  now  used  by  several  important  coun- 
tries, includijig  the  Netherlands,  Germany,  and  Japan.  In  spite  of 
early  trepidation  and  predictions  of  disaster  for  this  procedure,  we 
think  it  is  fair  to  say  that  the  results  of  deferred  examination  have 
been  good.  As  anticipated  weak  patent  applications  and  those  of 
minor  commercial  merit  have  been  abandoned  without  the  cost  or 
effort  of  examination.  The  fund  of  public  knowledge  has  thus  been 
increased,  and  most  importantly,  the  examining  corps  of  the  coun- 
tries involved  have  been  able  to' expand  their  efforts  on  careful  scru- 
tiny of  those  applications  for  which  examination  is  requested. 

We  favor  a  deferred  examination  system,  but  hasten  to  add  that 
we  have  reservations  about  certain  details  of  the  proposals  of  S. 
1321  in  this  regard.  S.  1321  proposes  at  paragraph  122  (a)  that 
patent  applications  be  laid  open  to  public  inspection  at  an  early, 
unspecified  time  ''before  the  date  of  first  examination.*'  In  the  case 
of  applications  for  which  examination  has  not  been  requested,  that 
is,  those  deferred,  we  recommend  strongly  that  they  be  published  18 
months  after  the  priority  date  assigned  the  application  but  with  the 
proviso  that  the  applicant  have  the  right  to  withdraw  his  applica- 
tion from  the  Patent  Office  up  to  that  time  if  he  wishes.  This  proce- 
dure is  used  by  other  countr-ies  with  deferred  examination  systems 
and  seems  eminently  reasonable  and  fair  to  us.  The  apj:)iicant  has  a 
limited  option  of  "^  foregoing  patent  protection  if  circumstances 
change  from  the  time  he  files  his  application,  and  he  has  18  montlis 
to  do  the  develoi)ment  and  market  research  necessary  to  define  the 
true  scope  and  value  of  his  invention.  Chemical  technology  is  a  com- 
plex and  time  consuming  art,  and  we  regard  18  months  as  a  mini- 
mum reasonable  time  for  evaluating  a  new  discovery. 

Turning  now  to  the  broader  question  of  whether  some  form  of 
aclversarj'  proceeding  should  be  incorporated  in  the  patent  examin- 
ing process,  the  American  Chemical  Society  believes  that  in  princi- 
ple this  would  be  a  desirable  change  from  the  present  ex  parte 
examination.  We  favor  the  adoption  of  new  procedures  that  woiild 
have  the  effect  of  insuring  as  nearly  as  possible  that  all  known  prior 
art  is  considered  by  the  Patent  Office  before  a  patent  is  granted,  for 
the  reasons  given  above.  However,  we  have  serious  reservations 
about  the  specific  provisions  of  S.  1321  for  achieving  this  result.  We 
believe  the  powers  given  in  paragraph  3(d)  to  an  Assistant  Commis- 
sioner to  be  known  as  the  'H^ublic  Counsel"  are  so  swee]>Jng  that 
more  mischief  than  good  might  be  expected  from  such  an  officei-.  We 
believe  that  the  same  result  could  be  achieved  more  economically  and 
with  gi-eater  assurance  of  success  by  some  form  of  opposition  pro- 
ceeding based  on  information  submitted  to  the  Patent  Office  by 
interested  third  parties.  We  do  not  favor  the  exact  procedure  in  S. 
1321  insofar  as  it  provides  that  the  third  party  may  participate  in 
the  reexamination  process  as  defined  in  paragraph  135(d).  The 
reason  we  have  this  reservation  is  our  experience  with  the  frequent 


use  in  other  eoniitries  of  the  workl  of  such  opposition  procedures  to 
liarass  applicants  and  dehiy  issuance  of  patents.  I  think  that  Avouhl 
be  particuhirly  true  in  the  case  of  sin<!;le  inventors  and  so  forth. 
However,  we  do  favor  the  provisions  of  parajri-aph  l.")r)(a-c)  wliich 
jirovide  for  the  submission  by  third  parties  of  prior  art  not  cited  by 
the  examiner  as  the  result  of  his  search,  followed  by  examination  of 
the  application  by  the  Patent  Office  on  the  basis  of  this  art.  We  are 
satisfied  that  this^  procedui-e  Avithout  additional  provisions  would  <io 
far  to  insure  the  issuance  of  U.S.  patents  that  v*ould  stand  up  in  the 
courts. 

In  Senator  McClellan's  announcement  of  these  hearings,  he  also 
asked  for  comment  on  the  ])roposal  in  S.  lo'21  that  a  system  of  main- 
tenance fees  be  established  for  T^.S.  patents.  AVe  believe  that  this 
would  be  desirable,  both  to  provide  a  measui'e  of  hnancial  support 
for  the  operations  of  the  Patent  Office  and  to  accelerate  the  process 
of  moviui;  teclmolo<ry  into  the  public  domain.  However,  the  specific 
sums  mentioned  in  S.  1321,  that  is,  $1,000  per  annum  with  a  25  per- 
cent escalation  each  3'ear,  seem  exorbitant  to  the  point  of  beinfj  con- 
fiscatory, and  we  ur<rc  that  a  more  modest  scale  be  adopted.  We  are 
favorably  impressed  by  the  provision  that  maintenance  fees  may  be 
defei-red  or  waived  in  the  case  of  individual  inventors  or  small  com- 
panies and  would  hope  that  equitable  procedures  can  be  accepted 
along  these  lines. 

Lastly,  comment  was  requested  on  the  proposal  to  give  the  Patent 
Office  the  status  of  an  independent  agency.  The  American  Chemical 
Society  maintains  its  long-standing  conviction  that  a  strong  patent 
system  has  been  a  major  factor  in  encouraging  the  outstanding  suc- 
cess we  as  a  Nation  have  achieved  in  science  and  technology.  The 
stability  of  the  Patent  Office  appears  to  have  been  vreakened  to  some 
degree  in  recent  years  by  frequent  changes  in  its  leadership  and  by 
apparent  disagreements  between  departments  of  the  administration 
on  patent  j^olicies.  We  believe  that  a  strong  Patent  Office  dedicated 
to  firm,  impartial  implementation  of  the  patent  statutes  is  of  vital 
importance  to  the  health  of  our  technologically  based  economy.  We 
favor  the  proposal  to  make  the  Patent  Office  an  independent  agency 
to  give  it  freedom  from  any  undue  political  considerations.  This 
should  eidiance  the  i-espect  Ave  all  have  for  this  excellent  and  impor- 
tant organization. 

To  summarize,  the  American  Chemical  Society  favors  changes  in 
the  patent  statutes  that  can  be  expected  to  strengthen  our  patent 
system  and  lead  to  the  issuance  of  carefully  examined  patents  capa- 
ble of  standing  up  in  the  courts  and  earning  the  respect  of  all.  As 
the  leading  scientific  and  technological  Xation  in  the  world,  our 
patent  system  deserves  no  less. 

Thank  you. 

Senator  Hart.  Mr.  Nixon,  thank  you  very  much.  I  hope  you 
would  express  to  the  society  the  feeling  of  the  subcommittee  that  the 
balance  and  fairness  of  this  testimony  is  noteworthy.  I  recall  the 
position  the  society  took  in  1968. 

Dr.  Nixon.  1968  ? 

Senator  Hart.  And  the  changes  that  are  reflected  in  your  position 
now.  I  think  you  identified  as  principal  reasons  for  the  change  the 
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r)i)p()ituinty  to  evaluate  new  methods  of  what  has  been  developed  in 
other  major  industrial  countries,  plus  the  continued  unsatisfactory 
or  relative  unsatisfactory  quality  of  the  work  product  of  the  Patent 

Office.  .  in     n  ,      .  1- 

"We  are  gratful  that  you  and  your  associates  would  do  what  poli- 
ticians are'^very  reluctant  to  do,  and  that  is  to  ever  admit  that  they 
could  take  a  new  look  at  anything. 

Dr.  Xixox.  Thank  you. 

Senator  Hart.  Having  said  that,  and  inasmuch  as  we  have  asked 
each  spokesman  for  an  organization  who  has  testiiied  to  identify 
their  membership  and  the  way  the  position  they  have  taken  is  devel- 
oped, and  to  what  extent  their  position  has  been  reviewed,  would 
you  describe  your  committee  ? 

Dr.  Xixox.  It  is  a  continuing  committee,  so  that  they  are  contin- 
ually looking  at  legislation  that  is  proposed,  not  only  this  legislation 
but  for  instance  the  Moss  bill  and  other  bills.  This  is  a  very  impor- 
tant fuction,  we  feel,  of  the  society,  to  be  sure  that  our  members 
miderstand  the  effect  of  legislation  which  is  proposed  and  try  to 
make  sure  that  it  serves  all  of  the  community  in  the  best  manner. 

Senator  Hart.  Well,  your  society's  membership  is  very  broad? 

Dr.  Xixox.  Right. 

Senator  Hart.  Would  it  be  possible  for  you  to  pr-ovide  for  our 
record  the  names  and  affiliations  of  your  Board  members? 

Dr.  Xixox.  Oh  yes. 

Senator  Hart.  And  would  that  also  be  possible  with  respect  to  the 
membership  of  the  committee  you  mentioned,  the  Committee  on 
Patent  Matters  and  Related  Legislation  ? 

Dr.  XixoN.  Yes. 

Senator  Hart.  And  now  on  page  -1 — and  I  read  this  not  in  the 
nature  of  a  question  but  to  underscore  it. 

It  is  obvious  that  many  patents  of  doubtful  merit  are  being  granted  by  the 
United  States  Patent  Office.  We  take  note,  however,  of  the  finding  by  Professor 
Irving  Kayton  of  the  George  Washington  University  National  Law  Center, 
that,  when"  the  courts  considered  no  prior  art  other  than  that  known  to  the 
Patent  Office  during  examination  of  the  patent  application,  75%  of  litigated 
patents  are  upheld.  While  different  conclusions  may  be  drawn  from  this  strik- 
ing fact,  we  prefer  to  take  it  at  face  value. 

And,  parenthetically,  I  do  too. 

If  the  Patent  OflSce  had  the  manpower  and  resources  to  bring  the  totality  of 
existing  art  into  consideration  during  examination,  we  would  expect  that  the 
great  majority  of  issued  patents  couUl  withstand  challenge  in  the  courts,  and 
confidence  in  the  patent  system  would  be  improved  immeasurably. 

X'ow,  I  would  paraphrase  that  this  way.  If  all  of  the  relevant 
facts  are  before  a  Patent  Office  Examiner^  and  he  has  a  reasonable 
time  to  consider  them,  he  will  come  up  with  the  correct  answer  ? 

Dr.  Xixox.  Yes,  I  think  that  is  correct. 

Senator  Hart.  That  really  is  what  \\c  mean  when  we  talk  about 
an  elfort  at  patent  reform. 

Dr.  Xixox.  Yes. 

Senator  Hart.  That  is  really  what  we  mean.  That  is  really  the 
focus  and  the  basic  purpose  of  the  legislative  elfort  reflected  in  Sen- 
ator McClellan's  hearings  here. 
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You  do  comment  on  Patent  Office  fees.  For  our  record,  would  you 
give  us  your  reaction  to  a.  system  of  nominal  filing  and  issue  fees? 

Dr.  XixoN.  Well,  I  think  we  are  in  favor  of  that,  that  is  of  those 
sort  of  fees.  Senator.  We  are  not  questioning  that  at  all. 

Senator  Hart.  AVell  let  me  give  you  the  four  elements  and  ask 
your  reaction  which  we  Avould  like.  It  may  make  it  easier  and  more 
understandable  if  we  have  that  in  the  record :  a  system  of  nominal 
filing  and  issue  fees;  maintenance  fees,  every  3  years,  starting  in  the 
fifth  year  at  a  rate  decided  by  the  Patent  Office  Commissioner 
designed  to  recoup  the  05  to  75  percent  of  the  Patent  Office  costs; 
with  power  vested  in  the  (Commissioner  to  grant  special  exemptions  to 
individuals  and  small  businessmen  and  so  on.  Now,  have  you  any 
feeling  as  to  that  matter  ? 

Dr.  Xixox.  Well,  just  offhand,  Senator,  it  sounds  like  a  better 
proposal  than  what  is  here  pi'esent.  The  foreign  countries  do  have  a 
maintenance  fee  system  but  they  are  much  more  modest  than  what  is 
proposed  here,  which  would  total  something  over  $100,000  for  a 
complete  patent  that  ran  through  to  exhaustion.  And  the  general 
principle  we  support  is  that  the  government  try  to  recover  a  sub- 
stantial proportion  of  the  Patent  Office  costs,  Senator. 

Senator  Hart.  Mr.  Brennan? 

Mr.  Brexxan.  No  questions. 

Senator  Hart.  Mr.  Nash  ? 

Mr.  Nash.  No  questions. 

Senator  Hart.  Doctor,  before  you  leave,  do  any  of  your  colleagues 
care  to  make  any  comments  or  give  any  further  remarks? 

Dr.  Nixon.  Well,  they  are  ver}^  modest  peoj^le,  but  they  might  be 
persuaded  to. 

Dr.  Cairx's.  The  only  thing  I  might  say,  since  I  have  testified 
here  before  relative  to  the  prior  legislation,  Senator,  of  course  the 
bill  was  quite  different  when  we  testified  in  lOGS  so  naturally  our 
comments  and  our  views  would  be  differentiatable.  And  this  general 
comment  here.  Senator,  did  not  indicate  too  significant  a  reversal 
except  perhaps  on  the  question  of  deferred  examination.  We  are  still 
'.eiy  anxious  to  see  a  iiigh  quality  job  done  and  to  support  the 
Patent  Office  in  any  way  that  we  can.' 

Senator  Hart.  Thank  you,  Doctor.  It  was  indeed  the  position  on 
deferred  examination  that  I  had  particularly  in  mind  when  I  made 
the  comment. 

Gentlemen,  thank  you  very  much. 

Dr.  Nixox.  Thank  you. 
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Senator  IIaut.  ^Nfi-.  P>rciiii;iii. 

Mr.  l^REXNAx.  The  iie.xt  witness  is  INIr.  Stanley  Clark. 
Senator  IIakt.  :Mr.  Clark,  would  you  identify  yourself  for  the 
record  ? 


6oo 
STATEMENT  OF  STANLEY  M.  CLAEK 

yh:  Clakk.  My  iiaino  is  Stanley  Clark  and  T  am  i)resently  Patent 
Counsel  for  the  Firestone  Tire  and  Ivubber  Co..  l)ut  I  am  expi-essing 
iiiv  own  personal  views  here.  I  am  not  speakina"  for  the  company. 

Senator  Hart.  I  assume  you  wish  to  have  your  statement  printed 
in  full  in  the  record? 

Mr.  Clark.  Yes,  I  have  submitted  that  statement  and  would  like  it 
to  be  printed  in  full  in  the  record. 

Senator  Hart.  It  will  be  at  the  appropriate  place. 

Mr.  Clark.  I  had  occasion  to  testify  2  years  go  in  connection  with 
the  proposed  Anti-Trust  and  Licensing  Provisions  known  as  the 
Scott  Amendments  and  in  the  course  of  my  testimony  I  had  a  collo- 
(}uy  with  Senator  ]McClellan  in  response  to  a  question  that  he  had 
asked  and  that  question  has  come  up  here  repeatedly;  namely,  why 
there  seems  to  be  a  diiTerent  standard  of  invention  between  the 
courts  and  the  Patent  Office  and  why  are  70  percent  or  so  of  the  pat- 
ents declared  invalid  when  they  reach  the  courts.  If  I  ma}-,  Senator, 
I  would  like  to  read  just  a  portion  of  that  colloquy  from  pages  325 
;nid  o'2€)  of  my  testimony.  It  won't  take  very  long  and  I  apologize 
for  reading  it. 

Mr.  Ct.ark.  *  *  *  The  inventor,  more  particularly  liisi  patent  counsel,  has  the 
time  and  the  opportunity  and  the  incentive  far  beyond  the  overworked  patent 
examiner  does  not  have ;  and  when  you  add  all  this  together  it  is  an  unfair 
struggle  and  this  is  why  I  would  lend  support  to  the  Department  of  .Justice 
position  that  the  oath  of  the  inventor  ought  to  be  restored  to  the  proposed 
patent  bill  and  that  the  burden  sliould  be  upon  the  applicant  to  be  fully 
candid  with  the  Patent  Office. 

Senator  McClellax.  You  think  the  law  does  not  require  that  now? 

Mr.  Clakk.  I  don't  think  it  does  now.  no,  sir. 

Senator  McClellax.  If  it  is  intended  to  it  has  a  lot  of  loopholes  in  it,  is  that 
correct? 

;Mr.  Clark.  That  is  correct.  I  would  suggest  tliat  the  burden  also  be  placed 
not  only  upon  the  inventor  but  upon  the  lawyer  that  is  representing  him.  At 
present  the  burden  is  only  upon  the  inventor. 

Senator  McClellax.  Why  upon  the  lawyer? 

Mr.  Clark.  Because  often  the  lawyer  knows  more  about  the  prior  art  and  is 
the  only  contact  with  the  Patent  Office.  Once  the  inventor  signs  an  oath,  which 
he  doesn't  understand,  to  a  patent  application  which  he  usually  can't  interpret, 
then  he  is  through  with  the  whole  procedure  and  you  never  hear  from  him 
again. 

Senator  McClellan.  But  if  the  applicant  testifies  or  signs  a  false  oath 
knowing  it  is  false,  maybe  his  attorney  doesn't  know  that. 

Mr.  Clakk.  That  may  be  true.  That  may  be  true. 

Senator  McClellan.  I  don't  think  the  attorney  should  be  lield  responsible 
for  that. 

Mr.  Clark.  Xo  :  but  I  think  perhaps  the  attorney  ought  to  be  required  on  his 
own  to  make  a  fnll  statement  of  the  prior  art  as  he  knows  it  to  the  Patent 
Office. 

Senator  I*,IcClellan.  In  other  words,  you  would  put  a  burden  on  the  attor- 
ney not  to  rely  upon  the  information  supplied  him  by  his  client? 

Mr.  Clark.  I  would  say  if  that  is  the  only  information  he  has  he  is  entitled 
to  rely  upon  it,  but  if  an  attorney  has  additional  information,  which  he  often 
has,  sometimes  these  attorneys  are  as  expert  as  the  inventors  in  the  art  and 
as  knowledgeal)le  as  the  inventor  in  the  art,  he  should  disclose  that  informa- 
tion to  the  Patent  Office. 

Senator  McClellax.  If  he  has  additional  information  maybe  he  should  rely 
on  it  or  shouldn't,  I  don't  know.  But  I  wonder  how  far  we  are  going  and  I  am 
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recommending  with  respect  to  phicing  an  additional  burden  upon  attorneys. 
Attorneys  should  not  he  permitted  to  permit  fraud  or  to  mislead,  willfully  mis- 
lead the  court  or  in  this  instance  the  Patent  Office,  hut  I  know  that  attorneys 
are  often  misled  by  their  clients  and  how  much  a  burden  you  put  upon  them 
or  you  are  attempting  to  put  upon  them,  they  have  to  check  the  veracity  and 
reliability  of  their  own  clients.  Would  you  go  that  much  farther  nowV 

Mr.  Clark.  I  am  not  suggesting  that.  I  am  saying  he  is  entitled  to  rely  upon 
what  his  client  tells  him.  I  suggest  if  he  has  additional  information  he  should 
volunteer  it  himself. 

Senator  McClellax.  Yes;  if  he  has  additional  information  and  the  client 
has  not  submitted  it  he  shouldn't  withhold  that  from  the  Patent  Office. 

Mr.  Clark.  That  is  correct. 

Senator  McClkllan.  That  is  what  you  are  saying? 

Mr.  Clark.  Yes. 

Senator  McClellax.  I  think  that  is  not  unreasonable  at  ail.  Lt  might  he 
proper. 

Now  the  reason  Avhy  I  bring  that  before  tlie  Senators  this  morn- 
ing is  because  several  questions  have  been  a.sked,  all  of  which  bear 
upon  what  I  was  suggesting  2  years  ago  and  that  is  tliat  the  burden 
of  the  Patent  Office  will  be  lightened  and  the  effectiveness  of  the 
Patent  Office  will  be  markedly  improved  if  there  is  a  fair  and  candid 
communication  between  the  Patent  Office  and  the  applicants  and  the 
applicants'  attorneys.  I  think  that  is  in  the  public  inteiest  because 
stronger  and  better  patents  will  issue  and  there  will  be  fewer  of 
them,  I  hope,  declared  invalid  by  the  courts. 

I^t  me  say  that  this  bill.  S.  1321  seems  to  be  marked  by  a  more 
express  concern  for  the  public  interest  and  to  a  far  greater  extent 
than  our  present  patent  law  and  for  that  matter  than  any  other 
patent  bill  which  I  have  ever  seen  presented. 

I  would  like  to  refer  to  some  of  those  provisions,  which  are  pres- 
ent in  1321.  which  are  in  the  public  interest  and  I  would  like  to  speak 
a  few  words  in  support  of  them.  In  doing  so  I  v.ould  like  to  answer 
some  of  the  questions  which  have  come  up  in  the  hearings  in  the  last 
day  or  2.  To  repeat,  Senator,  what  I  would  like  to  say  is  that  tlie 
applicant  has  the  duty  to  be  fully  candid  with  the  Patent  Office, 
and,  if  he  discharges  that  duty,  then  the  burden  on  the  Patent  Office, 
will,  in  great  part,  also  be  relieved.  An  examiner  will  have  more 
time  and  better  patents  will  issue.  And  again,  all  of  this  is  in  the 
public  interest. 

Let  us  look  at  some  of  these  mechanisms  which  are  in  1321  which 
require  and  encourage  that  duty  of  resj)onsibility  and  candor  to  be 
discharged  by  the  applicant.  First  of  all,  I  would  like  to  refer  to 
section  115  which  provides  that  there  be  an  oath  by  the  applicant 
and  by  the  attorney  and  by  the  agents  acting  on  behalf  of  the  appli- 
cant to  lay  before  the  Patent  Office  the  pi-ior  art  of  which  they  are 
aware.  Well,  this  is  not  a  new  view  or  a  view  peculiar  to  me.  In  the 
American  Patent  Law  Association  Bulletin  for  October  of  1972. 
Mr.  Eabinovr — and  I  hope  that  is  pronounced  properly — he  is  a 
successful  independent  in\entor — in  that  bulletin  he  made  this  state- 
ment and  I  quote  him :  *-I  think  that  tlie  patent  attorney  siiould  tell— 
and  so  on,  and  so  on.  in  other  words,  he  should  help  the  Patent  Office, 
and  he  shouldn't  1)1  ay  games." 
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I  will  skip  a  little  bit  of  what  he  says  but  he  concludes  by  saying 

We  always  felt  we  should  tell  them — he  is  referring  to  the  Patent  Office — 
everything  we  know  and  in  saying:  what  the  prior  art  was,  you  should  say 
what  it  really  was  hecause,  if  you  don't  do  it  you  are  really  cheating  the 
Patent  Office." 

That  brincfs  me  to  a  second  point  in  S.1321.  which  is  the  patenta- 
bility brief.  I  hicfhly  support  that  provision.  I  think  Mr.  Rabinow's 
words,  which  I  just  quoted,  which  say  that  you  should  not  play 
aanies  with  the  Patent  Office,  that  you  should  tell  them  what  you 
think  the  invention  is  and  why  it  distinguishes  over  the  prior  art  in 
my  opinion  is  recommending  a  patentability  brief,  for  such  a  brief 
ejiables  this  function  of  candid  communication  with  the  Patent 
Office  to  be  performed.  It  will  not  be  performed  absent  such  a  brief: 
well,  let  me  say  it  this  way,  it  has  not  been  performed  fully  in  the 
past  by  applicants. 

In  that  same  "'American  Patent  Law  Association  Bulletin,"  Mr. 
Duimer — and  I  believe  I  am  pi-onouncing  his  name  correctly — said 
and  I  will  quote  from  page  635  of  that  bulletin : 

I  think  there  should  he  an  explicit  rule  which  requires  an  attorney  at  some 
appropriate  stage  in  the  application,  certainly  well  ahead  of  the  allowance,  to 
Hie  a  written  statement  of  the  best  pulilic  prior  art  he  knows  of. 

Again  that  seems  to  me  to  be  in  support  of  the  principle  of  the 
attoi-ney's  oath  and  of  patentability  brief. 

There  is  one  other  point  which  may  be  a  minor  point  and  hasn't 
been  brought  up  here  and  this  appears  in  section  112  which  pre- 
scribes the  form  of  patent  claim  which  is  to  be  used,  a  form  which 
the  American  Patent  lawyers  call  a  Jepson  form  of  claim  and  which 
really  follows  the  German  form  of  claim  prescribed  by  the  laws  of 
(rci-many.  I  think  everybody  agrees  that  Germany  has  a  very  good 
])atent  system. 

Again  in  the  bulletin  of  the  American  Patent  Law  Association  for 
Xovember-December  of  1932,  page  76,  there  is  a  quote,  and  I  do 
quote. 

A  good  many  of  the  holdings  that  patents  are  invalid  stem  from  the  discov- 
ery on  the  part  of  a  district  judge  that  the  invention  which  the  Examiner 
thought  was  a  substantial  forward  step  was  in  fact  the  tiniest  little  pips(iueak 
of  cliange  from  a  product  that  had  been  in  public  use  for  years  and  which  the 
Examiner  had  no  way  of  learning  about. 

Xow  that  is  true;  and,  if  you  do  not  have  a  proper  form  of  claim, 
it  is  often  very  difficult  for  the  courts  to  determine  what  the  inven- 
tive step  was  because  that  "little  pipsqueak  sort  of  change"  is  buried 
in  a  mass  of  obscure  words,  in  very  long  and  very  difficult  language. 
And  that  is  the  reason  why  I  support  the  Jepson  form  of  claim 
Avhich  is  prescribed  by  section  11-2  of  this  bill,  because  if  you  have 
that  form  of  claim  and  if  the  applicant  has  been  candid  Vith  the 
Patent  Office,  that  claim  would  have  read  in  this  manner.  The  claim 
would  have  read  as  follows : 

(1)  In  a  product  that  has  been  in  pui)lic  use  for  years, 

(2)  the  improvement  which  consists  of: 

(3)  just  the  tiniest  little  pipsqueak  sort  of  change. 
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If  we  insisted  upon  this  form  of  claim.  ^Yhicll  to  some  may  seem 
to  be  not  too  important,  but  which  I  think  is  very  valuable;  if  we 
have  this  sort  of  claim  presented  to  the  examiner,  it  would  liohten 
his  burden  because  first  of  all  he  would  direct  his  attention  immedi- 
ately to  the  final  portion  of  the  claim  to  see  whether  this  "tiniest 
little  pipsqueak  change"' — if  that  is  what  it  was — really  amounted  to 
in\ention  and  it  would  expedite  his  search  of  the  prior  art  and 
would  expedite  his  consideration  of  the  application.  It  might  do  it 
to  a  very  material  degi'ee.  On  the  other  hand,  if  tlie  last  portion  of 
the  claim  v,as  not  in  fact  "a  little  pipsqueak  change''  but  was  a  sub- 
stantial invention,  its  clear  delineation  in  a  ,Te])Son  claim  would  still 
help  the  examiner  because  it  would  expedite  his  search  and  his  eval- 
uation of  the  invention. 

Furthermore,  the  patentability  brief  should  bear  directly  upon 
that  portion  of  the  claim  which  comprises  the  invention,  which  com- 
prises the  foward  step  in  the  art  and  I  assure  you  there  are  many 
claims  that  have  been  litigated  that  do  not  do  that  at  all  and  you 
have  to  search  through  the  language  of  the  claim  and  find,  if  you 
can,  what  the  invention  is  and  pick  it  out  from  the  prior  art.  I  think 
it  is  most  important  tliat  a  patent  claim  be  in  such  form  that  the 
examiner  and  the  public  and  the  courts  will  be  able  to  understand  it 
easily  and  completely. 

I  might  also  add  that  if  the  claims  of  a  patent  were  in  such 
Jei)son  form,  and  if  that  patent  later  reached  the  courts  in  a  patent 
litigation,  the  court  would  be  able  to  understand  almost  immediately 
just  what  the  invention  was  all  about.  This  again,  is  a  provision 
which  expedites  the  exercise  of  candor  with  the  Patent  Office.  You 
are  telling  the  examiner  first  by  the  attorn.ey's  oath  and  by  the 
investor's  oath  that  you  are  giving  him  all  of  the  prior  art  of  which 
you  have  knowledge ;  and  in  this  form  of  claim  you  are  stating  pre- 
cisely what  your  invention  is :  and  with  your  patentability  brief  you 
are  stating  wliy  it  should  be  allowed. 

There  is  one  other  section  of  S.K521  I  wish  to  comment  on:  that  is 
the  examination  provision  in  wliich  the  Patent  Oflice,  for  the  first 
time,  is  told  explicitly  to  put  down  in  the  record  tlie  reasons  why  a 
patent  is  allowed.  It  is  a  very  disturbing  and  infuriating  experience 
to  read  the  file  histoi-y  of  a  patent  to  find  that  the  examiner  has 
repeatedly  rejected  the  claims  and  then  suddenly  you  find  there  was 
an  interview  and  without  any  further  explanation  the  patent  was 
allowed.  It  is  allowed  without  any  ex]:)lanation  of  why  the  Patent 
OfMce  changed  its  ]:)osition  after  repeatedly  rejecting  the  claims.  I 
heartily  recommend  that  the  examination  procedures  of  S.1321  be 
adopted. 

Let  me  turn  to  the  question  of  deferred  examination  and  early 
publication.  I  approve  both  of  those  provisions  without  reservation. 
Early  publication  performs  the  function  of  the  patent  law,  to 
inform  the  p/ublic,  and  the  earlier  the  j^ublic  is  informed  as  to  the 
advances  in  the  art,  the  better  it  is  for  the  public.  As  to  the  6-month 
waiting  ])eriod  which  is  i)rovided,  I  think  such  G-montli  period  is 
reasonable.  Let  me  state  that  most  coiporations  today  keep  a  close 
watch  of  the  foreign  patents  and  usually  within  2  years  of  the  filing 
of  L  ,S.  Patent  application  a  foreign  patent  issues  or  is  made  avail- 
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able  for  inspection— I  am  talkinc:  now  about  in  France.  South 
Africa,  or  Australia- — sometimes  it  takes  2i/2  v^'ars.  It  used  to  take 
about  15  or  18  months.  We  then  know  which  of  our  competitors 
have  filed  what  soit  of  patent  applications  in  this  country.  It  would 
be  cheaper  and  better  and  quicker  if  we  could  ascertain  the  same 
infoimation  by  this  provision  for  early  publication. 

So  far  as  deferred  examination  is  concerned,  I  am  in  favor  of  it 
for  two  reasons — first  of  all,  many  patents  are  filed  as  a  protective 
measure,  as  shields.  We  are  concei-ned  about  whether  somebody  else 
may  at  a  later  time  take  out  a  patent  on  one  of  our  own  develop- 
ments and  so  we  file  a  patent  application  only  for  the  purpose  of 
pi-otecting  ourselves  against  a  patent  suit  brought  by  someone  else 
who  later  on  makes  the  same  improvement.  If  we  were  to  file  an 
application  and  it  were  to  be  published  within  6  months,  then  we 
would  be  sure  that  1  year  later  or  18  months  later  that  no  one  else 
could  file  a  patent  application  covering  that  same  subject  matter  and 
obtain  a  valid  patent. 

Othei-  patent  applications  are  filed  orginally  in  the  hope  and 
exi^ectatitm  that  they  represent  a  real  advance  in  the  art,  but  after  a 
year  or  2  of  further  experience  we  find  that  we  were  mistaken.  Xow 
if  there  were  a  deferred  examination,  we  would  probably  allow  those 
applications  to  lapse  by  failure  to  request  an  examination. 

In  both  of  those  instances,  deferred  examination  would  save  the 
Patent  Office  the  problem  of  examining  applications  in  which  appli- 
cants really  have  no  interest  and  I  am  sui-e  there  are  many  thou- 
sands of  such  applications  filed  each  year.  This  result  would  give  the 
Patent  Office  more  time  to  turn  their  attention  and  their  examining 
time  to  those  applications  in  which  the  public  and  the  parties  are 
really  interested.  So  I  urge  that  there  be  early  publication  and 
deferred  examination  which  will  save  the  parties' time  and  will  save 
the  Patent  Office's  time.  In  that  way  the  public  interest  will  be 
served. 

There  ai-e  many  things  I  would  like  to  talk  about  but  at  this  time 
I  would  rather  answer  some  questions. 

Oh.  I  have  one  point  which  I  want  to  speak  to  also.  It  came  up 
yesterday.  It  was  a  question  of  whether  we  should  have  ''patent'' 
courts.  Senator  Hart  stated  that  he  preferred  "generalists"*  and  I 
heartily  second  that  opinion.  I  think  it  would  be  a  great  mistake  to 
have  specialized  patent  courts  to  determine  patent  matters.  The  pres- 
ent Federal  courts  are  capable  of  doing  the  job  provided  there  is 
adquate  advocacy  by  counsel  for  both  sides.  I  think  that  a  Federal 
judge  can  handle  the  technical  problems  of  patent  litigation  just  as 
well  as  he  can,  for  example,  handle  the  medical  problems  that  come 
up  before  him  in  personal  injury  litigation  or  the  complex  problems 
involved  in  SEC  litigation.  The  legal  and  technical  problems  in 
patent  cases  are  not  overwhelming  and  I  cannot  conceive  of  a  spe- 
cialized i)atent  court  that  could  do  as  good  a  job  as  our  present 
courts.  Furthermore,  I  think  that  a  specialized  patent  court  system 
would  eventually  create  its  own  little  world  without  access  to  the 
public  and  I  would  much  rather  have  Federal  judges  throughout 
this  country  handle  the  patent  laws;  and  develop  the  application  of 
the  patent  laws  in  the  interest  of  the  public  than  to  have  an  ingrown 
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speciiilizod  patent  court  that  would  begin  to  believe  that  they  were 
dealing  only  with  their  own  little  world. 

Now  I  will  be  glad  to  answer  any  questions  if  there  are  any. 
Senator  Hart.  Well,  Mr.  Clark,  your  prepared  testimony  that  we 
did  have  an  opportunity  to  read  supplemented  by  your  oral  testi- 
mony this  morning  is  so  comprehensive  that  I  think  we  are  left  with 
very  little  to  ask.  There  is  no  obscurity  with  respect  to  your  views  as 
to  at  least  the  principle  elements  of  the  bill.  For  all  of  that  we  are 
grateful.  I  know  that  in  the  earlier  record  of  this  committee  on  the 
occasion  that  you  testified,  I  believe  in  1970  or  1971,  this  item  is 
reflected,  but  let  me  for  the  benefit  of  this  record  ask  you  the  name 
of  the  company  whose  chief  patent  counsel  you  have  served  as  for 
these  many  years  ? 

Mr.  Clark.  I  am,  and  have  been  counsel  for  14  years,  with  Fire- 
stone Rubber  Co. 

Senator  Hart.  What  kind  of  track  record  does  Firestone  have  in 
the  Patent  Office  and  in  patent  litigation  in  tlie  courts? 

Mr.  Clark.  Firestone  has  over  the  years  been  involved  in  almost 
every  major  piece  of  litigation  involving  the  tire  industry.  There  is 
one  case  that  has  not  yet  been  finally  decided,  but  in  all  other  cases. 
Senator,  we  have  resisted  the  major  patents  which  we  thought  were 
invalid  and  at  great  cost  and  expense  substantiated  that  position  and 
won  those  cases.  We  have  not  filed  patent  applications — no,  pardon 
me,  patent  suits  against  the  tire  industry  based  upon  our  own  pat- 
ents. I  would  say  that  our  competitors  would  say  that  the  Firestone 
Tire  &  Rubber  Co.  is  antipatent.  I  do  not  believe  it  is.  We  are  anti- 
invalid  patents.  And  strongly  so. 

Senator  Hart.  One  of  the  points  you  have  developed  in  your  pre- 
pared testimony,  and  you  referred  to  it  again  in  your  oral  testimony, 
was  the  desirability  of  section  llo's  oath  provision.  Mr.  Kauper, 
speaking  for  the  administration  or  at  least  appearing  on  behalf  of 
the  Department  of  Justice  and  commenting  on  the  bill,  suggested 
that  the  administration  bill  does  not  include  the  attorney's  oath.  I 
asked  this  question  just  to  underscore  for  the  record  your  position. 
What  is  your  view  with  respect  to  that  ? 

Mr.  Clark.  I  see  no  problem  with  the  attorney's  oath.  I  am  in 
fa\'or  of  it.  There  has  been  a  bugaboo  raised  that  this  j^uts  too  great 
a  burden  upon  the  attorney  but  in  any  oath  the  affiant  need  only 
tesify  as  to  what  he  knows  and  if  he  has  no  information  as  to  a  par- 
ticular point,  he  can  always  state  that  fact.  But  I  think  that  as  to 
what  an  attorney  knows  which  is  relevant,  he  should  state  that  and 
be  willing  to  state  it  under  oath  or  at  least  under  conditions  that 
M-ould  call  for  penalties  if  he  deliberately  misled  the  Patent  Office. 

The  question  has  been  raised  that  perhaps  every  application  that 
is  filed  must  have  a  search  and  that  the  attorney  must  make  an 
exhaustive  search  before  he  can  make  such  an  oath.  I  don't  think 
that  is  required.  I  tliink  all  he  has  to  state  is  that  we  have  made  no 
search  or  we  have  made  a  small  seaix-h,  but  in  any  event  here  is  the 
prior  art  and  the  best  prioi-  ait  that  we  know  of. 

We  ha\e  been  doing  this  at  Firestone  for  some  years,  because  I 
feel  and  nay  management  feels  that  an  invalid  patent  is  a  debit  and 
not  a  credit  on  the  books  of  a  company  and  it  is  a  great  mistake  to 
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believe  that  you  have  an  asset  of  some  vahie  wlien  in  fact  you  have 
an  invalid  patent,  which  could  in  the  end  become  a  very  danoerous 
instrument  to  be  turned  against  you.  .       i      -n  ^ 

I  might  add  that  insofar  as  an  adversai-y  proceedmo;  m  the  1  at- 
ent  Office  is  concerned,  Senator,  there  has  for  some  years  been  an 
informal  adversary  proceeding.  Let's  assume  that  a  corporation  hnds 
an  issued  Frencli  patent,  which  indicates  XYZ  corporation  has  filed 
a  U.S.  application,  and  they  get  a  copy  of  that  U.S.  application 
from  the  French  Patent  Office.  This  is  a  normal,  routine,  proper 
procedure:  and  assume  they  are  concerned  about  X\Z*s  patent 
application.  They  can  take  up  a  bundle  of  relevant  prior  art  and 
submit  it  to  the  division  of  the  Patent  Office  that  is  handling  that 
subject  matter  and  show  them  that  issued  French  patent  and  say 
that  if  there  is  a  U.S.  application  pending,  and  we  are  not  asking 
you  to  state  whether  there  is  or  not,  but  if  there  is  one,  then  here  is 
what  we  think  is  good,  relevant,  prior  art. 

Now  sometimes  that  works  and  sometimes  it  doesn't.  There  are 
some  patent  lawyers  that  will  not  submit  })rior  art  to  the  Patent 
Office  saying  they  would  rather  reserve  it  for  later  use  in  court. 
They  say  let  the  patent  issue  and  then  we  vrill  fight  it  in  the  courts 
using  tliis  prior  art.  The  reason  they  do  this  is  because  they  have 
more  faith  in  the  courts  in  applying  the  prior  art  than  they  have  in 
the  patent  examiner  to  apply  it  properly.  So  the  formal  adversary 
system  that  is  provided  for  in  this  bill  will  work  to  the  extent  the 
patent  bar  cooperates  with  it  and  to  the  extent  the  patent  bar  has  an 
increasing  confidence  in  the  competence  of  the  Patent  Office  and  the 
willingness  of  the  Patent  Office  to  apply  prior  art  properly.  If  they 
do  not  gain  that  faith,  then  they  will  hold  the  prior  art  back  and 
Avait  for  their  day  in  court.  That  is  why  it  is  important  in  the 
administration  of  this  bill  that  the  adversary  system  be  administered 
with  great  care  in  the  Patent  Office  and  that  the  Patent  Office  take 
steps  to  see  to  it  that  the  proir  art  is  properly  applied:  otherwise 
people  will  feel  that  they  have  "wasted''  their  prior  art,  in  the 
Patent  Office.  However.  I  think  the  adversary  system  that  is  pro- 
vided for  by  this  bill  could  be  very  useful  and  I  am  in  favor  of  it. 

Senator  Hart.  You  have  endorsed  the  deferred  examination 
SA'stem.  Xow,  as  I  understand  the  criticism  or  the  opposition  to 
deferred  examination,  and  taking  your  view  as  being  responsible  for 
Firestone  patents,  the  argument  goes  that  you  should  be  worried 
about  your  competitors  filing  a  large  number  of  spurious  applica- 
tions and  deferring  examination.  As  I  understand  it,  the  argument 
goes  that  this  would  create  sort  of  a  cloud  over  the  technology 
because  you  wouldn't  know  wliich  patents  will  issue.  Firestone 
v.ould  be  fearful  of  entering  that  area.  Additionally,  as  I  under- 
stand the  argument,  you  would  have  to  start  reviewing  all  of  the 
jiatent  applications  of  your  competitors  in  the  art  and  the  art  would 
be  burdened  with  a  large  number  of  questionable  applications  to  be 
reviewed.  How  do  you  feel  about  that  ? 

Mr.  Clark.  I  clon't  agree  with  that.  I  would  in  the  first  place 
much  rather  know  what  my  competition  has  filed  and  have  an 
opportunity  to  examine  it  and  be  sure  of  what  is  going  on.  We  do 
find  out  as  I  said  earlier,  we  generally  find  out  from  an  examination 
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•of  foreign  patents  what  may  be  in  the  Patent  Office.  However  if  the 
patent  tiles  should  be  made  open  to  the  public  under  1321  we  will 
know  with  certainty  what  is  there.  If  there  is  an  application,  a 
patent  application  of  interest,  vre  will  do  one  of  several  things.  We 
will  compile  our  prior  art  and  our  defenses  to  be  ready  if  the  patent 
issues.  Or  we  could  use  those  in  an  adversary  proceeding  in  the 
Patent  Office  and  block  that  patent.  Or  we  would  begin  work  to 
work  around  it,  which  is  very  often  possible,  and  in  fact  sometimes 
works  to  our  advantage.  I  do  not  think  that  a  published  application 
in  which  the  examination  is  deferred  would  intimidate  anybody 
from  doing  work  in  the  same  field. 

As  a  matter  of  fact  it  might  inspire  them  to  beat  their  competitor 
at  their  own  game;  and  I  have  seen  that  happen.  So  I  think  that  it 
is  all  to  the  good  to  have  the  applications  published  earlier  and  to 
have  a  deferred  examination. 

Senator  Hart.  Mv.  Brennan? 

]\Ir.  Brexxax.  No  questions. 

Senator  Hart.  Mr.  Xash  ? 

Mr.  Xasii.  No  questions. 

Senator  Hart.  Thank  you.  I  read  two  sentences  fi'om  your  pre- 
pared testimony  that  struck  my  eye  and  that  was  "My  view  of  the 
Patent  System  is  that  it  is  a  system  in  distress,  that  it  is  in  need  of 
reform  and  that  unless  it  is  reformed  it  may  face  total  collapse. 
Hopefully  the  provisions  of  1321  will  supply  the  needed  reform.'- 

Measured  against  your  own  background  and  experience,  that  cau- 
tion I  hope  will  persuade  the  committee  and  the  Congress  to  move. 

]Mr.  Clark.  I  hope  so. 

Senator  Hart.  Thank  vou. 

[The  statement  of  Stanley  M.  Clark  in  full  follows.] 

Statement  of  Stanley  M.  Clark  Advocating  Enactment  of  S.  1321 

This  statement  is  generally  in  support  of  enactment  of  S.  1321  and  I  respect- 
fully request  that  this  statement  he  filed  as  part  of  the  record  in  the  Hearings 
held  in  connection  with  the  proposed  legislation. 

The  statement  is  an  expression  of  my  personal  views  and  does  not  neces- 
sarily reflect  those  of  my  employer;  it  is  based  upon  my  experience  and  train- 
ing as  summarized  below. 

I  am  a  registered  Professional  Engineer  and  have  been  a  member  of  the  Bar 
of  the  State  of  Ohio  for  27  5^ears  and  have  been  admitted  to  practice  before 
the  United  States  Patent  Office  for  almost  that  period  of  time.  My  practice  has 
generally  been  limited  to  the  practice  of  patent  law,  including  five  years  with 
a  private  law  firm  in  Cleveland,  Ohio,  and  the  last  23  years  in  the  Patent  Law 
Department  of  an  industrial  company.  I  have  been  Chief  Patent  Counsel  of 
this  company  for  the  past  14  years.  During  the  course  of  these  years,  I  have 
had  extensive  experience  in  the  licensing  of  patents  and  in  patent  litigation, 
both  in  the  United  States  ajid  in  foreign  countries. 

I  have  a  deep  interest  in  the  patent  system ;  I  believe  in  the  patent  system, 
and  I  liave  an  earnest  hope  and  desire  that  our  patent  system  will  be 
improved  to  accommodate  itself  to  a  radically  changed  and  changing  world. 

My  view  of  the  patent  system  is  that  it  is  a  system  in  distress,  tliat  it  is  in 
need  of  reform  and  that  unless  it  is  reformed  it  may  face  total  collapse.  Hope- 
fully, the  provisions  of  1321  will  supply  the  needed  reform.  At  least  it  incorpo- 
rates many  remedial  features  which  are  long  overdue. 

For  these  basic  reasons,  I  favor  enactment  of  S.  1321. 

I  will  comment  in  detail  upon  a  few  of  the  many  features  which  I  favor 
and  which  I  believe  under  the  circumstances  should  be  retained  in  the  bill. 
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llowi'ver.  Itet'ore  I  do  that,  I  would  like  to  take  exception  to  three  provisions 
of  the  bill ;  namely,  Sections  2G3  and  273,  and  a  portion  of  Section  112. 

Scrtio)!  203.  Rights  of  cmploycc-inrcntorH  gunrantccd 

Section  2G3  is,  in  my  opinion,  ill  advised,  mischievous  and  almost  impossible 
to  administer.  It  will  breed  di.scord  and  litigation.  And  I  believe  there  are 
grave  doubts  as  to  its  constitutionality. 

It  should  be  realized  that  an  invention  or  a  development,  by  the  time  it 
reaches  commercial  practice,  is  the  result  of  the  contributions  of  a  great  many 
individuals,  the  relative  contributions  of  which  are  almost  impossible  to  evalu- 
ate. 

Many  individuals  make  vitally  important  contributions  which  lead  to  the 
final  commercial  success  of  an  invention  that  it  will  be  literally  impossible  to 
determine  just  how  much  of  the  profit  or  savings  can  l)e  "attril>uted"  to  the 
patent.  The  section  should  be  deleted.  Its  effect  woidd,  in  my  opinion,  lead  to 
ineciuitable  and  unjustified  conse(iuences. 

Section  273.  Vnaut}iori~cd  praciice  of  snJijcct  nmttcr  prior  to  i.ssuaiicc  of 
patent 

Section  273  provides  for  what  I  call  "interim  infringement".  This  is  objec- 
tionable because  it  places  the  public  in  a  position  of  uncertainty.  There  is  no 
reason  why  the  public  should  face  the  risk  of  infringing  a  patent  whose  claims 
are  not  yet  certain  and  which  may  never  be  allowed. 

The  section  apparently  has  been  inserted  in  the  bill  as  a  partial  remedy  for 
the  shortened  term  of  the  patent  from  17  to  12  years.  It  would  be  far  better  to 
delete  Section  273  in  its  entirety  and  in  lieu  thereof  reinstate  the  term  of  a 
patent  to  the  present  17  years. 

Section  112.  Specification 

Paragraph  (a)  of  this  Section  requires  a  specification  to  include  "all  know- 
how  known  to  the  inventor  and  applicant  necessary  or  commercially  requisite 
to  make,  use  and  work  the  same." 

This  is  burdensome,  impractical  and  probably  cannot  be  complied  with.  I 
urge  that  it  be  deleted. 

COMMENTS    IX     SUPPORT    OF    S.     l.'!'Jl 

Having  stated  my  criticisms  of  the  sections  of  the  bill  to  which  I  strongly 
object,  I  would  like  to  devote  my  remarks  to  those  sections  which  I  strongly 
favor.  On  balance,  S.  1321  is  desirable,  long  overdue  and  should  be  enacted.  It 
will  protect  the  public  interest,  strengthen  the  patent  system  and  effect  its  con- 
stitutional piirpose  of  advancing  the  arts. 

First  of  all,  the  bill  has  several  provisions  which  require  the  patentee  and 
his  counsel  to  play  fair  with  the  Patent  Office  and  I  favor  all  of  these  provi- 
sions. 

Section  3  id)  Public  Counsel 

The  concept  of  a  Public  Counsel  having  the  power  to  intervene  in  the  public 
interest,  I  believe,  was  suggested  in  the  "Report  of  the  President's  Commission 
on  the  Patent  System."  As  I  understand  it,  the  Public  Counsel's  role  will  be  in 
the  nature  of  an  ombudsman  and,  hopefully,  the  Public  Counsel  would  be  able 
to  perform  such  duties  effectively.  I  should  point  out  that  the  Public  Counsel 
and  his  staff  should  be  recruited  at  least  in  part  from  the  patent  litigation  bar 
and  in  part  from  corporate  patent  counsel  as  well  as  from  the  public  gener- 
ally. Furthermore,  there  should  be  free  and  open  communication  between  the 
Public  Counsel  and  the  patent  bar  and,  of  course,  the  public  as  well.  To  the 
extent  the  lines  of  communication  are  difficult  or  bogged  down  in  bureaucratic 
red  tape,  then  the  Public  Counsel  will  not  only  lose  the  confidence  of  the  bar 
but  will  be  denied  its  cooperation,  and  the  Public  Counsel  will  need  such  free 
and  voluntary  cooperation  in  order  to  function   as  effectively  as  he  should. 

Section  Jfl.  Patent  Office  fees 

Section  41  (b)   (1)    has  a  concept  stated  as  follows: 

"Fees  shall  be  designed  to  effect  an  overall  recovery  in  the  range  of  65  to  75 
percentum  of  the  costs  of  operation  of   the  Patent  Office." 
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If  the  patent  system  serves  its  purpose,  which  is  to  inform  the  public  of 
advances  in  the  arts,  then  it  seems  undesirable  to  have  a  formal  Congressional 
expression  that  the  Patent  Office  shall  be  65  to  75%  self-supporting.  Such  an 
expression  does  not  take  into  account  the  value  of  the  information  supplied  to 
tlie  public  by  patents. 

However,  I  see  no  objection  to  moderate  maintenance  fees  because  they 
would  serve  a  useful  purpose  in  weeding  out  patents  which  sometimes  lurk  in 
the  background  for  years  until  an  industry  has  been  buUt  up  and  which  are 
then,  to  the  surprise  of  the  industry,  asserted  in  '"strike  suits". 

Tiie  waiver  of  fees  by  the  Commissioner  is  not  set  out  in  such  clear  terms 
as  to  protect  an  individual  inventor  or  a  small  company  to  whom  maintenance 
fees  would  be  a  biirden.  I  would  suggest  that  any  individual  person  or  corpo- 
ration be  allowed  to  designate  each  year  five  patents  as  to  which  maintenance 
fees  would  automatically  be  waived. 

Sectio}i  102.  Conditions  for  patentahility ;  noveUy  and  bars  to  patent 

First,  I  endorse  heartily  the  enlarged  definition  of  prior  art  to  include 
knowledge,  public  use  and  sale  in  a  foreign  country  as  being  a  proper  recogni- 
tion of  the  fact  that  the  world  is  so  much  smaller  in  practical  terms  than  it 
was  more  than  100  years  ago  when  the  present  limited  concept  of  "prior  art" 
was  adopted.  It  is  easier  to  travel  from  New  York  to  London  today  than  it 
was  to  go  from  Philadelphia  to  New  York  a  century  ago.  It  is  easier  to  learn 
what  is  going  on  commercially  and  technically  in  London  or  in  Tokyo  than  it 
was  100  years  ago  for  an  inventor  in  Erie,  Pennsylvania,  to  know  what  was 
occurring  in  New  Y^ork  City. 

Furthermore.  American  corporations  have  direct  commercial  contacts  in  most 
foreign  countries.  For  example,  the  annual  reports  of  four  of  the  large  tire 
companies,  namely,  Firestone,  Goodyear,  General  Tire  and  B.  F.  Goodricli, 
show  these  companies,  collectively,  to  have  some  99  subsidiaries,  affiliated  com- 
panies, or  companies  having  technical  service  agreements  with  them  in  at  least 
54  different  foreign  countries  as  shown  in  the  attached  table,  which  is 
attached  hereto  as  Exhibit  A.  How  can  it  be  argued  that  these  companies  and 
others  like  them  have  no  knowledge  of  what  is  going  on  in  the  rest  of  the 
world. 

Furthermore,  the  language  of  102  which  brings  foreign  public  uses  and  sales 
into  the  prior  art  places  an  American  inventor  on  more  equal  footing  with  lii^ 
foreign  competitors.  Over  25%  of  the  patent  applications  are  filed  by  foreign 
nationals  and  these  applications  are  likely  to  be  of  significant  technological 
importance.  It  is  grossly  unfair  for  a  foreign  competitor  to  have  a  product  suc- 
cessfully tested  in  the  market  place  in  Europe,  and  (as  long  as  a  description 
is  not  published)  be  free  to  file  a  patent  application  in  this  country  and  escape 
having  his  own  prior  public  use  in  his  homeland  being  applied  against  him  as 
prior  art.  A  United  States  citizen  has  no  such  freedom  to  follow  the  same 
cour.se  of  conduct  in  the  United  States. 

The  second  change  in  Section  102  which  I  approve  is  in  connection  with 
prior  art  which  formerly  was  to  be  in  "printed"  form.  In  view  of  some  courts 
giving  a  limited  interpretation  to  the  term  "printed"  the  addition  of  the  words 
"other  tangible  form"  in  defining  prior  art  should  enable  all  courts  to  hold 
that  prior  art  includes,  for  example,  typewritten  descriptions,  handwritten 
descriptions,  blueprints,  sketches,  mimeograph  copies,  Xerox  copies,  photo- 
graphic copies,  including  microfilms,  computer  storage  systems,  and  the  like. 
Section  112.  Specification 

Paragraph  (d)  of  Section  112  provides  for  a  "Jepson"  form  of  claim,  a  form 
of  claim  which  I  have  advocated  for  many  years.  However,  the  preamble 
"where  the  nature  of  the  case  admits"  should  be  deleted.  It  gives  applicants 
and  the  Patent  Office  too  much  leeway  in  avoiding  the  mandate  of  this  Sec- 
tion. I  submit  that  a  claim  having  the  prescribed  form  can  be  drafted  for  any 
invention  regardless  of  its  nature. 

The  prescribed  form  of  claim  is  most  useful  and  desirable  because  it  will 
give  little  opportunity  for  the  nature  and  extent  of  the  invention  to  be  obfus- 
cated either  in  tlie  Patent  Office  or  in  the  courts  should  the  patent  become 
involved  in  litigation.  The  form  of  claim  should  be  mandatory  and  not  left  to 
the  discretion  of  the  Patent  Office  which  has  had  more  than  100  years  to 
require  such  a  claim  and  has  failed  to  do  so. 
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A  Jepson  claim  follows  the  German  practice  of  claiming  and  consists  essen- 
tially of  two  parts  in  which  the  tirst  part  of  the  claim  states  what  is  old  and 
the  tinal  portion  sets  out  what  is  new.  Let  us  see  how  this  works.  At  Page  606 
of  the  APLA  Bulletin  for  November-December  1972,  Mr.  Dunner  stated  in 
connection  with  the  disposition  of  courts  to  hold  patents  invalid,  the  follow- 
ing: 

"  *  *  *  at  the  very  least,  the  examiner  should  have  the  benefit  of  the  most 
relevant  prior  art  of  the  published  type  that  the  api»licanfs  attorney  knows 
about." 

'•  *  *  *  a  good  many  of  the  holdings  that  patents  are  invalid  stem  from  the 
discovery  on  the  part  of  a  district  judge  that  the  invention  which  the  exam- 
iner thought  was  a  substantial  forward  step  was  in  fact  just  the  tiniest  little 
pips(iueak  sort  of  change  from  a  product  that  had  been  in  public  use  for  years 
and  which  the  examiner  had  no  way  of  learning  about." 

I  agree  wholeheartedly  with  the  above  remarks  and  would  like  to  expand 
upon  the  last  quotation.  If  a  Jepson  claim  had  been  required  in  the  cases 
referred  to  by  Mr.  Dunner,  it  would  have  read  as  follows : 

"(1)    In  a  product  that  has  been  in  public  use  for  years, 

"(2)   the  improvement  which  consists  of: 

"(3)   just  the  tiniest  little  pipsqueak  sort  of  change." 

If  the  Patent  Office  required  a  claim  in  this  form,  it  would  have  been  appar- 
ent to  the  patent  examiner  just  what  a  "pipsqueak"  the  invention  really  was ; 
the  prosecution  of  the  application  would  have  been  expedited  and  in  all  proba- 
liility  no  patent  would  have  issued.  Even  if  the  Patent  Oflice  had  resolved 
doubts  in  favor  of  the  applicant  and  had  issued  such  a  patent,  then  a  claim  in 
such  form  would  have  made  the  scope  of  the  invention  readily  apparent  to  the 
court  and  it  would  have  been  able  to  dispose  of  the  litigation  with  a  minimum 
of  expense  and  cost.  Furthermore,  in  all  likelihood,  the  court  would  justifiably 
hold  that  the  "little  pipsqueak  of  an  invention"  did  not  merit  the  protection  of 
a  patent. 

However,  perhaps  an  added  proviso  should  be  included  to  the  effect  that  if 
an  applicant  deliberately  includes  old  and  conventional  elements  in  Part  3  of 
the  claim,  such  inclusion  would  make  the  claim  invalid. 

Section  115.  Oath  of  invention 

For  example.  Section  115  requires  each  agent,  attorney  or  other  person  who 
participated  in  the  pi'eparation  or  prosecution  of  the  application  to  file  a  state- 
ment which  requires  him  to  be  fully  candid  with  the  Patent  Office.  Such  a  pro- 
vision was  discussed  in  the  hearings  before  this  Subcommittee  in  connection 
with  S.  6-43,  S.  1253  and  S.  1255  in  1971.  I  refer  particularly  to  pages  325  and 
32()  of  those  Hearings  which  read,  in  part,  as  follows : 

"Mr.  Clark.  *  *  *  The  inventor,  more  particularly  his  patent  counsel,  has 
the  time  and  the  opportunity  and  the  incentive  far  beyond  the  overworked 
patent  examiner  does  not  have;  and  when  you  add  all  this  together  it  is  an 
unfair  struggle  and  this  is  why  I  would  lend  support  to  the  Department  of 
Justice  position  that  the  oath  of  the  inventor  ought  to  be  restored  to  the  pro- 
posed patent  bill  and  that  the  burden  should  be  upon  the  applicant  to  be  fully 
candid  with  the  Patent  Office. 

"Senator  McClellax.  You  think  the  law  does  not  require  that  no%\  V 

"Mr.  Clark.  I  don't  think  it  does  now,  no,  sir. 

"Senator  McClellax.  If  it  is  intended  to  it  has  a  lot  of  loopholes  in  it ;  is 
that  correct? 

"Mr.  Clark.  That  is  correct.  I  would  suggest  that  the  burden  also  be  placed 
not  only  upon  the  inventor  but  upon  the  lawyer  that  is  representing  him.  At 
present  the  burden  is  only  upon  the  inventor. 

"Senator  McClellan.  Why  upon  the  lawyer? 

"Mr.  Clark.  Because  often  the  lawyer  knows  more  about  the  prior  art  and 
is  the  only  contact  with  the  Patent  Office.  Once  the  inventor  signs  an  oath, 
which  he  doesn't  understand,  to  a  patent  application  which  he  usually  can't 
interpret,  then  he  is  through  with  the  whole  procedure  and  you  never  hear 
from  him  again. 

"Senator  McClellax.  But  if  the  applicant  testifies  or  signs  a  false  oath 
knowing  it  is  false,  maybe  his  attorney  doesn't  know  that. 

"Mr.  Clark.  That  may  be  true.  That  may  be  true. 
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"Senator  McCi.ellax.  I  don't  think  the  attorney  should  be  held  responsible 
for  that. 

"Mr.  Ci.AKK.  No;  but  I  think  perhaps  the  attorney  ought  to  be  required  on 
his  own  to  make  a  full  statement  of  the  prior  art  as  he  knows  it  to  the  Patent 
Ottice. 

"Senator  McClellax.  In  other  words,  you  would  put  a  burden  on  the  attor- 
ney not  to  rely  upon  the  information  supplied  him  by  his  client V 

"Mr.  Clark.  I  would  say  if  that  is  the  only  information  he  has  lie  is  enti- 
tled to  rely  upon  it.  Imt  if  an  attorney  has  additional  information,  which  he 
often  has,  sometimes  these  attorneys  are  as  expert  as  the  inventors  in  the  art 
and  as  knowledgeable  as  the  inventor  in  the  art,  he  should  disclose  that  infor- 
mation to  the  Patent  OtiRce. 

"Senator  McClellax.  If  he  has  additional  information  maybe  he  should  rely 
on  it  or  sliouldn't,  I  don't  know.  But  I  wonder  how  far  we  are  going  and  I  am 
not  arguing  against  it  at  the  moment,  I  am  just  trying  to  clarify  what  you  are 
i-ecommending  with  respect  tf)  placing  an  additional  Imrden  upon  attorneys. 
Attorneys  should  not  be  permitted  to  permit  fraud  or  to  mislead,  willfully  mis- 
lead the  court  or  in  this  instance  the  Patent  Otiice,  but  I  know  that  attorneys 
are  often  misled  by  their  clients  and  how  uuich  a  burden  you  put  upon  them 
or  you  are  attempting  to  put  upon  them,  they  have  to  check  the  veracity  and 
reliability  of  their  own  clients.  Would  you  go  that  much  farther  now? 

"Mr.  Clakk.  I  am  not  suggesting  that.  I  am  saying  he  is  entitled  to  rely 
upon  what  his  client  tells  him.  I  suggest  if  he  has  additional  information  he 
.should  volunteer  it  himself. 

"Senator  McCi.eli.ax.  Yes:  if  he  has  additional  information  and  the  client 
has  not  submitted  it  he  shouldn't  withhold  that  from  the  Patent  Office. 

"Mr.  Clark.  That  is  correct. 

"Senator  McClellax.  That  is  what  you  are  saying? 

"Mr.  Clark.  Yes. 

"Senator  McClellax.  I  think  that  is  not  unreasonable  at  all.  It  might  be 
proper." 

In  March  of  this  year,  the  same  views  which  I  expressed  in  the  hearings  of 
two  years  ago  were  endorsed  in  different  words  by  Mr.  Milton  Weissman,  Edi- 
tor-in-Chief of  the  "Journal  of  the  Patent  Office  Society."  I  call  attention  to 
the  statement  which  reads  as  follows : 

"Do  patent  attorneys  and  their  clients,  the  inventors,  really  care  anything 
about  the  validity  of  the  patents  issued  to  them,  as  long  as  they  can  obtain 
these  patents  (which  may  or  may  not  be  valid).  Here  again  all  concerned  take 
the  position  tliat  they  oidy  want  patents  of  the  highest  possible  validity  to  l»e 
issued.  Rut  again,  in  view  of  their  actual  conduct  in  the  prosecution  of  patent 
applications,  their  strict  adherence  to  tliis  viewpoint  is  oi)en  to  question.  Is  it 
too  much  to  ask,  for  example,  that  they  at  least  disclose  to  the  Patent  Office 
the  l)est  prior  art  of  which  they  are  aware?" 

^Ir.  Weissman's  remarks,  which  occur  on  pages  134  and  135  of  the  "Journal 
of  the  Patent  Office  Society."  are  attached  hereto  as  Exhibit  H,  and  I  ask  that 
they  be  incorporated  in  toto  in  these  remai'ks. 

Also,  the  APLA  Bulletin  for  October-November  1972  at  pages  645-G  had 
the  following  comments  by  ;Mr.  Rabinow,  a  successful,  independent  inventor : 

"I  think  the  patent  attorney  should  tell,  in  other  words,  he  should  help  the 
Patent  Office,  he  shouldn't  play  games  *  *  *  we  always  felt  that  we  should  tell 
them  (the  Patent  Office)  everything  we  know  ***  and  in  saying  what  the 
prior  art  was  you  should  say  what  it  really  was.  Because  if  you  don't  do  it 
you  are  really  cheating  the  Patent  Office." 

In  the  same  bulletin  on  pages  635-6,  and  on  the  same  point,  Mr.  Dunner,  a 
patent  lawyer,  stated: 

"I  think  there  should  be  an  explicit  rule  which  requires  an  attorney  at  some 
api)roi)riate  stage  of  the  application,  certainly  well  ahead  of  the  allowance,  to 
file  a  written  statement  of  the  l)est  published  prior  art  he  knows  of." 

There  seems  to  be  a  unanimity  of  opinion  that  the  time  has  come  for  all 
persons  to  "play  fair"  with  the  Patent  Office. 

Sertinn  ISl.  Examination  of  application 

Section  131  (b)  serves  the  same  salutary  purpose  as  Section  115  and  should 
be  enacted  for  the  reasons  stated  above  in  connection  with  Section  115.  Section 
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lol  provides  for  the  snl)niif;siou  of  a  so-called  'iiateiitability  brief"  and  is  a 
requirement,  once  acain.  that  an  applicant  for  patent  he  open  and  candid  with 
the  Patent  Office.  Such  a  brief  will  have  the  further  advantage  of  reliving  the 
Patent  Office  of  much  of  its  burden  (and  the  Patent  Office  is  over-burdened), 
and  will  provide  a  record  which  will  prove  of  benefit  to  the  parties  and  to  the 
courts  in  the  event  the  patent  becomes  involved  in  subsequent  litigation. 

Section  132.  Examination  procccdinffs 

Section  l'i2  (e)  introduces  some  useful  and  needed  reforms  into  the  prosecu- 
tion of  a  patent  application.  All  too  often,  the  file  history  of  a  patent  is  com- 
pletely silent  as  to  the  reasons  why  the  Patent  Office  finally  allowed  the 
patent.  Subsection  (c)  of  this  section  which  requires  the  examiner  to  state  the 
reasons  for  his  actions  and  to  include  a  complete  narrative  report  of  all  mat- 
ters discussed  with  the  applicant  and  his  attorneys  will  be  very  useful.  I  have 
.NUg.Ljested  in  the  past  and  I  suggest  now  that  the  Patent  Office  make  tape 
recordings  of  all  oral  discussions  with  the  applicant  or  his  agents  and  attor- 
neys, at  the  expense  of  the  applicant,  and  make  copies  of  such  recordings 
available  to  the  public.  Verbatim  tape  recordings  will  take  much  of  the  mys- 
tery out  of  unrecorded  interviews  which  presently  constitute  critical  gaps  in 
the  prosecution  of  a  patent  application.  All  too  often,  the  claims  of  a  patent 
are  rejected:  the  history  then  shows  an  interview,  the  substance  of  which  is 
not  reported  in  any  form ;  and  then  allowance  by  the  Patent  Office  without 
any  real  explanation  for  the  change  of  position  by  the  examiner.  Tape  record- 
ings of  such  interviews  will  remove  such  clouds  of  uncertainty  from  the  prose- 
cution history  of  a  patent. 

Section  132  (e)  also  has  a  desirable  provision  requiring  that  amended  or 
new  claims  presented  during  the  prosecution  shall  not  materially  enlarge  the 
scope  of  the  claims  of  the  application  as  originally  filed.  If  this  is  adopted,  it 
will  prevent  that  practice  of  which  many  courts  have  complained ;  namely,  the 
practice  of  some  applicants  to  hold  a  pending  application  in  the  Patent  Office 
for  a  number  of  years  and  at  tlie  last  minute  adding  new  and  enlarged  claims 
to  encompass  the  latest  advances  of  the  art  in  which  the  applicant  himself 
played  no  part.  The  provision  just  referred  to  should  foreclose  such  practice. 

flection  122.  Public  availahilitij,  piihlicafion,  and  confidential  status  of  applica- 
tion 

Section  191.  Deferment  of  examination 

Section  191,  which  provides  for  deferred  examination  of  applications,  is 
desiralde.  It  will  save  l)oth  the  Patent  Office  and  many  applicants  a  great  deal 
of  time  and  money.  The  provision  is  particularly  useful  in  connection  with 
Section  122  which  provides  for  early  publication  of  applications.  Since  many 
patents  are  obtained  for  defensi%'e  purposes  it  is  likely  that  many  applications 
will  be  allowed  to  lapse  without  examination  for  the  same  reason.  In  addition, 
the  subject  matters  of  many  applications  which  seem  to  be  of  great  importance 
when  initially  filed  do  not  stand  the  test  of  time  and  such  applications  will 
within  a  few  years  turn  out  to  have  little  interest  and  will  likewise  be  allowed 
to  lapse.  Thus  both  deferred  examination  and  early  publication  of  applications 
offer  many  advantages  with  no  discernible  disadvantages. 

Section  282.  Presumption  of  validitij ;  defenses 

Section  2S2  (c)  is  a  change  which  has  long  been  needed.  That  section 
requires  the  parties  in  infringement  litigation  to  make  definite  statements  as 
to  their  position  before  trial.  I  would  hope  that  the  courts  will  require  the 
parties  to  take  such  definite  positions  "as  soon  as  practicable"  and  not  wait 
until  90  days  before  trial  and  30  days  before  trial,  respectively,  which  are 
specified  as  the  ultimate  time  limits  in  this  section.  If  this  section  is  properly 
applied  by  the  courts,  patent  cases  no  longer  will  reach  trial  and  even  the 
appellate  stages  without  either  party  having  taken  a  position  and  without  the 
issues  ever  having  been  properly  defined. 

Section  286.  Time  limitation  on  damages 

This  .section  which  reduces  the  statute  of  limitations  from  six  years  to  two 
years  properly  takes  into  account  the  almost  instant  means  of  communication 
which  exist  in  the  world  today.  Perhaps  a  hundred  years  ago  a  patentee  could 
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not  learn  of  another's  infringement  for  several  years.  Today,  if  he  is  alert,  he 
can  learn  of  it  almost  immediately  and  there  is  no  justification  in  permitting  a 
patentee  to  sit  idly  by  for  a  period  of  six  years  while  potential  damages 
accrue  in  large  amounts. 

I  have  noted  with  approval  the  absence  of  any  reference  to  patent  practices 
and  the  antitrust  laws.  Any  legislation  concerned  with  such  subject  matter  is 
unnecessary  and  inappropriate,  and  should  not  be  intermingled  with  legislation 
that  is  concerned  with  patent  reform  such  as  the  proposed  bill. 

Obviously,  there  are  many  features  of  the  bill  which  I  have  not  commented 
upon.  I  would  rather  confine  my  remarks  to  those  changes  in  or  clarifications 
of  the  present  law  which  I  believe  are  in  the  public  interest  and  should  be 
supported.  If  all  of  these  public  interest  provisions,  both  tho.se  upon  which  I 
have  commented  and  those  as  to  which  I  liave  remained  silent,  should  become 
legislation,  then  better  and  stronger  patents  should  issue,  the  patent  system 
should  be  improved,  and  the  public  interest  thereby  be  better  protected.  I  urge 
spreedy  consideration,  approval  and  enactment  of  this  legislation. 
Respectfully  submitted, 

Stanley  M.  Clark. 

Exhibit    A    of    Statement    of    Stanley    M.    Clark    Advocating 
Enactment  of  S.   1321 
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Exhibit    B    of    Statement   of    Stanley    M.    Clark    Advocating 
Enactment  of   S.   1321 

The  Federal  Courts'  View  of  Patents — A  Different  View 

(By  Martin  R.  Horn*  and  Saul  Epstein*) 

editorial  note 

Almost  all  recent  articles  dealing  with  the  subject  of  the  invalidity  of  pat- 
ents are  based  on  the  premise,  either  stated  expressly  or  implied,  that  the 
courts  are  applying  a  standard  of  patentability  which  is  far  too  strict.  It  is 
high  time  indeed  that  the  opposite  side  of  the  coin  be  closely  scrutinized.  As 
pointed  out  in  the  present  article  the  conduct  of  those  responsible  for  the  issu- 
ance of  patents  should  be  questioned,  and  this  is  true  regardless  of  whether  or 
not  one  agrees  with  the  basic  premise  of  the  article  that  the  courts  are  not 
applying  a  too  strict  standard  of  patentability. 

Do  the  officials  of  the  Patent  Office  really  care  about  the  validity  of  the  pat- 
ents which  are  issued  from  their  agency,  as  long  as  the  production  goals  which 
they  set  for  the  patent  examiners  concerning  the  disposal  of  patent  applica- 
tions are  met?  The  official  position  of  the  Patent  Office  is  that  they  desire  the 
issuance  of  patents  of  the  highest  possible  validity.  But,  in  view  of  their 
actual  conduct  councerning  production  goals,  this  position  must  be  viewed  as 
at  least  open  to  question.  As  long  as  the  officials  of  the  Patent  Office  demand 
greater  production  of  disposals  each  year,  even  though  the  number  of  examin- 
ers remains  about  the  same  and  the  amount  of  prior  art  to  be  searched 
increases  ominously  each  year,  it  is  difficult  indeed  for  anyone  with  an  objec- 
tive viewpoint  to  be  convinced  that  they  are  paying  anything  more  than  lip 
service  to  the  concept  of  the  highest  possible  patent  validity. 

Nor  are  the  others  involved  in  the  issuance  of  invalid  patents  to  be  consid- 
ered entirely  blameless.  Do  patent  attorneys  and  their  clients,  the  inventors, 
really  care  anything  about  the  validity  of  the  patents  issued  to  tliem,  as  long 
as  they  can  ohtain  these  patents  (which  may  or  may  not  be  valid).  Here  again 
all  concerned  take  the  position  that  they  only  want  patents  of  the  highest  pos- 
sible validity  to  be  issued.  But  again,  in  view  of  their  actual  conduct  in  the 
prosecution  of  patent  applications,  their  strict  adherence  to  this  viewpoint  Is 
open  to  question.  Is  it  too  much  to  ask,  for  example,  that  they  at  least  disclose 
to  the  Patent  Office  the  best  prior  art  of  which  they  are  aware?  Then  the 
examination  process  could  be  focussed  on  the  issue  of  whether  or  not  patenta- 
ble sulijeet  matter  has  been  disclosed,  in  view  of  the  examiner's  and  appli- 
cant's best  prior  art.  which  is  the  best  possible  way  to  buttress  the  presump- 
tion of  validity  accorded  to  patents  by  statute. 

Finally  there  are  the  patent  examiners,  and  their  conduct  in  the 
examination  of  patent  applications.  At  this  point  it  must  be  stated  bluntly  that 
what  tliey  require  is  help,  not  hindrance,  in  the  examination  process.  It  may 
well  be  that,  as  urged  by  many,  the  issuance  of  patents  of  the  highest  possible 
validity  by  patent  examiners  is  simply  not  possible  if  the  Patent  Office  contin- 
ues to  operate  under  present  conditions  and  procedures.  If  this  is  in  fact  true, 
then  all  possible  help  should  lie  given  to  them  by  all  interested  parties,  as 
noted  in  the  article,  concerning  grounds  for  invalidity  of  which  they  may  be 
aware. 

Milton  Weissman, 

Editor  In  Chief. 

Senator  TTart.  Let  me  make  an  addition  at  this  point  in  the  hear- 
ino;  schedule.  The  subcommittee  has  heard  from  several  former 
Patent  Office  Commissioners  and  the  Actin<;  Commissioner  cur- 
rently. I  became  aware  of  Commissioner  Gottschalk,  the  former 
Patent  Commissioner,  sitting  in  the  audience  and  listening  to  testi- 
mony given  the  committee  during  these  days  of  hearings.  Also,  I 
have  been  hearing  reference  to  the  relationship  of  the  Patent  Office 
to  the  Department  of  Commerce  and  the  question  of  whether  that 
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Patent  Office  should  be  made  an  independent  agency.  That  is  a  pro- 
posal that  is  contained  in  S.  1321.  I  think  Commissioner  Gottschalk 
is  in  a  position  to  bring  us  first  hand  knowledge  and  private  experi- 
ence to  that  otherwise  theoretical  question  of  should  we  have  an 
independent  agency?  And  at  my  request  he  has  agreed  to  appear 
this  morning.  I  welcome  him. 

Mr.  Brenxan.  Mr.  Chairman,  just  a  brief  statement  for  the 
record.  Both  the  counsel  for  the  subcommittee  and  the  counsel  to  the 
Minority  Leader  were  available  in  their  offices  until  5  :30  last  eve- 
ning. The  first  we  were  informed  of  this  development  was  at  9  a.m. 
this  morning.  The  well-established  practice  of  the  subcommittee  has 
been  to  request  witnesses  to  submit  statements  24  hours  in  advance. 
The  subcommittee  stall  has  tried  to  cooperate  with  j^our  staff  on 
these  hearings.  I  regret  that  we  were  not  extended  the  same  cour- 
tesy. Thank  you  Mr.  Chairman. 

Senator  Hart.  I  regret  that  that  sequence  of  events  occurred  and 
will  assume  full  responsibility  for  it.  I  did  not  determine  until 
midday  yesterday  afternoon  to  invite  the  Commissioner.  It  never 
occurred  to  me  it  was  a  clear  violation  of  the  24-hour  rule,  a  rule 
ver}^  difficult  to  enforce  in  other  committees,  but  a  very  desirable 
rule.  Your  comment  I  think  is  com])letely  i)roper.  My  explanation 
does  not  change  that.  You  should  have  been  advised. 

However,  I  felt  it  was  desirable  to  call  the  Conmiissioner  for  two 
reasons:  First,  to  get  your  reaction.  Mr.  Commissioner,  generally,  to 
the  concept  of  the  independent  agency  proposal,  and,  secondly,  to 
ask  of  you  a  question  that  I  asked  of  an  earlier  witness  to  react  to 
trade  press  reports  as  to  the  circumstances  and  reasons  for  your  res- 
ignation. As  I  undei'stand  the  problem  it  relates  dii-ectly  to  the  inde- 
pendent agency  proposal. 

So  let  me  ask  first  the  question  that  I  directed  to  the  Commerce 
Committee  witnesses  and  I  hope  I  am  almost  reciting  literally  what 
I  asked  them. 

It  has  been  brought  to  my  attention  thi-ough  trade  press  repoi-ts 
that  Commissionei"  Gottschalk  was  fired  without  prior  warning  by 
the  Assistant  Secretary  for  Science  and  Technology  for  three  rea- 
sons: Refusing  to  give  special  consideiation  to  a  particular  patent 
application,  advocating  the  many  other  reforms  in  S.  1321  to  the 
displeasuT'e  of  the  organized  patent  bar,  and  arguing  that  since 
patent  reform  was  so  vitally  needed,  the  administration  should  not 
risk  the  fate  of  1971  and  sliould  sever  the  antitrust  considerations 
fi'om  the  patent  reform  considerations. 

Would  you  describe,  Commissioner,  the  circumstances  that 
attended  your  resignation  and  specifically  what  your  opinion  is  in 
respect  to  the  accuracy  of  those  reports  ? 

STATEMENT  OF  ROBERT  GOTTSCHALK.  FORMER  COMMISSIONER, 
U.S.  PATENT  OFFICE 

Mr.  Gottschalk.  Senator,  let  me  acknowledge  your  invitation  and 
my  Avillingness  to  appear.  I  hasten  to  explain  that  as  you  might 
anticipate,  I  have  had  mixed  feelings  about  appeai-ing  as  a  witness 
in  these  hearings  but  felt  that  I  had  no  choice  in  the  light  of  your 
remarks  yestei'day  followed  by  j'our  invitation  to  testify. 
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I  certainly  must  afjree  that  your  inquiries  are  directed  to  points 
which  I  would  coiisider  most  relevant  and  undoubtedly  important  in 
arrivinnf  at  appropriate  solutions  of  the  problems  with  which  the 
committee  is  now  concerned.  If  my  participation  in  these  hearin<rs, 
and  if  drawing  upon  my  past  experiences  can  be  helpful,  then  I 
would  rcirard  it  as  desirable  to  make  myself  and  those  experiences  as 
fully  available  as  possible.  I  would  like  not  to  be  misunderstood  in 
that.  I  was  concerned — and  1  think  understandably  so — lest  any  vol- 
untary approach  on  ni}'  part  be  misunderstood  in  the  light  of  the 
developments  to  which  some  of  your  inquiries  have  been  directed. 

It  might  be  appropriate  to  point  out  by  way  of  general  back- 
ground that  I  s])ent  ai)i)roximately  3  years  in  the  Patent  Office. 

I  joined  the  Patent  Office  as  Deputy  Connnissioner  in  the  spring 
of  1970.  I  became  Acting  Commissioner  on  or  about  August  25th, 
1071.  I  became  Commissioner  by  recess  appointment  on  January  4  of 
l!)7i2.  I  was  later  contirmed  by  the  Senate  and,  pursuant  to  Senate 
confii-mation,  reappointed.  My  resignation  from  the  Patent  Office 
and  f lom  Government  service  was  elective  June  '29. 

Part  of  what  concerns  us  of  course  is  your  interest  in  detei-mining 
the  circumstances  with  resjiect  to,  and  indeed  the  nature  of,  that  res- 
ignation. I  can  describe  the  mechanics  of  what  happened.  I  don't 
believe  I  am  in  position  to  aiiswer  in  detail  questions  raised  with 
respect  to  the  three  points  you  mentioned,  for  the  reason  that  in 
truth,  I  do  not  know  why  I  was  fired.  I  think  i)ossibly  that  the  ref- 
erences with  respect  to  those  points  may  have  some  basis  in  fact,  but 
I  would  regard  this — on  grounds  of  icason  and  probability — as 
unlikely.  I  could  be  wrong.  The  fact  remains  that  I  do  not  under- 
stand and  was  never  given  any  adequate  explanation  of  the  circum- 
stances attending  the  request  for  my  resignation. 

I  will,  as  best  I  can,  outline  the  situation  bi'oadly.  I  must  say  that 
at  the  time  I  was  appointed  Commissioner  I  was  greatly  surprised, 
but  I  think  possibly  that  the  appointment  v.as  a  direct  response  to 
the  efforts  which  I  had  been  making  while  Deputy  Commissioner 
and  Acting  Commissioner.  The  point  I  would  nuike  there  is  that  tlie 
then  Secretary.  Mr.  Stans,  had  been  very  concerned  about  the  inter- 
nal state  of  the  Patent  Office  and  I  knew  that  he  was  deeply  inter- 
ested in  dealing  effectively  and  promptly  with  many  of  the  impor- 
tant problems  with  which  the  Office  was  struggling"!  I  think  it  not 
unfair  to  characterize  his  approach  as  one  of  near-desperation, 
im])atience,  and  perhaps  even  anger.  I  do  know  that  there  were  tense 
moments  between  us;  but  I  know  too  that  as  time  went  on,  and  as  he 
became  better  acquainted  with  what  was  going  on  as  I  attempted  to 
achieve  his  objectives,  he  became  more  optimistic  about  the  resolu- 
tion of  those  problems.  What  I  am  saying  in  short  is  that  wdiat  had 
begun  as  a  relatively  antagonistic  experience  resulted  in  one  of  very 
close  cooperation  and,  on  the  part  of  the  Secretary,  appreciation 
expressed  many  times  for  the  "fine  work"*  that  I  was  doing  in  my 
role  as  Connnissioner. 

I  seemed  also  to  serve  well  and  bv  all  standards  to  satisfv  the 
requirements  that  his  successor.  Mr.  Peterson,  imposed.  We  had  an 
excellent  relationship. 

It  was  against  that  background  that  it  came  as  a  total  surprise 
that  the  things  that  I  was  doing  seemed  so  totally  unacceptable.  The 
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whole  chain  of  events  came  as  a  "bolt  from  the  bhie"  and  indeed 
witli  no  prior  warning. 

On  April  10,  well,  let  me  go  back  a  little  bit  further.  The  Secre- 
tary came  aboard  in  January  of  1973.  Shortly  thereafter,  in  the 
office  of  the  then  Acting  Assistant  Secretary  for  Science  and  Tech- 
nology. I  and  other  members  of  the  .Science  and  Technology  units  of 
tlie  Dejxartment  of  Commerce,  together  with  the  Acting  Assistant 
Secretary,  provided  briefings  for  the  Secretary.  Presentations  of  the 
various  units  of  the  Pateiit  Oflice,  the  National  Bureau  of  Standards 
and  others,  averaged  about  15  to  20  minutes  each,  at  most.  As  it 
h.appens,  the  presentation  by  the  Patent  Office,  which  I  made,  was 
the  last.  It  was  no  longer  than  20  minutes.  It  may  well  have  been 
more  like  15.  At  best  it  sketched  in  broadest  outline  the  functions  of 
the  Patent  Office,  its  staffing  and  funding  situation,  it  physical  facil- 
ities, and  little  else.  At  no  time  thereafter  did  I  have  with  the  Secre- 
tary any  discussion  relating  to  Patent  Office  affairs  or  problems. 
Indeed  at  no  time  thereafter,  with  the  one  exception  to  which  I  Avill 
refer  later,  did  we  ever  have  any  discussion  beyond  the  merest  kind 
of  social  and  casual  contact,  at  receptions  or  matters  of  that  sort.  I 
assumed,  perhaps  incorrectly,  that  he  was  aware  of  and  satisfied  by 
^vliat  I  was  doing. 

On  April  19,  as  I  recall  the  date,  the  present  Assistant  Secretary 
for  Science  and  Technology  was  sworn  in.  On  ]May  7,  a  IMonday 
morning,  I  received  at  8 -.oO.  a  telephone  call  in  which  she  requested 
that  I  appear  at  her  office  at  9  o'clock.  I  did.  As  I  entered,  she 
motioned  me  to  a  chair  and  proceeded  to  speak  directly  to  the  point. 
She  said  very  briefly,  in  what  I  recall  as  approximately  as  three  sen- 
tences, that  she  was  aware  that  I  had  indeed  been  doing  a  very  fine 
job;  she  recognized  that  I  had  made  great  strides,  particularly  in 
dealing  with  some  of  the  people  and  personnel  and  policy  problems 
of  the  office:  and  that  I  had  made  other  strides  forward  as  well — but 
that  I  had  a  fatal  fault  or  flaw,  and  that  as  a  result  of  that  she  felt 
co]istrained  to  ask  for  my  resignation. 

To  say  that  I  was  stunned  of  course  would  be  an  understatement. 
I  in(juired  as  to  the  reasons  for  the  request  and  I  received  no  answer 
that  I  can  repeat;  none  that  I  then  thought  I  understood  or  could 
begin  to  accept,  because  at  best  there  were  the  vaguest  references 
only  to  such  things  as  inability  to  get  along  with  the  top  managers 
of  the  Patent  Office.  Thei-e  was  a  vague  reference  to  support  for  her 
})osition  in  that  respect  in  an  audit  report,  then  presumably  still  in 
])rocess  of  pieparation  by  an  audit  team  from  the  Department  of 
Connnerce,  access  to  which  I  did  not  have  at  that  time.  So  that  as  I 
heard  the  few  words  spoken  in  that  connection,  I  had  absolutely  no 
way  of  knowing  what  she  might  have  had  in  mind  and  indeed  I  was 
surprised  by  the  reference  foi-  a  still  further  reason — this  represents 
a  digression  but  I  assure  you  a  minor  one.  namely,  the  effort  that 
was  covered  by  that  report  was  one  that  I  had  initiated  some  months 
befoi'e.  I  had  re(iuested  that  the  Depai'fment  of  Commerce,  working 
with  si)ecialists  from  the  Civil  Service  Commission.  ])rovide  assist- 
ance which  I  felt  was  needed.  I  had  identified  certain  problems.  I 
T-ealized  they  wei-e  deep  rooted  and  difficult  to  deal  with.  They  were 
the  kinds  of  problems  which  I  suppose  permeate  many  government 
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a<reiicies,  and  I  could  not  break  through  the  bureaucratic  redtapc 
and  built-in  resistajices  to  the  point  where  1  could  accomplish  the 
degree  of  improvement  that  I  thought  was  necessary. 

The  request  for  expert  assistance  was  intended  to  help  sol\e  these 
problems.  1  later  found,  when  the  report  came  to  my  attention, 
shortly  before  1  left  the  office,  that  the  report  was  prepared  on  a 
basis  tiiat  reflected  nothing  of  its  genesis.  It  purported  to  identify  to 
me  the  problems  which  1  had  identified  in  the  first  place  in  my 
request — the  inference  being  that  I  had  in  fact  been  deficient  in,  pre- 
sumably, failing  to  recognize  the  existence  of  these  problems. 

What  1  am  suggesting  is  that  that  whole  situation — with  respect 
to  the  report  and  the  study  on  which  it  was  based — may  be  sympto- 
matic of  the  fluff  that  surrounded  whatever  i-eality  may  have  been 
responsible  for  the  actual  retjuest  for  my  resignation.  The  words  I 
heard  and  the  report  itself  seem  artificial,  contrived,  and  for  the 
most  part  irrelevant. 

I  was  not  asked  for  a  resignation  on  the  spot.  The  request  Avas 
that  by  the  following  ^Monday,  May  14.  I  return  with  a  draft  letter 
or  resignation.  It  was  of  course  to  be  addressed  to  the  President.  It 
was  stipulated  that  it  was  to  be  effective  June  30. 

The  suggestion  was  made  that  I  refer  in  it  simply  and  generally 
to  a  desire  to  return  to  private  life.  The  suggestion  further  was 
made  that,  in  the  meantime.  I  seek  employment  elsewhere.  I 
explained  in  response  that  it  was  very  difficult  for  me  to  cope  with  a 
situation  I  didn't  understand,  and  it  was  very  difficult  for  me  to 
take  seriously  the  suggestion  that  I  seek  employment  while  in  gov- 
ernment employ,  and  particularly  so  for  the  reason  that  I  was 
facing  the  necessity  to  be  in  Vienna  for  the  Vienna  Diplomatic  Con- 
ference from  approximately  the  middle  of  May  until  the  middle  of 
June.  To  no  avail.  The  request  was  insisted  on,  that  I  return  the  fol- 
lowing Monday,  May  14,  with  the  draft  letter  of  resignation. 

I  withdrew  on  that  basis,  pondered,  and  concluded  that  I  could 
not  submit  a  resignation  under  those  circumstances.  I  did,  in  fact, 
prepare  a  letter  explaining  how  I  felt  on  that  point  and  stating  my 
{losition  that  I  felt  in  any  event  my  obligations  to  the  patent  com- 
munity, and  to  the  President  who  had  appointed  me,  were  such  that 
I  could  not  so  resign  without  a  full  understanding. 

I  planned  to  meet  with  the  Assistant  Secretary  on  Monday,  May 
14,  but  could  not  do  so  because  she  was  then  en  route  to  Washington 
from  Seattle.  And  as  it  happened,  the  following  day,  May  15,  "was 
the  last  day  on  which  I  could  possibly  leave  for  Vienna  and  still  get 
there  in  time  to  perform  my  function  as  head  of  our  delegation,  a^id 
meet  with  our  people  for  1  day  in  preparation  for  the  formal  open- 
ing of  the  conference  the  following  day.  So  faced  with  the  request 
that  I  have  spoken  of,  faced  with  the  time  frame  I  have  just  indi- 
cated, and  working  against  the  background  of  the  June  30  date 
v.-hicli  she  had  stipulated,  I  thought  probably  the  best  thing  I  could 
do  would  be  to  go  over  and  get  the  things  started  at  the  conference, 
and  deal  with  this  problem  later,  having  iio  doubt  that  I  could.  But 
not  so.  Tuesday  morning  in  telephone  conversations,  the  message 
came  to  me.  I  \yould  use  the  words  of  that  message  rather  exactly  at 
this  point:  This  memorandum  came  to  me  addressed  to  Cominis- 
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sioncr  fi-om  Micke}-  Jo.  one  of  the  secretaries  in  the  office,  dated  May 
15.  The  content : 

Helen  Snyder  from  Dr.  Anker  Johnson's  office  called  at  8 :50  o'clock  to  say 
that  they  had  been  left  a  note  by  Dr.  Anker  Johnson  to  be  transmitted  to  you 
as  follows :  "Mr.  Gottschalk  is  not  to  leave  the  country  without  seeing  Dr. 
Anker  Johnson.  Please  be  sure  that  he  understands  this."  Dr.  Anker  Johnson 
is  at  NBS  this  morning  at  a  symposium  and  Ms.  Snyder  says  if  you  get  in 
touch  with  her  there,  it  would  probably  be  best  to  call  Dr.  Roberts'  oflSce. 

Well.  I  tried,  indeed  I  tried,  to  reach  her.  Eventually  there  was  a 
break  in  the  symposium,  and  I  spoke  with  the  Assistant  Secretary 
for  approximately  8  to  5  minutes  on  the  telephone.  She  was  very 
insistent  that  I  would  not  be  permitted  to  leave  the  country  without 
havincf  submitted  the  resio;nation  that  she  requested.  I  pointed  out 
that  she  was  puttin<r  me  to  a  choice,  and  that  I  felt  constrained  to 
fulfill  my  oblio-ations  with  i-espect  to  the  treaty — that  on  the  one 
hand,  and  my  job  on  the  other.  She  insisted  that,  treaty  or  no  treaty, 
she  was  determined  that  my  resignation  be  handed  in  that  day.  I 
felt  that,  as  a  practical  matter,  I  had  no  choice  but  to  submit  the 
resignation  that  was  requested  and  I  did,  under  exactly  those  cir- 
cumstances. 

You  have  referred  to  trade  pi-ess  i-eports.  There  was  one  column 
which  recited  briefly  and  essentially  accurately  the  substance  of 
what  I  have  just  related  with  respect  to  the  specific  mechanics  of 
that  request. 

I  turn  back  to  the  Friday  afternoon  of  the  week  of  ]\Iay  7  to 
report  that  late  that  Friday  afternoon  at  approximately  5:30  p.m.  I 
succeeded  for  the  first  time  in  meetino-  witli  the  Secretary.  I  told 
him  what  happened.  He  listened  with  no  visible  reaction,  made  no 
comment,  and  when  I  concluded  my  statement,  stated  simply  that 
since  the  Assistant  Secretary  had  responsibility  for  tlie  o])oration  of 
the  Patent  Office,  he  had  no  choice  but  to  sustain  her  decision  as  a 
proper  exercise  of  her  authority.  That  is  all  that  I  can  really  tell 
yon  about  how.  It's  piactically  all  I  can  tell  you  about  why. 

Xow  I  must  say  that  I  do  favor  some  legislative  clarification  of 
the  patent  antiti-ust  questions  concerned  with  licensing.  I  must  say 
also  that  I  think  it  rather  important  that  there  be  early  enactment 
of  patent  legislation.  I  had  suirgested- — but  only  in  the  course  of  wliat 
T  would  consider  appropriate  conference  discussion  within  the  execu- 
tive branch — the  view  I  held,  that  the  eai'ly  enactment  of  patent  leg- 
islation was  of  such  importance  that,  in  m.y  opinion  at  least,  it 
should  not  he  delayed  by  insisting  upon  the  enactment  at  the  same 
time  of  legislation  dealing  with  these  licensing  questions.  So  far  as  I 
know  that  v.as  never  taken  to  be  an  objectional  utterance.  As  far  as 
I  can  recall,  no  criticism  of  that  approach  was  expressed,  then  or 
later. 

Xow  T  have  spoken  to  one  ([uestion  you  have  raised.  It  obviously 
has  a  bearijig  on  my  feelings  and  views  with  respect  to  the  other, 
the  status  of  the  Patent  Office  as  an  independent  agency. 

Senator  ITakt.  Well,  let  me  interrupt  you  here  if  I  may,  Commis- 
sioner. In  part  this  is  a  reaction  to  j\Ir.  Brennan's  appropriate  state- 
ment. The  subcommittee  has  authorized  these  hearings  in  order  to 
get  reactions  specifically  to  five  points  in  the  reform  proposal.  One 
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of  those  points  in  the  desirability  of  a  restructurino;  of  the  Patent 
Office  and  sliould  it  be  an  independent  agency?  My  conscience  is 
clear  to  the  extent  that  we  are  authorized  to  take  testimony,  includ- 
ing the  experience  yon  related,  as  it  bears  on  that  one  item  and  that 
is  the  indei^endent  agency  question.  The  heai-ings  were  not  author- 
ized to  investigate  the  circumstances  of  your  dismissal. 

So,  I  welcome  your  turning  now  to  the  general  observations  that 
you  Avill  make  with  respect  to  the  provisions  for  an  independent 
office  and  I  think  all  of  us  would  understand  that  your  general 
observations  necessarily  are  colored  by  the  circumstances  that  you 
have  just  described. 

Mr.  GoTTsciiALK.  Thank  you.  Senator.  I  turn  now  to  matters  that 
ai'e  a  little  easier  for  me  to  discuss. 

I  think  I  must  say  that  the  Patent  System  which  is  of  great  con- 
cei-n  to  us  all,  has  been  my  life  work  for  more  than  40  years.  I 
believe  in  our  patent  system.  I  have  said  many  times  that  I  think  it 
is  sound  in  principle,  morally  right  and  extremely  important.  I  am 
totally  dedicated  to  it  because  I  believe  it  does  for  this  country  what 
we  need  to  have  done.  I  think  it  is  not  doing  it  as  well  as  it  should. 
I  am  very  anxious  and  concerned  to  improve  it.  This  has  been  the 
thrust  of  my  activities  in  the  l^itent  Office. 

I  am  very  much  in  sympathy  with  the  drive  to  accomplish,  at  long 
last,  some  of  the  things  that  we  have  begun,  increasingly,  to  recog- 
nize as  necessary  and  important.  In  my  own  woi-k  in  the  Patent 
office  I  have  tried  to  act  accordingly  to  my  own  conviction  that  there 
is  a  need  to  ventilate  and  to  make  more  effective,  the  entire  patent 
examining  procedure.  We  have  made  a  start,  within  the  limits  of 
time  and  in  the  absence  of  legislation,  toward  the  interpartes  pro- 
ceeding. We  have  initiated  efforts  that  concern  completeness  of  file 
wrapper,  to  break  down  the  barriers  of  secrecy  that  properly  and 
understandably  infuriate  and  puzzle  so  many.  What  I  am  saying  is 
that  as  we  approach  patent  legislation,  I  find  it  a  source  of  gratifi- 
cation that  we  can  anticipate  the  early  reporting  of  a  patent  bill 
long  overdue  and  much  needed. 

T  believe  in  the  importance  of  improving  the  system.  I  think  that 
legislation  is  required.  I  am  enthusiastic  about  the.  prospects  of 
having  a  better  patent  system  based  on  better  legislation. 

P)Ut  before  I  address  myself  directly  to  the  matter  of  the  inde- 
pendent agency,  Senator.  I  think  that  there  is  a  preliminary  ques- 
tion that  needs  to  be  considered.  I  think  we  have  to  recognize  that 
the  difficulties  experienced  with  the  patent  system,  with  which  we  are 
all  familiar,  and  which  we  are  trying  to  correct,  are  not  to  be  attrib- 
uted— certainly  not  in  their  totality — to  shortcomings  in  our  present 
legislative  structure.  And  by  the  same  sign,  I  think  it  would  be  quite 
a  mistake  to  suppose  that  by  the  enactment  of  appropriate  patent 
legislation  these  difficulties  would  necessarily  be  resolved.  Not  so. 
Something  more — something  far  more  basic — is  required. 

As  I  view  it,  that  something  is  good  administration — stability,  the 
ability  to  do  the  job,  to  do  it  well,  and  to  do  it  consistently.  One  of 
the  things  that  Senator  ^IcClellan  commented  on  in  his  remarks 
inti'oducing  S.  1957  was  the  fact  that  during  his  tenure  as  chairman 
of  this  subcommittee  there  had  been  five  Commissioners  of  Patents; 
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and  ho  was  concorned.  quite  properly  about  the  high  turnover  and 
the  sliort  tenure  with  respect  to  the  Comniissioners'position.  In  my  3 
years  in  the  Patent  Office  tliere  were  of  course  two  Commissioners — 
but  there  were  three  Secretaries,  and  there  were  four  people  in  the 
position  of  Assistant  Secretary  for  Science  and  Technology. 

Senator  Hart.  Over  what  period  ? 

Mr.  GoTTsciiALK.  Three  years.  With  every  change  in  personnel, 
with  every  change  in  policy,  in  the  Department  of  Commerce,  shock 
waves  permeated  and  had  their  impact  on  the  Patent  Office.  We  had 
to  react  to  the  new  personalities,  ^\e  had  to  react  to  the  new  pro- 
grams. We  had  to  participate  in  a  different  way  and  about  different 
things. 

So  against  that  factual  background,  which  indicates  the  general 
instability  of  the  situation,  I  would  turn  to  this  matter  of  adminis- 
tration, Avhich  I  consider  to  be  absolutely  vital,  and  which  I  think  is 
inade(piately  understood  and  appreciated  and  all  too  often  over- 
looked. 

I  was  very  gratified,  earlier  in  the  course  of  these  proceedings,  to 
note  the  committee's  sensitivity  in  these  veiy  areas.  The  inquiries 
appropriately  directed  to  such  things  as  the  (piota  system,  for  exam- 
ple, are  not  within  the  five  points  listed,  but  bear  most  importantly 
on  the  very  essence  of  what  the  patent  examining  fur.ction  is  all 
about.  There  can  be  no  mistake  about  it,  the  patent  examining  func- 
tion is  the  raison  d'etre  of  the  Patent  Office,  and  the  Patent  Office  is 
the  very  heart  of  the  patent  system. 

As  a  matter  of  administrative  efficiency,  I  think  we  would  all 
agree  that  good  communications  are  very  important.  In  that  connec- 
tion, I  was  interested  to  note  the  sensitivity  and  the  insight  of  the 
committee  as  reflected  by  its  interest  in  probing  tlie  disparities 
which  seemed  to  appear  between  the  views  taken  by  the  management 
of  the  Patent  Office  and  the  Departmeiit  of  Commerce  on  the  one 
hand,  and  the  Patent  Office  examiners  themselves  on  the  other.  I 
felt,  and  perhaps  others  did,  that  that  was  rather  significant.  It 
pointed  up  something  I  have  experienced,  and  that  is  the  compart- 
mentalization  of  thought  and  of  action  in  the  Patent  Office  in  every 
respect — the  preoccupation  with  self  and  one's  own  functions,  the 
inability  to  see  the  large  picture,  and  to  undei'stand  the  goals  and  to 
cooperate  in  the  accomplislnnent  of  the  Patent  Office  mission.  It  is 
these  precise  things  to  which  I  have  been  directing  during  my  tenure 
my  primary  attention.  These  are  the  tilings  in  which  I  have  been 
placing  primary  emphasis.  It  is  most  important  to  understand  that 
when  you  ask  questions  having  to  do  with  the  existence  or  nonexist- 
ence of  a  quota  system  and  try,  as  apparently  you  did  Senator,  for  2 
days  and  fail  to  get  a  satisfactory  response,  it  is  indicative  of  a  situ- 
ation which  applies  to  more  questions  than  just  the  one  then  under 
consideration. 

The  Patent  Office  is  a  wonderful  institution.  It  is  hard  for  me  to 
put  in  words  the  feeling  as  well  as  (he  regard  I  have  for  it  and 
what  it  has  n\eant  to  this  coimtrv.  Perliaps  that  is  the  reason  that  I 
am  so  very  disturbed,  as  I  have  been  from  time  to  time,  by  the  seem- 
ing indifference  or  the  seeming  opaqueness  of  individuals  who  play 
important  roles  in  what  it  does,  who  are  all  too  often  inclined  to 
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tliink  of  tliomsolves  as  porforiners  of  daily  tasks  rather  than  as 
people  contributing  importantly  to  the  achievement  of  national 
goals.  One  of  tlie  lines  tiiat  I  have  used  repeatedly  in  my  efforts  to 
reach  the  employees  of  the  Office  has  been  that  we  are  not  to  think 
of  oui'selves  as  laying  bricks  but  as  building  a  cathedral. 

Xow  there  have  been  remarkable  changes  in  personnel  attitudes 
and  in  morale  and  this  has  been  very  important  in  achieving  the 
kind  of  administration  on  which  the  successful  operation  of  a  Patent 
Office  depends.  I  would  be  the  last  to  discount  and  the  first  to  praise 
the  importance  of  the  professional  input  at  the  Patent  Office.  lint  it 
is  a  fact  of  life  that  the  professionals'  tasks  cannot  be  well  per- 
formed unless  the  support  functions  are  carried  out  adequately.  It  is 
rather  ridiculous  to  expect  the  public  to  have  confidence  in  a  Patent 
Office  which  can't  deliver  documents  as  promised,  which  have  been 
ordered  and  paid  for — which  purports  to  issue  patents  on  a  certain 
day,  and  which  cannot  make  copies  of  them  available  for  weeks 
after  their  official  date  of  issue — an  office  in  which  files  are  lost,  lit- 
erally, so  that  they  cannot  become  available  for  the  further  process- 
ing of  the  claims  that  are  so  important  to  the  applicants  who  filed 
them.  It  was  a  Patent  Office  of  that  kind  which  I  encountered,  and 
it  was  to  overcome  difficulties  of  those  and  many  other  kinds  to 
which  I  directed  my  efforts.  It  is  against  that  kind  of  background 
that  I  speak  with  feeling  to  the  matter  of  the  importance  of  admin- 
istration. 

It  seems  to  me — I  might  say  tliat  these  remarks  from  wdiich  I  will 
read  in  an  attempt  to  conserve  the  time  of  the  committee  at  this 
point  were  prepared  in  a  totally  personal  and  totally  different  con- 
text and  they  have  no  relationship  to  the  totally  unanticipated 
appearance  I  am  making  before  this  committee  this  morning.  But  it 
seemed  to  me  that  what  I  said  then  is  what  I  would  in  any  event  say 
to  this  committee  now. 

I  was  saying  that  we  need  to  look  beyond  legislation  to  good 
administration.  At  the  very  least,  I  would  say  this  requires  close, 
critical,  and  continuing  scrutiny  of,  first,  the  tools,  the  skill,  and  the 
procedures  employed  in  the  operations  of  the  Patent  Office;  second, 
the  criteria  used  to  measure  product  quality  and  examiner  perform- 
ance; and  third,  the  motivational  and  the  attitudinal  factors  affect- 
ing performance  of  the  professional  and  support  personnel.  Such 
review  must  be  supplemented  by  appropriate  remedial  action;  and 
the  process  of  review  and  improvement  must  be  pursued  relentlessly. 
Some  progress  along  these  lines  has  been  made,  but  much  more 
remains  to  be  done  if  the  integrity  and  effectiveness  of  any  form  of 
patent  examination  process  is  to  be  insured. 

Consider,  as  an  example,  the  admittedly  unacceptable  state  of  the 
critically  important  Patent  Office  search  files.  Now,  it  is  extremely 
important  to  recall  that  the  search  files  in  the  U.S.  Patent  Office  are 
unique.  This  is  the  only  place  in  the  country  where  classified  files 
which  permit  an  effective  and  efficient  search  can  be  found.  Files 
exist  elsewhere  but  they  are  not  comparable  in  scope  or  in  arrange- 
ment or  in  effectiveness.  A  peculiar  responsibility  rests  upon  the 
Patent  Office  therefore  to  insure  the  completeness,  die  integrity,  and 
the  effectiveness  of  those  files. 
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Tlie  prooframs  -which  were  recently  instituted — and  I  mean  within 
the  last  2  years — to  check  the  integrity,  that  is  the  completeness  of 
the  files  and  to  correct  their  deficiencies,  represent  the  first  such 
efforts  in  25  years.  Now  there  has  been  a  lot  of  discussion  of  legisla- 
tion in  the  last  25  years,  but  precious  little  consideration  of  so  yital 
an  issue  as  that. 

Similarly  the  revitalization  of  the  reclassification  effort  in  resi^ect 
to  these  files,  which  I  started  early  in  1972,  was  long  overdue.  Its 
completion  will  require  several  years  of  sustained  and  substantial 
effort. 

Now  earlier  reference  has  been  made  in  the  course  of  these  hear- 
ings to  the  matter  of  classification.  Let  me  add  one  thought  that  I 
tliink  lias  not  been  expressed.  As  technolog\-  develops  rapidly  in  the 
areas  that  are  currently  of  greatest  importance,  there  is  an  increased 
output,  at  a  greater  rate,  of  new  technical  information.  Unless  th° 
inflow  of  new  technical  information  at  the  Patent  Office  is  classifies 
promptly  and  effectively,  it  becomes  increasingly  difficult  to  makt 
the  kind  of  efficient  and  effective  search  on  which  a  good  patent 
examiiuition  depends.  Now  it  was  a  little  while  before  I  realized, 
after  I  had  entered  the  Patent  Office,  that  the  work  of  maintaining 
this  ongoing  and  highly  important  reclassification  effort  had  been 
abandoned  virtually  completely.  The  result  was  that  the  examiners 
were,  day  by  day  and  week  by  week,  in  a  deteriorating  position  with 
respect  to  the  performance  of  their  mission.  The  funds  appropriated 
for  that  purpose  in  the  normal  course  were,  as  we  say,  reprogramed 
in  order  to  sustain  a  research  and  development  effort  aimed  at  devel- 
oping a  computerized  system  for  performing  the  essential  work  of 
classifying  new  technical  information. 

I  suppose  I  might  be  permitted  a  digression  at  this  point  to  go 
back  and  say  that  one  of  the  factors  contributing  to  the  request  for 
my  resignation  might  well  haye  been  the  fact  that  in  trying  to 
remedy  problems  of  this  kind  I  probably  made  few  friends  and  most 
certainly  must  have  made  some  enemies.  There  were  people  who 
were  deeply  committed  to  these  projects  and  who  failed,  I  think,  to 
share  my  view  that  some  of  them  had  to  he  reconsidered. 

This  matter  of  computerized  reclassification  is  certainly  a  case  in 
point,  I  found  it  was  essential  in  order  to  preserve  the  effectiveness 
of  the  Patent  Office — to  prevent  the  patent  examining  function  in  my 
judgment  from  going  down  the  drain — to  abandon  that,  and  to  revi- 
talize this  ''manual,"  as  we  call  it,  classification  elfort.  In  the  process  I 
had  to  relieve  from  his  position  (and  to  elimiiuite  the  position)  one 
pei-son  in  the  office  who  at  the  time  held  the  title  of  an  Assistant 
(Commissioner.  That  caused  him  great  pain  and  discomfort.  In  time 
I  also  suffered  considerable  pain  and  discomfort,  and  also  some 
annoyance,  and  diyersion  of  a  very  substantial  amount  of  time  in 
responding  to  letters  from  many  sources  including  members  of  the 
Congress  protesting  on  his  behalf 

]\Ir.  15RENXAN.  Mr.  Chairman,  I  feel  compelled  to  request  you  to 
request  the  witness  to  direct  his  comments  to  the  issues  which  are 
relevant  to  this  proceeding.  I  think  we  are  going  far  afield  here. 

Mr.  GoTTsciiALK,  I'm  sorry. 

Senator  Hart.  Yes  sir. 
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Mr.  GoTTStiiALK.  Thuiik  you.  I  appreciate  that. 

In  any  event,  unless  these  basic  tools,  throug;!!  continuing  efforts  to 
maintain  them  up-to-date  and  in  good  workiug  order,  arc  brought  to 
and  maintained  in  a  condition  permitting  etlective  and  etKcient 
examination,  nobody,  under  any  system — not  the  examiner,  nor  the 
public  counsel  nor  anyone  else — will  be  able  to  make  reliable  and 
meaningful  determinations  of  novelty.  And  such  determinations  are 
the  very  bedrock  on  which  all  aspects  of  our  system  depend. 

Similarly,  if  the  rules  of  the  game  by  which  patent  examiners 
work,  and  if  the  criteria  by  which  their  performance  is  judged  and 
their  promotions  and  salary  increases  are  awarded,  are  such  as  to 
favor  quantity  of  production  over  quality  of  work  product,  concepts 
of  professionalism  and  (juality  will  be  subjected  to  a  compromising 
strain  which  poses  a  constant  and  substantial  threat  to  tlie  proper 
performance  of  the  Patent  Office  mission.  That  kind  of  a  system 
provides  powerful  incentives  to  do  the  wrong  things  rather  than  the 
right  things. 

I  would  say.  on  the  basis  of  my  own  experience  and  in  terms  of 
such  basic  administrative  matters  as  those  to  which  I  have  referred, 
that  strength  of  administration,  stability  of  administration,  and 
soundness  of  administration  can  best  be  insured  in  a  situation  which 
would  make  the  Patent  Office  independent  of  the  Commerce  Depart- 
ment, 

Now  Mr.  Browne  traced  very  accurately  and  interestingly  yester- 
day the  history  of  the  Patent  Office,  and  this  committee  has  been 
informed  that  there  is  no  evidence  that  the  Patent  Office  at  any  time 
has  been  subjected  to  any  improper  influence  in  the  performance  of 
its  mission,  I  feel  constrained  to  deny  this  for,  on  the  basis  of  my 
experience.  I  know  this  not  to  be  so.  I  accept  as  valid  the  observa- 
tion that  there  has  been  over  the  years  an  apparent  inability  of  the 
Department  of  Commerce  to  develop  and  maintain  an  effective 
working  relationship  with  the  Patent  Office,  and  I  don't  think  that 
we  can  anticipate  any  significant  improvement  in  this  kind  of  rela- 
tionship if  the  formal  structure  were  to  remain  as  it  is — and  that 
seems  to  have  been  the  position  proposed  by  the  administration  yes- 
terday. 

Xow  that  position  rests  largely  on  the  basis  of  the  Commerce 
Department  being  able  to  provide  administrative  and  similar  sup- 
port, which  tlie  Patent  Office  would  have  to  provide  for  itself  if  it 
were  independent.  Fine.  That  argument  has  merit  as  far  as  it  goes, 
but  there  is  another  side  of  the  story,  too.  And  that  is,  that  because 
of  the  family  relationship  there  are  corresponding  burdens.  I  have 
already  indicated  that  with  every  shift  in  the  administration  or  in 
administrati(Hi  ]iolicy.  the  burdens  of  the  Patent  Office  are  enhanced. 
There  is  another  aspect  to  this  thing  that  bothers  me  very  consid- 
erably, I  don't  think  many  people,  inside  or  outside  of  the  Patent 
Office,  are  aware  that  regularly  substantial  sums  of  money  appropri- 
ated for  the  Patent  Office  are  siphoned  off  for  other  uses  within  the 
Department  of  Commerce.  That  is  bad  enough,  but  I  think  that  the 
seriousness  of  that  threat  is  underscored  by  a  very  recent  develop- 
ment. This  year  for  the  first  time — I  think  this  is  not  inappropriate 
for  disclosure  for  the  purposes  of  this  committee  and  I  hope  I  am 


380 

lio-ht.  Se)intor — this  vear  tlie  PntcTit  Offico  fiiiidinj]i:  rocjuest  was  not 
prospiitod  individually  as  it  traditionally  has  been;  it  was  consoli- 
dated with  the  requests  of  the  other  units  of  the  Science  and  Tech- 
nology wing  of  the  Department  of  Commerce  and  a  single  appropri- 
ation i-equest  for  tliat  group  of  five  units  was  made.  AVliich  is  to  say, 
if  this  is  projected  into  the  future,  that  there  probably  cannot  be 
said  to  exist  such  a  thing  as  a  Patent  Office  appropriation.  This 
means  that  the  purse  control  of  the  Patent  Office  is  on  a  totally  dif- 
ferent basis  than  it  historically  has  been.  And  when  you  consider  the 
fact  that  the  Office  is  under — as  I  have  already  indicated  my  experi- 
ence confirms- — the  control  of  someone  Avhose  interests  are  not  basi- 
cally and  primarily  oriented  to  the  Patent  system  but  to  other 
tlujigs,  such  as  science  and  technology,  this  has  rather  interesting 
implications.  I  could  easily  substantiate  in  time,  by  examples,  the 
fact  that  this  inherent  possibility  is  indeed  a  reality.  It  could  become 
increasingly  a  problem. 

^h-.  I'lowne  pointed  to  the  strange  dichotomy  by  which  the  Presi- 
dential appointee  who  heads  the  Patent  Office  is  subject  to  review 
by  the  Judiciary  Connnittee,  whereas  that  person's  superior,  to 
whom  he  must  indeed  respond,  and  with  those  directives  he  must 
indeed  comply,  is  subject  to  review  by  a  totally  different  group.  And 
it  was  rather  interesting  I  thought,  in  this  connection,  that  during 
the  confirmation  hearings  of  the  incumbent  Assistant  Secretary  for 
Science  and  Technology  Senator  Tunney  pointed  rather  perceptively 
to  the  fact  tliat,  while  the  incumbent  Assistant  Secretary  was  to  be 
highly  commended  on  the  grounds  of  scientific  prowess,  there  was 
very  little  in  the  record  to  suggest  any  background  of  dealing  effec- 
tively with  administrative  matters,  legal  and  patent  matters,  and 
things  of  that  sort.  It  is  a  matter  of  gi-ave  concern  that  an  agency  of 
over  2,700  people,  and,  as  you  have  heard,  over  1,100  professionals, 
should  be  subject  to  the  influence  of  someone  M'ho  has  had  relatively 
little  occasion  to  become  acquainted  with  the  barest  fundamentals  of 
what  is  involved — either  in  terms  of  the  specific  functions  or  the  man- 
agement skills  involved  in  that  kind  of  an  operation. 

Xow  I  do  believe  that  the  matter  of  improper  or  undue  influence 
is  not  just  confined  to  the  last  2  years  or  so;  it  has,  however,  been 
very  strikingly  in  evidence.  I  speak  again  to  one  of  the  three  points 
you  mentioned  earlier.  There  was  not,  so  far  as  I  can  recall,  any  sit- 
uation directly  involved  in  the  terms  which  you  used — and  I  can't 
recall  them  exactly  Senator — in  connection  with  picking  out  a  par- 
ticular application  and  dealing  with  it,  as  it  were,  out  of  turn.  There 
was  not  that  kind  of  a  situation,  but  there  was  something  that  I 
tl)ink  is  not  too  different  from  it  in  basic  principle.  I  can't  particu- 
larize at  this  point  because  the  specific  matter  is  still  pending,  and 
under  our  law  the  facts  relating  to  that  situation  must  be  preserved 
in  confidence.  But  the  fact  of  the  matter  is  that  the  Commissioner 
was  directed  to  follow  a  certain  course  of  judicial  action  contrary  to 
the  determ.ination  that  he  and  the  general  counsel  agreed  was  sound. 

That  seemed  to  me  a  bit  much.  By  the  same  sign,  I  think 

Senator  Hart.  But  as  you  indicated,  it  is  almost  inherent  in  the 
structure  as  we  now  have  it,  which  to  me  argues  persuasively  for  the 
desirability  for  an  independent  agency. 
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Ml'.  GoTTsniALK.  Precisely.  There  has  been  sucli  an  absence  of 
specific  knowledge  about  these  things  as  to  encourage  bland  accept- 
ance of  the  generalized  statements  that  this  doesn't  exist.  I  confirm 
to  yon  in  rather  positive  tei-nis  and  very  specifically  that  it  does,  and 
it  is  not  new. 

You  will  recall  that  Mr.  Browne  mentioned  the  name  of  Assistant 
Secretary  Holloman  yesterday — and  that  was  back  a  few  years,  but 
there  again  the  same  basic  structure  existed.  A  good  deal  of  influ- 
ence was  brought  to  bear. 

Xow  at  this  point  I  think  I  should  mention  specifically  that  in  my 
judgment  the  Administration  bill,  so  far  as  the  language  of  it  is 
quoted  in  their  statement,  does  not  go  far  enough.  Their  proposal  in 
essence  was,  as  I  understand  it,  that  the  Patent  Office  remain  vrhere 
it  is,  but  that  legislation  be  enacted  to  insure  that  the  Patent  Office 
would  enjoy  independence  of  the  Depai-tment  of  Commerce  with 
respect  to  its  "adjudicatory  function."  Well,  I  submit  that  that  is 
not  enough,  because  that  would  leave  the  Patent  Office  subject  to  the 
influence  of  the  Department  of  Commerce  with  respect  to  matters  of 
general  policy,  legislation,  treaty  arrangements  and  the  like — and  it 
was  indeed  a  matter  within  that  general  category  with  which  I  most 
associate  the  experience  of  some  years  ago  to  which  Mr.  Browne 
referred.  So  we  can't  look  to  that  language  as  providing  an  adequate 
safeguard,  even  if  for  othei'  reasons  we  were  to  accept  the  views  of 
the  administration  that  the  Patent  Office  ought  to  stay  put, 

I  agree  with  you,  as  I  understand  your  position,  Senator,  that  an 
independent  agency  is  strongly  indicated. 

Senator  Hart.  Commissioner,  thank  you  very  much.  I  think  your 
testimony  does  bear  strongly  on  the  desirability  of  an  independent 
agency  because  I  think  inherent  in  this  structure  will  be  the  recur- 
rence of  both  lack  of  continuity  and  the  competing  claims.  Whereas 
with  an  independent  office  perhaps  the  tendency  there  and  the  criti- 
cism then  would  be  that  it  would  overstress  the  importance  of  pat- 
ents and  their  role,  but  at  least  they  would  be  preoccupied  with  pat- 
ents. I  am  grateful  that  on  such  short  notice  you  have  been  willing 
to  come  in  and  give  us  the  benefit  of  your  experience  and  opinion. 
Again,  thank  you. 

yiv.  Brexxan.  "\^^lat  is  your  position,  Commissioner,  on  the  pro- 
posed Office  of  Public  Counsel  ? 

^[r.  GoTTsciiALK.  I  Avould  say  this,  Mr.  Brennan,  it  is  a  little  dif- 
ficult for  me  to  answer  as  clearly  as  I  should  like  for  these  reasons. 
I  am  clear  that  I  would  not  be  in  favor  of  the  public  counsel  func- 
tions as  proposed  in  S.  1321.  I  think  some  limitation  and  refinement 
and  sharper  focusing  would  make  that  more  eifective.  I  am  totally 
committed  to  the  idea  that  some  representation  of  the  public  inter- 
est, and  some  broadening  of  legal  approach  within  the  Patent  Office, 
are  necessary.  It  is  a  little  difficult  for  me  to  speak  to  the  admmic- 
ti-ation  bill  because,  as  you  must  be  aware,  I  don't  know  what  it  is.  I 
know  about  the  administration  position  only  what  we  have  been  able 
to  learn  from  the  remarks  of  Mr.  Kauper  and  Mr.  Bakke.  I  have  a 
strong  feeling  that  there  is  a  better  likelihood  by  far  that  I  would 
agree  with  those  positions  dealing  with  the  public  counsel  than  I 
would  with  those  of  S.  1321. 
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T  feel  tliis,  too.  The  Advisoiy  Council  which  is  provided  for  in  S. 
1321,  and  which  has  not  been  much  discussed  in  the  course  of  these 
hearings,  seems  to  me  potentially  very  important.  I  would  strongly 
favor  such  an  arrangement  concerning  the  public  counsel  as  would 
make  it  possible  for  him — nay  would  require  him — to  provide  effective 
input  to  the  Advisory  Council.  I  would  not  go  so  far  as  to  say  he 
ought  to  be  constituted  in  any  specific  capacity  such  as  executive, 
secretary  or  official  birddog.  but  he  ought  to  be  the  eyes  and  ears  of 
that  committee.  It  ought  to  be  made  clear  by  the  legislation  that  he 
is  to  have  complete  access  to  any  information  within  the  Patent 
Office.  I  tend  to  shy  away  from  any  concept  of  the  role  of  public 
counsel,  however,  which  would  get  him  too  deeply  involved  in  repre- 
senting the  interests  of  private  parties. 

I  can't  help  but  deal  also  with  the  matter  of  adversary  proceed- 
ings to  some  extent  because  I  think  they  and  the  role  of  public  coun- 
sel are  very  closely  related.  I  do  feel  that  if  adversary  proceedings 
are  initiated  in  any  form,  this  is  an  area  of  activity  which  ought  to 
be  of  special  concern  to  the  public  counsel — not  necessarily  in  the 
role  of  an  advocate,  or  even  as  a  participant,  but  from  the  stand- 
point of  exercising  close  and  continuing  supervision  to  insure  that 
that  important — and  for  us  new  and  untried — experience  develops 
properly,  to  insure  that  the  system  is  improved  in  the  way  that  we 
would  hope,  from  the  adoption  of  such  proceedings.  Here  again,  th.e 
way  in  which  he  would  perform  Avhat  functions  would  have  to  be 
determined  by  what  kind  of  adversary  proceedings  we  adopt. 

May  I  speak  to  that  issue  very  briefly  ? 

Mr.  Brexxax.  Yes,  but  please  be  brief,  we  are  running  a  little 
late. 

]Mr.  GoTTSCiiALK.  I  appreciate  that  Mr.  Brennan,  and  the  opportu- 
nity to  speak  to  the  issues  at  all. 

I  would  not  favor  the  form  of  adversary  proceedings  that  are  set 
forth  in  S.  1321.  I  more  incline  to  the  administration's  view,  but 
with  reservations.  There  are  two  basic  routes  which  they  propose.  I 
feel  that  the  first  offers  too  little,  for  the  reason  expressed  this  morn- 
ing by  INIr.  Clark,  that  is,  that  people  will  not  come  forward  with 
prior  art  unless  they  are  really  confident  that  it  will  be  applied 
properly.  As  to  the  second,  I  am  afraid  that  this  alternative  pro- 
vides too  much,  and  that  it  would  open  up  the  continuing  kind  of 
litigation  which  has  characterized  the  German  opposition  proceed- 
ings which  we  view  with  horror.  I  am  not  sure  that  the  antitrust 
approach  suggested  b}'  Mr.  Kauper  would  be  adequate  to  control 
this. 

T  do  favor  something  more  like  the  idea  which  had  its  genesis  in 
the  Patent  Office  proposal  which  was  published  some  time  ago. 

Mr.  Xasii.  No  questions. 

Senator  Hart.  Thank  you.  That  last  answer  reminds  us  how  tough 
it  is  to  move  from  agreement  on  what  genei-ally  is  desirable  to  Iioav 
in  the  world  you  get  there. 

Ml'.  GoTTSCHALK.  Scuator,  it  is  actually  again  the  same  point  we 
were  making  earlier;  administration  and  implementation  are  inter- 
cliangeable  sometimes. 

Senator  Hart.  Thank  you. 
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[Subsequently  Mr.  Gottschalk  submitted  the  followino;  letters  with 
attachments.  The  attachments  may  be  found  in  the  committee  files.] 

Arlington,  Va.,  September  18,  1973. 
Senator  Philip  A.  Hart, 
f'.-S'.  Senate, 
Wdsthinyton,  B.C. 

Dear  Senator  Hart:  In  the  interest  of  clarification  and  completeness,  I 
would  like  to  supplement  my  testimony  in  connection  witli  S.  1321  as  follows : 

FURTHER  SUPPORT  OF  THE  INDEPENDENT  AGENCY  CONCEPT 

Attached  is  a  copy  of  the  relevant  part  of  the  book  "The  Patent  Offiee"  by 
Stacy  V.  Jones,  who  has  covered  this  agency  for  the  New  York  Times  for  over 
20  years. 

CONCERNING  UNDUE  INFLUENCE 

My  testimony,  as  well  as  Mr.  Browne's,  made  the  point  that  the  Patent 
Office  has  been  subject,  over  a  long  period,  to  undue  or  improper  influence  by 
the  Department  of  Commerce.  However,  it  was  not  my  intention  to  suggest 
that  such  influence  was  exerted  throughout  such  period. 

On  the  contrary,  and  specifically,  I  would  make  it  clear  that  at  no  time 
during  my  period  of  service  in  the  Patent  Office  did  Secretary  Stans,  Secretary 
I'eterson.  Assistant  Secretaries  for  Science  and  Technology  Tribus  and  Wake- 
lin.  or  Assistant  Secretary  for  Administration  Jobe  exert  any  such  influence. 
Tliese  officials  were  in  fact,  very  helpful,  and  did  much  to  aid  and  support  the 
Patent  Office. 

Further,  it  should  be  added  that  the  directive  from  the  acting  assistant  sec- 
retary referred  to  in  my  testimony,  was  not  followed.  With  some  difficulty,  he 
was  persuaded  by  General  Counsel  William  N.  Letson  and  myself  that  it 
should  not  be. 

WHY   I   WAS   SURPRISED 

In  my  testimony.  I  indicated  that  Dr.  Anker-.Tohnson's  request  for  my  resig. 
nation  came  as  a  "bolt  from  the  blue".  In  that  connection,  the  following  addi- 
tions to  my  testimony  may  be  of  intertest : 

At  the  time  of  that  request,  she  had  been  alioard  for  about  three  weeks. 
During  that  period  she  had  virtually  no  contact  with  Patent  Office  person- 
nel. Her  orientation  to  Patent  Office  affairs  was  necessarily  limited  and 
superficial.  She  paid  no  visit  to  any  Patent  Office  facilities,  including  those 
in  the  Commerce  Department  Building  which  I  urged  her  to  visit. 
The  foregoing  statements,  in  all  essentials,  apply  also  to  the  Secretary.  He 
did  not  visit  any  Patent  Office  facilities ;  nor  become  acquainted  with 
Patent  Office  personnel ;  nor  discuss  with  me  at  any  time  any  programs  or 
problems  of  the  Patent  Office. 
Right  after  the  November  1972  election,  all  presidential  appointees  were 
required  to  submit  proforma  resignations.  I  promptly  submitted  such  a 
resignation,  but  heard  nothing  concerning  it  until  the  middle  of  April  1973. 
It  was  then  returned  to  me  with  a  note  of  congratulations  by  Assistant 
Secretary  for  Administration  Turner  indicating  that  I  would  continue  as 
Commisssioner.  Three  weeks  later,  Dr.  Anker-.Iohnson  requested  my  resig- 
nation. 
Throughout  my  Patent  Office  service,  I  had  every  indication  of  solid  support 

from : 
The  patent  bar — as  exemplified  by  letters  from  lawyers  including  the  presi- 
dents of  the  Chicago,  New  York,  Rochester  and  Philadelphia  patent 
law  associations. 
Industry — as   exemplified   by   letters   from   companies   large   and   small,   and 

industry  associations. 
Superiors  and  assoeiates — as  exemplified  by  letters  from  Former  Secretary 
Stans,    Former   General   Counsel    Letson,    Former   Assistant    Secretary 
for  Administration  Jobe,  and  Assistant  Attorney  General  Kauper. 
Patent  Office  etnployees — as  exemplified  by  excerpts  from  employee  organiza- 
tion publications  and  various  communications  from  employees. 
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All  indications  were  tluit  I  was  ably  and  effectively  representing  this  coun- 
try internationally. 

Letters  from  the  lieads  of  the  German,  British  and  Canadian  patent  offices 
reflect  cordial  and  effective  working  relationships  with  virtually  all  of  the 
industrially  important  and  many  of  the  developing  countries.  Because  of 
their  conlidence  in  me,  I  was  elected  Chairman  of  ICIREPAT — an  interna- 
tional patent  body  dealing  with  many  basic  and  world-wide  problems. 

At  the  recent  Vienna  Diplomatic  Conference,  I  directed  the  U.S.  negotiation 
of  the  Trademark  Registration  Treaty,  which  I  signed  on  behalf  of  tlie 
United  States.  I  al.so  chaired  several  important  sessions  of  the  Plenary 
Committee  at  that  Conference. 

My  relationships  with  other  Government  agencies  were  excellent,  and  in  all 
cases  represented  signiticant  improvement.  This  included  the  State  Depart- 
ment, the  Department  of  Justice  (with  which  I  established  an  ongoing 
program  of  cooperation  in  areas  of  mutual  concern),  and  the  Government 
Printing  Office. 

IMPROVEMENTS   BY   ADMINISTRATIVE   ACTION 

By  way  of  emphasizing  my  testimony  concerning  the  importance  of  adminis- 
tration, it  should  l)e  noted  that  over  the  last  two  years  virtually  all  aspects  of 
Patent  Office  operations  were  substantially  improved  solely  by  administrative 
means. 

The  nature  and  scope  of  such  improvements  are  reflected  by  the  enclosed : 

Representative  press  articles. 

I'artial  list  of  improvements  effected  in  the  three  montli  period  August- 
-Xovember  1971. 

Address  to  the  American  Patent  Law  Association  on  May  10,  1978. 

Further,  it  should  l»e  added  tiiat  the  "audit  report"'  mentioned  in  my  testi- 
mony was  not  confined  to  criticism.  It  reported  on,  and  praised,  much  that  I 
accomplished.  (Perhaps  the  Committee  might  wish  to  review  this  report  as 
concerns  not  only  my  performance  as  Commissioner,  but  also  the  puzzling  cir- 
cumstances attending  my  forced  resignation.  The  Commerce  Department  would 
no  doubt  make  it  readily  available.) 

THE   PATENT   BAR   WANTS   BETTER  PATENTS 

Congressman  Owens,  Judge  Will  and  others  from  time  to  time,  have  charged 
that  the  patent  bar  is  resistant  to  change,  and  also  "opposed  to  making  the 
Patent  Office  function  effectively". 

As  I  recall,  it  has  also  been  suggested  that,  in  trying  to  make  the  Patent 
Office  more  effective,  I  alienated  or  antagonized  the  patent  bar.  I  do  not 
believe  this  for  a  minute. 

I'atent  lawyers,  inventors,  corporations  and  members  of  the  general  public 
have  all  repeatedly  stressed  to  me  the  importance  tliey  attach  to  improving  the 
quality  and  enhancing  the  validity  of  the  patents  issued  by  the  Patent  Office. 
This  accords  with  my  own  observation,  over  many  years,  that  the  overwhelm- 
ing proportion  of  those  concerned  with  patent  matters  have  l>een  frustrated, 
rather  than  pleased,  by  shortcomings  in  the  patent  examining  process. 

Admittedly,  the  i)atent  bar  on  the  whole  has  been  very  conservative  about 
change.  Accordingly,  it  has  fallen  to  others,  of  lesser  skills  and  experience  in 
patent  matters,  to  develop  proposals  for  change.  It  is  therefore  hardly  surpris- 
ing that  sucli  proposals  have  often  been  criticized  and  objected  to  by  the  bar. 
But  this  is  a  far  cry  from  saying  that  the  patent  bar  wants  lower  standards 
of  patentability,  easier  issuance,  or  weaker  patents.  I  am  sure  it  does  not. 

Currently,  I  believe  the  patent  bar  is  becoming  increasingly  interested  in 
promoting  improvement ;  this  change  of  attitude  lias  been  reflected  in  the  heai"- 
ings  on  S.  1321. 

"mechanized"  or  "push-button"   SEARCHING 

The  ability  to  classify,  store  and  retrieve  information  by  computer  or  similar 
means  woidd  contribute  inuneasurably  to  the  efficiency  of  the  patent  examining 
process.  Stacy  Jones  has  called  this  a  "Patent  Commissioner's  dream". 

But  despite  a  great  deal  of  attention  to  such  matters  for  many  years,  there 
has  been  little  real  progess ;  and  the  resultant  disappointment  can  be  readily 
understood. 
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However,  the  subject  itself  is  not  readily  understood.  In  fact  there  has  been, 
and  is,  much  misunderstandin};  coiiecruing  it.  As  mentioned  in  my  testimony, 
this  subject  has  generated  mucli  criticism  and  ccinflict  and  has  been  the  focus 
of  various  operating  and  personal  difficulties  in  the  Patent  Office. 

Section  6(e)  of  S.  1321  reflects  the  Committee's  concern  with  this  subject.  In 
view  of  its  basic  importance,  a  brief  statement  of  the  Patent  Office  situaticm 
concerning  it  would  seem  to  be  in  order. 

Patent  Office  programs  of  research  and  develoi>ment  in  this  area  over  a 
period  of  years  have  cost  nuich  and  yeilded  little.  When  I  became  Acting  Com- 
missioner, my  awareness  of  this,  and  of  the  importance  of  this  subject, 
prompted  a  careful  review  of  what  had  been  done  in  the  past,  and  also  of  the 
efforts  then  underway  with  respect  to  "Project  Potomac"  (referred  to  in  my 
testimony,  although  not  by  that  name.) 

I  concluded,  in  November  1971.  that  I  had  no  alternative  but  to  curtail  Proj- 
ect Potomac.  I  did  so,  for  these  basic  reasons : 

Firt^t.   taking  at  face  value  the  most  optimistic  views  urged   i)y   its  propo- 
nents.   Project   Potomac   would   at    best    have   provided   the    Patent    Office, 
three  or  four  years  hence,  with  the  capability  to  process  only  a  minor  por- 
tion of  the  vast  volume  of  material   required   for   Patent   (iffice  purposes, 
with  the  balance  being  left  to  be  handled  by  conventional  means. 
Second,  the  substantial  costs  of  Project  Potomac  had  l.een  funded  by  divert- 
ing funds  from,  and  virtually  completely  abandoning,  the  highly  essential 
"manual"  classification  progr.am. 
By  the  time  I  became  Commissioner,  this  had  already  resulted  in  great  dete- 
rioration.   And   since   the    "manual"    classification    system    is    the   primary 
working  tool  of  the  patent  examiner,  its  restoration  was  a  pressing  need 
of  the  highest  priority. 
My  decision  in  this  re.«:pect  was  approved  by   Assistant   Secretary  Wakelin 
and  by   Secretary   Stans.  It  was  also  in  accord  with  advice  I   received   from 
computer  experts  of  IBM  and  from  Price,  Waterhouse  consultants  then  work- 
ing with  the  Patent  Office. 

Xunetheless,  I  was  determined  to  insure  that  we  derived  from  the  work  done 
on  Project  Potomac  everything  of  value  developed  thereunder ;  and  also,  that 
the  Patent  Office  would  maintain  a  forward-looking  research  and  develoi)ment 
program  in  this  area.  But  this  program  would  have  to  be  based  on  a  full  and 
careful  analysis  of  the  Patent  Office  and  its  operational  needs,  and  pursue  a 
planned  and  logical  approach  to  the  satisfaction  of  those  needs. 

To  maximize  our  prospects  of  success,  I  arranged  for  a  team  of  experts 
from  the  National  Bureau  of  Standards  to  assist  the  Patent  Office  in  this  pro- 
gram. 

After  careful  and  extended  study,  they  concluded  that  Project  Potomac  was 
not  a  valid  means  of  accomplishing  the  objectives  to  which  it  was  directed. 
Their  reports  also  provided  a  better  basis  for  forv-.ard  planning  and  progress, 
in  my  view,  than  had  ever  before  been  develojjed. 

THE   NEED  FOR   PROMPTLY  FILLING   KEY  POSITIONS 

The  position  of  Commissioner  has  now  been  vacant  for  almost  three  months. 
So  far  as  is  publicly  known,  a  nominee  has  yet  to  be  selected.  It  is  known  that 
several  persons  of  recognized  ability  and  stature  have  declined  offers  of 
appointment. 

It  is  manifestly  important  that  this  post  be  filled  as  soon  as  possible,  and  by 
a  person  truly  and  well  (jualified  to  cope  with  its  niany  and  varying  demands. 
There  is  a  .'^erious  threat  to  the  effectiveness  of  Patent  Office  operations  in 
either  extending  the  present  period  of  hiatus  and  uncertainty,  or  in  the 
appointment  of  a  person  not  adequately  qualified. 

Prospects  of  filling  the  post  soon  and  well  would  probably  be  sub.stantially 
imi)roved  by  promptly  establishing  the  Patent  Office  as  an  independent  agency. 
Therefore,  I  would  suggest  that  the  Committee  might  wish  to  consider  accom- 
plishing this  by  enacting  such  legislation.  si)lit  out  of  S.  1.321,  as  soon  as  possible. 

There  are  also  other  important  positions  in  the  Patent  Office  now  vacant, 
and  these  presumably  will  remain  so  until  after  a  new  Commissioner  is 
appointed.  Among  these  are  the  positions  of  Deputy  Commissioner  and  Assist- 
ant Connnissioner  for  Legal  Affairs. 

The  latter  position  was  established  by  a  reorganization  of  the  Patent  Office 
which  I  proposed  and  which  was  approved  December  !.'>,  1972.  Two  days  follow- 
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inff  that  approval,  an  administration  "freeze"  was  imposed  on  all  hirings.  For 
that  reason — and  also  heoause  of  the  long  consideration  of  my  proforma  resig- 
nation— it  was  inipossilile  for  me  to  fill  that  position,  as  well  as  other  positions 
of  great  importance  to  the  operations  of  the  Patent  Oflice. 

Signifioantly,  the  considerations  which  prompted  my  establishing  that  new 
position  were  very  similar  to  those  underlying  various  proposals  of  S.  1321.  I 
was  particularly  concerned  to  provide  more  effective  legal  input  to,  and  guid- 
ance for.  the  patent  examining  operation ;  also,  to  provide  a  focal  point  for  the 
coordination  of  legal  activity  throughout  the  Office  and  for  the  development  of 
improved  examination  procedures.  This  position  has  never  been  filled. 

The  opportunity  to  present  my  views  is  appreciated.  I  hope  they  may  prove 
of  some  assistance  to  the  Committee  in  its  consideration  of  the  issues  to  which 
they  are  directed. 
Respectfully, 

Robert  (Jottschalk. 

Arlington,  Va.,  September  21,  197.1. 
Senator  .Toiix  I..  McClellax, 
U.S.  Senate. 
WuHhiHoton,  B.C. 

Dear  Senator  McClpxlan  :  I  am  writing  in  response  to  your  letter  of  Sep- 
temlier  19,  1973  in  which  you  directed  attention  to  the  statement  in  my  testi- 
mony on  September  14  that  "regularly  substantial  sums  of  money  appropriated 
for  the  Patent  Office  are  siphoned  off  for  other  uses  within  the  'Department  of 
Commerce",  in  which  you  requested  that  I  "furnish  the  Sul)committee  for  the 
record  a  more  detailed  statement  concerning  line  item  funds  appropriated  to 
the  Patent  Office  which  were  otherwise  utilized  by  the  Department  of  Com- 
merce." and  in  which  you  also  stated  that  you  were  "requesting  the  Secretary 
of  Commerce  to  supply  the  Subcommittee  with  a  report  on  this  matter". 

As  I  am  sure  you  fully  appreciate,  my  at)Ove-mentioned  statement  was  made 
in  tlie  context  of  consideration  of  the  questions  whether  the  Patent  Office 
should  be  removed  from  the  Department  of  Commerce  and  established  as  an 
independent  agency,  and  whether  the  Patent  Office  as  a  part  of  the  Depart- 
ment of  Commerce  is  subject  to  improper  or  undue  influence;  and  also,  that 
my  statement  was  made  following,  and  in  response  to,  the  testimony  by  the 
General  Counsel  of  the  Department  of  Commerce  that  '•.  .  .we  are  aware  of  no 
evidence  in  the  history  of  the  I'atent  Office  which  would  suggest  that  any 
improper  influence  was  exerted  upon  the  Patent  Office  by  officials  in  the 
Departments  to  which  the  Patent  Office  has  l)een  attached". 

Needless  to  say,  none  of  my  testimony,  in  any  part  or  degree,  Avas  given 
lightly,  i)Ut  rather  with  a  full  appreciation  of  the  seriousness  of  the  issues 
under  consideration,  and  of  the  importance  of  developing  all  facts  relevant  to 
and  necessary  for  their  sound  and  appropriate  resolution,  including  those  con- 
cerning the  actual  disposition  and  use  of  funds  appropriated  to  the  Patent 
Office.  P'urther,  the  facts  in  that  regard  weiv,  I  felt,  essential  to  an  accurate 
appniisal  of  the  recent  developn;ent  in  budget  reiiuest  practices  of  the  Depart- 
ment of  Commerce  which  I  mentioned  in  my  testimony. 

Clearly,  the  Secretary  of  Commerce  is  in  far  better  position  than  am  I  to 
furnish  the  detailed  statement  of  matters  in  this  connection  which  you  have 
reipiested.  -The  records  and  other  resources  of  the  Department  of  Commerce 
are  fully  available  to  him,  wliereas  I  do  not  have  access  to  either.  I  have  not 
been  privy  to  any  records  or  activities  of  the  Department  of  Commerce  since 
June  29;  and  I  have  no  records  or  other  sources  of  information  to  which  I  can 
refer  for  assistance  in  responding  to  your  request. 

However,  I  believe  that  I  :>.m  in  position  to  at  least  identify  lines  of  inquiry 
whicli,  if  pursued,  should  lead  to  the  development  of  the  detailed  information 
which  I  understand  you  are  seeking.  Even  so,  I  am  .somewhat  handicapped  by 
several  considerations,  whicli  I  would  breifly  note  as  follows:  My  terms  as 
Commissioner  was  limited  to  18  months,  aiul  my  term  as  Acting  Commissioner 
was  limited  to  4  months.  Throughout  this  entire  period  of  less  than  two  years, 
I  was  deeply  inunersed  in  the  many  and  varied  operating  and  professional 
proiilems  of  the  Patent  Office.  Necessarily,  for  the  specifics  involved  in  the  han- 
dling of  financial  and  other  administrative  details  of  Patent  Office  operations. 
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I  relied  to  a  considerable  extent  on  my  able  and  experienced  Assistant  Com- 
missioner for  Administration  wlio  joined  tlie  Patent  Office  from  anotlier  asoncy 
in  Jannary  of  1972.  Nor  can  I  claim  to  have  mastered  the  special  terminology 
employed  in  governmental  circles  to  such  an  extent  as  to  enable  me  to  use, 
with  certainty  and  precision,  the  terms  which  might  be  employed  by  others  to 
describe  particular  transactions  and  events  relating  to  financial  transactions  of 
the  Patent  Office  and  the  Department  of  Commerce. 

Having  said  that,  let  me  be  as  direct  and  specific  as  I  can. 

I  twice  encountered  the  practice  which  I  can  best  describe  in  general  terras 
as  follows.  Toward  the  end  of  fiscal  year  P.)72.  and  again  toward  the  end  of 
fiscal  year  1973,  the  Patent  Office  was  necessarily  engaged  in  close  and  careful 
monitoring  of  the  payments  it  made  and  obligations  it  incurred,  in  order  to 
achieve  the  dual  objectives  of  fully  utilizing  all  resources  made  available  to  it, 
while  at  the  same  time  insuring  against  exceeding  its  funds  or  authorizations. 
Toward  the  end  of  each  of  these  two  fiscal  years,  I  recall  being  informed  that, 
on  orders  originating  with  the  Department  of  Commerce,  portions  of  our  then- 
remaining  funds  were  literally  transferred  to,  or  appropriated  by,  the  Depart- 
ment of  Commerce  for  its  use  for  non-Patent  Office  purposes.  AYhile  I  cannot 
state  the  exact  sums  involved,  it  is  my  recollection  that  in  each  case  they  were 
substantial.  Beyond  the  question  of  the  amounts  themselves  I  was,  and  remain, 
c(>nsideral)ly  disturl)ed  by  the  manner  in  which  these  transfers  were  effected, 
and  l)y  the  (juestions  of  principle  involved. 

The  same  general  kind  of  experience  was  also  encountered  in  other  instances 
which  did  not  involve  the  transfer  of  Patent  Office  funds  as  such,  but  rather 
the  utilization,  at  the  direction  of  the  Department  of  Commerce,  of  Patent 
Office  personnel  and  facilities  in  pursuit  of  non-Patent  OfBce  objectives. 

Several  examples  come  to  mind.  During  my  tenure  as  Commissioner,  the 
Administration  launched  a  program,  involving  the  Department  of  Commerce 
and  other  governmental  units,  to  study  and  improve  the  policies  and  tech- 
niques involved  in  the  development  and  commercial  utilization  of  new  technol- 
ogy. In  part,  tiiis  included  the  so-called  ETIP  program.  The  Patent  Office  was 
called  upon  to  participate  in  this  effort,  and  made  significant  contributions  of 
the  time  and  skills  of  some  of  its  key  i)ersonnel. 

A  second  example  concerns  the  effort  to  develop  an  improved  Government 
I'atent  Policy.  This  also  involved  similar  requests  involvement  and  Patent 
Office  contributions.  One  specific  aspect  of  this  matter  concerned  the  activities 
of  the  interagency  committee  on  Government  Patent  policy,  chaired  by  the 
Assistant  .Secretary  for  Science  and  Technology. 

A  third  example  concerns  the  development  of  a  program  relationg  to  '"Tech- 
nology Assessment  and  Forecast".  This  effort  was  incubated  and  hatched  in 
the  Patent  Office  prior  to  the  time  I  became  Commissioner.  It  was  continued 
and  expanded  thereafter  within  the  Department  of  Commerce,  under  the  super- 
vision and  control  of  the  Assistant  Secretary  for  Science  and  Technology,  and 
an  "Office  of  Technology  Assessment  and  Forecast"  was  established  within  the 
Department  of  Commerce.  Its  director  was,  and  I  believe  still  is,  a  Grade  17 
employee  of  the  Patent  Office.  At  the  time  I  left  the  Patent  Office,  he  was  con- 
tiiuiing  to  devote  full  time  and  attention  to  that  activity,  which  was  of  great 
interest  to  the  Secretary  and  to  the  Assistant  Secretary  for  Science  and  Tech- 
nology. This  program  is  lased  up(/u  data  derived  from  Patent  Office  records; 
and  the  substantial  effort  involved  in  extracting,  compiling  and  utilizing  this 
information  has  been  largely  provided  by  Patent  Examiners  and  oilier  highly 
qnaUlied  personiicl  on  the  staff  and  payroll  of  fiie  Patent  Office. 

The  initial  publication  of  the  Office  of  Technology  Assessment  and  Forecast 
was  issued  in  the  Spring  of  1973.  The  "Introduction"  stated  that  it  resulted 
"from  a  recently  instituted  Commerce  Department  Technology  Assessment  and 
Forecast  Program.  This  program,  established  under  the  Office  of  the  Assistant 
Secretary  for  Science  and  Technology,  constitutes  a  new  information  source 
for  business  and  industry."  The  publication  does  not  purport  to  be  a  Patent 
Office  report,  nor  is  the  program  represented  as  being  a  Patent  Office  program. 

By  reference  to  these  several  examples.  I  do  not  intend  to  cpiestion  the 
desirability  or  the  importance  of  such  activities  as  they  represent,  nor  to  (pies- 
tlou  whether  such  activities  represent  proper  matters  of  legitimate  concern  to 
the  Department  of  Commerce,  ily  concern  derives  from  the  fact  that  in  each 
such  instance,  Patent  Office  involvement  in  llie.se  matters  was  dire<;ted  by  the 
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IVpartnifiit  of  romnierce,  drew  upon  Patent  Office  resources,  and  necessarily 
diverted  such  resources  from  the  statutory  duties  with  which  the  Patent  Office 
is  charged  and  in  respect  of  which  it  is  held  accountable. 

As  an  independent  agency,  the  Patent  Office  would  not  be  subject  to  such 
demands  on  its  resources.  As  an  independent  agency,  its  performance  of  any 
such  functions  or  services  would  either  be  appropriately  funded  by  the  Con- 
gress, or  conducted  on  the  basis  of  appropriate  reimbursement.  In  either  case, 
sucli  activities  on  the  part  of  the  Patent  Office — which  might  well  be  in  the 
national  interst,  and  entirely  appropriate  and  desirable — would  not  represent 
an  unauthorized  and  inappropriate  drain  on  the  resources  of  the  Patent  Office, 
prejudicial  to  the  performance  of  its  statutory  duties. 

Finally,  may  I  suggest  that  it  might  be  de.'^irable  to  attempt  to  develop  the 
relevant  facts  with  respect  to  what  I  believe  is  known  as  the  "Secretary's 
Reserve  Fund".  Although  my  personal  knowledge  in  this  regard  is  quite  lim- 
ited, I  believe  I  am  in  position  to  indicate  the  relevancy  of  such  inquiry  to  the 
interests  you  have  expressed. 

With  kind  regards. 
Sincerely, 

Robert  Gottsciialk. 


[The  following  was  ordered  printed  at  this  point  in  the  record :] 

The  Secretary  of  Commerce, 
Washington,  D.C.,  October  2,  1973. 
Hon.  John  L.  McClellax, 
Chairnmn,  Committee  on  Patents, 

Trademarks,  and  Copyrights, 
r..*?.  Senate, 
Washington,  D.C. 

Dear  Mr.  Chairman  :  This  is  in  reply  to  your  letter  of  September  19.  1973, 
regarding  certain  allegations  made  by  Mr.  Robert  Gottsciialk,  former  Conunis- 
sioner  of  Patents,  during  the  hearing  l)efore  your  Senate  Subcommittee  on  Pat- 
ents, Trademarks,  and  Copyrights  on  Septemlier  14.  1973. 

The  first  of  these  allegations  concerned  diversion  to  other  purposes  within 
the  Department  of  "substantial  sums  of  money"  from  funds  appropriated  to 
the  I'atent  Office.  A  thorough  review  of  our  records  for  the  period  Mr.  Gotts- 
ciialk was  associated  with  the  Patent  Office,  May  1970  to  June  1973,  has  not 
revealed  any  instance  in  which  sultstantial  sums  of  appropriated  Patent  Office 
funds  were  transferred  to  other  Department  of  Commerce  agencies,  for  other 
than  Patent  Office  functions.  Accordingly,  the  only  conceivable  explanation  for 
Mr.  Gottschalk's  charge  is  that  he  imperfectly  understood  the  process  of  budg- 
etary administration  within  the  Department  during  his  tenure  at  the  Patent 
Office  and  misconstrued  both  the  purpose  and  the  use  of  contingency  funds  in 
the  "Secretary's  Reserve."  Since  FY  1972.  each  bureau  within  the  Department 
has  been  required  to  earmark  at  the  outset  1%  of  its  appropriation  for  high 
priority  projects  which  were  not  foreseen  at  the  time  the  budget  was  devel- 
oped and  presented  to  Congress.  Towards  the  end  of  the  fiscal  year,  funding 
not  assigned  to  any  priority  project  is  released  for  the  bureau's  general  use. 
As  you  can  see  in  the  enclosure  all  projects  funded  out  of  amounts  reserved 
from  the  Patent  Office  budget  in  FY  1972  and  FY  1973  were  either  directly 
beneficial  to  the  Patent  Office  or  had  implications  with  re-spect  to  the  patent 
system. 

A  second  allegation  made  by  Mr.  Gottschalk  is  that,  under  the  new  Science 
and  Technology  budget  for  the  Department  instituted  in  FY  1974,  consolidation 
of  the  Patent  Office  appropriation  with  those  of  National  Bureau  of  Standards, 
the  National  Technical  Information  Service,  and  the  Office  of  Telecommuni- 
cations will  be  used  as  a  means  of  diverting  Patent  Office  funds  to  other  Sci- 
ence and  Technology  accounts.  I  can  assure  you  that  to  date  no  funds  have 
been  diverted  from  the  Patent  Office  as  a  result  of  this  consolidation,  n(ir 
would    I   permit   any    unauthorized   transfer   to   occur.   I   might   add   that   Mr. 
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Gottschalk  can  certainly  hare  no  basis  of  experience  or  observation  on  which 
to  justify  the  apprehension  he  expresses  in  this  connection,  since  tlie  f^onsoli- 
dated  Science  and  Technology  appropriation  did  not  become  effective  until  July 
1.  1973,  after  his  departure. 

Mr.  Gottschalk  again  raised  the  matter  of  his  resignation  as  Commissioner.  I 
fully  endorse  the  response  General  Counsel  Bakke  gave  to  Senator  Hart's  ques- 
tion on  this  subject  in  the  course  of  the  hearing  on  Sei)tember  12,  i)rior  to  Mr. 
Gottschalk's  appearance.  However,  in  light  of  the  fact  that  Mr.  Gottschalk  sub- 
seipiently  sought  an  audience  before  the  Subcommittee  in  which  he  once  again 
aired  his  alleged  grievance.  I  believe  some  brief  further  comment  may  serve  to 
place  the  matter  in  proper  context.  As  you  know.  Presidential  appointees  in 
the  Executive  I)ranch  serve  at  the  pleasure  of  the  President  and,  by  extension, 
the  pleasure  of  the  appointee's  immediate  superior.  Accordingly,  it  is  tacitly 
understood  when  one  accepts  a  Presidential  appointment  that  his  resignation 
may  be  requested  at  any  time.  It  is  also  tacitly  understood,  given  the  dignity 
of  such  positions,  that  when  one's  resignation  is  requested,  the  request  is  to  be 
honored  without  quibble.  In  this  instance,  Mr.  Gottschalk's  resignation  was 
re(iuested  and  he  complied. 

I  should  also  like  to  comment  on  Mr.  Gottschalk's  allegation  concerning 
•"improper  influence"  over  Patent  Office  matters  during  his  tenure  as  Commis- 
sioner. That  charge  is  unfcmnded.  In  this  connection,  a  clear  distinction  must 
)»e  made  between  day-to-day  operations,  which  are  properly  the  province  of  the 
Commissioner,  and,  on  the  other  hand,  policy  matters  for  which  I,  as  Secretary 
of  Commerce,  have  ultimate  authority  and  responsibility  under  35  U.S.C.  3,  6 
and  Reorganization  Plan  Xo.  5  of  ID.jO.  I  consider  departmental  participation 
in  or  review  of  broad  policy  decisions,  including  those  having  actual  or  poten- 
tial wide  Impact  on  the  application  or  interpretation  of  the  patent  laws,  an 
appropriate  and  necessary  exercise  of  my  responsibilities  with  respect  to  activ- 
ities of  the  Patent  Office.  Indeed,  it  is  my  view  that  the  Department  would  be 
derelict  in  its  obligations  were  there  not  to  be  such  policy  involvement  l)y 
senior  officials. 

If  I  can  be  of  any  further  service  to  you  or  your  Committee  on  this  matter, 
plea.se  do  not  hesitate  to  call  upon  me. 
Sincerely, 

(S)     JoHX  K.   Tabor, 
Acting  Secretary  of  Commerce. 

Enclosure. 
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DEPARTMENT  OF  COMMERCE 
Secretary's  Reserve — Detail  of  Patent  Office  Account 

FISCAL  year  1973 

Amount  reserved  July  1,  1972 $6G3,  000 

Projects  assessed  against  reserve: 

Competitive  assessment  study  of  tire  and  aerospace  industries.  _  —20,  000 
The  study  determined  international  technological  activity  in  these 

industries  and  can  be  related  to  Patent  jiata  in  order  to  more 

adequately  assess  its  meaning  for  American  industry. 

Amount  returned  for  use  by  Patent  Office  May  2,  1973 643,  000 

FISCAL  tear  1972 

Amount  reserved  July  1,  1971 593,  000 

Projects  assessed  against  reserve: 

Study  of  multi-national  corporations —  60,  000 

The  study  provided  information  on  met  hoes  of  transfer  of  tech- 
nology as  it  affects  international  trade.  This  information  is  useful 
in  determining  how  international  ])atent  agreements  should  be 
designed  and  the  impact  of  foreign  patent  tiling  in  the  United 
States. 
Price,  Waterhouse  study  to  design  production  control  system 

for  Patent  Office "_ —265,  000 

This  two  phase  study  was  of  direct  benefit  to  the  Patent  Office,  and 
resulted  in  the  implementation  of  PALM  II,  the  present  auto- 
mated production  control  program  f)f  the  Patent  Office. 
Key  punch  and  personnel  financing  training —8,  000 

Upgraded  training  of  personnel  in  processing  and  finance  divisions 
of  the  Patent  Office. 
Departmental     executive     ADP     program     and     management 

training —11,  000 

Upgraded  key  ADP  jiersonnel  of  the  Patent  Office. 

Development  of  criteria  a,nd  methodology  to  screen  Government 

held  patents  for  commercial  jiotential —  75,  000 

Part  of  funding  used  to  support  initial  Battelle  Institute  studies  of 
Government  Owned  Patents  in  response  to  March  17,  1972, 
Science  and  Technology  Message  of  the  President.  The  studies 
resulted  in  the  Government  Owned  Patent  Promotion  program 
of  the  Science  and  Technology  area. 

Technology  assessment  and  forecasting  using  patent  data,  sys- 
tems design,  programming,  processing  and  analysis —99,  000 

In  response  to  a  request  from  Secretary  Peterson,  an  office  was 
set  up  in  the  Patent  Office  to  assess  trends  in  technological 
activity  as  shown  by  Patent  data.  The  results  of  these  studies 
are  to  be  published  in  semi-annual  reports. 

Total,  All  Projects —$518,  000 

Amount  Returned  to  the  Patent  Ofl^ce  June  30,  1972 75,  000 

Mr.  Brennan.  Prof.  John  Stednian. 

Senator  Hart.  Professor,  would  j-oii  identify  j'oiirself  for  the 
record  please  ? 

STATEMENT  OF  PROFESSOR  JOHN  C.  STEDMAN 

Mr.  Stedman.  My  name  is  John  Stedman  and  I  am  professor  of 
law  at  the  University  of  Wisconsin  where  I  have  been  teachino;  for 
many  years.  One  of  the  areas  in  which  I  have  spent  considerable 
time  and  given  considerable  attention  has  been  the  area  of  patent 
law  and  intellectual  j^roperty.  In  this  connection  I  have  been  con- 
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cerned  about  both  the  o;o()d  points  and  tlie  shortcomings  of  tlie 
patent  system  and  eqiiall}'  concerned  witli  the  possible  ways  in 
which  the  system  can  be  improved.  For  those  reasons,  I  welcome  the 
opportunity  to  appear  here  today. 

Senator  Hart.  I  shoukl  confess  on  the  record  tb  \t  we  miss  your 
continued  presence  upon  the  staff  of  the  subcommittee  so  we  use  any 
occasion  that  we  can  lay  hands  on  to  get  you  back. 

Mr.  Stedman.  I  must  say  that  the  peiiods  that  I  spent  with  the 
committee  were  some  of  the  more  enjoyable  ones  of  my  entire  expe- 
rience. I  equally  enjoy  appearing  as  a  witness. 

Mr.  Brexxax.  You  have  a  prepared  statement.  Would  you  like  to 
ha\e  that  printed  in  the  record  at  this  point  '^ 

Senator  Hart.  It  will  be  printed  in  full  at  the  appropriate  place. 

Mr.  Stedmax.  I  have  submitted  a  })repared  statement  which  I 
believe  you  have  copies  of.  In  the  interest  of  time  and  of  expedition 
I  will  simply  attempt  here  this  morning  to  sunmiarizo  it  rather 
briefly  and  supplement  it  with  some  brief  comments  if  this  meets 
with  the  approval  of  the  committee? 

Senator  Hart.  It  does. 

Mr.  Si'EDMAX.  In  approaching  the  bill,  S.  1821,  I  have  done  so  on 
the  assumption  that  two  important  principles  are  involved  here. 
Pi'inciplos  that  I  believe  the  subconnnittee  will  agree  to  from  the 
very  fact  that  they  have  introduced  S.  1821.  These  are,  one,  that  the 
patent  system  is  a  system  that  is  worth  retaining  and,  two,  that  it  is 
a  system  that  is  in  quite  serious  need  of  some  fixing  up.  I  don't 
believe  I  need  to  belabor  the  first  ])oint.  We  have  had  a  patent 
system  in  this  country  for  almost  200  years — from  the  beginning  of 
the  Nation  almost — and,  as  far  as  I  know,  with  the  exception  of  a 
few  occasional  dissidents,  no  one  seriously  suggests  throwing  it  out. 

The  matter  of  fixing  it  up  is  somewhat  more  complex.  It  is  neces- 
sai-y,  first,  that  we  ask  just  what  is  wrong  with  the  system.  Then,  for 
the  jnirposes  of  these  hearings,  the  question  becomes,  will  the  pro- 
posals that  are  the  subject  of  the  present  hearings  serve  to  put  the 
system  in  shape  ? 

The  pi'oblems  of  the  patent  system  are  several.  Some  basic  changes 
have  occurred  in  our  whole  technological  structure.  The  subcommit- 
tee itself  stated  these  well  back  in  1956  when  it  made  the  following 
comment  in  its  annual  report : 

Tlie  industrial  and  technolosical  economy  of  today  hears  little  resomhlance 
to  that  of  yesterday.  The  relatively  simple,  easily  understood  and  inexpensive 
inventions  have  jjiven  way  to  highly  complex  inventions  that  require  extensive 
scientific  training  to  understand  and  substantial  experimentation  and  capital 
to  develop  and  perfect.  The  garret,  garage,  or  basement  inventor  to  a  marked 
extent  has  given  way  to  the  laboratory  technician  who  is  both  scientifically 
trained  and  versed  in  the  latest  techniijues  of  experimentation  and  invention. 
The  independent  "lone  wolf"  inventor  lias  given  way  to  the  coordinated  group 
activity  of  the  research  laboratory. 

It  becomes  necessary,  of  course,  for  the  system  to  respond  to  some 
of  these  rather  fundamental  changes,  but  even  taking  the  system  as 
it  has  traditionally  existed,  there  are  certain  shortcomings  that  are 
crying  for  coirection. 

As  I  see  it,  these  are  five  in  number.  One  is  the  question  of  uncer- 
tainty as  to  what  you  have  when  you  get  a  patent.  After  all  the  pro- 
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coedin^rs  in  the  Patent  Office,  one  still  remains  completel}^  uncertain 
as  to  whethcT-  his  initent  is  valid  or  not.  The  second  is  the  delay  that 
has  characterized  patent  procedures,  both  in  obtaining  the  patents 
and  in  litipitinof  and  settling  controversies  concerning:  them.  Third, 
has  been  the  cost  of  the  patent  system,  both  in  terms  of  obtaining 
patents  and  in  terms  of  the  cost  of  litigation — especially  the  latter. 
Fourth,  has  been  the  inflexibility  that  has  characterized  the  patent 
system:  vre  are  dealing  with  a  system  in  which  contributions  may 
vary  but  in  which  only  one  single  reward  is  given  once  it  has  been 
determined  tliat  a  person  has  indeed  made  a  substantial  contribution. 
The  fifth  shortcoming  is  the  nonharmonization  of  our  patent  system 
with  other  patent  systems  of  the  world.  This  is  a  matter  of  special 
concern  at  a  time  when  more  and  more  international  technological 
exchange  is  occurring  and  when  serious  efforts  are  being  made  to 
achieve  a  considerable  amount  of  international  cooperation. 

What  I  vrant  to  examine  hei'c  are  the  specific  proposals  that  are 
before  this  subcommittee  and  to  examine  them  in  terms  of  their 
merits  and  sliortcomings  in  dealing  with  these  fundamental  prob- 
lems that  confront  the  patent  s^'stem. 

Five  m.atters  are  the  snbiect  of  discnssio}!  here:  One.  opposition 
proceedings  and  related  matters;  two,  the  establishment  of  a  public 
counsel  iji  the  Patent  Office  (one  and  two  deal  with  the  problem  of 
uncertainty  as  to  validity  that  I  have  mentioned)  ;  three,  a  deferred 
examination  ]>rocedure:  four,  maintenance  fees  (three  and  four 
involve  the  problems  of  cost  and  delaj^)  ;  and  finally  the  matter  of 
setting  the  Patent  Office  up  as  a  se]5ai-ate  agency,  a  proposal  which 
is  designed  to  make  the  system  operate  more  independently  and 
effectively  than  it  has  in  the  past. 

You  will  note  that  two  elements  that  I  hava  suggested  as  prob- 
lems, have  been  left  out.  One  is  the  matter  of  harmonization.  S.  13'21 
does  not  address  itself  to  that  particular  problem,  and  probably  this 
is  just  as  well.  In  retrospect,  it  may  be  that  some  of  the  diffi.culties 
the  Piesidential  Commission  Report  ran  into  arose  because  the  Com- 
mission was  trying  to  key  the  American  system  to  the  international 
sj^stem  and  this  opened  the  way  for  the  contention  that  what  we 
were  doing  was  selling  our  own  good  system  down  the  river.  So 
there  is  probably  much  to  be  said  for  saying. 

Let's  jret  our  own  system  in  shape  first  and  then  see  liow  we  can  work  our 
system  into  the  international  pictiu-e. 

The  other  matter  that  is  not  really  dealt  with  by  S.  1321  is  this 
question  of  inflexibility  that  I  referred  to.  This  omission  is  a  more 
serious  mattei-  and  one  I  will  discuss  briefly  in  connection  with  both 
the  opposition  and  public  counsel  proceedings. 

Oj>pos-/'fw?i  prorredhuffi.  T.et  me  turn  now  to  the  individual  pro- 
posals that  ai-e  before  the  committeee,  starting  Avith  the  opposition 
ju-oceedings.  There  is  no  point  in  my  attempting  to  summarize  the 
provisions  of  the  bill.  "We  are  all  aware  of  what  it  provides.  So  T 
will  limit  my  comments  to  my  reactions  and  any  suggestions  I  may 
have. 

Let  me  stait  by  saying  that  T  feel  that  the  opposition  proceeding 
is  long  overdue.  Other  countries  have  had  it  for  years.  Granting  that 
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opposition  proceedings  pose  some  problems  at  times,  as  far  as  I 
know  no  comitry  that  has  such  a  proceeding  shoAvs  the  least  disposi- 
tion to  abandon  it.  Our  own  experience — and  there  has  been  ample 
testimony  here  during  these  hearings  as  well  as  in  other  instances — 
indicates  clearly  that  the  ex  parte  procedure  simply  will  not  work 
satisfactorily.  The  Patent  Office  examiner  simply  cannot  do  the  job 
alone.  He  needs  help.  Tliere  are  three  places  Avhere  he  can  go  for  it. 
He  can  go  to  the  applicant,  and  there  are  provisions  in  S.  1321 
vrhich  require  that  the  applicant  give  him  far  more  assistance  than 
he  has  given  in  the  past.  Those  Avho  are  working  with  the  applicant, 
including  his  attorney,  must  also  give  assistance  in  the  form  of 
briefs,  disclosures,  and  so  forth.  Second,  the  examiner  can  go  to 
inside  help.  This  is  what  is  contemplated  in  the  public  counsel  pro- 
posal that  I  will  discuss  next.  The  third  soui'ce  to  which  he  can  look 
is  the  outside  third  party,  and  this  is  what  the  opposition  proceed- 
ing is  all  about. 

The  probabilities,  I  suspect,  are  that  an  adequately  operating 
opposition  proceeding  is  likely  to  prove  the  most  effective.  There  is 
nothing  like  self-interest,  after  all,  to  push  a  person  into  doing  the 
best  possible  sort  of  a  job  in  pressing  a  case,  and  it  is  the  self-inter- 
ested individual  that  is  the  most  likely  to  appear  in  an  opposition 
proceeding. 

Two  additional  points  are  worth  noting  in  connection  with  the 
opposition  proceeding.  The  mere  existence  of  an  opposition  proceed- 
ing is  going  to  ])ut  both  the  pi'imary  examiner  and  the  applicant  on 
their  mettle  to  do  the  best  job  they  possibly  can.  If  they  know  that 
within  a  very  short  time  after  the  applicant's  disclosures  and  the 
examiner's  search,  the  matter  is  going  to  become  a  public  record  and 
opportunity  will  arise  for  third  parties  to  come  in  and  show  where 
such  disclosures  were  inadequate  or  such  searches  were  inadequate, 
this  is  certainly  going  to  force  them,  if  they  were  at  all  disposed 
otherwise,  to  do  the  best  possible  and  most  thorough  job  that  they 
can. 

A  second  factor  to  consider  in  connection  with  the  opposition  pro- 
ceeding, is  the  probable  salutary  effect  upon  the  courts.  At  present, 
the  presumption  of  validity  which  is  formally  on  the  books,  is 
almost  nonexistent  and  probably  for  good  reason.  The  courts  have 
had  before  them  too  many  instances  in  which  it  was  quite  clear  that 
there  was  no  justification  for  presuming  that  a  particular  patent  was 
valid.  Courts  have  traditionally  been  unwilling  to  accord  extensive 
presumptions  in  favor  of  an  agency  where  they  have  not  had  confi- 
dence in  the  operations  of  that  agency.  The  existence  of  an  opposi- 
tion piocedure,  especially  if  the  opposition  occurs  but  probably,  even 
if  one  does  not  occur,  is  likely  to  result  in  a  shift  in  court  attitudes 
and  enable  us  to  get  away  from  the  disti-essing,  expensive,  complex 
procedures  in  which  the  whole  matter  of  validity  is  tried  all  over 
again  before  a  court.  I  would  be  the  last  to  urge  that  there  be  a 
strong  presumption  if  one  is  not  justified,  but  for  the  reasons  that  I 
have  previously  mentioned,  a  stronger  presumption  would  be  justi- 
fied as  a  result  of  the  opposition  procedure  because  there  would  be 
more  reasons  for  believing  that  a  patent  was  valid  once  it  has  been 
issued. 
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There  are  one  or  two  minor  points  that  I  will  mention  briefly  in 
connection  with  the  opposition  proceeding.  One  is  the  question 
wliether  it  may  be  advisable  to  issue  the  patent  first  and  then  follow 
with  the  opposition.  This  would  prevent  the  kind  of  tieup  and  delay 
that  results  from  a  proti'acted  opposition  proceeding  of  the  type 
Commissioner  Gottschalk  was  talking  about  a  few  moments  ago. 
This  would  seem  especially  relevant  if  a  patent  is  to  run  from  the 
date  of  application,  as  is  "proposed  by  S.  1321,  instead  of  from  the 
date  of  issuance. 

Second,  is  the  question  whether  there  should  be  a  time  limit  on  the 
opposition.  It  is  frequently  proposed  that  one  speak  up  within  a 
gi\en  period  of  time  or  fore\-er  hold  his  peace.  The  suggestion  seems 
to  me  a  rather  doubtful  one.  There  may  be  various  reasons — lack  of 
motivation,  lack  of  information,  or  lack  of  resources — which  may 
make  it  impossible  for  one  to  institute  an  opposition  proceeding 
within  a  given  time.  It  would  seem  that,  if  it  is  desirable  to  permit 
this  procedure  before  the  Patent^ Office  v.ithin  a  period  of  3  months, 
then  it  should  be  desirable  within  4  months;  if  within  3  years,  then 
it  should  be  desirable  within  4  years.  At  the  same  time  the  commit- 
tee might  appropriately  give  some  thought  to  developing  means  to 
encourage  opposei-s  to  come  in  as  fully  and  as  promptly  as  possible 
since  this  Avould  be  desirable  in  the  public  interest. 

Finally,  I  raise  the  question  whether  the  opposer  should  be  per- 
mitted, at  least  at  this  point,  to  become  a  party.  Here  again,  some  of 
the  difficulties  of  the  foreign  systems  have  been  the  protracted,  cum- 
bersome proceedings  that  result  from  an  opposition  which  frustrates 
rather  than  promotes  the  operation  of  the  patent  system.  It  may 
turn  out  eventually  that  the  procedure  is  not  meaningful  unless  one 
is  permitted  to  become  a  pai-ty,  but  it  would  seem  wise  to  start  out 
initially  by  permitting  an  opposer  to  submit  information  to  the 
examiner  but  not  permit  him  to  become  a  formal  party  to  the  pro- 
ceeding. 

A  collateral  matter  that  I  might  suggest  is  indicated  in  a  foot- 
note on  page  6  of  mj^  statement.  That  is  the  possibility  of  a  proce- 
dure in  which  courts,  with  litigation  before  them,  might  at  their 
discretion  submit  evidence  to  the  Patent  Office  for  re-examination 
and  an  expression  of  views  in  the  light  of  newly  discovered  evidence — 
views  which  the  court  would  not  be  bound  to  follow. 

PiihTtc  counsel.  The  second  proposal  is  the  matter  of  a  public 
counsel.  The  public  counsel,  like  the  opposition  proceedings  and  the 
pro\isions  for  patentability  briefs,  disclosures  by  a])plicants  and 
oaths,  is  designed  to  bring  out  as  fully  as  possible  whatever  infor- 
mation the  Patent  Office  ought  to  have,  prior  to  the  time  that  the 
patent  is  granted,  with  respect  to  such  grant. 

The  ]uiblic  counsel,  in  a  sense,  is  playing  the  role  within  the 
Patent  Ofiice  that  a  serious  opposer  would  be  playing  working  from 
outside  in  an  opj^osition  proceeding.  Here  again,  the  efi'ect  would  be 
to  provide  a  needed  balance  to  the  present  one-sided  ex  parte  type  of 
proceeding  and  to  that  extent  contribute  to  the  integrity  of  the 
patent  system. 

I  would  suggest  one  caveat  with  respect  to  the  public  counsel. 
Since  this  is  a  new  proposal,  it  may  be  wise  to  start  out  modestly 
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ratlier  tlian  pvin^!:  pul)lic  counsel  a  niultitnde  of  sweeping;  responsi- 
bilities as  S.  1321  does.  It  might  be  preferable  to  limit  his  responsi- 
bilities to  playing  the  role  of  devil's  advocate  rather  than  having 
him  spread  himself  too  thinly  or  having  him  get  into  a  situation 
where  there  could  be  real  confusion  concerning  his  role,  both  in  his 
own  mind  and  in  the  minds  of  the  patent  office,  the  public,  and  the 
ajjplicant  as  well.  In  suggesting  that  he  not  take  on  the  responsibil- 
ity of  handling  appeals  and  that  sort  of  thing  for  the  Patent  Office, 
1  do  reiterate  that  someone  other  than  the  primary  examiner  should 
have  the  responsibility  of  defending  the  position  that  the  primary 
examiner  has  taken  instead  of  putting  this  additional  burden  on  the 
examiner  who,  after  all,  has  simply  done  his  job  in  a  conscientious 
fashion. 

All  in  all,  what  I  am  suggesting  is  that  the  public  counsel  feature 
is  a  desirable  thing  to  experiment  with,  but  it  is  something  that  per- 
haps one  should  go  slowly  witli  and  feel  one's  way  before  extending 
his  responsibilities  into  broader  areas  than  this  relatively  limited 
role. 

At  this  point  I  do  want  to  make  a  comment  about  the  problem  of 
inflexibility  as  it  exists  in  the  patent  system.  Senator.  My  comment 
relates  both  to  the  opposition  proceeding  and  to  the  public  counsel 
pro])osal.  Both  of  these  proposals  will  be  useful  in  providing  for 
greater  certainty  as  far  as  patents  are  concerned.  They  are  not  going 
to  solve  the  problem  alone.  Part  of  the  difficulty  that  we  have  in  our 
patent  system  is  the  fact  that  both  the  Patent  Office  and  the  courts 
are  faced  with  a  dilemma.  With  only  one  single  reward  available  for 
a  given  novel  contribution,  namely,  a  17-year  exclusive  right  in  the 
invention,  the  decision  maker  often  finds  himself  confronted  with  a 
situation  in  which  an  inventor  has  made  a  substantial  but  not  out- 
standing contribution,  with  the  result  that  granting  a  patent  gives 
him  too  much  and  denying  him  a  patent  gives  him  too  little.  In  this 
situation  there  is  no  room  for  a  right  decision.  As  I  expressed  it  25 
yeai's  ago,  our  patent  grant  is  comparable  to  "a  system  in  which 
evei'v  worker  receives,  say,  $10  a  day,  irrespective  of  whether  he  is  a 
college  graduate  or  an  illiterate,  ca]:)able  of  a  hard  day's  work  or  a 
weakling,  industrious  or  one  who  soldiers  on  the  job." 

Thei'e  are  vai'ious  ways  in  whicli  flexibility  might  be  injected  into 
the  patent  system:  Petty  patents;  patents  of  addition;  possibly  some 
lelaxation,  subject  to  careful  safeguards,  with  respect  to  double  pat- 
enting and  the  introduction  of  new  matter:  and  finally,  some  ways 
of  ])ioviding  more  flexible  remedies  than  mc  have  at  the  present  time 
where  the  whole  thrust  of  relief  is  in  terms  of  an  absolute  injunc- 
tion. It  would  seem  desirable  to  explore  some  of  these  more  fullv 
than  S.  1321  has. 

DEFERRED  EXAMINATION 

The  third  topic  before  the  committee  is  the  matter  of  the  deferred 
examination.  Here,  we  move  from  the  proposals  that  are  designed  to 
enhance  the  integrity  of  a  patent  to  proposals  that  are  procedural 
and  contribute  to  a  reduction  in  cost  and  delay. 

Deferred  examination  has  been  extensively  debated,  pro  and  con, 
for  quite  some  time — ever  since  it  was  introduced  intially  in  the 


396 

Netherlands.  It  has  both  virtues  and  vices  and  this  suggests  that  it 
should  be  explored  sympathetically  and  respectively  but  also  very 
carefully  and  critically.  Its  virtues  are  that  it  avoids  a  long  drawn 
out,  complicated,  expensive,  burdensome  proceeding  in  the  Patent 
Office,  fighting  over  a  patent  which  after  it  has  issued,  may  never 
become  tiie  subject  of  any  kind  of  controversy  in  any  way,  most  fre- 
quently because  no  one  else  is  interested  in  using  the  particular 
invention.  It  would  be  nice  if  all  of  our  inventions  were  the  subject 
of  great  economic  importance  but  the  simple  fact  is  that  they  are 
not.  Yet,  every  patent  must  be  subjected  to  the  examination  proce- 
dure. This  is  burdensome  both  on  tlie  Patent  Office  and  on  the  appli- 
cant. Secondly,  deferred  examination  provides  for  prompt  publica- 
tion and  expeditious  disclosure  and  this,  after  all,  is  in  the  public 
interest.  Third,  it  is  often  urged — although  I  think  this  is  an  unfor- 
tunate emphasis  to  give  it — as  a  means  of  taking  care  of  the  backlog 
that  plagues  the  Patent  Office  not  only  in  this  country  but  in  other 
countries  as  well. 

Having  emphasized  these  good  points,  it  is  important  to  recognize 
some  very  real  dangers.  The  greatest  danger,  of  course,  is  that  we 
end  up  with  a  great  many  inadequately  conceited  and  inadequately 
formulated  patents  or  potential  patents  that  provide  little  useful 
and  no\el  information  and  create  a  multitude  of  actual  and  poten- 
tial barriers  to  freedom  of  use  and  impose  heavy  burdens  of  exami- 
nation, review,  and  possible  litigation.  Secondly — although  I  think 
this  danger  is  less  important  because  patentees  are  likely  to  be  fairly 
sophisticated  about  these  matters — it  may  provide  a  pitfall  for  the 
unsuspecting.  Thirdly,  if  inadequately  administered,  it  could  very 
easily  result  in  a  substantial  increase  in  the  number  of  applications 
and  thus  defeat  the  purpose  of  trying  to  reduce  the  Patent  Office's 
backlog. 

In  light  of  these  concerns,  I  would  suggest,  one,  that  initially  it  is 
important  to  study  the  experience  in  the  Netherlands,  Germany  and 
Japan  and  see  how  the  system  has  worked,  in  order  to  detect  pitfalls 
that  may  exist  and  see  how  we  might  avoid  these.  From  a  proce- 
dural standpoint,  the  important  thing  is  that  the  deferred  examina- 
tion be  administered  in  a  careful  and  responsible  fashion. 

My  second  suggestion  is  to  urge  a  careful  screening  of  applica- 
tions and  an  outright  rejection  of  any  that  are  inadequate  because  of 
inadequate  disclosure,  clear  noninvention,  or  any  other  reason,  and 
further,  to  urge  that  the  Patent  Office  make  at  least  an  initial  prior 
art  review  and  attach  this  to  the  patent  so  that  it  goes  along  with 
the  patent  and  one  has  the  benefit  of  whatever  evaluation  has 
already  been  made  by  the  Patent  Office. 

Thirdly,  it  would  seem  advisable  to  permit  an  applicant  to  Avith- 
draw  his  application  if  he  decides  that  he  does  not  want  it  to  issue  in 
the  deferred  ap])lication  form.  Finally,  the  fees  should  be  carefully 
tailored — and  this  would  call  for  some  doing — in  order  to  provide 
fees  that  would  be  low  enough  to  make  the  deferred  application  pi'o- 
cedure  attractive  to  applicants  and  at  the  same  time  high  enougli  to 
discourage  frivolous,  nuisance-type  applications. 

All  in  all,  if  adequately  and  properly  administered,  the  program 
could  result  in  the  publication  of  deferred  applications  of  sufficient 
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quality  tliat  the  committee  mi<zht  wish  to  consider  the  possibility  of 
having  the  effectiveness  of  the  application  or  of  the  patent  run  from 
the  date  when  it  is  published  as  distinauished  from  the  date  when  it 
is  ultimately  validated,  subject,  of  course,  to  the  patent  being  subse- 
quently validated  before  it  became  enforceable. 

Let '  me  make  two  or  three  minor  comments  concerning  the 
deferred  application.  It  is  worth  noting  that  this  proposal  dovetails 
with  some  of  the  other  proposals  that  seem  to  have  merit.  It  dove- 
tails with  the  opposition  proceeding,  Avith  the  desirability  of  a  low 
initial  fee,  and  with  the  defensive  patenting  procedure  which  has 
been  used  at  times  in  the  past. 

Maintenance  fees.  Now.  we  come  to  the  fourth  i-ecommendation  of 
S.  1321  under  consideration  here,  the  matter  of  maintenance  fees. 
Here  again,  I  think  the  merits  are  fairly  obvious.  ^Maintenance  fees 
make  it  possible  to  keep  intial  fees  low.  This  is  desirable  in  the 
interests  of  stimulating  invention.  Second,  they  provide  a  procedure 
whereby  it  is  possible  to  wash  out  those  patents  that  are  no  longer 
economically  relevant  and  which  would  simply  clutter  up  the  record 
in  terms  of' a  person  looking  to  see  just  what  he  could  do  and  what 
he  could  not  do.  Third,  the  bill  provides  for  a  considerable  amount 
of  flexibility  and  waiver  of  fees.  This  is  a  desirable  feature  both  in 
terms  of  making  it  possible  for  the  less  financially  equipped  appli- 
cants to  make  applications  and  also  in  vieAv  of  the  high  fees  that  are 
proposed  in  S.1321. 

Two  or  three  of  the  fee  provisions  in  S.  1?>21  give  me  concern.  One, 
I  agree  with  the  suggestion  that,  rather  than  a  yearly  fee,  there  be  a 
periodical  fee — perhaps  after  the  third  year  and  then  in  the  succes- 
sive third  years  after  tlie  patent  issues.  Second,  the  fee  that  is  estab- 
lished as  a' minimum  appears  unjustifiably  high.  It  would  discourage 
inventors.  It  would  throw  cold  water  on  the  fire  of  invention  and 
innovation  in  that  it  makes  patenting  an  inordinately  expensive 
proposition.  It  leaves  the  impression  that  the  real  purpose  of  the 
maintenance  fee  is  not  to  provide  a  soundly  administered  operation 
in  which  one  pays  low  fees  at  the  time  when  the  patent  is  the  least 
productive  and  higher  fees  later  when  he  can  afford  to  do  so,  but 
that  the  real  purpose  is  to  find  an  excuse  for  higher  fees.  This,  I 
think,  would  be  unfortunate.  That  brings  me  to  the  third  provision 
with  respect  to  the  fees  that  gives  me  concern,  namely  is  the  pro- 
posal that  the  Patent  Office  should  recoup  from  65  to  75  percent  of 
its  expenses  in  the  form  of  foes.  I  have  always  found  it  difficult  to 
see  any  real  justification  for  this.  If  one  were  to  view  the  patent  as  a 
giveaway;  as  a  grant  by  the  government  of  something  that  a  person 
was  not  really  entitled  to,  that  would  be  a  different  matter.  Presum- 
ably patents  are  granted  because  the  inventor  has  made  a  contribu- 
tion. Tender  those  circumstances,  I  see  no  reason,  since  there  is  a 
public  contribution,  why  the  public  should  not  pay  all  or  at  least 
most  of  the  cost  of  making  the  invention  available.  The  patent 
system  either  is  or  is  not  in  the  public  interest.  If  it  is  not,  we 
should  get  rid  of  it.  If  it  is,  we  should  give  it  the  support  needed  to 
enable  it  to  work  effectively.  When  one  considers  the  total  national 
budget  in  relationship  to  the  trivial  amount,  relatively  speaking, 
that  goes  to  the  Patent  Office,  it  is  hardly  convincing  to  say  that  we 

23-932—74 2G 


398 

can  not  afTord  to  o;ive  adequate  support  to  that  Office.  An  added  con- 
cei-n  in  my  mind  is  the  fact  that  the  very  inclusion  of  a  provision  of 
this  sort  may  streno-then  the  tendency  to  keep  the  Patent  Office 
l)ud<>et  inade(iuate.  We  liave  heai'd  testimony  that  what  is  needed  is 
a  really  well-operatinij:  and  well-supported  Patent  Office.  The  way  to 
«iot  that  is  to  provide  it  with  the  money  and  then  see  that  it  uses 
that  money  in  a  wise  fashion. 

Finally,  here  ajxain.  there  is  a  lonij-standin^i  Eui'opean  experience 
with  respect  to  maintenance  fees  and  it  would  seem  wise  to  examine 
carefully  the  experience  in  these  countries  in  order  to  avoid  any 
shortcominfrs  that  they  may  have  experienced. 

IndepemJent  agency.  We  come  now  to  the  fifth  item  before  the 
committee,  namely  the  matter  of  the  Patent  Office  as  an  independent 
airency.  One  consideration  that  makes  this  desirable  is  that  the 
Patent  Office  has  the  job  of  administerino;  a  law  and  of  granting 
rights  or  not  granting  rights  according  to  the  law.  Typically,  in  our 
system,  we  have  not  left  that  job  to  executive  departments.  We  liave 
left  it  either  to  the  courts  or  to  administrative  airencies  of  the  type 
that  Mr.Browne  was  talking  about  yesterday.  The  other  considera- 
tion, of  course,  is  whether  separation  of  the  Patent  Office  from  the 
Depai-tment  of  Commerce  would  result  in  better  and  more  efficient 
operations.  Would  it  carry  out  its  job  better  than  it  can  under  the 
present  stricture?  I  have  no  particular  knowledge  on  this  and  I 
simply  pass  over  the  question  with  the  observation  that  anything  I 
might  say  at  this  point  following  Commissioner  Gottschalk's  testi- 
mony would  be  gilding  the  lily. 

So  much  for  the  matters  before  the  committee.  T  have  included  in 
my  prepared  statement  comment  on  a  number  of  additional  items, 
some  of  which  struck  me  as  good,  some  of  which  struck  me  as  not  so 
good.  Resrarding  most  of  these,  I  will  simply  refer  you  to  my  pre- 
pared statement. 

There  are  two  items,  however,  that  I  would  like  to  mention 
brieflv.  One  is  the  pi'oposal  to  iret  on  with  the  business  of  mecha- 
nized searching.  This  has  been  a  difficult  problem  and  one  on  which 
little  progress  apparentlv  has  been  made  insofar  as  the  Patent  Office 
is  concerned.  The  traditional  methods  of  searching  that  Commissioner 
Gottschalk  referred  to  are  obviously  essential  until  one  can  find 
some  substitute.  At  the  same  time,  however,  that  we  continue  to  pre- 
serve adequate  searches  through  traditional  methods,  at  the  same 
time  that  we  make  efforts  to  improve  the  classification  system,  it 
would  seem  clear  that  every  effort  should  be  made  to  explore  and 
move  as  fast  as  we  can  into  more  highly  mechanized  procedures, 
provided  this  can  be  done  without  interfering  with  carrying  on  the 
day-to-day  work. 

The  other  provision  that  T  wish  to  mention  is  the  vision  in  section 
lOlfa)  which  would  limit  the  date  of  invention  that  any  ap]ilicant 
could  show  to  1  year  ]n'ior  to  his  date  of  application.  This  has 
always  struck  me  as  a  desirable  compromise  between  the  proposal  to 
take  the  date  of  application  as  the  date  of  invention  and  the  other 
extreme,  to  which  we  go  in  this  country,  in  which  it  is  possible  to  go 
back  for  an  indefinite  and  often  undeterminable  period  of  time  in 
establishing  one's  date  of  invention. 
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This  concludes  my  testimony.  I  wonld  simply  say  in  summation 
that  I  find  mvsclf  favorably  disposed  to  S.  i;^21.  It  has  shortcommos, 
I  Ivuow.  It  has  problems  and  it  has  bugs  in  it.  But  it  represents  in  my 
own  opinion  a  courageous  step  and  an  imaginative  efl'ort  really  to 
come  to  orips  Avith  the  kinds  of  problems  our  patent  system  has  been 
faced  Avith.  It  represents  the  kind  of  an  approach  that  is  necessary  if 
we  are  going  to  restore  the  patent  system  to  what  it  really  should  be. 
Consequently  I  strongly  urge  careful  consideration  of  the  proposals 
contained  in  it. 

The  task  now  is  one  of  refinements,  the  selective  retention  of  those 
features  that  are  meritorious  and  the  rejection  of  those  that  are  bad, 
the  revision  of  those  features  that  are  sound  in  principle  but  need 
fixing  up  in  details,  and  the  further  study  and  exploration  of  those 
that  "may  Avell  have  merit  and  warrant  ultimate  inclusion  but  for 
which  aii  adequate  foundation  has  not  yet  been  laid. 

I  would  end  up  with  one  more  observation  and  that  is  to  point  out 
that  on  the  whole  the  proposals  that  have  been  suggested  here  in  the 
hearings  today  are  things  that  are  worth  trying,  things  that  can  be 
tried  and  then  can  be  scrapped  with  no  serious  or  lasting  damage  to 
the  patent  system  if  it  turns  out  they  are  not  going  to  accomplish 
what  it  is  hoped  they  Avill  accomplish. 

Senator  Hart.  In  your  comment  on  the  deferred  examination 
system,  you  suggested  "the  initial  screening,  preliminary  review  kind 
of  approach.  Others  have  indicated  the  desirability  of  "that  approach 
which  tends,  of  course,  to  avoid  some  of  the  problems  that  the 
administration  and  other  witnesses  have  cautioned  of  could  consti- 
tute abuse  if  you  had  a  clefei-red  svstem.  If  the  law  was  modified  or 
if  this  bill  was  modified  to  include  that  preliminary  procedure,  do 
you  have  anv  Avay  of  estimating  how  much  of  a  saving  would  be 
'made  from  that  kind  of  deferred  system?  Is  there  anything  in  your 
exDerience  to  guide  us  on  that  ? 

Mr.  Stedmax.  I  have  no  way  of  making  a  guess  on  that  at  all.  I 
would  think  the  real  experts  on  that  Avould  be  the  patent  examiners. 
They  should  be  able  to  give  you  some  idea  of  how  much  time  is 
spent  in  the  initial  screening  that  they  customarily  go  through  and 
how  much  is  spent  in  fighting  over  refinements  and  details  and  so 
foi-th  and  so  on. 

Senator  Hart.  I  was  asking  the  staff  what  we  have  been  told  in 
connection  with  that  by  ]Mr.  Dunn  of  the  Patent  Office  and  appar- 
ently Ave  may  get  an  estimate.  Any  questions  ? 
]\ir.  Brexxax.  Xo  questions. 
Mr.  Nash.  No  questions. 
Senator  Hart.  Thank  you  A-ery  much. 
[The  statement  of  John  C.  Stedman  in  full  follows.] 

Statement  on  S.  1.321,  by  John  C.  Stedman 

My  name  is  .lohn  Stodman  and  I  am  Professor  of  Law  at  the  Uni\'ersity  of 
Wisconsin  Law  School.  One  of  my  main  teacliins  snhjects  for  over  thirty  years 
has  been  Patent  Law  and  related  aspects  of  the  Intellectual  Property  field.  In 
this  connection,  I  have  concerned  myself  with  both  the  virtues  and  shortcom- 
ings of  the  patent  system  and  with  possible  means  of  improA-ing  its  operation. 
We  have  had  a  patent  system  in  this  country  for  almost  200  years,  virtually 
from  the  beginning  of  our  nation,  and  its  roots  in  Europe  go  back  even  fur- 
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ther.  It  is  a  system  tliat  has  served  us  less  than  perfectly,  but  it  is  neverthe- 
less a  system  that  has  served  us  well.  Consequently,  it  behooves  us  to  ask,  not 
whether  it  should  be  thrown  out  and  not  whether  it  should  be  taken  as  the 
be-all  and  end-all  of  ultimate  wisdom,  but  whether  it  can  be  revised  and 
shored  up  to  the  end  that  it  may  l)etter  perform  its  function  in  the  light  of 
modern  conditions.  It  is  with  these  concerns  in  mind  that  I  approach  S.  1321. 
One  hears  frequently  the  conmient  from  l)oth  the  proponents  and  the  oppo- 
nents of  the  patent  system  that  the  conditions  and  methods  of  invention  have 
changed  greatly  since  the  patent  system  was  created;  that  tlie  emphasis  on  the 
individual  inventor  has  given  way  to  the  cooperative  research  of  the  industrial 
and  governmental  laboratory ;  that  the  complete  self-containing  invention  of 
the  ■•snapshot''  type,  springing  full  armed  from  the  head  of  Jove,  so  to  speak, 
has  given  way  to  the  continuing  process  of  development  in  which  each  individ- 
ual step  is  comparable  to  a  single  frame  in  a  movie  film  strip ;  and  that  pri- 
mary reliance  upon  the  stimulus  of  private  competitive  gain — to  which  the 
patent  system  is  inextricably  keyed — has  given  way  to  Government  support 
and  subsidy.  This  Subcommittee  expressed  it  well  in  1956  when  it  said  (Sen. 
Rept.  No.  1464,  84th  Cong.,  p.  15)  : 

".    .    .    the   industrial   and    technological    economy    of   today    bears    little 

resemblance  to  that  of  yesterday.  The  relatively  simple,  ea.sily  understood 

and  inexpensive  inventions  have  given   way   to  highly   complex  inventions 

that   require   extensive   scientific   training   to   understand   and   substantial 

experimentation  and  capital  to  develop  and  perfect.  The  garret,  garage,  or 

basement  inventor  to  a  marked  extent  has  given  way   ro  the  laboratory 

technician  who  is  both  scientitically  trained  and  versed  in  the  latest  tech- 

ni(iues    of    experimentation    and    invention.    The    independent    'lone    wolf 

inventor  has  given  way  to  the  coordinated  group  activity  of  the  research 

lal»oratory." 

Granted  the  truth  of  these  observations,  it  does  not  follow  that  the  patent 

system  is  outmoded.  As  the  saying  goes,   "The  more  things  change,  the  more 

they  remain  the  same."  Changing  circumstances  do.  however,  suggest  the  need 

for  close  reexamination  to  see  whether  corresponding  changes  in  the  system 

are  needed  to  make  it  work  better.  And  that,  as  I  understand  it,  is  what  S. 

1321  is  all  about. 

Let  me  turn  without  further  ado  to  the  problems  that  currently  beset  the 
patent  system  and  the  provisions  of  S.  1321  that  are  proposed  as  a  means  of 
coping  with  these  proldems — or,  more  specifically,  to  those  particular  changes 
to  which  the  present  hearings  are  addressed — and  then  ask  whetlier  these  pro- 
posals offer  tenable  and  viable  solutions. 

S.  1321,  as  I  read  it,  has  both  good  and  bad  points.  On  the  plus  side,  speak- 
ing generally,  it  attempts  in  a  number  of  respects  to  come  to  grips  with  some 
of  the  more  serious  prol)lems  that  beset  the  patent  system,  and  provides  solu- 
tions for  some  of  these  problems  or  at  least  a  g(»od  starting  point  for  arriving 
at  solutions.  In  doing  so,  it  avoids  some  of  the  inadequacies  and  shortcomings 
of  the  predecessor  revision  bills  that  followed  the  Report  of  the  Presidential 
Commission.  On  the  negative  side,  its  shortcomings,  as  I  see  it,  are  three-fold  : 
One.  in  certain  respects  it  seems  to  impose  unwarranted  and  unnecessary  bur- 
dens on  patent  applicants  and  patentees.  Two,  certain  proposals,  although  they 
may  ultimately  prove  meritorious,  seem  sufficiently  uncertain  in  their  effects  as 
to  call  for  more  thorough  investigation  and  research  into  their  impact  before 
pushing  ahead  with  legislation.  Three,  even  with  all  the  new  features  con- 
tained in  the  l)ill,  it  lacks  certain  additions  that  could  contribute  considerably 
to  the  workings  of  the  system. 

In  the  remainder  of  my  testimony,  I  will  attempt  to  spell  out  the  basis  for 
these  observations. 

The  first  step,  obviously,  is  to  ask  what  are  the  problems  of  the  patent 
system.  Uy-iiassing  the  problems  that  stem  from  the  basic  changes  previously 
mentioned,  five  main  problems  exist,  as  I  see  it,  even  taking  the  system  in  its 
traditional  operation.  One  is  the  failure  of  the  system  to  i)rovide  the  jjatent 
holder  with  firm  assurance  that  the  patent  issued  to  him  will  ultimately  stand 
up.  The  second  is  the  delay  in  processing  one's  claim  to  patent  rights,  both  at 
the  application  stage  and  in  later  litigation.  The  third  is  the  cost  that  attends 
these  proceedings,  again,  at  both  the  application  and  prosecution  stages — espe- 
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cially  the  latter.  A  fourth  prohlem  is  the  arbitrariness  and  inflexibility  of  an 
'invention"  or  "non-obviousness"  test  wliieh  draws  a  sliarp  line  between 
"reward"  and  "no  reward"  instead  of  recognizing  that  gradations  exist  in  the 
creative  process,  and  tliat  there  is  need  for  a  form  of  reward  that  is  better 
keyed  to  the  level  of  ingenuity — what  the  patent  author,  Emerson  Stringliani, 
used  to  refer  to  as  "inventiv-level."  Tliis  is  closely  tied  to  the  lirst  i)roblcm  of 
uncertain  validity  and  will  l)e  discussed  as  part  of  that  issue.  The  fifth  prob- 
lem is  the  need  for  international  harmonization,  a  need  that  becomes  more 
insistent  as  international  transacti(ms  expand  and  the  movement  toward  inter- 
national procedural  cooperation  gains  strength.  This  problem,  I  pass  over  inas- 
much as  S.  i;J21.  in  contrast  to  the  original  Commission  Report  and  initial  leg- 
islative proposals,  gives  it  no  serious  attention. 

Let  me  turn  now  to  the  live  specific  features  of  S.  1321  that,  I  understand, 
are  the  central  subjects  of  the  present  hearing,  and  discuss  them  in  the  light 
of  the  major  problems  of  uncertainty,  delay  and  expense  that  I  have  men- 
tioned. These  five  features  involve  ( 1 )  opposition  proceedings  and  related 
means  of  bringing  to  Patent  Office  attention  evidence  relating  to  validity  and 
especially  evidence  concerning  prior  art;  (2)  the  establishment  of  a  Public 
Counsel  in  the  I'ateut  Office;  (3)  a  deferred  examination  procedure;  (4)  main- 
tenance fees;  and   (5)  creation  of  the  Patent  Office  as  an  independent  agency. 

1.    OPPOSITION     PEOCEEDINGS 

Section  135  of  S.  1321  provides  for  an  opposition  proceeding  whereunder  any 
person  may  submit  to  the  Patent  Office  evidence  bearing  upon  the  patenta!)ility 
of  a  claimed  invention.  Thereupon,  the  examiner  shall  reexamine  the  applica- 
ti(m  and  the  question  of  patentability  in  the  light  of  the  evidence  thus  submit- 
ted. As  written,  section  135  permits  the  opposer  to  remain  unidentified  or  to 
become  a  party  at  his  election,  and  permits  him  to  submit  any  information 
l)earing  upon  patentability  without  limiting  him  to  specific  categories  of  evi- 
dence such  as  printed  publications  or  issued  patents.  Opposition  must  be  insti- 
tuted after  publication  of  the  application  pursuant  to  section  122,  but  prior  to 
notice  of  allowance  of  the  patent.  Section  13S  provides  that  an  opposer  shall 
not  be  estopped,  as  a  result  of  his  action,  in  subsequent  court  proceedings. 

An  opposition  proceeding  of  some  sort  is  long  overdue  in  our  law.  Other 
countries  have  had  it  for  decades  and  presumably  find  it  desirable,  on  balance, 
since  there  appears  to  be  no  disposition  to  do  away  with  it,  as  far  as  I  am 
aware.  Experience  has  demonstrated  that  the  ex  parte  examination  procedure 
to  which  we  have  been  dedicated  simply  does  not  work.  The  large  number  and 
proportion  of  issued  patents  that  are  subsequently  invalidated  through  court 
proceedings  is  ample  testimony  to  this  fact.  Procedures  that  permit  the  issu- 
ance of  patent  after  patent  that  never  should  have  issued  are  unfair  to  the 
public,  unfair  to  would-be  users  of  the  technology  in  question,  and  unfair  to 
the  patentee  himself.  It  is  inefficient,  expensive  and  discrediting  to  the  patent 
system  as  an  institution.  Nor,  as  a  realistic  matter,  does  there  appear  much 
chance  of  the  situation  improving  as  long  as  we  persist  in  a  purely  ex  parte 
procedure.  The  Patent  Office  examiner  cannot  do  the  job  alone.  He  must  have 
some  help  in  reviewing  the  application  and  the  relevant  prior  art.  This  help 
can  come  from  the  patentee  himself,  in  the  form  of  the  patentaiiility  brief  and 
other  obligations  of  disclosure,  as  provided  in  sections  112,  115  and  131.  It  can 
come  from  specially-appointed  officials  who  are  charged  with  responsibility  for 
critically  reviewing  applications  in  the  light  of  relevant  prior  art,  such  as  the 
Public  Counsel  provided  for  by  section  3(.d)  and  which  I  will  discuss  later. 
Both  of  these  innovations  should  prove  helpful.  The  most  effective  help,  how- 
ever, is  likely  to  come  from  interested  third  parties  as  contemplated  by  the 
section  I  am  now  discussing.  Through  this  proceeding,  the  Patent  t)ffice  exam- 
iner may  be  made  aware  of  information  that  was  available  but  which  he  over- 
looked, relevant  prior  art  that  he  had  no  means  of  locating  through  his  own 
efforts,  and  analysis  and  evaluation  that  may  be  helpful  to  him  even  with 
respect  to  evidence  that  he  did  possess.  In  short,  effectively  administered  oppo- 
sition proceedings  could  be  of  considerable  help  even  to  the  most  competent 
and  conscientious  examiner. 

The  procedure  may  have  two  additional  effects,  both  salutary  in  terms  of  a 
satisfactorily  operating  patent  system.  First,  the  mere  existence  of  an  opposi- 
tion proceeding  should  put  the  examiner  (and  the  applicant  in  the  preparation 
of  his  patentability  brief,  as  well)   on  his  mettle  since  he  knows  that,  in  con- 
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trast  to  present  proceedings,  there  is  a  stronjr  likelihood  that  any  shortcomings 
or  slii)-\ips  of  which  he  may  l)e  snilty  will  promptly  come  to  the  attention  of 
Patent  Office  officials.  Second,  as  a  result  of  improved  examination  procedures 
and.  for  that  mattor.  as  a  result  of  the  slieer  fact  that  the  opportunity  to 
oppose  exists,  the  presumption  of  validity  in  later  court  proceedings  should  be 
substantially  strengthened. 

Certain  specific  provisions  call  for  comment.  If  the  provision  for  publication 
of  the  application  prior  to  allowance  is  deleted — and  in  my  opinion  it  should 
be — section  135(a)  will  require  revision.  The  question  then  would  be  whether 
to  publish  the  application  for  opposition  after  tentative  allowance  but  before 
issuance,  or  whether  to  issue  and  then  i)ermit  an  opposition.  Since  experience 
ill  other  countries  indicates  that  opposition  proceedings  are  sometimes  misused 
as  a  device  for  tieing  up  and  delaying  enforcement  proceedings  by  a  patentee, 
the  latter  would  appear  to  be  preferable,  especially  if  the  present  law  is 
amended  to  make  patents  run  from  date  of  aiiplication  instead  of  date  of  issu- 
ance. 

With  such  change,  the  question  would  also  arise  whether  a  time  limit  should 
be  set  for  instituting  an  opposition  proceeding.  A  statute  of  limitations  of  some 
sort  lias  often  been  suggested  but,  on  balance,  it  would  seem  prefei-able  not  to 
set  time  limits.  Situations  arise  in  which  a  potential  opposer  does  not  have 
sufficient  information,  resources,  or  interest  in  contesting,  as  to  warrant  his 
filing  an  opposition  within  a  given  period. 

In  the  interests  of  expedition,  however,  the  Subcommittee  may  wish  to  con- 
sider possible  means  of  encouraging  prompt  opposition,  short  of  an  absolute 
requirement  that  it  be  brought  within  a  given  period.^ 

Finally,  there  is  the  question  whether  an  oi)poser  should  be  permitted  to 
become  a  party  to  the  proceeding.  Section  1.3.">(d»  ])erniits  this.  So  do  the  oppo- 
sition laws  of  other  countries.  It  may  be  that  experience  will  demonstrate  that 
opposition  proceedings  cannot  be  meaningful  without  such  i)articipation,  Imt 
initially  it  would  seem  desirable  to  try  a  more  limited  approach  in  the  inter- 
ests of  minimizing  expense,  delay  and  procedural  complexity,  namely,  of  per- 
mitting an  opposer  to  submit  his  evidence  for  consideration,  making  that  evi- 
dence a  part  of  the  file  (without  identifying  the  opposer  unless  he  consents), 
but  not  permit  him  to  become  an  actual  party. 

2.    PUBLIC    COUNSEL 

Section  3(d)  provides  for  a  "Public  Coimsel"  whose  function  is  to  "assure  as 
an  advocate,  and  through  the  adversary  process,  that  high  quality  patents 
which  meet  the  statutory  and  constitutional  criteria  therefor  issue  from  the 
Patent  Office."  In  this  role,  he  is  free  to  participate  in  any  Patent  Office  pro- 
ceedings in  which  a  public  interest  appears  to  be  involved.  In  addition,  a  some- 
what ob.scure  provision  provides  that  lie  "sliall  prosecute  or  defend  appeals 
from  any  linal  action  (»f  the  Patent  Office."  Section  3(d)  is  implemented  by 
section  l.*4  giving  the  Public  Counsel  authority  to  issue  and  enforce  subpenas. 
by  section  132(a)  under  which  a  primary  examiner  may  re<iuest  the  Pulilic 
Counsel  to  intervene  in  examinati(m  proceedings,  by  section  134(a)  making 
him  "responsil)le  for  briefing  and  arguing"  cases  (presumably  in  support  of  the 
Patent  Office  rejection,  although  the  section  does  not  say  so  expressly)  before 
the  Board  of  Appeals,  and  by  sections  143  and  145  giving  him  comparable 
responsibilities  on  reviews  of  Patent  Office  re.iections  by  the  Court  of  Customs 
and  Patent  Appeals  and  the  District  Court  for  the  District  of  Columbia. 

The  creation  of  a  I'ublic  Counsel,  like  the  opposition  proceeding  (and.  for 
that  matter.  i)rovisions  not  discussed  here  relating  to  patentability  briefs  and 
disclosure  statements,  inventors'  and  ai>plicants'  oaths,  statements  by  counsel 
for  applicants,  and  putting  the  burden  of  proving  patentatiility  upon  appli- 
cant), is  designed  to  reduce  to  the  minimum  the  jxissibility  of  a  patent  issuing 
that  should  not  issue.  The  Public  Counsel,  in  short,  plays  the  role  primarily 
within  the  Patent  Office  that  a  serious  opiioser  would  play,  working  from  out- 
side, in  an  opposition  proceeding.-  Thus,  to  the  extent  that  he  performs  effec- 


'  Alttioii;;h  not  proscntl.v  In  S.  l.'{21.  tlip  Siibconimittpp  may  wish  to  consider  an  pxton- 
slon  of  the  o[ipositloii  i)rlncli)lo  b.v  aiittiorizinK  court.s  handling  patent  litigation  to  sub- 
mit fiuestions  of  valldit.v  to  the  Patent  Office  for  consideration  in  the  lif,'ht  of  subse- 
quently  develojied    (>vi(li'iiop. 

=  For  that  matter,  it  would  appear  that  under  section  1.S.5  he  could  himself  institute 
an  or)iiositl(iii  proeeedin};.  In  addition  to  his  internal  operations,  just  as  could  any  other 
member   of   the   public. 
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tively,  he  helps  to  provide  a  needed  balance  to  the  one-sided,  ex  parte  nature 
of  present  proceedings  and  to  that  extent  contriliutes  to  the  integrity  of  tlie 
patent  system  in  the  same  sense  that  a  well-adniinistered  opposition  proceeding 
does. 

In  supporting  this  innovation,  however,  some  cautionary  comments  are  in 
order.  The  principal  task  of  the  I'uhlic  Counsel  is.  and  should  be,  to  play  tlie 
role  of  deviTs  advocate,  to  say  why  a  patent  should  )i<it  issue  on  a  given  apjili- 
cation.  Recognizing  that  applications  now  run  at  the  level  of  100,000  a  year, 
merely  i-eviewing  pending  applications  and  taking  positions  on  those  calling  for 
action  on  his  part,  even  though  this  latter  function  is  carried  out  on  a  highly 
selective  basis,  could  prove  a  massive  undertaking.  To  impose  duties  upon  the 
Public  Coun.sel  that  go  beyond  this  specific  role  would  in  all  likelihood  result 
in  either  spreading  the  work  of  his  staff  so  thin  as  to  render  its  performance 
inadequate  or  creating  within  the  Patent  Office  a  new  department  of  massive 
and  cumi»ersome  prop(»rtions.  And  even  if  workable  in  other  respects,  .serious 
confusion  of  roles  (confusing  to  the  public,  the  I'atent  Office  staff  and  the 
Public  Counsel  himself)  could  result  from  simultaneously  or  successively  play- 
ing such  somewhat  varied  roles  as  defender  of  the  pul)lic  interest  in  (piality 
patents  and  defender  of  examiner  action  on  appeal. 

Here,  in  short,  it  would  seem  wise  to  proc-eed  slowly  with  this  novel  and 
experimental  arrangement,  by  holding  the  Pul)lic  Counsel's  function  to  the 
devil's  advocate  role,  and  trying  it  out  in  this  limited  area  before  broadening 
out  into  other  fields. 

It  would  be  inappropriate  to  leave  the  two  proposals  heretofore  discussed, 
both  of  which  are  designed  to  provide  greater  a.ssurance  of  validity  with 
respect  to  an  issued  patent,  without  mentioning  one  other  cause  of  our  present 
difficulties  in  this  respect.  Improvement  in  the  procedures  for  determining  and 
evaluating  the  prior  art  will  help  greatly  in  preventing  the  issuance  of  spu- 
rious patents,  but  it  will  not  completely  solve  the  problem.  Those  who  must 
pass  on  the  validity  of  patents,  whether  the  Patent  Office  or  the  courts,  find 
themselves  impaled  on  the  horns  of  a  dilemma.  With  only  one  single  reward 
available  for  a  given  novel  contribution,  namely,  a  17-year  exclusive  right  in 
the  invention,  the  decision-maker  often  finds  himself  confronted  with  a  situa- 
tion in  which  an  inventor  has  made  a  substantial,  but  not  outstanding,  contri- 
bution, with  the  result  that  granting  him  a  patent  gives  him  too  much  and 
denying  him  a  patent  gives  him  too  little.  In  this  situation,  there  is  no  room 
for  a  "right"  decision  in  terms  of  what  the  patent  system  seeks  to  accomplish, 
namely,  a  reward  or  stimulus  tliat  is  appropriately  keyed  to  the  contribution 
or  effort.  As  I  expressed  it  twenty-five  years  ago.  oiir  patent  grant  is  compara- 
ble to 

"a  system  in  which  ever.v  worker  receives,  say,  ten  dollars  a  day,  irrespec- 
tive of  whether  he  is  a  college  graduate  or  an  illiterate,  capable  of  a  hard 
day's  work  or  a  weakling,  industrious  or  one  who  soldiers  on  the  jol>." 
(Invention  and  Public  Policy,  12  Law  &  Contemporarv  I'roblems,  649,  608 
(1947)). 

As  long  as  tliis  situation  continues,  decision-makers  are  going  to  differ  as  to 
whether  they  should  give  too  much  or  too  little,  no  matter  how  complete  the 
evidence  of  prior  art  and  analysis  of  the  inventive  contribution  may  be.  The 
answer,  of  course,  is  to  inject  a  flexibility  into  the  patent  .system  that  its  pres- 
ent "one-price"  system  lacks.  Thert  are  various  ways  to  do  this.  Petty  patents, 
patents  of  addition,  some  relaxation  of  the  double-patenting  rule,  tailoring  of 
claims,  and  selective  variations  in  the  scope  of  relief  granted,  immediately 
come  to  mind.  Unfortunately,  S.  1321  is  silent  on  this  point.  Before  it  is 
through,  the  Subcommittee  may  wish  to  give  s<mie  thought  to  this  aspect  of 
the  patent  problem. 

.3.    DEFERRED    EXAMI^-ATIO^- 

In  the  foregoing  discussion  of  opposition  proceedings  and  the  Public  Counsel, 
the  primary  concern  was  to  improve  the  integrity  of  the  issued  patent.  The 
remaining  points  to  t)e  discussed  center  on  tht  procedural  and  .structural 
aspects  of  the  .system,  e.specially  as  they  affect  the  cost  and  delay  in  obtaining 
and  enforcing  patents. 

The  first  of  these  to  consider  is  the  proposal  for  deferred  examination.  Sec- 
tions 191  and  192  provide  that  an  application  shall,  unless  applicant  reijuests 
immediate  examination  at  the  time  he  files,  lie  pulilished  following  an  exami- 
nation "as  to  formal  matters  and  other  such  matters  as  the  Commissioner  may 
prescribe."  Thereafter,  within  a  period  of  5  years,  a  request  for  examination 
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may  be  filed  by  applicant.  Public  Counsel  or  any  other  person  who  is  prepared 
to  pay  the  examination  fee.  If  no  request  is  filed  within  5  years,  the  applica- 
tion lapses.  Although  the  bill  is  not  explicit  on  this  score,  no  enforceable 
patent  rii^hts  apjiarently  arise  until  .such  examination  occurs  and  the  Patent 
Ofl^ice  formally  "issues"  the  patent  (.section  151).  Section  153(b)  provides  for 
extension  of  the  patent  term  (which,  under  S.  1321.  begins  to  run  as  of  date 
of  applicati(m)  by  the  period  of  deferment,  so  that  the  period  of  enforcceabil- 
ity  will  not  be  less  than  it  would  have  been  had  there  been  no  deferment — in- 
deed, under  section  153(b)  as  phrased  the  term  might  l)e  lengthened  to  some 
extent. 

The  concept  of  deferred  examination  has  virtues,  })ut  it  also  ha.s  vices.  Con- 
sequently, it  should  be  explored  sympathetically  and  receptively,  but  also  care- 
fully and  critically.  Its  main  advantages  are  that  it  relieves  both  the  applicant 
and  the  Patent  OflSce  of  the  burden,  expense  and  delay  of  extensive  contro- 
versy over  the  details,  in  terms  of  both  validity  and  scope,  of  an  application — 
controversy  which  may  ultimately  prove  to  have  been  a  waste  of  time  because 
no  third  party  shows  suflScient  interest  in  the  invention  either  to  challenge  it 
or  negotiate  rights  under  it — a  fate  that  apparently  befalls  a  substantial  pro- 
portion of  issued  patents  at  the  present  time.  Deferred  examination  also  means 
more  expeditious  disclosure,  resulting  in  benefits  to  the  public  generally.  A 
marginal  advantage,  but  unfortunately  one  that  appears  to  have  received 
undue  emphasis  in  the  moves  to  introduce  deferred  examination,  is  that  it 
would  help  reduce  the  backlog  that  typically  plagues  patent  offices,  our  own 
included. 

The  dangers  of  a  deferred  examination  are  that,  improperly  administered,  it 
can  let  loose  on  tlie  patent  a  spate  of  inadequately  conceived  and  inadequately 
formulated  patents  or  potential  patents  that  provide  little  useful  and  novel 
information  and  create  a  multitude  of  actual  and  potential  l)arriers  to  freedom 
of  use,  and  impose  heavy  burdens  of  examination,  review  and  possible  litiga- 
tion upon  wouid-be  users.  It  can  also  prove  to  be  a  pitfall  to  the  unsuspecting 
applicant  who  finds  his  idea  pul)licly  disclosed.  l)ut  is  ultimately  denied  a 
patent  and  ends  up  with  nothing  as  a  result.  Finally,  to  the  extent  that  appli- 
cations are  encouraged  that  otherwise  would  not  be  filed,  the  effort  to  clear  up 
the  liacklog  may  prove  self-defeating. 

In  the  light  of  these  considerations,  it  would  seem  wise  to  proceed  with  the 
idea,  but  to  do  so  cautiously.  Initially,  the  experience  of  those  countries,  spear- 
headed by  the  Netherlands,  that  have  instituted  a  deferred  examination  proce- 
dure should  be  studied  and  the  present  proposal  reexamined  in  the  light  of 
what  that  study  discloses.  In  exploring  possible  modifications  of  the  present 
proposal,  the  Subcommittee  might  give  thought  to  the  following  possible  con- 
siderations :  (1)  providing  an  initial  screening,  though  short  of  a  full  examina- 
tion, that  would  deny  even  a  provisional  issuance  of  any  application  that 
failed  to  meet  standards  of  clear,  full  and  adequate  disclosure  or  involved  only 
an  idea  that  would  be  clearly  unpatentable  by  patent  law  standards:  (2) 
undertake  at  least  a  preliminary  review  of  the  prior  art  and  append  to  the 
issued  application  a  statement  and  evaluation  thereof  .so  the  public  (and  the 
api)licant)  would  have  some  idea  of  the  nature  and  extent  of  the  contribution 
aTid  consequently  the  probabilities  as  to  validity;  (3)  permit  the  applicant  to 
withdraw  or  modify  his  application  at  any  time  prior  to  issuance  so  as  not  to 
lose  such  possible  trade  secret  rights  as  he  might  possess;  and  (4)  develop  a 
fee  structure  that  would  be  high  enough  to  discourage  frivolous  or  nuisance 
applications  and  at  the  same  time  low  enough  to  provide  applicants  (and,  col- 
laterally, the  Patent  Office)  with  genuine  benefits  from  the  procedure — a  deli- 
cate and  difficult  balancing  act.  I  concede,  but  not  an  impossible  one. 

A  deferred  examination  procedure  that  enil>odied  the  foregoing  conditions 
should  result  in  issuances  of  sufficiently  i)robable  validity  that  it  would  be 
appropriate  to  have  legal  rights  under  the  patent  begin  to  run  from  the  date 
of  issuance — contingent,  of  course,  on  the  patent  being  subsequently  validated — 
in^tpjid  of  running  only  from  the  date  of  validation. 

Before  leaving  this  subject,  let  me  make  briefly  four  additional  ob.servations. 
(1)  The  deferred  examination  procedure  fits  in  with  the  concept  of  an  opposi- 
tion procedure,  and  complements  that  procedure,  in  that  opportunity  exists  for 
third  parties  to  provide  the  Patent  Office  with  evidence  and  argument  as  to 
why  a  patent  should  not  be  valid.  (2)  The  procedure  also  fits  in  with  the  con- 
cept, to  be  discussed  next,   that   the  fees  charged  an  applicant  should  be  as 
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light  as  possible  at  the  lie.ciniiiiiji  when  the  return  from  the  invention  is  small 
and  its  value  conjectural,  and  increase  later  if  and  when  the  invention  proves 
its  worth.  (3)  It  also  tits  in  A^ell  with  the  concept  of  defensive  patenting 
which  has  operated  in  some  measure  in  recent  times.  (4)  Although  there  is 
currently  under  consideration  a  voluntary  semi-opposition  procedure  that 
would  partially  perform  the  function  that  the  deferred  examination  and  oppii- 
sition  procedures  of  S.  1321  contemplates,  it  would  seem  preferable  to  write 
t!ie-;e  into  the  statute  rattier  than  leave  them  to  the  legal  and  operational 
uncertainties  that  necessarily  attend  a  voluntary,  nonstatutory  procedure. 

4.    FEES.     INCLUDING     MAINTENANCE    FEES 

Section  41  of  S.  1321  provides  for  a  fee  structure  that  departs  in  several 
respects  from  present  law.  One,  it  leaves  the  setting  of  specific  fees  to  the 
Commissioner,  except  for  putting  a  ceiling  (of  .$100  for  each  fee)  on  initial 
fees  and  on  the  maintenance  fees  charged  during  the  tirst  three  years,  and  a 
floor  (of  SlOOO,  increasing  by  15%  a  year)  on  maintenance  fees  beginning  with 
the  fourth  year.  Two,  as  just  indicated,  it  provides  for  small  initial  fees  and  a 
small  maintenance  fee  during  the  early  years  and  a  very  substantial  annual 
maintenance  fee  thereafter,  with  a  provision  for  waiver  if  the  patent  is  sur- 
rendered within  four  years  after  issuance,  and  for  some  deferment  of  fee  pay- 
ment, up  to  ten  years  under  certain  circumstances.  Three,  the  Commissioner  is 
empowered  to  grant  substantial  exemptions  (up  to  .'50%  of  regular  fees  and  up 
to  80%  of  maintenance  fees)  to  individual  inventors  and  small  businessmen. 
Fourth,  fees  are  to  l)e  set  on  a  basis  that  will  make  the  Patent  Office  65-75 Sc 
self-sustaining. 

Some  of  these  provisions  have  considerable  merit,  at  least  in  principle.  As 
previously  stated,  a  policy  of  keeping  costs  low  at  the  stage  when  the  inven- 
tion is  producing  little  or  no  income — especially  since  these  Patent  Office  fees 
follow  hard  upon  the  heels  of  the  bulk  of  one's  research  expense  and  profes- 
sional fees — and  then  offsetting  the  early  low  charges  with  higher  charges 
later,  seems  sound  both  as  a  matter  of  etjuity  and  as  a  means  of  maximizing 
inventive  stimulus.  This  is  what  the  maintenance  fee  structure  does,  in  addi- 
tion to  providing  an  effective  means  of  washing  out  those  patents  that  prove 
to  be  of  no  enduring  econcmiic  significance — a  sort  of  street-cleaning  job.  The 
soundness  of  the  approach  is  suggested  l>y  the  fact  that  most  other  countries 
have  a  long-standing  maintenance  fee  system  and  show  no  disposition  to  aban- 
don it.  The  concept  of  providing  special  concessions  in  hardship  cases,  typically 
cases  involving  individual  inventors  and  small  businessmen,  also  appears 
sound.  It  would  seem  preferable,  however,  that  some  body  more  experienced  in 
the.se  matters  than  the  Commissioner  of  Patents,  such  as  the  Small  Business 
Administration,  be  given  the  job  of  processing  these  cases  and  that  decisions 
l>e  based  on  equities  and  hardship  rather  than  on  whether  one  is  a  large  or 
small  concern,  an  individual  or  a  corporation. 

M.v  main  reservations  concerning  the  proposed  fee  structure  are  three-fold  : 
(1)  Because  of  the  administrative  burden  and  chances  for  slip-up  involved,  it 
would  seem  much  better  if  maintenance  fees  were  to  be  omitted  during  the 
early  years  of  the  patent — .say,  the  first  five  years  after  issuance — and  then 
assessed  only  periodically,  perhaps  every  three  years  thereafter. 

(2)  The  maintenance  fee  schedule  that  would  apply  after  the  third  year 
strikes  me  as  seriously  out  of  line,  both  in  terms  of  the  disproportionate 
charge  as  compared  to  the  cost  of  processing  patent  applications  and  in  terms 
of  the  cold  water  it  throws  on  the  fire  of  invention  and  innovation.  It  seems  to 
suggest  to  the  inventor  and  those  in  privity  with  him  that  his  patent  is  an 
unwanted  evil  and  that  everything  possible  will  be  done,  once  he  has  obtained 
it,  to  force  him  to  get  rid  of  it.  This  seems  hardly  the  way  to  achieve  the  Con- 
stitutional purpose  of  promoting  the  progress  of  .science  and  useful  arts 
through  the  grant  of  patents.  Furthermore,  it  leaves  the  impression  that  main- 
tenance fees  are  being  used  as  a  cover-up  to  collect  much  higher  fees  instead 
of  being  used  in  the  legitimate  fashion  for  which  they  should  be  used. 

(3)  Granted  that  there  exists  a  long-standing  tendency  to  think  of  the 
Patent  Office  as  an  institution  that  should  be  entirely  or  substantially  .self-sus- 
taining— indeed,  the  Patent  (Jfiice  itself  embraced  that  attitude  not  too  many 
.vears  l)ack — the  principle  does  nof  hold  up  well  under  close  examination. 
Either  the  patent  system  is  in  the  public  interest  or  it  is  not.  If  it  is  not,  we 
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.should  get  rid  of  it.  If  it  is.  as  the  Founding  Fathers  and  most  of  their  pro- 
geny have  firmly  lielieved,  we  should  give  it  the  support  needed  to  enable  it  to 
work  effectively.  Certainly,  considering  the  nature  and  extent  of  the  modern 
federal  I)udget.  any  contenticm  that  we  cannot  afford  to  do  so  is  singul-arly 
unconvincing.  This  is  not  to  say  that  the  patentee  should  pay  no  fees  at  all  or 
ordy  nominal  fees.  It  is  only  fair  that  he  should  pay  his  way  to  some  extent. 
Furthermore,  fees  should  he  high  enougli  to  make  the  applicant  ask,  "Is  this 
trip  necessary?"  It  is  to  say,  however,  that  Patent  Office  fees  should  not  be 
used  to  make  money  on  the  patentee,  and  further  that  they  should  not  be  so 
high  as  to  drive  inventors  out  of  the  market.  These  ol)servations  become  all 
the  more  relevant  considering  the  fact  that  as  inventions  liecome  more  com- 
plex, applicable  art  more  voluminous,  and  the  collection  of  relevant  data  more 
thorough,  processing  costs  are  likely  to  go  higher  rather  than  lower.  It  seems 
.somewhat  anomalous  and  inconsistent  with  the  "stimulus"  theory  that  under- 
lies the  patent  system  to  box  ourselves  into  a  situation  in  which  the  more 
effecti%'e  we  become  in  .screening  out  patents  that  should  not  issue,  the  more 
we  charge  the  patentee  in  case  one  does  issue. 

One  last  word  concerning  maintenance  fees.  Like  opposition  proceedings, 
such  fees  have  a  long  history  in  Europe,  as  I  have  previously  mentioned.  As  a 
prelude  to  their  introduction  here,  a  careful  study  of  their  operation  elsewhere 
should  be  made,  so  that  we  can  profit  from  the  experience  of  other  countries. 

5.    THE    PATEXT    OFFICE    AS    AX    INDEPEXDEXT     AGEXCY 

Section  2  of  S.  1.S21  sets  up  the  Patent  Office  as  an  independent  agency.  My 
comments  on  this  proposal  will  l)e  very  brief. 

The  primary  function  of  the  Patent  Office  is  to  pass  upon  patent  applica- 
tions, a  (luasi-jndieial  responsibility.  In  discharging  this  responsibility,  it 
would  seem  desirable  that  the  Office  operate  independently  of  the  Executive 
departments,  such  as  the  Department  of  Commerce. 

S.  1321  does  contain  some  provisions  designed  to  perforin  services  to  the 
public  (see,  for  instance,  sections  6(a)  and  8(f)),  which  might  appropriately 
be  left  to  the  Department  of  Commerce  if  this  were  deemed  desirable  provided 
unnecessary  duplication  and  loss  of  efficiency  could  be  avoided.  AVhat  effect 
separation  from  the  Department  of  Commerce  would  have  in  terms  of  person- 
nel, operating  efficiency  and  luidgetary  considerations,  is  a  matter  on  which  I 
do  not  feel  qualified  to  comment,  l)ut  it  is  hard  to  see  how  the  interests  of  the 
Patent  Office  and  its  efficient  operation  could  l)e  hurt  by  such  a  move. 

G.    MISCELL-\XEOUS     PROVISIOXS 

The  foregoing  comments  complete  my  testimony  on  the  points  to  which,  as  I 
understand  it,  the  Sul)committee  wished  to  direct  its  attention  in  this  set  of 
hearings.  There  are,  of  course,  many  other  features  of  the  bill  that  are  of  con- 
sideralile  significance,  some  of  them  salutary,  some  of  them  not.  There  are  also 
certain  provisions  which  might  well  have  iteen  included.  Imt  were  not.  I  will 
not  attempt  here  to  do  anything  more  than  merely  list  some  of  these  items. 
l>ut  if  the  Sulicommittee  should  be  interested  at  a  later  date  in  exploring  them 
and  others.  I  will  be  glad  to  develop  my  views  in  more  detail  at  that  time. 
a.  Minrcllaneons  itemft  of  a  mlutarii  lutturr 

Among  the  provisions  in  the  bill  that  strike  me  as  desiral)le,  granted  that 
some  of  them  may  need  revision  of  sorts,  are  the  following : 

(1)  Section  6(e)  calling  for  both  research  and  development  in  the  area  of 
mechanized  searcliing.  (Recognizing  that  sporadic  efforts  have  been  made  and 
ar^'  currently  lieing  made  by  the  Patent  Office  to  develop  competency  in  this 
area,  and  recognizing  also  that  serious  problems  arise  in  using  mechanized 
searching  effectively,  increasing  reliance  upon  such  methods  seems  both  inevi- 
table and  indispensable  to  adequate  performance  in  future  patent  administra- 
tion. Indeed,  a  time  could  come  when  the  test  of  what  constitutes  prior  art 
will  lie  determined  by  wh.at  comes  out  of  tlie  computer.  Consequently,  we  had 
better  be  getting  on  with  the  business,  and  a  majidate  to  the  Patent  Office 
from  the  Congress  to  this  effect  would  seem  (juite  in  order.) 

(2)  Provisions  designed  to  give  greater  assistance  and  service  to  the  public, 
exemplified  l)y  .sections  6(a),  6(d)  and  8(f). 

(H)  The  provisions  of  section  147,  giving  the  Court  of  Appeals  of  the  Dis- 
trict of  Cohunbia  jurisdiction  to  review  decisions  of  the  Court  of  Customs  and 
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Patoiit  Appeals.  (One  may  grant  the  high  level  of  sophistication  and  compe- 
tency in  patent  matters  that  exists  in  the  CCPA.  At  tlie  same  time,  the  anom- 
aly of  the  comparahle  District  Court  proceeding  being  subject  to  intermediate 
review  while  the  CCPA  proceeding  is  not,  the  fact  that  ways  are  being  sought 
to  reduce  the  burden  on  the  Supreme  Court  by  x^roviding  more  intermediate 
ai)peals.  the  recognition  that  iiistorically  the  CCPA  was  set  up  to  assist  the 
District  Court,  and  finally,  tlie  difficulties  that  arise  when  the  CCPA  and  tlie 
Court  of  Api)eals  take  inconsistent  positions,  as  the.v  liave  done  now  and  tlien. 
all  suggest  the  desii'ability  of  at  least  exploring  this  proposal  carefully  and 
receptively.) 

(5)  The  provisions  of  section  104(a)  setting  a  one-year  limit  on  the  pre-ap- 
plication  activities  that  one  can  invoke  in  establishing  one's  date  of  invention. 
(The  considerations  that,  iu  my  opinion,  make  this  provision  desirable  are  set 
forth  in  consideral)le  detail  in  a  talk  I  gave  in  1971,  published  in  2  I.I.C.  241 
(1971).  a  copy  of  which  is  attached.  This  provision  in  section  104(a)  is  imple- 
mented by  tlie  provision  in  section  112(a)  i-e<iuiriiig  the  applicant  to  set  forth 
in  his  specification  the  invention  dates  upon  which  he  intends  to  rely.) 

(f>)  The  provision  iu  section  112(b)  re<iuiring  specific  disclosure  of  just  what 
tlie  invention  covers.  See  also  section  104(c).  (Cf.  Guide  v.  Desperak.  144  F. 
Supp.  182   (SD  NY  1956)). 

b.  MiftccUaucniis  items  of  a  doiihffiil  nature 

On  the  other  hand,  S.  1321  contains  a  number  of  provisions  that  are  of  ques- 
tionalile  merit,  at  least  in  the  light  of  present  knowledge.  It  may  l)e  that  more 
thorough  research  would  show  a  need  for  the  provision  or  some  modification 
thereof,  but  inclusion  at  this  stage  seems  inadvisable  in  the  absence  of  such  a 
showing. 

Among  these  proposals  are  the  following : 

(1)  The  inclusion  in  sections  102(a)  and  (b)  of  foreign  public  use  and  .sale 
as  relevant  prior  art.  (Some  modilcation  of  this  provision,  e.g.,  use  or  sale 
which  is  actually  known  in  the  United  States,  or  knowledge  of  which  is  rea- 
sonably and  readily  accessible,  might  ultimately  be  desirable,  both  because  of 
its  relation  to  applicant's  actual  public  contribution  and  Itecause  it  would  con- 
stitute a  desirable  step  toward  international  harmonization.  In  its  present 
sweeping  form.  ht)wever.  the  proposal  could  create  an  almost  insuperable  bar- 
rier to  a  firm  finding  of  validity  and  enormously  add  to  the  burdens  and  cost 
of  litigation. ) 

(2)  Section  112(a)  requiring  the  disclosure  of  "all  know-how  known  to  the 
inventor,"'  if  the  provision  is  interpreted  as  going  beyond  the  present  require- 
ment of  adequate  disclosure. 

(3)  Section  153,  reducing  the  term  of  a  patent  to  12  years  from  date  of 
application. 

(4)  Section  2S6,  reducing  the  statute  of  limitations  to  2  years. 

(5)  Section  122  providing  for  publication  of  applications,  and  related  provi- 
sions such  as  section  134  which  makes  proceedings  before  the  Board  of 
Appeals  public. 

(G)  Certain  provisions  that  arbitrarily  limit  the  area  of  patentabilit.v.  such 
as  tlie  provision  in  section  104(e)  l)arring  patents  based  upon  the  perception  of 
a  problem,  the  provisions  of  section  201  (c)  barring  broadened  reissues,  and 
section  203(c)  blocking  the  '•terminal  disclaimer"  solution  to  the  double-patent- 
ing problem.  (These  provisions  appear  unduly  sweeping  in  their  application 
and.  in  my  opinion,  should  either  be  modified  or  the  law  left  standing  as  it  is 
at  present.) 

(7)  Section  263,  which  guarantees  compensation  to  emi)loyee  inventors  in 
addition  to  regular  salary.  (While  this  section  addresses  itself  to  a  problem 
with  which  Congress  properly  should  concern  itself,  the  issue  is  one  that  does 
not  involve  the  operation  of  the  patent  system  as  such.  Consequently,  its  inclu- 
sion in  the  patent  statute  strikes  me  as  inappropriate.  In  this  respect  it  is 
comparable  to  the  antitrust  and  Government  patent  policy  issues — a  matter  to 
be  handled  separate  from  the  patent  law  revision.) 

So  much  for  the  miscellaneous  provisions.  As  I  pointed  out  previously,  the 
foregoing  lists  of  supported  inclusions  and  suggested  deletions  by  no  means 
cover  all  the  features  in  S.  1321  that  call  for  comment.  Rather,  they  constitute 
a  selective  list  of  those  items  that  I  would  single  out  at  this  point  for  special 
attention,  leaving  other  matters  for  the  future. 
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7.    COXCLUSION 

In  concluding,  let  me  emphasize  again  tlie  need  for  coming  to  grips  with  the 
serious  prolilems  that  beset  the  patent  system.  S.  1321  is  to  he  connnended  for 
attacking  the  issues  with  courage  and  imagination.  Inevitalily,  in  doing  so, 
shortcomings  and  inadequacies  occur.  S.  1321  lias  its  share  of  such  shortcom- 
ings, many  of  which  I  have  pointed  out,  as  have  others,  in  the  course  of  these 
hearings.  The  tasli  now  is  one  of  retinements,  the  selective  retention  of  those 
features  that  are  meritorious  and  the  rejection  of  those  that  are  had,  the  revi- 
sion of  those  features  that  are  sound  in  principle  but  need  fixing  up  in  details, 
and  the  further  study  and  exploration  of  those  that  may  well  have  merit  and 
warrant  ultimate  inclusion  but  for  which  an  adequate  foundation  has  not  yet 
been  laid.  (In  this  connection,  the  Sulicommittee  might  well  consider  reestab- 
lishment  of  the  research  program  that  it  sponsored  for  several  years  l)eginning 
in  1955  and  which  resulted  in  the  publication  of  30  monographs  that  shed  light 
on  various  aspects  of  the  patent  system.) 

In  broad  terms,  what  is  called  for  is  an  approach  that  accepts  the  basic 
principles  of  the  patent  system,  seeks  to  correct  such  shortcomings  as  may 
exist  in  it  and  proceeds  with  determination  to  do  this,  but  at  the  same  time 
proceeds  carefully,  thoughtfully  and  cautiously  lest  we  run  the  risk  of  throw- 
ing the  baby  out  with  the  bath  water.  It  is  in  this  spirit  that  I  have 
approached  S.  1321  in  my  testimony  this  morning.  I  hope  my  comments  prove 
helpful. 

Senator  Hart.  We  are  not  goino;  to  break  for  lunch  if  at  all  possi- 
ble but  let  me  suggest  a  five-minute  recess  here. 

[Recess.] 

Senator  Hart.  The  committee  will  be  in  order. 

Mr.  Brexxax.  Tlie  next  witness  is  Dr.  Howard  Forman,  who  is 
appearing  on  behalf  of  the  National  As.sociation  of  Manufacturers. 

Senator  Hart.  Dr.  Forman,  you  are  welcome. 

STATEMENT  OF  DR.  HOWARD  I.  FORMAN,  ON  BEHALF  OF  THE 
NATIONAL  ASSOCIATION  OF  MANUFACTURERS;  ACCOMPANIED 
BY  REYNOLD  BENNETT,  VICE  PRESIDENT  FOR  INDUSTRIAL 
INNOVATION 

Dr.  Formax.  Thank  you,  Senator.  "We  have  a  prepared  statement 
which  I  would  like  to  have  introduced  in  the  record. 

Senator  Hart.  It  will  be  in  full. 

Dr.  FoRMAx^  May  I  just  introduce  myself,  by  the  way,  giving  my 
qualifications  as  is  normally  done  ? 

My  name  is  Howard  Forman.  I  am  a  patent  and  trademark  attor- 
ney of  some  oO  years'  experience.  Roughly  the  firet  half  of  my  expe- 
rience was  with  the  government,  with  the  Department  of  the  Army, 
and  the  latter  lialf  with  Rohm  and  Haas  Co.,  one  of  the  country's 
major  chemical  manufacturers.  For  leasons  which  will  become 
apparent  later  and  pertinent  to  one  of  the  issues  to  be  discussed 
here,  I  will  mention  that  in  addition  to  my  science  and  law  degi-oes 
I  have  a  Master's  and  a  Doctorate  in  Business  and  Public  Adminis- 
tration from  tlie  Wliarton  School  of  tlie  T'niversitv  of  Pennsylvania. 
For  some  7  years  I  taught  at  the  Tem])]e  T'niversi'ty  School  of  Busi- 
ness and  Public  Administration,  a  giaduate  coui'se  which  was  named 
Federal  Administrative  Pi-ocess. 

Now,  Senatoi-  Hart,  on  behalf  of  tlie  National  Association  of  Man- 
ufacturers, I  wish  to  express  appreciation  for  the  opportunity  to 
present  its  vieAvs  on  the  proposed  critical  patent  law  revision  matters 
being  considered  at  this  hearin<r. 
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As  you  know,  the  NAM  is  a  voluntary  association  of  business  con- 
cerns of  varying  sizes  and  commercial  activities  located  in  every 
State  of  the  t'nion.  Participants  in  NAM  membersliip  are  companies 
and  individuals  involved  in  the  scientific  and  technological  endeav- 
ors that  have  enabled  this  Nation  to  earn  the  reputation  as  a  leader 
in  providing  a  climate  for  creativity  which  has  enabled  the  develop- 
ment of  some  of  tlie  most  important  products  and  processes  utilized 
today. 

Senator,  in  your  introduction  to  the  S.  lo21.  which  I  found 
extremely  interesting  and  provocative  reading,  there  were  two  pas- 
sages in  particular  I  thought  so  cogent  that  I  would  like  to  repeat 
them  at  this  point.  I  willquote  your  words:  ''Last  year,  President 
Nixon  recognized  the  importance  of  a  viable  patent  system,  saying 
that  'a  strong  and  reliable  patent  system'  is  an  important  predicate 
to  United  States  technological  progress  and  industrial  strength."  I 
completely  agree  with  those  words. 

That  is  tlie  end  of  one  of  your  statements.  In  tlie  other  passage 
you  say :  *']Mr.  President,  as  I  said,  I  know  that  discussion  of  patents 
can  be  tedious.*-  Parenthetically,  Senator,  I  think  I  have  to  agree. 
Then  you  continued :  "However,  I  am  sure  that  most  members  of 
this  body  would  agree  with  President  Nixon  that  we  must  have  a 
strong  and  reliable  patent  system  in  order  to  promote  invention  and 
the  public  interest.  It  is  a  matter  not  only  of  life  style  and  comfort 
for  each  of  us,  but  of  health,  employment,  and  maintaining  our  tech- 
nological superiority."  Then  you  go  on  to  say  that  revitalizing  the 
patent  system  is  a  necessai-y  prerequisite  to  restoring  public  confi- 
dences and  allowing  it  to  perform  its  constitutional  objectives. 

For  these  words.  Senator,  NAM  salutes  you  and  President  Nixon, 
and  personally  I  must  say  that  I  agree  with,  both  of  you  wholeheart- 
edly. I  feel  that  certainly  the  patent  bar  also  salutes  you  and  the 
Piesident.  and  I  trust  the  public  at  large  agrees  with  you  in  those 
expressions  of  your  views.  The  real  question,  though,  is  ""how."  How 
can  we  bring  about  the  things  that  you  have  proposed  ^ 

We  agree  with  you  as  to  some  of  the  answer's  that  you  have 
spelled  out  in  S.  1321,  but  not  with  all. 

Now  the  announcement  of  these  hearings  invited  comments  on  five 
specific  topics  and  accordiuijly  I  will  briefly  cover  all  five  subjects 
and  then,  if  you  like,  would  be  pleased  to  answer  any  questions  as 
best  I  can.  The  first  one  is  relative  to  public  adversary  proceedings. 
NA]M  views  with  optimism  the  prospect  of  improvements  to  the 
administrative  procedures  in  the  Patent  Office  which  will  enhance 
the  validity  of  issued  patents.  Specifically,  it  supports  involvement 
of  third  parties  in  calling  attention  of  the  Patent  Office  to  any  prior 
art  relative  to  a  claimed  invention.  Plowever,  NAM  is  not  in  favor 
of  the  particular  procedures  that  have  been  spelled  out  in  S.  1321. 

At  this  point  let  me  just  depart  from  my  written  statement,  and 
briefly  recite  some  pertinent  background  information.  I  can  recall 
some  20  or  more  yeai's  ago  when  I  first  heard  a  suggestion — it  was 
espoused  by  a  gentleman  named  Mr.  Manuel  Rosa,  who  was  an 
official  in  the  Patent  Office,  and  I  believe  he  is  deceased  now — that 
there  was  needed  what  amounts  to  an  ex  parte  oi)position  proceeding 
in  the  Patent  Office.  This  is  essentially  what  you  have  in  S.  643  of 
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tlio  last  CoRirrcss,  it  is  contra  to  the  system  that  you  have  been  hear- 
ing and  talking  about  here  the  past  few  days,  namely  the  system  in 
Germany  and  Japan  which  is  a  full  blown  inter  partes  procedure. 

Mr.  liosa's  idea  was  apparently  before  its  time.  The  patent  bar 
criticized  it  because  of  the  experience  in  Great  Britain  where,  if  art 
is  cited  by  anyone  after  allowance  and  publication  of  an  application, 
the  examiner  gives  the  applicant  the  opportunity  to  amend  his 
claims  so  as  to  get  around  the  cited  reference.  It  took  two  decades  of 
debate  and  maturity  of  the  proi)osaFs  critics  to  see  in  it  the  tremen- 
dous potential  it  possesses  for  giving  real  meaning  to  the  statutory 
presumption  of  validity  which  a  patent  is  supposed  to  have  upon 
issuance  by  the  Patent  Office.  The  President's  Commission  on  the 
Patent  System,  in  its  1966  Report's  Recommendation  XI.  urged  that 
an  ex  parte  opposition  be  legislated  into  our  patent  practice  and 
procedure.  I  might  add  that  I  was  so  convinced  of  the  merits  of  Mr. 
Rosa's  proposal,  when  the  President's  Commission  invited  sugges- 
tions for  revision  of  our  patent  laws  I  Avrote  it  a  3-page  letter  de- 
scribing the  proposal  and  urging  its  adoption.  It  was,  by  the  w^ay,  the 
only  suggestion  I  felt  moved  to  make  to  the  Commission. 

Ex  parte  opposition  is  a  sensible,  practical  form  of  adversary 
procedure.  With  a  minimum  amount  of  delay  in  the  proceedings,  the 
whole  world  literally  has  an  opportunity  to  aid  the  examiner  or 
others  in  the  Patent  Office  who  may  be  assigned  to  review  the  art 
thus  cited  after  allowance  of  the  application.  It  is  quite  different 
from  and  avoids  all  the  ills  of  the  inter  partes  type  of  adversary 
procedure,  and  I  say  this  based  upon  years  of  considerable  personal 
experience  with  that  type  of  procedure  in  Germany  and  Japan.  It  is 
quite  obvious  that  inter  partes  oppositions  are  clragged  out  inces- 
santly by  permitting  third  parties  to  cite  new  references  and  new 
arguments  against  patentability  ad  nauseum.  This  is  such  an  expen- 
sive pi'ocedure  that  only  the  Avealthy  individual  or  corporate  appli- 
cants can  afford  it.  Not  only  that,  but  the  practice  is  counter-produc- 
tive in  the  sense  that  it  permits  a  cloud  to  hover  over  prospective 
patents  for  long  periods  of  time  during  which  the  public,  as  well  as 
the  parties  to  the  proceeding,  are  left  in  considerable  suspense,  not 
knowing  whether  to  invest  or  avoid  investing  in  the  invention  or 
some  related  development  that  may  be  unique  to  some  extent  but 
which  still  may  be  affected  if  the  patent  under  opposition  ultimately 
should  issue.  This  is  particularly  vile  if  the  parties  to  the  o]:)position 
have  no  intention  whatsoever  to  do  anything  else  but  harass  and 
delay  the  issuance  of  the  patent.  I  can  tell  you  of  one  instance  in 
which  my  company  had  a  very  important  matter  in  eJapan  that 
caused  me  to  go  to  that  counti-y  to  try  to  straighten  it  out.  It  had 
gone  on  for  10  years  and  involved  no  honest-to-goodness  attempts  to 
I'each  a  decision  before  we  were  able  to  force  an  end  to  the  proceed- 
ing by  demanding  a  showdown  in  the  courts.  We  have  had  them  that 
long  in  (lei-many,  too. 

Xow  this  type  of  harassment  is  bad  enough  where  it  affects  corpo- 
rate activities,  but  presumably  they  can  afford  to  put  up  with  the 
delay  and  heavy  ex])enditure.  The  independent  inventors  however, 
are  going  to  be  put  out  of  business  by  that  sort  of  proceeding.  They 
cannot  afi'ord  to  put  up  with  delays  of  that  type  and  the  legal  and 
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other  fees  tliat  have  to  be  paid  to  defray  the  expenses.  Xot  only  that, 
but  from  my  own  observations  and  experiences,  I  seriously  doubt 
that  you  could  end  up  with  a  better  result,  a  better  jiroduct,  a  more 
bona*  fide  valid  patent  by  having  an  inter  partes  proceeding,  than 
you  could  with  an  ex  parte  proceeding.  Again,  providing  that  the  ex 
parte  proceeding  was  carried  out  along  the  lines  which  are  bound  to 
produce  the  results  that  you  and  we  are  seeking,  I  feel  that  it  would 
be  much  superior  and  result  in  greater  overall  benefits  than  an  inter 
partes  proceeding. 

Commissioner  Gottschalk  earlier  today  made  reference  to  a  proce- 
dure which  the  Patent  Otfice  is  about  to  entertain.  Actually,  the 
liearings  have  been  published  in  the  Federal  Register  and  they  will 
be  held  on  October  31.  The  subject  of  those  hearings  have  been  given 
the  title  of  Voluntary  Protest  Proceedings.  XAM  is  fully  in  favor 
of  that  type  of  adversary  proceeding.  Pei'sonally,  I  am  strongly  in 
favor  of  it,  too.  As  a  matter  of  fact,  I  believe  I  was  instrumental  in 
having  it  come  to  the  attention  of  the  Patent  Office.  Over  a  year 
ago,  under  the  auspices  of  the  American  Patent  Law  Association,  a 
special  committee  was  established  to  consider  problems  involved  in 
patent  practice  and  procedure,  and  periodically  the  recommendations 
of  this  committee  were  funneled  to  the  Commissioner  for  his  consid- 
eration. Last  January  I  happened,  by  letter  to  our  chairman,  to  pro- 
pose that  the  Patent  Office  should  administratively  adopt  this  type 
of  voluntary  ex  parte  opposition  procedure,  so  in  saying  I  am 
definitely  in  favor  of  it.  I  am  in  etfect  doing  no  more  than  endorsing 
my  own  proposal. 

Xow  what  is  the  voluntary  protest  procedure?  It  is  essentially 
going  to  be  very  similar  to  that  which  is  in  or  has  been  in  section 
191  of  S.  643,  of  the  last  Congress.  The  only  ditference  is  that  it  will 
be  volunatry.  whereas  S.  643  would  have  made  it  mandatory.  In 
view  of  this  possibility^  of  administrative  adoption,  why  adopt  the 
complicated  adversary  procedure  by  legislation  called  for  in  S.  1321 
until  we  have  had  a  chance  to  test  that  voluntary  procedure?  I  am 
in  full  hopes  that  after  the  heai-ings  are  held  next  month,  they  will 
be  adopted  and  implemented  administratively. 

I  trust  you  are  familiar  with  the  way  this  will  woi'k.  The  only 
ditference  between  it  and  what  was  in  S.  643  is  that,  in  the  absence 
of  legislative  mandate,  it  makes  it  possible  for  an  applicant  to  vol- 
untarily submit  his  application  upon  issuance  for  re-examination  so 
that  tlie  Avliole  world  can  come  in  and  cite  references,  which  the 
examiner  may  have  possibly  overlooked  or  failed  to  find.  This  is  a 
true  adversary  procedure  an.d  it  has  every  advantage  of  the  inter 
partes  type  procedure  without  its  flaws  of  harassment  and  heavy 
costs  which  I  must  say  I  seriously  object  to,  and  which  I  know 
XAM  formally  has  objected  to,  also. ' 

Incideiitally,  since  the  voluntary  protest  procedure  was  announced, 
it  is  very  interesting  that  the  comments  I  have  informally  received 
from  numerous  people  in  the  patent  profession  are  that,  although  it 
is  voluntary,  in  effect  it  will  be  the  same  as  if  it  were  mandatory.  If 
an  applicant  for  patent,  upon  receiving  notice  of  allowance  from  the 
Patent  Office,  declines  to  take  advantage  of  the  voluntary  opportu- 
nity, what  will  he  say  if  his  patent  should  go  into  litigation  in  the 
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Federal  courts  when  the  court  asks  why  the  applicant  failed  to  take 
advanta,i>e  of  it  when  he  had  the  opportunity^  The  court  may  well 
ask  whether  there  was  some  reason  why  the  applicant  didn't  want  to 
ex[)ose  his  patent  to  public  review  before  final  grant.  In  the  absence 
of  a  satisfactory  answer,  the  court  may  well  be  disposed  toward 
rulino:  against  the  applicant  on  one  ground  or  another. 

Well,  with  this  ])reniise.  I  believe  you  can  see  that  this  voluntary 
thing  may  woik  out  to  be  the  equivalent  of  a  mandatory  proceeding. 
I  just  suggest— and  many  people  I  have  talked  to  seem  to  agree — 
that  this  is  what  will  happen.  If  so  we  will  have  accomplishes  the 
desired  objective  action,  without  the  need  of  legislation.  What's 
more,  if  there  are  any  problems  which  surface  during  its  implementa- 
tion, it  will  be  much  simpler  to  make  necessary  adjustments  aclminis- 
ti-atively  if  there  are  no  rigid  legislative  requirements  that  restrict 
the  making  of  such  changes. 

Now,  Senator,  again  referring  to  your  introduction  of  S.  1321,  you 
called  attention  to  the  fact  that  of  the  patents  adjudicated  by  the 
courts  in  i-ecent  years,  7'2  percent  were  found  invalid.  When  you  did 
so,  you  struck  at  the  heart  of  one  of  the  most  critical  issues  involv- 
ing everyone  who  is  concerned  with  the  patent  system  today,  both  its 
proponents  and  its  critics.  Actually,  those  figures  should  be  re-ana- 
lyzed in  terms  of  which  patents  get  to  be  reviewed  by  the  courts, 
and  what  decisions  were  included.  I  understand  the  Patent  Office  has 
made  such  a  study  and  has  determined  that  the  real  figure  is  more 
like  50  percent  than  72  percent.  Anyway,  I  won't  even  attempt  to 
discuss  it  at  this  point  because  I  have  made  no  study  of  the  matter 
myself.  But  putting  that  aside  for  the  minute,  valid  patents  are  all 
important,  and  from  your  espousing  a  strong  patent  system  in  this 
particular  reference,  Senator,  you  clearly  are  seeking  to  have  legisla- 
tion that  will  make  for  valid  patents,  as  are  all  of  us  who  are  inter- 
ested in  a  truly  viable  patent  system.  In  this  area  I  w^U  depart 
momentarily,  but  only  indirectly,  from  the  specific  questions  you 
asked. 

It  so  happens  that  I  proposed  another  innovation  a  while  back 
which  might  lead  to  patents  that  w^ill  practically  never  become 
invalid  in  the  Federal  coui-ts.  If  the  proposal  were  to  be  adopted, 
patents  will  become  incontestable  on  that  issue  except  for  possible 
fraud 

Senator  Hart.  Except  for  possible  what  ? 

Mr.  FoRMAN.  Fraud  in  the  Patent  Office,  Senator. 

If  fraud  is  an  issue  that  comes  out  in  the  courts  in  the  course  of  a 
patent  infringement  suit,  of  course,  it  Avould  then  have  to  be  adjudi- 
cated. But  the  issue  of  patent  validity  on  any  other  ground,  such  as 
prior  art,  will  not  be  able  to  be  raised.  In  any  event,  sir,  I  remind 
you,  if  I  may,  that  last  fall  I  sent  you  and  other  Members  of  the 
Patents  Subcommittee  a  copy  of  a  paper  I  wrote  in  which  that  pro- 
posal was  discussed.  I  want  to  take  the  opportunity  at  this  time  to 
thank  you  for  your  kind  letter  acknowledging  it.  You  didn't  say 
anything  specifically  about  that  proposal  but  you  did  remark — and 
if  I  may  I  am  going  to  give  this  letter  to  your  counsel — that  though 
you  could  not  agree  with  everything  I  stated  you  found  the  paper 
interesting,  and  so  forth  and  so  on. 
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I  liereby  hand  to  Mr.  Xasli,  your  counsel,  a  copy  of  my  paper,  as 
it  was  published  in  the  February  19T3  issue  of  the  Journal  of  the 
Patents  Office  Society.  Your  and  your  stafT  shoukl  note  with  interest 
tliat  my  proposal  has  received  public  endorsement  by  the  Honorable 
Bruce  B.  "Wilson,  Deputy  Attorney  General  for  Anti-Trust,  as  a 
possible  solution  to  the  problem  of  invalid  patents.  I  think  if  you 
are  looking  at  this  whole  question  the  proposal  I  advocated  there 
ought  to  be  considered  in  depth  before  you  finalize  your  recommen- 
dations for  a  new  patent  statute. 

Xow,  I  won't  go  into  the  description  of  it  now  unless  there  is  some 
reason  for  your  wanting  me  to  do  so.  possibly  to  explain  how  that 
proposal  will  operate,  because  I  believe  my  published  paper  will 
describe  it  to  you  and  others  concerned  in  adequate  detail. 

Let  me  refer  now  to  the  proposal  for  a  public  counsel  in  the 
Patent  Office.  First  of  all,  the  XA]M  position  is  definitely  opposed  to 
the  proposal  spelled  out  in  S.  1321,  which  would  create  an  office  of 
public  counsel  in  the  Patent  Office  under  certain  specific  conditions. 
XA^NI  is  not  opposed  to  studying  the  need  for  such  a  public  counsel 
in  the  Patent  Office  or  Iiow  he  should  function,  but  it  urges  that 
before  making  any  moves  in  that  direction — since  it  is  so  drastic  a 
cliange.  particularly  as  spelled  out  in  S.  1321 — that  very  serious 
detailed  study  of  the  staffing  and  the  day-to-day  operations  of  that 
Office  should  first  be  carried  out  and  made  available  to  the  public 
with  an  opportunity  given  for  the  public  to  give  its  detailed  com- 
ments. Also,  alternative  ways  to  that  proposal  should  be  considered 
as  part  of  the  study. 

T  Avas  pleased  to  hear  Professor  Stedman  speak  along  these  same 
lines  with  regard  to  that  issue  earlier  today,  and  I  think  we  see  eye 
to  eye  on  that ;  we  cannot  and  should  not  move  into  something  as 
complicated  as  what  is  proposed  in  S.  1321  without  such  a  study  in 
depth.  Personally,  I  would  suggest  something,  too.  apart  from  what 
he  has  said.  I  question  whether  by  legislation  one  should  spell  out  so 
completely  to  almost  the  nth  degree  just  what  a  public  counsel 
should  do.  I  think  it  more  sensible,  if  a  public  counsel  or  ombuds- 
man is  going  to  be  in  the  Patent  Offxce  at  all,  the  manner  in  which 
he  should  function  should  be  left  to  the  administrative  discretion  of 
the  Commissioner  of  Patents,  and  let  him  work  it  out  and  try  to  see 
now  it  can  be  best  done  to  make  the  office  of  the  public  counsel 
accomplish  the  goals  you  and  we  are  seeking. 

Getting  back  to  the  formal  position  of  XA]M  on  this  point,  I 
would  like — and  also  I  could  endorse  this  personally  myself— I 
would  say  most  of  the  functions  that  are  expected  to  be  performed 
by  the  public  counsel  actually  are  now  available.  For  example,  the 
government,  through  the  Justice  Department,  now  has  the  power 
under  certain  circumstances  to  go  to  the  courts  to  sue  to  cancel  a 
patent.  Second,  the  Justice  Department  or  any  other  agency  of  gov- 
ernment would  be  in  a  position  to  participate  in  the  proceedings  of 
section  135  of  S.  1321  or  the  proceedings  in  the  re-examination  after 
issue  proceeding  spelled  out  in  sections  191  and  192  of  S.  643  of  the 
last  Congress.  Third,  even  now  the  examiner  in  the  Patent  Office  has 
the  right  to  be  present  and  argue  his  side  of  the  case  when  it  is  up 
before  the  board  of  appeals. 
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As  a  fourth  point,  a  member  of  the  office  of  the  solicitor  in  the 
Patent  Office  handles  the  case  for  the  Patent  Office  in  every  appeal 
which  is  made  to  the  district  court,  the  court  of  appeals,  or  the 
C^ourt  of  Customs  and  Patent  Appeals.  So  you  see  you  have  at  least 
four  different  levels  or  four  different  situations  where  in  effect  the 
very  functions  that  you  wish  to  have  assigned  to  the  public  counsel 
are  now  available  and  in  force. 

One  last  point  on  the  public  counsel  provision  in  S.  1321.  I  see 
serious  administrative  problems,  particularly  as  spelled  out  for  the 
public  counsel,  in  the  bill,  but  possibly  the  worst  administrative  situ- 
ation I  can  envision  is  the  fact  that  you  are  setting  up  in  effect  two 
Connnissioners  in  one  Patent  Office  and  in  certain  respects  they  both 
have  the  same  responsibility.  In  fact,  as  I  read  it,  I  think  the  public 
counsel  can  overrule  the  Commissioner  in  some  situations.  I  don't 
think  that  is  what  was  intended,  and  it  ceitainly  is  not  to  be  desired, 
but  the  provisions  of  the  bill  may  make  such  a  result  possible. 

Although  I  have  made  all  of  these  statements  about  the  objections 
to  the  public  counsel  proposal,  let  me  remind  you  that  I  did  state 
that  there  may  be  some  merit  to  it ;  it  depends  on  how  it  is  imple- 
mented. Earlier  today  I  mentioned  the  existence  of  an  informed 
APLA  Patent  Office  Advisory  Committee.  I  recently  had  occasion  to 
make  another  suggestion  to  that  committee  along  the  following  lines. 
If  the  voluntary  protest  proceeding  is  carried  into  effect  after  the 
Patent  Office  holds  hearings  on  it  next  month,  why  don't  we  have 
the  Commissioner  consider  providing  for  a  form  of  public  counsel 
who  will  serve  only  to  act  as  a  representative,  the  advocate  if  you 
please,  of  the  people  who  cite  art  to  the  Patent  Office  in  the  volun- 
tary cases?  To  do  this  will  give  us  the  benefit  of  actual  experiences 
with  a  public  counsel  in  those  situations  lirst,  and  in  that  way  we 
may  find  out  if  there  are  any  bugs  in  the  procedure  as  it  is  imple- 
mented. Maybe  in  that  way  we  can  arrive  at  a  procedure  that  will 
accomplish  the  goals  you  are  seeking  and  which  we  in  industry  and 
we  in  the  patent  profession  all  would  like  to  see. 

Getting  on  with  the  next  point,  Senator,  the  deferred  examination 
of  patent  applications,  basically  XAM  is  opposed  to  this  but,  if  a 
detailed  study  of  this  subject  should  provide  convincing  evidence 
that  the  benefit  of  such  an  approach  would  exceed  the  cost  on  a 
national  basis,  Nx\M  would  agree  to  the  desirability  of  its  establish- 
ment. Here  again  I  refer  back  to  my  good  friend  Professor  Sted- 
man's  testimony  earlier  today.  He  seemed  to  advocate  the  same 
thought;  deferred  examination  may  have  its  merits,  but  as  far  as  the 
U.S.  patent  opei-ations  are  concerned,  it  deserves  very  detailed  study 
before  we  just  jump  into  it.  The  panacea  that  some  people  see  in 
deferred  examinations  may  be  just  a  mirage.  We  don't  know  for  cer- 
tain, thoroughly  and  be3'ond  all  possible  objections,  that  the  sj'stems 
in  Holland,  in  Germany,  and  elsewhere  are  absolutely  satisfactory. 

My  office  has  worked  with  deferred  examinations  and  we  found 
some  flaws  in  it.  I  have  talked  to  Dutch  practitioners  and  German 
practitioners  about  it.  We  have  attorney  associates  in  those  countries 
and  they  say  they  are  not  completely  satisfied  with  it,  some  even 
saying  that  it  should  be  done  away  with.  So  I  am  not  sure  that  we 
should  just  adopt  it  simply  on  the  basis  of  the  fact  that  it  looks  like 
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an  easy  way  to  possibly  cut  down  the  number  of  cases  that  the 
Patent"  Office  has  to  review  to  get  rid  of  a  backlog.  Even  this  cause 
is  fallacious  when  you  make  a  comparison  of  tlie  systems.  They  had 
a  5-year  or  more  backlog  in  Holland  when  they  went  to  this  system 
We  "now  are  running  on  an  average  of  about  ^i/o  years  in  the  United 
States,  and  I  understand  it  is  getting  close  to  2  years  in  the  exaini- 
nation  phase  from  tiling  to  issuance.  :\loroever,  as  you  know,  the 
Patent  OlHce  has  for  several  years  been  striving  for  one  of  its  major 
objectives,  i.e.,  to  get  the  entire  proceeding  from  filing  to  issuance 
down  to  18  months.  If  we  get  it  down  to  18  months,  I  see  no  reason 
why  we  have  to  go  to  a  system  of  deferred  examination  which  has 
problems  such  as  the  following : 

First  of  all,  it  would  seem  to  me— and  I  think  Professor  Stedman 
mentioned  it  before,  so  I  will  have  to  give  him  full  credit  since  he 
pre-empted  me  on  it— I  know  that  people  will  rush  in  and  are  rush- 
ing into  the  Patent  Offices  having  deferred  examination  procedures 
widi  half-baked  applications.  AMiy?  The  answer  is  simple.  Why 
should  one  bother  testing  out  every  single  thing  that  has  to  be  tested 
before  one  gets  a  really  thorough  application,  when  one  could  just 
rush  in  to  the  Patent  Office  and  get  an  early  filing  date,  and  then 
wait  5  years  or  7  years  before  actually  having  to  decide  whether  one 
has  the' right  application  to  pursue  under  a  full  examination?  It  is 
almost  an  invitation  to  have  applicants  rush  in  and  file  in  the  Patent 
Office  a  lot  of  useless  applications.  It  is  my  guess  that  this  may 
account  for  the  reason  why,  Senator,  when  you  introduced  the  bill, 
your  introductory  statement  said  that  in  Ilolland  59  percent  of  the 
applicants  for  patents  eventually  chose  to  let  their  applications 
lapse.  Well,  if  they  are  the  kind  of  applications  for  patent  that 
haven't  been  fully  studied,  the  kind  where  the  research  work  hasn't 
been  fullv  worked  out  before  they  file,  obviously  there  would  be  a 
lot  of  useless  patents  and  they  should  be  dropped.  If  a  good  pre-ex- 
amination  search  is  made  by "^ the  applicant,  and  the  opportunity  is 
available  for  him  to  test  out  the  various  aspects  of  his  invention 
before  filing,  the  chances  are  that  fewer  applications  will  be  filed. 
This  is  the  system  we  now  have  in  the  Virgin  Islands.  If  we  go  to 
deferred  examinations  possibly  many  thousands  more  applications 
will  be  filed  needlessly,  only  to  be  dropped  in  due  course.  If  so,  we 
may  not  get  any  benefit  out  of  the  procedure — just  more  work  and 
more  costs  for  all  concerned. 

Whatever  objectives  or  goals  to  be  obtained  by  the  deferred  exam- 
ination, it  is  deserving  of  note  that  the  Patent  Office  does  have  right 
now  a  sort  of  deferred  examination  in  what  it  calls  its  defensive 
publication  program.  It  was  implemented  on  ^Nlay  1  of  1968  and  in 
effect  this  works  as  if  it  is  a  21/2-year  deferred  examination  system. 
Under  this  program  an  applicant  has  that  period  of  time  after  filing 
his  initial  application  to  decide  whether  he  wants  the  case  examined 
by  the  Patent  Office.  That  is  deferred  examination.  If  you  think  this 
is  desirable,  find  ways  and  means  to  encourage  it.  This  is  voluntary, 
Senator,  to  find  ways  to  induce  the  people  to  use  it.  It  already  is  in 
existence,  and  you  don't  even  have  to  pass  legislation  to  accomplish 
it.  I  understand  that  from  May  1968  through  January  1973  some  861 
requests  for  defensive  publications  had  been  received  by  the  Office. 
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Xow  let  me  get  on  to  the  question  of  maintenance  fees.  For  years 
NAM  has  been  on  record  that  it  endorses  the  proposition  that 
Patent  Office  fees  should  support  a  fair  share  of  the  cost  of  operat- 
iuir  the  Patent  Office,  and  this  continues  to  be  the  NAM's  position. 
XA^I  does  not  favor  maintenance  fees,  primarily  for  the  reason  that 
they  involve  burdensome  and  costly  administrative  problems  which 
woidd  be  a  heavy  burden  on  the  applicants,  on  innovators,  and  on 
investors,  in  developing  new  inventions.  Here  again,  let  me  remind 
you  that  we  should  think  in  terms  not  only  of  major  corporations 
with  big  budgets  for  tliis  purpose,  but  also  the  little  fellow  who  pos- 
sibly cannot  afford  it.  Yet,  if  maintenance  fees  are  to  come,  this  will 
coT-tainlv  be  the  lesser  evil  thpn,  let  us  say,  an  increase  in  the  filing 
fees  or  "the  issuance  fees  which  may  discourage  independent  inven- 
tors from  resorting  to  the  patent  system  to  protect  their  inventions. 

On  this  point  let  me  call  attention  to  a  publication,  an  editorial  m 
the  Journal  of  the  Association  for  Advancement  of  Invention  and 
Innovation,  February  1973,  called  "The  Efl'ect  of  Patent  Office  Fees 
on  Independent  Inventors."  This  study  seemed  to  indicate  that  at 
least  in  the  middle  1960's  there  was  a  significant  drop  in  patent 
applications  fded  at  the  time  that  we  had  the  patent  filing  and  issu- 
ing fees  increased,  and  this  should  be  a  fact  to  be  heeded  and  consid- 
ered carefully  before  we  go  to  heavy  maintenance  fees  or  increased 
filing  and  issuance  fees  because  I  don't  think  we  want  to  discourage 
the  filing  of  applications  on  potentially  useful  inventions. 

In  any  event,  we  should  be  extremely  cautious  if  we  are  to  go  to  a 
maintenance  fee  system.  Certainly  the  figures  used— the  proposals  m 
S.  1321— seem  highly  excessive  and  possibly  confiscatory  of  patent 
property  if  thev  discourage  people  to  try  to  pursue  their  patents, 
and  possibly  to 'let  them  lapse  before  they  catch  on  and  become  ac- 
tively utilized.  Such  discouragement  may  lead  to  fewer  inventions 
being  developed  to  the  point  where  they  can  contribute  to  the  prog- 
ress of  our  countrv,  and  this  would  certainly  be  a  lamentable  result. 

Now,  to  the  last  point  of  the  five  to  be  considered  at  these  hear- 
ings, namely  the  question  of  the  restructuring  of  the  Patent  Office. 
This  particular  issue  received  considerable  study  by  two  NAM 
gi-oups,  not  just  its  patents  committee  but  a  group  of  corporate  exec- 
iitives,  because  it  seemed  like  such  an  important  departure  that  was 
being  proposed.  The  position  arrived  at  was  that  tlie  association  rec- 
ognizes the  laudable  objectives  in  the  proposal  to  establish  the 
Patent  Office  as  an  independent  executive  agency  reporting  to  the 
Congress.  On  its  face  it  would  appear  to  give  the  Patent  Office  an 
elevated  status  within  government  and  presumably,  as  was  brought 
out  earlier,  this  would  make  the  official  spokesman  of  such  an  agency 
be  one  of  increased  prestige  in  dealing  with  the  Congress  and  other 
p^ederal  bodies,  and  with  the  representatives  of  foreign  governments 
concerned  with  international  patent  and  trademark  afl'aiis.  However, 
like  a  lot  of  other  things  which  look  like  ideal  solutions  at  first 
blush,  a  second  look  sometimes  develops  some  flaws  and  I  think  we 
see  them  in  this  case.  We  question  whethei-  the  possible  attainment 
of  these  objectives  would  offset  the  disadvantages  which  may  well 
develop  in  taking  the  Patent  Office  out  of  the  Department  of  Com- 
merce. Instead  of  doing  that  we  recommend  that  such  a  basic  admin- 
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istrative  change  at  least  warrants  in-depth  studies  of  the  possible 
effects  in  various  areas  of  national  interest.  Based  on  past  experi- 
ences with  tlie  present  structure  it  must  be  stressed  that  there  clearly 
are  advantages  in  having  a  Cabinet  oflicer  at  the  organizational  pin- 
nacle in  wliicli  tlie  Patent  Office  is  located.  Thereby  matters  affecting 
the  patent  system  may,  when  necessai-y,  be  more  readily  brought  to 
the  direct  attention  of  the  Pi'esident^ — and  liis  support  may  be 
enlisted  for  programs  meriting  and  requiring  such  backing  if  they 
are  to  succeed. 

In  terms  of  intragovernment  relationships  it  seems  that  the  posi- 
tion and  support  of  the  Secretary  of  Commerce  may  be  of  far 
greater  value  to  carrying  out  the  goals  of  the  Patent  Office  than 
would  be  tlie  i-elatively  lesser  prestige  and  weight  of  the  head  of  the 
Patent  Office  if  the  latter  were  to  be  an  independent  executive 
agency. 

Even  in  terms  of  its  dealings  with  Congress,  the  Patent  Office  may 
find  itself  far  more  effective  in  presenting  proposals  for  new  legisla- 
tion and  such  things  as  establishing  budgetary  needs,  and  so  on, 
than  if  it  were  to  operate  as  one  of  the  many  independent  regulatory 
agencies. 

Now,  sir,  I  am  going  to  make  reference  to  some  authorities  in  the 
field  as  I  try  to  act  as  a  pseudo  expert  in  the  field  of  public  adminis- 
tration, and  that  is  the  reason,  incidentally,  why  I  gave  you  my  par- 
ticular academic  qualifications  in  that  area  earlier.  I  refer  to  at  least 
one  v.ork.  a  classic  in  its  field,  a  textbook  I  used  as  a  student  and  in  a 
later  edition  which  I  used  in  the  course  I  gave,  namel}'  "Elements  of 
Public  Administration,"  edited  by  Prof.  Fritz  Morstein  Marx,  who 
has  served  with  distinction  on  the  faculties  of  Pennsylvania,  Prince- 
ton, Xew  York,  Harvard,  Columbia,  and  American  Universities,  as 
well  as  on  the  staff'  of  the  Directoi-  of  the  Bureau  of  the  Budget.  In 
particular.  I  will  refer  to  one  of  the  chapters  in  that  book  authored 
by  Prof.  James  Fesler  of  Yale  who  formerly  was  in  the  U.S.  Budget 
Bureau  before  it  became  0]MP>.  and  who  also  served  on  the  first 
(Hoover)  conunission  on  the  organization  of  the  executive  branch  of 
the  Government.  He  has  other  qualifications  which  all  in  the  field  of 
public  administration  well  recognize.  He  wrote  a  chapter  entitled  the, 
"Independent  Regulatory  Agencies,"  and  I  have  abstracted  from  it 
just  a  few  thoughts.  First,  on  this  question  of  independence.  What  is 
it;  is  it  real?  "We  should  inquire  as  to  independence  from  what? 
Independence  from  the  Chief  Executive?  That  is  one  possibility. 
Independence  from  the  legislature?  That  is  the  other  possibility.  To 
have  them  both  would  amount  to  complete,  genuine  independence, 
but  he  says  both  of  these  are  myths.  In  reality  there  is  no  such 
thing.  You  cannot  be  completely  independent  of  either,  and  if  you 
examine  the  history  of  the  independent  regulatory  agencies,  I  think 
no  one  could  deny  it.  On  its  face  each  independent  regulatory 
agency  does  possess  some  degree  of  independence.  Some  have  more 
and  some  have  less,  but  in  no  case  is  independence  absolute.  It  may 
be,  as  we  have  heard  testified  today,  that  there  have  been  problems 
in  the  existing  structure  of  the  Patent  Office  vis-a-vis  the  Depart- 
ment of  Commerce  or  the  Assistant  Secretary  of  Commerce  for  Sci- 
ence and  Technology,  and  so  forth — it  is  not  for  me  to  go  into  that 


418 

discussion — but  I  think  it  important  to  raise  one  question.  Will  we 
of  necessity  ovei-conu'  the  ai]ei>ed  prol)leins  with  the  existing  struc- 
ture of  the  Patent  Office  in  the  Department  of  Commerce  merely  by 
ofoing  to  the  independent  ap:cncy  ?  I  have  my  serious  doubts.  I  don't 
think  it  is  worth  the  risk  doing  so,  at  least  not  without  a  complete 
and  thoroughly  weighing  of  all  the  pros  and  cons,  and  without  first 
attempting  to  resolve  the  alleged  problems  within  the  confines  of  the 
existing  administrative  structure. 

Just  to  mention  a  few  thoughts  of  Professor  Fesler  about  this 
idea  of  complete  independence,  first  of  all  with  reference  to  the 
Chief  Executive,  S.  1321  doesn't  point  out  anything  about  removal. 
Tt  talks  about  appointment  but  is  the  Commissioner  to  be  appointed 
for  an  indefinite  term?  There  have  been  some  interesting  cases 
involving  tests  of  the  President's  authority  or  lack  of  it  to  remove 
tlie  head  of  an  independent  agency.  Suppose  you  get  the  head  of  an 
agency — the  Commissioner  in  this  case — who  just  doesn't  measure  up 
according  to  someone's  judgement.  In  that  event  who  takes  what 
action  ?  I  merely  raise  the  question ;  I  don't  and  M'on't  have  the 
answer,  not  without  considerable  study  at  any  rate. 

As  far  as  this  independence  from  the  legislature,  well,  the  agency, 
naturally  will  require  financial  support  and  basic  authority,  both  of 
which  it  will  get  from  the  legislature.  The  legislature  can  conti'ol 
the  purse  strings.  Maybe  the  independence  is  again  transparent  and 
not  at  all  real,  if  by  conti-olling  the  purse  strings  the  legislature  can 
control  the  operation  of  the  agencj'.  The  same  thing  would  apply  to 
Chief  Executive,  I  guess,  if  the  agency  head  needs  clearance  or  co- 
operation from  the  executi\e  line  departments.  Possibly  he  won't 
need  it  from  the  OMB,  but  if  he  needs  it  from  the  Comptroller  Gen- 
eral there  is  bound  to  be  exerted  some  kind  of  control.  Will  such 
control  be  better  than  what  is  available  now  in  the  Commerce 
Department?  All  I  am  saying  here  is  that  when  we  think  of  inde- 
pendence we  better  think  fully  how  far  we  can  go,  and  whether  we 
will  really  gain  the  objectives  that  S.  1321  talks  about. 

Another  point  that  Professor  Fesler  suggests  and  discusses  is  the 
price  of  independence.  This  is  exceedingly  important.  Are  we  will- 
ing to  pay  the  price?  There  is  definitely  a  need  for  policy  coordina- 
tion in  the  operation  of  the  Patent  Office.  The  public  has  the  right 
to  ex[)ect  that  the  left  hand  should  know  what  the  right  hand  is 
doing.  Will  we  be  able  to  coordinate  what  the  Patent  Office  does 
with  tlie  Federal  Trade  Commission,  with  the  Justice  Department 
and  other  departments  any  better  than  we  do  now  with  the  Patent 
Office  in  the  (^omn)erce  Department?  That  is  the  first  question.  I 
think  it  needs  to  be  answered.  It  certainly  needs  to  be  studied. 

Second,  is  the  question  of  setting  performance  standards.  The  bill 
suggests  that  there  will  be  an  advisory  council.  Well,  we  have 
leaiiied  from  history  that  independent  agencies— well,  the  fact  is 
that  even  line  agencies  of  goverimient  have  their  clientele,  so  to 
speak,  and  pretty  soon  the  clientele  come  in  and  effectively  set  the 
standards.  How  independent  will  the  advisory  council  be  i  These  are 
(|uestions  I  can't  answer  at  this  time,  but  I  do  raise  them  as  some- 
things that  liav'e  to  be  answered  before  we  go  to  such  a  drastic 
change  as  an  independent  agency  status  for  the  Patent  Office. 
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A  tliird  and  last  point  that  Professor  Fesler  makes  on  the  issue  of 
the  price  of  independence  is  tlic  (jnestion  of  vesting  authority  in  jin 
ao:cncy  tliat  is  not  subject  to  an  ofiicial  who  answers  to  the  people,  in 
other  words,  a  nonek'cted  official  Today,  with  the  Patent  Office  in 
the  Commerce  Department,  whether  or  not  we  find  flaws  with  the 
administiative  structure  or  with  the  personnel  involved,  at  least  the 
presidentially  appointed  officers  are  answerable  to  the  electorate.  If 
the  electoi-ate  is  dissatisfied  with  the  management  of  any  phase  of 
the  executive  branch  it  can  bring  about  changes  by  asserting  itself  at 
the  polls.  The  independent  regulatory  agency  is  devoid  of  respon- 
siblity  to  the  electorate  because  it  is  insulated  from  the  voters.  This 
has  been  one  of  the  i)roblems  pointed  out  by  many  authors  about  our 
regulatory  agencies  today.  In  view  of  this  I  must  ask  whether  the 
proposal  to  make  the  Patent  Office  an  independent  agency  will  add  a 
problem  rather  than  solve  one? 

AVell  it  seems  to  me.  Senator,  that  there  are  at  this  time  more 
important  substantive  issues  affecting  the  American  patent  system 
that  require  the  attention  of  the  Congress  than  that  of  entertaining 
purely  administrative  proposals  which  are  so  drastic  as  almost  to  be 
revolutionary.  Perhaps,  after  tlie  Patent  Office  has  had  an  opportu- 
nity to  accommodate  its  operations  to  the  handling  of  the  proposed 
immediate  substantive  changes,  the  time  will  become  more  appropri- 
ate to  consider  whether  the  office  basically  responsible  for  the  opera- 
tions of  the  American  patent  system  would  best  be  administered 
essentially  as  an  independent  agency  or  to  be  continued  as  a  segment 
of  a  major  Federal  department. 

In  conclusion,  sir,  on  behalf  of  NAM  and  for  myself  I  wish  to 
state  that  we  are  pleased  that  the  present  hearings  may  be  the  first 
sign  of  forthcoming  patent  law  revision  in  various  substantive  areas 
that  have  been  under  study  for  some  time.  These  matters  and  inter- 
national proposals,  including  for  example  the  patent  cooperation 
treaty,  indeed  warrant  direct  legislative  attention.  The  viability  of 
American  industry — and  I  might  add  the  importance  of  it  to  all 
inventors  large  and  small — stands  to  be  basically  affected  by  such 
positive  activity. 

Thank  you  \'erv  much. 

Senator  Hart.  Thank  you  Dr.  Forman.  I  should  for  the  record 
ask  you  to  clarify  to  the  extent  you  can  the  way  NAM  develops  its 
positions.  We  have  raised  this  with  other  witnesses  speaking  for 
associations  and  groups.  How  do  you  reach  a  position?  How  many 
participants  do  3'ou  have?  What  is  this  machinery? 

Dr.  FoRMAX.  Senator  Hart,  we  have  here  today  my  colleague,  INIr. 
P>ennctt,  who  is  a  vice  president  of  NA>M.  I  think  he  is  better  quali- 
fied than  I  to  answer  that  particular  question.  ]May  I  ask  him  to 
speak  ? 

Senator  Hart.  Yes.  Did  you  get  the  question? 

^Ir.  Bennett.  Yes,  I  did.  Senator.  ]My  name  is  Reynold  Bennett 
and  I  am  vice  president  for  industrial  innovation  of  the  XA]M  and 
this  area  involves  the  Patents  Committee,  the  Science  and  Technol- 
ogy Committee,  and  two  other  committees.  But  with  regard  to  your 
question  more  specifically,  the  NAM  and  its  policies,  Senator,  its 
policies  are  approved  by  the  board  of  directors  of  the  XA]M  and 
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they  go  to  the  board  of  directors  through  the  various  policy  commit- 
tees. In  other  words,  we  have  a  Committee  on  Patents  that  consists 
of  about  150  members.  And  when  I  say  150  members,  they  are  indi- 
viduals from  a  cross  section  of  companies  in  the  United  States  that 
are  represented  in  this  committee ;  that  is,  not  only  are  they  from  tlie 
companies,  Senator,  but  also  we  have  some  private  practitioners  on 
the  committee  who  in  a  sense  represent  smaller  inventors  or  paten- 
tecs. 

The  policy  positions  are  general  in  their  statements.  For  instance, 
we  liave  a  general  policy  on  patents.  But  Avhen  issues  become  more 
important  or  important  enough,  although  they  seem  to  be  more  spe- 
cific, then  the  policy  committee  and  the  board  of  directors  will  act 
on  tliem.  Sj^ecifically,  the  board  of  directors  of  the  NAM  has  acted 
on  maintenance  fees.  This  goes  back  a  iow  years,  at  a  time  when 
there  was  a  great  discussion  on  maintenance  fees.  The  board  then 
took  the  position  that,  in  effect,  it  Avas  opposed  to  maintenance  fees 
with  certain  reservations,  which  Dr.  Forman  spoke  about  in  his  tes- 
timony this  morning.  Also,  the  same  way  with  regard  to  fees  to  sup- 
port the  Patent  Office.  The  board  of  directors  of  the  NAM  a  number 
of  years  ago  took  a  position  in  that  regai'd  and  again  this  was  enun- 
ciated quite  well  by  Dr.  Forman  this  morning.  With  regard  to  the 
membership  of  the  Patents  Committee  of  the  NAM,  the  150  mem- 
bers I  mentioned  and  also  the  members  of  the  board  of  directors,  we 
would  be  pleased  to  submit  the  names  of  those  individuals  and  their 
companies  if  that  can  be  helpful  to  you. 

Senator  Hart.  It  Avould  be  and  we  have  made  that  request  of 
others.  Thank  you  for  volunteering  that  information. 

Dr.  Forman.  Senator  Hart,  on  the  question  of  volunteering,  I 
wonder  if  I  might  retrospectively  request  that  the  documents  I  gave 
you — my  article  concerning  a  proposal  for  an  incontestable  patent 
and  your  letter  to  me  concerning  it — be  introduced  in  the  record? 

Senator  Hart.  Yes.  As  a  matter  of  fact  I  should  have  made  that 
suggestion  myself.  I  did  leaf  through  it  again  as  you  were  testifying 
and,  if  there  is  no  objection,  we  will  print  it  in  the  appendix  of  the 
record. 

There  is  one  thing — and  this  is  not  to  dcA^elop  any  distinctions  or 
cei-tainly  suggest  that  Avhat  you  told  us  isn't  the  NAM  position 
because  I  know  it  is — but,  Mr.  Bennett,  specifically  on  the  question 
of  an  independent  agency,  is  that  position  of  the  NAM  the  reflection 
of  the  application  of  a  general  attitude  or  a  specific  reference  to  this 
particular  bill? 

Mr.  Benxett.  "Well,  as  I  stated  before,  tlie  NAM  has  a  general 
position  on  patents  that  doesn't  really  filter  down  to  this  point  as  to 
administration.  May  I  say  this,  the  way  we  appi'oached  the  current 
hearings  was  this  waj^ :  We  drafted  what  we  thought  was  a  geneial 
approach  to  the  five  points  that  were  brought  up  and  enunciated. 
This  was  a  10-page  statement  or  an  exposition  or  discussion  or  white 
paper — whatever  you  want  to  call  it — and  this  was  sent  out  to  the 
150  members  of  the  NAM  Patents  Committee  for  comments.  We 
received  back,  oh,  I  would  say  about  as  many  as  55  comments  which 
I  think  is  quite  good,  as  a  matter  of  fact,  and  it  did  represent  a 
cross-section  of  opinions.  When  I  say  cross-section,  I  mean  some 
came  from  chemical  companies,  some  came  from  individual  practi- 
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tioners  and  so  on.  Then  an  ad  hoc  committee  met  to  discuss  the  five 
points.  Again,  this  ad  hoc  committee  was  a  cross  section  from  var- 
ious seg^nents  of  industry  and  it  considered  the  draft  white  paper. 
The  members  had  tliis  beforehand.  They  considered  the  responses  we 
got  from  tlie  Patents  Committee  and  they  spent  a  full  day  in  dis- 
cussing various  suggestions. 

I  might  say  also  to  that  that  Commissioner  Gottschalk  was  there 
at  the  outset  and  indicated  some  of  the  matters  that  he  did  indicate 
here  today  to  this  committee  so  they  had  that  to  consider  too.^  And 
you  brought  the  question  up  as  to  the  administrative  aspect.  As  a 
matter  of  fact,  former  Conunissioner  Brenner  was  also  there  and  we 
had  the  benefit  of  some  discussion  from  him  on  this  point.  The  total 
etl'ect  was  that  we  devised  what  we  believed  was  a  consensus  in 
coming  up  with  our  recent  statement. 

Senator  Hart.  The  membership  of  the  ad  hoc  committee  was 
drawn  from  the  Patent  Connnittee  basically? 

Mr.  Bexxett.  Yes.  it  was. 

KSenator  Hart.  Thank  you  very  much. 

Mr.  Brennan  I 

Mr.  Brexxax.  No  questions. 

Senator  Hart.  jMr.  Xash? 

]Mr.  Xasii.  Xo  questions. 

Senator  Hart.  I  do  want  to  ask  about — and  I  am  trying  to  find 
the  place 

Dr.  Formax'.  AVas  that  in  our  formal  statement,  sir? 

Senator  Hart.  I  do  want  to  ask  about — well,  do  I  understand  that 
the  Patent  Office  administratively  has  instituted  a  program  with  a 
Sio-yP'ir  limit  sort  of  a  deferred  examination  system? 

Dr.  FoRMAX.  Yes,  I  have  the  formal  announcement  of  the  pro- 
gram as  it  appeared  in  the  Federal  Register.  Mr.  X'ash,  may  I  please 
give  you  it  ? 

Mr.  X^ASii.  Sure. 

Dr.  FoRMAX.  This  is  a  copy  sir,  of  that  defensive  program  enunci- 
ated earlier. 

Senator  Hart.  I  think  that  would  be  useful  to  have  that  printed 
at  this  point  in  the  record. 

[The  document  referred  to  follows :] 

From  the  Federal  Register,  April  11,  106S 

TITLE  37— PATENTS,  TRADEMARKS,  AND  COPYRIGHTS 

Chapter   I — Patent    Office,    Departme>'t   of    Commerce  ;    Part    1 — Rules   of 
Practice  in  Patent  Cases  ;  Part  3 — Forms  for  Patent  Cases 

new  defensive  publication  program  ;  additional  form 

Sections  1.11.  1.14,  1.101,  1.103.  and  1.108  of  Title  37  CFR  (Patent  Rules  11, 
14,  101.  10.3.  and  108)  are  amended  or  revised  and  a  new  §  1.1,39  (Patent  Rule 
139)  is  added  to  take  effect  ]May  1,  1968,  for  the  purpose  of  instituting  a  new- 
defensive  publication  program.  A  new  §  3.50  is  added  for  the  purpose  of  imple- 
menting the  new  program. 

The  general  substance  of  the  proposed  revisions  and  additions  was  published 
in  the  Federal  Register  of  February  20,  19GS   (33  F.R.  3189).  A  hearing  was 

^  Mr.  Gottsfhalk  spokp  proner.nlly  on  Patont  matters  to  a  group  whleh  Includpd  some 
from  the  smaller  NAM  frroii|)  rnfiTrpd  to  which  met  later  to  discuss  S.  lo21.  speciflcullv. 
He  did  not  participate  in  NAM  deliberations  on  its  position  regarding  S.   1.321. 
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held  on  March  27.  196S,  and  all  persons,  who  desired  to,  were  invited  to  attend 
and  to  siilimit  their  views,  objections,  reconnnendations  or  suggestions.  Both 
oral  and  written  comments  were  carefully  considered.  The  t^ections  are  being 
revised  substantially  as  published  with  a  few  additional  changes. 

Tills  program  is  intended  to  provide  better  service  to  the  pul)lic  by  making 
available  the  technical  disclosure  of  certain  applications  in  which  the  owner 
may  jirefer  to  publish  an  alistract  in  lieu  of  obtaining  an  examination  by  the 
Patent  Office.  The  defensive  pulilication  would  be  in  the  form  of  an  altstract  of 
the  technical  disclosure,  printed  in  the  Official  Gazette  and  made  a  part  of  the 
Patent  Office  search  files. 

This  program  will  be  open  to  any  applicant  having  an  application  awaiting 
action  by  the  Patent  Office  and  who  files  a  written  request  no  later  than  eight 
(S)  months  after  the  earliest  T'.S.  effective  filing  date  of  the  designated  appli- 
cation and  agrees  to  the  conditions  of  the  program,  including  waiving  his 
patent  rights  based  on  the  designated  application,  opening  the  complete  appli- 
cation to  inspection  by  the  general  public  upon  publication  of  the  abstract, 
expressly  aliandoning  his  application,  the  abandonment  to  take  effect  five  (5) 
years  after  the  earliest  I'.S.  effective  filing  date  of  the  aiip'ication  unless 
within  that  period  interference  proceedings  have  been  initiated,  and  waiving 
his  rights  to  a  patent  on  a  continuing  application  tiled  after  the  expiration  (if 
thirty  (30)  months  from  the  earliest  T'.S.  effective  filing  date  of  the  designated 
application.  T'ntil  November  1.  1968,  this  program  will  be  open  to  any  pending 
application  awaiting  first  action  by  the  Patent  Office  at  the  time  of  the  request 
without  regard  to  the  filing  date  of  that  application. 

In  accordance  with  existing  rules  and  procedures  interferences  may  lie 
declared  with  applications  and  patents. .During  the  period  beginning  with  the 
suggestion  of  claims  by  the  Patent  Office  or  the  filing  of  claims  by  the  api)li- 
cant  copied  from  a  patent  and  ending  with  the  termination  of  proceedings  if 
an  interference  is  declared  or  the  mailing  of  a  decision  refusing  to  declare  tlie 
interference,  abandonment  by  reason  of  the  expiration  of  the  5-year  period  will 
be  stayed.  Since  the  applicant  has  waived  his  patent  rights  and  agreed  to  a 
defensive  publication,  termination  of  interference  proceedings  in  his  favor 
would  render  the  express  aiiandonment  ineffective  but  would  not  re.sult  in  the 
issuance  of  an  enforceable  patent.  Instead,  a  normal  Notice  of  Allowance 
would  be  issued  except  that  the  applicant  would  be  notified  that  when  the 
issue  fee  is  remitted  a  disclaimer  of  the  entire  term  of  the  patent  to  be 
granted  in  accordance  with  the  second  paragraph  of  3.j  U.S.C.  253  should  be 
included. 

No  special  fees  Mill  be  required  for  entrance  into  this  program.  The  appli- 
cant will  be  permitted  to  include  with  his  request  a  replacement  or  expanded 
abstract  of  the  technical  disclosure  of  up  to  two  hundred  (200)  words.  Accept- 
ance of  a  request  to  enter  this  program  will  be  contingent  upon  screening  by 
the  Patent  Office  to  exclude  such  material  that  may  be  considered  advertising, 
frivolous,  scandalous,  against  public  policy,  sul).iect  to  national  security  con- 
trols, etc.  Acceptance  of  a  designated  application  in  this  program  is  not 
intended  to  preclude  the  examination  of  any  continuing  application  filed  under 
35  U.S.C.  120  within  thirty  (.30)  months  after  the  earliest  eff'ective  U.S.  filing 
date  of  the  designated  application. 

Upon  receipt  and  approval  of  the  request  the  application  abstract  will  lie 
published  in  the  Official  Gazette.  I'ublication  of  the  abstract  in  the  Official 
Gazette  would  be  in  a  separate  section  identifying  the  application  as  being 
open  for  inspection  by  the  general  public  and  indicating  that  it  is  subject  to 
the  New  Defensive  Publication  Program. 

P\)llowing  publication  the  application  would  be  filed  in  the  Record  Section  of 
the  I'atent  Reference  Branch  where  it  will  be  available  for  inspection  upon 
written  re<iuest.  Copies  of  the  application  will  be  furnished  by  the  Patent 
Office  uptm  request  and  payment  of  fee.  The  application  abstract  and  suitable 
drav.ing  copies  would  then  Ite  made  a  part  of  the  official  search  files. 

After  the  defensive  publication  has  appeared  in  the  Official  Gazette  the 
abstract  and  suitalile  drawing  cojiies  will  be  availal)le  as  prior  art  from  the 
date  of  publication  under  35  U.S.C  102(a)  or  102(b)  as  a  printed  publication. 
Al.so,  at  this  time  the  application  will  be  available  as  prior  art  under  35  U.S.C. 
102(a)  as  evidence  of  prior  knowledge  from  the  actual  date  of  filing  the  appli- 
cation in  the  Patent  Office. 
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The  changes  follow : 

1.  In  §  1.11.  delete  •'Patent"  from  the  title.  Identify  the  one  paragrai»li  now 
in  the  section  as  paragraph  "(a)"  and  follow  with  a  new  paragraph  "(h)",  .^o 
that  the  section  reads  as  follows  : 

§  ././/     Filca  open  to  the  public. 

(a)  After  a  patent  has  l)een  issued,  the  specification,  drawings,  and  all 
papers  relating  to  the  case  in  the  tile  of  the  patent  are  open  to  inspwtion  by 
the  general  public,  and  copies  may  be  furnished  upon  paying  the  fee  therefor. 
The  tile  of  any  terminated  intcference  involving  a  patent,  or  an  application  on 
which  a  patent  has  subsequently  issued,  is  similarly  open  to  public  inspection 
and  procurement  of  copies.  See  §  2.27  for  trademark  tiles. 

(b)  Applications  in  which  the  (iffice  has  accepted  a  request  filed  under 
§  1.139  are  open  to  inspection  by  the  general  pulilic.  and  copies  may  be  fur- 
nished upon  paying  the  fee  therefor. 

2.  In  §  1.1-1,  insert  "Except  a.s  provided  in  §  J.ll(b)"'  at  the  beginning  of  the 
first  sentence  of  both  paragraphs  (a)  and  (b),  so  that  these  paragraphs  read: 

§  1.1. 't     Patent  applications  preserved  in.  secrecy. 

(a)  Except  as  provided  in  §  1.11(b)  pending  patent  applications  are  pre- 
served in  secrecy.  No  information  will  be  given  by  the  Office  respecting  the 
filing  by  any  particular  person  of  an  application  for  a  patent,  the  pendency  of 
any  particular  case  before  it,  or  the  suliject  matter  of  any  particular  applica- 
tion, nor  will  access  be  given  to  or  copies  furnished  of  any  pending  application 
or  papers  relating  thereto,  without  written  authority  of  the  applicant,  or  his 
assignee  or  attorney  or  agent,  unless  it  shall  be  necessary  to  the  proper  con- 
duct of  business  before  the  Office  or  as  provided  by  this  part. 

(b)  Except  as  pi-ovided  in  §  1.11(b)  aliandoned  applications  are  likewise  not 
open  to  public  Inspection,  except  that  if  an  application  referred  to  in  a  U.S. 
patent  is  abandoned  and  is  available,  it  may  lie  inspected  or  copies  obtained  by 
any  person  on  written  request,  without  notice  to  the  applicant.  Abandoned 
apiilications  may  be  destroyed  after  20  years  from  their  filing  date,  except 
those  to  which  particular  attention  has  been  called  and  which  have  been 
marked  for  preservation.  Abandoned  applications  will  not  be  returned. 

3.  In  §  1.101,  add  "except  for  those  applications  in  which  the  Office  has 
accepted  a  request  filed  under  §  1.139"  at  the  end  of  the  last  sentence  of  para- 
graph (a),  so  that  it  reads. 

§  1.101     Order  of  examination. 

(a)  Applications  filed  in  the  Patent  Office  and  accepted  as  complete  applica- 
tions (§§  1.53  and  1.55)  are  assigned  for  examination  to  the  respective  exam- 
ining divisions  having  the  classes  of  inventions  to  which  the  applications 
relate.  Applications  shall  be  taken  up  for  examination  by  the  examiner  to 
whom  they  have  been  assigned  in  the  order  in  which  they  have  been  filed 
except  for  those  applications  in  which  tlie  Office  has  accepted  a  request  filed 
under  §  1.139. 

4.  In  §  1.103,  add  a  new  paragraph  (d)  to  read  as  follows: 

§  1.103     Siispensio7i  of  action. 

(d)  Action  on  applications  in  which  the  Office  has  accepted  a  request  filed 
under  §  1.139  will  be  suspended  for  the  entire  pendency  of  these  applications 
except  for  purposes  relating  to  proceedings  under  §   1.201(b). 

5.  In  §  I.IOJS,  delete  "and  forfeited"  in  the  title  and  the  first  sentence,  and 
add  "except  those  which  have  become  aliandoned  as  a  result  of  the  tiling  and 
acceptance  of  a  request  under  §  1.139"  at  the  end  of  tlie  first  sentence,  so  that 
it  I'eads  as  follows  : 

§  J.IOS     Abandoned  applications  not  cited. 

Abandoned  applications  as  such  will  not  be  cited  as  references  except  those 
which  have  become  abandoned  as  a  result  of  the  filing  and  acceptance  of  a 
re(iuest  under  §  1.139. 

().  A  new  §  1.139  is  added,  the  full  text  of  which  reads  as  follows : 

§  l.l.W     Waiver  of  patent  rights. 

An  applicant  may  waive  his  rights  to  an  enforceable  patent  based  on  a  pend- 
ing patent  application  by  filing  in  the  Patent  Ofl5ce  a  written  waiver  of  patent 
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rights,  a  consent  to  the  publication  of  an  abstract,  an  authorization  to  open 
the  complete  application  to  inspection  by  the  general  public,  and  a  declaration 
of  abandonnieiit  signed  l).v  the  applicant  and  the  assignee  of  record  or  by  the 
attorney  or  agent  of  record. 

7.  A  new  §  3.50  is  added  to  read  as  follows : 

§  8.50     Waiver  of  patent  rights. 
To  the  Commissioner  of  Patents: 

The  undersigned  having  on filed  an  application  for 

patent.  Serial  No. entitled , 

hereby  waives  his  right  to  an  enforceable  patent  based  on  said  application  or 
on  any  continuing  application  filed  after  the  expiration  of  thirty  (30)  months 
from  "the  earliest  I'.S.  effective  tiling  date  of  said  application  and  subject  to 
acceptance  by  the  Commissioner,  and  refpiests  that  an  abstract  of  disclosure 
thereof  be  pul>lishe<l  in  the  Office  Gazette,  that  the  complete  application  be 
opened  to  inspection  by  tlie  general  public  upon  pultlication  of  said  abstract. 
and  that  the  application  be  considered  pending  for  the  purpose  of  interference; 
and  further  the  undersigned  expressly  abandons  said  application,  tlie  abandon- 
ment to  take  effect  five  (5)  years  after  the  earliest  I'.S.  effective  filing  date 
of  the  application  unless  within  that  period  interference  proceedings  have  been 
initiated. 
(Hec.  1,  66  Stat.  792;  35  U.S.C.  6) 

Edward  .1.  Brennkr. 

Commissioner  of  Patents. 

Approved :  April  9,  196S. 

.John  F.  Kincaid, 
Assistant  Serretary  for  Scienee  and  Terhnology. 

[F.R.  Doc.  G8-4.3S6;  Filed,  Apr.  10,  1968;  8:49  a.m.] 


U.S.  Department  of  Commerce. 

Patent  Office, 
Washington,  D.C.,  October  1,  1973. 
Thomas  C.  Brennan,  Esq., 

Chief   Counsel,    Siihcommittrc   on    Patents,    Tradenuirhs   and    Copyrights,    l'.^. 
Senate,  Washington,  B.C. 

Dear  Mr.  Brennan:  This  is  in  response  to  your  letter  of  September  IS, 
1973,  concerning  V>v.  Howard  Forman's  testimony  before  your  Subcommittee  on 
our  Defensive  Publication  Program.  Before  responding  specifically,  I  would 
first  like  to  describe  the  program. 

The  program  ])ermits  a  patent  a])plicant  to  request  ■[)ubii' ntion  of  a  sum- 
mary of  his  applicat!(m  as  a  defensive  publication  abstract,  pursuant  to  Rule 
139  of  the  Patent  Office  Rules  of  Practice.  There  is  a  time  limit  on  these 
recjuests,  however.  They  may  l>e  filed  only  if  the  pending  application  is  await- 
ing a  first  Office  action  ;  or  within  eight  months  of  the  earliest  effective  United 
States  filing  date  of  the  application,  if  a  first  Office  action  has  already  been 
made  and  responded  to.  Also,  the  applicant  must  provisionally  abandon  the 
application.  He  does  retain,  however  the  right  to  participate  in  a  priority  of 
inventorship  contest  for  five  years  from  the  earliest  effective  United  States 
filing  date  of  the  application.  At  the  time  of  pu>)lishing  the  abstract,  the  appli- 
cation is  opened  for  public  inspection. 

A  re(iuest  for  defensive  publication  cannot  be  withdrawn  after  acceptance  by 
the  Patent  Office.  However,  a  patent  may  l)e  obtained  on  the  subject  mattcn-  of 
a  defensive  publication  appli<-ation  if  certain  procedural  requirements  are  sat- 
isfi(>d.  If  the  applicant  files  a  divisional,  continu.-ition  or  continuation-in-part 
application  for  this  subject  matter  within  30  months  of  the  earliest  effective 
I'liited  States  filing  date  of  the  pultlished  application  and  the  other  conditions 
for  patentability  are  satisfied,  a  patent  may  be  granted  on  this  later-filed 
application.  Even  if  the  later-filed  application  is  filed  beyond  the  30-month 
period,  it  may  still  mature  into  a  patent.  However,  it  cannot  be  accorded  the 
filing  date  of  the  defensive  publication  application. 

Applications  for  which  defensive  public;ition  is  requested  are  promptly  proc- 
essed for  publication.  While  they  are  not  examined  for  patentability,  they  are 
reviewed  by  the  examiner  for  compliance  with  certain  formal  requirements 
before  being  approved  for  publication. 
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The  defensive  pnhlicafion  procedure  will  usually  make  the  published  applica- 
tion publicly  avaihil)le  liefore  any  later-liled  application  for  the  same  subject 
matter  would  be  patended.  ]Meinbers  of  the  public,  therefore,  are  provided  with 
an  oi)portunity  to  brins  to  the  attention  of  the  Patent  Office  prior  art  patents 
and  publications  hearing-  on  the  patentability  of  the  subject  matter.  This 
opportunity  is  provided  for  by  Rule  291  of  the  Rules  of  i)ractice. 

At  first  .sjlance,  our  defensive  publication  projiram  does  appear  in  certain 
cases  tantamount  to  a  30-month  deferred  examination  system.  However,  most 
applicants  participate  in  the  program  for  defensive  purposes,  and  do  not  seek 
l»atents.  Thus,  the  program  is  not  regarded  by  applicants  as  a  deferred  exami- 
nation procedure. 

The  program  is  not  the  first  of  its  kind  to  solicit  the  early  public  disclosure 
of  the  contents  of  patent  applications,  in  lieu  of  examination.  Abstracts  of 
1.311  applications  were  published,  in  accordance  with  tiie  Notice  of  Januarv 
25,  1949  in  the  Official  Gazette  of  the  Patent  Office  (G19  O.G.  25S),  between 
19-19  and  1953.  This  practice  was  terminated  on  August  3,  1953  by  an  undated 
notice  appearing  in  the  Official  Gazette  of  .Tune  8.  1903  (671  O.G.  316). 

A  brief  program  for  publishing  "abbreviatures"  of  patent  applications  was 
conducted  by  the  Patent  Office  in  1964  and  1965.  However,  0!ily  14  "abbrevia- 
tures." as  these  brief  summaries  of  patent  applications  were  called,  were  pub- 
lislied.  This  program  was  announced  by  the  Notice  of  July  14,  1964  (S04  O.G. 
183)  and  terminated  by  the  Notice  of  August  25,  1965,  (818  O.G.  791). 

The  Patent  Office  instituted  the  present  Defensive  Publication  Pi-ogram  on 
April  11,  1988.  Through  .lanuary  of  this  year,  only  857  requests  for  defensive 
publication  have  been  received  by  the  Patent  Office.  We  have  no  information, 
however,  concerning  the  extent  to  which  applicants  entering  the  program  have 
subsequently  sought  to  obtain  patents  for  the  same  sul)ject  matter.  When  an 
application  is  received  in  the  Patent  Office  claiming  the  benefit  of  the  filing 
date  of  an  earlier  filed  application,  notice  of  the  later  filing  is  not  recorded  in 
the  earlier-filed  application.  Accordingly,  any  determination  of  the  extent  to 
which  applicants  file  subsequent  patent  applications  for  the  subject  matter  of 
an  earlier  filed  defensive  publication  application  would  require  examination  of 
the  more  than  500,000  patent  applications  received  since  the  program  was 
instituted. 

I  would  point  out  the  Administration's  patent  bill  will  strengthen  the  Defen- 
sive PublicationProgram.  Under  the  bill,  an  application  published  under  the 
Defensive  I'ublication  Program  would  be  availaide  as  "prior  art"  against  other 
applications  as  of  its  filing  date,  rather  than  its  publication  date.  This  change 
will  strengthen  the  program  and  make  it  more  attractive  to  potential  users. 
Thus,  the  Administration's  bill  moves  in  the  direction  suggested  by  Dr. 
Forman. 

I  would  be  pleased  to  answer  any  questions  you  may  have  on  this  matter. 
Sincerely, 

Rene  D.  Tegtmetek. 
Acting  Commissioner  of  Patents. 


Senator  Hart.  Do  I  understand  from  your  testimony  that  all  of 
the  applicants  that  filed  under  that  procedure  let  their  applications 
lapse  rather  than  go  to  examination  ? 

Dr.  FoRMAX.  I  don't  have  tlie  answer  to  that  question,  Senator 
Hart.  I  did  not  ask  the  office  for  information  as  to  how  that  pro- 
gram was  working. 

Senator  Hart.  In  your  testimony  you  didn't  tell  us  that  all  appli- 
cations lapsed,  but  you  said  essentially  all  applications  moved  under 
that  program  have  not  been  subsequently  followed  up. 

Dr.  FoRMAX.  No,  I  am  sorry  if  I  gave  you  that  impression.  If  I 
made  a  statement  along  those  lines,  it  was  inaccurate.  I  do  not 
know  the  answer  to  that  question,  Senator.  The  only  information  I 
thought  to  ask  for  and  which  I  have  in  my  hand  was  a  note  to  the 
effect  that  through  January  of  1978,  861  requests  for  defensive  pub- 
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licatioiis  liad  been  received.  That  is  a  direct  reply  to  the  only  ques- 
tion I  a^^ked  the  office  to  give  me. 

Senator  HAra'.  Well,  we  can  clarify  that  for  the  record  if  ^Ir. 
Brennan  would  in  writing  inquire  of  the  Patent  Office  what  their 
experience  has  been. 

^Ir.  Bkkxxan.  Yes,  sir. 

Senator  Hart.  And  when  it  is  supplied  it  will  be  made  a  part  of 
the  record. 

Mr.  Brexxan.  All  right,  sir. 

Senator  Hakt.  Thank  you  very  much. 

[The  statement  of  Dr.  Howard  I.  Forman  in  full  follows:] 

Statement  of  Dr.  Howard  I.  Fokman  Represextixg  the  National 
Association  of  Manufacturers 

The  XatioDal  Association  of  Manufacturers  appreciates  the  opportunity  to 
express  these  views  on  the  proposed  critical  patent  law  revision  matters  heing 
considered  in  tliis  current  liearing.  It  malces  these  comments  as  a  voluntary 
association  of  business  concerns  of  varying  sizes  and  commercial  activities, 
and  located  in  every  state.  I'articipants  in  the  NAM  meml)ership  are  compa- 
nies and  individuals  fostering  and  investing  in  the  scientific  and  technological 
endeavors  that  have  enabled  this  Nation  to  earn  the  reputation  as  a  leader  in 
l)roviding  the  climate  for  creativity  which  has  enabled  the  development  of  some 
of  the  most  important  products  and  processes  utilized  today. 

•But  the  present  gives  rise  to  the  future  and  perhaps  more  than  ever  before 
in  the  history  of  our  nation,  we  must  stimulate  and  encourage  invention  and 
innovation  to  meet  national  and  international  needs.  We  need  better  pi-oductiv- 
ity  from  inventions  to  improve  the  standard  of  living  for  everyone,  and  to  hold 
down  inflation.  We  look  to  practical  discoveries  and  inventions  for  competing 
internationally  in  order  to  improve  our  balance  of  trade  and  avoid  further 
devaluation  of  the  dollar  in  the  v»-orld  marketplace.  Moreover,  we  need  better 
products  and  processes  to  overcome  our  national  problems  relating  to  health, 
transportation,  housing,  energy,  and  the  environment. 

Essential  to  the  achievement  of  these  needs  is  unquestionably  a  strengthened 
patent  system  that  will  provide  the  incentives  necessary  to  encourage  invest- 
ment of  time  and  imagination,  energy  and  money  to  bring  to  the  marketplace 
an  increasing  catalogue  of  exciting  inventions.  Most  important  to  note — such 
incentives  are  needed  alike  by  independent  inventors,  and  company  research 
teams  of  all  sizes  as  well  as  other  invention-oriented  organizations  such  as 
universities. 

It  beai's  pointing  out  that  a  Constitutional  provision  relating  to  the  patent 
system  provides  :  "The  Congress  shall  have  power  ...  to  promote  the  progress 
of  .  .  .  useful  arts,  by  securing  for  limited  tinies  to  .  .  .  inventors  the  exclusive 
right  to  their  respective  .  .  .  discoveries."  Thus,  our  connnents  on  proposed 
changes  in  existing  patent  statutes  being  presently  considered  are  as.«uredly 
made  in  the  light  of  what  we  l)elieve  would  be  their  very  special  effect  on  pro- 
mf>tiug  the  progress  of  the  useful  arts  in  the  United  States. 

MODIFICATION   OF  PATENT  EXAMINATION  PROCEEDINGS  TO  PROVIDE  PUBLIC 
ADVERSARY   HEARINGS 

We  view  with  optimism  the  prospect  of  improvement  to  the  administrative 
procedures  in  the  Patent  Office  which  will  enhance  the  validity  of  issued  pat- 
ents. Specifically,  we  support  public  involvement  in  calling  attention  to  the 
Patent  Office  of  "prior  art".  However,  we  are  not  in  favor  of  attempting  to 
attain  this  objective  by  the  adversary  procedures  set  forth  in  the  current 
S.1321  (Sec.  185).  Rather,  we  i)elieve  that  the  objectives  so  sought  would  be 
better  served  by  the  procedures  set  forth  in  Sections  191  and  11)2  of  S.O-JS 
(Committee  Print)  considered  by  the  92nd  Congress.  In  this  ccmnection,  it 
should  be  noted  that  those  procedures  set  forth  in  S.643  originated  from  the 
19tJ(>  Rei)ort  of  tlie  President's  Commission  on  the  I'atent  System.  This  report 
continued  a  number  of  proposed  changes  in  the  U.S.  Patent  System  that  were 
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devised  after  more  than  a  year  of  deliberations.  Further,  tlie  final  provisions 
of  S.6-13  were  arrived  at  only  after  extensive  hearings  by  patent  committees  of 
the  90th,  yist  and  92nd  Congresses  and  as  a  result  had  received  broad-hased 
support  from  the  patent  profession. 

To  summarize  the  essential  differences  between  the  two  legislative  propos- 
als: Under  .S.G-IS,  as  considered,  procedures  are  estalilished  whereby  3rd  par- 
ties would  call  I'atent  Office  attention  to  prior  art  that  would  affect  the  valid- 
ity of  issued  or  issuing  patents.  If  the  Patent  Office  decides  that  the  cited 
prior  art  has  merit,  then  the  prosecution  of  these  cases  would  l)e  reopened  to 
consider  such  ]»rior  art.  Under  S.1321,  public  adversary  hearings  would  allow 
for  proceedings  that  might  well  be  harassing  to  the  applicant  (.since  the  3rd 
party  would  as  a  matter  of  right  have  the  opportunity  to  engage  the  patentee 
in  a  long  and  costl.v  proceeding).  There  is  no  basis  to  predict  that  this  easily 
abused  form  of  procedure  would  enable  the  Patent  Office  to  reach  more  satis- 
factory conclusions  than  the  approach  of  »S.6J3. 

The  President's  Commission  on  the  Patent  System  fully  considered  other 
forms  of  adversary  proceedings  and  rejected  them  in  favor  of  the  approach  set 
forth  in  in  S.643.  Perhaps  the  most  serious  objection  to  an  inter-party  adver- 
sary proceedings,  such  as  is  provided  in  Section  13.^  of  S.1321,  is  the  high  cost 
which  would  be  imposed  on  an  applicant  or  patentee  as  a  defendant  in  the 
process.  Certainly  the  cost  of  obtaining  a  patent  is  already  high  enough  with- 
out placing  this  additional  I'urden  on  inventors.  Thus,  essentially  the  same 
lieneticial  results  could  be  obtained  by  the  procedures  set  forth  in  Section  191 
and  192  of  S.  6^13  at  substantially  lower  cost. 

Experience  vvith  inter-party  adversary  procedures  in  Germany.  Holland  and 
England  are  reported  to  demonstrate  clearly  the  high  cost  in  money  and  time 
that  are  involved  in  such  proceedings.  Such  an  approach  is  especially  burden- 
some and  prohibitive  from  the  standpoint  of  independent  inventors  and  small 
companies.  Even  in  the  case  of  larger  organizations,  the  cost  becomes  prohibi- 
tive under  this  particular  system  because  many  companies  (based  on  European 
experience)  apparently  tend  to  oppose  automatically  their  competitors'  patents 
in  process  of  issuance  whether  or  not  there  is  any  genuine  basis  for  doing  so. 

Further,  with  regard  to  Section  135  of  S.1321,  it  is  suggested  that  it  would 
be  administratively  more  efficient,  in  any  event,  to  issue  the  patent  first  and 
then  have  such  patent  subject  to  examination  or  reexamination.  In  this  way. 
millions  of  dollars  in  additional  printing  costs,  not  to  mention  the  additional 
cost  of  n.iaintenance  and  searching  of  the  files  of  such  documents,  could  be 
saved  l)y  the  puldic  and/or  patentees  and  with  essentially  the  same  results 
from  a  substantive  standpoint. 

Also,  it  is  recommended  that  the  Commis.sioner  of  I'atents  be  given  the  flexi- 
liility  of  determining  who  in  the  Patent  Office  would  have  the  responsibility  of 
handling  the  examination  or  re-examination  under  this  proposed  Section.  Thus, 
the  Commissioner  should  not  be  restricted  to  having  Primary  Examiners 
handle  this  responsibility  since  it  might  be  better  to  have  someone  else 
involved  in  the  proceedings  who  would  not  have  participated  in  the  original 
decision  to  grant  the  patent.  Again,  it  wcmld  be  best  to  leave  this  decision  as 
an  administrative  matter  for  the  Commissioner. 

It  is  suggested,  moreover,  that  other  ways  to  utilize  the  experti.se  of  the 
Patent  Office  in  adversary  proceedings  relating  to  patents  should  be  explored. 
Thus,  perhaps  in  patent  situations  that  would  normally  be  litigated  in  court,  it 
might  be  worthwhile  to  consider  referring  the  matter  of  the  validity  of  the 
particular  patents  involved,  at  the  option  of  one  or  both  parties,  to  the  Patent 
Office  for  a  decision  or  opinion  on  validity  based  on  the  evidence  before  the 
Court. 

Finally,  it  should  be  noted  that  next  month  the  Patent  Office  will  be  holding 
administrative  hearings  on  what  has  been  called  "Voluntary  Protest"  proceed- 
ing, a  form  of  adversary  procedure  similar  to  that  encomi)as.sed  by  Section  191 
in  S.()43  of  the  last  Congress.  Assuming  that  this  voluntary  adversary  proceed- 
ing is  adopted,  we  can  expect  that  the  next  year  or  two  will  witness  the  devel- 
opment of  a  considerable  amount  of  actual  experiences  that  will  be  invaluable 
in  determining  just  what  kind  of  adver.sary  proceeding  should  be  made  manda- 
tory through  legislation.  Accordingly,  it  is  suggested  that  prudence  dictates 
deferment  of  legi.slative  action  in  this  area  until  this  kind  of  experience,  which 
appears  to  be  imminently  available,  is  considered  and  appropriately  evaluated. 
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CREATION   OF  THE  OFFICE  OF  PUBLIC   COUXSEL 

We  are  opposed  to  the  present  proposal  to  create  an  Oflace  of  Public  Counsel 
in  the  Patent  Office.  Further,  while  we  are  not  in  favor  of  studying  new  pro- 
posals endlessly,  we  considered  for  enactment  into  law,  a  detailed  study  of  the 
staffing  and  day-to-day  operations  of  the  Office  should  first  be  carried  out  and 
made  available  to  the  public  for  detailed  comment.  In  addition,  such  a  study 
should  consider  alternative  ways  to  accomplish  the  intended  purpose  of  this 
proposal  to  determine  whether  the  amount  of  money  involved  might  be  better 
spent  in  another  way  to  acliieve  this  same  purpose. 

As  a  basic  ol)servation,  it  would  appear  that  the  functions  of  the  proposed 
Public  Counsel  are  mostly  all  now  available  to  the  Government.  For  example, 
the  Government  through  the  Justice  Department  now  has  the  power  under  cer- 
tain circumstances  to  go  into  Court  to  sue  to  cancel  a  patent.  Furthermore, 
any  agency  of  the  Government  would  be  in  a  position  to  participate  in  the  pro- 
ceedings of  Section  135  of  S.1321  or  Sections  191  and  192  of  S.6J3  (92nd  Con- 
gress) without  need  of  any  Public  Counsel  as  proposed.  Also,  at  the  present 
time  tlie  Primary  Examiner  at  his  option  lias  the  right  to  be  present  and 
argue  his  side  of  the  case  before  the  Board  of  Appeals.  In  addition,  a  member 
of  the  Office  of  the  Solicitor  handles  the  case  for  the  Patent  Office  in  all 
appeals  from  the  Patent  Office  to  the  District  Courts,  Courts  of  Api)eals  and 
Court  of  Customs  and  Patent  Appeals. 

Moreover,  from  an  administrative  standpoint,  the  proposal  would  appear  to 
create  various  problems.  For  example,  the  Commissioner  of  Patents  is  pres- 
ently responsible  for  assuring  that  high  quality  patents  issue.  In  accordance 
with  the  new  proposal,  there  would  then  be  two  people,  the  Commissioner  and 
the  created  Assistant  Commissioner  for  Appeal.  Litigation  and  Public  Counsei — 
both  having  this  same  responsibility.  In  addition,  at  the  working  level  the 
Primary  Examiner  is  responsible  for  assuring  that  high  quality  patents  issue. 
Again,  in  the  case  of  this  new  proix)sal,  there  vxcmld  then  be  two  people,  tlie 
Primary  Examiner  and  a  representative  of  the  Office  of  Public  Counsel  sharing 
this  same  responsibility  at  the  working  level.  Furthermore,  it  would  appear 
that  the  representative  of  the  Office  of  Public  Counsel  would  necessarily  be 
much  less  experienced  in  a  given  field  of  technology  than  the  Primary  Exam- 
iner. 

One  of  the  major  keys  for  improving  quality  of  issued  patents  is  to  provio-- 
a  system  under  which  the  Examiner  receives  more  information  pertinent  t 
validity  than  is  now  currently  available  to  him.  In  this  connection,  it  is  noi 
I)ersuasive  that  the  proposal  for  a  Public  Counsel  will  have  any  significant 
positive  effect  on  the  examination  of  the  more  than  100,000  applications  filed 
and  the  more  than  70,000  patents  issued  each  year.  Thus,  it  would  appear  that 
the  money  involved  might  be  better  spent  in  improving  the  search  systems 
used  by  the  Examiners  and  expanding  the  Patent  Office's  present  program  for 
quality  study,  audit  and  control,  or  in  the  public  citation  of  prior  art  and  the 
re-examination  of  patent  procedures  of  S.643  of  the  92nd  Congress  as  pre- 
viously set  forth  herein. 

ESTABLISHMENT  OF  A  SYSTEM  FOR  DEFERRED  EXAMINATION   OF  P.VTENT 
APPLICATIONS 

On  balance,  we  would  recommend  the  establishment  of  a  system  for  deferred 
examination  of  patent  applications  unless,  perhaps  a  detailed  study  of  this 
subject  should  provide  convincing  evidence  that  the  benefits  of  such  an 
approach  would  exceed  the  costs  on  a  national  basis.  It  is  understood  tliat  a 
detailed  study  of  the  subject  conducted  by  the  Patent  Office  in  the  Middle 
1960"s  showed  that  the  costs  of  .such  a  system  were  about  the  same  as  the  ben- 
efits so  far  as  the  Patent  Office  budget  was  concerned.  Thus,  the  savings  real- 
ized by  not  examining  applications  were  offset  by  the  increased  cost  of  print- 
ing, filing,  classifying  and  searching  the  increased  number  of  published  patent 
documents.  Any  new  study  of  the  subject  should  also  include  an  analysis  of 
the  effect  on  the  creative  forces  in  the  private  sector. 

Deferred  examination  systems  have  been  adopted  by  a  number  of  countries 
such  as  Germany,  Holland,  Japan  and  Australia.  However,  the  major  reason 
for  adopting  deferred  examination  in  these  countries  was  the  problem  mani- 
fested by  the  enormous  backlog  of  unexamined  patent  applications  and  the 
resultant  delay  of  five  or  more  years  in  the  issuance  of  patents.  It  is  particu- 
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larly  significant  to  note  that  the  proposed  European  Patent  System  will  not 
involve  a  deferred  examination  system,  presumably  because  the  Europeans 
apparently  now  believe  that  it  is  more  ethcient  for  all  concerned  to  have  appli- 
cations examined  officially  and  promptly  in  the  Enr<tpean  Patent  f)ffice. 

In  the  ease  of  the  T'nited  States,  the  I'atent  Office  lias  reduced  the  average 
pendency  of  patent  applications  for  a  period  of  more  than  Three  years  in  ]0(!3 
to  about  two  years  tcxiay.  Furthermore,  the  I'atent  Office  is  reported  to  be  well 
on  its  way  to  its  goal  of  an  average  pendency  of  IS  months  which  corresponds 
to  the  period  for  publication  in  coimtries  having  deferred  examination  systems. 

It  is  interesting  to  note  that  the  Patent  Office's  present  Defensive  I*ublic;i- 
tion  Program  is,  in  effect,  a  2^2  year  deferred  examination  system.  Under  this 
program  an  applicant  has  that  period  of  time  after  filing  his  initial  application 
to  decide  v.iiether  he  wants  his  case  examined  by  the  Patent  Office.  Indeed,  it 
would  be  worthwhile  to  study  ways  in  which  the  Defensive  Publication  l*ro- 
gram  might  be  strengthened  to  encourage  more  applicants  to  use  it.  It  is 
understood  that  essentially  all  applications  that  have  been  processed  under 
this  Program  have  not  been  sul)seiiuently  examined  as  a  result  of  a  request  by 
the  applicant.  If  this  is  the  case,  then  it  would  appear  to  be  a  highly  efficient 
system,  since  the  ideal  deferred  examination  system  is  one  which  examines  all 
patent  applications  of  some  commercial  interest  to  someone  (i.e..  tlie  applicant 
and/or  third  parties)  and  does  not  examine  patent  applications  of  no  commer- 
cial interest  to  anyone,  namely,  a  system  having  100%  selectivity. 

REVISION  OF  THE  PATENT  FEE  SCHEDULE,  IXCLX"UIXG  THE  ESTABLISHMENT  OF 
MAINTENANCE   FEES 

We  have  been  on  record  for  many  years  as  supporting  the  proposition  that 
Patent  Office  fees  should  support  a  fair  share  of  the  costs  of  operating  tlie 
Patent  Office.  This  continues  to  be  our  present  position. 

We  do  not  favor  maintenance  fees,  particularly  on  account  of  the  adminis- 
trative problems  which  would  be  involved  and  the  double  tax  l)urdeu  this 
places  on  innovators  and  investors.  Iluwevor.  we  believe  maintenance  fees  to 
be  a  lesser  evil  than  fiirther  increases  in  filing  and  issue  fees  which  are  about 
as  high  as  they  should  be,  particularly  in  the  case  of  individuals  and  small 
companies  of  limited  resources.  It  is  understood  that  a  recent  study  of  the 
filings  by  independent  inventors  showed  that  there  was  a  significant  drop  in 
their  patent  applications  at  the  time  of  the  patent  fee  increase  in  the  middle 
1900's. 

Whatever  cost  burden  must  l>e  borne  by  the  users  of  the  patent  system,  they 
should  not,  in  effect,  destroy  patent  values,  become  confiscatory,  or  be  consid- 
ered simply  as  a  property  tax.  As  an  important  consideration,  there  are 
numerous  examples  of  patents  only  becoming  of  commercial  value  in  their 
later  years. 

If  it  should  be  decided  that  a  system  of  deferred  fees  is  to  be  adopted  Is.v 
the  United  States,  it  is  recommended  that  it  not  be  a  system  involving  yearly 
payments  in  order  to  minimize  the  administrative  burden  to  the  I'atent  Office 
and  patentees.  Thus,  for  example,  it  is  recommended  that  consideration  be 
given  to  having  such  payments  made  every  fifth  year. 

ADMINISTRATIVE  RESTRUCTURING  OF  THE  PATENT  OFFICE,  INCLUDING  THE 
PROPOSED  ESTABLISHMENT  OF  THE  PATENT  OFFICE  AS  AN  INDEPENDENT  AGENCY 

We  recognize  laudal)le  objectives  in  the  proposal  to  establish  the  Patent 
Office  as  an  independent  executive  agency  reporting  to  Congress.  This  would 
appear  to  give  the  Patent  Office  an  elevated  status  within  government,  more- 
over, the  official  spokesman  of  such  a  singular  agency  presumably  may  experi- 
ence increased  prestige  in  dealing  with  the  Congress,  other  federal  bodies,  and 
with  representatives  of  foreign  governments  concerned  with  international 
patent  and  trademark  affairs. 

While  such  objectives  may  be  meritorious,  we  question  whether  their  possi- 
ble attainment  would  offset  the  disadvantages  which  may  well  develop  in 
taking  the  Patent  Office  out  of  the  Department  of  Commerce.  We  would  recom- 
mend that  such  a  basic  administrative  change  warrants  in-depth  studies  of  the 
possible  effects  in  various  areas  of  national  interest,  and  based  thoroughly  on 
past  experiences  with  the  present  structure. 
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We  must  stress  that  there  clearly  are  advantages  in  having  a  cabinet  officer 
at  the  orjranizational  pinnacle  in  which  the  Patent  Office  is  located.  Thereby, 
matters  affecting  the  patent  system  may,  when  necessary,  be  more  readily 
brought  to  the  direct  attention  of  the  President.  In  terms  of  intra-governmen- 
tal  relationships,  it  seems  that  the  position  and  support  of  the  t^ecretary  of 
Commerce  may  be  of  far  greater  value  to  carrying  out  the  goals  of  the  Patent 
Office  than  would  be  the  solitary  prestige  of  the  head  of  the  Patent  Office  if 
the  latter  were  to  be  an  independent  executive  agency.  Even  in  terms  of  its 
dealings  with  Congress,  the  Patent  Office  may  find  itself  far  more  effective  in 
presenting  proposals  for  new  legislation,  establishing  liudgetary  needs,  etc. 
than  if  it  were  to  operate  as  one  of  the  many  independent  regulatory  agencies. 

We  believe  that  there  are  at  this  time  more  sulistantive  issues  affecting  the 
American  patent  system  than  that  of  entertaining  proposals  involving  a  very 
drastic  change  in  the  government's  organizational  placement  of  the  Office. 
After  the  Patent  Office  has  had  the  opportunity  to  accommodate  its  operations 
to  the  handling  of  proposed  immediate  substantive  changes,  the  time  may  be 
more  appropriate  to  consider  whether  the  office  basically  responsible  for  the 
operation  of  the  American  patent  system  would  best  be  administered  essen- 
tially as  an  independent  agency  or  as  a  segment  of  a  major  federal  depart- 
ment. 

We  are  pleased  that  the  present  hearings  may  be  a  harbinger  of  fortlicoming 
patent  law  revision  in  various  sul>stantive  areas  that  have  been  luider  study 
for  some  time.  These  matters  and  international  proposals  including  the  Patent 
Cooperation  Treaty  indeed  warrant  direct  legislative  attention.  The  viability  of 
American  industry  stands  to  l)e  basically  affected  by  such  positive  activity. 
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Clewiston,  Florida 


Gene  C.  Brewer 

Vice  Chairman 

Southwest  Forest  Industries 

Phoenix,  Arizona 

Dr.  Willard  M.  Bright 

I'resident  &  Chief  Executive  Officer 

The  Kendall  Company 

Boston,  Massachusetts 

Rexford  A.  Bristol 

Chairman-Executive  Committee 

Chairman — Executive  Committee 

The  Foxboro  Company 

P^oxboro,  Massachusetts 

Dutton  Brookfield 

President 

Unitog  Company 

Kansas  City,  Missouri 

Robinson  S.  Brown,  Jr. 

Chairman  of  the  Board 

Brown-Forman  Distillers  Corporation 

Louisville,  Keneucky 

Donald  E.  Butler 

President  &  Chief  Executive  Officer 

SSP  Industries 

Burbank,  California 

Vaughan  M.  Cannon 

^'ice  President 

Young  Electric  Sign  Company 

Las  A'egas,  Nevada 

David  L.  Coffin 

President 

The  Dexter  Corporation 

Windsor  Locks,  Connecticut 

AValter  M.  Colley 

I'resident  &  Chief  Executive  Officer 

Pacific  Clay  Products 

Los  Angeles.  California 

Randolph  Crossle.v 

Ciiairman  of  the  Board 

President  &  Chief  Executive  Officer 

U'lic  Hawaii  Con)o ration 

Honolulu.  Hawaii 

Charles  Raynnmd  Dahl 

I'resident  &  Chief  Executive  Officer 

Crown  Zellerliach 

San  Francisco,  California 
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Jospph  A.  Dallas 

Senior  Vice  President 

E.  I.  (lul'ont  tie  Nemours  «&  Company 

Wilminston,  Delaware 

Frank  Dennis,  Jr. 

I'resident 

Ausnsta  Iron  &  Steel  Works,  Inc. 

Augusta,  Georgia 

L.  Glenn  Dewberry,  Jr. 

President 

Atlantic  Steel  Company 

Atlanta,  Georgia 

-Marshall  J.  Diebold 

^■ice  I'resident — Personnel 

Xortlirup,  King  «&  Co. 

-Minneapolis,  Minnesota 

CJaylord  Donnelley 

Ciiainnan  of  the  Board 

R.  R.  Donnelley  &  Sons  Company 

Cliieago,  Illinois 

Charles  F.  Donnelly 

Exwutive  Vice  President 

The  Benrtix  Corj^oration 

Southtield,  Michigan 

Arthur  Eichelkraut 

President 

Wheeling  ^Machine  Products  Company 

Wheeling,  AVest  Virginia 

Philip  O.  Geier,  Jr. 

Chairman  of  the  Board 

Cincinnati  Milacron,  Inc. 

Cincinnati,  Ohio 

Harry  C.  Gravely 

President 

Gravely  Furniture  Co.,  Inc. 

Ridgeway,  Virginia 

Ben  Hill  Griffin,  Jr. 

Chairman  of  the  Board 

Bfii  Hill  Griffin,  Inc. 

Frostproof,   Florida 

Rohert  L.  Grover 

President 

Snap-on  Tools  Corporation 

Kenosha,  Wisconsin 

John  M.  Hamrick 

President 

Plamrick  Mills 

Gaffney,  South  Carolina 

Alfred  F.  Hanson 

Vice  President-Secretary 

Wenddey  Industries,  Inc. 

New  Orleans,  Louisiana 

Allen  Harris,  Jr. 

President 

Harris  Manufacturing  Company 

Johnson  City,  Tennessee 

Shearon  Harris 

Chairman  &  President 

Carolina  Power  &  Light  Company 

Raleigh,  North  Carolina 


M.  Merle  Harrod 

Chairman  of  the  Board  &  Chief 

Executive  Officer 
The  Wapakoneta  Machine  Company 
Wapakoneta.   Ohio 
R(>l)ert  M.  Hart 
ExtKMitive  A'ice  President  INITM 
Shell  Oil  Company 
Houston,  Texas 
Paul  R.  Hafer 
President 

Boyertown  Auto  Body  Works 
Boyertown.   Pennsylvania 
Paul  F.  liartz 

President  &  Chairman  of  the  Board 
Frani  Corporation 
Providence,  Rhode  Island 
Dr.  J.  William  Ilaun 
Vice  President  &  Director  of 

Engineering 
General  Mills,   Inc. 
Miinieapolis,  Minnesota 
Hugh  L.  Hembree,  III 
President 

Arkansas  Best  Corporation 
Fort  Smith,  Arkansas 
Russel  H.   Herman 
Senior  Vice  I'resident 
Exxon  Company,  USA 
Houston,  Texas 
Philip  S.   Hill 

Chairman  &  Chief  Executive  Officer 
Hyster  Company 
Portland,  Oregon 
Eric  Hoffman 
President 

Hoffman  Construction  Company 
Porthand,   Oregon 
I.  J.  Ilolton 
President 

Geo.  A.  Ilormel  &  Co. 
Austin,  Minnesota 
E.  Allan  Hunter 
President  &  (Jeneral  Manager 
Utah  Power  &  Light  Company 
Salt  Lake  City,  Utah 
Charles  C.  Ingram 
Chaimmn  of  the  Board 
Oklahoma  Natural  (Jas  Company 
Tulsa,  Oklahoma 
William  R.  Jackson 
Chairman,  Board  of  Directors 
Pittsburgh-Des  Moines  Steel  Company 
Pittsburgh,  I'ennsylvania 
Zane  Q.  Johnson 
Executive  Vice  President 
Gulf  Oil  Corporation 
Pittsl)urgh,  Pennsylvania 
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Louis  L.  Jouf's.  Jr. 

Chairniiin  of  the  Board  &  Chief 

Exeeutive  Officer 
Canton  Textile  Mills,  Inc. 
Canton.  Georgia 
Ricliard  A.  Jones 
Vice  President  &  General  Manager 
States  Veneer  Company 
Eugene,  Oregon 
Richard  C.  Kautz 
Cliainnan 

(Jrain   Processing  Corporation 
Muscatine,  Iowa 
Cecil  M.  Keeney 

President  &  Chief  Executive  Officer 
Equitable  Equipment  Company,  Inc. 
New  Orleans.  Louisiana 
Kenneth  C.  Kellar 
Chief  Counsel 

Ilomestake  ^Mining  Company 
Lead,  South  Dakota 

James  F.  Kelly 

President 

Aeroglide  Cori)oration 

Raleisih,  North  Carolina 

Marron  Kendrick 

Chairman  &  President 

Schlage  Lock  Company 

San  Francisco,  California 

Hugh   F.  Kennison 

President  &  Chief  Executive  Officer 

Interpace  CoriK)ratiou 

Parsippany.  New  Jersey 

James  R.  Kerr 

President  <fc  Chief  Executive  Officer 

Avco  CoiiJoratlon 

(Greenwich,  Connecticut 

Walter  W.  King 

President 

Curlee  Clothing  Company 

St.  Louis.  Missouri 

Robert  W.  Krikorian 

President 

Rexnord  Inc. 

Milwaukee.  Wisconsin 

R.  M.  Leatherman 

Pre.sident 

New  Orleans  Furniture  Mfg.  Co. 

Columltia,  MississipiJi 

Ralph  Loken 

Executive  Vice  I'resident 

Pul)lic  Service  Company  of 

New  Mexico 
All>u(iuerque.  New  Mexico 
J.  Paul  Lyet 
("hairnian  of  the  Hoard  &  Chief 

Ex(j<-utive  Officer 
S])erry   Rand   Conioration 
New  York.  New  York 


William  W.  Martin 

President 

Martin  Tractor  C(mipany 

Topcka.   Kansas 

Augustine  R.   Marusi 

Chairman  »S:  I'resident 

Borden   Inc. 

New  York.  New  York 

Jolin   M.  McGurn 

Chairman  of  the  Board 

Mrginia  p]lectric  and  Power  Company 

Richmond.   Virginia 

Glen  M.   McKibhen 

President 

(ireen  Mountain  Power  Cori)oration 

Burlington,   Vermont 

William  L.  McKinley 

Executive  Vice  President 

Gerl)er  Products  Company 

Fremont,  Michigan 

William   R.  McLain 

Chairman  &  Chief  Executive  Officer 

Kusan,  Inc. 

Nashville.  Tennessee 

Henry  McLister 

President 

Kohler-McLister  Paint  Co. 

Denver.   Colorado 

David  B.   Meeker 

President  &  Chief  Executive  Officer 

The  Iloliart  Manufacturing  Company 

Troy,  Ohio 

John  E.  Mitchell 

President 

Massey-Ferguson,  Inc. 

Des  M(»ines.  Iowa 

Harold   S.  :\Iohler 

President 

Ilershey  Foods  Corporation 

Ilershey.   Pennsylvania 

Stanley  C.   Moore 

Senior  Vice  President 

Smith  International  Inc. 

Midland,  Texas 

Thomas  W.  Morrison 

President 

SKF  Industries.  Inc. 

Philadelphia.   Pennsylvania 

Kenneth  T.  Norris,  Jr. 

Chairman  &  President 

Norris   Industries 

Los  Angeles.  California 

Robert  D.  O'Brien 

(liairman 

PACCAR    Inc. 

Bellevue.   Washington 

(!eorge  W.  O'Conner 

President 

-Montana   Power  Compny 

lintte,   Montana 
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Bruce  F.  Olson 

t'liairman  of  the  Board  &  Chief 

Exwutive  Officer 
Sundstraiul  Corporation 
Kuckford,  Illinois 
Stanley  C.  Pace 
Exwiitive  Vice  President 
'J-RW  Inc. 
Cleveland.  Ohio 
A.  J.   Paddock 
Chairman  of  the  Board,  President  & 

Chief  Executive  Officer 
Blount,  Inc. 
Montsromery.  Alabama 

Edwin  Lee  Paramore 

President  &  Chief  Executive  Officer 

Il:illiburt(tn  Company 

Duncan,  Oklahoma 

Eugene  J.  Pidge<.)n 

President 

Pidgeon-Thomas  Iron  Company 

Memphis,  Tennessee 

Charles  .T.  Pilliod,  Jr. 

President 

The  Goodyear  Tire  &  Rultber  Company 

Akron,  Ohio 

Edmund  T.  Pratt.  Jr. 

Chairman  and  Chief  Executive  Officer 

Ptizer,  Inc. 

New  York.  New  York 

Edgar  H.  Price.  Jr. 

Director  of  (Jovernmeut  and  Industry 

Relations 
Tropicana  Protlucts,  Inc. 
Hradenton.   Florida 
Donald  E.  Procknow 
President 

Western  Electric  Comiiany 
New  York,  New  York 
Owen  Pyle 

Chairman  «&  President 
Kingsford  Company 
Louisville.  Kentucky 
Nortieet  H.   Rand 
Vice  Chairman  of  the  Board  & 

Treasurer 
I  n  t e  rco  I  nconi< )  ra  ted 
St.  Louis,  Missouri 
Lester  James  Randall 
Chairman  of  the  Board 
Ilecia  Mining  Company 
Wallace,  Idaho 
John  A.  Reisz 

Chairman  i^  Chief  Executive  Officer 
Modern  Welding  Company,  Inc. 
Owensboro.  Kentucky 
Franci.'^co  M.  Rexach,  Jr. 
Cor]>onite  Secretary  &  Director 
Ready  Mix  Concrete,  Inc. 
Carolina,  I'uerto  Rico 


William   B.   Riley 

Director 

Brock  Candy  Company 

Chattanooga,  Tennessee 

Donald  O.  Bobbins.  Jr. 

Senior  Vice  I'resident 

Cliief  Financial  Officer 

The  Singer  Company 

New  York.  New  York 

E.   H.  Rydliolm 

Vice  President — Civic  Affairs 

Chrysler  Coiiioration 

Detroit,  Michigan 

Dr.  John  G.  Salsbnry 

Chairman 

Salsbnry  Lal)oratories 

Charles  City,  Iowa 

Edward  J.  Schaffer 

Chairnuui  of  tlie  Board 

Fraiddin  P^lectric  Co.,  Inc. 

Bluffton,  Indiana 

Walter  E.  Schirmer 

Chairman  of  the  Board 

Clark  E(pupment  Company 

Buchanan,   Michigan 

William  >L  Scranton 

President  iS:  Chief  Executive  Officer 

MPB  Corporation 

Keene.   New   Hampshire 

Harold  A.  Shaub 

President  &  Cliief  Executive  Officer 

Campbell  Soup  Company 

Camden,  New  Jersey 

William   S.   Simpson 

President  &  Chairman  of  the  Board 

Raybestos-Ma  nhattan,  Inc. 

Bridgeport,  Connecticut 

Clifford  D.  Siverd 

Chairman  of  the  Board  «S:  Chief 

Executive  Officer 
American  Cyanamid  Company 
Wayne,  New  Jersey 
Harry  G.  Smith 
I'resident 

Curtis  Screw  Co.,  Inc. 
Buffalo,  New  York 
J.  Stanford  Smith 
Vice  Chairman 

International  Paper  Company 
New  York,  New  York 
Edgar  B.  Speer 
I'resident 

Pnited  States  Steel  Corporati<»n 
Pittsl)urgh.   Pennsylvania 
William  yi.  Spencer.  Ill 
President 

Motion  Industries,   Inc. 
Birmingham.  Alabama 
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Edwin  J.  Spiegel,  Jr. 

President  &  Cliief  Executive  Officer 

Alton  Box  Board  Company 

Alton,   Illinois 

J.  I.aniar  Stall 

President 

Southwestern  Electric  Power  Company 

Shreveport,  Louisiana 

Alfred  J.  Stokely 

President  &  Chief  Executive  Officer 

Stokely-Van  Camp,  Inc. 

Indianapolis,  Indiana 

John  M.  Tassie 

President 

Lenox,  Incorporated 

Trenton,  New  Jersey 

Paul  Terretta 

Vice  Chairman  of  the  Board 

O'Sullivan  Coii)( (ration 

Winchester,   Virginia 

Beverley  V.  Thompson,  Jr. 

Chairman  of  the  Board 

Texas  Steel  Company 

Fort  Worth,  Texas 

T.  M.  Thompson 

Chairman  of  the  Board  &  Chief 

Executive  Officer 
General  American  Transportation 

Cori)orati(ui 
Chicago,  Illinois 
William  R.  Tincher 
Chairman  of  the  Board  &  President 
PUrex  Corjioration,  Ltd. 
Purex  Corporation,  Ltd. 
Lakewood.  California 
Joseph  H.  Torras 
President  &  Chairman 
Premoid  Corj). 

W.  Springfield,  ^Massachusetts 
E.  A.  Vauglin 
Vice  President-Finance 
Vice  President — Finance 
Aluminum  Company  of  America 
Pittsburgh.  I'ennsylvania 
Charles  B.  Wade.  Jr. 
Senior  Vice  President 
R.  J.  Reynolds  Tobacco  Company 
Wiiiston-Salem.  North  Carolina 


Maurice  J.   Warnock 

Chairman  of  the  Board 

Armstrong  Cork  Company 

Lancaster,  Pennsylvania 

Robert  C.  W^arren 

Chainnan  &  Chief  Executive  Officer 

( 'ascade  Corporation 

Portland,  Oregon 

Sinclair  Weeks,  Jr. 

President 

Reed  &  Barton  Corporation 

Taunton,  Massachusetts 

H.  B.  Wehrie,  Jr. 

President 

^IcJunkin  Cori>oration 

Charleston,  West  Virginia 

Ralph  A.  Weller 

President  &  Chief  Executive  Officer 

Otis  Elevat(vr  Co. 

New  York,  New  York 

Harry  K.  Wells 

President  »S:  Cliief  Executive  Officer 

McCi)rniick  &  Company,  Inc. 

Hunt  Valley,  Maryland 

George  E.  Wilber,  Jr. 

President 

The  Great  Western  Sugar  Company 

Denver,  Colorado 

Arthur  M.  Williams 

President  &  Chief  Executive  Officer 

South  Carolina  Electric  &  Gas 

Company 
Columbia,  South  Carolina 
Luke  Williams,  Jr. 
President 
American  Sign  and  Indicator 

Corporation 
Spokane,  Washington 
Charles  W.  Ziemer 
President  and  Chief  Executive  Officer 
Mirro  Aluminum  Company 
Manitowoc,  Wisconsin 
Everett  F.  Zurn 
Chairman 

Zui'ii  Industries,  Inc. 
Erie,   Pennsylvania 


PATENTS    COMMITTEE 


Charles  F.  Donnelly,  Chairman 
Executive   \'ice  President 
The  Bendix  Cori)oration 
Southfield.  Michigan 
William   II.  Abbott 
S[>ecial  Counsel  for 
.Vntitrust  .Matters 
oM  Company 
St.  Paul,  Minnesota 


Edgar  V,'.  Adams,  Jr. 
I'atent  Attorney  Director 
Bell  Teleiihone 
Laboratories,  Inc. 
Holnidel,  New  Jersey 
Louis  Altman 
Assistant  General  Counsel 
Patents  and  Trademarks 
Baxter  Laboratories,   Inc. 
Chicago,   Illinois 


[s: 


Rudolph  J.  Anderson,  Jr. 

Patent  Counsel 

Merck  International  Inc. 

Railway.  New  Jerst'v 

Robert  r.  Aulier 

Thief  Patent  Counsel 

American  ("an  Conipanj' 

Creenwicli,  Connecticut 

I>onaUl  W.  Banner 

(Jeneral  Patent  Counsel 

Borg-Warner  Corporation 

Chicago,  Illinois 

Charles  B.  Barris 

Senicn-  I'atent  Attorney 

Celanese  Coiiioration 

New  York.  New  York 

Frank  Barber 

Patent  Counsel 

Armour  and  Company 

Phoenix.  Arizona 

Charles  P.  Bauer 

I'atent  Counsel 

Union  Camp  ConJoratiou 

Wayne,  New  Jersey 

lamest  K.  Bean 

(Jeneral  Patent  Counsel 

The  B.  F.  Goodrich  Company 

Akron,  Ohio 

Robert  W.  Beart 

Senior  Vice  President 

Illinois  Tool  Works  Inc. 

Chicago,  Illinois 

Robert  B.  Benson 

Counsel  &  Director 

I'atent  Law  Department 

Allis-Chalniers  Cori^oration  "NC" 

Milwaukee,  Wisconsin 

Vincent  F.  Bick 

Attorney 

Pet  Incorporated 

St.  Louis.  Missouri 

I>,ui  E.  Bloxsom 

President 

Southwestern  Plastics  Inc. 

linuston,  Texas 

J.  H.  Bower 

Patent  Counsel 

E:x-Cell-0  Cori>oration 

Detroit,  Michigan 

Theodore  L.  Bowes 

General  Patent  Counsel 

Westinghouse  Electric  Corporation 

I'ittsliurgh,  Pennsylvania 

Ralph  B.  Brick 

Manager 

Legal  and  Patent  Department 

American  Air  Filter  Company,  Inc. 

Louisville.  Kentucky 

Daniel  II.  Brown 

Assistant  General  Counsel  and 

Assistant  Secretaiy 

Rheem  Manufacturing  Company 

New  York,  New  York 


Walter  ^L  Brown,  Jr. 

Vice  President  and  Treasurer 

Brown.  Wt)oten  &  Guggenheim 

Burlington.  North  Carolina 

Robert  W.  T>.rukardt 

Manager 

Patent   Division 

Ralston  Purina  Company 

St.  Louis.  Missouri 

Ford  W.  Brnnner 

Patent  Counsel 

The  (Joodyear  Tire  &  Rubber  Company 

Akron,  Ohio 

James  A.  Buchanan,  Jr. 

Vice  President 

Chevron  Research  Company 

San  Francisco,  (California 

Erhard  S.  Buchau 

Corporate  I'atent  Counsel 

Siemens  Capital  Coi-poration 

New  York,  New  York 

Charles  S.  Campbell 

Patent  Counsel 

Tube  Turns  Division 

Chemetron  Coiiwration 

Louisville.  Kentucky 

Donald  W.  Carlin 

Senior  Att<nney 

Kraftco  Coiiioi-atiou 

Glenview.  Illinois 

Hugh  P.  Carter 

Partner 

Jennings,  Carter  &  Thompson 

Birmingham,  Alabama 

Peter  F.  Casella 

Director 

Patents  and  Licensing 

Hooker  Chemical  Corporation 

Niagara  Falls,  New  York 

Francis  X.  Clair 

Trademark  Counsel 

Exxon  Corporation 

New  York.  New  York 

George  R.  Clark 

Assistant  Vice  President 

(Jeneral  Patent  Counsel 

Sunbeam  Corporation 

("hicago,  Illinois 

John  B.  Clark 

Director 

Patent  Department 

Monsanto  Company 

St.  Louis,  Missouri 

Stanley  M.  Clark 

Patent  Counsel  and 

Assistant  Secretary 

The  Firestone  Tire  &  Rubber  Company 

Akron,  Ohio 

J.  Bradley  Cohn 

Associate  Chief  Patent  Counsel 

Texaco  Development  Corporation 

New  York.  New  York 
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Elnun-  L.  Collins 

Directdr 

I'afeiit  l)t'i)artnient 

Lihl)e.v-(  )\vens-Forcl  Company 

Kossford,  Ohio 

Patrick  D.  Coogan 

I'atent  Counsel 

Weyerhaeuser  Company 

Tacoma,  Washington 

Billy  G.  Corber 

Patent  Counsel 

Lockheed  Aircraft  Corporation 

Burbank,  California 

Robert  J.  Crawford 

Manager 

Patent  Dejiartment 

Cf)llins  Radio  Company 

Dallas,  Texas 

Robert  G.  Crooks 

Chief  Patent  &  Trademark  Counsel 

American  Standard,  Inc. 

New  York,  New  York 

Chax-les  T.  Cross 

General  Patent  Counsel  and 

Manager  of  Licensing 
Diamond  Shamrock  Corporation 
Cleveland,  Ohio 
John  A.  Crowley,  Jr. 
Patent  Counsel 
IMartin  Marietta  Corporation 
New  York.  New  York 
Dewey  J.  Cunningham 
Corporate  Patent  Counsel 
International  Business  Machines 

Coiiioration 
Armonk.  Xew  York 
James  C.  Davis 
C(msultant 
I'atent  Administration  &  Government 

Patent  I'ractices 
General  Electric  Company 
New  I'ork,  New  I'ork 
Roy  Davis,  Esq. 
(Jeneral  Patent  Counsel 
Diamond  Shamrock  Corporation 
Cleveland,  Ohio 
Charles  E.  DeLong 
Secretary  and  Resident  Counsel 
Certain-tewl  Products  Corporation 
Valley  Forge.  I'ennsylvania 
Anthony  R.  De  Simone 
Trademark  Counsel 
Merck  &  Co..  Inc. 
Railway,  New  Jersey 
David  11  Dougherty 
I'atent  Counsel 
The  Carbonnidum  Company 
Niagara   Falls,  Xew  York 


Augustus  G.  Douvas 

Director  of  Patents 

Stewart-Warner  ( 'orporation 

Chicago,   Illinois 

Robert  ;M.  Dunning 

Patent  Attorney 

Iloerner  Waldorf  Corporation 

St.  Paul,  Minnesota 

Theodore  A.  Dyke 

Vice  I'resident 

Combustion  Engineering,  Inc. 

Stamford,  Connecticut 

Dr.  G.  S.  Eager 

Associate  Director  of 

Research  and  Development 
General  Cable  Corporation 
Bayonne,  New  Jersey 
William  H.  Edgerton  (I'h.  D.) 
^lanager 

Coiiiorate  Patents 
Smith  Kline  &  French  Laboratories 
Philadelphia,  I'ennsylvania 
Paul  M.  Eidow 
General  I'atent  Attorney 
American  Telephone  and  Telegraph 

(^)niiiany 
New  York.  New  York 
Tennes  I.   Erstad 
Patent  &  Trade  Mark  Counsel 
American  Standard  Inc. 
New  York,  New  York 
Nicholas  ^I.  Esser 
General  Patent  Counsel 
Chemetron  Coii>oration 
Chicago,  Illinois 
Gerard  C.  Fallon 
Corporate  Attorney 
Volkswagen  of  America,  Inc. 
Englewood  Cliffs,  New  Jersey 
David  R.  Ferris 
Executive  Vice  President 
Kysor  Industrial  Corporation 
Cadillac,  Michigan 
M.  F.  Fincke 
Chief  Piitent  Counsel 
Exxon  Company,  U.S.A. 
Houston,  Texas 
INIarcus  B.  Finnegan 
Finnegan.  Henderson  &  Farabow 
Washington,  D.C. 
Howard  M.  Fitch 
Vice  President 
Management   Services 
American  Air  P'ilter  Company,  Inc. 
LouisTJlle,   Kentucky 
Fi-ank  E.  Ffrote 
Corporate  Patent  Counsel 
Mine  Safety  Appliances  Company 
I'ittsburgh,   Pennsylvania 
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Howard  I.  Forman 
Attorney 

Roliin  and  Haas  Ciimpany 
I'hiladelpliirt,  rennsylvanui 
jA-it  Fornero 
Assistant  Secretary 
Chiett.  I'eabody  &  Co.,  Inc. 
Nfw  York,  New  York 
Oliver  B.  J.  Fraser 
Technical  Consultant 

Self-P^mployed 

New  York,  New  York 

Ileniy  C.  French.  Jr. 

Assistant  to  the  President 

Dempster  Brothers,  Inc. 

Knoxville,  Tennessee 

(leorge  E.  Frost 

Director 

I'atent  Section 

(Jeneral  Motors  Coii)0 ration 

Detroit.  Michigan 

Robert  W.  Fnlwider 

Patent  Counsel 

Technical  Oil  Tool  Corp. 
Los  Angeles,  California 
E.  S.  Gandrud 
President 
(laudv  Company 
Owatonna,  Minnesota 

B.  J.  Garceau  , 

Director  of  Patents  and  Trademark.. 
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INIr,  Brennan.  Mr.  Chairman,  the  final  witness  in  this  series  of 
hearings  is  Mr.  Milton  Weissman. 

Senator  Hart.  Mr.  Weissman.  You  are  a  patient  man. 

Mr.  Brennan.  Mr.  Weissman,  you  have  a  rather  lengthy  prepared 
statement  and  I  think  it  will  accommodate  the  hearing  if  we  place  it 
in  the  record. 

Senator  Hart.  That  is  because  he  is  an  author  and  an  editor. 

Mr.  Brennax.  It  would  accommodate  the  subcommittee  considera- 
bly if  you  would  ha\e  it  printed  in  full  in  the  record  and  then  focus 
all  of  your  testimony  on  the  five  issues  that  are  included  in  the  hear- 
ing. 

Senator  Hart.  It  will  be  printed  in  full. 

Mr.  Weissman.  Senator  Hart,  I  will  try  to  concentrate  on  the 
matters  that  really  haven't  been  discussed  too  much. 

STATEMENT  OF  MILTON  WEISSMAN,  PRIMARY  EXAMINER, 
U.S.  PATENT  OFFICE 

Mr.  Weissman.  By  way  of  introduction,  my  name  is  Milton 
Weissman.  I  am  a  primary  examiner  in  the  U.S.  Patent  Office.  I 
have  close  to  29  years  of  experience  in  patent  examination  and  over 
2  years  of  experience  in  patent  classification  and  retrieval  systems.  I 
am  also  the  editor-in-chief  of  the  journal  of  the  Patent  Office 
Society,  to  which  I  was  appointed  in  April  of  1967.  Before  that  I 
was  appointed  as  the  assistant  editor  in  February  of  1963,  so  I  have 
over  10  years  of  experience,  of  editorial  experience,  in  patent-related 
matters. 

Now  I  think  I  want  to  make  clear  that  the  opinions  expressed  in 
the  prepared  statement  are  fully  my  own,  and  they  don't  represent 
and  I  don't  want  them  to  be  judged  as  representing  or  having  been 
adopted  by  any  organization  of  which  I  am  a  member. 

Senator  Hart.  Fine. 

Mr.  Weissman.  Xow,  the  first  section  of  the  prepared  statement 
is  entitled,  "Patent  Invalidity:  A  Crisis  for  the  United  States 
Patent  System." 

Almost  all  recent  dicussion,  either  written  or  oral,  dealing  with 
the  subject  of  the  invalidity  of  patents  is  based  on  the  premise,  either 
stated  expressly  or  implied,  that  the  courts  are  applying  a  standard 
of  patentability  which  is  far  too  strict.  Now  it  is  high  time  indeed 
that  the  opposite  side  of  the  coin  be  closely  scrutinized.  The  conduct 
of  those  responsible  for  the  issuance  of  patents  should  be  questioned, 
and  this  is  true  regardless  of  whether  or  not  one  agrees  that  the 
courts  are  applying  a  too  strict  standard  of  patentability. 

Now,  do  the  officials  of  the  Patent  Office  really  care  about  the 
\'alidity  of  the  patents  which  are  issued  from  their  agency,  as  long 
as  the  production  goals  which  they  set  for  the  patent  examiners  con- 
cerning the  disposal  of  patent  applications  are  met?  The  official 
position  of  the  Patent  Office  is  that  they  do  desire  the  issuance  of  pat- 
ents of  the  highest  possible  validity.  But,  in  view  of  their  actual 
conduct  concerning  production  goals,  this  position  must  be  viewed  as 
at  least  open  to  question.  As  long  as  the  officials  of  the  Patent  Office 
demand  greater  production  of  disposals  each  year,  even  though  the 
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number  of  examiners  remains  about  the  same  and  tlie  amount  of 
prior  ait  to  be  searched  increases  ominously  each  year,  it  is  difficult 
indeed  for  anyone  with  an  objective  viewpoint  to  be  convinced  that 
they  are  paying  anything  more  than  lip  service  to  the  concept  of  the 
highest  possible  patent  validity. 

Nor  are  the  others  involved  in  the  issuance  of  invalid  patents  to 
be  considered  entirely  blameless.  Do  patent  attorneys  and  their 
clients,  the  inventors,  really  care  anything  about  the  validity  of  the 
patents  issued  to  them,  as  long  as  they  can  obtain  these  patents 
(which  may  or  may  not  be  valid)  ?  Here  again  all  concerned  take 
the  position  that  they  only  want  patents  of  the  highest  possible 
validity  to  be  issued.  But  again,  in  view^  of  their  actual  conduct  in 
the  prosecution  of  patent  applications,  their  strict  adherence  to  this 
viewpoint  is  open  to  question.  Is  it  too  much  to  ask,  for  example, 
that  they  at  least  disclose  to  the  Patent  Office  the  best  prior  art  of 
which  they  are  aware?  Then  the  examination  process  could  be 
focused  on  the  issue  of  whether  or  not  patentable  subject  matter  has 
been  disclosed,  in  view  of  the  examiner's  and  the  applicant's  best 
prior  art,  which  is  the  best  j)ossible  way  to  buttress  the  presumption 
of  validity  accorded  to  patents  by  statute. 

Furthermore,  the  attitude  of  the  patent  bar  toward  any  proposal 
for  altering  the  present  patent  system,  even  though  expressly 
designed  to  aid  in  the  goal  of  having  patents  of  greater  validity 
issued  by  the  Patent  Office,  can  at  best  be  described  as  merely  luke- 
warm. Is  it  really  too  much  to  ask  that  they  put  aside  self-interest 
at  least  to  some  extent,  to  pursue  a  goal  of  having  patents  of  the 
highest  possible  validity  issued  by  the  Patent  Office  ? 

Now,  the  Patent  Office  has  always  had  a  tremendous  problem,  i.e., 
insufficient  time  in  which  to  perform  a  proper  examination  of  a 
patent  application,  without  any  solution  therefor.  I  want  to  call 
attention  to  the  following  statement  by  Mr.  Donald  Brown,  then 
vice  president  and  patent  counsel  of  Polaroid  Corp.,  which  appeared 
at  pp.  266-267  of  "Hearings  before  the  Subcommittee  on  Patents, 
Trademarks,  and  Copyrights  of  the  Committee  on  the  Judiciary, 
United  States  Senate,  84th  Congress,  1st  Sess.,"  back  in  1955.  This  is 
his  statement. 

We  believe  that  the  present  shortage  of  Patent  Office  personnel  makes  it 
impossible  for  the  examiners  adequately  to  search  the  art  if  the  work  of  the 
Office  is  to  be  kept  on  a  reasonably  current  footing.  For  example,  it  is  our 
common  practice,  even  in  fields  in  which  we  are  reasonably  expert,  to  search 
the  art  before  introducing  a  new  product  commercially.  These  searches,  which 
are  usually  limited  to  U.S.  patents  of  the  last  1.5  or  20  years,  may  average  4 
to  .5  days  of  one  mans  time.  An  exhaustive  literature  search,  such  as  we  make 
if  we  are  charged  with  infringement  of  anothers  patent,  may  run  from  10  to 
20  days  of  one  man's  time  or  even  longer.  As  opposed  to  this,  it  is  our  under- 
standing that  the  Patent  Office's  examiners  on  the  average,  can  devote  not 
more  than  one-half  day  to  the  preparation  of  each  Office  action.  ♦  *  ♦  We  do 
not  believe  that  it  is  possible,  even  for  a  skilled  examiner  familiar  with  the 
art,  to  make  an  adequate  search  and  to  consider  a  new  specification  or  a 
fairly  complete  amendment  within  a  period  of  3  or  4  hours.  *  *  ♦  We  feel  that 
today  much  of  the  technical  literature  is  not  searched  by  the  Patent  Office 
examiners.  We  know  that  our  own  searches  invariably  develop  references 
which  we  believe  are  closer  than  those  developed  by  the  Office. 

Since  at  that  time  a  patent  application  normally  received  three 
office  actions,  the  last  one  being  final,  it  received  about  12  hours  of 
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examination  by  the  Patent  Office.  From  those  fio^ires  it  should  be 
quite  evident  what  basically  is  the  cause  of  patent  invalidity.  It  is 
extremely  interestin<;  to  note  that  at  the  present  time  patent  applica- 
tions receive  the  same  inadequate  type  of  examination. 

Now,  patent  applications  are  presently  filed  at  the  rate  of  about 
90,000  or  100.000  per  year.  To  keep  the  iaacklofi:  at  the  same  level  at 
least  this  number  of  patent  applications  must  be  disposed  of  annually 
by  the  Patent  Office,  i.e.,  by  allowance  or  abandonment.  Because  of 
various  factors  such  as  leave,  et  cetera,  assumini^  that  an  examiner 
works  1650  hours  per  annum,  a  typical  GS-13  examiner  without 
siofnatoiy  authority  is  expected  to  obtain  110  disposals  per  annum. 
This  averages  out  to  15  hours  per  disposal.  And  might  I  say  this  is 
a  figure  given  in  the  introduction  to  the  bill.  I  think  that  is  the 
source  of  it. 

Xow  the  situation  is  far  worse  with  respect  to  a  typical  GS-15 
examiner,  having  full  signatory  authority,  who  is  expected  to  obtain 
as  high  as  147  disposals  with  an  average  of  11.5  hours  per  disposal. 
Any  comment  that  this  hardly  represents  adequate  examination  of  a 
patent  application  is  woefully  inadequate.  The  next  section  is  entitled 
"The  United  States  Patent  Office:  Its  Role  in  Fostering  Patent 
Invalidity.'' 

Now,  much  as  been  written  recently  concerning  the  causes  of 
patent  invalidity,  but  practically  nothing  relates  to  the  role  of  the 
Patent  Office  in  fostering  joatent  invalidity.  Only  a  few  scattered 
comments  can  be  found  in  the  legal  literature,  such  as  the  follow- 
ing: 

"[The  Patent  Office]  has  got  to  be  the  sickest  institution  that  our 
Government  has  ever  invented.  It  is  just  as  far  as  I  can  see  an  attri- 
tional  war  between  tlie  patent  applicant  and  the  patent  examiner 
who  apparently  got  paid  on  the  piecework  for  how  many  patents 
they  could  put  out."  Judge  Miles  W.  Lord,  September  8,  1971, 
United  States  v.  Charles  Pfizer  &  Co..  Inc..  et  aJ.  (Tetracycline  civil 
damage  suit ),  4-71 ,  Civ  435  ( D.  Minn. ) . 

What  exactly  is  going  on  in  the  Patent  Office  that  would  cause  a 
judge  in  a  Federal  district  court  to  place  such  a  vitriolic  comment  in 
the  record  of  a  legal  controversy  ? 

It  should  hardly  surprise  anyone  that  the  Patent  Office,  operating 
under  present  practices  and  procedures,  is  at  least  one  of  the  prime 
causes  for  patent  invalidity.  There  is  also  hardly  any  question  that 
some  of  the  practices  are  a  result  of  the  demands  made  upon  the 
Patent  Office  with  respect  to  decreasing,  oi-  at  least  maintaining  at 
the  same  level,  the  backlog  of  unexamined  applications.  But  the 
question  here  is  simply  whether  or  not  there  can  be  any  justification 
for  the  practices  and  procedures  employed  by  the  Patent  Office  in 
order  to  meet  the  demands  made,  regardless  of  what  they  may  be, 
when  it  is  glaringly  apparent  that  they  must  inevitably  result  in  a 
flood  of  invalid  patents.  Now  exactly  what  are  the  practices  and 
procedures,  and  why  must  they  foster  patent  invalidity  ? 

This  section  I  have  entitled,  "A.  The  Quota  System."  This  is  what 
I  am  really  going  to  concentrate  on,  Senator. 

Now,  what  is  involved  in  any  quota  system  is  always  a  subordina- 
tion of  quality  to  quantity  in  order  to  meet  some  production  goal. 
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This  is  true  even  on  an  automobile  assembly  line.  But  the  quota 
system  in  the  Patent  Office  goes  far  beyond  this.  It  is  not  merely  a 
question  of  subordinatinir  quality  to  quantity  in  order  to  meet  a  pro- 
duction goal.  Wliat  is  involved  is  a  total  obliteration  of  the  concept 
that  there  can  even  be  a  requirement  of  quality,  regardless  of  how 
low  it  may  be,  in  the  examination  of  patent  applications.  It  is 
hardly  any  wonder  that  examiners  refuse  to  become  concerned  with 
the  quality  of  the  examination  they  perform,  when  the  result  thereof 
will  be  punishment,  not  reward.  How  can  such  a  system  do  anything 
but  foster  invalid  patents? 

Now,  the  first  subsection  is  entitled,  "The  Xumbers  Game." 

The  quota  system  has  produced  many  strange  results.  Examiner 
productivity  is  measured  in  terms  of  the  number  of  cases  he  allows, 
the  number  of  cases  which  become  abandoned  (these  two  together 
are  considered  disposals)  and,  strangely  enough,  the  number  of  new 
cases  he  acts  on.  Abandonments  can  hardly  be  controlled.  The  prime 
factor  in  productivity  is  therefore  allowances,  because  they  are  the 
easiest.  The  temptation  for  an  examiner  to  allow  a  case,  when  he 
must  meet  a  production  goal,  is  almost  unbearable.  The  validity  of 
any  patent  issued  under  such  circumstances  is  highly  suspect.  But 
there  is  even  a  greater  evil  involved.  If  an  examiner  allows  a  new 
case  on  the  first  action,  he  then  gets  double  credit,  i.e.,  one  credit  for 
acting  on  a  new  case  and  one  credit  for  allowing  the  identical  case. 
In  other  words,  he  need  work  only  half  as  hard  as  any  other  exam- 
iner and  attain  the  same  production  rating.  If  an  examiner  is  not 
meeting  his  quota  because  he  is  low  on  allowances  and  low  on  aban- 
donments, he  can  then  resort  to  the  expedient  of  making  up  the 
deficiency,  at  least  temporarily,  by  acting  on  a  sufficient  number  of 
new  cases.  Normally  speaking,  an  action  on  a  new  case  is  the  most 
time  consuming  one,  iuA'olving  an  understanding  of  the  specification 
and  claims,  searching  the  prior  art,  writing  an  Office  action,  et 
cetera.  If  an  examiner  resorts  to  this  expedient  in  order  to  meet  his 
production  nuota,  the  time  he  spends  on  each  new  case  is  severely 
curtailed  and  the  quality  of  the  examination  thereof  must  inevitably 
be  lowered. 

And  this  next  section  I  have  entitled,  "Superficial  Treatment  of 
the  Most  Complex  Cases." 

Another  equally  strange  result  of  the  quota  system  is  that  the 
most  complex  cases  receive  the  least  thorough  prosecution,  a  practice 
which  must  inevitably  result  in  the  issuance  of  invalid  patents.  How 
could  such  an  obviously  desti'uctive  practice  arise,  and,  even  further, 
how  can  it  be  permitted  to  continue  unabated?  The  answer  to  these 
questions  is  simple:  it  is  the  result  of  a  quota  system  administered  in 
a  manner  which  borders  on  absurdity. 

The  key  here  is  com))lexity:  i.e..  obviously  some  cases  require  more 
time  for  examination  than  others.  But  the  simplest  way  to  adminis- 
ter a  quota  system  is  to  make  the  absurd  assumption  that  all  cases 
are  of  the  same  level  of  complexity.  Thus,  in  any  examining  group, 
all  cases  are  assumed  to  be  of  the  same  order  of  complexity,  even  if 
more  than  50  examiners  are  involved.  Cases  involving  nothing  more, 
for  example,  than  making  a  mixture  of  metals  useful  as  an  alloy, 
and  this  I  have  attached  as  exhibit  A,  which  is  two  pages,  are 


449 

deemed  to  be  as  complex  as  cases  involvino;  the  production  of  syn- 
thetic diamonds,  and  this  I  put  in  the  record  as  exhibit  B.  An  exam- 
ple of  other  equally  complex  cases  is  the  production  of  exotic  boron 
containincr  compounds,  which  is  exhibit  C,  which  is  35  pages  of  text 
and  claims  compared  to  1  or  2  for  alloy  patents.  I  might  add  paren- 
thetically they  are  of  the  same  order  of  complexity. 

Now,  if  the  officials  of  the  Patent  Office  were  to  be  questioned  on 
this  issue,  they  would  undoubtedly  answer  that  different  arts  have 
received  dift'erent  com])lexity  factors.  However,  these  factors  appear 
to  be  purely  mythical  because  no  examiner  has  ever  been  told  exactly 
what  is  the^  complexity  factor  for  his  particular  docket.  Even  if  such 
complexity  factors  did  exist,  they  certainly  did  not  arise  as  the 
result  of  any  legitimate  statistical  study.  It  is  not  too  well  known, 
but  they  arose  as  the  result  of  politics.  The  officials  having  the  most 
influence  got  the  best  deal  they  could,  i.e.,  and  assignment  of  a  com- 
plexity level  as  high  as  possible,  for  the  examiners  under  them  so 
that  they  (the  officials)  personally  could  benefit  by  having  a  lower 
case  load  assigned  to  them.  In  the  not  too  far  distant  past  all  exam- 
iners (Office wide)  were  adjudged  to  have  cases  of  exactly  the  same 
complexity,  and  their  efficiency  was  measured  by  the  number  of 
Office  actions  they  produced  per  week.  There  is  nothing  to  lead  me 
to  believe  that  the  present  system  really  differs  in  essence  from  the 
former  system. 

The  next  section  is  titled,  "Misuse  of  Computer  Resources." 

Perhaps  the  strangest  result  of  the  quota  system  is  the  use  of 
extremely  expensive  computer  time  to  keep  production  records  on 
examiners  which  are  complete  to  the  nth  degree.  Production  records 
show,  for  well  over  1,000  examiners,  such  diverse  factors  as  the 
number  of  new  cases  acted  on,  the  number  of  allowances,  the  number 
of  abandonments,  et  cetera.  They  also  include  such  other  strange 
items  as  balanced  disposals,  hours  per  balanced  disposal,  and  so  on, 
ad  infinitum.  "Wliat  possible  justification  can  there  be  for  employing 
valuable  com])uter  time  to  compile  this  mountain  of  production  rec- 
ords, essentially  nothing  but  a  mass  of  trivia,  and  not  of  the  slightest 
consequence  when  pursuing  a  goal  of  processing  patent  applications 
to  produce  patents  of  the  highest  possible  validity. 

In  view  of  the  urgent  necessity  of  finding  some  way  to  employ 
computers  to  aid  an  examiner  in  the  examination  of  patent  applica- 
tions, the  spectacle  of  employing  a  computer  for  nothing  more 
useful  than  the  compilation  of  infinitely  detailed  production  records 
is  almost  ludicrous.  Admittedly,  no  one  has  yet  demonstrated  how  to 
successfully  employ  a  computer  to  completely  search  all  patent 
applications.  But  progress  has  been  made  in  employing  computers 
for  search  purposes,  particularly  in  the  area  of  the  chemical  arts 
ancl  particularly  by  the  British  Patent  Office.  If  the  U.S.  Patent 
Office  is  not  aware  of  tliis,  then  there  is  no  excuse  therefor.  Further, 
all  domestic  jiateuts  in  a  recently  revised  chemical  class  (class  423) 
are  completely  coded  at  least  as  to  process  conditions  employed.  All 
that  remains  to  be  done  is  to  place  this  information  into  an  informa- 
tion retrieval  system,  e.g.,  a  computer.  Three  years  at  least  have 
gone  by  since  this  coding  project  was  completed,  and  nothing  has 
been  done  with  it.  And  during  all  of  this  period  computer  time 
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available  to  the  I^.S.  Patent  Office  has  been  employed  for  nothing 
more  useful  than  the  creation  of  examiner  production  records.  There 
certainly  apjjears  to  a  complete  misunderstanding  here  of  exactly 
what  projects  should  receive  priority  with  respect  to  the  use  of  com- 
puter time. 

Now  the  last  paragraph  I  have  on  the  quota  system  is  entitled, 
"The  Bounty  S3'Stem.-' 

Any  quota  system  must  inevitably  lower  the  quality  of  the  prod- 
uct which  is  produced  under  it.  Just  taken  by  itself  the  devastating 
effects  it  produces  are  cause  enough  for  alarm.  But  the  U.S.  Patent 
Office  has  succeeded  in  adding  even  one  more  refinement  which 
serves  to  lower  the  quality  of  the  product  produced  under  its  quota 
system  still  further.  This  is  the  bounty  system,  i.e.,  an  extra  reward 
for  exceeding  an  assigned  quota  which  by  itself  leads  to  a  lower 
quality  product. 

The  system  employed  here  is  very  simple.  If  an  examiner  succeeds 
in  exceeding  his  assigned  quota  by  10  percent,  he  then  receives  a 
bounty  of  $350.  The  total  number  of  hours  he  spends  per  annum  in 
examination  of  applications  is  still  the  same,  so  that  the  end  result 
must  be  less  time  spent  on  examining  each  case.  The  resultant  qual- 
ity of  the  product  is  thus  lowered  even  more.  This  is  not  a  trivial 
issue.  According  to  one  published  report  this  bounty  system  was  the 
cause  of  much  wrangling  between  the  former  Commissioner  of  Pat- 
ents, Gottschalk,  who  wanted  to  abolish  this  system,  and  the  former 
Assistant  Commissioner  Wahl,  who  favored  it.  Chemical  Week, 
August  1, 1973,  page  13.  [Exhibit  D.] 

Now  I  spent  quite  a  bit  of  time  on  that.  I  will  try  to  summarize  a 
little  bit  more. 

Senator  Hart.  The  five  specific  topics 

Mr.  Weissman.  Well,  do  you  want  me  to  just  briefly  summarize? 
There  are  other  issues  here  on  what  else  the  Office  is  doing,  which  I 
consider  pretty  bad  in  harming  the  system  and  causing  them  to  issue 
invalid  patents. 

Senator  Hart.  All  right.  Proceed.  I  have  been  following  your  tes- 
timony and  the  positions  you  have  taken  on  the  five  specific  items  as 
mentioned  in  your  testimony,  and  while  I  have  interrupted  you,  let 
me  see  if  I  can  summarize  at  least  that  part. 

Turning  to  page  24,  is  it  correct  that  as  an  individual  you  believe 
that  the  opposition  proceeding  as  suggested  in  the  bill  is  desirable? 

Mr.  Weissman.  Yes. 

Senator  Hart.  That  the  deferred  examination,  provided  there  is  a 
prompt  issuance  of  a  report  of  patentability,  you  suggest  is  desira- 
ble? 

Mr.  Weissman.  Correct. 

Senator  PTart.  And  on  the  maintenance  fee,  you  believe  the  pro- 
posal is  desirable  ? 

Mr.  Weissisian.  Yes. 

Senator  Hart.  And  on  the  independent  agency,  you  believe  it  is 
desirable? 

Mr.  Weissmax.  Yes,  I  spelled  that  out  in  quite  some  detail. 

Senator  Hart.  The  one  I  haven't  finished  reading,  so  I  will  ask 
you  briefly  to  tell  us  before  you  turn  back  to  the  rest  of  the  state- 
ment, is  tlie  public  counsel  section. 
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Mr.  Weissman.  Well,  I  went  into  points  of  detail  there  and  the 
reason  I  like  it  is  because  the  Office  orets  the  blame  for  a  lot  of 
invalid  patents,  that  is,  as  they  are  invalidated  in  the  courts,  on 
grounds  which  the  Patent  Office  presently  can't  review.  In  other 
words,  supposing  somebody  has  publicly  used  an  invention,  that 
would  be  grounds  for  invalidating  a  claim  and  it  can  be  invalidated 
in  a  court,  but  the  Office  has  no  way  to. 

I  go  into  other  things.  I  go  into  a  detail  Ave  have.  Senator,  a  rule 
for  public  use  proceedings,  but  it  is  never  used,  or  is  rarely  used. 

And  what  I  tried  to  explain,  there  are  certain  aspects  of  Office 
practice,  such  as  this  public  use,  where,  if  we  had  a  public  counsel 
with  the  ]:)roper  powers,  this  issue  could  be  disposed  of  right  in  the 
Office.  And  that  is  not  the  only  one,  there  are  others. 

In  other  words,  what  I  would  like  to  see  is  the  Office  go  into  all 
issues  that  could  invalidate  a  patent  and  not  leave  it  to  some  court, 
and  thereby  give  us  a  black  eye  on  something  which  we  don't  have 
any  power  to  investigate  right  now. 

Senator  Hart.  Well,  I  wanted  to  make  sure  we  got  your  position 
as  an  individual  on  those  items.  Now  you  can  proceed  as  you  desire. 

Mr.  AA^EissMAN.  Yes;  well,  briefly,  what  I  did,  I  went  into  quite 
great  detail  in  trjdng  to  show  the  way  the  Office  operates.  Although 
I  am  not  going  to  say  it  is  all  at  fault,  but  because  of  the  way  they 
operate,  they  just  turn  out  a  product  that  isn't  too  good,  and  this 
next  section  I  entitle,  '"Lack  of  a  Meaningful  File  Wrapper  Record." 
Now,  do  you  want  me  to  just  summarize  it  ? 

Senator  Hart.  If  you  would,  please. 

Mr.  Weissman.  Well,  when  you  get  into  court,  the  validity  of  the 
patent  is  based  almost  solely  on  its  file  wrapper  and  the  purpose  of 
this  section  is  to  point  out  that  the  way  the  Office  is  presently  oper- 
ating tends  to  lower  the  value  of  this  file  wrapper  history.  In  other 
words,  we  have  what  we  call  a  PO-114:2,  a  first  action  form,  which 
is  so  brief  that  it  doesn't  really  explain  anything.  There  is  no  chance 
to  develop  the  issues  properly.  If  a  patent  gets  into  court  and  a 
judge  sees  this  first  PO-1142  form,  he  is  not  going  to  be  impressed 
by  it  very  much  because  it  doesn't  say  very  much.  And  unfortu- 
nately, if  a  case  goes  out  like  that,  there  has  just  never  been  any 
development  of  the  prior  art  or  of  the  issues  involved. 

The  second  section  is  entitled,  "The  Insistence  of  the  Patent  Office 
on  Shortening  Prosecution  Time."  This  is  very  interesting  because 
there  has  been  quite  a  bit  of  testimony  to  the  panel  on  the  shorten- 
ing of  prosecution  time.  The  present  goal  is  to  get  the  patent  issued 
in  18  months. 

Now,  what  is  done  there,  there  are  certain  ways  of  shortening  the 
prosecution  time  in  the  Office.  You  try  to  move'up  the  time  as  fast 
as  possible  to  where  you  act  on  a  new  case  as  quickly  as  possible, 
that  is,  as  soon  after  it  is  filed  as  you  can.  Second,  the  Office  likes  to 
see  a  second  action  in  a  case  within  2  months  time  of  the  time  that 
the  first  amendment  comes  back,  and  thev  also  would  like  to  see  that 
second  action  made  final.  Now,  this  is  very  nice.  It  shortens  the  pros- 
ecution time.  But  what  I  try  to  do  here  is  point  out  that  when  you 
do  that,  when  you  do  shorten  the  prosecution  time  that  much,  then 
there  are  certain  undesirable  results  which  follow.  You  won't  be  able 
to  research  the  chemical  literature  in  chemical  cases.  It  is  unlikely 
you  Avill  be  able  to  get  recent  foreign  patents.  In  other  words,  with 
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patents  havinof  a  very  short  prosecution  time,  well,  there  is  just  no 
way  to  search  the  records  properly.  You  haA-e  left  out  those  two  very 
important  sources  of  prior  art. 

I  could  try  to  clarify  that  a  little  bit  further. 

Senator  Hart.  I  think  you  have  spelled  it  out  understandably  in 
here.  I  am  following  it. 

Mr.  "WEiss^iAisr.  AVell,  in  chemical  cases,  for  instance,  we  rely  on 
chemical  abstracts  to  do  the  searchin^j  in  the  chemical  literature.  In 
other  words,  suppose  a  case  is  allowed  to  go  out  to  patent  in  18 
months.  Xow  presently  the  indexes  which  we  use  to  search  the  chem- 
ical literature,  those  indexes  come  out  a  year  to  a  year  and  one-half 
later.  The  abstract  itself  is  of  no  value.  You  can't  consider  that.  You 
must  have  the  index.  In  other  words,  we  will  just  barely  get  the 
index  by  the  time  the  patent  is  issued  so  there  is  no  way  to  search 
that. 

Now  on  the  foreign  patents,  it  just  takes  a  little  time  until  they 
are  shipped  over  and  until  somebody  looks  them  over — especially  if 
they  are  not  in  English  because  you  have  to  translate — and  it  takes 
time  because  you  have  to  2fet  them  up  to  the  examiners  and  they 
have  to  put  them  into  the  files.  It  all  takes  time.  It  is  very  haphaz- 
ard, and  with  this  shortened  prosecution  time  we  almost  have  a 
guarantee  we  will  never  see  recent  foreign  patents.  So  the  greatest 
evil  of  shortened  prosecution  time  is  it  totally  eliminates  very 
important  areas  of  prior  art. 

Xow  I  will  just  briefly  summarize  these  other  sections.  There  are 
certain  things  the  Office  does.  We  have  a  manual  on  patent  examina- 
tion procedures.  AYe  have  a  rule  of  practice  that  says  for  instance, 
when  it  comes  to  an  interview,  that  after  the  interview,  a  complete 
written  record  is  supposed  too  be  placed  in  the  file  wrapper  so  any- 
body can  see  what  transpired.  Rut  yet  we  have  what  we  call  an  office 
form  POT^.327  and  I  quote :  "All  of  the  claims  being  allowable, 
prosecution  on  the  merits  is  closed  in  this  application  and  the  Notice 
of  Allowance  or  other  appropriate  communication  will  be  sent  in 
due  course,  in  view  of"  and  then  it  lists  the  following:  "telephone 
interview"  and  "personal  interview." 

Xow.  when  that  letter  goes  out,  when  that  327  goes  out,  the  case  is 
alloAved  so  the  attorney  couldn't  even  get  the  written  record  in,  or 
there  is  no  necessity  to  net  that  written  record  in  of  what  transpired 
as  a  result  of  that  telephone  interview  even  though  the  rules  of 
practice  definitely  require  that. 

Of  course  what  is  even  worse  is  that  if  it  gets  into  a  court  contest 
and  a  judge  sees  that,  then  I  don't  think  he  is  going  to  like  the  idea 
at  all  that  happened.  In  other  words,  as  a  result  of  that  telephone 
interview  a  case  could  be  allowed,  and  yet  the  record  would  be 
totally  devoid  of  the  slightest  indication  of  why  it  was  allowed. 

The  next  section  I  will  just  briefly  jro  over.  I  feel  that  the  Office 
just  isn't  using  its  personnel  in  the  best  jwssible  manner.  I  think 
they  could  bo  a  little  bit  more,  well,  I  think  they  could  be  a  little  bit 
more  efficient  in  the  way  they  use  that  personnel.  I  will  just  leave  it 
at  that. 

"\Ve  went  into  the  five  sections  that  you  had  discussed  previously. 

Senator  Hart.  Yes. 
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Mr.  Weissman.  I  have  mentioned  others  just  very  briefly.  I  don't 
know  if  you  want  any  comment  on  that  at  all  except  for,  well,  I 
would  like  to  comment  on  a  couple  of  things.  There  are  some  things 
in  there  which  are  really  of  interest.  Your  bill  now  requires  that  a 
primary  examiner  fully  set  forth  in  the  record  the  reason  for  every- 
thing he  does,  and  that  is  extremely  interesting  because  the  way 
things  stand  right  now,  Senator,,  no  examiner  ever  need  explain  why 
he  allows  an  application.  There  is  just  nothing  that  requires  it,  and 
that  is  the  reason  we  get  a  black  eye  so  much  in  court.  An  examiner 
might  have  a  very  good  reason  for  allowing  it.  but  there  is  no  way 
for  him  to  present  it.  However,  when  it  gets  into  a  court  the  judge 
looks  at  it  and  is  completely  mystified.  The  judge  can't  figure  out 
w^hat  happened.  And  your  bill  would  require  that  everything  that  a 
primary  examiner  does  be  written  in  a  form  that  the  judge  likes  to 
see,  you  know,  that  no  matter  what  he  does,  he  sets  forth  findings  of 
fact,  conclusions  of  law,  et  cetera.  The  judge  will  be  able  to  review 
it  intelligently  and  see  what  happened.  Today  I  believe  that  is  one 
of  the  biggest  defects  in  file  wrappers,  because  no  examiner  ever 
needs  to  explain  why  he  allows  a  case.  If  he  tries  to  object  to  allow- 
ance he  is  in  trouble.  He  has  to  explain.  But  of  course  when  a  patent 
gets  into  court  there  is  a  bad  thing,  because  the  judge  would  like  to 
know  what  the  basis  was  for  allowing  it  and  most  of  the  time  he 
just  can't  figure  it  out.  As  I  said,  the  examiner  might  have  very 
good  reasons  but  they  are  not  in  there. 

Now,  this  chapter  12,  section  132(c)  and  subsections  1,  2,  3,  and  4 
very  clearly  spell  out  this  must  be  done.  Of  great  interest  is  the  fact 
that  subsection  4  also  says  that  it  would  require  a  narrative  report 
of  all  meetings  between  an  examiner  and  an  applicant  or  his  repre- 
sentative. That  relates  back  to  what  I  was  just  discussing  previously, 
where  you  could  have  a  telephone  conversation  and  no  report  of  it. 
This  provision  of  the  bill  would  completely  eliminate  that  situation. 

Well,  I  think  I  have  pretty  well  covered  it.  As  I  say,  the  paper 
itself  is  pretty  lengthy. 

Senator  Hart.  Mr.  Weissman  I  think  that  the  record  has  benefited 
from  having  your  testimony,  given  the  background  and  experience 
from  which  you  speak.  As  one  interested  in  this  particular  bill  I 
appreciate  very  much  your  individual  support  for  it,  and  your  com- 
ments on  the  five  specific  items  that  we  wanted  direct  focus  in  these 
hearings  to  be  on. 

Mr.  Brennan? 

Mr.  Brexnan.  No  questions. 

Mr.  Nash.  No  questions. 

Senator  Hart.  Thank  you. 

[The  statement  of  Milton  Weissman  in  full  follows :] 

Prepared  Statement  of  Milton  Weissman 

I.  introduction 

My  name  is  Milton  Weissman.  I  am  a  primary  examiner  in  the  United 
States  Patent  Office,  having  close  to  twenty-nine  years  of  experience  in  patent 
examination,  and  over  two  years  of  experience  in  patent  classification  and 
retrieval  systems.  I  am  also  Editor-in-Chief  of  the  ".Journal  Of  The  Patent 
Ofliice  Society,"  a  position  which  I  have  held  since  April  1967.  Previou.sly.  I 
was  the  Assistant  Editor  of  the  Journal,  a  position  to  which  I  was  appointed 
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in  February  1963,  so  that  I  have  over  ten  years  of  editorial  experience  in 
patent  and  related  matters. 

The  opinions  expressed  in  this  statement  are  solely  those  of  the  author,  and 
are  not  to  be  construed  as  liaving  been  adopted  by  any  organization  of  which 
he  is  a  member. 

II.    PATENT  INVALIDITY  :  A  CRISIS  FOB  THE  U.S.  PATENT  SYSTEM 

Almost  all  recent  discu.ssion,  either  written  or  oral,  dealing  with  the  subject 
of  the  invalidity  of  patents  is  based  on  the  premise,  either  stated  expressly  or 
implied,  that  the  courts  are  applying  a  standard  of  patentability  which  is  far 
too  strict.  It  is  high  time  indeed  that  the  opposite  side  of  tlie  coin  be  closely 
.sctutinized.  The  conduct  of  tho.se  responsible  for  the  issuance  of  patents  should 
be  questioned,  and  this  is  true  regardless  of  whether  or  not  one  agrees  that 
the  courts  are  applying  a  too  strict  standard  of  patentability. 

Do  the  officials  of  the  Patent  Office  really  care  about  the  validity  of  the  pat- 
ents which  are  issued  from  their  agency,  as  long  as  the  production  goals  which 
they  set  for  the  patent  examiners  concerning  the  disposal  of  patent  applica- 
tions are  met?  The  official  position  of  the  Patent  Office  is  that  they  desire  the 
issuance  of  patents  of  the  highest  possible  validity.  But,  in  view  of  their 
actual  conduct  concerning  production  goals,  this  position  must  be  viewed  as  at 
least  open  to  question.  As  long  as  the  officials  of  the  Patent  Office  demand 
greater  production  of  disposals  each  year,  even  though  the  number  of  examin- 
ers remains  about  the  same  and  the  amount  of  prior  art  to  be  searched 
increases  ominously  each  year,  it  is  difficult  indeed  for  anyone  with  an  objec- 
tive viewpoint  to  be  convinced  that  they  are  paying  anything  more  than  lip 
service  to  the  concept  of  the  highest  possible  patent  validity. 

Nor  are  the  others  involved  in  the  issuance  of  invalid  patents  to  be  consid- 
ered entirely  blameless.  Do  patent  attorneys  and  their  clients,  the  inventors, 
really  care  anything  about  the  validity  of  the  patents  issued  to  them,  as  long 
as  they  can  obtain  these  patents  (which  may  or  may  not  be  valid)?  Here 
again  all  concerned  take  the  position  that  they  only  want  patents  of  the  high- 
est possible  validity  to  be  issued.  But  again,  in  view  of  their  actual  conduct  in 
the  prosecution  of  patent  applications,  their  strict  adherence  to  this  viewpoint 
is  open  to  question.  Is  it  too  much  to  ask,  for  example,  that  they  at  least  dis- 
clo.se  to  the  Patent  Office  the  best  prior  art  of  which  they  are  aware?  Then  the 
examination  process  could  be  focussed  on  the  issue  of  whether  or  not  patent- 
able subject  matter  has  been  disclosed,  in  view  of  the  examiner's  and  appli- 
cant's best  prior  art,  which  is  the  best  possible  way  to  buttress  the 
presumption  of  validity  accorded  to  patents  by  statute. 

Furthermore,  the  attitude  of  the  patent  bar  toward  any  proposal  for  altering 
the  present  patent  system,  even  though  expressly  designed  to  aid  in  the  goal  of 
having  patents  of  greater  validity  issued  by  the  Patent  Office,  can  at  best  be 
described  as  merely  lukewarm.  Is  it  really  too  much  to  ask  that  they  put  aside 
self-interest,  at  least  to  some  extent,  to  pursue  a  goal  of  having  patents  of  the 
highest  possible  validity  issued  by  the  Patent  Office? 

The  Patent  Office  has  always  had  a  tremendous  problem,  i.e.,  insufficient 
time  in  which  to  perform  a  proper  examination  of  a  patent  application,  with- 
out any  solution  therefor.  Thus,  note  the  following  statement  by  Mr.  Donald 
Brown,  then  Vice  President  and  Patent  Counsel  of  Polaroid  Corp..  which 
appeared  at  pp.  266-67  of  "Hearings  before  the  Subcommittee  on  Patents, 
Trademarks,  and  Copyrights  of  the  Committee  on  the  Judiciary,  United  States 
Senate,  8-^th  Congress,  1st  Sess.  (1955). 

"We  believe  that  the  present  shortage  of  Patent  Office  personnel  makes  it 
impossible  for  the  examiners  adequately  to  search  the  art  if  the  work  of  the 
Office  is  to  be  kept  on  a  reasonably  current  footing.  For  example,  it  is  our 
common  practice,  even  in  fields  in  which  we  are  reasonably  expert,  to  search 
the  art  l)efore  introducing  a  new  product  commercially.  These  searches,  which 
are  usually  limited  to  TTnited  States  i)atents  of  the  last  15  or  20  years,  may 
average  4  to  5  days  of  1  man's  time.  An  exhaustive  literature  search,  such  as 
we  make  if  we  are  charged  with  infringement  of  another's  patent,  may  run 
from  10  to  20  days  of  1  man's  time  or  even  longer.  As  opposed  to  this,  it  is 
our  understanding  that  the  Patent  Office's  examiners,  on  the  average,  can 
devote  not  more  than  one-half  day  to  the  preparation  of  each  Office  action.  .  .  . 
We  do  not  believe  that  it  is  possible,  even  for  a  skiHed  examiner  familiar  with 
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the  art,  to  make  an  adequate  search  and  to  consider  a  new  specification  or  a 
fairly  complete  amendment  within  a  period  of  3  or  4  hours.  .  .  .  We  feel  that 
today  much  of  the  technical  literature  is  not  searched  by  the  Patent  OflRce 
examiners.  We  know  that  our  own  searches  invariably  develop  references 
which  we  believe  are  closer  than  those  developed  by  the  Office." 

Since  at  that  time  a  patent  application  normally  received  3  Office  actions, 
the  last  one  being  final,  it  received  about  12  hours  of  examination  by  the 
Patent  Office.  From  those  figures  it  should  be  quite  evident  what  basically  is 
the  cause  of  patent  invalidity.  It  is  extremely  interesting  to  note  that  at  the 
present  time  patent  applications  receive  the  .same  inadequate  type  of  examina- 
tion. 

Patent  applications  are  presently  filed  at  the  rate  of  about  90,000-100,000 
per  year.  To  keep  the  backlog  at  the  same  level  at  least  this  number  of  patent 
applications  must  be  disposed  of  annually  by  the  Patent  Office,  i.e.,  by  allow- 
ance or  abandonment.  Because  of  various  factors  such  as  leave,  etc.,  assuming 
that  an  examiner  works  1650  hours  per  annum,  a  typical  GS-13  examiner 
without  signatory  authority  is  expected  to  obtain  110  disposals  per  annum. 
This  averages  out  to  15  hours/disposal.  The  situation  is  far  worse  with  respect 
to  a  typical  GS-15  examiner,  having  a  full  signatory  authority,  who  is 
expected  to  obtain  as  high  as  147  disposals  with  an  average  of  11.5  hours/ 
disposal.  Any  comment  that  this  represents  adequate  examination  of  a  patent 
application  is  woefully  inadequate. 

III.    THE  U.S.  PATENT  OFFICE  :  ITS  ROLE  IX  FOSTERING  PATENT  INVALIDITY 

Much  has  been  written  recently  concerning  the  causes  of  patent  invalidity, 
but  practically  nothing  relates  to  the  role  of  the  Patent  Office  in  fostering 
patent  invalidity.  Only  a  few  scattered  comments  can  be  found  in  the  legal  lit- 
erature, such  as  the  following: 

"[The  Patent  Office  has  got  to  be  the  sickest  institution  that  our  Govern- 
ment has  ever  invented.  It  is  just  as  far  as  I  can  see  an  attritional  war 
l)etween  the  patent  applicant  and  the  patent  examiner  who  apparently  got  paid 
on  the  piece  work  for  how  many  patents  they  could  put  out."  Judge  Miles  W. 
Lord.  September  8,  1971,  United  States  v.  Charles  Pfizer  &  Co.,  Inc.,  et  al, 
(Tetracycline  civil  damage  suit),  4—71  Civ  435  (D.  Minn.). 

What  exactly  is  going  on  in  the  Patent  Office  that  would  cause  a  judge  in  a 
Federal  District  Court  to  place  such  a  vitriolic  comment  in  the  record  of  a 
legal  controversy  § 

It  should  hardly  surprise  anyone  that  the  Patent  Office,  operating  under 
present  practices  and  procedures,  is  at  least  one  of  the  prime  causes  for  patent 
invalidity.  There  is  also  hardly  any  question  that  some  of  the  practices  are  a 
result  of  the  demands  made  upon  the  Patent  Office  with  respect  to  decreasing, 
or  at  least  maintaining  at  the  same  level,  the  backlog  of  unexamined  applica- 
tions. But  the  question  here  is  simply  whether  or  not  there  can  be  any  justifi- 
cation for  the  practices  and  procedures  employed  by  the  Patent  Office  in  order 
to  meet  the  demands  made,  regardless  of  what  they  may  be,  when  it  is  glar- 
ingly apparent  that  they  must  inevitably  result  in  a  flood  of  invalid  patents. 
Exactly  what  are  the  practices  and  procedures,  and  why  must  they  foster 
patent  invalidity? 

A.  The  Quota  System 

What  is  involved  in  any  quota  system  is  always  a  subordination  of  quality 
to  quantity  in  order  to  meet  some  production  goal.  This  is  true  even  on  an 
automobile  assembly  line.  But  the  quota  system  in  the  Patent  Office  goes  far 
Iteyond  tliis.  It  is  not  merely  a  question  of  subordinating  quality  to  quantity  in 
order  to  meet  a  production  goal.  What  is  involved  is  a  total  obliteration  of  the 
concept  that  there  can  even  be  a  requirement  of  quality,  regardless  of  how  low 
it  may  be,  in  the  examination  of  patent  applications.  It  is  hardly  any  wonder 
that  examiners  refuse  to  become  concerned  with  the  quality  of  the  examina- 
tion they  perform,  when  the  result  thereof  will  be  punishment,  not  reward. 
How  can  such  a  system  do  anything  but  foster  invalid  patents? 

1.  The  numbers  game 

The  quota  system  has  produced  many  strange  results.  Examiner  productivity 
is  measured  in  terms  of  the  number  of  ca.ses  he  allows,  the  number  of  cases 
which  become  abandoned   (these  two  together  are  considered  disposals)   and, 
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strangely  enough,  the  number  of  new  cases  he  acts  on.  Abandonments  can 
hardly  be  controlled.  The  prime  factor  in  productivity  is  therefore  allowances, 
because  they  are  easiest.  The  temptation  for  an  examiner  to  allow  a  ease, 
when  he  must  meet  a  production  goal,  is  almost  unbearable.  The  validity  of 
any  patent  issued  under  such  circumstances  is  highly  suspect.  But  there  is 
even  a  greater  evil  involved.  If  an  examiner  allows  a  new  case  on  the  first 
action,  lie  then  gets  double  credit,  i.e.,  one  credit  for  acting  on  a  new  ca.se  and 
one  credit  for  allowing  the  identical  case.  In  other  words,  he  need  work  only 
half  as  hard  as  any  other  examiner  and  attain  the  same  production  rating.  If 
an  examiner  is  not  meeting  his  quota  becau.se  he  is  low  on  allowances  and  low 
on  abandonments,  he  can  then  resort  to  the  expedient  of  making  up  the 
deficiency,  at  least  temporarily,  by  acting  on  a  sufficient  number  of  new  cases. 
Normally  speaking,  an  action  on  a  new  case  is  the  most  time  consuming  one, 
involving  an  understanding  of  the  specification  and  claims,  searching  the  prior 
art,  writing  on  Office  action,  etc.  If  an  examiner  resorts  to  this  expedient  in 
order  to  meet  his  production  quota,  the  time  he  spends  on  each  new  case  is 
.severely  curtailed  and  the  quality  of  the  examination  thereof  must  inevitably 
be  lowered. 

2.  Superficial  treatment  of  the  most  complex  cases 

Another  equally  strange  result  of  the  quota  system  is  that  the  most  complex 
cases  receive  the  least  thorough  prosecution,  a  practice  which  must  inevitably 
result  in  the  issuance  of  invalid  patents.  How  could  such  an  obviously  destruc- 
tive practice  arise,  and,  even  further,  how  can  it  be  permitted  to  continue  una- 
bated? The  answer  to  the.se  questions  is  simple;  it  is  the  result  of  a  quota 
system  administered  in  a  manner  which  borders  on  absurdity. 

The  key  here  is  complexity,  i.e.,  obviously  some  cases  require  more  time  for 
examination  than  others.  But  the  simplest  way  to  administer  a  quota  system 
is  to  make  tlie  absurd  assumption  that  all  cases  are  of  the  same  level  of  com- 
plexity. Thus,  in  any  examining  group  all  cases  are  assumed  to  be  of  the  same 
order  of  complexity,  even  if  more  than  fifty  examiners  are  involved.  Cases 
involving  nothing  more,  for  example,  than  making  a  mixture  of  metals  useful 
as  nn  alloy  (Exhibit  A)  are  deemed  to  be  as  complex  as  cases  involving  the 
production  of  synthetic  diamonds  (Exhibit  B).  An  example  of  other  equally 
complex  cases  is  the  production  of  exotic  boron  containing  compounds  (Exhibit 
C). 

If  the  officials  of  the  Patent  Office  were  to  be  questioned  on  this  issue,  they 
would  undoubtedly  answer  that  different  arts  have  received  different  complex- 
ity factors.  However,  these  factors  appear  to  be  purely  mythical  because  no 
examiner  has  ever  been  told  exactly  what  is  the  complexity  factor  for  his  par- 
ticular docket.  Even  if  such  complexity  factors  did  exist,  they  certainly  did 
not  arise  as  the  result  of  any  legitimate  statistical  study.  It  is  not  too  well 
known,  but  they  arose  as  the  result  of  politics.  The  officials  having  the  most 
influence  got  the  best  deal  they  could,  i.e.,  an  assignment  of  a  complexity  level 
as  high  as  possible,  for  the  examiners  under  them  so  that  they  (the  officials) 
personally  could  benefit  by  having  a  lower  ca.se  load  assigned  to  them.  In  the 
not  too  far  distant  past  all  examiners  (Office-wide)  were  adjudged  to  have 
cases  of  exactly  the  same  complexity,  and  their  efficiency  was  measured  by  the 
number  of  Office  actions  they  produced  per  week.  There  is  nothing  to  lead  one 
to  l)elieve  that  the  present  system  really  differs  in  essence  from  the  former 
system. 

3.  Misuse  of  computer  resources 

Perhaps  the  strangest  result  of  the  quota  system  is  the  use  of  extremely 
expensive  computer  time  to  keep  production  records  on  examiners  which  are 
complete  to  the  n^^  degree.  Production  records  show,  for  well  over  1000  exam- 
iners, such  diver.se  factors  as  the  number  of  new  cases  acted  on,  the  number  of 
allowances,  the  number  of  abandonments,  etc.  They  akso  include  such  other 
esoteric  items  as  balanced  disposals,  hours  per  balanced  disposal,  and  so  on,  ad 
infinitum.  What  possible  justification  can  there  be  for  employing  valuable  com- 
puter time  to  compile  this  mountain  of  production  records,  essentially  nothing 
but  a  mass  of  trivia,  and  not  of  the  slightest  consequence  when  pursuing  a 
goal  of  processing  patent  applications  to  produce  patents  of  the  highest  possi- 
ble validity. 

In  view  of  the  urgent  necessity  of  finding  some  way  to  employ  computers  to 
aid  an  examiner  in  the  examination  of  patent  applications,   the  spectacle  of 
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employing  a  computer  for  nothing  more  useful  than  the  compilation  of 
infinitely  detailed  production  records  is  almost  ludicrous.  Admittedly,  no  one 
has  yet  demonstrated  how  to  successfully  employ  a  computer  to  completely 
search  all  patent  applications.  But  progress  has  been  made  in  employing  com- 
puters for  search  purjxtses,  particularly  in  the  area  of  the  chemical  arts  and 
particularly  by  the  British  Patent  Office.  If  the  U.S.  Patent  Office  is  not  aware 
of  this,  there  is  no  excuse  therefor.  Further,  all  domestic  patents  in  a  recently 
revised  chemical  class  (Class  423)  are  completely  coded  at  least  as  to  process 
conditions  employed.  All  that  remains  to  be  done  is  to  place  this  Information 
into  an  information  retrieval  system,  e.g.,  a  computer.  Three  years  at  least 
have  gone  by  since  this  coding  project  was  completed,  and  nothing  has  been 
done  with  it.  And  during  all  of  this  period  computer  time  available  to  the  U.S. 
Patent  Office  has  lieen  employed  for  nothing  more  useful  than  the  creation  of 
examiner  production  records.  There  certainly  appears  to  be  a  complete  misun- 
derstanding here  of  exactly  what  projects  should  receive  priority  with  respect 
to  the  use  of  computer  time. 

If.  The  bounty  system 

Any  quota  system  must  inevitably  lower  the  quality  of  the  product  which  is 
produced  under  it.  Just  taken  by  itself  the  devastating  effects  it  produces  are 
cause  enough  for  alarm.  But  the  U.S.  Patent  Office  has  succeeded  in  adding 
even  one  more  refinement  which  serves  to  lower  the  quality  of  the  product  pro- 
duced under  its  quota  system  still  further.  This  is  the  bounty  system,  i.e.,  an 
extra  reward  for  exceeding  an  assigned  quota  which  by  itself  leads  to  a  lower 
quality  product. 

The  system  employed  here  is  very  simple.  If  an  examiner  succeeds  in  exceed- 
ing his  assigned  quota  by  10  percent,  he  then  receives  a  bounty  of  $350.00.  The 
total  number  of  hours  he  spends  per  annum  in  examination  of  applications  is 
still  the  same,  so  that  the  end  result  must  be  less  time  spent  on  examining 
each  case.  The  resultant  quality  of  the  product  is  thus  lowered  even  more. 
This  is  not  a  trivial  issue.  According  to  one  published  report  this  bounty 
.system  was  the  cause  of  much  wrangling  between  the  former  Commissioner  of 
Patents,  Gottschalk,  who  wanted  to  abolish  this  system,  and  the  former  Assist- 
ant Commissioner,  Wahl,  who  favored  it.  Chemical  Week,  August  1,  1973  page 
13.  [Exhibit  D]. 

B.  Lack  of  a  Meaningful  File  Wrapper  Record 

The  determination  of  the  validity  of  a  patent  in  a  court  proceeding  is 
obviously  very  much  dependent  upon  the  nature  of  the  file  wrapper  record.  It 
desirably  should  be  complete  as  possible.  All  possible  issues  concerning  the 
validity  thereof  should  have  been  thoroughly  explored.  The  best  prior  art 
should  have  been  cited  and  applied,  and  a  clear  case  for  the  allowability  of 
the  patent  claims  over  this  prior  art  should  have  been  set  forth  in  the  record. 
This  is  the  ideal.  What  is  the  reality?  Obviously  file  wrapper  records  in  the 
past  approached  the  ideal  with  varying  degrees  of  success.  But  the  present 
trend  in  Patent  Office  procedures  does  not  serve  to  improve  the  file  wrapper 
record  :  if  anything,  it  degrades  it  so  that  it  has  minimal  value. 

Changes  in  practice  in  the  Patent  Office  in  recent  years  have  had  only  one 
effect,  i.e.,  they  have  only  served  to  impair  even  more  whatever  value  a  file 
wrapper  record  might  have  in  a  court  for  determining  the  validity  of  a  con- 
tested patent.  Only  two  of  these  practices  will  be  discussed  here,  i.e.,  (1)  the 
use  of  the  PO-1142  in  the  first  Office  action,  and  (2)  the  insistence  of  the 
Patent  Office  that  the  time  for  prosecution  of  a  case  be  shortened  by  insisting 
that  all  amendments  be  acted  on  within  two  months  of  receipt  and  further 
that  all  second  actions  be  made  final.  See  Exhibit  E  for  details.  These  two 
practices  taken  together  have  materially  lowered  whatever  chance  there  might 
be  for  a  patent  to  be  held  valid  in  a  court  proceeding.  The  result  thereof  is 
only  a  mere  skeleton  of  an  administrative  proceeding ;  there  is  no  flesh  on  the 
bones. 

1.  The  PO-1142  form 

The  criticisms  which  have  been  made  of  this  first  Office  action  are  many ; 
see  Woodbridge,  "PO-n42,"  54  .IPOS  429  (July  1972).  [Exhibit  F].  The  only 
thing  that  need  concern  us  here  is  the  effect  of  the  PO-1142  form  upon  the 
validity  of  an  issued  patent.  Its  effect  can  be  considered  nothing  less  than  dis- 
astrous. As  pointed  out  by  Woodbridge,  a  major  fault  thereof  is  brevity.  One 
simply  cannot  explore  legal  issues,  such  as  the  application  of  35  U.S.C.  103,  in 
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a  single  sentence  or  even  two  sentences,  which  is  about  all  that  the  PO-1142 
will  permit  and  all  that  the  Manual  of  Patent  Examining  Procedure  recom- 
mends. [Exhibit  G].  If  a  patent  is  issued  with  only  a  PO-1142  first  Office 
action  and  an  applicant's  response  thereto  in  the  file  wrapper  record,  this 
hardly  aids  in  buttressing  the  presumption  of  validity  accorded  by  statute  to 
issued  patents.  If  the  PO-1142  fails  to  clearly  point  out  the  issues  involved, 
which  it  can  hardly  do  in  view  of  its  brevity,  there  is  lack  of  opportunity  for 
a  patent  applicant  to  present  a  clear  and  convincing  case  for  the  patentability 
of  his  claims.  There  cannot  be  much  doubt  as  to  what  will  happen  to  a  patent 
with  such  a  file  wrapper  record,  when  one  considers  the  hostility  of  judges  to 
patents  with  much  better  supporting  records. 

The  exact  reasons  for  the  adoption  of  the  PO-1142  by  the  Patent  Office 
have  apparently  never  been  made  public.  But  clearly  it  was  intended  to  save 
examiner  time,  if  nothing  else,  so  that  he  could  more  easily  attain  the  produc- 
tion goals  set  for  him.  Therefore,  the  issue  to  be  decided  again  is  whether  or 
not  satisfaction  of  production  goals  is  to  be  permitted  to  emasculate  a  file 
wrapper  record  to  impotency. 

2.  The  insistence  of  the  Patent  Office  on  shortening  prosecution  time 

Note  the  following  statement  by  former  Commissioner  of  Patents  Gottschalk 
(page  6  of  Exhibit  H)  : 

"It  might  seem  to  some  that  we  are  shooting  for  two  inconsistent  goals :  A 
meaningful  examination  and  the  issuance  of  strong  patents  on  one  hand,  and 
on  the  other,  the  accomplishment  of  this  process  in  a  short  period  of  time. 

"I  want  to  emphasize,  however,  that  in  our  effort  to  reduce  pendency,  we  do 
not  intend  to  sacrifice  the  development  of  an  adequate  record  of  all  important 
issues,  or  meaningful  examination,  or  justice  and  fair  treatment  for  the  appli- 
cant. On  the  contrary,  I  believe  we  can  cut  down  on  pendency  time  without 
adverse  affect  on  the  examination  process." 

The  difficulty  here  is  that  just  how  these  desirable  results  can  be  obtained  in 
a  shorter  pendency  time,  without  adverse  effect  on  the  examination  process,  is 
never  spelled  out.  And  it  would  appear  to  any  reasonably  objective  person 
that,  for  reasons  more  fully  developed  below,  shortening  of  pendency  time 
must  inevitably  lead  to  the  issuance  of  invalid  patents. 

One  could  advance  many  sound  reasons  for  shortening  the  i)endency  of  an 
application  in  the  Patent  Office,  e.g.,  advancing  the  date  of  expiration  of  the 
monopoly  which  has  been  granted.  But  it  does  not  appear  that  this  is  the  real 
reason  why  the  Patent  Office  has  adopted  a  policy  of  shortened  pendency  time. 
It  is  very  likely  that  the  real  reason  for  this  policy  is  not  that  discussed 
above,  l)ut  rather  may  be  that  the  Patent  Cooperation  Treaty  cannot  be  rati- 
fied unless  all  U.S.  Patents  are  either  issued  as  patents  or  become  abandoned 
within  18  months  from  the  date  of  filing. 

Commissioner  Gottschalk  in  his  May  31,  1972  Memorandum  for  ALL  Employ- 
ees stated : 

"  *  *  *  it  is  desirable  as  a  practical  matter,  that  our  average  pendency  for 
patent  applications  be  down  to  about  eighteen  months  before  we  implement  the 
Patent  Cooperation  Treaty.  *  *  *  We  are  striving  to  reach  an  eighteen  month 
average  pendency  goal  by  the  end  of  Fiscal  '75". 

The  PCT  requires  publication  of  all  still  pending  patent  applications  within 
18  months  of  filing.  This  cannot  be  done  under  present  U.S.  law ;  35  U.S.C.  122 
forbids  this.  And  so  the  U.S.  Patent  Office  is  attempting  to  demonstrate  that 
all  cases  can  be  allowed  or  abandoned  in  18  months,  whereby  the  PCT  can  be 
ratified  even  under  existing  U.S.  patent  law.  Exactly  why  this  should  be  a 
desirable  goal  is  far  from  clear,  e.si>ecially  when  it  is  realized  that  shortened 
prosecution  time  inevitably  lessens  the  possibility  that  the  patents  issued  will 
l»e  valid.  The  price  to  be  paid  appears  to  be  too  high  merely  for  the  sake  of 
international  cooperation. 

The  greatest  defect  of  shortened  prosecution  time  is  that  it  practically  elimi- 
nates all  recent  literature  references  and  recent  foreign  patents  as  possible 
.sources  of  prior  art  against  patent  applications;  such  recent  material  is  of 
extremely  great  value.  Literature  references  cannot  be  searched  as  such  ;  reli- 
ance must  be  placed  on  abstracting  services  and,  more  specifically,  the  litera- 
ture abstracts  and  indexes  they  issue.  Again,  it  is  useless  to  attempt  to  search 
abstracts  themselves.  The  search  indexes  must  be  available  to  do  this.  And  this 
is  wherein  the  defectiveness  of  shortened  prosecution  resides.  There  is  a  great 


459 

time  lag  in  the  issuance  of  the  search  index,  for  example,  presently  from  1  to 
IVa  years  with  respect  to  chemical  abstracts.  See  Exhibit  J.  The  Office  goal  for 
Fiscal  Year  1975  is  to  attain  initial  examination  of  an  application  within  6 
mouths  of  filing,  even  less  than  the  present  10.5  months.  A  literature  search 
cannot  be  made  under  these  circumstances. 

The  other  material  defect  of  shortened  prosecution  time  is  that  it  will  posi- 
tively eliminate  consideration  of  nearly  all  recently  issued  foreign  patents, 
especially  those  not  written  in  English.  Foreign  patents  do  not  api^ear  in  an 
examiner's  search  files  instantaneously.  It  takes  much  time  until  they  are 
transmitted  here  from  abroad,  and  are  processed  through  the  Scientific 
Library,  e.g.,  to  liave  an  English  abstract  affixed  thereto  or  a  translation  of  at 
least  one  claim  (for  what  it  is  worth).  There  must  then  be  a  determination  of 
where  to  place  it  in  the  examiner's  search  files.  This  procedure  is  presently 
haphazard  at  best ;  shortened  prosecution  time  will  act  as  a  guarantee  that 
they  will  never  be  considered  at  all. 

C.  Obviously  Illegal  Practices 

It  is  certainly  well  established  that  the  Rules  of  Practice  have  the  force  of 
law  if  not  contrary  to  statutory  law,  and  they  must  be  observed  not  only  by 
applicants  for  patents  but  also  by  the  Patent  Office  itself.  However,  it  is  qiiite 
apparent  that  the  Patent  Office  does  ignore  these  Rules  of  Practice,  and  the 
result  therefore,  of  course,  cannot  be  anything  but  an  invalid  patent.  These 
violations  of  the  Rules  of  Practice  range  from  the  obviously  illegal  to  the  not 
obviously  illegal,  but  which  reasonably  objective  persons  would  agree  consti- 
tute a  non-observance  of  the  Rules  of  Practice.  In  any  event  it  is  apparent 
that  any  patent  issued,  in  which  nonobservance  of  the  Rules  of  Practice  was 
involved,  can  readily  be  held  to  be  invalid  by  a  court. 

As  an  example  of  a  clear  violation  of  the  Rules  of  Practice,  attention  is 
directed  to  the  Office  Form  POL-327.  Note  the  following  extract  therefrom  : 

"4.  All  of  the  claims  being  allowable,  prosecution  on  the  merits  is  closed  in 
this  application  and  the  Notice  of  Allowance  or  other  appropriate  communica- 
tion will  be  sent  in  due  course,  in  view  of : 

b.  Telephone  interview  with on 

c.  Personal  interview  with on " 

Rule  133(b)  states:  "In  every  instance  where  reconsideration  is  requested  in 
view  of  an  interview  with  an  examiner,  a  complete  written  statement  of  the 
reasons  presented  at  the  interview  as  warranting  favorable  action  must  be 
filed  by  the  applicant." 

Since  prosecution  is  closed  and  the  case  stands  allowed  by  the  POL-327, 
there  is  not  even  any  need,  to  comply  with  Rule  133(b)  ;  the  violation  of  the 
Rule  is  indisputable. 

D.  Misplaced,   Unqualified  and  Unnecessary  Highly  Paid  Personnel,  etc. 

It  hardly  seems  open  to  debate  that  the  actual  examination  of  patent  appli- 
cations should  be  conducted  by  those  most  qualified  to  do  so,  in  order  to 
ensure  the  highest  possible  validity  for  the  patents  which  are  issued  by  the 
Patent  Office.  The  higher  officials  should  actively  assist  in  attaining  this  goal 
of  valid  patents.  The  disregard  of  these  principles  by  the  administrative 
officials  of  the  Patent  Office  is  blatant. 

1.  Legal  training 

It  seems  evident  without  debate  that  patent  examiners  perform  a  quasi-legal 
function.  The  desirability  of  legal  training  for  examiners,  and  especially  those 
of  primary  grade  who  operate  without  any  kind  of  review  of  their  work  prod- 
uct, is  considered  to  be  self-evident.  But  the  Patent  Office  does  not  pay  the 
slightest  attention  to  this  type  of  training. 

Up  until  about  1960  it  was  required,  in  order  to  attain  the  grade  of  primary 
examiner,  that  the  candidate  therefor  must  have  at  least  obtained  a  law 
degree.  Bar  membership  was  considered  desirable,  but  not  a  necessity.  Thereaf- 
ter the  requirement  that  primary  examiners  must  have  at  least  a  law  degree 
was  abolished.  There  are  at  least  two  hundred  examiners  in  the  U.S.  Patent 
Office  who  are  primary  examiners.  Although  exact  figures  are  not  easily 
obtainable,  it  is  well  known  that  only  a  very  small  minority  of  these  primary 
examiners  have  a  law  degree.  It  would  hardly  appear,  even  to  a  layman,  that 
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this  is  the  best  course  to  pursue.  Change  of  some  kind  clearly  appears  to  be 
necessary  here. 

But  the  policy  of  the  Patent  Office  with  respect  to  legal  training  goes  far 
beyond  what  has  been  discussed  above.  Promotion  to  a  higher  grade  in  the 
Patent  Office  is  dependent  upon  many  factors,  called  extra  credit  items.  An 
example  of  this  is  an  extra  credit  rating  when  an  examiner  can  demonstrate 
that  he  has  the  knowledge,  and  applies  it  in  the  examination  of  cases,  equiva- 
lent to  that  obtainable  only  by  advanced  training  in  technology,  e.g.,  a  masters 
degree,  etc.  What  is  the  status  of  a  law  degree  in  the  promotion  scheme  of  the 
Patent  Office?  It  is  worth  exactly  nothing.  Such  a  policy  senses  only  to  drive 
out  of  the  Patent  Office  those  with  extremely  desirable  training,  and  encour- 
ages only  those  to  stay  who  are  obviously  not  the  best  qualified  to  be  primary 
examiners. 

2.  Technological  traininf) 

In  foreign  patent  offices  it  is  not  at  all  unusual  to  find  that  they  require 
that  an  examiner  have  had  previous  experience  in  the  technical  field  in  which 
he  desires  to  examine  patent  applications.  In  the  U.S.  Patent  Office  the  situa- 
tion is  quite  the  reverse.  It  is  not  merely  that  the  U.S.  Patent  Office  does  not 
have  any  such  requirement  as  stated  above.  Rather,  it  is  not  unusual  to  find 
that  many  primary  examiners,  and  especially  supervisory  primary  examiners, 
do  not  even  have  a  scientific  or  engineering  degree  in  the  particular  field  in 
which  they  operate  in  the  Patent  Office.  Thus,  it  is  far  from  unusual  to  find 
examiners  in  the  chemical  arts  who  have  no  degree  in  chemistry  or  chemical 
engineering,  examiners  in  metallurgical  arts  who  have  had  no  metallurgical 
training,  etc.  The  reason  that  this  occurs,  especially  with  respect  to  supervi- 
sory primary  examiners,  is  that  they  are  chosen  primarily  on  the  basis  of  the 
impressiveness  of  the  production  records  they  have  achieved  while  examining 
patent  applications.  Their  particular  background,  i.e.,  the  scientific  or  engineer- 
ing degree  they  possess,  is  of  little  or  no  significance  when  being  considered 
for  promotion.  Even  if  a  super\dsory  primary  examiner  has  an  engineering  or 
scientific  degree  in  the  proper  field,  he  still  seldom  has  had  any  previous  expe- 
rience with  the  particular  subject  matter  of  which  he  is  placed  in  charge.  Most 
supervisory  primary  examiners  come  from  an  entirely  different,  and,  in  many 
cases,  totally  unrelated  art  area.  But  high  production  must  be  rewarded, 
regardless  of  the  consequences. 

3.  Highly  paid  hut  unnecessary  personnel 

The  U.S.  Patent  Office  has  many  highly  paid  officers  in  the  upper  echelon, 
and,  in  many  eases,  it  is  extremely  difficult  to  ascertain  just  what  useful  func- 
tion they  perform.  They  certainly  appear  to  do  nothing  to  assist  the  U.S. 
Patent  Office  in  attaining  the  goal  of  issuing  patents  of  the  highest  possible 
validity. 

The  author  has  no  desire  to  point  a  finger  at  any  particular  position  in  the 
Patent  Office,  but  the  position  of  Group  Director,  of  which  there  are  presently 
14  having  salary  requirements  in  the  area  of  $500,000.  Is  a  good  example.  The 
Commissioner  does  delegate  to  them  rendering  decisions  on  various  petitions, 
but  this  can  hardly  serve  to  justify  the  position.  It  appears  to  the  author  that 
their  primary  function  is  simply  to  administer  the  quota  system,  aiul  with 
deempha.sis  of  this  system  it  would  appear  that  the  position  would  then  be  of 
negligible  importance.  They  certainly  could  be  more  usefully  employed  in  var- 
ious areas  in  need  of  assistance  such  as,  for  example,  the  Board  of  Appeals. 
At  least  in  this  manner  they  certainly  would  be  more  usefully  employed  in 
assisting  in  accomplishing  the  goal  of  having  the  U.S.  Patent  Office  issue  pat- 
ents of  greater  validity.  Of  course,  this  is  considered  to  be  only  one  illustrative 
way  in  which  they  could  be  of  assistance.  There  are  many  other  possibilities 
related  to  patent  validity,  e.g..  conducting  educational  courses  for  primary 
examiners  to  keep  them  abreast  of  the  rapidly  changing  doctrines  of  patent 
law,  etc. 

TV.    HOW  CAN  THE  PATENT  OFFICE  BE  ASSISTED  ? 

In  concluding  this  statement  it  is  considered  appropriate  to  examine  in 
detail  how  at  least  some  of  the  provisions  of  S.1321  could  assist  the  U.S. 
Patent  Office  in  issuing  patents  which  would  stand  a  far  better  chance,  when 
involved  in  a  court  test,  of  being  adjudged  to  be  valid  patents. 

It  is  considered  to  be  evident  that  the  main  deterrent  to  the  issuance  of 
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valid  patents  by  the  U.S.  Patent  Office  is  the  lack  of  sufficient  time  in  which 
to  do  a  thorough  job  of  examination.  It  must  be  admitted  that  many  of  the 
time-saving  but  ill-considered  practices  employed  by  the  U.S.  Patent  Office  are 
(he  result  of  an  inexorable  pressure,  coming  from  outside  the  Office,  for  either 
maintaining  the  backlog  of  unexamined  applications  at  the  same  level  or 
reducing  it.  The  most  obvious  procedure  is  of  course  (1)  to  permit  more  time 
for  tlie  examination  of  a  patent  application.  Another  alternative  (2)  is  a 
reduction  in  the  number  of  applications  to  be  examined  per  year.  Finally,  (3) 
every  means  for  enabling  an  examiner  to  produce  the  best  possible  product 
without  an  increase  in  the  time  which  can  be  allocated  for  the  examination  of 
each  case  must  be  considered.  S.  1321  has  many  provisions  that  would  appear 
to  offer  much  assistance  to  the  U.S.  Patent  Office  in  achieving  all  three  of 
these  objectives. 

A.  Opposition  Proceedings 
Chapter  12,  Section  135 

S.  1321  offers  an  extremely  desirable  form  of  assistance  to  the  U.S.  Patent 
Office  for  locating  the  best  prior  art,  i.e.,  opposition  proceedings.  It  is  very  dif- 
ficult to  understand  why  there  can  be  such  an  adverse  emotional  reaction  by 
many  to  a  proposal  of  this  nature.  It  should  be  evident  that  a  proceeding  of 
this  kind,  regardless  of  its  faults,  will  greatly  assist  an  examiner  in  obtaining 
the  best  possible  prior  art  to  be  applied  without  the  expenditure  of  additional 
time  on  his  part  in  locating  it.  A  proceeding  of  this  nature  will  greatly  assist 
an  examiner  to  do  the  best  possible  job  in  the  time  period  allocated  for  the 
examination  of  an  application.  Whatever  the  faults  of  such  a  system  may  be, 
they  surely  can  be  mitigated  by  adequate  safeguards. 

B.  Deferred  Examination 
Chapter  18,  section  191,  192,  193 

The  reason  why  this  part  of  S.  1321  would  greatly  assist  the  U.S.  Patent 
Office  in  issuing  more  valid  patents  is  based  on  the  fact  that  under  present 
practice  after  the  payment  of  the  initial  filing  fee,  each  application  is  entitled 
to  a  full  examination  procedure.  Most  applications  are  maintained  until  final 
rejection  thereof.  This  entire  practice  is  based  on  a  very  faulty  premise.  Is  it 
not  more  reasonable  to  assume  that  if  an  applicant  must  pay  an  additional  fee 
for  each  stage  in  a  full  examination,  not  all  applications  will  have  to  be  com- 
pletely examined.  This  part  of  S.  1321  is  based  on  the  premise  that  requests 
for  full  examination  will  not  be  made  in  all  applications  filed  for  financial  or 
other  reasons.  Tlierefore,  if  a  smaller  number  of  applications  is  to  be  examined 
per  year,  i.e.,  the  case  load  on  the  U.S.  Patent  Office  is  decreased,  it  will  then 
be  possible  to  do  a  more  thorough  job  on  those  applications  which  are  fully 
examined.  Thereby  patents  will  be  issued  which  have  a  better  chance  of  being 
adjudged  valid. 

Many  have  advanced  the  argument  that  these  provisions  of  S.  1321  will  not 
have  the  desired  effect  of  avoiding  full  examination  of  all  applications,  i.e., 
requests  for  full  examination  will  be  received  in  all  applications  filed.  In  order 
to  attain  the  objectives  of  this  portion  of  S.  1321  it  could  be  modified  so  as  to 
incorporate  therein  a  provision  for  the  prompt  issuance  of  a  brief  patentability 
report,  perhaps  incoriM>rated  in  the  PO-1142  form  previously  referred  to.  This 
would  not  be  too  time  consuming  on  the  part  of  examiners,  and  conceivably  it 
could  result  in  the  abandonment  of  many  applications  without  the  exi^enditure 
of  the  time  required  by  the  full  examination  procedure. 

C.  Maintenance  Fees 
Chapter  4,  section  ^1 

This  part  of  S.  1321  may  have  a  very  great  effect  on  the  thoroughness  veith 
which  a  patent  application  may  be  examined.  Its  purpose  is  quite  obviously  to 
tap  a  source  of  fees  which  the  U.S.  Patent  Office  at  present  does  not  have,  and 
which  will  be  collected  from  those  best  able  to  pay  for  it,  i.e.,  those  who  find 
an  issued  patent  to  be  profitable.  With  an  increa.sed  income  the  U.S.  Patent 
Office  could  conceivably  be  expanded,  and  with  more  examiners  acting  on  the 
same  caseload  the  result  would  be  that  an  examiner  could  spend  more  time  on 
each  application  which  he  examines.  Another  great  benefit  accruing  from 
increased  funds  could  be  a  thorough  overhaul  of  the  manual  classification 
system,  resulting  in  better  searches  of  the  prior  art  in  a  shorter  time. 
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D.  Independent  Agency  Status 
Chapter  1,  section  2 

Tliis  part  of  S.  1321  proposes  conversion  of  the  T^.S.  Patent  Office  to  an  inde- 
pendent agency.  In  view  of  the  fact  that  the  U.S.  Patent  Office  clearly  per- 
forms a  quasi-judicial  function,  and  that  most,  if  not  all,  of  other  U.S.  agen- 
cies performing  a  quasi-judicial  function  have  independent  status,  the 
continuance  thereof  under  the  jurisdiction  of  the  Department  of  Commerce  can 
only  be  viewed  with  amazement.  The  reason  for  conferring  independent  status 
on  any  agency  performing  a  quasi-judicial  function  is  apparent.  In  the  same 
manner  as  with  respect  to  any  judge,  those  officers  of  the  U.S.  Government 
performing  quasi-judicial  functions  must  he  free  to  perform  them  without 
being  subject  to  political  or  any  other  kind  of  pressure.  If  the  U.S.  Patent 
Office  is  accorded  independent  agency  status,  then  perhaps  the  officials  thereof 
will  not  feel  compelled  to  resort  to  the  various  practices  and  procedures 
referred  to  above  which  make  for  an  impressive  production  record,  but  which 
hardly  serve  to  produce  quality  patents  able  to  stand  up  to  a  court  scrutiny  of 
their  validity. 

E.  Public  Counsel 
Chapter  1,  Section  3(d) 

This  section  is  devoted  to  establishing  an  officer,  who  is  like  the  present 
Assistant  Commissioner  for  Appeals,  Legi.slation  and  Trademarks,  but  in  addi- 
tion has  been  given  many  new  powers,  such  as,  for  example,  the  power  to  sub- 
poena, the  power  to  institute  a  discovery  proceeding,  etc.  What  is  the  reason 
for  these  provisions?  Although  it  is  not  too  widely  known,  many  patents  are 
invalidated  in  a  court  proceeding  upon  grounds  which  the  U.S.  Patent  Office  at 
present  simply  has  no  good  means  for  reviewing.  It  cannot  do  so  because  of 
the  lack  of  the  powers  mentioned  above,  and  at  least  part  of  the  thought 
behind  this  section  is  to  enable  the  U.S.  Patent  Office  to  thoroughly  investigate 
all  possible  grounds  for  invalidity  before  a  patent  is  actually  issued.  It  makes 
far  more  sense  to  conduct  the  examination  of  a  patent  application  in  this 
manner,  i-atlier  than  to  leave  totally  unexamined  and  solely  for  court  review  a 
number  of  issues  which  can  easily  serve  to  invalidate  a  patent. 

For  example,  under  present  Rule  of  Practice  292,  it  is  i>ossible  to  have  a 
public  use  proceeding  before  the  issuance  of  a  patent.  But  the  provisions  of 
this  Rule  are  so  restrictive  that  the  institution  of  such  a  proceeding  in  the 
U.S.  Patent  Office  is  a  virtual  rarity.  If  there  were  a  public  counsel  as  pro- 
vided for  by  S.  1321,  he  could  easily  use  his  new  powers  to  thoroughly  investi- 
gate this  issue.  This  would  clearly  follow  if  he  had  reasonable  grounds  to 
believe  that  public  use  or  sale  had  occurred  which  could  be  a  j>ossible  ground 
of  invalidity  if  a  patent  were  to  be  issued. 

F.  Nonseorecy  for  Patent  Applications 
Chapter  11,  section  122 

This  section  of  S.  1321  should  be  of  great  benefit  to  the  U.S.  Patent  Office 
because  it  will  completely  obviate  the  necessity  (imaginary  or  not)  to  attain 
either  allowance  or  abandonment  of  a  patent  application  before  the  termina- 
tion of  an  eighteen  month  period  from  the  date  of  filing  thereof.  The  reason 
for  tills  policy  has  been  referred  to  above,  i.e.,  ratification  of  the  PCT  under 
existing  law,  with  the  consequent  dilution  and  degradation  of  the  examination 
of  applications  which  must  necessarily  ensue  when  following  a  policy  as  short- 
sighted as  this  one.  Section  122  requires  publication  of  a  pending  application 
before  the  date  of  the  first  examination  thereof;  this,  of  course,  permits  publi- 
cation within  18  months  of  the  filing  date,  w'hich  is  in  accordance  with  the 
PCT. 

G.  Other  Pertinent  Sections  of  S.  1321 

In  order  to  shorten  this  statement  brief  reference  is  made  below  to  various 
other  portions  of  S.  1321  which,  in  the  opinion  of  the  author,  would  materially 
assist  the  Patent  Office  in  issuing  patents  of  the  highest  possible  validity. 

As  to  the  examination  procedure  itself  note  the  following. 
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Chapter  12,  Section  131  (b) 

(1)  "Would  require  an  applicant  to  submit  to  the  Patent  OflSce  all  prior  art 
considered  in  connection  with  the  application  for  patent,  and 

(2)  Would  require  an  explanation  as  to  why  the  claims  presented  in  the 
application  are  considered  to  be  patentable  over  this  prior  art. 

The  above  matter  relates  of  course  to  the  hotly  debated  subject  which  can 
be  summed  up  as  the  patentability  brief. 

Chapters  12,  Section  132{c),  Subsections  (i),  (2),  (3)  and  (/,) 

(1)  Would  require  a  primary  examiner  to  prepare  all  of  his  decisions  in  the 
usual  manner  found  acceptable  by  a  court  of  law,  i.e.,  findings  of  fact  and  con- 
clusions of  law,  so  that  the  reasons  for  his  decision  are  apparent  and  can  be 
subjected  to  a  rational  process  of  review,  and 

(2)  would  require  a  narrative  report  of  all  meetings  between  an  examiner 
and  an  applicant  or  his  representatives. 

The  reason  for  the  first  of  these  provisions  is  that  at  present  an  examiner 
need  not  state  in  the  record  why  he  allowed  an  application  to  become  a  patent, 
and  trying  to  determine  his  reason  therefor  is  at  best  a  guessing  game.  This 
hardly  can  lead  to  a  rational  review  of  his  decision.  The  reason  for  the  second 
provision  is  of  course  subsidiary  to  the  first,  i.e.,  to  provide  a  complete  record 
of  everything  which  transpired  in  the  prosecution  of  a  ease  and  to  avoid 
guessing  games. 

Chapter  13,  section  115 (a),  Subsections   (1),  {2)  and  (3) 

(1)  Would  require  applicants  and  their  attorneys,  after  notice  of  allowance, 
to  affirm  that  they  are  not  aware  of  any  more  pertinent  art  than  that  consid- 
ered by  tlie  Patent  Office  in  its  examination  of  an  application,  and 

(2)  Would  further  require  them  to  affirm  that  they  are  not  aware  of  any 
public  use  bar  to  patentability,  or  any  other  material  information  which  would 
adversely  affect  the  issuance  of  a  patent. 

The  reason  for  these  provisions  is  in  the  interest  of  objectivity.  Before  an 
application  is  actually  subjected  to  an  examination  procedure  it  would  be  very 
difficult  to  ascertain  exactly  what  prior  art,  etc.,  is  really  material,  but  it  cer- 
tainly is  not  as  difficult  to  do  so  once  the  Patent  Office  has,  so  to  speak,  put 
its  best  foot  forward. 

The  following  sections  would  focus  attention  on  the  problems  relating  to  the 
validity  of  issued  patents,  and  what  recommendations  could  be  made  with  tbe 
purpose  of  improving  said  validity. 

Chapter  1,  section  9 

This  would  require  an  evaluation  by  the  Commissioner  of  Patents  of  the 
overall  quality  of  the  patents  issued  (including  court  decisions  related  to  the 
validity  and  enforcement  of  patents). 

Chapter  1,  section  10 

This  would  require  an  Advisory  Council  on  the  Patent  System  to  study  and 
appraise  the  methods  and  operations  of  the  U.S.  Patent  Office  including  the 
quality  of  U.S.  patents. 

The  purpose  of  these  provisions  is  to  require  the  Patent  Office  to  be  aware 
of  the  quality  of  its  product,  which  has  been  grossly  neglected  in  the  past. 

To  assist  the  Patent  Office  in  shortening  the  time  required  for  searching  the 
prior  art  the  following  provisions  are  of  interest. 

Chapter  1,  section  G{c) 

This  would  require  by  statute  not  only  that  the  Commissioner  of  Patents 
revi.se  the  manual  classification  system  as  required,  but  also  would  make  man- 
datory the  incorporation  therein  of  both  foreign  patents  and  all  literature  ref- 
erences (which  was  not  previously  required). 
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Chapter  1,  section  6(e) 

This  would  provide  statutory  support  for  all  efforts  designed  to  facilitate 
searching  by  the  U.S.  Patent  Office  by  whatever  assistance  mechanization  of 
searching  could  afford. 

Both  of  these  provisions  are  intended  to  attain  the  objective  of  cutting  down 
search  time,  thereby  i>ermitting  the  time  saved  to  be  more  profitably  employed 
in  the  actual  examination  process  so  that  patents  of  greater  validity  can  be 
issued. 

V.    CONCLUSION 

In  conclusion,  it  appears  pertinent  to  point  out  that  the  U.S.  Patent  Office 
has  been  in  the  business  of  examining  patent  examinations  since  1836,  and 
therefore  has  138  years  of  experience  behind  it.  If  one  believes  that  the  U.S. 
Patent  Office  today  is  failing  to  discharge  its  function  of  examining  patent 
applications  in  a  satisfactory  manner,  then  the  remedy  is  not,  as  many  would 
appear  to  assume,  to  simply  di.scard  all  of  this  accumulated  experience.  What 
clearly  must  be  done  is  to  modify  the  present  examination  system  in  such  a 
manner  that  the  U.S.  Patent  Office  will  at  least  be  in  a  position  in  which  it 
has  a  fighting  chance  to  discharge  its  obligations  in  a  satisfactory  manner.  If 
after  such  changes  are  made  it  still  fails  to  discharge  its  obligations  in  a  sat- 
isfactory manner,  then  perhaps  it  would  be  appropriate  to  consider  its  demise. 
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abstract  of  the  disclosure 

Aluminum  master  alloys,  containing  finely  divided  transition  metal  boridc 
dispersed  throughout  the  aluminum,  are  prepared  by  forming  a  molten  mixture 
of  aluminum,  a  transition  metal  boride  and  a  flux  and  cooling  the  molten  mix- 
ture. The  flux  is  an  inorganic  flouride  which  assists  in  the  wetting  of  the 
boride  with  the  aluminum. 

This  invention  relates  to  aluminum  alloys  containing  a  finely  divided  metal 
boride,  and  to  the  preparation  of  said  alloys  useful  in  the  production  of  fine 
grain  aluminum. 

It  is  known  that  the  presence  of  up  to  about  100  p.p.m.  by  weight  of  a 
metallic  boride  having  a  hexagonal  structure,  such  as  the  transition  metal  bo- 
rides,  confers  a  fine  grain  structure  on  cast  aluminum,  which  is  of  great  impor- 
tance when  the  aluminum  is  to  be  rolled  into  sheet  or  foil.  In  general,  these 
borides  should  be  used  in  the  form  of  fine  powders  as  their  effectiveness 
depends  upon  the  number  of  particles  present ;  and  moreover,  large  particle 
are  abrasive  and  lead  to  inhomogeneity. 

In  practice,  it  is  virtually  impossible  to  add  the  requisite  very  small  quan- 
tity of  a  finely  divided  boride  to  molten  aluminum  without  the  former  being 
oxidized  during  the  addition,  and  rendered  ineffective  as  a  grain  refining 
agent.  To  overcome  this  difficulty  it  is  customary  to  prepare  a  master  alloy  of 
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aluminum  containing  boron,  and  titanium  or  another  metal  which  will  form  a 
hexagonal  boride,  said  alloy  being  in  the  form  of  the  elements,  or  the  boride, 
or  a  mixture  of  the  two,  and  to  use  this  alloy  as  a  source  of  boride  in  the 
preparation  of  fine  grain  aluminum.  Such  master  alloys  contain  for  instance, 
from  0.5  to  about  10%  or  more,  by  weight  of  boride.  Hitherto,  these  master 
alloys  have  been  made  by  the  reaction  of  aluminum  with  a  mixture  of  complex 
fluorides  of  the  metal  from  which  the  boride  is  derived  and  of  boron.  An 
example  of  one  such  process  is : 

^sAl  +  KoTiFe  +  2KBF4-^TiB2  +  4KF  +  '^AlFij 

However,  this  process  is  expensive  and  relatively  inefficient,  and  the  product 
contains  an  undesirably  high  proportion  of  coarse  particles. 

We  have  now  found  that  finely  divided  borides,  such  as  of  particle  size  less 
than  about  5  microns,  can  be  evenly  dispersed  in  aluminum  to  form  a  master 
alloy  by  means  of  the  use  of  a  suitable  flux  which  causes  the  boride  to  be 
thoroughly  wetted  by  the  aluminum.  The  use  of  the  flux  also  serves  to  prevent 
the  oxidation  of  the  finely  divided  particles  of  boride. 

Accordingly  the  present  invention  comprises  in  one  aspect  a  process  for  the 
preparation  of  a  master  aluminum  alloy  which  comprises  forming  a  molten 
mixture  of  aluminum,  a  finely  divided  metal  boride,  and  a  flux,  said  flux  com- 
prising a  fluoride  which  assists  in  the  wetting  of  the  boride  with  the  alumi- 
num. Metal  borides  which  can  be  used  are  the  transition  metal  borides,  such 
as  titanium  diboride,  chromium  diboride,  zirconium  diboride  and  vanadium 
diboride,  and  preferably  those  capable  of  existing  in  a  hexagonal  form. 

The  fluxes  which  have  been  found  to  be  particularly  effective  are  complex 
halides,  especially  the  inorganic  fluorides  such  as  K2ZrFa,  KoTiFe,  NasAlFe, 
potassium  fluoride,  and  mixtures  of  potassium  fluoride  with  potassium  chloride 
or  with  potassium  iodide  or  with  a  mixture  of  the  two.  In  general,  any  com- 
plex halide  or  mixture  of  halides  containing  a  fluoride  as  one  component 
which  causes  the  boride  being  used  to  become  wetted  by  aluminum  can  be 
used.  The  amount  of  flux  used  is  not  narrowly  critical,  varying  from  as  little 
as  about  one  hundredth  of  the  weight  of  boride  to  an  amount  equal  to  the 
weight  of  the  boride.  Preferably,  at  least  about  one  tenth  of  the  weight  of  the 
boride  is  used. 

The  aluminum  master  alloy  can  be  made,  for  instance,  by  mixing  the  finely 
divided  boride  with  the  flux,  and  blending  the  mixture  with  molten  aluminum. 
Alternatively,  the  mixture  of  the  flux  and  boride  can  be  heated  with  solid  alu- 
minum until  the  metal  melts,  and  then  the  mixture  is  stirred.  On  cooling,  a 
solid  master  alloy  containing  the  finely  divided  boride  dispersed  throughout  is 
obtained.  This  in  turn  can  be  added  to  larger  quantities  of  molten  aluminum 
in  order  to  obtain  a  final  product  containing,  for  example,  up  to  about  100 
p.p.m.  of  the  boride  in  a  form  which  results  in  the  final  cast  aluminum  prod- 
uct to  be  fine  grained. 

The  resultant  alloy  contains  boride  of  a  known  and  controlled  particle  size 
evenly  dispersed  throughout  the  aluminum.  Such  alloys  are  far  superior  to  pre- 
vious master  alloys  which  contain  particles  of  widely  varying  sizes  and 
of  uncontrolled  distribution. 

The  invention  is  illustrated  by  the  following  examples,  but  it  is  to  be  under- 
stood that  my  invention  is  not  restricted  to  the  specific  examples  given. 

EXAMPLE  I 

Ten  grams  of  titanium  diboride  having  a  mean  particle  size  of  2.5  microns 
was  mixed  with  six  grams  of  potassium  hexafluorozirconate  and  placed  in  an 
alumina  crucible.  Ninety  grams  of  aluminum  in  a  single  piece  was  placed  on 
top  of  the  mixture  and  the  crucible  was  heated  until  the  aluminum  and  the 
flux  had  melted.  The  mixture  was  stirred  and  allowed  to  cool.  The  solid  prod- 


466 

uct,  obtained  after  being  freed  from  excess  flux  by  washing  with  water,  con- 
tained 9.5%  of  finely  divided  titanium  diboride  evenly  dispersed  throughout 
the  aluminum. 

EXAMPLE  II 

The  procedure  of  Example  I  was  repeated  using  7.5  grams  of  titanium  dibo- 
ride, 2.5  grams  of  sodium  aluminum  flouride  (cryolite)  and  100  grams  of  alumi- 
num. A  master  alloy  containing  at  least  95%  of  the  titanium  diboride  evenly 
dispersed  in  aluminum  was  obtained. 

EXAMPLE  III 

The  procedure  of  Example  I  was  repeated  using  7.5  grams  of  chromium 
diboride,  2.5  grams  of  a  1:1,  by  weight,  mixture  of  potassium  fluoride  and 
potassium  iodide,  and  100  grams  of  aluminum.  A  master  alloy  containing  at 
lease  95%  of  the  chromium  diboride  eveuly  dispersed  in  aluminum  was 
obtained. 

EXAMPLE  IV 

The  procedure  of  Example  I  was  repeated  using  7.5  grams  of  zirconium 
diboride,  2.5  grams  of  sodium  aluminum  fluoride  and  100  grams  of  aluminum. 
The  resultant  master  alloy  contained  at  least  95%  of  the  zirconium  diboride 
evenly  dispersed  in  the  aluminum. 

Similar  results  were  obtained  using  2.5  grams  of  potassium  fluoride  as  flux 
instead  of  the  sodium  aluminum  fluoride. 

What  is  claimed  is  : 

1.  The  process  for  the  preparation  of  a  master  aluminum  alloy  which  com- 
prises forming  a  molten  mixture  of  aluminum,  a  finely  divided  transition  metal 
boride  and  a  flux,  and  cooling  said  molten  mixture  to  form  a  master  aluminum 
alloy  having  said  transition  metal  boride  dispersed  throughout  said  aluminum, 
said  flux  comprising  an  inorganic  flouride  which  assists  in  the  wetting  of  said 
boride  with  said  aluminum. 

2.  The  process  according  to  claim  1  wherein  said  finely  divided  boride  and 
said  flux  are  mixed  and  then  blended  with  molten  aluminum. 

3.  The  process  according  to  claim  1  wherein  said  aluminum,  said  boride  and 
said  flux  are  heated  until  the  metal  melts  and  the  mixture  is  stirred  to  dis- 
perse the  boride  throughout  the  aluminum. 

4.  The  process  according  to  claim  1  wherein  said  boride  has  a  hexagonal 
structure. 

5.  The  process  according  to  claim  1  wherein  said  boride  is  titanium  diboride. 

6.  The  process  according  to  claim  1  wherein  said  flux  is  potassium  hexafluo- 
rozirconnte. 

7.  The  process  according  to  claim  1  wherein  said  flux  is  sodium  aluminum 
fluoride. 

8.  The  process  according  to  claim  1  wherein  the  amount  of  flux  is  from 
about  one  tenth  to  an  equivalent  amount,  by  weight,  of  said  boride. 

9.  The  process  according  to  claim  1  in  which  said  boride  is  chromium  dibo- 
ride. 
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non-catalytically  pkoduced  cubic  and  hexagonal  diamond 

Francis  P.  Buudy,  Scotia,  N.Y.,  assignor  to  General  Electric  Company,  a  corpo- 
ration of  New  York 
Continuation-in-part  of  application  Ser.  No.  502,104,  Oct.  22,  1965.  This  applica- 
tion "Dec.  1,  1966,  Ser.  No.  607,107 

Int.  CI.  COlb  31/06 

U.S.  a.  23—209.1  17  Claims 

abstract  of  the  disclosure 

Static  high  pressure  methods  are  described  for  the  conversion  under 
well-defined  conditions  of  high  pressure  and  high  temperature  of : 

(a)  carbon  material  to  cubic  diamond  in  the  absence  of  catalyst  in  a  solid 
graphite-solid  cubic  diamond  reaction ; 

(b)  particular  well-crystallized  graphite  material  to  hexagonal  diamond  in 
the  absence  of  catalyst  in  a  solid  graphite-solid  hexagonal  diamond  reac- 
tion, and 

(c)  carbon  material  to  cubic  diamond  in  the  absence  of  catalyst  during 
which  newly  formed  electrically  conducting  cubic  diamond  is  melted  and 
recrystalized  as  cubic  diamond. 

Apparatus  for  controUably  simultaneously  applying  the  requisite  high  static 
pressures  and  high  temperatures  for  the  requisite  times  is  also  disclosed. 

This  application  is  a  continuation-in-part  of  application  Ser.  No.  502,10^ — 
Bundy,  filed  Oct.  22.  1969,  which  in  turn  is  a  continuation-in-part  of  applica- 
tion Ser.  No.  191.972 — Bunday.  filed  May  2,  1962  and  of  application  Ser.  No. 
214,793 — Bundy,  filed  July  30,  1962.  The  latter  application  was  a  continuation- 
in-part  of  application  Ser.  No.  191.91-^ — Bundy.  filed  May  2.  1962  and  all  the 
aforementioned  applications  were  assigned  to  the  same  assignee  as  the  instant 
invention  and  all  have  been  abandoned. 

This  invention  relates  to  diamond  and  its  formation  or  transformation  from 
non-diamond  carbonaceous  material,  and  more  particularly  to  the  direct  con- 
version of  carbon  to  the  hexagonal  and  cubic  lattice  forms  of  diamond  at  high 
pressures  and  temperatures  in  the  absence  of  catalysts  to  the  diamond  making 
reaction. 

The  term  "carbonaceous  material"  is  used  herein  to  describe  a  non-diamond 
material  containing  carbon,  which,  under  the  conditions  of  the  reaction  can 
react,  decompose,  or  otlierwise  provide  non-diamond  elemental  carbon  prior  to 
conversion  to  diamond.  Elemental  carbon  is  the  uncomhined  form  of  carbon 
and  includes  such  carbon  as  may  be  present  in  amorphous  carbon,  lamp  black, 
coal,  pitch,  tar,  etc.  Graphite  is  a  preferred  carbon  starting  material  because 
of  its  known  and  desirable  characteristics,  for  example,  its  crystal  structure 
and  the  relation  of  its  crystal  structure  to  both  the  cubic  and  hexagonal  dia- 
mond crystal  structures,  its  density,  impurity  content,  and  the  relative  ease  of 
its  conversion  to  a  diamond  lattice. 

"Recrystallization"  is  the  term  employed  generically  to  denote  the  changes 
which  occur,  when  diamond  becomes  molten  at  least  in  part  and  then,  re-solidi- 
fies as  cubic  diamond.  "Molten"  is  indicative  of  gross  melting  conditions  rather 
tlian  scattered  domain  type  of  melting. 

The  term  "conversion"  is  employed  generically  to  denote  the  change  or 
changes  which  occur  in  solid  carbon  to  solid  diamond  conversion,  particularly 
in  graphite  to  diamond  conversion,  wherein  the  crystal  structure  of  graphite  is 
caused  to  change  to  liexagonal  or  cubic  diamond  crystal  structure  depending 
on  the  operating  conditions,  the  particular  crystal  structure  of  the  starting 
material  and  its  orientation  relative  to  compression  forces.  In  the  practice  of 
this  invention  this  is  a  direct  change  to  the  hexagonal  or  cubic  diamond  lattice 
(as  the  case  may  be)  without  the  need  of  an  intermediary  material  to  facili- 
tate the  process. 

Prior  diamond  growth  techniques,  both  experimental  and  commercial  have 
depended  upon  the  subjection  of  a  carbonaceous  material,  such  as  graphite,  to 
very  high  pressures  and  temperatures  in  the  diamond  stable  region  of  carbon 
on  the  phase  diagram  of  carbon  in  the  presence  of  or  together  with  a  specified 
catalyst  material.  After  reducing  the  high  pressure  high  temperature  condi- 
tions, cubic  diamonds  are  recovered.  The  catalyst  material  for  the  production 
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of  cubic  diamond  is  described  as  including  a  metal  from  tbose  metals  of  Groiip 
VIII  of  the  periodic  table  of  elements  chromium,  manganese,  and  tantalum. 
The  diamond  stable  region  is  that  region  generally  described  as  being  located 
above  the  graphite-to-diamond  equilibrium  line  on  the  known  phase  diagram  of 
carbon. 

A  method  and  an  apparatus  utilized  to  convert  nondiamond  carbon  to  cubic 
diamond  are  disclosed  in  U.S.  Patents  2,941,2-^8,  Hall;  2,!H7,G10,  Hall  et  al., 
and  2,947,609,  Strong.  Briefly,  the  apparatus  of  U.S.  Patent  2,941,248,  Hall, 
includes  an  annular  belt  or  die  member  having  a  convergent-divergent  aperture 
therethrough,  and  a  pair  of  oppositely  positioned,  concentric  frustoconical 
punches  which  move  into  said  aperture  to  define  a  reaction  chamber  therein.  A 
ceramic  or  stone  gasket  of  a  material,  such  as  pyrophyllite,  is  employed 
between  the  punches  and  die  member  for  sealing  purposes  and  over  the  inner 
surface  of  the  die  facing  the  reaction  zone  to  thermally  insulate  this  portion 
of  the  die. 

One  method  of  growing  cubic  diamonds,  as  described  in  2,947,610,  Hall  et  al., 
utilizes  a  pyrophyllite  reaction  vessel  to  contain  reactant  materials,  for  exam- 
ple, graphite  and  one  of  the  above-mentioned  metals.  This  vessel  is  placed  in 
the  described  reaction  chamber  and  motion  of  the  punches  towards  each  other 
compresses  and  raises  pressure  in  the  vessel.  By  connecting  the  punch  mem- 
bers to  a  source  of  electrical  power,  a  resistance  circuit  is  provided  through 
the  punches  and  the  reactant  materials  in  the  reaction  vessel,  for  resistance 
heating  thereof.  Pres.sure  and  temperature  are  adjusted  to  provide  cubic  dia- 
mond reaction  conditions  above  the  graphite  to  diamond  equilibrium  line, 
where  the  catalyst  metal  becomes  molten  and  exerts  a  catalytic  action  on  the 
graphite  producing  cubic  diamond  growth  therefrom.  After  reduction  of  tem- 
peratures and  pressures,  cubic  diamond  is  recovered. 

There  are  certain  limitations  to  the  foregoing  method  and  apparatus.  First, 
in  order  to  convert  graphite  to  diamond  (either  hexagonal  or  cubic)  in  the 
absence  of  catalyst,  the  apparatus  must  be  capable  of  controllably  exerting 
much  higher  pressures  to  a  reaction  volume.  This  is  now  made  possible  not 
only  as  a  result  of  the  reproportioning  the  punches  and  die  of  the  conventional 
"belt"  apparatus  described  in  U.S.  Patent  2,941,2-18,  Hall  but  also,  because  of 
actual  reshaping  thereof  and  utilization  of  a  novel  gasket  configuration.  Next, 
in  the  aforementioned  method  of  cubic  diamond  manufacture  strong  limitations 
are  placed  on  the  presence  of  other  materials,  because  of  the  possibility  of 
interference  with  the  action  of  the  catalyst  (wiiich  must  be  present)  and  con- 
sequent prevention  of  the  formation  of  cubic  diamond  through  this  mechanism. 
With  the  freedom  from  the  required  presence  of  particular  metals  made  possi- 
bly by  the  method  of  this  invention  it  now  becomes  possible  to  safely  introduce 
any  of  a  very  wide  selection  of  additive  materials  to  the  carbon  material  to  be 
converted  in  order  to  produce  selected  different  characteristics  of  diamond 
growth. 

Accordingly,  it  is  a  first  prime  object  to  his  invention  to  provide  methods  for 
the  direct  transformation  of  a  carbonaceous  material  to  cubic  diamond. 

It  is  a  second  prime  object  of  this  invention  to  provide  a  method  for  the 
direct  transformation  of  particular  graphitic  materials  to  hexagonal  diamond. 

It  is  another  object  of  this  invention  to  incori)orate  in  these  improved  meth- 
ods the  capacity  for  independent  temperature  and  pressure  control. 

It  is  a  further  object  of  this  invention  to  provide  a  method  for  the  produc- 
tion of  cubic  and  hexagonal  diamond  compatible  with  the  addition  of  any  of  a 
very  wide  range  of  additive  materials  to  selectively  influence  the  physical  or 
electrical  properties  of  the  diamond  material 

It  is  still  another  object  of  this  invention  to  provide  static  pressure  methods 
of  culiic  diamond  production  in  which  the  diamond-making  reaction  occurs  in 
less  than  one-half  second. 

In  coml)innti()n  with  the  problem  of  achieving  and  sustaining  the  necessary 
pressure  in  the  very  difllcult  problem,  at  least  in  the  preparation  of  cubic  dia- 
mond by  the  direct  (non-catalytic)  conversion  described  herin,  of  achieving  the 
requisite  high  temperatures  without  melting  the  construction  containing  the 
carl)on  material  being  converted.  Indirect  heating  by  the  use  of  electrical 
resistance  heating  and  direct  resistance  heating  are  static  methods  successfully 
employed  to  raise  the  temperature  for  the  preparation  of  hexagonal  diamond, 
wherein  the  requisite  temperature  need  not  be  much  higher  than  about  1000° 
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C.  However,  when  it  becomes  necessary  to  reach  temperatures  in  the 
3000°-J000°  K.  range  as  is  the  case  for  conversion  to  cnbic  diamond  at  certain 
pressures,  materials  simply  do  not  now  exist  capable  of  retaining  structural 
integrity  when  statically  heated  to  these  temperatures  to  provide  containment 
for  the  reaction.  This  is  not  to  say  that  such  materials  will  never  be  available. 
Static  heating  in  the  3000°-4000°  K.  range  will  be  possible,  of  course,  when 
.such  materials  are  developed.  Until  such  time  as  static  heating  becomes  feasi- 
ble for  achieving  such  high  temperatures,  flash  heating  (the  discharge  of  elec- 
trical current  through  the  graphite  in  less  than  one-half  second)  has  provided 
the  capability  for  creating  temperatures  beyond  the  3000°-4000°  K.  range 
without  melting  the  containment  for  the  reaction.  Thus,  assuming  graphite  to 
be  converted  to  cubic  diamond  recieves  a  very  rapidly  applied  electrical  dis- 
charge, the  center  region  of  the  sample  becomes  very  hot  while  the  surround- 
ing portion  remains  at  a  lower  temperature  such  that  even  if  the  center  region 
becomes  molten  for  the  short  heating  period,  this  extremely  hot  material  is 
still  safely  contained  within  the  surrounding  graphite,  thereby  precluding 
destruction  of  reaction  cell  components. 

Thus,  although  there  does  not  appear  to  be  any  reason  for  assuming  that 
static  heating  would  not  produce  the  same  results  as  flash  heating,  the  latter 
form  of  transient  heating  was  employed  for  all  experiments  wherein  tempera- 
tures in  excess  of  about  2500°  C.  were  required. 

Briefly  described,  this   invention  provides  static  pressure  methods  for  con- 
verting a  carbon  material  to  cubic  or  hexagonal  diamond  in  the  absence  of  a 
catalyst.  The  conversion  to  cubic  diamond  comprises  the  steps  of : 
placing  a  quantity  of  material  containing  carbon  in  a  high  pressure  high  tem- 
perature apparatus, 
controllably  subjecting  said  quantity  of  material  to  pressure  suflScient  to  attain 
an  operating  pressure  at  least  as  high  as  the  pressure  of  the  solid  diamond- 
solid  graphite-liquid  carbon  triple  point, 
raising  the  temperature  of  said  quantity  of  material  to  simultaneously  subject 
said  quantity  of  material  to  conditions  of  temperature  and  pressure  to  the 
high  temperature  side  of  the  line  of  threshold  temperatures  for  the  conver- 
sion of  spectroscopic  graphite  to  diamond, 
returning  the  converted  quantity  of  material  to  ambient  conditions  of  pressure 

and  temperature,  and 
recovering  cubic  diamond  from  said  apparatus. 

In  the  case  of  conversion  of  graphite  to  hexagonal  diamond  the  following 
steps  are  carried  out : 

placing  in  a  high  pressure  high  temperature  apparatus  a  quantity  of  graphite 
in  which  the  crystallite  domains  are  relatively  large  and  perfect  and  the  c- 
axes  of  the  cfystallite  domains  are  well-aligned  in  some  given  direction, 
said  quantity  of  graphite  being  oriented  in  said  apparatus  with  the  direction 
of  c-axis  orientation  being  substantially  aligned  with  the  direction  of  com- 
pressive force  applicationn, 
controllably  subjecting  said  quantity  of  material  to  pressure  sufficient  to  attain 
an  operating  pressure  at  least  as  high  as  the  pressure  of  the  solid  diamond- 
solid  graphite-liquid  carbon  triple  point, 
raising  the  temperature  of  said  qquantity  of  material  to  simultaneously  subject 
said  quantity  of  material  to  said  operating  pressure  and  to  a  setting  temper- 
ature in  excess  of  about  1000°  C, 
returning  the  converted  quantity  of  material  to  ambient  conditions  of  pressure 

and  temperature,  and 
recovering  hexagonal  diamond  from  said  converted  quantity  of  material. 

The  preparation  of  cubic  diamond  broadly  described  above  may  be  practiced 
in  one  modification  by  employing  carbon  containing  an  impurity  effective  to 
render  electrically  conductive  the  cubic  diamond  material  produced  from  the 
carbon  under  the  simultaneous  application  of  high  static  pressure  and  tran- 
sient elevated  temperatures  induced  l)y  discharging  electric  current  thereth- 
rough. As  a  result,  when  the  raising  of  temperatures  is  effected  at  the  proper 
elevated  pressure,  the  carbon  converts  to  electrically  conducting  cubic  diamond 
and.  if  the  quantity  of  energy  introduced  is  large  enough,  the  cubic  diamond  is 
melted.  Upon  reducing  the  temperature,  while  simultaneously  retaining  the 
pressure  at  a  value  above  the  triple  point  referred  to  hereinabove,  the  molten 
material  will  recrystallize  in  part  as  solid  cubic  diamond.  In  the  event  that 
the  energy  input  is  insufficient  to  produce  melting  of  the  cubic  diamond,  the 
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camhon  is  simply  convented  to  solid  cubic  diamond  without  the  subsequent 
melting  and  recrystallization. 

Another  aspect  of  the  preparation  of  cubic  diamond  broadly  described  above 
encompasses  the  conversion  of  pure  forms  of  carbon,  or  at  least  forms  of 
carbon,  which  do  not  contain  such  impurities  as  will  render  electrically  con- 
ductive the  cubic  diamond  material  produced  from  such  carbon  by  the  applica- 
tion of  high  pressures  and  high  temperatures.  With  such  a  starting  material, 
even  by  discharging  electrical  energy  therethrough  at  a  value  somewhat  in 
excess  of  the  amount  theoretically  necessary  to  raise  the  temperature  of  the 
carbon  material  above  the  melting  curve  for  diamond,  the  temperature  will  not 
be  raised  high  enough  to  produce  melting  of  the  cubic  diamond,  because  as 
cubic  diamond  is  formed  on  the  high  temperature  side  of  the  line  of  threshold 
temperatures  referred  to  hereinabove,  the  electrically  non-conducting  nature  of 
this  cubic  diamond  causes  interruption  of  the  path  of  the  electrical  current. 
Thus,  the  carbon  is  directly  converted  to  solid  cubic  diamond  without  any 
meleing  thereof. 

It  has  been  found  that,  if  heating  is  effected  by  applying  a  transient  over- 
voltage  considerably  in  excess  of  the  energy  required  to  heat  pure  carbon 
material  to  a  temperature  in  the  liquid  carbon  region  at  a  pressure  above  the 
solid  diamond,  solid  gaphite,  liquid  carbon  triple  point,  the  wall  material 
enclosing  the  carbon  material  may  become  so  hot  that  it  will  provide  a  con- 
ducting path  in  parallel  with  the  path  for  the  transient  electrical  current  pro- 
vided through  the  carbon  itself.  Even  though  the  carbon  material  converts  to 
non-electrically  conducting  cubic  diamond,  if  a  path  for  the  current  becomes 
available  through  the  wall  material,  it  will  continue  to  heat,  become  molten, 
diffuse  into  and  badly  contaminate  the  carbon  material  to  produce  a  compara- 
tively useless  product.  Thus,  in  those  cases  in  which  heating  is  accomplished 
by  the  discharge  of  electric  current  therethrough,  although  the  amount  of 
energy'  to  be  applied  is  not  confined  to  narrow  limits,  the  amount  of  energy 
should  be  adjusted  so  that  the  capacitor  charge  is  almost  depleted  by  the  time 
the  carbon  material  has  converted  to  the  cubic  diamond  form.  An  estimate  of 
the  amount  of  heat  energy  required  is  readily  calculable  using  the  data  and 
methods  disclosed  herein  taking  into  account  the  nature  of  the  various  mate- 
rials composing  the  reaction  vessel  and  its  contents.  Thereafter  a  small 
number  of  trial  runs  in  the  particular  apparatus  being  used  is  sufficient  to 
enable  the  skilled  technician  to  effectively  practice  the  several  aspects  of  this 
invention. 

However,  one  of  the  most  interesting  aspects  of  the  broad  description  set 
forth  herinabove  is  the  discovery  that  cubic  diamond  is  only  one  of  the  forms 
of  carbon  that  can  be  created  at  temperature  and  pressure  conditions  in  the 
diamond-stable  region  of  the  phase  diagram  of  carbon.  Thus,  it  has  been  found 
that  graphite  always  appears  to  be  produced  together  with  the  cubic  diamond 
recrystallized  from  the  molten  state  in  the  diamond-stable  region  and,  as  well, 
hexagonal  diamond  in  average  crystal  sizes  larger  than  the  average  size  of 
hexagonal  diamonds  formed  in  nature  in  meteorites  upon  impact  thereof  with 
the  earth  has  been  produced  at  temperatures  and  pressures  in  the  diamond-sta- 
ble region.  The  creation  of  forms  of  carbon  other  than  cubic  diamond  in  the 
diamond-stable  region  indicates  with  increasing  clarity  that  tlie  superpressure 
art  still  remains  largely  empirical  in  nature.  As  more  such  information  comes 
to  light  it  becomes  increasingly  evident  hat  in  the  absence  of  clear  and  unam- 
biguous directions  as  are  set  forth  herein,  operations  in  the  diamond-stable 
region  have  procetnled  with  even  a  lesser  degree  of  certainty  than  was  for- 
merly realized. 

The  aforementioned  objects  and  many  of  the  attendant  advantages  of  this 
invention  will  be  readily  appreciated  as  the  same  become  better  understood  by 
the  following  detailed  description  when  considered  in  connection  with  the 
accompanying  drawings  in  which  like  reference  numerals  designate  like  parts 
throughout  the  figures  thereof  and  wherein  : 

FIO.  1  is  an  elevational  view  of  a  modified  belt  apparatus  as  employed  to 
practice  this  invention ; 

FIG.  2  is  a  cross-section  view  of  the  reaction  vessel  insertible  in  the  appara- 
tus of  FIG.  1  with  a  specimen  contained  therein ; 

FIG.  2a  is  a  mass  of  cubic  or  hexagonal  diamond  recovered  from  the  reac- 
tion ve.s.sel  of  FIG.  2  after  the  practice  of  this  invention  ; 
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FIG.  3  is  a  plan  view  partly  cut  away  of  the  reaction  vessel  of  FIG.  2  illus- 
trating the  graphite  electrodes,  sample,  and  reaction  vessel  parts  in  operative 
relationship ; 

FIG.  4  is  an  illustration  in  cross-section  of  a  modified  form  of  a  reaction 
vessel  before  any  diamond  forming  process  has  been  conducted ; 

FIG.  -in  indicates  the  chanjies  producetl  in  tlie  reaction  vessel  of  FIG.  4 
after  the  practice  of  this  invention  without  melting  and  recrystallization  of 
diamond ; 

FIG.  4h  indicates  the  changes  produced  in  the  reaction  vessel  of  FIG.  4 
after  the  practice  of  this  invention  employing  diamond  melting  and  recrystalli- 
zation ; 

FIG.  5  is  a  schematic  representation  of  the  electrical  circuit  utilized  for  the 
discharge  of  energy  into  the  apparatus  of  FIG.  1 ; 

FIG.  6  is  a  series  of  curves  illustrating  kilowatt  input,  joule  input,  and  elec- 
trical resistance  of  a  graphite  sample  over  a  period  of  time  in  a  specific  work- 
ing example  as  the  graphite  is  converted  to  cubic  diamond ; 

FIG.  7  is  a  graph  illustrating  the  phase  diagram  of  carbon  with  the  newly 
discovered  threshold  curve  for  the  direct  transition  of  solid  graphite  to  solid 
cubic  diamond ; 

FIG.  8  indicates  the  location  of  the  melting  point  of  carbon  on  a  resistance 
curve  for  a  graphite  example  and,  as  well,  curves  for  the  kilowatt  and  joule 
input  to  effect  melting  at  a  pressure  just  below  the  triple  point  (T2)  ni  FIG.  7; 

FIG.  9  is  a  combined  plot  of  the  graphs  of  FIGS.  6  and  8  with  respect  to 
the  resistance  curves  Re  and  Rs  of  FIGS.  6  and  8,  respectively ; 

FIG.  10  displays  a  series  of  resistance  curves  to  provide  a  comparison  of 
graphite  melting,  solid  graphite  direct  conversion  to  solid  cubic  diamond  and 
cubic  diamond  formation,  melting  and  then  recrystallization  as  cubic  diamond ; 
and 

FIG.  11  graphically  presents  the  change  in  electrical  resistance  resulting  in 
a  sample  of  annealed  pyrolytic  graphite  during  the  application  of  high  pres- 
sure and  high  temperature  thereto,  the  pyrolytic  graphite  being  disposed  in  the 
pressure  apparatus  with  the  c-axis  orientation  thereof  extending  in  the  direc- 
tion of  compression  of  the  sample. 

Referring  now  to  FIG.  1,  apparatus  10,  which  is  a  modified  form  of  the  belt 
apparatus  disclosed  in  U.S.  Patent  2,941,248,  Hall,  includes  an  annular  conver- 
gent-divergent die  member  11  having  the  converging-diverging  aperture  12  there- 
through and  surrounded  by  a  plurality  of  hard  steel  binding  rings  (not 
shown)  for  support  purpo.ses.  One  satisfactory  material  for  die  member  11  is 
Carboloy  cemented  carbide  grade  o.5A.  Modification  of  the  die  member  11  in 
this  invention  includes  tapered  surfaces  13  having  an  angle  of  about  52.2°  with 
the  horizontal,  and  the  provision  of  a  generally  right  circular  cylindrical 
chamber  14  of  0.200  inch  diameter. 

A  pair  of  tapered,  or  frustoconical,  punches  15  and  16  of  about  1.0  inch  O.D. 
at  their  bases  are  oppositely  positioned  with  respect  to  each  other  and  concen- 
tric with  aperture  12  and  to  define  a  reaction  chamber  therewith.  These 
punches  also  utilize  a  plurality  of  hard  steel  binding  rings  (not  shown),  for 
support  purposes.  One  satisfactory  material  for  punches  15  and  16  is  Carboloy 
cemented  carbide  grade  883.  Modification  of  the  punches  includes  tapering  of 
fiank  surfaces  17,  of  a  60°  included  angle  to  provide  faces  18  of  0.150  inch 
diameter,  and  with  the  tapered  portions  of  the  punches  being  about  0.560  inch 
in  the  axial  dimension.  The  combination  of  the  60°  included  angle  and  the  52.2 
angle  of  the  tapered  surfaces  provide  a  conical  annular  gasket  opening  of 
wedge-shaped  cross-section  therebetween. 

A  further  modification  in  this  invention  relates  to  sealing  means.  Sealing,  or 
gasketing,  is  provided  by  means  of  the  one-piece  gaskets  19  of  pyrophyllite. 
Conical  annular  gaskets  19  between  the  punches  15  and  16  and  die  member  11 
are  of  wedge-shaped  cross-section  to  fit  the  defined  space  and  are  of  sufficient 
thickness  to  establish  a  distance  of  0.060  inch  between  punch  faces  18. 

The  essential  modifications  incorporated  in  the  apparatus  of  this  invention, 
wliich  provide  this  apparatus  with  a  capability  of  reaching  very  high  pressures 
in  the  range  of  100  to  180  kilobars  and  above,  relate  to  ratios  of  certain  given 
dimensions.  These  dimensions  are,  (1)  the  diameter  of  the  punch  face  portion 
18,  (2)  the  distance  between  the  punch  face  portions  18  in  the  initial  position 
as  illustrated  in  FIG.  1.  before  compression,  and  (3)  the  slant  height  of  the 
gasket  19  along  the  flank  or  tapered  portion  17  of  the  punches.  In  operative 
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working  examples  of  the  apparatus  of  this  invention,  the  ratio  of  the  gap  G 
(distance  between  punch  faces  18)  to  the  diameter  D  of  the  face  portion  18,  is 
less  than  about  1.0,  preferably  blow  about  0.50.  The  slant  length  L  of  gasket 
19  as  predicated  upon  the  diameter  of  the  face  portion  18  is  6  times  D 
(L/Z)  =  6).  These  values  are  compared  to  those  of  U.S.  Patent  2,941,248— Hall, 
which  are  generally  G/Z)  =  2.0  and  L/D  is  less  than  about  1.  These  preferred 
ratios  provide  a  greater  amount  of  lateral  support  for  the  punches  15  and  16 
without  extensively  increasing  the  required  component  of  applied  force  neces- 
sary to  compress  the  gasket  for  pressure  rise  in  the  reaction  vessel. 

A  reaction  vessel  20  is  positioned  between  the  punch  faces  18.  In  this 
instance  reaction  vessel  20  includes  a  cylindrical  or  spool  shaped  pyrophyllite 
sample  holder  21  having  a  central  aperture  22  therethrough.  The  parts  to  be 
positioned  in  aperture  22  in  their  operative  relationship  are  more  clearly  illus- 
trated in  FIG.  2  without  sample  holder  21.  Reaction  vessel  20  includes  both 
the  sample  material  and  its  heating  means,  in  the  form  of  a  solid  right  circu- 
lar cylinder  comprising  three  coaxially  stacked  disc  assemblies  23,  24,  and  25. 
Disc  assembly  23  includes  a  larger  ( % )  segmental  portion  26  of  pyrophyllite, 
and  a  smaller  ( %, )  segmental  portion  27  of  graphite  for  effecting  electrical 
conduction  through  vessel  20.  Disc  assembly  25  also  includes  a  like  larger  ( % ) 
segmental  portion  28  of  pyrophyllite.  and  a  like  smaller  ( % )  segmental  portion 

29  of  graphite  for  the  same  purpose.  Disc  assembly  24  includes  a  pair  of 
spaced  apart  segmental  portions,  of  which  only  portion  30  is  shown  in  FIG.  2, 
of  pyrophyllite  with  a  bar-shaped  graphite  sample  32  therebetween.  Graphite 
sample  32  is  about  0.020  inch  thick  by  0.025  inch  width  by  0.080  inch  length. 
FIG.  3  illustrates  the  reaction  vessel  of  FIG.  2  in  a  cutaway  plan  view  for 
more  specific  indication  of  the  operative  relationship.  Both  segmental  portions 

30  and  31  are  shown  therein.  From  either  FIG.  2  or  FIG.  3,  it  can  be  seen 
that  an  electrical  circuit  is  established  from  graphite  segment  electrode  27 
through  sample  32  to  graphite  segment  electrode  29  for  electrical  resistance 
heating  of  the  sample  32. 

FIG.  4  illustrates  modification  of  reaction  vessel  20.  In  FIG.  4,  reaction 
vessel  33  includes  a  pair  of  graphite  discs  34  and  35  of  about  0.010  inch  thick- 
ness, which  act  as  graphite  electrodes  for  electrical  resistance  heating.  An 
intermediate  pyrophyllite  cylinder  36  has  a  centrally-located  aperture  37  there- 
through which  is  adapted  to  contain  sample  38.  Sample  38  in  one  form  is  a 
graphite  cylinder  of  0.030  inch  diameter  and  0.040  inch  length. 

Apparatus  10  as  described  provides  desired  pressures  in  the  region  above  the 
graphite-to-diamond  equilibrium  line  E  on  the  phase  diagram  of  carbon  as 
illustrated  in  FIG.  7.  Operation  of  apparatus  10  includes  placing  the  apparatus 
as  illustrated  between  the  platens  of  a  suitable  press  and  causing  punches  15 
and  16  to  move  towards  each  other  thus  compressing  the  reaction  vessel  and 
subjecting  sample  32  (38)  to  high  pressures.  To  calibrate  the  apparatus  for 
high  pressures,  the  calibration  technique  as  given  in  aforementioned  U.S.  Pat- 
ents 2,941.248  and  2,947,610  may  be  employed.  This  technique  includes  the  sub- 
jecting of  certain  metals  to  certain  pressures  with  the  apparatus  knowing  that 
at  the  points  at  which  an  electrical  phase  transition  for  each  of  these  mate- 
rials occurs,  pressures  of  known  magnitude  are  indicated.  For  example,  during 
the  compression  of  iron  a  definite  reversible  electrical  resistance  change  will  be 
noted,  when  a  pressure  of  about  130  kilobars  is  applied.  By  the  same  token 
then,  an  electrical  resistance  change  in  iron  denotes  the  application  of  130  kilo- 
bars  pressure  by  the  apparatus. 

The  following  table  is  indicative  of  the  metals  employed  in  the  calibration  of 
the  belt  apparatus  as  described  : 

TABLE  I 

Transition  pres- 
Metal :  sure  kilobars 

Bismuth   I^    25 

Thallium    37 

Cesium    42 

Barium  I^   59 

Bismuth   III^    89 

Iron  130 

Barium  II  141 

Lead    161 

Rubidium  193 

>  Since  some  metals  Indicate  several  transitions  with  Increasing  pressure,  the  Roman 
numerals   indicate   the  transition  utilized,  in  sequential   order. 
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A  more  particular  description  of  methods  employed  to  determine  the  above 
transition  values  may  be  found  in  publications  of  Calibration  Techniques  in 
Ultra  High  Pressures,  F.  P.  Bundy,  Journal  of  Engineering  for  Industry,  May 
1961 ;  Transactions  of  the  ASME,  Series  B,  and  P.  W.  Bridgman,  Proceedings 
of  the  American  Academy  of  Arts  and  Science,  vol.  74,  p.  425,  1942,  vol.  76,  p. 
1,  1945,  and  vol.  76,  p.  55,  1948.  The  Bridgman  values  were  later  corrected  to 
their  present  values  as  given  in  the  above  Table,  R.  A.  Fitch,  T.  F.  Slykhouse, 
H.  G.  Drickamer,  Journal  of  Optical  Society  of  America,  vol.  47,  No.  11,  pp. 
1015-1017,  November  1957,  and  A.  S.  Balchan  and  H.  G.  Drickamer,  Review  of 
Scientific  Instiiiments,  vol.  32,  No.  3,  pp.  308-313,  March  1961.  By  utilizing  the 
phenomenon  of  electrical  resistance  changes  of  the  metals  at  the  pressures 
given,  a  press  is  suitably  calibrated  to  provide  a  reading  for  the  approximate 
pressure  reached  within  the  reaction  vessel. 

The  graphite  sample  32  (38)  may  be  subjected  to  very  high  temperatures, 
where  desirable  or  necessai-y,  by  transient  electrical  resistance  heating  by  the 
rapid  discharge  of  current  therethrough.  By  connecting  a  source  of  power  (not 
shown)  to  each  punch  15  and  16  with  electrodes  39  and  40  current  may  be  dis- 
charged, for  example,  through  punch  15  to  graphite  electrode  27,  through 
sample  32  and  graphite  electrode  29  to  punch  16. 

One  arrangement  for  a  circuit  employed  for  discharging  current  through 
sample  32  or  38  is  best  described  with  respect  to  FIG.  5.  Generally  speaking, 
the  circuit  41  is  a  capacitor  discharging  circuit,  which  discharges  current 
through  apparatus  10.  as  has  been  described.  During  the  discharge  the  oscillo- 
scope tracing  is  photographed.  Later,  the  photograph  is  analyzed  for  the  values 
of  the  voltage  and  current  applied  from  which  the  resistance  and  power  condi- 
tions during  the  discharge  are  derived.  These  values  are  then  coordinated  with 
values  accumulated  by  direct  reading  before  and  after  the  discharge.  In  FIG. 
5,  circuit  41  includes  a  bank  42  of  electrolytic  capacitors  having  a  capacity  of 
aiiout  So.OOO  microfarads.  Capacitor  bank  42  is  capable  of  being  charged 
up  to  about  120  volts.  Lead  43  connects  one  side  of  capacitor  bank  42  to 
upper  punch  15,  through  switch  44  and  a  nonconductive  current  resistor 
45  of  0.00193  ohm.  Resistor  45  includes  ground  connection  46«.  The  other 
side  of  c-apacitor  bank  42  is  connected  by  means  of  lead  47  to  punch  16 
through  an  inductance  choke  coil  48  of  25  microhenries  and  0.0058  ohm  resist- 
ance. Capacitor  bank  42  is  charged  from  a  suitable  source  of  power  49  (not 
illustrated).  It  can  thus  be  understood  that,  after  charging  capacitor  bank  42, 
switch  44  may  be  closed  to  discharge  current  through  sample  32  in  reaction 
vessel  20. 

If  the  temperatures  to  be  employed  are  less  than  about  2500°  C,  indirect 
lieating  with  a  resistance  heater  sleeve  of  a  stable  material,  such  as  platinum, 
tantalum,  Invar,  etc.  surrounding  and  spaced  and  insulated  from  the  reaction 
zone  may  be  used  or  direct  static  electrical  resistance  heating  can  be  employed 
using  the  structures  shown  in  FIGS.  2  and  4. 

Thermal  flow  calculations  with  respect  to  cold  graphite  surrounded  by  such 
materials  as  pyrophyllite,  magnesium  oxide  (MgO)  and  boron  nitride  (BN), 
and  based  on  ordinary  values  of  thermal  conductivity  and  heat  capacity,  indi- 
cate that  the  period  of  time  for  the  temperature  at  the  center  of  a  graphite 
sample  in  the  reaction  vessel  of  FIG.  2  to  cool  off  by  a  factor  of  one-half  is 
about  0.015  second.  The  described  electrical  circuit  is  designed  to  provide  injec- 
tion of  the  required  heating  energy  in  about  0.001  to  0.004  second,  which  is 
considerably  more  rapid  than  the  aforementioned  cool  off  period. 

The  most  expedient  manner  of  observing  the  behavior  of  an  electrically  con- 
ductive sample  is  by  means  of  electrical  resistance  measuring.  As  is  well 
known,  graphite  is  considered  to  be  an  electrical  conductor  while  cubic  dia- 
mond is  considered  an  electrical  insulator.  In  this  invention  where  graphite 
sample  32  is  a  connecting  link  of  the  circuit  as  described,  the  transformation 
or  conversion  of  graphite  to  diamond  (cubic  or  hexagonal)  will  be  indicated 
by  an  increase  in  resistance  and/or  the  reaching  of  open  circuit  conditions  in 
the  case  of  cubic  diamond.  In  the  practice  of  this  invention,  therefore,  a 
Kelvin  bridge  resistance  meter  50  is  connected  to  top  punch  15  and  holtom 
punch  16  to  measure  the  resistance  through  the  reaction  vessel  or  sample  32. 

For  a  graphic  indication  of  the  voltage  and  current  passed  through  sample 
32,  circuit  41  includes  a  Tektronix  535A  oscilloscope  51  connected  to  punch  16 
by  lead  52  to  detect  the  voltage  signal,  and  connected  by  lead  53  to  lend  43 
between  switch  44  and  resistor  45  to  detect  the  current  signal.  Oscilloscope  51 
includes  a  ground  connection  46&  as  illustrated.  The  ground  40a  of  circuit  41 
is  located  between  sample  32  and  the  current  resistor  45  so  that  the  voltage 
23-932—74 31 
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and  current  signals  to  the  oscilloscope  51  have  a  common  ground.  Oscilloscope 
51  provides  a  recording  interval  that  corresponds  to  the  capacitor  bank  dis- 
charge time  with  0-5  and  0-10  milliseconds  having  been  employed  for  the 
examples  of  this  invention.  The  oscillogram  was  photographed  with  a  Land 
Polaroid  camera  mounted  in  front  of  the  screen. 

Various  arrangements  may  be  utilized  to  provide  a  triggering  signal  for 
oscilloscope  51.  One  convenient  circuit  utilizes  a  capacitor  54  of  1  microfarad 
capacity  connected  by  lead  55  from  one  side  of  induction  choke  coil  48  to  oscil- 
loscope 51.  An  additional  capacitor  54'  of  1  microfarad  capacity  is  connected 
from  the  other  side  of  inductance  choke  coil  48  to  ground  46c.  The  sweep  trig- 
gering signal  is  thus  about  the  value  of  the  voltage  drop  across  inductance 
choke  coil  48.  It  is  understood  that  many  variations  of  this  circuit  are  also 
applicable  for  the  intended  purpose.  For  example,  more  oscilloscopes  may  be 
enii)loyed  or  the  oscilloscope  and  its  circuitry  may  be  dispensed  with,  when 
measurements  are  unnecessary. 

Tempeiaturc  rise  iu  the  samji'e  in  the  cas<»  of  transient  heating  is  deter- 
mined by  calculation,  since  there  are  no  known  instruments  which  will  record 
temperatures  of  such  high  values  in  such  short  periods  of  time  with  a  satisfac- 
tory degree  of  accuracy.  Temperature  calculations  are  based  in  part  on  the 
known  values  of  the  specific  heat  of  graphite  over  a  wide  range  of  tempera- 
tures. Such  values  have  been  experimentally  determined  compared  with  prior 
art  values.  For  example,  see  L.  M.  Currie,  V.  C.  Hamister,  H.  G.  McPherson, 
"The  Production  and  Properties  of  Graphite  for  Reactors,"  a  paper  presented 
at  the  T'Uited  Nations  International  Conference  on  The  Peaceful  Uses  of 
Atomic  Energy,  Geneva,  Switzerland,  August  8-20,  1955,  published  by  National 
("arlici!  Co.  Also  .T.  E.  Hove  "Some  Tlivsical  Properties  of  (irapliite  as  Affected 
by  High  Temperature  and  Irradiation,"  Industrial  Carbon  and  Graphite, 
Siiciely  oi'  Ch<inic:'l  Industries,  London,  li)5S.  The  correlated  values  from  the 
above  references  were  employed  in  the  temperature  calculation  of  this  inven- 
tion and  are  given  in  the  following  table: 

Tahlc  2 

T  (°  K. )  :                                                                                                   Cp.  (  Cal./mole  °  K. ) 

8(H>   2.05 

500   3.40 

75l»    4.48 

1000    5.14 

1250    5.35 

1500   5.75 

LfOdO    6.0 

2500   6.2 

3000    6.35 

350!)    6.5 

4000   6.65 

When  the  above  values  are  plotted  in  curve  form  with  Cp  (Cal./mole  °  K. )  as 
the  ordinate  and  T(°  K. )  as  the  abscissa,  the  area  under  the  curve  may  be 
integrated  and  plotted  to  provide  a  further  curve  indicating  ()  (K  cal./mole) 
versus  T°  K.,  or  the  temperature  versus  molar  energy  insertion  for  graphite. 
By  the  same  token,  substitution  of  the  above  table  of  values  in  the  e(iuation 

Q  =  r    Cp{T)dT 

provides  the  same  result.  Q  is  heat  input  in  Kcal./mole,  To  is  initial  tempera- 
ture, T  is  final  temperature  and  Cp  is  specific  heat. 

The  following  Table  3  provides  exemplary  values  of  Q  and  To : 

TABLE  3 

Q  (  Kiloc.-ilories/mole)  :  T  »k. 

0   300 

5    1450 

10   2250 

15    ^ 3050 

20   3800 

25   4600 
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From  the  oscillosrfipli  reading  of  voltage  and  current,  the  prodiict  of  EI  (or 
voltage  times  current)  provides  an  indication  of  ix)\ver  or  wattage  input  at 
any  instant  of  time.  Thus,  curve  K  (FIG.  G)  is  provided  indicating  kilowatt 
input  to  the  sample  as  a  function  of  time. 

The  rehvtionship  of  voltasie  divided  by  current  equals  resistance  or,  li—E/l. 
The  E  and  I  values  are  taken  from  the  oscillogram  and  the  E/1  value  provides 
a  resistance  curve,  which  is  illustrated  in  FIG.  6  as  ciirve  R. 

The  product  of  kilowatts  multiplied  by  the  time  in  milliseconds,  which  is  the 
integral  of  the  area  under  the  kilowatt  curve,  equals  the  joule  energy  input  to 
the  sample,  illustrated  in  FIG.  <i  as  curve  J. 

In  calculating  the  temperature  reached  in  the  sample,  corrections  must  be 
made  with  respect  to  certain  losses.  The  nature  of  the  losses  and  the  manner 
of  correcting  tlierefor  are  as  follows:  (1)  the  loss  of  heat  generated  in  the  end 
electrode  regions  for  example  between  input  at  one  of  the  electrodes  (27  or 
29)  and  the"  sample  32;  since  the  materials  and  changes  in  cross  section  are 
known,  this  heat  loss  may  be  calculated;  (2)  thermal  conduction  losses  to  the 
walls  of  the  reaction  vessel ;  by  performing  operatons  in  reaction  vessels 
having  different  wall  materials  and  measuring  the  cool-oft'  time,  the  heat  loss, 
as  based  upon  the  known  graphite  melting  temperature,  is  determined  for  a 
given  reaction  vessel  configurations;  and  (3)  electrical  leakage  loss  in  the 
walls,  which  become  more  conductive  at  high  temperatures  ;  by  performing  sev- 
eral operations  in  reaction  vessels  having  different  wall  materials,  a  compari- 
son may  be  made  of  the  results  to  determine  this  loss.  Accordingly,  because  of 
these  more  important  corrective  factors,  temperature  values  may  vary  as  much 
as  dtW/f .  The  desired  temperature  in  the  sample  may  be  attained  by  varying 
the  electrical  charge  or  capacity  of  circuit  41.  At  the  same  time,  however,  the 
final  temperature  reached  in  the  gi-aphite  sample  32  (or  38)  is  not  only  predi- 
cated upon  the  electrical  energy  introduced  therein,  but  also  on  its  particular 
configurations. 

The  oi)erative  conditions  or  region  of  operation  with  respect  to  pressures 
and  temperatures  of  the  reaction  of  this  invention  are  best  described  with 
relation  to  FKJ.  7.  In  FIG.  7,  there  is  illustrated  a  phase  diagi-am  of  carbon 
with  the  ordinate  indicating  a  scale  of  pressures  in  kilobars  and  the  abscissa 
indicating  temperatures  in  degrees  Kelvin.  The  "bar"  unit  of  pressure  measure- 
ment is  utilized  in  this  specification  as  a  measure  of  pressure  conditions  and  is 
more  acceptable  in  the  high  pi-essure  art  by  being  an  absolute  unit.  Tlie  kilo- 
bar  is  10'^  dynes/cm.-,  and  is  equivalent  to  1020  kg./cm.-  or  087  atmospheres. 

The  previously  known  graphite-to-diamond  equilibrium  line  between  the 
graphite  stable  region  G  and  a  portion  of  tb-e  diamond  stable  region  Di  is  indi- 
cated as  E.  Region  G  is  defined  as  a  graphite  sta!)le  region  and  a  diamrmd 
metastal)le  region  indicating  that  graphite  and  diamond  both  exist  in  this 
region  but  that  diamond  is  thermo-dynamically  unstable  therein.  Region  Di 
(with  line  M  defining  its  upper  limits)  is  denoted  as  a  diamond  stable  and 
graphite  metastable  region,  since  both  forms  of  carbon  exist  in  this  region  but 
graphite  is  thermodynamically  unstable  therein.  As  is  disclosed  herein,  the 
hexagonal  form  of  diamond  can  also  exist  in  regions  Di  and  G,  but  absolute 
data  as  to  the  thermodynamic  stability  of  hexagonal  diamond  are  not  yet 
available.  The  portion  of  line  E  up  to  about  1200°  Kelvin  and  50  kilobars,  rep- 
resents tliat  portion  of  the  graphite  to  cubic  diamond  equilil>rium  line  origi- 
nally calculated  by  thermodynamic  calculations  l)ased  on  experimental  values 
of  tlie  physical  properties  of  diamond  and  graphite.  Si-e  F.  D.  Rossini  and  R. 
S.  .Tessup,  Research  Journal  National  Bureau  of  Standards,  vol.  21,  p.  491, 
193S.  The  remaining  portion  of  line  E  of  the  graphite  to  cubic  diamond  eijuilil)- 
rium  line  has  been  extrapolated  by  R.  Berman  and  F.  Simon,  Zeit.  Elektro- 
chem,  vol.  59,  p.  333  (1955).  By  experimental  evidence  in  conjunction  with 
growing  cubic  diamonds,  the  extrapolation  has  been  .substantially  verified  so 
that  the  line  E  exists  approximately  as  indicated  in  Fig.  7  \\^^  to  about  120  kil- 
obars. See  Diamond-Grapliite  E(pulibrium  Line  from  Growth  and  Graphitiza- 
tion  of  Diamond.  .Journal  of  Chemical  Pliysies.  vol.  35.  No.  2,  pp.  383-391, 
19(51.  It  should  be  olivious  to  those  skilled  in  tlie  art  that  variances  in  the 
position  of  the  eijuilibriinn  line  E  do  not  adversely  affect  the  teachings  of  tliis 
invention  since  the  essential  reijuirements  are  operating  conditions  above  tliis 
line,  wherever  tliis  line  is  jiositioned  and/or  in  the  cubic  diamond  stable  region 
of  carbon  obtained  by  any  calibration  teclmique  of  a  particular  apparatus. 

An  important  line  on  tliis  diagram  is  the  melting  line  of  graphite,  whieli  line 
commences,  as  is  known  in  the  art.  at  the  triple  point  Ti  located  at  about  (».12 
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kilobars  and  4050'  K.  Point  Ti  is  known  as  the  triple  point  for  carbon  (grapli- 
ite)  as  a  solid,  liquid,  and  vapor.  This  point  was  experimentally  determined  by 
J  Basset  Journal  of  Phvsics  Radium,  vol.  10.  1939,  and  T.  Noda  reportetl  by 
H  Mu  r'roc  International  Symposium  on  High  Temperature  Technology,  Asi- 
lomar  'conference  Grounds,  Calif.,  Oct.  6-9,  1959 :  Stanford  Research  Institute. 
Menlo  Park,  Calif.,  published  by  McGraw-Hill  Book  Co.,  Inc.,  New  York.  Point 
Ti  indicates  that  point  where  carbon  may  exist  simultaneously  in  the  graphite 
solid  liquid,  and  vapor  state,  and  defines  together  with  lines  Vi,  Si  and  \  s 
(not'shown).  the  solid  (graphite)  region  G,  liquid  region  L,  and  vapor  region 
V  of  carbon.  The  line  Vs  is  not  shown  but  rises  from  3860  K.  at  room  temper- 
ature, to  Ti.  The  V  region  is  exaggerated  so  that  it  may  be  illustrated  in  the 

drawing.  ,  .,       ■■  .     r,    ^v,    4. 

It  was  discovered  that  line  S,  which  was  formerly  considered  to  be  the  trace 
of  the  boundary  line  between  solid  and  liipiid  carbon,  is  not  an  accurate  pres- 
entation thereof.  As  has  been  newly  discovered,  the  solid-liquid  carbon  bound- 
ary takes  the  form  of  line  Si  as  illustrated.  Line  Si  commences  with  a  positive 
slope  upwardly  from  point  Ti  and  changes  to  a  negative  slope  to  approach 
poait  T "  The  discovery  of  the  curve  characteristic  of  line  S  i  was  a  result  of  a 
series  of  operative  examples  of  melting  graphite  at  different  pressures  and 
noting  the  melting  temperature.  The  process  of  melting  graphite  is  described 
as  follows : 

The  electrical  resistance  characteristics  of  most  graphites  are  such  that  the 
resistance  decreases  with  increasing  temperature.  However,  upon  melting  at 
high  pressure,  the  resistance  of  graphite  decreases  with  a  shariJ  break  in  the 
resistance  curve.  The  result  of  many  melting  experiments  with  graphite 
reveals  that  the  melting  temperature  conditions  agi-ee  favorably  with  values 
reported  in  the  art,  Basset  and  Noda  above-mentioned.  An  examination  of 
manv  graphite  samples  both  before  and  after  each  melting  experiment  indi- 
cates the  melting  of  the  graphite  quite  clearly.  Before  melting,  the  cross  sec- 
tion of  a  graphite  rod  or  bar  appears  as  a  coarse,  irregular,  or  random  grain 
structure.  After  melting  and  cooling,  a  cross  section  of  a  similar  graphite  rod 
or  bar  indicates  a  structure  of  dendritic  graphite  needles  radially  orient;-*.]  nnd 
extending  from  the  colder  portion  of  the  periphery  towards  the  center.  Addi- 
tionally, X-ray  diffraction  patterns  of  ordinary  graphite  were  compared  to  X- 
ray  diffraction  patterns  of  a  sample  of  recrystallized  molten  graphite  at  loca- 
tions in  a  sample  where  the  graphite  did  and  did  not  melt.  These  patterns 
were  similar  for  the  ordinary  graphite  and  the  portions  of  a  sample  that  did 
not  melt.  However,  the  diffraction  lines  of  the  melted  portions  are  substan- 
tially sharper  showing  that  the  recrystallized  graphite  has  much  larger  and 
more  regularly  oriented  crystallites  than  the  unmodified  or  unmelted  portion. 
The  appearance  is  quite  similar  to  a  cross  section  of  a  quenched  metal  (chilled 
casting). 

The  following  Table  4  illustrates  several  examples  of  graphite  melting.  In 
each  instance  examination  of  the  graphite  sample  clearly  evidenced  melting  as 
described.  Em  is  the  term  denoting  the  energy  input,  Kcal./mole,  per  unit 
weight  of  sample  required  to  bring  the  sample  to  its  melting  point.  In  these 
examples,  the  graphite  employed  was  graphite  of  spectroscopic  purity.  Table  4 
is  exemplary,  as  various  other  graphites  as  hereinafter  described  were  also 
melted.  The  reaction  vessel  wall  materials  are  varied  for  further  corroboration 
of  the  results.  Reaction  vessel  materials  as  well  as  gasket  materials  may 
include  for  example  pyrophyllite  (Py),  catlinite,  talc,  magnesium  oxide,  alu- 
mina, thoria,  and  other  similar  stones  and  ceramics,  for  all  operations  includ- 
ing the  diamond  reaction.  Wall  materials  relate  to  disc  segments  26,  28.  30  and 
31  to  FIG.  2  and  cylinder  36  of  FIG.  4.  It  has  been  found  that  within  the  cali- 
bration range  of  the  apparatus,  the  various  wall  materials  do  not  appreciably 
affect  the  pressure  employed.  Temperature  rise  in  case  of  transient  heating 
will  cause  the  pressure  in  the  reaction  vessel  to  rise.  Such  a  pressure  rise  is 
estimated  to  be  in  the  rang  of  10-20  kilobarse  but  may  exceed  this  range. 

Operative  practices  in  these  examples  are  similar  to  the  general  operation  of 
the  apparatus  as  previously  described.  The  reaction  vessel  as  illustrated  in 
FIGS.  2  or  4,  and  placing  the  vessel  in  position  in  apparatus  10  of  FIG.  1.  By 
means  of  a  press  apparatus  (not  illustrated),  punches  15  and  16  are  caused  to 
move  together  to  raise  the  pressure  in  the  reaction  vessel  to  the  given  value. 
Thereafter,  circuit  41  is  caused  to  discharge  electrical  energy  through  the 
sample  to  provide  the  requisite  heating.  The  pressures  indicated  are  compara- 
ble and  are  considered  equivalent  in  the  range  of  calibration  of  the  apparatus. 
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TABLE  4 


Electrical 

Energy 

Reaction 

Wail 

Pressure, 

Em  Kca./ 

vessel 

matl. 

kilobars 

Volts 

Farads 

mole 

Example  No.: 

1. 

Figure  4 

....  Py 

117 

30 

0.040 

24  not  melted. 

2 

do 

....  Py 

121 

32 

04U 

26  not  melted. 

3 

do 

....  Py 

118 

40 

040 

28  melted. 

4.. 

do 

....  AI2O3 

119 

40 

U40 

Do. 

5 

Figure2 

....  BN 

115 

25 

08b 

29  melted. 

6 

....   BN 

97 

110 

1)80 

31.5  melted. 

7 

.  .  BN 

77 

110 

080 

33  melted. 

8 

....  BN 

66 

110 

081) 

36  melted. 

9 

....   BN 

60 
47 

110 

no 

080 
080 

35  melted. 

10.. 

....   BN 

33.5  melted. 

Examples  6-10  of  Table  4  were  performed  at  lower  pressures  and  the  belt 
apparatus  and  reaction  vessel  were  of  the  type  set  forth  in  aforementioned 
r.t^.  Patents  2,941,248,  Hall  and  2,947,010  Hall  et  al.  The  sample  was  a 
graphite  rod  0.040  inch  diameter  and  0.280  inch  length  surrounded  by  a  boron 
nitride  sleeve.  Many  melting  examples  in  addition  to  those  listed  above  and 
conducted  both  at  lower  and  at  higher  pressures  have  been  carried  out  to 
determine  the  ixtsition  and  shape  of  melting  point  line  Si  on  FIG.  7.  It  was 
noted  in  the  course  of  the  examples  of  melting  graphite  that  an  area  enclosed 
by  curve  Si  and  bounded  by  line  S  is  a  graphite  zone  Gi.  In  some  melting 
examples  small  cubic  diamond  seeds  were  embedded  in  the  graphite  sample.  It 
was  found  that  the  cubic  diamond  crystals  always  graphitized  before  the  melt- 
ing point  of  graphite  was  reached,  and  that  the  theshold  temperature  of  the 
graphitization  was  very  sharp  with  graphitization  complete.  The  graphitization 
oecurre<l    about   300°    to   400°    lower   in   temperature   than   melting  line   S  i. 

Line  M  (FIG.  7),  an  extension  of  line  Si,  is  the  instantaneous  metastable 
graphite  melting  line  and  indicates  the  lower  border  of  region  D2.  Above  line 
M.  carbon  must  exist  as  some  form  of  diamond.  The  points  5(3,  57,  58,  59  and 
00  have  been  determined  from  pressure/volume  data  presented  in  "Behavior  of 
Strongly  shocker  Carbon"  by  B.  J.  Alder  and  R.  H.  Christian  (Physical 
Review  Letters,  7,  367,  [1961] )  ;  point  61  has  been  calculated  from  information 
reported  in  •'Formation  of  Diamond  by  Exijlosive  Shock"  by  P.  S.  DeCarli  and 
J.  C.  Jamieson  (Science  133,  1821,  [1961]).  The  locations  of  points  60  and  61 
obtained  by  shock  compression  conversion  of  carbon  corroborate  the  location  of 
line  M. 

An  exemplary  illustration  of  a  melting  ]X)int  Mj  of  graphite  is  illustrated  in 
FIG.  8,  which  shows  the  K,  J,  and  R  curves  for  Example  3  (Table  4).  The 
melting  point  Mj  is  clearly  evidenced  by  a  sharp  drop  in  the  resistance  curve 
as  illustrated.  This  Mj  point  compares  favorably  to  the  Mj  point  of  the  remain- 
ing samples.  The  calculated  temperattire  of  melting  as  extrapolated  to  atmos- 
pheric conditions  also  compares  favorably  with  prior  art  knowledge  of  the 
melting  point  of  grapliite  at  about  4050°  K. 

In  attempting  to  perform  the  melting  examples  at  higher  pressures,  it  was 
unexpectedly  discovered  that  graphite  converted  to  either  hexagonal  or  cubic 
diamond  at  temperatures  less  than  those  at  point  T2  and  before  any  melting  of 
the  graphite  occurred.  Moreover,  the  conversion  furthermore  took  place  with- 
out the  presence  of  any  catalyst  material  as  previously  considered  necessary. 

Tlie  unexpected  nature  of  this  discovery  is  indicated  by  the  fact  that  one  of 
the  discoverers  of  the  catalytic  conversion  of  non-diamond  carbon  to  cubic  dia- 
mond considered  the  possibility  of  direct  conversion  (i.e.  without  the  benefit  of 
catalyst,  solvent  or  similar  mechanism)  of  graphite  to  cubic  diamond  at  high 
pressure  and  high  temperature  and  concluded  that  cubic  diamond  cannot  be 
formed  directly  from  graphite  (H.  T.  Hall,  Proceedings  of  the  Symposium  on 
High  Temperature  "A  Tool  for  the  future."  June  25,  26,  27,  1956.  pp.  164-165). 

CONVERSION  TO  CUBIC  DI.4.M0ND  WITHOUT  MELTING  IN  THE  ABSENCE  OF  CATALYST 

Exemplary  of  the  practice  of  converting  graphite  to  cubic  diamond  by  this 
invention,  reaction  vessel  33  was  assembled  with  a  0.65  mg.  spectroscopic 
graphite  sample  as  illustrated  and  described  with  respect  to  FIG.  4  and  was 
placed  in  the  belt  apparatus  as  in  FIG.  1.  Apparatus  10  was  then  positioned 
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between  a  pair  of  platens  in  a  hydraulic  press  to  compress  reaction  vessel  33 
to  raise  the  pressure  in  graphite  sample  3S  to  about  130  kilobars  in  the  region 
of  the  iron  transition  by  press  calibration.  Pressure  rise  to  the  iron  transition 
region  may  be  accomplished  slowly  or  rapidly  with  no  change  in  the  final 
result,  and  may  also  be  incremental  or  constant.  In  this  exemplary  practice, 
pressure  rise  was  completed  in  about  3  minutes. 

After  pressure  rise  was  completed  and  after  circuit  41  had  been  charged, 
switch  44  closed  for  a  discharge  of  0.085  farad  at  approximately  IS  volts 
through  the  apparatus  and  sample.  After  the  circuit  discharge,  an  examination 
of  resistance  readings  on  the  Kelvin  bridge  resistance  meter  50  showed  a  rise 
in  resistance  or  open  circuit  condition  indicating  that  graphite  sample  38  had 
converted  or  changed  from  its  electrically  conducting  chai'acteristics  as  graph- 
ite, to  its  nonconducting  characteristics  as  cubic  diamond. 

In  the  above  example,  as  well  as  in  the  hf^reinafter  tabulated  cubic  diamond 
producing  examples,  a  series  of  curves  (K,  J  and  R)  was  drawn  as  illustrated 
in  FIG.  6.  The  K  cuiwe  indicates  the  kilowatt  input  to  the  graphite  sample. 
The  J  curve  illustrates  the  energy  input  in  joules  and  the  R  curve  illustrates  a 
continuous  reading  in  ohms.  As  previously  described,  integration  of  the  area 
under  the  kilowatt  curve  with  respect  to  time  will  provide  the  joule  input 
curve  from  which  the  temi^erature  in  the  sample  may  be  calculated  within  the 
limitations  as  described.  Upon  the  discharge  of  electrical  energy  (transient 
heating  I  through  sample  38,  the  resistance  of  sample  3.S  decrea^;es  until  a  point 
is  reached,  at  about  1.5  milliseconds  on  the  R  curve,  where  the  resistance 
begins  to  rise.  At  this  point  conversion  of  gi-aphite  to  cubic  diamond  is  taking 
place.  Depending  on  the  degree  and  amount  of  conversion,  curve  R  may  rise  to 
infinity  indicating  open  circuit  conditions  or  show  a  lower  rise  to  illustrate 
partial  conversion,  i.e.,  a  portion  of  the  graphite  converts. 

After  removal  of  reaction  vessel  33  from  apparatus  10,  it  was  noted  upon 
examining  sample  38  that  the  sample  retained  the  cylindrical  configuration  of 
the  original  sample  but  had  exi^erienced  a  small  reduction  in  height  (see 
FIGS.  4(1  and  4b).  Measurement  of  the  height  reduction  indicates  that  it  corre- 
sponds to  the  decrease  that  would  refiect  the  change  in  density  from  graphite 
to  diamond.  They  cylindrical  form  3So  was  a  polycrystalline  disc  located  in 
the  center  portion  of  the  height  of  the  original  sample  and  contained  a  great 
number  of  very  small  diamond  crystallites  of  a  dark  color  and  about  1  micron 
in  longest  dimention.  Unconverted  pure  graphite  remaining  of  the  original 
sample  rod  is  shown  at  the  ends  thereof.  The  verification  of  cubic  diamond 
included  cleaning  the  sample  in  a  heated  mixture  of  concentrated  sulphuric 
acid,  (H2SO-1)  and  potassium  nitrate  (KNO3)  and  subjecting  the  sample  to 
scratch  tests,  buoyancy  tests  and  X-ray  analysis,  all  of  which  conclusively 
indicated  diamond.  The  X-ray  analysis  of  a  number  of  these  recovered  samples 
both  before  and  after  cleaning  showed  that  the  entire  mass  was  culiic  diamond 
and  essentially  all  graphite  therein  had  been  converted  to  cubic  diamond. 

Molten  graphite  is  not  only  electrically  conductive  but  also  has  less  electrical 
resistance  than  solid  graphite.  In  the  conver.sion  of  graphite  to  cubic  diamond 
by  this  invention,  the  resistance  curve  R  breaks  sharply  upward  to  infinity  or 
open  circuit  condition.  This  upward  curve  (sharp  increase  in  resistance)  takes 
place  before  any  sharp  downward  occurs.  In  fact,  the  conversion  to  cubic  dia- 
mond provides  open  circuit  conditions  and  if  temi)erature  conditions  were  such 
as  to  carry  temperatures  beyond  the  point  at  which  the  cubic  diamond  would 
become  molten  carbon  such  a  condition  would  have  to  be  manifest  as  a  change 
with  the  resistance  curve  turning  downwardly.  However,  no  gross  melting 
occurs  because  no  drop  in  the  resistance  curve  is  noted.  This  is  clearly  illus- 
trated by  comparison  of  the  resistance  curve  R  of  FIG.  0  with  the  resistance 
curve  R  of  FIG.  8.  Graphite  conver.sion  to  cubic  diamond  starts  at  7.5  joules 
(FIG.  (')),  while  graphite  melting  starts  at  12  joules,  FIG.  8.  These  resistance 
curves  were  obtained  by  identical  samples  with  only  pressure  and  electrical 
energy  input  changed.  In  the  examples  of  FIG.  6  and  FIG.  8,  the  pressures 
were  130  and  118  kilobars,  respectively.  In  the  run  graphically  represented  in 
FIG.  8,  the  graphite  would  have  been  converted  to  cubic  diamond  had  the 
pressure  been  at  130  kilobars.  The  practice  of  this  aspect  of  the  invention 
below  the  melting  iwint  of  graphite  is  established  by  comparison  of  these  two 
exemplary  resistance  curves  as  more  clearly  illustrated  in  FIG.  9. 

In  FIG.  9,  Re  denotes  the  resistance  cui-ve  R  of  FIG.  6  and  Rs  denotes  the 
curve  R  of  FIG.  8.  These  curves  are  plotted  with  respect  to  the  joule  input  to 
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tbe  sample.  It  is  noted  that  cubic  diamond  formation  commences  in  tlie  Re 
example  at  about  7.5  joules  input  \\'ith  the  cui-ve  rising  sharply  upwards. 
Cubic  diamond  was  recovered  from  this  sample.  The  Rs  curve  illustrates  melt- 
ing of  the  graphite  .starting  at  about  12  joules.  Examination  of  this  sample 
indicated  evidence  of  melting  as  described  previously.  An  important  feature  to 
note  is  that  about  4.5  joules  input  separates  the  onset  of  the  conversion  to 
cubic  diamond  and  the  start  of  the  graphite  melting  process. 

When  transient  heating  is  employed  in  the  practice  of  this  invention,  a  pre- 
determined amount  of  electrical  energy  is  inserted  in  a  predetermined  graphite 
sample  and  cubic  diamond  is  recovered.  Ordinarily,  more  energy  is  inserted 
than  that  just  necessary  to  pass  the  threshold  temperature  (i.e.  tlie  tempera- 
ture at  a  given  pressure  at  which  the  onset  of  conversion  of  graphite  to  cubic 
diamond  occurs),  to  secure  more  complete  conversion,  and  to  ascertain  entry 
into  the  conversion  region  for  cubic  diamond.  However,  unless  the  overvoltage 
is  excessive  so  as  to  cause  sufficient  melting  of  the  sleeve  enclosing  the  carbon 
(preferably  graphite)  sample  to  established  a  separate  path  for  the  heating  cur- 
rent, when  pure  graphite  converts  to  cubic  diamond,  the  discharge  circuit  is 
immediately  opened,  because  cubic  diamond  is  electrically  non-conductive.  This 
is  a  distinctive  feature  of  this  invention,  and  variance  of  energy  insertion  in 
duplicate  samples  indicates  that  the  open  circuit  conditions  occur  at  the  same 
time.  Thus,  while  the  available  energy  may  be  sufficient  to  melt  graphite,  the 
occurrence  is  prevented  by  the  conversion  process  and  resultant  open  circuit 
conditions. 

If,  on  the  contrary,  the  graphites  chosen  for  the  practice  of  this  invention 
contain  such  impurities  as  will  result  in  the  production  of  electrically  conduc- 
tive cubic  diamond,  it  has  been  found  that  open  circuit  conditions  can  be 
avoided.  Boron  is  one  impurity  which  produces  electrically  conducting  cubic 
diamond.  Other  impurity  materials  for  producing  electrically  conducting  cubic 
diamond  from  carbon  material  containing  these  impurities  are  disclosed  in  U.S. 
Patent  No.  3,148.161.  Wentorf,  Jr.  et  al. 

Examples  illustrative  of  the  practice  of  this  invention  wherein  the  conver- 
sion of  non-diamond  carbon  to  cubic  diamond  is  effected  without  melting  of 
the  diamond  either  because  of  the  non-electrically  conducting  nature  of  the 
cubic  diamond  material  produced,  or  because  of  a  limitation  in  the  amount  of 
electrical  energy  input  to  an  impurity-containing  carbon  starting  material  are 
set  forth  in  Table  5  to  follow. 

Operative  techniques  associated  with  these  examples  are  similar  to  those 
previously  described  in  the  example  illustrating  the  production  of  cubic  dia- 
mond and  in  the  graphite  melting  example.  All  procedures  utilized  in  these 
examples  are  similar  to  those  employed  with  respect  to  Table  4  examples.  All 
wall  materials  are  as  noted.  Under  the  heading  "Reaction  Vessel"  size  L  is 
approximately  0.080  inch  length,  0.022  inch  height  and  0.025  inch  width,  and 
size  S  is  approximately  0.080  inch  length,  0.018  inch  height  and  0.022  inch 
width.  The  sample  size  for  the  FIG.  4  examples  is  standardized  at  approxi- 
mately 0.030  inch  diameter  and  0.040  inch  height  unless  otherwise  noted.  The 
absence  of  any  size  notation  indicates  a  sample  size  as  described  herein  with 
respect  to  the  particular  reaction  vessel  configuration.  In  Table  5,  Sp  is  spec- 
troscopic graphite,  Pg  is  pyrolytic  graphite,  B344  is  boron-containing  graphite, 
SB  is  Shawinigan  Black,  Py  is  pyrophyllite,  Alua  is  alumina  and  MgO  is  mag- 
nesia. 

The  particular  graphites  employed  in  these  examples  or  in  the  practice  of 
other  aspects  of  this  invention  are  described  as  follows  : 

Spectroscopic  rod  or  electrode  gx-aphite  is  a  randomly  oriented  polycrystal- 
line  pure  form  of  graphite,  of  about  1.65  grams/cm. s,  produced  specially  as 
electrodes  in  spark  spectnam  devices  for  chemical  analysis.  Since  it  is  used  as 
arc  electrodes  to  vaporize  materials,  for  chemical  analysis  by  spectral  emission 
methods,  it  is  especially  free  of  chemical  elements,  which  give  spectral  lines  in 
the  part  of  the  spectiinn  used  in  the  analyses.  This  means  all  metals  such  as 
iron,  nickel,  aluminum,  etc.,  and  semi-metals  such  as  germanium,  antimony, 
bisjnuth,  etc.  are  absent. 

SP-1  graphite  is  a  special  high  purity  spectroscopic  graphite  in  powder 
flake  form  with  larger  crystals.  It  is  produced  by  the  National  Carbon  Com- 
pany and  designated  as  SP-1. 

Graphite  denoted  as  B344  is  high  purity  randomly  oriented  polycrystalline 
graphite  which   contains   about  0.2-0.3%    by   weight  of  boron   carbide.   These 
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materials  are  mixed  in  powder  form,  compressed  and  fired  at  about  1500  to 
2000°  C.  The  density  of  this  graphite  is  about  1.7  to  1.8  grams/cm. ^  in  solid 
rods  or  bars. 

Graphite  denoted  as  pyrolytie  graphite  is  graphite  formed  by  the  thermal 
decomposition  of  a  carbonaceous  gas  such  as  methane.  It  is  of  high  purity 
with  oriented  crystal  structure.  This  graphite  when  annealed  at  about  3000°  C. 
for  about  1  hour  is  termed  annealed  pyrolytic  graphite.  The  annealed  form  is 
highly  crystallized  with  the  c-axes  of  the  crystallites  parallel. 

Ticonderoga  graphite  is  a  natural  graphite  from  Ticonderoga,  N.Y.,  and  is 
graphite  mined  in  that  locale.  This  graphite  material  contains  some  impurities 
mechanically  adsorbed  or  interleaved  between  crystallites.  The  crystallites  may 
be  quite  large.  Some  specimens  may  be  single  crystals. 

Shawinigan  black  is  a  lamp  black  "amorphous"  (i.e.  almost  non-crystalline) 
carbon  commercially  available  as  Shawining  black  from  Shawinigan  Chemi- 
cals Limited,  Shawinigan,  Quebec,  Canada. 

TABLE  5 


Sample 

Electrical  Energy 

Vessel 

natl. 

Pressure 



Reaction  vessel 

wall  matl. 

graphite 

kilobars 

Volts 

Farads 

Results 

Example  No  : 

1 

...  Figure  2 

.  Py 

Sp 

130 

16 

1.805 

Cubic  diamond 

2 

do 

.  MgO 

Sp 

130 

18 

0.085 

Do. 

3 

do. 

.  WlgO 

Sp 

130 

18 

.085 

Do. 

4 

do 

-  Py 

Sp 

138 

33 

.040 

Do. 

5 

...  Figure  2,  S 

.  Py 

Sp 

130 

16 

.085 

Do. 

6 

...  Figure  2,  1 

py 

Sp 

140 

20 

.085 

Do. 

7 

...  Figure  4 

Py 

Sp 

130 

32 

.040 

Do. 

8 

do 

Alua 

Sp 

140 

30 

.040 

Do. 

9 

do.. 

MgO 

Sp 

140 

30 

.040 

Do. 

10 

...  Figure  2 

Py 

Sp 

140 

25 

.040 

Do. 

11 

...  Figure  4 

Py 

B344 

180 

22 

.085 

Do 

12 

do 

Py 

(0 

140 

31 

.040 

Do. 

13 

-..  Figure  2 

Py 

8344 

130 

20 

.085 

Do. 

14 

do 

Py 

B344 

130 

22 

.085 

Do. 

15 

do 

Py 

8344 

130 

18 

.085 

Do. 

16 

...  Figure  4 

Py 

SB 

140 

26 

.040 

Do. 

17 

do 

Py 

SB 

140 

20 

.040 

Do. 

1  Dixon  HB  Pencil  Lead  Graphite 

The  examples  as  given  in  Table  5  are  representative  examples  of  a  numl)er 
of  operations.  In  order  to  determine  minimum  conditions  several  examples 
were  completed  at  successively  higher  pressures  and  temperatures  to  determine 
where  conversion  would  and  would  not  take  place.  For  example,  with  respect 
to  spectroscopic  graphite,  the  conversion  to  cubic  diamond  takes  place  between 
about  120-130  kilobars  as  minimum  pressure. 

Because  of  the  different  densities  of  the  various  graphites  and  carbons,  and 
then  inadvertent  variations  in  the  dimensions  of  the  specimen  used  in  the 
experiments  conducted  in  connection  with  this  invention,  the  actual  weight  of 
carbon  into  which  the  electrical  energy  is  inserted  varies  somewhat.  Thus, 
what  may  appear  to  be  minor  discrepancies  between  various  examples  in  Table 
5  fall  into  agreement  when  corrections  are  made  for  density,  size  and  stray 
energy  losses. 

To  correlate  the  difference  in  sample  sizes,  when  transient  heating  is  pro- 
duced by  electrical  discharge,  a  general  minimum  energy  insertion  per  unit 
weight  of  .sample  is  given  as  about  16-17  kilocalories/mole  of  non-diamond 
carbon.  This  energy  insertion  defines  the  point  where  an  upward  change  in  the 
resistance  curve  is  noted.  Accordingly,  in  practice  more  input  energy  is  needed 
for  completion.  In  the  practice  of  this  invention  with  the  samples  as  indicated 
an  average  of  about  25  kilocalories/mole  of  non-diamond  carbon  is  utilized. 
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When  the  direct  conversion  of  non-diamond  carbon  to  cubic  diamond  is  con- 
ducted with  the  reaction  vessel  of  FIG.  4  and  the  electrical  energy  applied  is 
in  general  accordance  with  the  aforementioned  guidelines  for  energy  input,  or 
at  least  the  overvoltage  is  kept  to  a  minimum,  the  converted  sample  has  an 
appearance  such  as  is  shown  in  FIG.  4a.  The  centrally-located  portion  3Sa  is  a 
pill-like  formation  of  cubic  diamond.  The  upper  and  lower  ends  of  the  former 
graphite  sample  38  are  unconverted.  In  the  case  of  graphite  sample  32  (sample 
holder  20  of  FIG.  2)  the  converted  material  is,  likewise,  centrally-located  along 
the  length  of  the  sample  in  this  manner.  The  reason  for  this  is  that  the  high- 
est tempei-ature  is  attained  at  the  center,  converting  this  graphite  first.  Then, 
when  the  pill-like  mass  of  cubic  diamond  material  is  formed,  the  resistance  of 
the  circuit  quickly  rises  until  short-circuit  conditions  are  approached  or 
reached  and  in  sufficient  additional  heat  can  be  put  into  the  sample  to  convert 
the  graphite  at  the  far  ends  thereof. 

Preparation  of  cubic  diamond  at  various  pressure-temperature  combinations 
and  using  various  randomly  oriented  graphites  indicates  that  the  threshold 
temperature  is  primarily  pressure-dependent  as  is  shown  on  FIG.  7,  wherein 
line  Th  is  the  typical  threshold  curve  for  randomly  oriented  graphites  such  as 
spectroscopic  graphite  and  B344  graphite.  The  method  employed  to  determine 
curve  Th  is  essentially  that  of  the  examples  of  Table  5  in  determining  mini- 
mum pressures.  At  a  given  pressure  different  electrical  energy  discharge  ener- 
gies are  employed  to  determine  where  the  conversion  does  and  does  not  take 
place  and  thus  a  threshold  temperature  based  upon  rapid  electrical  energy 
input  to  the  sample  is  obtained.  The  thickness  (horizontal  dimension)  of  area 
A  is  dependent  on  the  time  of  reaction.  For  example,  in  the  practice  of  this 
invention,  the  reaction  may  proceed  relatively  slowly  (on  the  order  of  3-5  mil- 
liseconds) with  the  reaction  commencing  several  hundred  degi'ees  (°  C.)  to  the 
left  of  line  M.  Where  the  reaction  proceeds  more  rapidly  (in  microseconds)  the 
commencement  of  the  reaction  is  closer  to  line  M  and  the  thickness  of  area  A 
diminishes.  Conversion  of  graphite  to  diamond  commences  in  area  A  and  is 
completed,  when  line  M  is  reached.  Only  diamond  exists  between  lines  M  and 

S2. 

CONVERSION  TO  CUBIC  DIAMOND  WITH  MELTING  AND  RECRYSTALLIZATION  IN  THE 
ABSENCE  OF  CATALYST 

As  was  earlier  stated,  when  a  graphite  material,  which  converts  to  electri- 
cally conductive  cubic  diamond,  is  subjected  to  high  pressures  and  high  tem- 
peratures induced  by  electrical  discharge  in  the  manner  described  hereinabove, 
the  resistance  curve  rises,  but  it  does  not  reach  open  circuit  conditions  and  as 
a  result  substantially  more  electrical  energy  than  is  necessary  to  effect  conver- 
sion of  the  graphite  to  cubic  diamond  may  be  inserted  into  the  sample.  When 
these  greater  amounts  (relative  to  the  energy  for  solid-to-solid  conversion)  of 
energy  are  introduced  into  such  impurity-containing  carbon,  it  is  possible  to 
carry  the  temperature  conditions  well  into  liquid  region  L  (FIG.  7)  and  this  is 
possible,  (a)  because  the  graphite  is  converted  to  electrically  conductive  dia- 
mond, (b)  the  heating  continues  and  (c)  the  cubic  diamond  formed  as  the 
result  of  .solid-to-solid  conversion  thereafter  is  melted.  The  melting  of  the  cubic 
diamond  becomes  manifest  as  an  abrupt  drop  is  resistance.  Line  S2  in  FIG.  7 
designates  the  diamond  melting  line.  Line  S2  rises  upwardly  from  point  T2 
curving  through  previously  established  points  56,  57  and  58  determined  by  con- 
version from  pressure  volume  points  (see  B.  J.  Alder  and  R.  H.  Christian, 
Physical  Review  Letters,  vol.  7,  p.  367  1961).  Thus,  if  the  heating  energy  input 
is  sufficient  to  cause  the  temperature  to  cross  the  threshold  curve  (Th), 
whereby  impurity-containing  graphite  is  converted  to  electrically-conducting 
cubic  diamond,  and  is  also  high  enough  to  melt  the  electrically  conductive 
cubic  diamond  so  formed  reaching  a  value  of  temperature  to  the  right  of  line 
S2  and  thereby  in  the  liquid  carbon  region  L,  a  mixture  of  recrystallized  cubic 
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diamond  and  .sirapliite  is  obtained  l>y  maintaining  the  pressure  above  triple 
point  To  and  reducing  the  temperature  to  reestablish  conditions  in  the  diamond 
stable  region  to  tlie  left  of  line  H2  in  region  D.  The  reason  for  the  creation  of 
any  graphite  at  all  during  recrystallization  from  the  molten  state  in  the  dia- 
mond-stable region  lacks  any  rational  explanation  at  the  present  time. 

As  an  illustration  of  the  manner  in  which  cubic  diamond  may  be  produced 
by  recrystallization  from  the  molten  state,  334-^  graphite  was  employed  as  a 
sample.  Such  a  graphite  sample  and  similar  graphite  discs  34  and  35  were  uti- 
lized in  the  reaction  vessel  of  FIG.  4  and  placed  in  the  belt  apparatus  10  of 
FIG.  1.  Part  36  was  thoria,  ThOa.  Apparatus  10  was  then  positioned  between  a 
pair  of  platens  in  a  hydraulic  press  to  compress  reaction  vessel  33  to  raise  the 
pressure  in  graphite  sample  38  to  about  140  kilobars,  which  is  a  pressure 
above  the  region  of  the  iron  transiti<»n  by  press  calibration.  Pressure  rise  may 
be  accomplished  slowly  or  rapidly  with  no  change  in  the  final  result,  and  may 
also  lie  incremental  or  constant.  In  this  exemplary  practice,  pressure  rise  was 
completed  in  about  3  minutes. 

TABLE  6 


Sample    Wail 
Graphite    matl. 


Energy  Insertion 

Pressure, 

kilobars  Volts        Farads     Results 


Example  No.: 
1--  .     .... 

B344 

B344 
SB 

Py 

MgO 

Py 

130 

149-t- 
140 

22 

25 
25 

.085 

2 

3 

.085 
.040 

4 

5.. 

6 

7 

SB 
SB 

B344 
B344 

Py 

ThOz 
Th02 
ThOa 

140 
150 
150 
150- 

20 
18 
20 
25 

.040 
.085 
.085 
.085 

8 

B344 
B344 

Th02 

Py 

145 
180 

26 
22 

.085 

9 

.085 

B344    ThO: 


180 


.085 


Solid  black  cubic  diamond  near  ends. 
The  cartel  material  (from  melt)  was 
mostly  cubic  diamond. 

Similar  to  No.  1. 

White   cubic    diamond    around    walls; 
mixture  of  cubic  diamond  and  graph- 
ite in  central  molten  zone. 
Do. 
Do. 
Do. 

White  cubic  diamond  around  walls; 
mixture  of  cubic  diamond  and 
graphite  in  central  molten  zone. 
Black  cubic  diamond  formed  clear 
to  punch  faces. 
Do. 

The  resulting  sample  vj?s  composed 
of  a  thick  white  cubic  diamond 
cylindrical  covering  or  shell  having 
a  small  ellipsoidal  center  section 
which  was  black  and  contained 
both  graphite  and  cubic  diamond 
tecrystallized    from    molten   carbon. 

This  example  is  a  repeat  of  Example 
9  for  the  pressure  involved  but  with 
a  greater  energy  insertion.  The 
resulting  sample  was  composed  of 
a  thin  cylindrical  shell  or  coating  of 
grey  white  cubic  diamond  with  a 
large  ellipsoidal  center  section  of 
almost  2  times  the  volume  of  the 
center  section  of  Example  2.  This 
center  section  contained  both  graph- 
ite and  cubic  diamond  recrystallized 
from  the  melt.  The  size  of  the  center 
section  indicates  that  melting  in  Ex- 
ample 10  was  far  more  extensive  than 
melting  in  Example  9. 


After  pressure  rise  was  completed  and  after  circuit  41  has  been  charged, 
switch  44  was  closed  for  a  charge  of  .OS")  farad  at  approximately  20  volts 
through  the  sample.  After  the  circuit  dLscharge,  calculations  of  the  voltage  and 
current  curves  to  provide  resistance  show  a  rise  in  resistance  indicating  con- 
version to  cubic  diamond,  as  is  the  usual  case,  but  then  a  marked  decrease  in 


487 

resistance  indicating  meltins  of  the  cuhic  diamond  and  a  final  rise  in  resist- 
ance indicating  recr.vstallization  of  graphite  to  cubic  diamond  upon  cooling  at 
the  elevated  pressure. 

After  removal  of  reaction  vessel  33  from  apparatus  10,  and  examining 
sample  38,  it  was  noted  that  sample  38  retained  its  cylindrical  configuration 
and  was  composed  of  a  great  number  of  very  small  cubic  diamond  crystallites 
mixed  with  graphite.  It  was  noted  that  the  sample  included  a  shell  or  coating 
of  greyish  white  cubic  diamond  crystals  about  a  dark  core.  X-ray  examination 
indicated  cubic  diamond  in  the  core  as  well  as  in  the  shell.  Verification  of 
cubic  diamond  also  included  cleaning  the  sample  in  a  heated  mixture  of  con- 
centrated sulphuric  acid  (H2SO4)  and  potassium  nitrate  (KNO3),  and  subject- 
ing the  sample  to  scratch  tests  and  buoyancy  tests. 

A  certain  amount  of  modification  of  the  portions  of  the  reaction  vessel  sur- 
rounding the  newly  formed  cubic  diamond  occurs  in  all  cases  as  a  result  of 
the  outward  conduction  of  heat  from  the  extremely  hot  sample  38.  This  modi- 
fication, however,  occurs  when  the  discharge  of  electric  current  has  been  sub- 
stantially depleted  and.  thus,  occurs  too  late  to  affect  the  cubic  diamond 
growth  in  any  way.  Such  is  not  the  case  when  modification  occurs  from  the 
application  of  large  over-voltages. 

Additional  examples  of  the  practice  of  this  aspect  of  the  invention  are  set 
forth  in  Table  6.  In  FIG.  4  reaction  cell  configurations  the  same  kind  of 
graphite  was  employed  for  the  sample  38  and  also  for  the  discs  .34  and  35.  In 
Examples  1-2,  the  reaction  vessel  of  FIG.  2  was  employed.  In  the  remainder 
of  the  examples,  the  reaction  vessel  of  FIG.  4  was  employed.  The  abbrevia- 
tions used  designate  the  following :  SB  is  Shawiuigan  black  carbon,  Py  is  pyro- 
phyllite,  MgO  is  magnesia,  and  ThOa  is  thoria. 

When  the  direct  couvei'sion  of  non-diamond  carbon  to  cubic  diamond  is  con- 
ducted with  the  reaction  vessel  of  FIG.  4.  the  carbon  to  be  converted  will 
convert  to  electrically  conducting  cubic  diamond  and  sufficient  energy  is 
applied  to  melt  the  cubic  diamond  so  formed,  the  converted  sample  usually  has 
an  appearance  much  as  is  shown  in  FIG.  4b.  Three  distinct  regions  are  often 
found  (a)  an  ellipsoidal  center  section  38&  containing  both  graphite  and 
recrystallized  cubic  diamond,  (b)  a  lighter  colored  cubic  diamond  shell  38c  sur- 
rounding the  center  38?)  and  (c)  portions  38rt  of  darker  cubic  diamond,  which 
had  never  been  melted,  at  each  end  of  the  graphite  sample.  Portion  3S&  was 
subjected  to  the  liighest  temperature  and  portions  38c  and  38d  in  turn  to  lower 
temperatures.  This  phenomenon  is  reported  in  Table  6  (Results). 

The  presence  of  portions  38(Z  in  samples  wherein  recrystallized  cubic  dia- 
mond was  also  formed  explains  why  the  Examples  11,  14.  16  and  17  of  Table  5 
are  the  same  as  Examples  9,  1,  3  and  4,  respectively,  of  Table  6  and  display 
the  same  pressure  and  electrical  energy  inputs.  Thus,  in  conducting  the  experi- 
ments recorded  in  Talile  6  as  Examples  9,  1,  3  and  4,  the  formation  of  portions 
38rf  accompanying  the  recrystallized  cubic  diamond  was  recorded  as  Examples 
11,  14,  16  and  17  in  Table  5.  Despite  the  fact  that  portions  3Sd  are  electrically 
conducting  cubic  diamond,  the  temperature  thereof  was  not  raised  to  the  melt- 
nig  point.  Likewise,  the  cubic  diamond  in  Examples  13  and  15  of  Table  5, 
although  it  would  be  electrically  conducting,  was  never  melted  because  of  the 
lower  energy  input. 

In  the  above  examples,  cubic  diamond  melting  and  cubic  diamond  recrystalli- 
zation  were  evidenced  by  the  shape  and  inflections  of  the  resistance  curves  and 
the  amount  of  energy  insertion.  This  behavior,  of  course,  is  dependent  upon 
the  electrically  conductive  nature  of  the  cubic  diamond  formed.  In  all  exam- 
ples, the  center  section  showed  50%  and  greater,  by  volume,  of  cubic  diamond. 
A  clear  illustration  of  the  aspects  of  this  invention  previously  described  is 
provided  by  FIG.  10.  In  FIG.  10,  are  three  curves  Ri,  R2,  and  R3.  The  Ri  curve 
is  an  exemplary  graphite  melting  curve,  R2  is  a  curve  from  a  graphite  to  cubic 
diamond  conversion  process,  wherein  the  cubic  diamond  formed  is  nonconduct- 
ing, or  at  least  has  not  been  melted,  and  R3  is  a  resistance  curve  taken  from 
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'♦"he  ahove  desorihed  example,  •wherein  electrically-conducting  cubic  diamond  is 
formed  and  sufficient  electrical  energy  has  been  introduced  to  melt  the  cubic 
diamond.  These  examples  are  essentially  duplicates  in  that  the  same  reaction 
vessel  configuration  was  used  and  the  energy  insertion  in  kilocalories/moles 
have  been  correlated  for  a  standard  sample  of  0.030  inch  diameter  and  0.020 
inch  height.  Pressures  employed  were  118  kilobars  for  Ri,  130  kilobars  for  R2, 
^nd  145  kilobars  for  R3.  The  initial  rise  in  the  R3  curve  at  about  S-10  joules 
•corre.sponds  to  the  initial  rise  of  the  R2  curve  and  indicates  conversion  of  the 
graphite  to  cubic  diamond.  A  further  example,  corresponding  to  the  R3  curve, 
but  with  less  energy  insertion,  verified  this  correlation  by  reason  of  recovery 
of  a  solid  cylindrical  cubic  diamond  compact  of  a  black  color. 

CONVERSION?  TO  HEXAGONAL  DIAMOND  WITHOUT  MELTING  IN  THE  ABSENCE  OF 

CATALYST 

Although  the  possibility  of  the  existence  of  a  close-packed  hexagonal  carbon 
(hexagonal  diamond)  analogous  to  the  wurtzite  phase  of  boron  nitride  has 
been  conjectured,  the  recognition  of  hexagonal  diamond  created  in  the  practice 
of  the  instant  static  pressure  process  has  been  complicated  by  two  factors. 
First,  X-ray  diffraction  patterns  of  the  crystalline  mass  recovered  always 
shows  (in  addition  to  the  characteristic  lines  of  hexagonal  diamond  [2.19  A., 
1.92  A.,  1.17  A.  and  0.855  A.],  a  very  strong  3.1  A.  line,  previously  not  cor- 
rectly explained,  and  second,  the  lines  characteristic  of  cubic  diamond  [2.06  A., 
1.2G  A..  1.076  A.  and  0.826  A.],  are  always  present  as  part  of  the  hexagonal 
diamond  lattice.  Thus,  many  crystalline  products  produced  in  the  practice  of 
this  invention  were  understandably  erroneously  identified  as  cubic  diamond 
and  in  those  cases  in  which  attempts  were  made  by  an  expert  crystallographer 
to  factor  in  the  3.1  A.  and  2.19  A.  lines,  the  hexagonal  lattice  reconstructed 
therefrom  has  a  calculated  density  considerably  lower  than  the  measured  den- 
sity of  the  crystalline  mass.  Finally,  it  was  discovered  that  the  3.1  A.  line  was 
not  part  of  the  crystal  lattice  spectrum,  but  was  actually  due  to  entrapped 
graphite  crystallites  under  pressure.  Once  this  identification  had  been  made, 
then  the  crystallographic  reconstruction  and  correct  identification  of  the  close- 
packed  hexagonal  diamond  lattice  was  accomplished  from  the  X-ray  diffrac- 
tion data.  This  form  has  essentially  the  same  interatomic  spacing,  density, 
hardness  and  index  of  i-efraction  as  cubic  diamond,  but  has  a  different  stack- 
ing pattern  of  the  atomic  planes.  The  hexagonal  diamond  lattice  is  described 
as :  a=2.52  A.,  c=:4.12  A.,  space  group  P63/  mmc— Dch*,  4  atoms  per  unit  cell 
in  4{f ),±iV3  %  z,  %  %  Vo+s)  with  s=%.  The  calculated  density  of  hexago- 
nal diamond  is  3.51  g./cm.^,  the  same  value  as  for  cubic  diamond.  Hexagonal 
diamond  scratches  sapphire  easily  (a  hardness  test  generally  employed  for 
detecting  cubic  diamond),  in  the  polycrystalline  form  it  has  a  measured  den- 
sity of  greater  than  3.33  g./cm.^,  the  electrical  resistivity  is  several  orders  of 
magnitude  higher  than  that  of  graphite,  and  the  electrical  resistance  aniso- 
tropy  is  less  than  two  in  the  different  crystal  directions. 

Thus,  of  the  examples  shown  in  Table  7,  Examples  1-6,  11,  12  and  21  were 
■earlier  thought  to  have  resulted  solely  in  cubic  diamond,  the  only  form  of  dia- 
mond then  actually  identified.  However,  as  has  been  indicated,  tlie  products 
were  in  fact  crystalline  ma.sses  containing  hexagonal  diamond  gi-aphite  under 
pressure  and  varying  amounts  of  cubic  diamond.  As  may  be  seen  comparing 
Table  5  and  Table  7,  hexagonal  diamond  appears  to  require  particular  starting 
materials.  All  of  the  materials  successfully  employed  in  the  production  of  hex- 
agonal diamond  are  well-crystallized  graphites  with  good  f?-axis  orientation, 
that  is,  the  c-axes  of  the  component  graphite  crystallites  are  substantially  par- 
allel to  each  other.  When  a  specimen  of  any  well-crystallized  oriented  graphite 
material  from  which  it  is  desired  to  prepare  hexagonal  diamond  is  placed  in  a 
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pressure  apparatus,  such  for  example  as  has  been  described  hereinabove,  in 
such  a  way  that  it  will  be  compressed  by  the  apparatus  mainly  in  the  c-direc- 
tion  of  the  graphite  crystals,  and  the  specimen  is  subjected  to  an  operating 
pressure  of  at  least  about  130  kilobars,  a  phase  change  occurs,  this  phase 
change  l)eing  manifest  by  a  very  large  increase  (over  (50,000  times  the  iuilial 
value)  in  electrical  resistance.  The  onset  of  the  change  of  phase  is  manifest 
even  witliout  heating  the  sample.  Once  the  operating  pressure  has  been 
reached  the  reaction  (conversion  to  the  new  phase)  can  be  greatly  accelerated 
by  heating  the  sample.  Since  the  temperatures  necessary  in  the  practice  of  this 
aspect  of  the  invention  need  not  exceed-2000°  C.  .static  (steady  AC)  heating  of 
the  sample  can  be  employed  as  described  hereinabove.  However,  unless  the 
temperature  is  raised  to  at  least  about  1000°  C,  the  new  crystalline  structure 
will  not  survive  decompression  and  will  revert  to  graphite  during  the  last  part 
of  the  decompression.  By  raising  the  temperature  of  the  sample  to  at  least 
about  1000 ""  C,  the  new  phase,  hexagonal  diamond,  is  "set"  and  survives 
decompression  yielding  a  polycrystalline  mass  containing  hexagonal  diamond 
crystallites. 

The  transformation  from  graphite  to  hexagonal  diamond  is  a  solid-to-solid 
one,  that  is,  it  does  not  involve  an  intermediate  fluid  state  of  any  kind.  There 
is  a  definite  preferred  orientation  relationship  between  the  parent  graphite 
crystal  and  the  hexagonal  diamond  crystals  created  tlierefrom.  The  r-axis  of 
the  hexagonal  diamond  formed  lies  perpendicular  to  both  the  c-  and  b-axes  of 
the  graphite,  while  the  b-axes  are  common.  The  transformation  of  one  crystal 
form  to  the  other  is  more  complicated  than  simple  sliear  disjilacement  of  the 
graphite  atomic  planes.  The  fit  of  one  lattice  to  the  other  is  only  two-dimen- 
sional and  it  appears  that  diffusion  must  occur  for  further  growth  of  the  hex- 
agonal diamond  crystal  nuclei.  This  may  be  the  reason  that  a  minimum  "set- 
ting" temperature  is  required.  It  also  appears  to  be  the  reason  that  in  all 
specimens  prepared  to  date  compressed  microcrystal  graphite  inclusions  are 
always  present  within  the  hexagonal  diamond  material.  The  shift  of  the  value, 
and  the  width,  of  the  primary  graphite  X-ray  diffraction  line  (3.35  A.  to  about 
3.1  A)  indicates  that  the  trapped  graphite  crystallites  are  present  under  a 
residual  pressure  of  about  50  kbar. 

Example  of  graphite  starting  materials,  which  have  been  used  successfully 
are :  natural  "single"  crystals,  as  for  example,  from  Madagascar  or  Ticonder- 
oga ;  highly  annealed  pyrolytic  graphites ;  compacts  made  of  SP-1,  a  commer- 
cial very  high  purity  flake  powder  graphite  of  good  crystal  perfection 
described  hereinabove.  The  important  genex'al  requirements  are  first,  the  mate- 
rial must  be  quite  well  crystallized  (that  is  the  crystallite  domains  must  be 
relatively  large  and  perfect)  ;  and  second,  the  c-axes  of  the  crystallite  domains 
must  be  well  aligned  in  a  given  direction.  Hexagonal  diamond  cannot,  for 
example,  be  prepared  from  spectroscopic  grapl'ite,  which  does  not  meet  these 
criteria. 

Examples  1-8,  11,  12  and  21  employed  transient  heating  whereby  the  tem- 
peratures were  carried  to  temperatures  beyond  line  Th  (FIG.  7),  while  indi- 
rect heating  was  employed  in  the  balance  of  the  diamond-making  runs.  The 
indirect  heating  was  accomplished  by  using  a  modified  construction  of  the 
reaction  vessel  shown  in  FIG.  2  in  that  heated  elements  of  tantalum,  titanium 
or  platinum  were  disposed  around  the  graphite  sample  or  extending  along  the 
top  and  bottom  of  the  graphite  sample  separated  therefrom  by  mica  and  elec- 
trical contact  is  made  with  the  heater  elements  to  effect  resistance  heating 
(steady  AC  heat).  The  abbreviations  Py,  Tic,  Magr  and  Hex  represent,  pyro- 
phyllite,  Ticonderoga,  Madagascar  and  hexagonal,  respectively.  Apparently,  the 
parameter  of  time  is  not  critical,  because  the  transient  heating  occurs  for  only 
a  short  period.  However,  the  steady  AC  heated  examples  were  heated  in  some 
cases  for  several  hours  producing  yields  of  70-90%  hexagonal  diamond. 
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An  example  of  a  demonstration  in  which  ht'xagonal  diamond  was  produced 
in  good  yield  is  as  follows :  the  apparatus  was  a  (JOO-ton  high  compression 
"belt."  The  specimen  was  highly  annealetl  prolytie  graphite  .009"  thick  x  .048" 
wide  X  .240"  long  (FIG.  2).  The  c-axis  of  the  graphite  was  perpendicular  to 
the  .048"  X  .240"  dimensions.  The  graphite  was  surrounded  by  pyrophyllite 
stone.  One  end  was  connected  by  a  .023"  diameter  copper  electrode  to  the  top 
piston  face  and  the  other  end  by  a  similar  electrode  to  the  bottom  piston  face. 
The  graphite  was  compressed  in  the  c-axis  direction.  During  compression  at 
room  temperature  the  resistance  of  the  specimen  varied  as  shown  in  FIG.  11 ; 
it  remained  practically  constant  until  about  2000  p.s.i.  ram  oil  pressure  was 
reached,  at  which  point  the  resistance  turned  upward.  Over  a  period  of  6  min- 
utes, standing  at  room  temperature,  the  resistance  increased  from  .028  to  .035 
ohms.  After  24  more  minutes,  when  the  power  had  been  turned  up  to  145 
watts  (15  v.,  95  A.),  the  resistance  of  the  graphite  reached  1.6  ohms.  Heating 
of  the  sample  was  generated  by  passage  of  the  current  through  the  graphite 
and  the  temperature  midway  along  the  length  of  the  graphite  specimen  (ele- 
ment 32,  FIG.  2),  where  the  hexagonal  diamond  is  formed,  surpassed  1500'  C. 
When  the  applied  voltage  reached  20  v.  the  reaction  proceeded  very  rapidly, 
and  although  the  voltage  was  increased  considerably  the  current  dropped  so 
much  that  the  power  input  decreased.  At  70  v.  the  current  was  only  slightly 
above  zero.  The  heating  circuit  was  then  removed  and  the  resistance  of  the 
sample  was  measured  with  an  olimmeter  and  oliserved  to  be  2.550  ohms. 

During  unloading  of  the  press  the  resistance  of  the  specimen  remained 
essentially  constant  down  to  400  p.s.i.  ram  oil  pressure.  There  it  began  to 
decrease  due  to  partial  reversion  of  the  specimen  to  graphite.  From  200  p.s.i. 
on  down  the  specimen  resistance  increased  again  diie  to  deformation  of  the 
specimen,  contact  resistance,  etc.  After  removal  from  the  apparatus  it  was 
found  that  the  midspan  part  of  the  specimen  (the  part,  which  had  been  hot- 
test) was  gray  in  color,  very  brittle  and  hard.  It  would  scratch  sapphire  read- 
ily, a  hardness  test  generally  employed  for  diamond.  The  X-ray  diffraction 
pattern  of  this  part  displayed  the  following  reflections : 
dA.  Intensity 

3.4    weak. 

3.1  +     very  .strong. 

2.19     strong. 

2.06     metlium. 

1.95     medium  weak. 

1.55    weak. 

1.2-55     medium  strong. 

1.17     weak : 

1.075     medium. 

The  weakness  of  the  3.4  A.  line  indicates  almost  complete  al)sence  of  uncon- 
verted graphite.  The  strong  3.1  A.  line  shows  the  presence  of  considerable  (up 
to  about  20%  by  volume)  trapped  compressed  graphite.  The  remainder  of  the 
spectrum  is  characteristic  of  hexagonal  diamond. 

The  X-ray  diffraction  pattern  of  a  part  of  the  specimen  that  was  closer  to 
tlie  copper  electrodes,  where  the  maximum  temperature  had  l)een  lower  than  at 
midspan  (which  exceeded  about  1500°  ('.).  showed  hexagonal  diamond,  ordi- 
nary hexagonal  graphite  and  some  rhombohedral  graphite.  Since  the  spectrum 
of  hexagonal  diamond  includes  all  the  regular  cubic  diamond  lines  it  is  possi- 
lile  tliat  both  parts  of  the  specimen  tested  could  have  contained  some  cubic 
diamond  also.  However,  the  2.19  A.  line  was  stronger  than  the  2.00  A.  line  in 
l)oth  cases,  so  the  fraction  of  cubic  diamond,  if  any,  was  (juite  small  compared 
to  hexagonal  diamond. 

A  piece  of  the  midspan  part  was  float-tested  in  density  fluids.  It  was  al'out 
neutral  in  methylene  iodide  which  has  a  density  of  3.33  g./cm. '.  Thus  the  aver- 
age' density  of  the  polycrystalline  material  was  about  3.33  g./cm.^  (compared 
to  the  theoretical  density  of  single-crystal  hexagonal,  or  cubic,  diamond  of  3.51 
g./cm.-). 

In  each  instance  tlie  crystalline  mass,  the  product  of  the  reaction,  contained 
hexagonal  graphite  modifled  with  tiny  inclusions  of  compressed  graphite  even 
after  chemical  treatment  to  remove  any  ordinary  graphite  present. 

Th.is  process,  therefore,  makes  available  the  conditions  for  producing  a  new 
.abrasive   material,    which    hitherto   would   have   been   available   as   a    natural 
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material  in  very  small  amounts,  being  created  by  the  extremely  high  transient 
pressures  and  the  transient  adiabatic  temperature  increase  occurring  in  a 
meteorite  at  and  by  the  shock  of  impact.  This  latter  occurrence  appears  to  be 
the  only  source  of  natural  hexagonal  diamond. 

In  the  practice  of  this  invention  as  set  forth  herein  one  preferred  form  of 
the  apparatus  and  one  preferred  circuit  have  been  employed.  Other  appara- 
tuses are  available  and  are  known  in  the  art,  which  will  provide  the  given 
conditions,  more  particularly,  apparatus  capable  of  providing  pressures  at  least 
about  the  iron  transition  in  the  general  range  of  120-135  kilobars.  The  "belt 
type"  apparatus  as  illustrated  in  FIG.  1  may  be  scaled  up  in  size  and/or  the 
reaction  vessel  configuration  may  lie  suital»ly  changed  to  provide  a  larger  reac- 
tion volume  for  the  practice  of  this  invention.  For  the  production  of  transient 
heating  the  circuit  employed  may  also  be  altered,  the  more  important  require- 
ment being  that  the  circuit  will  discharge  the  necessary  energy  in  a  shorter 
period  of  time  compared  to  the  period  of  time  for  meiting  or  occurrence  of 
deleterious  chemical  reactions  in  the  wall  materials.  As  a  resiilt,  the  sample 
material  reaches  the  required  temperature  and  commences  cooling  before  the 
surrounding  materials  have  absorbed  too  much  heat.  Consequently,  with  the 
advent  of  better  temperature  resistant  materials,  the  temperature  ri.se  time 
may  be  lengthened.  Accordingly,  the  ordinary  slow  resistance  heating  method 
as  described  in  the  aforementioned  U.S.  Patent  2,941,248,  Hall,  might  be 
employed.  Temperature  rise  may  be  considerably  varied  in  the  practice  of  this 
invention  with  the  material  as  described.  Variance  is  accomplished  by  utilizing 
different  inductance  capacitance  and  voltages  for  circuit  discharge  purposes.  In 
Table  5,  this  difference  ranging  from  30  volts  on  .040  farad  to  16  volts  on  .085 
farad  corresponds  to  a  time  delay  of  temperature  rise  of  about  214  millise- 
conds. 

The  reaction  is  differentiated  in  one  respect  over  the  reactions  described  in 
the  aforementioned  Patent  2,947,610  in  that  no  molten  metals  are  present  in 
this  invention.  In  the  previous  patent  disclosure  as  mentioned,  the  metals  as 
employed  are  recpjired  to  become  molten  at  the  indicated  conditions.  In  this 
invention  no  molten  metals  are  present  because  no  metals  are  employed,  and 
conversion  temperatures  obtained  preclude  gross  melting  of  graphite  although 
some  restrictive  domain  type  melting  may  occur.  In  the  higher  temperature 
ranges,  the  rapidity  of  the  reaction  is  such  that  the  conversion  temperature  is 
reached  in  the  graphite  and  cooling  is  commencing  before  high  temperatures 
are  reached  in  the  surrounding  materials. 

Representative  examples  of  the  teachings  of  this  invention  were  duplicated 
in  order  to  determine  tlie  effect  of  the  previously  requiretl  metals  on  this  con- 
version process.  For  example,  the  reaction  vessel  of  this  invention  was  assem- 
bled as  illustrated  in  FIG.  2  and  an  operation  as  described  with  respect  to 
Table  5  produced  cubic  diamond.  A  second  operation  duplicated  the  first  but 
contained  a  mixture  of  graphite  and  nickel  powder,  nickel  being  one  of  the 
motals  previously  required.  After  the  operation,  an  examination  of  the  contents 
or  center  portion  of  the  reaction  vessel  revealed  no  different  reaction  or  prod- 
uct. The  culiic  diamond  produced  was  the  same  in  both  instances.  On  the  other 
hand,  the  nickel  powder  was  relatively  unchanged  because  the  reaction  time 
was  so  short  that  catalysis  did  not  occur.  Repetition  of  the  above  process  with 
other  metals  indicated  no  apparent  change,  and  the  reactions  took  place  with- 
out being  iifrected  by  the  added  metal. 

During  the  pressure-temperature  operation  or  conversion  process,  the  reac- 
tion vessel  20  and  sample  32  maintain,  generally,  their  geometi-ical  integrity. 
This  is  particularly  true  of  sample  38  of  P^IG.  4.  In  the  FIG.  4  geometry  the 
full  diameter  of  the  center  portion  of  sample  38  is  converted  to  a  polycrystal- 
line  mass  as  illustrated  in  FIG.  4a  as  38o.  Therefore,  cubic  or  hexagonal  dia- 
mond may  be  recovered  in  various  predetermined  polycrystalline  configurations 
liredi'-ated  upon  the  original  cross-sectional  configuration  of  the  graphite 
sample,  s'ariations  in  sample  design  of  FIG.  2  and  other  design  configurations, 
and  the  charge  given  to  circuit  41  may  also  be  provided  to  lead  to  substan- 
tially all  of  the  graphite  sample  being  conv(M-ted  to  cubic  diamond.  At  present 
the  .--ample  rer'ov(>red  from  the  reaction  vessel  configuration  of  FIG.  2  is  illu.s- 
trated  in  FIG.  2a  as  a  rectiingnlar  barlike  form  32rt  comprising  about  the  cen- 
tral -A  length  of  the  former  sample  32  intermediate  its  longitudinal  dimension. 
The  cross  section  is  rectangularly  shaped  while  the  end  sections  are  slightly 
round("d.  When  the  original  graphite  sample  is  oriented  graphite,  i.e.,  annealed 
I>yrolytic  graphite  properly  oriented  in  the  pressure  apparatus,  the  hexagonal 
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diamond  compact  is  composed  of  hexagonal  diamond  crystals  with  correspond- 
ing orientation. 

One  of  the  salient  features  of  this  invention  is  control.  Both  temperature 
and  pressure  may  be  individually  controlled.  For  example,  practice  of  this 
invention  may  include  providing  a  desired  pressure  for  a  given  material  and 
changing  that  pressure  for  various  purposes.  Thereafter,  circuit  41  may  be  dis- 
charged at  predetermined  voltage-farad  conditions.  Tlie  minor  pressure  rise 
estimated  to  be  less  than  about  10-20  kilobars,  attril)utable  to  quick  heating 
has  been  found  not  to  appreciably  affect  the  control  of  pressure  for  this  inven- 
tion. Thus,  pressures  and  temperatures  are  independent  of  each  other.  For 
example,  in  FIG.  7,  after  a  conversion  to  hexagonal  or  cubic  diamond,  pres- 
sures are  maintained  in  the  diamond  stable  region  above  the  graphite  to  dia- 
mond equilibrium  line  E  for  all  temperatures  which  at  lower  pressures  would 
cause  graphitization  of  the  diamond  product.  For  the  reverse  conditions  any 
diamond  (hexagonal  or  cubic)  formed  would  be  graphitized.  This  may  be  more 
particularly  described,  with  respect  to  FIG.  7,  and  denotes  the  prime  impor- 
tance of  control.  Additionally,  control  of  pressure  includes  raising  and  lower- 
ing pressure  in  any  desired  increments.  The  independent  control  features  are 
thus  important  elements  in  the  practice  of  this  invention. 

This  invention  is  described  with  respect  to  a  static  pressure  apparatus  in 
which  graphite  to  hexagonal  or  cubic  diamond  conversion  takes  place.  In  such 
an  apparatus,  static  pressure  may  be  applied  as  a  first  step  with  variable  and 
long  term  delay,  if  desirable,  before  temperature  is  raised  or  circuit  41  dis- 
charged. A  slow  pressure  rise  is  preferred  to  provide  uniform  conditions  in  the 
various  materials.  Slow  is  indicative  of  operation  in  minutes  preferably  but 
includes  operation  in  seconds.  Stability  of  pressures  over  a  reasonable  time 
limit  provides  more  favorable  operation  and  more  complete  conversion  and, 
therefore,  larger  crystallites.  While  both  pressure  and  temperature  are  con- 
trolled, pressure  is  more  subject  to  control  because  it  is  maintained  under  con- 
trol after  any  initial  application  thereof  to  the  final  pressure.  Controlled  pres- 
sure is  thus  differentiated  from  shock  wave  pressures  because  it  is  a 
maintained  pressure  rather  than  a  transient  one  and  because  the  time  rate  of 
change  of  pressure  may  be  controlled.  (One  example  of  a  shock  or  explosive 
method  is  described  in  British  Patent  822,363,  Oct.  21,  1959.)  The  reaction  time 
may  then  be  correlated  with  temperature  rise  only,  this  time  being  generally 
within  about  1  to  5  milliseconds.  The  length  of  the  time  range,  however,  is 
only  predicated  on  the  materials  utilized  in  the  apparatus.  While  pressure  may 
be  raised  incrementally  in  one  or  more  increments  so  also  temperature  rise 
may  be  in  increments  when  using,  an  ordinary  resistance  heating  circuit, 
delayed  thermite  reactions,  or  additionally  by  raising  the  temperature  to  a 
given  value  below  the  threshold  temperature  and  then  utilizing  capacitor  dis- 
charge for  completion  of  the  temperature  rise. 

Of  the  various  forms  of  graphite  which  have  been  employed  in  this  inven- 
tion, conversion  to  cubic  diamond  has  been  obtained  from  hexagonal  graphite, 
graphite  containing  rhombohedral  graphite,  and  from  various  kinds  of  graph- 
ite, with  pressure  being  applied  either  perpendicular  or  parallel  to  the  c-axis 
of  the  graphite  crystals.  In  this  invention,  graphite  samples  have  been  inserted 
in  the  reaction  vessels  with  the  crystal  planes  both  perpendicular  to  and  paral- 
lel to  punch  faces  19.  In  the  preparation  of  hexagonal  diamond  well-crystal- 
lized graphite  must  be  used  and  disposed  withe  the  latter  orientation;  namely, 
with  the  c-axis  orientation  parallel  to  the  direction  of  compression. 

In  summary,  the  practice  of  this  invention  to  produce  cubic  diamond 
includes  both  operation  within  region  D2  (including  area  A)  with  pressures 
ranging  from  about  125  to  400-500  kilobars  and  entry  into  region  L  therefrom 
and  return  thereto  to  recrystallize  cubic  diamond.  By  separate  or  external 
heating  means  (as  opposed  to  temperature  rise  by  compression  or  shock),  tem- 
peratures may  be  increased  to  aliout  4000°  K.  A  preferred  temperature  ranging 
is  about  2800--1000°  K. 

The  production  of  hexagonal  diamond  employs  a  minimum  pressure  of  about 
130  kilobars  and  the  simultaneous  application  of  heat  to  raise  the  temperature 
to  in  excess  of  about  1000°C.  for  about  a  period  of  at  least  two  minutes  (FOR 
static  heating)  in  the  well-crystallized  graphite  employed.  In  the  case  of  tran- 
sient heating  the  "setting"  time  is  in  the  order  of  milliseconds. 

Both  hexagonal  and  cubic  diamond  obtained  by  means  of  this  invention  is 
widely  applicable  for  industrial  purposes  in  the  same  manner  as  natural  cubic 
diamonds,  for  example,  as  polishing,  abrading  or  cutting  materials. 

23-932—74 32 
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While  a  specific  method  and  apparatus  in  accordance  with  this  invention  is 
<lescril)ed  and  shown,  it  is  not  intended  that  the  invention  be  limited  to  the 
particular  configuration  illustrated,  and  it  is  intended  by  the  appended  claims 
to  cover  all  modifications  within  the  spirit  and  scope  of  this  invention. 

Wliat  I  claim  as  new  and  desire  to  seciire  by  Letters  Patent  of  the  United 
States  is : 

1.  A  statis  pressure  method  for  converting  a  carbon  material  to  cubic  dia- 
mond in  the  absence  of  a  catalyst  in  a  high  pressure  high  temperature  appara- 
tus which  comprises  the  steps  of : 

placing  a  (luaritity  of  material  containing  carbon  in  a  high  pressure  high  tem- 
perature apparatus. 

controUably  subjecting  said  quantity  of  material  to  pressure  sufficient  to 
raise  the  ])ressure  thereof  at  least  as  high  as  the  pressure  of  the  solid  dia- 
mond-solid graphite-liquid  carbon  triple  point,  heating  said  quantity  of 
material  to  subject  said  quantity  of  material  simultaneously  to  conditions 
of  rising  temperature  and  static  pressure  to  initiate  the  conversion  of 
carbon  to  cubic  diamond  at  a  first  point  in  area  A  in  FIG.  7  of  the  draw- 
ings and  proceed  at  least  to  a  second  point  along  line  M  in  said  FIG.  7 
having  substantially  the  same  pressure  as  said  fii'st  point  in  less  than 
about  5  milliseconds, 

returning  the  quantity  of  material  so  treated  to  ambient  conditions  of  pres- 
sure and  temperature  and 

recovering  cu)>ic  diamond  from  said  quantity  of  material  so  treated. 

2.  The  method  for  converting  carbon  material  to  cubic  diamond  substantially 
as  recited  In  claim  1  whei-ein  the  static  pressure  reached  is  at  least  about  120 
kilobars  and  the  material  is  graphite. 

3.  The  method  for  converting  carbon  material  to  cubic  diamond  substantially 
as  recited  in  claim  1  wherein  the  discharge  of  electric  current  through  the 
quantity  of  material  occurs  in  less  than  one-half  second. 

4.  The  method  for  converting  carbon  material  to  cubic  diamond  substantially 
as  recited  in  claim  3  wherein  the  minimum  energy  insertion  per  unit  weight  of 
carbon  present  is  about  16  kilocalories/mole  of  carbon. 

5.  The  method  for  converting  carbon  material  to  cubic  diamond  substantially 
as  recited  in  claim  1  wherein  the  pressure  and  temperature  are  raised  inde- 
pendently. 

6.  The  method  for  converting  carbon  material  to  cubic  diamond  as  recited  in 
claim  1  where  in  the  heating  is  accomplished  at  least  in  part  b.v  the  discharge 
of  electric  current  through  the  quantity  of  material. 

7.  A  static  pressure  method  for  converting  a  carbon  mnterial  to  cubic  dia- 
mond in  the  absence  of  a  catalyst  in  a  high  pressure  high  temperature  appara- 
tus which  comprises  the  steps  of : 

placing  a  quantity  of  a  material  containing  carbon  and  an  impurity  in  a 
high  pressure  high  temperature  apparatus, 

said   impurity   being  effective  to   i-ender  electrically  conductive   the  dia- 
mond material  produced  from  said  carbon  by  the  application  of  high 
pressiires  and  high  temperatures, 
controllably    subjecting   said    quantity    of   material   to   pressure   sufficient   to 
rai^e  the  pressure  thei'eof  at  least  as  high  as;  tjio  pressure  of  the  solid  dia- 
mond-solid graphite-liciuid  carbon  triple  point  with  the  temperature  of  said 
quantity  of  material  being  less  than  the  temperature  of  said  triple  point, 
lieating  said  (|unntity  of  material  above  the  melting  point  of  cubic  diamond 
at  a  pressure  above  the  i)ressure  of  said  triple  point  while  maintaining  the 
pressure  thereof  above  the  pressure  of  said  triple  point, 

said  raising  of  temperature  being  effected  at  least  in  part  by  discharging 
an  electric  cuvrent  through  said  quantity  of  materials, 
reducing  the  temperature  of  the  (piantity  of  material  so  treated  to  pressure- 
temperature  conditions  in  the  diamond  stable  region  of  pressures  and  tem- 
peratures on  the  phase  diagram  of  carbon  while  maintaining  the  pressure 
thereof  above  tlie  pressure  of  said  triple  point, 
returning  said  (|uantity  of  material  so  treated  to  ambient  pressure  and  tem- 

I)eriture  conditions,  and 
recovering  cubic  diamond  formed  in  said  quantity  of  material  so  treated. 
S.  The  method  for  fonverting  carbon  material  to  cubic  diamond  substantially 
as  recited  in  '-laini  7  wlierein  Ihe  iniimrity  is  a  source  of  lioron  atoms. 
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9.  The  metlmd  for  couvertins  carbon  material  to  cuhic  diamond  substantially 
as  recited  in  claim  7  wherein  tlie  source  of  carbon  is  graphite. 

10.  The  method  for  converting  carbon  material  to  cul)ic  diamond  substan- 
tially as  recited  in  claim  7  wherein  the  static  pressure  reached  is  at  least 
about  120  kilobars  and  the  temperature  reached  is  at  least  about  4000°  Kelvin. 

11.  The  method  for  converting  carbon  material  to  culjic  diamond  substan- 
tially as  recited  in  claim  7  wherein  the  discharge  of  electric  current  takes 
place  in  greater  than  two  milliseconds  and  less  than  one-half  se-ond. 

12.  The  method  for  converting  carbon  material  to  cubic  diamond  substan- 
tially as  recited  in  claim  7  wherein  the  minimum  energy  insertion  per  unit 
weight  of  carl  ion  present  is  about  22  kilocalories/mole  of  carbon. 

1.3.  The  method  for  converting  carbon  material  to  cubic  diamond  substan- 
tially as  recited  in  claim  7  wherein  the  pressure  and  temperature  are  raised 
simultaneously. 

14.  In  a  static  pressure  method  for  converting  carbon  material  to  a  diamond 
crystal  lactic  structure  in  a  high  pressure,  high  temperature  apparatus  wherein 
a  quantity  of  material  containing  carbon  is  suigected  to  static  pressure  and 
heat  is  then  applied  thereto,  the  improvement  comprising: 

(a)  placing  a  quantity  of  well-crystallized  graphite  consisting  essentially  of 
the  hexagonal  form,  the  crystallites  of  which  have  their  c-axes  in  substan- 
tial parallel  alignment,  in  the  high  pressure,  high  temperature  apparatus 
with  the  c-axis  alignment  of  said  quantity  of  graphite  disposed  in  the 
direction  of  compression  of  said  quantity  of  graphite, 

(b)  heating  said  (luantity  of  graphite  in  the  abscence  of  catalyst  under  static 
pressure  at  least  as  high  as  the  pressure  of  the  solid  diamond-solid  .graph- 
ite-liquid carbon  triple  point  to  a  temperature  of  at  least  about  1000°  C, 

(c)  returning  the  (luantity  of  graphite  so  reated  to  ambient  pressures  and 
temperatures,  and 

(d)  recovering  hexagonal  diamond  material  from  said  quantity  of  material 
so  treated. 

15.  The  improvement  substantially  as  recited  in  claim  14  wherein  the  quan- 
tity of  graphite  is  annealed  pyrolytic  graphite. 

16.  In  a  static  pressure  method  for  converting  carbon  material  to  a  diamond 
ciystal  lattice  structure  in  a  high  pressure,  high  temperature  apparatus  where- 
in a  quantity  of  material  containing  carbon  is  subjected  to  statis  pressxire 
and  heat  is  then  applied  thereto,  the  improvement  comprising : 

(a)  placing  a  quantity  of  well-crystallized  graphite  consisting  essentially  of 
the  hexagonal  form,  the  crystallites  of  which  have  their  r-axes  in  sul)stan- 
tial  parallel  alignment,  in  the  high  pressure,  high  temperature  apparatus 
with  the  c-axis  alignment  of  said  quantity  of  graphite  disposed  in  the 
direction  of  compression  of  said  quantit.v  of  graphite,  and 

(b)  heating  said  (juantity  of  graphite  in  the  absence  of  catalyst  under  static 
pressure  at  least  as  high  as  the  pressure  of  the  solid  diamond-solid  graph- 
ite-liquid carl)on  triple  point  to  a  temperature  of  at  least  about  1000°  C. 

17.  The  improvement  substantially  as  recited  in  claim  16  whex*ein  the  quan- 
tity of  graphite  is  annealed  pyrolytic  graphite. 
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1960,  Ser.  No.  30,443,   May  20,   1960,  and  Ser.  No.  141,248,  Sept.  25,  1961. 

This  application  Dec.  21,  1962,  Ser.  No.  246,636 
Int.  C).  C0\h6/S2 
U.S.  CI.  23—358  35  Claims 

This  application  is  a  continuation-in-part  of  our  applications,  Ser.  No.  15,042, 
filed  Mar.  15,  1960,  and  Ser.  No.  30,443,  filed  May  20,  1960,  both  now  abandoned 
and  of  our  copending  application,  Ser.  No.  141,248,  filed  Sept.  25,  1961,  now 
abondoned. 

This  invention  relates  to  new  com])()unds  containing  boron  and  to  methods 
for  preparing  the  compounds. 

Boron  compounds,  particularly  boron  hydrides,  have  achieved  technical 
importance  in  recent  years.  However,  there  are  many  potential  applications 
for  which  boron  compounds  including  boron  hydrides,  halides  and  alkyls,  cannot 
be  used  because  of  hydroly  tic,  oxidative  and  other  types  of  instability.  To  illustrate, 
diborane,  chlorodiborane,  pentaborane(9)  and  trialkylboron  compounds  are 
spontaneously  flammable  in  air.  Dilwrane,  pentaborane(9),  chlorodiborane, 
boron  trichloride,  iododecaboranc(14)  and  most  other  boron  halides  are  hydrolyzed 
rapidly  in  water  or  alcohol.  Even  the  most  stable  known  borohydride,  i.e.,  de- 
caborane(14),  is  hydrolj^zed  at  a  moderate  rate  in  water.  Known  ionic  boro- 
hydrides,  e.g.,  tetrahydroborates  (NaBH4  and  the  like),  are  hvdrolyzed  at  a 
rapid  rate  at  100°  C. 

This  invention  is  directed  to  a  broad  class  of  boron  compounds  which  have 
stability  characteristics  that  are  unusual  for  boron  compounds.  The  compounds 
of  the  invention  generally  show  hydrolytic,  oxidative  and  chemical  stabilities 
normally  associated  with  aromatic  organic  compounds. 

The  novel  boron  compounds  are  ionic  in  character  and  they  arc  represented 
genericaUy  by  the  following  formula: 

(1)  M.(Bi2H,2-,X,)b 

M  is  a  cation,  i.e.,  an  atom  or  group  of  atoms  which  forms  a  positively  charged 
ion  in  aqueous  solution,  which  cation  has  a  positive  ionic  charge  or  valence  of 
1-4;  (BioHn-yXy)  is  a  group  which  forms  a  divalent  anion  in  aqueous  solution, 
i.e.,  an  ion  which  carries  a  negative  charge  of  2;  X  is  a  monovalent  group  capable 
of  bonding  to  carbon  of  a  benzene  nucleus  by  replacement  of  hydrogen  bonded 
to  said  carbon;  y  is  an  integer,  i.e.,  a  positive  whole  number,  of  1  through  12; 
a  and  b  are  positive  whole  numbers  of  1  through  3  whf)se  respective  values  are 
determined  by  the  valence  of  M,  i.e.,  a  multiplied  by  the  valence  of  M  is  equal 
to  2b.  The  X  groups,  when  more  than  one  is  present,  can  be  alike  or  different. 

The  novel  compounds  of  this  invention  may  also  be  defined  as  derivatives  of 
the  acid  H2B12H12  and  its  salts  wherein  at  least  one  hyrogen  of  the  Bi2Hi2~2  anion 
is  replaced  by  an  X  substituent.  The  component  X  comprises  a  broad  group  of 
substituents  for  which  representative  illustrations  are  given  in  the  examples  in 
later  paragraphs. 

In  the  compounds  of  Formula  1  the  novel  and  characterizing  component  is 
the  boron-containing  group  shown  in  pai-entheses,  i.e.,  (Bi2Hi2-yXy)~2.  This 
group  behaves  as  a  stable  chemical  entity  in  conventional  reactions  and  it  will 
be  discussed  more  fully  in  later  paragraphs  with  particular  reference  to  the 
substituent  X. 

The  group  M 

In  generic  Formula  1  M  is  a  group  which  can  be  composed  of  one  or  more  than 
one  element  and  which  is  ionically  bonded  to  the  boron-containing  group.  The 
groups  represented  by  M  l)ear  a  positive  ionic  chnrge  and  they  have  in  common  the 
property  of  forming  positively  charged  groups  or  cations  in  water. 
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The  principal  function  of  the  group  M  is  to  provide  an  element  or  group  of 
elements  which  bear  the  necessary  positive  charges  to  combine  with  the  novel 
anion,  i.e.,    (Bi2Hi2-yXy)-2,   and  thus  permit  its  isolation  as  part  of  a  stable 

compound.  ,        ,    ,  ,       r  x 

The  i^roperties  of  the  group  M  are  not  critical  and  the  group  therefore  represents 
a  broad  range  of  elements  or  combinations  of  elements.  To  illustrate,  M  can  be 
hydrogen,  hydronium  (H3O+),  a  metal,  ammonium  (NH4+),  hydrazonium 
(NH2NH3+)  (also  called  hydrazinium),  N-substituted  ammonium,  N-substituted 
hydrazinium  (CH3NHNH3+),  aryldiazonium  (ArN2+),  sulfonium,  phosphonium, 
metal-ammine,  2,2'-bipyridinium,  quinoUnium,  phenazonium,  N-alkylpyridinium, 

and  the  like.  ,.        .     xv 

The  group  M  can  be  derived  from  anv  metal.  The  metals  according  to  the 
Periodic  Table  in  Deming's  "General  Chemistry,"  5th  ed.,  chap.  II,  John  Wiley  & 
^ons  Inc.,  and  in  Lange's  "Handbook,  of  Chemistry,"  9thed.,  pp.  .56-.57,  Handbook 
Pubhshers,  Inc.  (1956)  are  the  elem^ents  of  Groups  I,  II,  VIII,  III-B,  IV-B,  V-B 
VI-B,  Vll-B,  and  the  elements  of  Groups  III-A,  IV-A,  V-A  and  VI-A  which 
have  atomic  numbers  above  5,  14,  33  and  52,  respectively.  The  metals  can  be  light 
or  heavy  metals.  To  illustrate,  M  can  be  lithium,  sodium,  potassium,  cesium, 
beryllium,  barium,  lanthanum,  zirconium,  vanadium,  manganese,  iron,  cobalt, 
copper,  zinc,  mercurv  aluminum,  thallium,  tin,  lead,  antimony,  bismuth  silver 
or  any  other  metal.  Preferred  metals  are  those  whose  valences  are  1-3,  inclusive. 

An  especially  preferred  group  of  metals  from  which  M  can  be  derived  consists 
of  elements  of  Groups  I-A,  II-A,  I-B  and  II-B  having  atomic  numbers  up  to  and 
including  80.  Most  preferred  metals  are  the  alkali  and  alkahne  earth  metals, 
i.e.,  hthium,  sodium,  potassium,  rubinium,  cesium,  berylUum,  magnesium,  calcium, 
strontium  and  barium. 

The  group  M  can  be  a  combination  of  a  metal  and  ammonia  or  a  metal  and  an 
amine,  i.e.,  a  Werner-type  coordination  complex  referred  to  as  a  metal-ammine 
group.  To  illustrate  M  can  be 

[Ni(NH3)9]+=,  [Zn(NH3)4]+^  [Co(NH2CoH4NH2)3]+2 
[Ni (pyridine) 6]«,  [Co(NH3)6]+^  [Cu(NH3)4]+2 

and  the  hke.  The  group  can  be  a  metal  with  water  of  hydration,  e.g.,  [Cu(H20)4]+^ 
{Ni(H20)6]+2,  and  the  hke. 

The  group  M  can  be  aryldiazonium,  i.e.,  a  group  of  the  formula  ArN2+,  where 
Ar  repr'e.sents  an  aryl  group.  To  illustrate,  Ar  can  be  phenyl,  toly.,  xylyl,  naphthyl, 
and  the  like. 

The  group  M  can  be  an  N-substituted  ammonium  radical,  an  S-substituted 
sulfonium  group  and  a  P-substituted  phosphonium  group  of  the  formula  RNH3+, 
R2NH2+,  R3NH+,  R4N+,  R3S+,  and  R4P".R  represents  an  organic  group  bonded 
to  the'nitrogen,  sulfur  or  phosphorus.  The  R  groups  are  not  critical  features  of 
these  cation  groups;  thus,  R  can  be  open-chain,  closed  chain,  saturated  or  un- 
saturated hydrocarbon  or  substituted  hydrocarbon  groups.  R  can  be  a  retero- 
cvclic  ring  of  w^hich  the  nitrogen,  sulfur  or  phosphorus  atom  is  a  component  part. 
Thus,  \\hen  M  is  a  substituted  ammonium  group,  R  can  be  derived  from  pyridine, 
quinoline,  morpholine,  hexamethyleneimine,  and  the  like.  Preferably  R,  for 
reasons  of  availability  of  reactants,  contains  at  most  IS  carbon  atoms.  For  ex- 
ample, R  can  be  methyl,  2-etbylhexyl,  octadecyl,  allyl,  cyclohexyl,  cyclohexenyl, 
phenyl,  naphthyl,  anthryl,  cyclohexylphenyl,  diphenylyl,  benzyl,  chloroethyl, 
oj-cvanciamyl,  /3-hydroxyethyl,  p-hydroxyphenyl,  and  the  like. 

The  aroup  M  can  be  N-substituted  hydrazonium  (also  called  hydrazialum) 
radicals'having  the  formulas  (RNHNH3)+,  (R2NNH3)+,  and  the  like,  w^herein  R 
has  the  same  definition  as  given  in  the  preceding  paragraph.  To  illustrate,  the 
hvdrazonium  cation  can  be  derived  from  phenylhydrazine,  methylhydrazine,  1,1- 
dmiethylhydrazine,  1,2-dimethylhydrazine,  ethylhydrazine,  1,1-diethylhydra- 
zine,  and  similar  compounds. 

The  valence  of  the  cation  M  will  be  between  1  and  4,  i.e.,  M  can  have  a  valence 
of  1,  2,  3,  or  4.  In  most  cases  the  valence  of  M  wiU  be  1  or  2  and  this  group  of 
compounds  in  which  the  valence  of  M  is  at  most  2  are  readily  preparable  and  so 
form  a  preferred  group  of  compounds  in  this  invention. 

The  group  (Bi2Hi2-yXy)-2 

The  novel  feature  of  the  compounds  of  Formula  1  is  the  polyhydropolyborate 
group,  Bi2Hi2-yXy,  which  carries  an  ionic  charge  of  —2  and  which  forms  a  divalent 
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anion  in  aqueous  solution.  The  values  of  a  and  b  in  generic  Formula  1  are,  there- 
fore, determined  by  the  valence  of  M  and  they  are  the  smallest  Avhole  numbers 
which  satisfy  the  following  equation : 

,      oX  valence  of  M 
b= 2 

The  pertinent  feature  in  the  novel  group, 

(Bi2H,2-yXy)-2 

is  the  substituent  X,  which  is  bonded  to  boron.  The  number  of  substituents  which 
can  be  present  in  the  group  is  not  less  than  1  or  more  than  12  and  the  substituents 
can  be  alike  or  different. 

In  its  broadest  aspects,  X  is  a  monovalent  group  which  has  the  characterizing 
property  of  forming  X — C  bonds  where  C  represents  a  carbon  which  is  a  nuclear 
member  of  a  benzene  ring  and  where  the  X — C  bond  is  formed  in  place  of  an  H — C 
bond.  The  property  of  forming  X — C  bonds,  where  C  is  nuclear  carbon  as  defined 
above,  is  conmion  to  all  the  groups  which  are  represented  by  X. 

The  group  X  can  represent  a  substituent  introduced  into  the  Bi2ni2~-  anion 
bv  direct  reaction  or  it  can  represent  a  substituent  obtained  by  subsequent 
chemical  modification  of  a  group  which  has  been  introduced  by  direct  reaction, 
e.g.,  a  sul)stituent  obtained  by  reduction,  esterification,  hydrolysis  or  amidation 
of  directlv  introduced  groups. 

Compounds  of  the  invention  are  obtained  by  processes  which  employ  as  a 
principal  reactant  a  salt  or  acid  having  the  BuHn"^  anion,  i.e.,  a  compound  of  the 
fonnula  Ma(Bi2Hi2)b,  where  M,  a  and  b  have  the  meanings  given  in  previous 
paragraphs. 

The  salts  or  acid  having  the  B12H12-2  anion  (called  dodecahydrododecaborates) 
are  compounds  whose  in'frared  spectra  consistently  include  strong  absorption 
bands  at  4.0.u±0.1  and  9.35ai±0.1.  These  bands  are  an  identifying  characteristic 
of  dodecahvdrododecaborate  anions  in  which  the  absorption  at  4.0/i±0.1  is  due 
to  B— H  stretching  and  at  9.3om±0.1  is  due  to  the  dodecaborate  cage. 

The  dodecaborate  anion  is  referred  to  above  as  a  dodecaborate  cage.  The  B" 
nuclear  magnetic  resonance  spectra  of  dodecahydrododecaborate  salts  have  been 
determined  and  the  data  indicate  that  the  dodecahydrododecaborate  anion  con- 
tains one  and  only  one  type  of  boron  atom,  i.e.,  all  the  borons  are  chemically 
equivalent.  The  data  further  indicate  that  each  boron  atom  is  bonded  to  only 
one  hydrogen  atom  and  that  all  the  hydrogen  atoms  are  chemically  equivalent. 
These"  data  are  best  ex])lained  by  assigning  to  the  dodecahydrododecaborate 
anion  a  spatial  configuration  wherein  the  boron  atoms  form  an  icosahedron  in 
which  all  the  boron  atoms  are  equal  (in  the  same  sense  that  all  carbon  atoms  in 
benzene  are  equal)  and  each  boron  is  bonded  to  one  hydrogen.  A  complete  analysis 
of  infrared  and  Raman  spectra  show  the  dodecahydrododecaborate  anion  to  have, 
in  fact,  1 1  symmetry.. The  spatial  configuration  of  this  dodecahydrododecaborate 
anion  can  be  described  most  aptly  as  an  icosahedron  of  boron  atoms.^ 

One  or  more  hydrogens  in  the"  Bi2Hi2~2  anion  can  be  replaced  with  groups  or 
substituents  to  whatever  degree  desired.  Substitution  in  the  Bi2Hi2"2~  anion 
can,  of  course,  lead  to  a  shift  in  the  absorption  bands  and  the  characteristic 
bands  for  the  substituted  B,2  anion  may  vary  from  the  wavelengths  given  earlier 
for  the  unsubstituted  Bi2H,2"2  anion.  Complete  substitution  of  all  12  hydrogen 
atoms  will,  of  course,  result  in  the  disappearance  of  the  band  at  about  i.On  which 
is  due  to  B — H  stretching. 

The  substituent  X  can  be  introduced  directly  or  indirectly  into  the  B12H12  - 
anion.  One  or  more  groups  can  be  introduced  by  direct  reaction  and  these  groups 
can  be  modified  by  subsequent  chemical  reactions.  Groups  which  can  be  intro- 
duced Ijy  conventional  processes  and  which  employ  readily  available  reactants 
form  a  preferred  class.  In  this  preferred  group  of  compounds  of  Formula  1,  the 
group  X  represents  one  or  more  of  the  following  substituents:  halogens  (F,C1, 
Br,  I),  hydrocarbon,  carboxyl 

(— C— OH) 

carbamyl  and  N-substituted  carbamyl 

000 

(— C=NHj,  -CNHR',  — C— NR2') 
halocarbonyl 


O 

Y) 


a- 
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where  Y  is  F,  CI,  Br,  I),  halomethvl  (— CHjY',  — CHY'2  and  CY'3,  where  Y'  is 
F  CI  Br  I)  hydroxy  ( — OH),  hvdrocarbonoxv  ( — OR'),  mnnooxahydrocarbon- 
oxv  (R'OR"0— )  acetal  [— CHCOROz],  ketal  [— CR'(0R')2],  hydrocarbon- 
cafbonvloxv  [ — 0C(0)R'],  hvdrocarbonoxycarbonyl  [— C(0)0R'],  isocyanate 
(— NCO),  thincvanate  (— SCN)  isothiocyanate  (— NCS),  hydrocarbonmercapto 
(— SR'),  hvdroxvmethvl  (— CH2OH),  hydrocarbonoxvmethyl  (— CH2OR') 
aminnmethj-"!  (— CH2NH2,  — CH2NHR'  and  — CH2NR'2),  cyano  (— CH),  amino 
(— NHR',  — NR'2),  thiol  (— SH),  azido  — N3),  acyl 

o 

II 

(C-R') 

formvl 

O 

II 
(-C-H) 

nitro  ( — NO2)  nitroso  ( — NO),  azo  ( — N^N — Ar),  where  Ar  is  an  aromatic  hydro- 
carbon group  of  up  to  10  carbons),  sulfo  ( — SO3H),  sulfonyl  ( — SO2R'),  and  ace- 
toxj-mercurj' 

(-HgOCCHs) 

R',  where  used  in  the  above  substituents,  is  a  monovalent  organic  group  w'hich  is 
preferablv  a  hvdrocarbon  group  (alkyl,  cycloalkyl,  alkenyl,  cycloalkenyl,  aryl, 
alkaryl,  aralkyl,  and  the  like)  of  at  most  18  carbons,  and  R"  is  a  divalent  hydro- 
carbon group  of  at  most  IS  carbons. 

Many  of  the  compounds  of  the  invention  are  obtained  by  reacting  the  dodeca- 
hydrododecaborate(2-),  i.e.,  the  Bi2Hio«-  salt  or  acid,  with  an  electrophiUc  reagent. 
Substituents  introduced  by  this  process  into  the  anion  are  called  hereinafter 
"electrophilic  groups."  Compounds  of  Formula  1  obtained  by  a  process  of  electro- 
phiUc attack  form  a  second  preferred  class  of  products  of  the  invention.  In  this 
preferred  group  of  compounds  of  Formula  1,  X  is  defined  as  a  monovalent  group 
which  is  capable  of  bonding  to  carbon  of  a  benzene  nucleus  by  reaction  of  benzene 
or  a  substituted  benzene  with  an  electrophiUc  reagent. 

An  electrophilic  group  is  a  group  which  is  deficient  in  electrons  and  which  has 
a  point  of  low  electron  density.  Electrophilic  groups  and  reagents  which  are 
employed  to  eiTect  substitution  "of  such  groups  for  hydrogen  on  carbon  of  a  ben- 
zene nucleus  are  described  in  conventional  textbooks,  of  which  the  following  are 
examples : 
R^emick,  "Electronic  Interpretations  of  Organic  Chemistry,"  pp.  89-110,  Wiley 

(1943). 
Ingold,    "Structure  and  Mechanism  in  Organic  Chemistry,"  pp.  198-200,  269-304 

fespeciaUy  pp.  202,  211),  CorneU  University  Press  (1953). 
Fuson,  "Advanced  Organic  Chemistry,"  chap.  1,  Wiley  (1953). 
Wheland,  "Advanced  Organic  Chemistry,"  2nd  ed.,  p.  83,  Wiley  (1949). 

Examples  of  electrophiUc  groups  or  sul^stituents,  represented  by  X  in  Formula  1, 
which  are  included  in  this  preferred  group  are  as  follows:  halogens  (F,  CI,  Br,  I), 
hydrocarbf)n  ( — R'),  carboxjd 


N,N-disubstituted  carbarn yl 
haloformyl 


O 

(-C-OH) 

O 

(— C-NR2') 

o 


(-C-Y) 

where  Y  is  F,  CI,  Br,  I),  cyano  (— CN),  trihalomethyl  (— CCI3,— CF3,  etc.),  acyl 

o 

(-C-R') 
formyl 


O 

(JO-H, 
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nitro  (—NO;),  nitroso  (—NO),  azo  (— N  =  N— R'),  sulfo  (— SOjH),  sulfonyl 
( — SO2R'),  hydrocarbonoxy  (OR'),  hydrocarbonmercapto  ( — SR'),  and  mercuric 
acetyl 


(— HgOCCHj) 

R',  where  used  in  the  above  substituents  is  a  monovalent  organic  group  which  is 
preferabh^  a  hydrocarbon  group  (alkyl,  cycloalkyl,  alkenj^l,  cycloalkenyl,  aryl, 
alkar.yl,  aralkji)  of  at  most  18  carbons. 

The  number  of  substituents  which  can  be  present  on  the  dodecahydrodode- 
carborate(2-)  anion  is  not  less  than  1  or  more  than  12.  Thus,  the  anion 
(Bi2Hi2-yXy)-2,  in  the  generic  formula  jMa(Bi3Hi2-yXj.)b,  can  range  from 
(Bi2nnX)~2  through  successively  decreasing  hj-drogen  content  to  (Bi2Xi2)~-. 

Examples  of  the  new  compounds  of  the  invention,  illustrated  by  formulas,  are 
as  follows: 

[(C2H5)4N]2Bi2HuOH,  [(CzH-liNHiliBiiHioCOH)? 
HpBi2Hio(OH)2,  (HaOsBuHiiCOOH.  [(CIl3)2NNH3]!Bi2HioCl2 
CaBi8H8Cl4,  Na2Bi2Hio(CH3)2,  E:2Bi2HiiC2H5,  Na2Bi2Hs(C3H;M 

o  o 

II  II 

Li2Bi2HiiCOCH3,  [Al(H20)6]2(Bi2HiiCNH2)3 

O  O 

II  II 

Zn(NH3)4Bi2HiiCNHCH3,  CaBi2H;Cl3(CNH2)2 

O 

II 
HgBi2HiiCN(C2H5)2,  Cu(Nn3)6Bi2Hio(CN)2 

Ni(H20)6Bi2HiiCF3,  SnBi!H4Cl5F3,  Co(H20)6B.2HijCl8 

[Fe(HjO)6]2(Bl2Cll2)3,  (H30)2Bl2Hlo(S03H)2,  H2B:2H6(C3H7)3Cl3 

O 
II 
Na2Bi2Hii(HgOCCn3) 

Cs2Bi2HiiC(CN)=C(CN)=C(CN)2,  CsHBi2Hio(C8H5)2 

(C4HsNH3)2Bi2HiiS02NH2,  (NH,)2Bi2H6Fi),  K2B12H10F2 

(NH4)2Bi2HiiS02C6H5,  BaBi2H»(N02)3 

O 

II 
Mn(H20)iiBi2HiiN(CH3)2,  MgBuBrn,  H2B12H11CC6H6 

Co(NH3)eBi2H9Cl8,  Zn(NH3)iBi2Bri2.  Co(H20)6Bi2Hio(C2H5) 

(C8H5NHNH3)2Bl2ll2.  [{C6H5)3S]2Bl2Hl0(C4H9)2 

o 

II 

[(C8H5)4P]2Bl2H,ol2,  [(CH3)3S]2Bl2Hl0(OCCH3)2 

Na2Bi2Hio(OC4Hg)2,  K2B12H11OC6H5,  HgBioHnOCHjCeHs 
MgBi2HiiSC4Ho,  BaBi2Hio(SCH2C6H5)2,  ZnBi2HiiOCH2CH20CH3 
SrBi2Hio(C2H5)(OCH2CH20CH3),  and  Ag2Bi2HuOCIl2CH20CH3 

MgBl2H8(SCH3)2(OC2H5)2.  [(C2H5)3S]2Bl2H4Cl5(OCH3)2C2H5 

o 

II 

[(CH3)4P]2Bl2Cl4F4(SC4Hg)2(OCH)2 

The  invention  includes  within  its  scope  compounds  with  two  or  more  X  groups 
which  are  unlike,  e.g., 

O 

II 

[(CH3)4P]2B,2Cl4F4(SC4H«)2(OCH)2 

and  the  like. 

The  new  compounds  are  usually  solid  products  which  are  salt-like  in  character. 
Man\-  of  the  comixxmds  dissolve  in  water.  The  color  of  the  ('(impounds  is  dependent 
on  the  nature  of  the  M  group  and  of  the  electrophilic  group  bonded  to  boron. 
For  example,  the  cupric  ammonium  salts  are  bright  blue,  alkali  metal  salts  are 
are  usually  white. 

Most  of  the  compounds  are  stable  and  usually  can  be  handled  in  a  conventional 
manner.  Thus,  compounds  having  halogen,  alkj-1  or  acyl  substituents  are  stable 
and  they  can  be  kept  in  storage  for  prolonged  periods  in  ordinary  containers. 
However,  the  precautions  usually  followed  in  handling  new  compositions  should 
be  employed. 
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The  scope  of  the  monovalent  groups  encompassed  by  X  in  generic  Formula  1 
for  the  compounds  of  the  invention  can  be  understood  more  clearly  by  describing 
methods  for  obtaining  the  compounds. 

The  ionic  charge  of  —2  on  the  boron-containing  anion,  which  was  discussed 
previously,  refers  to  a  charge  which  is  inherent  in  the  boron-hj^drogen  cage 
structure.  The  value  of  the  ionic  charge  is  independently  of  and  does  not  take 
into  consideration  any  ionic  charge  which  may  reside  in  the  X  substituents  by 
virtue  of  ionizable  functional  groups.  The  ions  which  are  formed  by  ionizable 
substituents  are  considered  to  be  part  of  the  X  groups  and  are  included  within 
the  scope  of  these  groups.  For  example,  carboxyl,  sulfo,  amino,  thiol  and  like 
substituents  will  function  as  groups  which  possess  acidic  or  basic  properties 
which  are  independent  of  the  boron  cage  structure. 

Preparation  of  compounds 

Eledrophilic  subsHluiion. — In  this  method,  which  involves  the  direct  substitu- 
tion of  hydrogen,  two  reactants  are  employed  which  are  defined  as  follows: 

(a)  a  boi'on-containing  compound  of  the  general  formula  Ma(BHi2Hi2)b, 
wherein  M,  a  and  b  have  the  meanings  given  earlier  in  generic  Formula  1  for  the 
novel  compounds. 

(b)  a  reagent  capable  of  introducing  an  electrophilic  group  into  a  benzene 
nucleus  bj^  replacement  of  hj-drogen  bonded  to  a  carbon  of  said  nucleus.  This 
second  reactant  is  referred  to  as  an  electrophilic  reagent. 

The  characteristics  of  each  group  of  reactants  are  discussed  in  more  detail  in 
the  following  paragraphs. 

The  boron-containing  reactant,  Ma(Bi2Hi2)b,  is  a  dibasic  acid  or  a  salt  of  a 
dibasic  acid  which  has,  as  a  characterizing  group,  a  divalent  anion,  (Bi2Hi2~2) .  This 
anion  will  be  referred  to  as  the  "dodecahydrododecaborate(2~)  anion"  or,  for 
simplicity,  as  "dodecah3^drodecaborate(2~)." 

At  this  point,  it  should  be  noted  that  the  novelty  of  the  compounds  of  the 
invention  is  such  that  no  officially  approved  system  of  nomenclature  has  yet 
been  established.  The  name  "dodeeahydrododecaborate(2~)  "follows  the  lines 
recommended  for  naming  other  boron  compounds  and  its  use  here  permits  the 
logical  naming  of  a  derivative  of  the  (Bi2Hi2)~2  anion  as  a  substituted  "dodecabo- 
rate(2-)". 

Dodecahydrododecaborate(~2)  is  an  unusual  species  of  divalent  anion  which 
has  remarkable  and  unexpected  chemical  properties.  In  many  respects  it  shows 
much  greater  chemical  stability  than  any  previous  reported  boron  hydrides, 
whether  neutral  or  bearing  a  charge.  For  example,  the  anion  is  inert  to  sodium 
methoxide  in  refluxing  methanol  and  it  does  not  hydrolyze  in  water.  The  anion 
forms  salts  with  basic  materials,  e.g.,  amines  and  metals,  and  from  these  salts 
there  can  be  obtained  a  strongly  acidic  hj'dronium  compound  by  treatment  with 
an  ion  exchange  resin.  Solutions  of  silver  nitrate  are  not  reduced  by  aqueous 
solutions  containing  the  B^Hjo'^  anion,  a  behavior  which  is  in  marked  contrast 
to  the  behavior  of  other  boron  hydrides.  The  stability  of  the  Bi2Hi2~^  anion  to 
strong  bases,  strong  acids,  and  oxidizing  agents  is  unique  for  boron  hydride 
structures. 

It  is  surprising,  in  view  of  the  chemical  stability  described  above,  to  find  that 
the  dodecahydrododecaborate(2~)  anion  undergoes  a  wide  range  of  substitution 
reactions  in  a  manner  which  resembles  the  behavior  of  a  carbocyclic  aromatic 
compound,  e.g.,  benzene  or  naphthalene.  More  specificalh',  the  hydrogens  bonded 
to  boron  in  the  Bi2Hi2~2  group  are  replaceable  by  substituents  which  can  also 
replace  hydrogen  bonded  to  nuclear  carbon  in  benzene  or  a  substituted  benzene 
such  as  toluene.  This  behavior  of  the  dodecahydrododecaborate(2~)  anion  is 
particularlj'  surprising  in  view  of  the  completely  inorganic  composition  of  the 
anion.  It  is  the  previously  unknown  "aromatic  character"  of  the  dodecahydro- 
dodecaborate(2~)  anion  which  forms  the  basis  of  the  present  invention  leading 
to  a  broad  range  of  novel  substituted  dodecaborates(2~). 

It  is  evident  from  the  above  description  of  the  chemistry  of  the  dodecahydro- 
dodecaborate(2~)  anion  that  the  second  reactant,  i.e.,  the  electrophilic  reagent^ 
employed  in  prejiaring  the  novel  compounds  is  a  reagent  which  can  effect  a  sub- 
stitution reaction  in  a  benzene  nucleus.  These  reagents,  in  view  of  the  extensive 
work  which  has  been  done  on  substitution  reactions  in  the  benzene  nucleus, 
form  a  well-known  group  of  compoimds. 

Electrophilic  reagents  which  are  broadly  operable  in  the  process  are  reagents 
which  will  effect  direct  substitution  of  hj-drogen  bonded  to  carbon  of  a  benzene 
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nucleus,  i.e.,  the  liydrogon  is  replaced  by  a  group  derived  from  the  elcctrophilic 
reagent.  Electrophilic  reagents  are  compounds  which  react  by  acquiring  electrons 
or  acquiring  a  share  in  electrons  which  previously  belonged  to  a  foreign  molecule 
(see  Ingold,  vide  supra,  p.  201).  Examples  of  electrophilic  reagents  which  are 
within  the  scope  of  the  above  definition  and  which  are  operable  in  the  process  of 
the  invention  are  given  below,  together  with  the  substituent  group  which  in  the 
process  is  bonded  tf)  boron  in  the  final  product. 


Electrophilic  reagent 


Electrophilic  group  bonded  to  boron 


Halogens  (F2,  CI2.  Bu.  h) -  Halogen  (F.  CI,  Br,  I) 

Cyanogen  hahdes  (CNF,  CNCl). Nitrile  (CN) 

Sulfuric  acid — SO3H 

Nitric  acid _ — NO2 

H2NOSO3H — NH2 

Olefins -alkvl  [e.g..  — C2H5.  — CH(CH3)2] 

Acetylenes.. Alkenyl  (e.g.,  — CH=CH2.  — CH=CHR") 

O  O 

II  II 

Hg(OCCH3)2  — HgOCCH2 

(CN)2C=C(CN)2  — (CN)C=C(CN)2 

HNO2  —NO 

O 

li 
CO/HCl  — CH 

R"S0;C1  — SO2— R" 

O  O 

II  II 

R2"NCC1  — CNR2" 

(R"OR'n)+Cl-  (oxonium  salt).. —OR" 

(R"0H2)+C1-  (o.xonlum  salt). —OH 

(H30)+C1-  (hvdronium  salt) —OH 

R"SSR"  — SR" 


In  the  above  groups,  R"  is  a  monovalent  organic  radical,  preferably  hydro- 
carbon of  at  most  18  carbons,  which  can  be  alk,yl,  alkyenl,  cycloalkyl,  cycloalkenj^l, 
aryl,  alkaryl,  aralkyl,  and  the  like. 

In  the  reactions  employing  some  of  the  above  electrophilic  reagents,  a  catah'st 
may  be  used,  e.g.,  aluminium  trichloride,  boron  trifluoride  and  polvphosphoric 
acid.  These  catalysts  are  emplo.yed  in  the  same  manner  as  in  the  well-known 
procedures  in  organic  chemistry.  In  some  cases  the  boron  compounds  themselves 
function  as  catalysts,  e.g.,  in  alkj'lation  of  (H30)2Bi2lIi2. 

The  electro|)hiiic  reagents  emplo.yed  in  the  process  are  materials  which  are 
usually  readily  available  of  which  are  obtained  by  conventional  methods. 

It  is  evident  from  the  above  discussion  that  a  wide  range  of  processes  is  available 
for  the  preparation  of  compounds  of  the  invention.  These  processes  are  illustrated 
more  fully  in  the  examples  which  are  given  later  in  the  discussion  of  the  invention. 

Proce.sses  which  are  emplo.yed  to  introduce  one  or  more  X  groups  on  the  boron 
cage  are  not  necessarily  identical  with  the  processes  employed  to  introduce  the  X 
groups  on  a  benzene  nucleus.  Consideration  must  be  given  to  differences  in  reac- 
tivity or  in  reaction  mechanism  between  a  completely  inorganic  system,  as 
represented  by  the  Bi2Hi2~^  anion  and  an  organic  aromatic  sj'stem  represented 
by  the  benzene  ring. 

It  is  further  noted  that  in  the  preparation  of  compounds  of  the  invention  by 
methods  discussed  earlier  the  substituent  which  ultimateh^  is  bonded  to  boron  in 
the  final  product  is  not  necessarily  the  substituent  which  would  be  obtained  with 
a  process  employing  a  conventional  carbocyclic  aromatic  reactant.  To  illustrate, 
reaction  of  formaldehyde  with  a  dodecahydrododecaborate(2~)  yields  a  com- 
pound of  Formula  1  in  which  X  is — OCII3  instead  of — CHoOII  which  might  be 
obtained.  Variations  of  this  nature  from  conventional  results  are,  as  mentioned 
earlier,  not  unexpected  in  view  of  the  completely  inorganic  character  of  the  dode- 
cahydrodod('caborate(2~)  anion.  Such  variations  do  not  change  the  view  of  the 
basic  aromatic  character  of  the  boron  sphere  or  cage  in  the  dodecaborate  anion. 

Differences  in  preparative  procedures  or  variations  in  the  types  of  substituents 
which  may  be  obtained  do  not  change  in  any  wa}^  the  common  characteristics  or 
property  of  all  the  X  groups,  i.e.,  the  property  of  bonding  to  a  nuclear  carbon  of 
a  benzene  ring. 


It  is  surprising  that,  despite  the  inorganic  nature  of  the  boron-containing 
reactant,  so  many  of  the  ])rocesses  emi)lo_ved  in  aromatic  chemistry  are,  in  fact, 
o])erable  in  the  present  invention,  e.g.,  the  j^rocesscs  of  halogenation,  alkyhition, 
acylation,  aniination  and  the  like.  Even  more  surprising  and  unexpected  is  the 
fact  that  the  X  groups  bonded  to  boron  in  the  dodecaborate(2~)  anion  exhibit 
a  chemical  behavior  in  sulisoquent  reactions  which  resembles  chisely  the  behavior 
of  the  same  X  groups  bonded  to  a  nuclear  carbon  of  an  aromatic  ring.  This  similar- 
ity in  behavior  permits  the  preparation  of  a  broad  range  of  X  substituents  bonded 
to  the  boron  cage. 

The  boron  hydride  reactants  of  the  formula  Ma(Bi2H]2)b  arc  materials  which 
can  be  ol)tained  by  relatively  simple  methods  from  an  alkali  metal  Ijorohydride, 
e.g.,  NaBH^,  and  diborane  (BoUe).  The  preparation  of  representative  dodeca- 
hydrododecaborates  emploj-ed  as  reactants  is  illustrated  in  examples  given  in 
later  ]iaragraphs. 

Reaction  of  the  dodecahydrf)dodecaborate(2~)  salts  to  obtain  the  compounds 
of  the  invention  is  conducted  in  conventional  vessels  with  corrosion-resistant  inner 
surfaces,  e.g.,  glass,  platinum,  poly(tetrafiu<)roethylene)  resin,  and  the  like.  The 
dodecahydrododecaborate  salt  MaCBioH^Ob  and,  optionally,  an  inert  licjuid 
solvent  is  charged  into  the  reaction  vessel.  The  electrophilic  reactant  is  then  su])- 
plied  to  the  reaction  vessel  at  a  temperature  and  at  a  rate  which  will  provide  a 
controllable  reaction  and  which  will  bring  the  reaction  to  comjjletion  within  a 
reasonable  time.  When  electrojihilic  reagents  are  emploj-ed  which  are  hydro- 
lytically  stable,  water  f)r  alcohols  (methanol,  ethanol)  can  be  u.^ed  convcniently 
as  a  solvent  for  the  reaction.  Other  solvents  can  be  used,  for  example,  diethyl 
ether,  benzene,  heptane,  carbon  tetrachloi-ide,  carbon  disulfide  and  the  like. 

The  temperature  at  which  the  reaction  is  conducted  will  be  determined  largely 
by  the  reactivity  of  the  electrophilic  reagent.  In  general,  the  temperature  will  be 
between  about  —20°  C.  and  150°  C.  Preferablv  the  temperature  will  be  between, 
about  0°  C.  and  about  100°  C. 

The  time  of  reaction  in  a  batch  process  will  also  depend  to  a  considerable 
extent  on  the  reactivity  of  the  electrophilic  reagent.  The  reaction  generally  pro- 
ceeds rapidl.y  and,  with  thorough  mixing  of  the  reactants,  the  time  ma,v  be  as  low 
as  5  minutes  or  even  less.  Generalh'  a  reaction  time  between  about  10  minutes 
and  5  hours  is  sufficient.  It  is  desirable  and  advantageous  to  mix  the  reactants  b}- 
any  suitable  means  although  mixing  is  not  essential  for  operabilit3^  In  some  cases, 
e.g.,  with  alkyl  halides  as  the  electrophilic  reagent,  catal,ysts  are  used  in  the  proc- 
ess employing  the  technology  of  well-known  organic  aromatic  chemistry. 

The  reaction  can  be  conducted  under  pressure,  if  desired,  but  it  is  not  essential 
to  use,  pressure.  In  many  cases,  the  reaction  proceeds  satisfactoril^y  at  atmospheric 
pressure. 

The  proportions  in  which  the  reactants  are  used  are  not  critical.  It  is  preferable, 
in  order  to  obtain  maximum  jdeld  of  desired  product,  to  use  at  least  one  mole  of 
the  electrophilic  reagent  for  each  hydrogen  which  is  to  be  replaced  on  the 
dodecarborater2~)  anion.  It  is  not  essential,  however,  that  this  ratio  be  used. 

The  compoiuids  are  jjurified  by  well-known  and  recognized  procedures.  For  the 
majority  of  products,  conventional  crystallization  procedures  are  used,  employing 
water  or  alcohol  as  solvents.  For  products  of  limited  solubility^,  solutions  of  the 
compounds  can  be  treated  with  adsorptive  agents,  e.g.,  activated  carbon  or  silica 
gel,  to  remove  the  impurities. 

Indirect  substitution. — The  compounds  of  the  invention  can  be  obtained  by 
processes  which  are  conducted  in  two  or  more  steps.  These  processes  are  generally 
employed  to  obtain  compounds  of  Formula  1  in  which  X  is  hydroxjd,  amine  or 
substituted  amine. 

In  one  method  of  operation,  a  dodecahydrododecabf)rate  salt,  an  amide  of  a 
cahoxylic  acid  and  an  aqueous  solution  of  a  hydrogen  halide,  e.g.,  hydrogen 
chloride,   are  reacted,   generallj'  with  heating. 

The  product  of  the  reaction  is  isolated  as  a  metal  salt  and  it  is  then  reacted 
in  a  second  step  with  an  aqueous  solution  of  an  alkali  metal  h,vdroxidc  to  obtain 
a  compound  of  Formula  1  in  which  X  is  — OH. 

In  a  second  method  of  operation,  hydrates  of  metal  salts  of  dodecahydrodode- 
caborates  are  heated  under  reduced  pressure  over  drying  agents  to  ol^tain  com- 
pounds of  Formula  1  in  which  X  is  — OH.  This  method  is  especially  useful  for 
obtaining  compounds  which  have  a  plurality  of  — OH  groups. 

Compounds  of  Formula  1  in  which  X  is  amine  or  a  substituted  amine  are 
obtained  bj'^  several  methods.  In  one  method  a  dodecarborate(2~),  either  as  the 
acid  or  metal  salts  of  the  acid,  is  reacted  with  an  hydroxylamine-0-sulfonic  acid, 
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genexallv  in  a  ner.tral  aqueous  solution.  The  reaction  proceeds  readily  at  moderate 
temperatures  and  the  amine-substituted  compound  is  isolated  bj'  conventional 
procedures. 

A  second  method  of  preparing  compounds  bearing  amine  groups  consists  in 
mixing  a  dodecarborate (2")  acid,  e.g.,  H2B12H12  or,  in  its  hydronium  form, 
(H30)2Bi2H]2,  and  an  amide  in  aqueous  solution.  The  solution  is  heated  until 
water  is  removed  completely  and  it  is  then  refluxed.  Dilution  of  the  solution  with 
an  alcohol,  e.g.,  CH3OH,  followed  by  addition  of  a  salt  having  an  appropriate 
cation  leads  to  the  isolation  of  a  compound  of  generic  Formula  1  in  which  X  is 
— NH2,  — NHR'  or  — NR2'. 

A  second  group  of  products  is  obtained  in  this  reaction  which  are  compounds 
of  Formula  1  in  which  X  is  formyloxy  or  hydrocarboncarbonyloxy,  i.e.,  — OC(0)H 
or  — OC(0)R'.  To  illustrate,  with  dimethylformamide  as  the  reactant,  compounds 
of  Formula  1  are  obtained  in  which  X  is  — OC(0)H;  with  dimethylacetamidc, 
compounds  in  which  X  is  — OC(0)CH3  are  obtained.  This  group  of  compounds 
is  also  obtained  readily  by  esterification  of  the  hydroxyl-bearing  compounds  as 
described  below. 

The  hydroxyl-  and  amine-suVjstituted  compounds  can  be  used  as  intermediates 
for  the  preparation  of  compounds  of  the  invention  in  which  X  is  bonded  to  boron 
through  oxygen  or  nitrogen.  To  illustrate,  the  hydroxyl-bearing  compound  is 
reacted  with  acids,  acid  halides  or  acid  anhydrides  to  obtain  compounds  in  which 
X  represents  an  ester  group  [ — OC(0)R',  or  — OC(0)H];  with  isocyanates  to 
obtain  compounds  in  which  X  is  — OC(0)NHR';  with  olefins  to  obtain  compounds 
in  which  X  is  — OR';  with  acetylenic  compounds  to  obtain  products  in  which  X 
is  — OCH  =  CHR';  with  sulfonyl  halides  to  obtain  products  in  which  X  is  — 
OSO2R',  and  the  like.  As  a  further  illustration,  the  amine-bearing  compounds 
can  be  acylated  to  give  products  having  groups  such  as  — NHC(0)R'  and  they 
can  be  reacted  with  isocyanates  to  obtain  compounds  having  groups  such  as 
— NHC(0)NHR'.  Amine-substituted  (^NH2)  compounds  can  also  be  alkylated,, 
e.g.,  with  dialkyl  sulfates,  to  obtain  compounds  bearing  - — NHR'  and  ^NRo 
groups. 

In  the  above  description,  R'  has  the  meaning  defined  in  an  earlier  paragraph.. 
To  illustrate,  by  using  the  appropriate  amino-substituted  polyborate  and  acid 
hahde,  there  can  be  obtained 

O  O 

II  II 

Na2B,2H,o(NH-CCH3)2,    (NH4)2Bi2nio(NHCC6H5)2 

O  O 

[(CH3)4N]2Bi2H,iNHCC,iH23,   CaBi2H9(NHCC3H7)3 

and  the  like. 

Compounds,  bearing  carboxy  groups  or  esters  and  amides  thereof  are  o!)tained 
by  reacting  the  acid  H2B12H12,  generally  as  a  hydrate  [(H30)2Bi2lIi2-?;H20,  where 
w  has  a  value  of  up  to  13]  with  carbon  monoxide  under  super-atmospheric  pres- 
sure. The  product  thus  obtained  is  dissolved  in  water  or  in  alcohols  to  obtain 
compoimds  bearing  carboxj-1  groups  or  esterified  carboxyl  groups.  The  product 
of  the  carbon  monoxide  reaction  can  be  reacted  with  ammonia  or  amines  to 
obtain  compounds  bearing  amide  groups.  The  compounds  are  most  conveniently 
isolated  in  the  form  of  salts,  e.g.,  metal  or  nitrogen  base  salts.  Products  bearing 
carbacyl  halide  groups  (e.g.,  — COCl),  can  be  obtained  by  reacting  carboxy- 
substituted  compounds  with  a  halogenating  agent,  e.g.,  PCI5,  AsCls  and  the  like. 

X  groups  which  are  not  alike. — The  processes  which  have  been  described 
can  be  employed  to  obtain  compounds  having  one  or  more  X  groups.  These 
groups,  if  more  than  one  is  present,  can  be  alike  or  different.  To  obtain  com- 
pounds having  two  or  more  X  groups  which  are  unlike,  the  dodf^cahydro- 
dodecaborate  is  reacted  with  one  electrophilic  reagent  until  the  desired  number 
of  substituents  are  introduced  and  the  partially  substituted  product  is  then 
reacted  with  a  second  electrophilic  reagent.  The  intermediate  partially  sub- 
stituted product  can,  if  desired,  be  isolated  prior  to  reaction  with  the  second 
electrophihc  reagent.  The  process  can  be  relocated  with  a  third  electrophilic 
reagent,  or  even  further,  until  all  iiydrogons  bonded  tu  borons  have  b(N  n 
replaced.  Further  modification  of  various  substituent  groups  can  be  accomplished 
by  conventional  methods  to  obtain  compounds  having  a  broad  range  of  X 
groups. 
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To  illustrate,  compounds  of  the  following  formulas  can  be  obtained  by  the 
methods  described  above: 

MgB,2H4Cl6(NH2)2 
SrBi2Cl.(OH)4 

K2Bs2Hl(C02H)2(SCH3)3 

[(CH3)3S]2B,2H,o(SCH3)N02 

ZU(H20)4B,2H,(CH3)2(0H)2 
C0(NH3)6B,2Hs(C2H5)2(0H)2 

H2B,3Hio[C(0)CH3](OC3H7) 

(C,oH7NH3)2B,2H2C1b(OH)2(SC,H9)2 

[(C4H9)4P]2Bi2Cl5Br3F2(SCH3)2 

(C5H5NH)2Bi2H2CI«(N3)2 

[C5H5N(C,6H33)]2B,2H4Cl5(OC2H5)2fSCH3) 

AgaBuClsBrr 
Ag2Bi2Clio(OCH2CH20CH3)2 
■and  the  like. 

In  the  processes  described  above,  direct  replacement  of  hydrogen  bonded  to 
Vjoron  by  another  element  or  groiip  of  elements  can  occur,  i.e.,  substitution,  or 
the  Kubstituent  atom  or  group  can  be  replaced  wholly  or  in  part  by  some  other 
atom  or  group,  i.e.,  displacement.  Whether  the  reaction  is  substitution,  replace- 
ment or  displacement,  there  is  no  change  in  the  geometry  of  the  dodecaborate 
cage  or  dodecaborate  moiety. 

Metathetic  reactions. — Compounds  of  Formula  1  wherein  M  covers  a  wide 
range  of  cations  are  obtained  by  simple  metathetic  reactions.  To  illustrate,  an 
aqueous  solution  of  a  compound  of  Formula  1  where  -M  is  NH4+  is  contacted 
with  a  strong  acid  or  with  a  strongly  acidic  cation  exchange  resin  to  obtain  the 
free  acid,  i.e.,  a  compound  of  Formula  1  in  which  M  is  H.  The  acid,  generally  in 
.-olution,  is  reacted  with  metals,  oxides  of  metals,  hydroxides  of  metals,  salts  of 
metals  (both  organic  and  inorganic),  nitrogen  bases,  sulfonium  hydroxides  or 
halides,  phosphonium  hydroxides  or  halides,  aryldiazonium  hydroxides  or  halides, 
and  similar  types  of  compounds  to  obtain  products  of  Formula  1  which  have  the 
desired  cation  M.  In  a  process  employing  an  ion-exchange  resin,  strongly  acidic 
resins  of  the  sulfonic  acid  variety  are  preferred  because  of  availability,  e.g., 
".Amberlite  IR-120H"  and  "Dowex"  50.  The  acid,  so  obtained  in  aqueous 
solution,  can  be  reacted  with  nitrates,  chlorides,  bromides,  acetates,  benzoates 
and  similar  salts  of  metals  or  other  bases  to  obtain  salts  of  Formula  1. 

To  illustrate,  an  aqueous  solution  of  CS2B12H2CI10  is  passed  tiii'ough  a  column 
packed  with  "Amberlite  IR-120-H"  to  obtain  in  aqueous  solution  the  acid 
H2B12H2CI10.  The  aqueous  solution  is  evaporated  under  reduced  pressure  to 
obtain  the  concentrated  acid,  either  as  a  hydrate  of  the  formula  (H30)2Bi2H2Clio 
or  as  the  free  acid  H2Bi2H2C]io.  Examples  of  other  acids  which  can  be  obtained 
and  the  salts  from  which  they  can  be  derived  are  as  follows: 

Compound:  Acid  obtained 

NazBiiHiCls - H2(Bi2H4Clg) 

[(CH3)jN]2Bi2HioBr2 - HzCBuHioBrj) 

K2Bl2n2Cll0 -- H2(Bl2H2Cll0) 

Li2Bi2Cli2 H2B12CI12 

l(CH3),N]2Bl2H,ol2 -  H2B12H10I2 

Na2Bi2Hn)(N02)2 - - H2Bi2Hio(N02)2 

K2B12H11CN H2B12H11CN 

O  O 

II  II 

Na2Bi2Hio(CCn3)2 — - H2Bi:HiofCCH3)i 

l;CH3)4N]2Bl2H5Cl5(OH)2. H2Bl2H5Cl5(OH)2 

CS2Bl2Hlo(S02C6n3)2 H2Bl2Hl0(SO2C6Hs)2 

Cs2Bi2Hio[CH(CHs)2]2 H2Bi:HioiCH(Cn3)2]2 

Compounds  of  Formula  1  where  M  is  an  alkaU  or  alkaline  earth  metal,  e.g.,  Na, 
K,  Cs,  Ca,  Ba,  Mg,  and  Sr,  can  undergo  simple  metathetic  reactions  with  other 
salts  to  effect  an  exchange  of  cations.  Thus,  Na2Bi2HioCl2  or  K2Bi2H3(OH)4  can  be 
reacted  in  aqueous  solution  with  ammonium  sulfate,  benzenediazonium  hydroxide, 
pyridinium  chloride,  morpholinium  sulfate,  polyeth3deneimine  hydrochloride,  and 
the  like,  to  form  compounds  of  Formula  1  having  ammonium,  benzenediazonium, 
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pyridinium,  mnrpholinium,  and  the  like,  as  cations.  These  ilhistrations  are  not 
limiting  and  they  demonstrate  the  breadth  of  metathetic  reactions  which  can  be 
used. 

Compounds  of  the  invention  in  which  the  group  M  is  a  metal,  particularly  a 
transition  metal,  or  a  Werner-type  complex,  frequently  contain. solvent  of  crystal- 
lization wh(Mi  isolated  by  conventional  methods.  The  solvent,  e.g.,  water,  can  be 
bound  loosely  in  the  lattices  of  the  crystals  or  it  can  be  associated  by  stronger  bonds 
with  the  metal  cation  or  Werner-type  complex  cation.  Solvent  of  crystallization, 
entrapped  in  crystall  lattices,  is  removed  easily  by  well-known  procedures,  e.g., 
heating  under  reduced  pressure.  .Solvent  of  crystallization  which  is  associated  with 
the  cation  is  mor"  difficult  to  remove,  and  for  most  applications,  it  is  not  necessary 
to  remove  completely  this  type  of  bound  solvent. 

The  ijroducts  of  the  invention  and  processes  for  obtaining  them  are  illustrated 
in  the  following  examples. 

Preparations  of  representative  dodecah}rdrododecaborates,  and  a  bis(carbonyl) 
dodecaborane  (10),  are  illu.strated  in  Examples  A,  B,  C,  D  and  E.  The  products"  as 
obtained,  are  used  as  rcactants  to  prepare  the  compounds  of  the  invention. 

EXAMPLE     A 

A  pressure  vessel  of  400  ml.  capacitj^  is  charged  with  9..")  g.  of  sodium  hydroborate 
and  7.5  ml.  of  1,2-dimethoxyethane,  also  called  "glyme."  The  vessel  is  closed, 
cooled  to  —80°  C.  and  evacuated  to  a  pressure  of  about  0.001  mm.  of  mercury. 
Diborane  (14.0  g.)  is  charged  into  the  vessel  which  is  then  sealed  and  heated  with 
agitation  under  autogenous  pressure  for  10  hours  at  120°  C.  The  molar  ratio  of 
NaBH4  to  B2H6  in  this  reaction  is  1 :2.  The  reactor  is  cooled,  the  volatile  products 
are  released  by  venting  and  the  contents  of  the  tube  are  washed  into  a  receiver 
with  glyme.  A  suspension  of  a  white  solid  in  a  yellow  liquid  is  formed  from  which 
the  solid  is  separated  by  filtration.  The  solid  is  dissolved  in  hot  tetrahydrofuran 
and  the  solution  if  filtered  to  remove  a  trace  of  unreacted  sodium  hydroborate. 
The  hot  filtrate  is  diluted  with  glyme  and  chilled  to  yield  14.0  g.  of  disndium  poly- 
hydropolyborate  (2  —  )  as  long,  glistening  white  needles.  The  compound  crystal- 
lizes with  1,2-dimethoxyethane  and  water.  The  compound  has  the  following  in- 
frared absor]-)tion  frequencies:  2.8^.  sharp,  medium;  3.9)u  with  4.02;:i  shoulder, 
sharp,  strong:  6.2,  7.8  and  8.4m  sharp,  medium;  9.3^,  medium,  sharp,  strong; 
10.9m  sharp,  strong;  and  13.9m,  broad,  weak.  The  compound  shows  the  absorption 
bands  which  are  characteristic  of  the  dodecahydrododecaborate  anion.  It  has  the 
following  elemental  analysis:  Analysis  found — C,  14.33;  H.  7.09;  B,  4.").08;  Na.  16.1. 

The  comi:)ound  therefore  is  a  solvate  of  disodium  dodecahydrododecaborate 
having  the  folloAving  composition:  Na2Bi2Hi20.86C4Hio02-  1.2.'3H20. 

The  compound  can  be  obtained  as  its  hydrate,  free  of  ether  of  solvation,  by 
recrystallization  from  a  large  quantity  of  diethyl  ether  or  tetrahydrofuran/diethyl 
ether  mixtures,  folloAved  by  drying  under  reduced  pressure.  The  ether-free  hydrate 
has  infrared  absorption  characteristics  as  follows:  2.8m,  sharp,  medium;  3.9m, 
sharp,  strong;  6.2m,  sharj),  medium;  9.2.')m,  sharp,  medium;  and  13.9m,  broad, 
medium.  The  elemental  analysis  is  as  folloAvs:  Found— H,  6. .50;  B,  62.02;  Na,  20.5. 

The  compound  is  therefore  a  monohvdrate  of  disodium  dodecahvdrododeca- 
borate,   i.e.,   Na2Bi2lT,2H20   (calculated"  analysis:    11,   6.8.5;  B,  63.0.5;"  Na,  22.32). 

The  dihydrate,  Na2Bi2Hi2-2H20,  is  obtained  in  the  above  jsrocess  by  less 
intensive  drying  of  the  crj-stals. 

EXAMPLE    B 

An  aqueous  solution  of  3.2  g.  f)f  Na2Bi2Hi2  (with  water  and  1,2-diirethoxj'ethane 
as  solvents  of  crystallization),  obtained  as  described  in  f]xam):)!e  A,  is  mixed 
Avith  an  aqueous  solution  of  12  g.  of  cesium  fluoride.  A  heavy  white  precipitate 
forms  which  dissolves  in  the  reaction  mixture  on  Avarming.  On  cofiling,  fine  Avhite 
crystals  form  which  are  separated  by  filtration  and  dried.  There  is  obtained  3.2 
g.  of  cesium  dodecahydrododecaborate(2~)  AAith  1,2-diniethoxyethane  as  solvent 
of  crystallization. 

EXAMPLE    c 

An  aqueous  solutio)!  containing  0.43  g.  of  the  hydrate  of  disodium  dodecahydro- 
dodecal)orate(2~)  is  oassed  through  a  0.5"  diameter  chromatography  colrmn 
containing  80  ml.  of  the  ion-exchange  resin  of  the  cross-linked  polystyrene- 
sulff)nic  acid  type.  The  strongly  acid  effluent  from  the  column  is  evaoorated  to 
remove  all  materials  volatile  at  less  than  0.001  mm.  at  45°  C.  There  remains 
0.38  g.  of  a  very  white,  crystalline,  A'ery  hygroscopic  solid  Avhich  is  a  hA'drate  of 
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dihydrogen  d()decahydrododecaborate(2~).  The  acid  titrates  as  a  very  strong 
acid,  having  an  equixalence  point  at  a  pH  of  7.  The  infrared  absorption  spectrum 
of  the  acid,  which  has  the  formula  H2B12H12,  shows  strong  absorption  at  3.98m 
and  9.3yu.  The  crystalline  acid,  as  normally  obtained,  contains  from  2  to  10  or 
more  moles  of  water  of  hydration.  Two  moles  of  water  of  hydration  are  considered 
to  be  associated  with  the  hydrogen  ions  and  the  various  hydrates  can,  therefore, 
be  written  as  (H30)2Bi2Hi2;  (H30)2Bi2Hi2  SH.O,  and  the  like. 

examplp:  d 

(A)  An  aqueous  solution  containing  0.3  g.  of  the  hydrate  of  disodium  dodeca- 
hydrododecaborate  is  mixed  with  an  aqueous  solution  containing  an  equal  weight 
of  tetramethylammonium  chloride.  A  white  precipitate  ff>rms  immediately.  The 
mixture  is  heated  to  boiling  and  sufficient  methanol  is  added  to  form  a  clear 
solution.  The  solution  is  chilled  and  Vvhite  crystals  form  which  are  separated 
by  filtration,  washed  and  dried  at  very  lov\-  pressure  at  90°  C.  There  is  obtained 
0.14  g.  of  bis  (tetramethylammonium)  dodecahydrododecaborate(2~).  The 
compoimd  can  be  purified  by  recrystallization  from  water. 

The  infrared  absorption  spectrum  of  the  compound  is  as  follows,  using  a  Nujol 
mull:  3.95;l<,  sharp,  strong;  fine  structure  at  4.9-6..^,  weak;  7.8m,  sharp,  medium; 
9.4m,  sharp,  strong;  and  [for  the  (CH3)4N^  cation],  10.5m,  sharp,  strong. 

(B)  An  aqueous  solution  of  the  free  acid  (H2B12H12)  obtained  from  Na2Bi2Hi2 
is  neutralized  by  treatment  with  cesium  hydroxide.  A  white  solid  precipitates 
which  is  separated  by  filtration  and  dried  as  described  above.  The  product,  which 
is  CS2B12H12,  is  sparingly  soluble  in  water  and  it  is  characterized  by  the  following 
infrared  absorption  bands:  3.9m,  9.35m,  sharp,  strong;  14.0m,  sharp,  medium; 
13.3m,  medium  })road,  weak. 

(C)  An  aqueous  solution  of  n2Bi2Hi2,  obtained  from  Na2Bi2ni2,  is  stirred  with 
an  excess  of  niokelous  carbonate  (NiCOs)  until  no  further  solution  of  the  carbonate 
is  observed.  The  excess  reagent  is  removed  b}"  filtration  and  the  filtrate  is  evapo- 
rated by  gentle  warming  at  25  mm.  pressure.  The  residual  solid  is  dried  at  about 
25°  C.  and  at  a  final  pressure  of  25  microns.  There  is  obtained  a  pale  green,  very 
water-soluble  hvdrated  nickel  dodecahvdrododecaborate  (2~). 

Anahjsis.—C'ixlc'd  for  NiBioH,2-6  4H2O  (percent):  Ni,  18.74;  B,  41.45;  H,  7.88. 
Found  (percent):  Ni,  18.72,  18.68;  B,  41.18,  41.44;  H,  8.05,  9.01. 

(D)  An  aqueous  solution  of  H2B12H12  is  neutralized  with  an  aqueous  solution 
of  KOH.  The  solution  is  evaporated  to  dryness  under  reduced  pressure  to  obtain 
a  hydrate  of  K2Bi2H]2  as  a  solid  crystalline  product.  The  degree  of  hydration  is 
not  critical  and  the  compound  is  employed  in  reactions  as  obtained  above. 

EXAMPLE    E 


Preparation  of  B,2Hio-2CO 


A  silver-lined  shaker  tube  (capacity,  400  ml.)  is  charged  with  20  g.  of  a  hydrate 
of  H2B12H12  containing  4-6  moles  of  water  per  mole  of  acid.  The  tube  is  sealed 
and  evacuated  to  a  low  pressure.  The  tube  is  attached  to  a  shaker,  heated  cau- 
lioTisly  a)id  carbon  mf)noxide  is  admitted  under  pressure  in  several  stages  until 
a  temperature  of  80°  C.  and  a  pressure  of  1000  atmospheres  is  reached.  The  tube 
is  shaken  for  5  hours  at  80°  C  and  975-1000  atmospheres  with  rcpressuring  with 
CO  as  necessary.  At  the  end  of  this  time  the  tube  is  cooled  to  atmospheric  tempera- 
ture (ca.  2.5°  C.)  and  it  is  vented  to  remove  unreacted  carbon  monoxide. 

A  ))ortion  of  the  semisolid  reaction  product  is  dried  under  reduced  ]ircssure  in  a 
suVilimation  apparatus  and  the  dried  material  is  heated  at  100°  C.  C./l  mm.  Hg 
pressure.  The  compound  Bi2Hio-2CO,  v/hich  can  also  be  written  as  Bi2Hio(CO)2, 
is  collected  as  a  crystalline  sublimate. 

.4 /m/vsis.— Calc'd  for  Bi>Hio-2CO  (percent):  C,  12.2;  H,  5.1;  66.1.  Found 
(percent):  C,  13.0;  H.  5.5;  B,  65.4. 

A  second  )3ortion  of  the  product  from  the  shaker  tube  is  dried  at  25°  C./lmm. 
pressure  in  the  presence  of  P2O5  and  extracted  with  hot  benzene.  The  benzene 
extract  is  cooled  and  Bi2Hio-2CO  precipitates  as  a  crystalline  sohd.  It  is  separated 
by  filtration  and  dried. 

The  infrared  a!)sorption  spectrum  of  the  com]50und  in  a  mineral  oil  mull  shows 
strong  bands  at  3.9m  and  4.55m;  somewhat  weaker  bands  at  9.3m  and  13.8m;  and 
weaker  bands  at  9.1m,  9.8m,  11.7m  and  13.5m. 

The  procedures  described  in  Example  D  are  generic  for  the  preparation  of  salts 
of  the  Bi2Hi2~2  anion.  The  procedures  described  in  Parts  B  and  C  are  particularly^ 
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useful,  emploj-ing  as  one  reactant,  a  base  Tvith  the  desired  cation,  i.e.,  group  M, 
to  neutralize  the  acid  H2B12H12.  The  solution  can  be  evaporated  to  dryness  in  the 
event  the  salt  is  soluble  and  does  not  precipitate.  Any  salt  which  is  desired  for 
use  as  a  reactant  in  substitution  reactions  can,  therefore,  be  prepared  by  the  above 
process. 

The  compounds  of  the  invention  are  further  illustrated  by  reference  to  the 
following  examples: 

EXAMPLE    1 

(A)  A  corrosion-resistant  reaction  vessel  is  charged  with  1  g.  of  CsaBiaHnOH, 
prepared  as  descril^ed  in  Example  8,  Part  A.  The  vessel  is  cooled  to  0°  C.  and  1.5  ml. 
of  anhydrous  HF  is  added.  The  mixture  is  agitated  for  1  hour  at  0°  C.  and  it  is 
then  warmed  to  about  25°  C.  to  volatilize  imreacted  HF.  The  solid  crystalline 
product  which  remains  is  principally  CS2B12H11F.  It  contains  5.98%  fluorine  and 
the  infrared  spectrum  shows  substantially  no  absorption  bands  for  the  hydroxyl 
group. 

(B)  A  corrosion-resistant  pressure  vessel  is  cooled  in  solid  carbon  dioxide  and 
it  is  flushed  with  nitrogen.  The  vessel  is  charged  with  25  g.  of  anhydrous  HF  and 
5.0  g.  of  hydrated  H2B12H12.  It  is  closed  and  the  mixture  is  heated  with  agitation 
under  autogenous  pressure  for  4  hours  at  85-100°  C.  The  mixture  is  cooled  to 
about  25°  C.,  vented  into  a  corrosion-resistant  container,  and  flushed  with  nitro- 
gen to  remove  all  unreacted  hydrogen  fluoride.  The  residue  is  removed  and  it  is 
neutralized  with  aqueous  50%  cesium  hydroxide  solution.  The  precipitate  is 
separated  bv  filtration  and  it  is  crj^stallized  from  water  to  obtain  a  white  crvstalline 
product  Avhich  is  a  mixture  of  about  80%  CsiBisHgFi  and  20%  CS2B12H7F5. 

Analysis. — Calc'd  for  the  above  mixture  (percent):  B,  25.1;  F.  16.5.  Found 
(percent):  B,  25.1,  25.0;  F,  16.5,  16.3. 

The  process  is  repeated,  using  twice  the  quantities  given  above.  There  is  ob- 
tained a  white  crvstalline  solid  which  is  a  mixture  of  about  30%  CS2B1.H9F3  and 
70%  Cs2Bi2H8F4." 

Analysis. — Calc'd  for  the  above  mixture  (percent) :  F,  14.8.  Found  (percent) : 
F,  14.87. 

(C)  The  process  of  Part  B  is  repeated  again  and  there  is  obtained  in  pure  form 
the  tetrafluoro  derivative. 

Aimlysis.—CaXc'd  for  Cs2Bi2H8F4  (percent):  B,  27.0;  F,  15.7.  Found  (percent): 
B,  27.0;  F,  15.7. 

(D)  A  mixture  of  10  g.  of  the  monohydrate  of  Na2B:2Hi2  and  40  g.  of  anhydrous 
HF  is  heated  in  a  corrosion-resistant  pressure  vessel  at  90°  C.for  5  hours  under 
autogenous  pressure.  The  vessel  is  cooled,  vented  and  nitrogen  gas  is  bubbled 
through  it  vigorously  for  4  yours  at  about  25°  C.  to  remove  unreacted  HF.  The 
residual  reaction  mixture  is  removed  and  it  is  neturalized  with  aqueous  50% 
CsOH  solution.  The  cesium  salt  which  precipitates  is  separated  and  recrystallized 
three  times  from  water  to  obtain  16  g.  of  a  mixture  of  about  80%  CS0B12H8F4  and 
20%  CS2B12H7F5. 

Analysis. — Calc'd  for  CS2B12H7  8F4.2  (percent):  B,  25.1;  F,  16.5;  Cs,  55.0. 
Found  (percent):  B,  24.34;  F,  16.4;  Cs,  57.5. 

(E)  Tile  process  of  Part  D  is  repeated  excej^t  that  the  temperature  of  the  re- 
action is  increased  to  150°  C.  The  compoiuid  obtained  is  CS2B12H6F6.  The  infrared 
spectrum  of  the  compound  shows  absorption  at  the  following  wavelengths: 
4.0,  8.5  (strong),  9.4  (weak),  10.2  (stront^),  10.7,  11.0,  12.1  and  13.8m. 

Analysis.— Calc'd  for  CssBiaHeFe  (percent):  B,  25.0;  F,  22.1.  Found  (percent): 
B,  24.3;  F,  21.6. 

(F)  Anhydrous  K2B12H12  and  HF  are  reacted  at  150°  C.  under  the  conditions 
described  for  Part  D.  The  product,  isolated  as  the  cesium  salt,  is  the  pentafiuoro 
derivative. 

Analysis. — Calc'd  for  CS2B12H7F5  (percent):  B,  25.9;  F,  19.1.  Found  (percent): 
B,  25.3;  F,  18.6. 

(G)  The  process  of  Part  D  is  repeated  employing  21.5  g.  of  Na2Bi2Hi2-6H20 
and  30  g.  of  anhydrous  HF.  The  mixture  is  heated  5  hours  at  90°  C.  The  product 
isolated  as  the  cesium  salt,  is  a  mixture  of  CS2B12H10F2  and  CS2B12H8F3.  The  analy- 
sis is  as  follows:  F,  10.33%;  B,  25.21%. 

(H)  A  reaction  vessel  is  charged  with  40  ml.  of  water  and  2.5  g.  of  hydrated 
NiBi2Hi2,  prepared  as  described  in  Example  D,  Part  C.  A  stream  of  gas  containing 
one  part  fluorine  to  ten  parts  of  nitrogen  is  passed  into  the  reaction  mixture  for  7 
hours.  Passage  of  the  gas  mixture  is  stopped  and  the  reaction  mi.xture  is  neutralized 
.with  NIl40Ii.  Incipient  precipitation  of  Ni(NH3)4Bi2FiiOH  occurs.  At  this  point 
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addition  of  NH4OH  is  stopped  and  the  solution  is  filtered.  Traces  of  the  BF4—  ion 
are  removed  as  the  cesium  and  rubidiiun  salts  and  the  s(jlution  which  remains  is 
mixed  with  (CH3)4NC1  to  precij^itate  tetramethylanimonium  cesium  undeca- 
fluorohydroxydodecaborate(2~).  The  infrared  spectrum  shows  absorption  bands 
as  follows  (expressed  as  cm."') :  121.3,  strong;  72o,  strong,  broad;  1080,  770  and  70."), 
weak.  Absorption  bands,  characteristic  of  the  B — H  bonding,  are  absent. 

Analysis.— Cede' d  for  (CH3)4NCsBi2F,iOH  (percent) :  C,  8.53;  H,  2.31 ;  B,  23.0; 
F,  37.1.  Found  (percent) :  C,  8.72;  H,  2.33;  B,  22..5;  F,  3."). 6. 

(I)  A  reaction  vessel  of  poly(tetrafluoroethylene)  resin  is  charged  with  200  ml. 
of  water  and  8.8  g.  of  crystalline  hydrated  K2B12H12.  The  mixture  is  stirred  to  form 
a  solution  and  it  is  cooled  to  al)out  O'^  C.  Fluorine  diluted  with  nitrogen  (alxnit  .") 
inirts  nitrogen  to  1  part  fluorine)  is  bubl)led  into  the  solution  at  a  rate  of  90  ml./ 
min.  for  50  hours.  The  temperature  is  maintained  at  about  0°  C.  during  the  opera- 
tion. Flow  of  fluorine  is  stopped  and  the  reaction  mixture  is  filtered.  The  filtrate 
i>  evaporated  in  a  platinum  vessel  at  90-100°  C.  (steam  bath  temperatures)  to 
obtain  11.9  g.  of  a  viscous  mass  which  solidifies  on  cooling.  The  mass  is  neutralized 
with  8  ml.  of  7  N  aqueous  KOH  and  the  mixture  is  filtered.  An  aqueous  solution  of 
0  g.  of  CsF  in  G  ml.  of  water  is  added  to  the  filtrate  with  stirring  to  precipitate 
Cs2Bi2FnOIi.  The  precipitate  is  separated  by  filtration  and  the  filtrate  is  partially 
concentrated  to  obtain  an  additional  quantity  of  product.  Total  yield  of  Cs2Bi2FiiOli 
is  9.8  g.  The  product  is  recrystallized  three  times  from  slightly  more  than  its  weight 
in  water  and  dried  under  reduced  pressure  at  100°  C.  The  infrared  spectrum  of  the 
compounds  shows  a  band  at  2.71  — 2. 73^  (doublet). 

Analysis.— Calc'd  for  Cs2Bi2Fi,OII  (percent) :  Cs,  42.8;  B,  20.9;  F,  33. G.  Found 
(percent):  Cs,  42.4;  B,  21.3;  F,  33.5. 

EXAMPLE   2 

(A)  A  corrosion-resistant  pressure  vessel  is  cooled  in  solid  carbon  dioxide  and 
flushed  with  nitrogen  gas.  It  is  charged  with  20  g.  of  anhydrous  HCl  and  11  g.  of 
hydrated  H2B12H12  prepared  as  described  in  Example  C.  The  vessel  is  closed  and 
the  mixture  is  heated  with  agitation  for  4  hours  at  85°  C.  The  vessel  and  contents' 
are  cooled  to  about  25°  C.  and  volatile  products  are  removed  by  venting.  These 
products  include  unreacted  HCl.  The  crude  ])roduct  remaining  in  the  vessel  is  re- 
moved by  washing  with  ice  water  and  the  aqueous  solution  is  neutralized  with 
aqueous  (Cn3)4NOH.  The  solid  which  forms  is  separated  by  filtration  and  it  is 
purified  by  recrystallization  from  water.  The  compound  is  bis(tetramethvlam- 
monium)  monochloroundecahydrododecaborate(2^).  It  is  a  white,  crystalline 
product  who<e  infrared  spectrum,  taken  in  a  Nujol  mull,  shows  absorption  at  the 
following  wavelengths  (express  as  microns,  exclusive  of  bands  coincident  with 
Nujol) :  strong  at  4.0,  9.6,  10.6  and  12.0;  weaker  at  7.8  and  12.4.  The  identity  of 
the  comjjound  is  confirmed  bv  elemental  analvses. 

Ajiah/sis.-Calc'd  for  [(Cil3)4N]2Bi2HnCf  (percent) :  N,  8.6;  CI,  11.1.  Found 
(percent) :  N,  8.22;  CI-  11.56. 

(B)  A  mixture  of  5.0  g.  of  NaBi2Hi2-  HoO  and  36.5  g.  of  anhydrous  HCl  is  heated 
in  a  pressure  vessel  with  agitation  at  90°  C.  for  5  hours  under  autogenous  pressure. 
The  reaction  mixture  is  prf)cessed  as  described  in  Example  1,  Part  D,  for  the  prep- 
aration of  the  fluorinated  derivative,  except  that  (CH3)4NOH  is  emplo^-ed  in 
place  of  CsOH.  The  product  obtained  is  [(CH3)4N]oBi2HuCl.  Elemental  analyses 
are  as  follows:  N,  7.4;  CI,  11.8. 

(C)  A  reaction  vessel  is  charged  with  100  ml.  of  water  and  10  g.  of  the  hydrate 
of  H2B12H12.  The  mixture  is  cooled  to  about  0°  C.  and  chlorine  gas  is  bubbled 
through  the  .solution  until  the  color  of  chlorine  persists.  Passage  of  gas  is  stopped, 
the  solution  is  evaporated  to  a  small  volume  and  it  is  neutralized  with  NH4OH. 
An  aqueous  solution  of  (CH3)4NC1  is  added  to  the  neutral  solution  and  the  pre- 
cipitate which  forms  is  separated  by  filtration.  The  compound,  which  is  bis  (tetra- 
methylanimonium) hexachlorohexahydrododecaborate(2~),  is  purified  by  crystal- 
lization from  water.  It  is  a  white  crystalline  solid  which,  in  a  Nujol  mull,  show"s 
the  following  principal  characterizing  absorption  Viands  in  the  infrared  spectrum 
(expressed  as  cm."') :  1060,  strong;  1025,  shoulder;  950,  strong;  885,  strong; 
850-790,  strong,  broad;  715,  strong,  broad. 

^na7v.si.s.— Calc'd  for  [(CH3)4Nl2Bi2H6Cl6  (percent):  H,  6.1;  C,  19.25;  B,  26.1; 
CI,  42.7.  Found  (percent):  H,  5.70;  C,  18.60;  B,  25.7;  CI,  43.16. 

(D)  A  reaction  vessel  is  charged  with  100  ml.  of  water  and  1.9  g.  of 
CS2B10H12C4H10O2,  prepared  as  described  in  Example  B.  Chk)rine  gas  in  passed 
into  the  solution  at  prevailing  atmosj^heric  temperature  (about  25°  C.)  until  the 
solution  is  siturated  and  passage  of  chlorine  is  continued  for  2.5  hours.  The 
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resulting  clear  solution  is  evaporated  under  reduced  pressure  to  obtain  a  white 
crystalline  solid  as  a  residue.  The  infrared  absorption  spectrum  of  the  product 
shows  that  it  is  free  of  solvent,  i.e.,  no  dimethoxyethane  (glyme)  is  present.  The 
infrared  spectrum  further  shows  strong  abosorption  at  9.5/x  and  at  11.7/x. 

The  solid  is  recrystallized  from  aqueous  solution  to  give  fine  white  crystals 
whose  infrared  absorption  spectrum  shows  a  greatly  reduced  B — H  absorption 
band  at  4.0^-  The  compound  is  again  crystallized  from  water  and  the  fine  white 
crystalls  are  dried  at  65°  C.  at  0.02  mm.  pressure  for  3  hours.  Elemental  analysis 
of  the  product  and  the  infrared  absorption  spectrum  show  that  the  compound  is 
dicesium  decachlorodihvdrododecaborate(2~),  i.e.,  CS2B12H2CI10. 

^/m/yszs.— Calc'd  for  CS2B12H2CI10  (percent):  Cs,  35.4;  B,  17.3;  CI,  47.2.  Found 
(percent):  Cs,  35.6;  B,  17.69;  CI,  45.15. 

(E)  A  glass  reaction  vessel  is  charged  with  40  g.  of  Na2Bi2Hi2-2H20  and  320  ml. 
of  water.  The  mixture  is  stirred,  cooled  to  13-20°  C.  and  chlorine  gas  is  passed 
into  it  at  this  temperature  for  2-3  hours.  The  cooling  bath  is  removed  and  passage 
of  chlorine  gas  is  continued  for  2  hours  at  20-63°  C.  The  mixture  is  now  warmed 
to  steam  bath  temperature  and  chlorine  gas  is  passed  through  it  for  2  hours. 
An  aliquot  portion  of  the  reaction  mixture  is  removed  and  mixed  with  an  aqueous 
solution  of  (CH3)4NC1.  The  precipitate  which  forms  is  separated  and  it  is  crys- 
tallized from  water  to  obtain  [(CH3)4N]2Bi2H2Clio.  The  infrared  absorption 
spectrum  shows  characterizing  absorption  bands  at  4.0^  (weak),  9.4-9.8;u  (strong), 
and  11.4/Li  (strong). 

(F)  The  solution  remaining  from  the  reaction  of  Part  E  is  divided  into  two 
equal  parts.  Each  portion  is  charged  into  a  silver-lined  pressure  vessel  (400  ml. 
capacity)  and  50  g.  of  chlorine  is  added  to  each  vessel.  The  reaction  mixtures  are 
heated  for  2  hours  at  150°  C.  under  autogenous  pressure.  The  vessels  are  cooled 
and  vented  to  remove  volatile  products.  The  residual  liquids  are  filtered  and  the 
combined  filtrates  are  subjected  to  low  pressure  (water  pump  vacuum)  to  remove 
dissolved  chlorine.  The  liquid  is  neutralized  with  about  120  ml.  of  10  N  potassium 
hydroxide  and  it  is  filtered  again.  A  concentrated  aqueous  cesium  fluoride  solution 
is  added  to  the  filtrate  with  stirring.  The  precipitate  which  forms  is  separated 
by  filtration  to  obtain  CS2B12CI12  as  a  white  crystalline  solid.  The  compound  is 
crystallized  from  aboiit  2.8  parts  of  hot  Avater  to  obtain  117.5  g.  of  product,  i.e.. 
dicesium  dodecachlorododecaborate(2~)  as  the  monohydrate. 

Analysis.— Ca\&d  for  Cs2B,2Cl,2-H20  (percent):  Cs,'31.6S;  B,  15.47;  CI,  50.70. 
Found  (percent):  Cs,  31.20;  B,  15.58;  CI,  50.42. 

(G)  A  reaction  vessel  is  charged  with  120  ml.  of  water  and  20  g.  of  the  mono- 
hydrate  of  Na2Bi2ni2.  The  solution  is  cooled  in  a  mixture  of  ice  and  water  and 
chlorine  gas  is  bubbled  through  the  solution  tmtil  no  further  absorption  of  chlorine 
is  evident.  The  solution  is  warmed  to  about  30°  C.  and  passage  of  chlorine  gas  is 
continued  until  no  further  uptake  of  chlorine  occtirs.  The  reaction  mixture  and 
50  g.  of  chlorine  is  now  charged  into  a  corrosion-resistant  pressure  vessel  and  the 
mixture  is  heated  under  autogenous  pressure  at  150°  C.  for  2  hours.  The  vessel  is 
cooled,  vented  to  the  air  and  the  reaction  mixture  is  washed  out  with  water.  Some 
corrosion  of  the  reaction  vessel  occurs  and  the  mixture  contains  iron  and  other 
heavy  metals  as  salts.  The  solution  is  neutralized  with  NH4OH  and  the  precipi- 
tated metal  hydroxides  are  separated  by  filtration.  The  filtrate  is  divided  into 
three  equal  parts  which  are  treated  as  follows: 

(1)  Aqueous  CsF  solution  is  added  to  one  part  and  the  white  precipitate  which 
forms  is  separated.  The  precipit.ate  is  crj'stallized  several  times  from  hot  water  to 
yield  pure  dicesium  dodecachlorododecaborate(2~).  This  salt  is  moderately 
soluble  in  water.  The  infrared  absorption  spectrimi  of  a  Nujol  mull  of  the  com- 
pound shows  the  following  bands  (expressed  as  cm.~') :  1040,  very  strong;  1005, 
weak;  725,  weak,  broad. 

Analysis.— Ca\c'd  for  Cs2B,2Cl,2  (percent):  Cs,  32.4;  B,  15.7;  CI,  51.8.  Found 
(percent) :  Cs  30.2;  B,  15.8;  CI,  51.2. 

(2)  A  second  part  is  mixed  with  an  aqueous  solution  of  RbCl  and  the  white 
precipitate,  which  is  dirubidium  dodecachlorododecaborate(2~),  is  separated  by 
filtration.  The  salt  is  very  water-soluble  and  it  is  purified  by  crystallization  from 
water.  The  infrared  absorption  spectrum  of  a  Nujol  mull  of  the  compovmd  shows 
the  following  l:)ands  (expressed  as  cm.~0  :  1050,  very  strong;  1005,  weak;  950  and 
970,  very  weak;  890,  very  weak;  725,  weak,  broad. 

Analysis. — Calc'd  for  ilb2Bi2Cli2  (percent):  B,  17.7;  CI,  58.7.  Found  (percent): 
B,  18.1;  CI,  59.7. 

(3)  The  third  part  is  mixed  with  an  aqueous  solution  of  (CH3)4NC1.  The  pre- 
cipitate  is   treated   as   described   above   to   obtain  bis(tetramethylammonium) 
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dodecachlorododecaborato(2~)  as  a  white,  crystalline  product  which  has  very 
low  solubility  in  water.  The  infrared  absori)tion  spectrum  of  a  Nujol  mull  of  the 
compound  shows  the  following  bands  (expressed  as  cm.~') :  1040,  very  strong; 
1005,  weak;  950,  strong;  725  weak,  broad. 

Analysis.— Calc'd  for  [(CH3)4N]2Bi2Cl,2  (percent):  C,  13.9;  H,  3.48;  N,  4.03: 
B,  18.8;  CI,  61.2.  Found  (percent):  C,  13.9;  H,  3.97;  N,  4.07;  B,  18.1;  CI,  61.1. 

The  above  compound  is  crystallized  from  solution  in  aqueous  1,2-dimethoxy- 
ethane  to  yield  the  monoetherate. 

Analysis.— Calc'd  for  [(CH3)4N]2B:2Cli2-CH30C2H40CH3  (percent):  C,  18.2; 
H,  4.60;  B,  16.6;  CI,  53.6.  Found  (percent) :  C,  18.0;  H,  4.35;  B,  16.2;  CI,  52.5. 

(H)  A  portion  of  the  ]:)roduct  [(CH3)4N]2Bi2Cli2,  obtained  in  Part  (i,  is  dissolved 
in  water  and  the  aqueous  solution  is  passed  through  a  column  packed  with  an 
acidic  ion-exchange  resin.  The  eluate  is  evaporated  under  reduced  pressure  at 
25^  C.  to  obtain  the  hydrate  of  the  free  acid,  H2B12CI12,  as  a  crystalline  hygroscopic 
white  .solid. 

Analysis.— Cal&d  for  (n30)2Bi2Cl,2-6H20  (percent):  B,  18.5;  CI,  60.6;  N.E., 
350.8.  Found  (percent) :  B,  18.0;  CI,  59.9;  N.E.,  342. 

A  solution  of  80  g.  of  Cs2Bi2Cli2-H20,  obtained  as  described  in  Part  F,  is  dis- 
solved in  800  ml.  of  water  and  the  warm  solution  is  passed  through  a  column, 
containing  753.5  g.  of  an  acidic  ion-exchange  resin.  The  eluate  is  evaporated  under 
reduced  pressure  to  obtain  H2Bi)Cli2  containing  7.5  moles  of  water. 

/I /(a/;/sis.— Calc'd  for  (H30)2Bi2Cli2-5>'2H20  (percent):  B,  18.75;  CI,  61.44. 
Found  (percent):  B,  18.73;  CI,  61.10. 

The  above  hydrated  acid  is  further  dried  under  reduced  pressure  at  100°  C. 
over  P2O5  in  an  Abderholden  unit  for  22  hours  to  remove  5  moles  of  water  of 
hydration. 

^«a/7/sts.— Calc'd  for  (H30)2Bi2Cl,2-y2H20  (percent):  B,  21.56;  CI,  70.63. 
Found  (percent):  B,  21.19;  CI,  70.99. 

The  infrared  absorption  spectrum  of  a  Nujol  mull  of  each  of  the  above  acidic 
compounds  shows  strong  absorption  at  9.7fj,  with  a  "sharp"  shoulder  at  lO.O/x 
and  no  absorption  at  4.0jli. 

(I)  An  aqueous  0.086  M  solution  of  H2B12CI12,  prepared  as  described  in  Part  H, 
is  neutralized  to  a  pH  value  of  7  with  1  N  sodium  hydroxide  solution.  The  solution 
is  evaporated  under  reduced  pressure  at  25°  C.  to  obtain  the  disodium  salt  as  a 
white  crystalline  solid. 

Analysis.— Calc'd  for  Na2Bi2Cli2-2'2H20  (percent):  Na,  7.11;  B,  20.09;  CI, 
65.83.  Found  (percent):  Na,  ?.60;  B,  19.60;  CI,  65.97. 

(J)  An  aqueous  0.086  M  solution  of  H2B12CI12,  prepared  as  described  in  Part  H, 
is  stirred  about  18  hours  with  excess  nickel  carbonate.  The  solution  is  filtered  to 
remove  unreacted  nickel  carbonate  and  the  filtrate  is  processed  as  described  in 
Part  I.  The  nickel  .salt  is  obtained  as  a  pale  green  crvstalline  solid. 

Analysis.— Calc'd  for  NiBi>Cli2-8H20  (percent):  Ni,  7.74;  B,  17.13;  CI,  56.12. 
Found  (percent):  Ni,  7.81,  7.85;  B,  16.82;  CI,  58.32. 

The  above  salt  is  dried  under  reduced  pressure  over  P2O5  at  100°  C.  for  31  hours 
to  obtain  the  nickel  salt  as  a  tetrahydrate,  a  yellow  crystalline  product  which 
dissolves  readily  in  water. 

Analysis.— Calc'd  for  NiBi2Cli2-4H20  (percent):  Ni,  8.55;  B,  18.93;  CI,  62.02; 

H2O,  10.50.  Found  (percent):  Ni,  8.55,  8.45;  B,  18.89;  CI,  62.81;  ILO,  9.72,  9.67. 

The  nickel  salt  is  further  dried  42  hours  at  148°  C.  in  the  manner  described 

above  to  obtain  NiBi2Cli2-2H20.  Ccmtinued  drying  at  207.5°  C.  under  reduced 

pressure  yields  the  anhydrous  salt,  NiBi2Cli2. 

(K)  An  aqueous  0.086  M  solution  of  H2B12CI12  is  swirled  with  Ag20  until  reaction 
is  complete.  The  mixture  is  filtered  and  the  filtrate  is  evaporated  imder  reduced 
pressure  at  25°  C.  to  obtain  the  silver  salt.  The  product  is  white  and  water- 
soluble. 

Analysis.— Calc'd  for  AgoBiaCl^  (percent):  Ag,  27.98;  CI,  55.18;  B,  16.84. 
Found  (percent):  Ag,  27.72;  CI,  54.61;  B,  16.51. 

(L)  An  aqueous  sobition  of  the  silver  salt  of  Part  K  is  mixed  with  NH4OH.  The 
white  precipitate  which  forms  is  .separated  to  obtain  [Ag(NH3)2]2Bi2Cli2  as  a 
crj'stalline  solid. 

(M)  Excess  cerium  carbonate  is  stirred  overnight  with  an  aqueous  solution  of 
H2B12CI12  (0.0841  mole).  The  .solution  is  filtered  and  the  filtrate  is  evaporated 
under  reduced  pressure  at  less  than  50°  C.  to  obtain  hydrated  Ce2(Bi2Cli2)3  as  a 
colorless,  water-soluble  salt. 

Analysis.— Calc'd  for  Ce2(B,2Cl,2)3-22H20  (percent):  Ce,  12.0;  B,  16.7;  CI, 
54.5.  Found  (percent):  Ce,  11.0;  B,  18.7;  CI,  54.8. 
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(N)  An  aqueous  solution  of  H2B12CI12  (0.1 035  mole)  is  stirred  overnight  with 
excess  europium  oxide.  The  reaction  mixture  is  filtered  and  the  filtrate  is  evap- 
<irated  in  a  rotary  drier  under  reduced  pressure  at  less  than  40°  C.  It  is  further 
dried  under  reduced  i)ressure  at  about  25°  C.  over  P2O5  to  obtain  a  hydrate  of 
Eui(BioClio)3  as  a  vellow-green  solid. 

Analysis.— C-d\c'd  for  Eu2(BioCl,2)3l8H20  (percent):  Eu,  13.3;  CI,  55.6.  Found 
(percent):  Eu,  14.0;  CI,  55.9. 

KX.VMPLE  3 

(A)  A  mixture  consisting  of  9  g.  of  hydrated  II2B12H12  (crystalline)  and  36  g. 
of  anhydrous  HBr  is  heated  in  a  corrosion-resistant  pressure  vessel  under  auto- 
genous pressure  for  4  hours  at  100-105°  C.  The  reacrton  vessel  is  cooled,  vented 
and  the  reaction  mixture  is  neutralized  with  (CH3)4NOH.  The  solid  product  is 
separated  and  recrystallized  twice  from  water  to  obtain  a  compound  which  is 
princii)allv  the  acid  salt,  (CH3)4NHB)2lliiBr. 

Analysis.— Calc'd  for  (CHi)4NHBiollnBr  (percent):  C,  16.3;  II,  8.2;  Br,  27.0. 
Foimd  (percent):  C,  19.9;  H,  8.4;  Br,  25.4. 

The  tetramethylammonium  acid  salt,  obtained  above,  is  dissolved  in  water 
and  the  solution  is  passed  through  a  cohnun  filled  with  a  sodium  ion-exchange 
resin.  The  aqueous  effluent  is  a  solution  of  Na2Bi2lIiiBr.  Sufficient  CsOH  is  added 
to  the  effluent  to  precipitate  the  compound  as  the  cesium  salt.  It  is  separated, 
washed  and  crystallized  twice  from  A\'ater  to  obtain  the  cesiu.m  salt  as  a  dihvdrate. 

Analysis.— Cixlc'd  for  Cs2Bi2lIiiBr-2Il20  (percent):  B,  24.9;  Br,  15.3.  "Found 
(percent):  B,  24.2;  Br,  14.0. 

(B)  A  solution  of  8.4  g.  of  an  etherate  (glyme)  of  disodium  dodecahydrodode- 
carborate(2~)  in  aqueous  methanol  is  chilled  to  0-10°  C.  Bromine  is  added  drop- 
wise  until  it  is  no  longer  rapidly  absorbed.  Approximately  6.5  ml.  of  bromine  is 
used.  Bromine  addition  is  continued  imtil  a  total  of  8.5  ml.  is  used.  A  small  amount 
of  solid  forms  and  it  is  separated  l)y  filtration  and  discarded.  The  filtrate  is  evapo- 
rated to  dryness  at  10  mm.  and  80°  C.  to  leave  a  white  solid  susjicnded  in  an  oil. 
This  residue  is  taken  up  in  a  little  water,  made  alkaline  with  sodium  hydroxide 
and  evaporated  again  to  dryness  at  10  mm.  and  80°  C.  to  leave  a  white  solid. 
This  residue  is  extracted  with  warm  tetrahydrofuran.  The  insoluble  portion, 
sodium  bromide,  is  discarded.  The  tetrahydrofuran  solution,  clarified  by  filtration, 
is  diluted  with  dioxane  to  precipitate  Avhile  solid  disodium  hexabromohexahydro- 
dodecaborate(2~)  which  is  washed  Avith  dioxane  and  dried. 

Analysis.— Calc'd  for  Na2B,oIl6Br6-i''C4H302-2H20  (percent):  C,  16.17;  H,  3.53; 
B,  13.15;  Na,  4.66;  Br,  48.56.  Found  (percent) :  C,  16.61 ;  H,  3.86;  B,  13.43;  Na,  4.3; 
Br,  47.56. 

(C)  A  solution  is  prepared  consisting  of  200  ml.  of  50%  aqueous  methanol  and 
22  g.  of  Na2Bi2Hi2-2H20.  The  solution  is  cooled  to  about  5°  C.  and  it  is  brominated 
as  described  in  Part  B,  employing  32.2  ml.  of  liquid  bromine.  The  reaction  mixture 
is  processed  as  described  in  Part  B  to  obtain  a  solution  of  Na2Bi2H6Br6  in  tetra- 
hydrofuran. The  solution  is  evaporated  to  dryness,  leaving  91  g.  of  a  syrup-like 
residue  which  contains  tetrahydrofuran  as  solvent  of  crystallization.  The  residue 
is  dissolved  in  250  ml.  of  water  and  the  solution  is  evaporated  to  dryness  to  remove 
the  tetrahydrofuran.  The  residue  solidifies  at  prevailing  atmospheric  temperature 
to  vield  the  sodium  salt  containing  about  6  moles  of  water  of  hydration,  i.e. 
NalBisIIsBre^HjO. 

(D)  An  aqueous  methanolic  solution  containing  0.25  g.  of  disoditim  dodeca- 
hydrododecaborate{2~)  is  cooled  to  0°  C.  and  liquid  bromine  is  added  dropwise 
with  vigorous  stirring  until  the  color  of  bromine  persists  in  the  solution.  Aqueous 
tetramethylammonium  chloride  is  added  with  stirring  to  the  solution  and  the 
white  solid  which  forms  is  separated  by  filtration.  It  is  recrystallized  from  aqueous 
methanol  to  obtain  0.32  g.  of  product  in  the  first  crop.  A  second  crop  of  0.23  g. 
of  crystals  is  obtained  from  the  filtrate.  The  crystals  are  a  mixture  of  bis  (tet- 
ramethylammonium) hexabromohexahydrododecaborate-(2~),  i.e.,  [(CH3)4N]2 
BplIoBrr,,  and  bis ft(>tramethylammonium)  pentabromoheptahvdrododecaborate- 
(2-),  i.e.,  [(CH3)4N]2B,2H7Br5. 

Elemental  analy.ses  of  the  two  crops  of  crystals  are  as  follows: 

First  crop 

Analysis.— Ca\c'd  for  (C4Hi2N)2B,2lIc  sBrs  5  (percent):  C,  13.26;  II,  4.24;  B, 
17.92;  iV,  3.87;  Br,  60.66.  Found  (percent):  C,  14.14;  B,  4.55;  B,  17.69;  N,  3.83; 
Br,  59.65. 

Second  croj) 
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Analysis.— Ca\c\l  for  (C4H,2N)2B,3H6.4Br5.6  (percent):  C,  13.12;  H,  4.19;  B, 
17.73;  N,  3.83;  Br,  61.13.  Found  (percent):  C,  12.69;  H,  3.98;  B,  17.50;  X,  3.95, 
Br,  60.5. 

Thc.^e  brominated  polyhydrododecaborates  are  characterized  by  infrared  an- 
sorption  bands  at  3.9/x,  sharp,  strong;  11. 9m,  12.4ju,  12. 7^,  and  13.0/i,  broad, 
strong;  9.6m,  medium  sharp,  medium;  and  10. 5m,  sharp,  strong  [for  tho 
(CH.O4N+  ion]. 

(E)  A  portion  (3.3  g.)  of  Na.BriafleBre  611:0,  obtained  in  Part  C,  is  dissolved 
in  about  5  ml.  of  water.  The  solution  is  mixed  with  a  concentrated  solution  con- 
taining 3.3  g.  of  CsCl.  The  white  crystals  which  form  are  separated  and  they 
are  recrystallized  twice  from  hot  water.  The  product  is  dried  to  obtain  tne 
dicesium  salt  as  a  monohvdrate. 

Analysis.— Calc'd  for  Cs.Bi.HeBre  II2O  (percent):  B,  14.45;  Br,  53.3;  H,  0.9; 
Cs,  29.55.  Found  (percent):  B,  14.54;  Br,  52.64:  H,  1.25,  1.07;  Cs,  29.4. 

(F)  A  portion  (9.2  g.)  of  the  compound  of  Part  C,  i.e.,  Na2Bi2H6Br6-6rT20, 
is  dissolved  in  a  minimum  quantity  of  water.  The  solution  is  passed  through  a 
column  packed  with  an  acidic  ion  exchange  resin  and  the  column  is  flushed 
with  water.  The  washings  and  eluate  are  combined  to  yield  a  solution  of  the 
acid  H2Bi2H6Br5  which,  in  solvated  form,  is  also  wTitten  as  (H30)2Bi2H6Br6. 

The  process  is  repeated  employing  5.2  g.  of  hydrated  Na2Bi2ll6Br6.  The  acid 
effluent  is  evaporated  to  dryness  and  the  white  residue  is  held  under  reduced 
jjressure  at  70-80°  C.  until  the  vapor  pressure  is  less  than  1  micron.  The  dried 
product,  H2Bi2n6Br6,  is  a  tough  amber  glass  at  atmospheric  temperature.  It  is 
soluble  in  water,  1,2-di-methoxyethane,  ethanol,  l)enzenemethanol  mixtures, 
and  cold  tetrahydrofuran.  It  is  insoluble  in  benzene,  chloroform,  ether,  dioxan 
and  hot  tetrahydrofuran.  The  titration  curve,  employing  NaOH,  shows  a  sharp 
break  at  pH  =  7. 

(G)  About  25  ml.  of  the  acid  solution,  o1)tained  in  Part  F,  is  neutralized 
with  an  aqueous  solution  of  (CH3)4NOII.  The  white  tetramethylammonium 
salt  precipitates  but  it  is  not  isolated.  The  crude  aqueous  reaction  mixture  is 
heated  to  boiling  and  it  is  diluted  with  water  to  a  volume  of  about  40  ml.  to 
obtain  a  clear  solution.  The  solution  is  chilled  and  white  crystals  form  which 
are  separated  by  filtration.  The  crystals  are  further  jiurified  by  two  crystal- 
lizations from  boiling  water  to  obtain  0.44  g.  of  anhydrous  [(CH3)4N]2Bi2H6Br6. 

Analysis. — Calc'd  for  above  compound  (percent):  B,  17.0;  Br,  62.8;  C,  12. .58; 
H,  3.96;  N,  3.67.  Found  (percent):  B,  18.57;  Br,  62.84;  C,  12.71,  12.99;  H,  4.13, 
4.06;  N,  3.75,  3.77. 

The  infrared  absorption  spectrum  of  a  Nujol  mull  of  the  compound  shows  the 
following  bands  characteristic  for  the  anion:  3.95m,  strong:  9.65m,  strong;  10.6m, 
strong;  1i.8m,  strong;  12.75m,  strong  with  shoulders  at  12.4m  •'^nd  13.0m;  ^nd 
the  following  bands  characteristic  for  the  cation:  7.1m,  weak;  7.8m,  weak;  and 
10.55m,  strong. 

(H)  About  50  ml.  of  the  acid  solution,  obtained  in  Part  F,  is  neutralized 
with  aqueous  NaOH  solution.  Excess  aqueous  (0113)381  solution  is  added  and 
the  reaction  mixture  in  which  a  white  precipitate  is  present,  is  heated  to 
boiling  and  diluted  with  water  to  a  total  volume  of  about  100  ml.  to  yield  a 
clear  solution.  The  hot  solution  is  cooled  and  the  white  crystals  which  form  are 
separated.  They  are  recrystallized  twice  from  hot  water  to  yield  1.04  g.  of 
bis(trimethvlsuifonium)  hexabromohexahvdrododecab()rate(2~). 

Aua/iysis.— Calc'd  for  [(CH3)3S]2B,2H6Br;  (percent):  B,  16.88;  Br,  62.3;  C,  9.36; 
H,  3.14;  S,  8.32.  Found  (percent):  B,  16.73;  Br,  62.21  ;  C,  10.07,  10.25;  H,  3.34, 
3.31  ;S.  8.35. 

(I)  The  process  of  Part  H  is  repeated,  employing  an  aqueous  solution  of 
(C2H5)3NHC1  in  place  of  an  aqueous  solution  of  the  sulfonium  iodide.  There  is 
obtained  0.69  g.  of  the  triethvlammonium  salt. 

Analysis.— Calc'd  for  [(C2H5)3NH]2BpH6Br6  (percent):  B,  15.9;  Br,  58.7;  C, 
16.65;  il,  4.44;  N,  3.43.  Found  (percent):  B,  14.78,  16.70;  Br,  59.99;  C,  17.16, 
17.14;  H,  4.65,  4.65;  N,  3.34,  3.36. 

(J)  About  50  ml.  of  the  acid  solution,  obtained  in  Part  F,  is  neutralized  with 
aqueous  NaOH  solution.  Concentrated  NH4OH  (about  10  ml.)  is  then  added  to 
the  solution  with  stirring  after  which  an  excess  of  an  ammoniacal  solution  of 
ZnCl2  is  added.  The  white  precii^itate  which  forms  is  separated  and  it  is  recrystal- 
lized twice  from  boiling  water.  There  is  obtained  0.24  g.  of  tetraaminozinc  hexa- 
bromohexahvdrododecaH)orate(2~). 

Anahtsis.-Calc'd  f<.r  Zn(XH3)4B,2lIaBr6  (percent):  B,  17.32;  Br,  64.1;  H, 
2.42;  N,  7.48.  Found  (percent):  B,  17.82;  Br,  65.0;  H,  2.62;  N,  7.31,  7.17. 
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(K)  Tho  prncoss  of  Part  J  is  repeated  employing  ammoniacal  CnCl2  in  place 
of  the  ammoniacal  ZnClo  solution.  The  deep  bhie  precipitate  which  forms  is 
separated  and  it  is  crystallized  twice  from  dilute  NH4OH.  The  product  is  tetra- 
aminocopper(II)  hexabromohexahvdrododecahorate(2~). 

Annh/si'i.—Calc'd  for  Cu(NH3)4B,2H6Br6  (percent):  B,  17.4;  Br,  64.2;  H, 
2.43;  N,  7.0I:  Cu,  8.52.  Found  (percent):  B,  17.11;  Br,  63.32;  H,  3.11,  2.86; 
N,  7.52,  7.06;  Cu,  8.53. 

(L)  A  solution  is  prepared  containing  10  g.  of  (H30)2Bi2Hi2-8H20  in  150  ml. 
of  water.  Liquid  bromine  is  added  dropwise  to  the  solution  with  stirring  and  the 
temperature  rises  rapidly  to  90-100°  C.  The  rate  of  addition  of  bromine  is  ad- 
justed to  maintain  this  temperature.  After  59  g.  of  bromine  is  added,  the  rate 
of  bromine  uptake  decreases  sharply.  An  additional  20  g.  of  bromine  is  added 
and  the  mixture  is  held  at  80-90°  C.  for  1  hour.  The  reaction  mixture  is  concen- 
trated to  a  small  volume  under  reduced  pressure  and  it  is  separated  into  two 
portions.  To  one  part  an  aqueous  solution  of  CsF  is  added  and  to  the  second 
part  an  aqueous  solution  of  (CIT3)4NC1  is  added.  The  white  precipitates  in  each 
reaction  are  separated  by  filtration  and  they  are  recrystallized  from  hot  water. 
The  compounds  are  dicesium  and  bis(tetramethyl-ammonium)  decabromodi- 
nvdrododecarborates  (2~) . 

\4«a/>/s/.s.— Calc'd  for  CssBpHaBrm^HsO  (percent):  B,  10.2;  Br,  63.1;  Cs, 
21.0.  Found  (percent) :  B,  10.3;  Br,  62.5;  Cs,  22.1.  Calc'd  for  [(CH,,)4N]2Bi2H2BR,n 
(percent):  C,  8.88;  H,  2.23;  B,  12.0;  Br,  74.1.  Found  (percent):  C,  8.89;  H,  2.36; 
B,  11.6;  Br,  74.4. 

(M)  A  solution  is  prepared  containing  20  g.  of  Na2Bi2Hi2-2H20,  100  ml.  of 
water  and  100  ml.  of  methanol.  It  is  cooled  to  .5-15°  C.  and  bromine  is  added 
dropwise  with  stirring.  After  30  ml.  is  added,  the  bromine  uptake  decreases 
sharply  and  an  additional  30  ml.  of  bromine  is  added  in  one  portion.  A  fast  stream 
of  chlorine  gas  is  passed  into  the  solution.  The  temperature  of  the  reaction  mass 
rises  to  50°  C.  during  this  step.  The  solution  is  placed  in  a  vessel  equipped  with 
a  water  aspirator  and  the  solution  is  evaporated  until  excess  bromine  and  the 
hydrogen  chloride  and  hydrogen  bromide  formed  in  the  reaction  are  removed, 
as  shown  bv  the  absence  of  color  due  to  chlorine  or  bromine.  The  solution  is 
neutralized  with  NIT4OH  and  it  is  divided  into  two  portions. 

To  one  part  an  aqueous  solution  of  CsF  is  added  with  stirring  and  the  precipi- 
tate is  separated  by  filtration.  The  salt,  dicesium  dodecabromododecaborate(2~) 
is  purified  bv  crvstallization  froTn  water. 

^no/?/.S7:s.— Calc'd  for  Cs2B,.Bri2  (percent):  Cs,  19.6;  B,  9.56;  Br,  70.8.  Found 
(percent) :  Cs,  18.1 ;  B,  9.57;  Br  71. 

The  compound  is  also  obtained  readily  as  a  monohydrate  by  crystallization 
from  water. 

Analysis.— Ca.\c'd  for  Cs2B,2Br„-H20  (percent):  Cs,  19.4;  B,  9.46;  Br,  69.9. 
Found  (percent):  Cs,   18.5;  B,  9.58;  Br,  70.1. 

To  a  second  part  of  the  neutralized  solution  an  aqueous  solution  of  (CH3)4 
NCI  is  added  with  stirring.  The  precipitate  is  processed  as  described  earlier  to 
obtain   bis(tetramethvlammonium)    dodecarbromododecaborate(2~). 

Armh/sis.—Ccilc'd  for  [(CH3)4N]2B,2Br,2  (percent):  C,  7.77;  H,  1.94;  B,  10.5; 
Br,  77.6.  Found  (percent):  C,  8.29;  H.  2.66;  B.  10.6;  Br,  77.7. 

The  infrared  absorption  spectrum  of  the  Bi2Bri2"2  salts  shows  a  band  which  is 
a  doublet  centered  at  990  cm.~i. 

(N)  A  portion  of  the  cesium  salt  obtained  in  Part  M  is  dissolved  in  water  and 
the  solution  is  passed  through  a  column  packed  with  an  acidic  ion-exchange  resin. 
The  acidic  eluate  is  evaporated  under  reduced  pressure  at  25°  C.  to  give  a  hydrate 
of  dihvdrogen  dodecarbromododecarborate(2~)  as  a  white  crystalline  solid. 

Annlysis.—Calc'd  for  (H30)2BioBr,2-CH20  (percent):  B,  10.5;  Br,  77.6  (N.E., 
617.8).  Found  (percent):  B,  10.3;  Br,  77.9  (N.E.,  613). 

(O)  Operating  in  a  photographic  dark  room,  a  solution  of  AgNOs  (0.006  mole) 
in  water  (25  ml.)  is  added  with  stirring  to  a  solution  of  Cs2Bi2Bri2-H20  (0.003 
mole)  in  water  (200  ml.).  The  compound,  Ag2Bi2Br!2,  is  precipitated  in  almost 
quantitative  yield  ns  a  white  solid  which  is  separated,  washed  and  dried.  The 
infrared  spectrum  of  the  compound  shows  strong  absorption  bands  at  10.05  and 
10.17)u  with  a  feeble  spur  at  10m- 

Ayialysis. — Calc'd  for  Ag2Bi2Bri2  (percent):  B,  9.95.  Found  (percent) :_  B,  9.92. 

The  acid,  obtained  in  Part  N,  can  be  reacted  in  aqueous  solution  with  salts, 
e.g.,  c.irbonates,  chlorides,  nitrates  and  the  like,  to  obtain  a  wide  range  of  products. 
To  illustrate,  ZnCl2  reacts  with  the  acid  to  form  ZnBi2Br,2;  CuCU  reacts  with  the 
acid  to  form  the  copper  salt  as  a  pale  green  hydrate.  Cu(H20)4Bi2Bri2  which  upon 
dehydration  at  90°  C.  under  low  pressure  becomes  purple. 
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EXAMPLE  4 

(A)  A  reaction  vessel  is  charged  with  22.4  g.  of  Na2Bi2Hi2-2n20,  50  ml.  of 
water  and  150  ml.  of  methanol.  The  solution  is  stirred  and  a  solution  of  25.4  g. 
of  iodine  in  200  ml.  of  methanol  is  added  gradually.  The  iodine  color 
disappears  immediately  and  a  slight  rise  in  temperature  occurs.  The  solution 
is  neutralized  with  NH4OH  and  an  aqueous  solution  of  (CH3)4NC1  js  added 
with  stirring.  The  precipitate  which  forms  is  separated  and  it  is  crys- 
tallized several  times  from  water.  The  product  is  bis(tetramethylammonium) 
iodoundecahvdrododecahorate(2~). 

Anah/sis.—Calc'd  for  [(CH3)4N]2B,2H„I  (percent):  C,  23.1;  H,  8.42;  B,  31.3;  I, 
30.5.  Found  (percent):  C,  23.6;  H,  8.73;  B,  30.8;  I,  30.4. 

The  infrared  absorption  spectrum  shows  the  following  characteristic  bands 
(expressed  as  cm.~0;  1280,  weak;  1050,  strong;  950,  strong;  ca.  800,  strong, 
broad;  and  720,  strong. 

(B)  A  solution  containing  10  g.  of  Na2Bi2Hi2-2H20  in  a  minimum  amount  of 
water  is  passed  through  a  column  packed  with  an  acidic  ion-exchange  column. 
The  column  is  washed  to  remove  all  of  the  acid  and  200  ml.  of  an  acidic  eluate  is 
obtained.  There  is  added  to  this  solution  200  ml.  of  C2H5OH  and  1 1.34  g.  of'iodine. 
The  mixture  is  permitted  to  stand  2  hours  at  about  25°  C.  at  which  time  the  iodine 
color  is  gone.  Tetramethylammonium  chloride  (15  g.)  is  added  to  the  solution 
with  stirring  and  the  precipitate  which  forms  is  processed  as  described  in  Part  A 
to  obtain  [(CH3)4N]2Bi2HiiI.  Analysis  of  the  compound  shows  22.2%  C,  8.23% 
H,  29.1%  B  and  23.6%  I. 

Passage  of  an  aqueous  solution  of  [(CH3)4N]2Bi2HiiI  through  a  column  filled 
with  a  commercial  acid  ion-exchange  resin  yields  an  aqueous  solution  of  the  acid 
H2B12HHI.  Evaporation  of  the  solution  yields  a  hydrate  of  the  crystalline  acid 
which  is  viewed  as  (H30)2Bi2HiiI.  Optionally,  the  acid  effluent  from  the  ion- 
exchange  column  is  neutralized  with  an  aqueous  solution  of  NaOH  and  the  neutral 
solution  is  evaporated  to  dryness  to  obtain  Na2Bi2HnI  as  a  crystalline  compound. 

(C)  The  procedure  of  Part  A  is  repeated  except  that  50.8  g.  of  iodine  is  em- 
ployed and  cesium  fluoride  is  used  instead  of  the  tetramethylammonium  chloride. 
The  product  obtained  is  mixed  salt  containing  Csl  and  CS2B12H10I2  in  equimolar 
proportions. 

Analysis.— Csilc'd  for  Cs2Bi2Hiol2-CsI  (percent):  Cs,  43.7;  B,  14.1;  I,  41.4. 
Found  (percent):  Cs,  42.9;  B,  14.0;  I,  41.8. 

The  infrared  absorption  spectrum  shows  the  following  characteristic  bands 
(expressed  as  cm.~i) :  1060,  weak;  1045,  medium;  955,  strong,  slightly  broad; 
835,  weak;  815,  medium;  785,  strong;  760,  weak;  738,  medium  and  720,  weak. 

(D)  An  aqueous  solution  of  H2B12H12  is  prepared  as  described  in  Part  B  from 
50  g.  of  Na2Bi2Hi2-2H20.  The  acidic  eluate  is  mixed  with  114  g.  of  iodine  and  the 
mixture  is  allowed  to  stand  at  about  25°  C.  until  reaction  is  complete.  An  aqueous 
solution  of  CsOH  is  added  with  stirring  and  the  precipitate  is  processed  as  de- 
scribed in  previous  parts. 

/I /ia/?/sis.— Calc'd  for  CszBijHioIa  (percent):  B,  19.7;  I,  38.5;  H,  1.52;  Cs,  40.3. 
Found  (percent):  B,  16.2;  I,  38.1;  H,  1.48;  Cs,  41.2. 

(E)  A  solution  is  prepared  which  consists  of  25  ml.  of  water  and  2.1  g.  of 
Na2Bi2Hi2-H20.  The  solution  is  swirled  at  atmospheric  temperature  (about  2.5°  C.) 
while  portions  of  a  solution  of  6  g.  of  iodine  in  100  ml.  of  ethyl  alcohol  are  added. 
Decolorization  occurs  fairly  rapidly  until  40  ml.  of  the  iodine  solution  is  added. 
Another  40  ml.  is  added  and  the  dark  mixture  is  allowed  to  stand  at  atmospheric 
temperature  for  1  hour.  The  mixture  is  then  evaporated  under  reduced  pressure 
and  a  tacky  light  yellow  solid  is  obtained  as  a  residue.  The  solid,  which  is  the 
sodium  salt  of  diiododecahydrododecaborate,  is  dissolved  in  15  ml.  of  water  and 
excess  aqueous  50%  cesium  fluoride  solution  is  added  with  stirring.  The  pre- 
cipitate which  forms  is  separated  by  filtration  and  it  is  recry.stallized  from  10  ml. 
of  water.  Large  white  crystals  are  obtained  which  are  dried  at  65°  C.  at  0.1  mm. 
pressure  for  3  hours.  The  product  is  dicesium  diiododecahydrododecaborate 
(2~),  i.e.,  Cs2B]2HioT2.  The  identity  of  the  compound  is  confirmed  by  its  infrared 
absorption  spectrum  and  by  elemental  analysis.  The  infrared  spectrum  shows 
strong  bands  at  10.5/^,  12.3//,  12. 7^,  13.6m  and  13. 8^,  in  addition  to  the  char- 
acteristic B — H  and  B12  skeletal  bands  at  4.0/*  and  9.6^,  respectively. 

^ ?)a/?/.s ;■.?.— Calc'd  for  CS2B12H10I2  (percent):  B,  19.68;  I,  38.49.  Found  (per- 
cent): B,  19.33;  I,  39.00. 

(F)  One-half  of  the  quantity  of  CszBisHioTo-CsI  obtained  in  Part  C  is  added 
to  a  solution  of  115  g.  of  ICI  in  150  ml.  of  CCI4.  The  mixture  is  heated  at  80°  C. 
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for  8  hours  with  stirring.  It  is  filtered  and  the  solid  product  is  extracted  with  Cs2 
to  remove  free  iodine  and  unreacted  I  CI.  The  solid  residue  is  dissolved  in  water 
and  an  aqueous  solution  of  CsCl  is  added  to  form  a  cream-colored  precipitate 
The  ])roduct  is  separated  and  crystalized  twice  from  water  to  yield  dicesium 
dodecaiodododecaborate(2~). 

Analysis.— Culc'd  for  CsjBijIp  (percent):  Cs,  13. S;  B,  6.76;  I,  79.4.  Found 
(percent):   Cs,  13.2;  B,  6.67;  I,  78.7. 

Passage  of  an  aqueous  Sf)lution  of  CS2B10I12  through  a  column  filled  with  a 
commercial  ion-exchange  resin  yields  an  aqueous  solution  of  H2B12I12.  Neutraliza- 
tion of  this  solution  with  an  aqueous  solution  of  NaOH  and  evaporation  of  the 
reaction  mixture  vields  Na2Bi2li2,  generally  as  the  dihvdrate  or  hexahvdrate, 
i.e.,  Na2Bi2li2-2H20  or  Na2B,2li2-6n20. 

(G)  Operating  in  a  photographic  dark  room,  a  solution  of  AgNOs  (0.68  g.)  in 
water  (20  ml.)  is  added  to  a  stirred  solution  of  Na2Bi2li2-6H20  (3.61  g.)  in  water 
(100  ml.).  The  precipitate  which  forms  is  separated,  washed  and  dried  to  obtain 
Ag2Bi2li2  as  an  oflf-white  product  weighing  3.63  g. 

Analysis.— Csi]c'd  for  Ae2B,Ji2  (percent):  Ag,  11.6;  B,  6.9.');  I,  81..').  Found 
(percen.t) :  Ag,  10.7;  B,  7.03;  I,  76.7. 

The  similarity  in  chemical  behavior  of  the  dodecaborate  moiety  and  a  benzene 
nucleus,  previously  referred  to  as  "aromaticity,"  is  shoAvn  bj-  the  dehalogenation 
of  the  iodine-substituted  dodecaborates  to  yield  the  parent  dodecahydrododeca- 
borate.  To  illustrate,  5.0  g.  of  [(CH3)4N]2Bi2HnI  prepared  as  described  in 
Example  4,  Part  A,  is  mixed  Avith  200  ml.  of  liquid  ammonia  and  potassium 
metal  (ca.  0..5  g.)  is  added  in  small  pieces  until  the  blue  color  of  free  potassium 
persists.  The  liquid  ammonia  is  evaporated  and  the  white  residue  is  crystallized 
froni  water  to  obtain  [(CH3)4N]2Bi2Hi2.  In  like  manner,  4. .55  g.  of  C.S2B,2HioIj, 
obtained  as  described  in  Example  4,  Part  D,  is  dissolved  in  25  ml.  of  liquid 
ammonia  and  treated  with  1.2  g.  of  potassium  to  obtain  CS2B12H12. 

EXAMPLE  5 

(A)  A  solution  is  prepared  containing  6  g.  of  the  hvdrate  of  NajBioHeBru  (see 
Example  3,  Part  C)  in  50  ml.  of  water.  The  solution  is  cooled  to  about  —30°  C. 
and  chlorine  gas  is  passed  into  it  until  the  gas  is  no  longer  absorbed.  The  solution 
is  neutralized  with  NH4OH  and  a  concentrated  solution  of  CsCl  is  added.  A 
precipitate  forms  and  the  mixture  is  heated  until  a  clear  solution  is  obtained.  The 
solution  is  cooled  and  the  crystals  which  form  are  collected.  They  are  recrystal- 
lized  from  water  to  yield  dicesium  hexabromotrichlorotrihydrododecaborate(2~) 
as  a  dihvdrate. 

Analysis.— Calc'd  for  CsoB,,H3Br6Cl3-2H20  (percent):  B,  12.7:  Br,  47.0;  CI, 
10.4.  Found  (percent):  B,  12.7;  Br,  46.7;  CI,  10.1. 

The  infrared  absorjition  spectrum  of  the  compound  shows  the  following  charac- 
teristic bands  (expressed  as  cm.~'):  2560,  medium;  1630,  medium;  1040,  very 
sharp;  860,  strong,  broad;  and  730-705,  medium,  broad. 

(B)  A  solution  is  prepared  containing  10  g.  of  CS2B12HSF4  (see  Example  1. 
Part  C)  in  30  ml.  of  water.  The  solution  is  heated  almost  to  boiling  and  8  ml  of 
bromine  is  added  dropwise  and  Avith  stirring.  The  solution  is  now  heated  to 
boiling,  chlorine  is  jiassed  into  the  mixture  and  four  portions  of  2  ml.  each  of 
bromine  are  added  gradually.  The  solution  is  cooled  and  the  solid  which  pre- 
cipitates is  separated.  It  is  redissolved  in  hot  water,  a  small  cpiantity  of  aqueous 
CsOn  is  added  tf)  assure  that  the  solution  is  V)asic  and  the  mixture  is  cooled. 
The  crystals  Avhich  form  are  separated  and  recrystallized  from  hot  water  to  obtain 
dicesium  octabromotetrafluorododecaborate(2~). 

Analy.^is.—CidcM  for  CsoB,oBr>,F4  (percent):  B,  11.8;  F,  6.8;  Br,  57.0.  Found 
(percent):  B,   12.9;  F,  6.74;  Br,  57.06. 

(C)  A  reaction  mixture  consisting  of  14  g.  of  hydrated  (n30)2Bi2lIiiI  and  30  g. 
of  anhydrous  HF  is  heated  with  agitation  under  autogenous  pressure  at  90°  C. 
for  4  hours.  The  reaction  vessel  is  cooled,  vented  and  swept  with  a  stream  of 
nitrogen  gas.  The  reaction  mixture  is  neutralized  with  CsOH  and  the  cesium  salt 
which  precipitates  is  purified  as  described  in  earlier  examnles  by  crystallization 
from  Avater  to  obtain  a  product  which  is  principally  CsoBioTIgFsI. 

A nal y. 'its. — Cede' d  for  CsjBpHgFal  (percent):  l"  21.5;  F,  9.7.  Found  (percent): 
I,  20.9;  F,  10.1. 

Examples  1  through  5  illustrate  compounds  of  the  invention  in  which  X  is 
halogen  and  methods  for  their  preparation.  The  processes  are  generic  to  the 
prei)aration  of  halogen-bearing  comi)ounds  and  can  be  employed  to  obtain  com- 
pf)unds  having  a  Avide  range  of  halogen  substituents,  both  as  to  mmiber  and 
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kind.  To  illustrate,  the  processes  can  be  employed  to  obtain  compounds  having 
combinations  of  F,  CI,  Br,  and  I  substituents,"e.g.,  (NH4)3B,2Cl5l7,  [Zn(NH3)4]- 
Bi2F3Br3l6,  Na2Bi2F4Cl3Br2l3  and  the  like.  In  examples  given  later,  it  is  shown 
that  dodecaborates  bearing  X  groups  other  thanhalogens  can  be  employed  as  reac- 
t ants  to  obtain  compounds  having  mixed  substituents,  e.g.,  CaBi2H5Cl5(C2H4CaH3)'>, 
[(CH3)3S]2Bi2H6Cl4S02C6H5)2,  (pyridinium)2B,2H5Cl6C (O) C'sHs  and  the  like. 

EXAMPLE  6 

(A)  A  small  portion  of  the  compound  obtained  as  descriljcd  in  Example  A,  i.e., 
disodium  dodecahydrododecaborate(2~),  is  dissolved  in  a  few  cc.  of  water  and 
the  solution  is  added  carefully  to  a  few  cc.  of  ice-cold  concentrated  nitric  acid 
to  form  a  clear  amber  solution.  The  solution  is  allowed  to  warm  to  about  25°  C. 
and  it  is  made  alkaline  with  aqueous  sodium  hydroxide.  An  aqueous  solution  of 
tetramethylammonium  chloride  is  added  and  a  white  precipitate  forms  which  is 
the  tetramethylammonium  salt  of  a  nitrated  dodecaborate  anion.  The  infrared 
absorption  spectrum  of  the  product,  which  is  bis(tetramethylammonium)  nitro- 
undecahydrododecaborate(2~),  shows  absorption  bands  at  6.35ju  and  l.lAn  (char- 
acteristic for  the  nitro  group)  and  at  3.9m  and  at  9.25/j. 

Analysis.— C-A\c'd  for  [CH3)4N].,Bi2HnN02-H20  (percent):  C,  26.52;  H,  10.30; 
B,  35.84;  N,  14.08.  Found  (percent):  C,  26.3;  H,  10.34;  B,  37.99;  N,  11.02. 

(B)  A  solutir>n  consisting  of  about  5  g.  of  Na2Bi2Hi2  (containing  water  of  hydra- 
tion) in  5  ml.  of  water  is  added  droi)wise  with  stirring  io  10  ml.  of  TO'/c  IINO3, 
cooled  in  an  ice-salt  bath.  The  temperature  is  kept  at  20-25°  C.  during  the  addi- 
tion. The  dark  green  solution  is  cooler  and  neutralized  slowly  with  8  ml.  of  aqueous 
50^0  NaOH.  The  mixture  is  extracted  with  tetrahj-drofuran  several  times.  The 
extracts  are  cnmbined  and  l)lown  with  air  to  remove  the  tetrahj'drofuran.  An  oil 
(3.5  g.)  remains  to  which  2  ml.  of  aqueous  50%  CsF  solution  is  added.  A  precipitate 
forms  which  is  separated  and  recrystallized  from  water  twice  to  give  brownish- 
yellow  crystals  of  dicesium  nitroundecahydrododecaborate.  The  cyrstals  ignite 
readily  on  a  hot  plate  but  the-y  do  not  exjjlode  when  struck  with  a  hammer. 

Analysis.— Ca\c' A  for  Cs.,BioH„NOo  (percent) :  Cs,  58.7;  B,  28.7;  H,  3.4;  N,  3.1. 
Found  (percent):  Cs,  51.5;  B,  28.25;  H,  3.10;  N,  3.37. 

(C)  A  solution  is  prepared  which  contains  3  ml.  of  water  and  1.65  g.  of  disodium 
dodecahydrodedecaborate.  The  solution  is  added  dropwise  and  with  stirring 
to  15  ml.  of  concentrated  nitric  acid  which  is  cooled  in  ice.  The  reaction  mixture 
is  allowed  to  warm  to  atmospheric  temperature  (about  25°  C.)  and  it  is  then 
made  basic  by  adding  23  ml.  of  a  30%  aqueous  sodium  hydroxide  solution.  The 
reaction  mixture  is  evaporated  to  dryness  under  reduced  pressure  to  obtain  a 
sf)lid  .yellow  residue.  The  solid  is  extracted  with  tetrahydrofuran  to  dissolve  the 
nitrated  polyhydropolyborate.  The  solution  is  filtered  and  dioxane  is  added  to 
the  filtrate.  The  filtrate  is  concentrated  under  reduced  pressure  until  a  yellow- 
solid  precipitates.  The  solid  is  collected  on  a  filter;  it  is  washed  with  dioxane  and 
dried  at  low  pressure  at  90°  C.  to  give  0.47  g.  of  disodium  nitroundecahydrodo- 
decaborate containing  two  moles  of  dioxane  of  solvation.  The  identity  of  the 
compound,  which  has  the  formula, 

Na2B,2H,iN02.2C4Hs02 

is  confirmed  by  its  infrared  absorption  spectrum  and  by  elemental  analysis.  The 
infrared  ab.sorption  spectrum  shows  bands  at  4.0m  and  9.3m,  characteristic  of  the 
l)olyhydrodod(^caborate  anion,  and  bands  at  6.35m  and  7.75m,  characteristic  of  the 
nitro  group.  This  compound  is  not  shock-sensitive. 

Analysis.— CixVd  for  Na2C8H27Bi2N06  (percent):  Na,  11.2;  C,  23.5;  H,  6.65; 
B,  31.75;  N,  3.32.  Found  (percent):  Na,  10.3;  C,  22.6;  H,  6.23;  B,  31.1; 
N,  3.46. 

Example  6  illustrates  compounds  of  the  invention  in  which  X  is  a  nitro  group. 

Compounds  having  a  plurality  of  nitro  groups  on  the  dodecaborate  ion,  e.g., 
2,3,4,  or  more  nitro  groups,  can  be  obtained  by  employing  a  higher  concentration 
of  nitric  acid  in  the  reaction  and  by  operating  at  temperatures  higher  than  at- 
mospheric, e.g.,  at  40°  C.  or  higher.  Nitration  can  also  be  conducted  in  several 
steps  to  obtain  a  higher  degree  of  suV)stitution. 

The  compounds  of  Example  6  can  be  converted  by  simple  metathetic  reactions 
to  a  broad  range  of  compounds,  e.g.,  Na2Bi2H,,"N02,  [(9H5)2NH2]'.B,2HiiN02, 
(C6H5NHNH3)2B,2H„N02,  CsHBioHnNOa,  Ag2Bi2HuNOo,  Al,(B,2niiN02)3,  and 
SnB,2H„N02. 

The  process  of  Example  6  illustrates  broadly  the  preparation  of  nitro-substituted 
dodecaborates.  The  process  can  be  used  with  dodecaborates  bearing  substituents 
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other  than  — NO2  groups  to  obtain  compounds  of  the  invention  having  both  — NO2 
groups  and  other  groups.  The  broad  process  can  be  used  to  prepare,  for  example, 
Na2B,2Hg(N02)3,  K2B,2H7(N02)5,  Cr2[B,2n9(N02)3]3,  Fe2(B,2HnN02)3,  [(CeHsCHj) 
(CH3)3N]2B,2HiiN02,  and  the  like.  It  can  be  used  to  prepare  Cs2B,2H9(C6Hii) 
(N02)2  from  Cs2Bi2Hu(C6H„) ;  Na2Bi2H4(CioH2,)6(N02)2  from  (H30)2B,2H6 
(CioHsOe  and  [(CH3)4N]2B,2H,o(OC4H9)N02  from  Cs2Bi2H„OC4H9-  The  halogen- 
bearing  compounds  obtained  by  the  processes  of  Examples  1-5  can  be  nitrated 
bv  the  process  of  Example  6  to  obtain  halogenated  nitro-substituted  compounds, 
e.g.,  (NH4)2B,2H6Cl6N02,  Na2B,2H3Cl7(N02)2,  Cs2,B,2H7Br3(N02)2,  CaBi2H2Br9NOo, 
Li2Bi2Hsl2(N02)2,  CaBi2H,nFN02,  and  the  like. 

A  solution  is  prepared  which  contains  1.8  g.  of  the  solvated  sodium  polyhydro- 
polyborate  obtained  as  described  in  Example  A  (i.e.,  disodium  dodecahydrodo- 
decaborate),  25  ml.  of  water  and  0.54  g.  of  sodium  nitrite  (NaN02).  The  solution 
is  chilled  to  below  5°  C.  and  it  is  acidified  with  dilute  sulfuric  acid.  The  solution  is 
clear  yellow  in  color  at  low  temperatures  and  it  becomes  deep  green  or  warming  to 
atmospheric  temperature  (about  25°  C.) .  An  aqueous  solution  of  cesium  hydroxide 
is  added  to  the  green  solution  with  stirring  and  a  yellow  solid  precipitates  which  is 
separated  by  filtration.  The  solid  is  recrystallized  twice  from  water,  and  it  is  dried 
at  about  25°  C.  under  very  low  pressure  (less  than  0.01  mm.).  There  is  obtained 
1.0  g.  of  dicesium  nitrosoundecahydrododecaborate  (2~),  i.e.,  CsoBioHnNO.  The 
infrared  absorption  spectrum  of  the  compound  shows  bands  at  4.0m,  7.3ai  and  9.5jli 

Example  7  illustrates  compounds  of  the  invention  in  which  the  substituent  X 
is  nitroso  and  their  preparation.  The  process  is  broadly  operable  for  introducing 
— NO  groups  into  dodecaborates.  It  can  be  used  to  prepare,  for  example, 
SrBi2lIio(NO)2,  CaB,2Hio(NO)2,  [(CH3)4N]2Bi2H„NO,  (NH2NH3)2B:2HnNO,  and 
the  like.  Dedecaborates  can  be  employed  as  reactants  which  bear  substituents  other 
than  — NO  groups.  To  illustrate,  (NH4)2Bi2Hio(OC6Hu)NO  can  be  obtained  from 
Cs2Bi2H„OC6Hn ;  Na2Bi2Hio(S02C6H5) NO  can  be  obtained  from  CS2B12H11SO2C6H5, 
and  the  like. 

EXAMPLE   8 

(A)  A  reaction  vessel  is  charged  with  a  soUition  consisting  of  20  g.  of 
Na2Bi2Hi2 -21120  and  200  ml.  of  N-methyl-2-pyrrolidone.  The  solution  is  stirred 
and  25  ml.  of  hydrochloric  acid  is  added.  The  mixture  is  filtered  and  the  filtrate 
is  distilled  until  the  pot  temperature  reaches  180°  C.  The  mixture  is  held  at  this 
temperature  for  3  hours  and  it  is  then  poured  into  600  ml.  of  alcohol.  The  resulting 
clear  .solution  is  mixed  with  a  solution  of  15  g.  of  CsOH  in  200  ml.  of  alcohol.  A 
white  precipitate  forms  which  is  separated  by  filtration.  The  solid  is  crystallized 
from  water  to  obtain  5.7  g.  of  product  (designated  as  Product  A).  A  portion 
(4.5  g.)  of  the  solid  is  added  to  25  ml.  of  2.5%  aqueous  NaOH  solution  and  the 
mixture  is  refluxed  for  2  hours.  The  mixture  is  filtered  and  a  solution  of  CsOH  in 
ethanol  is  added  with  stirring.  The  precipitate  which  forms  is  separated  and 
crystallized  from  water  to  yield  dicesium  monohydroxjomdecahj^drododccaborate 

Analysis.— Calc'd  for  Cs2B,2HnOH  (percent):  B,  30.6;  H,  2.8;  Cs,  62.8.  Found 
(percent):  B,  30.1;  H,  2.8;  Cs,  61.8. 

Crystallization  of  the  compound  from  aqueous  cesium  bromide  solution  yields 
the  double  salt  Cs2Bi2HiiOH-CsBr.  (B)  A  pressure  vessel  is  charged  with  a 
solution  of  5  g.  of  the  hydrate  of  H2B12H12  in  25  ml.  of  water.  The  vessel  is  closed 
and  the  solution  is  heated  under  autogenous  pressure  for  5  hours  at  200°  C.  The 
vessel  is  opened  and  aqueous  cesium  fluoride  is  added  to  the  reaction  mixture. 
The  precipitate  which  forms  is  processed  as  described  in  Part  A  to  yielH 
CS2B12H11OH. 

(C)  Hydrated  H2B,2Hi2  (29  g.;  N.E.,  194)  is  added  slowly  and  with  stirring  to 
100  ml.  of  acetone  which  is  cooled  with  ice  to  keep  the  temperature  at  20-25°  C. 
The  reaction  mixture  is  stirred  for  15  minutes  at  2.5°  C,  15  ml.  of  50%  aqueous 
NaOH  solution  is  added,  followed  by  60  g.  of  aqueous  50%  CsF  solution.  The 
precipitate  which  forms  is  separated  to  obtain  29  g.  of  Cs2Bi2HnOH.  The  com- 
pound is  purified  by  recrystallization  from  water. 

(D)  A  mixture  of  5  g.  of  Cs2Bi2HiiOCH(CH3)2,  prepared  as  described  in  Example 
13,  Part  B,  and  25  ml.  of  48%  hydrogen  bromide  is  refluxed  for  a  short  time. 
Excess  hydrogen  bromide  is  removed  by  blowing  the  mixture  with  air  and  suflfi- 
cicnt  50%  NaOH  is  added  to  make  the  solution  basic.  The  precipitate  which  forms 
is  processed  as  described  in  Part  A  to  yield  the  double  salt,  Cs2Bi2lIiiOHCsBr. 

An  aqueous  solution  of  the  double  salt 

Cs2B,2H„OHCsBr 
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is  passed  through  a  column  packed  with  an  acid  ion-exchange  resin  to  ol)tain  the 
acid  n2Bi2HiiOH  in  solutidii.  The  acidic  ehiate  is  neutralized  with  NaOH  and  the 
solution  is  evaporated  to  obtain  NaBioHuOH-NaBr.  An  aqueous  solution  of  this 
sodium  salt  is  mixed  with  an  aqueous  solution  of  (CH3)4NC1  to  precipitate  the 
tetramethylammonium  salt  in  pure  form. 

^«a/i/szs.— Calc'd  for  [(CH3)4N]2Bi2H„OH  (percent) :  B,  42.5;  C,  31.47;  II,  11.8; 
N,  9.1.  Found  (percent):  B,  43.7;  C.  27.8;  H,  11.4;  N,  8.2. 

(E)  A  reaction  vessel  is  charged  with  3.0  g.  of  hydrated  H2B12H12  (N.E.,  l.")4) 
and  1.75  g.  of  oxalic  acid.  The  vessel  is  placed  in  a  boiling  water  bath  and  the  mix- 
ture is  stirred  ft)r  5  minutes.  An  exothermic  reaction  sets  in  and  the  temperature 
rises  to  a  maximum  of  120°  C.  with  vigorous  bubbling.  The  mixture  is  cooled  to 
about  25°  C.  and  5  ml.  of  water  is  added.  The  solution  is  neutralized  with  aqueous 
CsOH  solution  to  phenolphthalein  end  j^oint.  A  precipitate  forms  and  the  reaction 
mixture  is  heated  to  boiling  with  addition  of  the  minimum  amount  of  water 
needed  to  dissolve  the  precipitate  at  the  boiling  point.  The  solution  is  cooled  in 
an  ice-water  bath  and  the  cyrstals  which  form  are  separated.  They  are  crj'stallized 
from  hot  water  to  oljtain  1.6  g.  of  CS2B12II11OH. 

(F)  A  mixture  of  8.75  g.  of  oxalic  acid  and  3.0  g.  of  hydrated  H2B12H12  is  heated 
at  150°  C.  for  15  minutes.  The  reaction  mixture  is  processed  as  described  in  Part  E 
to  obtain  Cs2Bi2Hio{01I)2. 

(G)  A  reaction  vessel  is  charged  with  a  solution  consisting  of  20  g.  of 
Na2Bi2Hi2-2H20  and  about  200  ml.  of  N-methyl-2-pyrrolidone.  The  solution  is 
stirred  and  25  ml.  of  hydrochloric  acid  is  added.  The  mixture  is  filtered  and  the 
filtrate  is  distilled  until  a  pot  temperature  of  205°  C.  is  reached.  The  mixture  is 
held  at  this  temperature  for  4  hours  and  it  is  then  poured  into  600  ml.  of  ethyl 
alcohol.  The  precipitate  which  forms  is  separated  by  filtration.  It  is  purified  by 
dissolving  in  acetonitrile  and  reprecipitating  with  ethanol.  The  product  (7.8  g.) 
so  obtained  (which  is 

Bi2nio-2CH3NC(0)CH3CH3CH3 

and  is  designated  as  Product  B)  is  mixed  with  50  ml.  of  6%  aqueous  NaOH 
solution,  the  mixture  is  refluxed  for  4  hours  and  then  allowed  to  cool. 

A  portion  of  the  above  reaction  mixture  is  added  with  stirring  to  a  solution  of 
6  g.  of  (CH3)4NOH  in  400  ml.  of  ethyl  alcohol.  The  mixture  is  evaoorated  to 
dryness,  leaving  a  syrupy  residue.  The  residue  is  mixed  with  150  ml.  of  isopropyl 
alcohol  and  forms  an  oil.  The  oil  is  crystallized  from  solution  in  aqueous  ethyl 
alcohol  to  vield  bis(tetramethvlammonium)  dihvdroxvdecahydrododecaborate(~). 

Anali/sis.—Calc'd  for  t(CH3)4N]2Bi2H,o(OII)o  (percent) :  B,  40.3;  C,  29.8;  H,  11.2. 
Found  (percent):  B,  40.4;  C,  26.1;  H,  10.8. 

The  remaining  portion  of  the  reaction  mixture  is  evaporated  to  a  small  volume 
and  a  concentrated  solution  of  CsOH  is  added.  The  precipitate  which  forms  is 
separated,  recrystallized  twice  from  Avater  and  dried  15  hours  at  56°  C.  under  very 
low  pressure. 

Analysis.— Ca,\G'd  for  Cs2Bi2Hio(OH)2  (percent):  B,  28.4;  H,  3.1;  Cs,  58.1. 
Found  (percent) :  B,  28.23,  28.31;  H,  3.38;  Cs,  58.25. 

(H)  A  concentrated  aqueous  solution  of  Na2Bi2Hi2-2H20  is  passed  through  a 
ciihnnn  filled  with  an  acidic  ion  exchange  resin.  The  eluate  is  an  aqueous  solution 
of  H2B12H12.  A  portion  of  this  solution  containing  0.12  mole  of  the  acid  is  reacted 
with  the  exact  equivalent  quantity  of  aluminum  metal.  The  reaction  proceeds 
rapidly  with  evolution  of  hydrogen  and  an  equeous  solution  of  Al2(Bi2Hi2)3  forms. 
The  solution  is  evaporated  to  dryness  and  the  residue  is  dried  intensively  over 
P2O5  at  25°  C.  to  obtain  the  salt  with  sixteen  moles  of  water  of  hydration. 

/l/ia/.7/sis.— Calc'dfor  Al2(B,2Hi2)3-16H20  (percent):  Al,  6.86;  B,"  49.50;  H,  8.97. 
Found  (percent):  Al,  6.61;  B,  50.6;  H,  9.36. 

A  portion  of  the  above  hydrated  aluminum  salt  is  heated  at  very  low  pressure 
for  44.5  hours  at  148°  C.  over  P2O5.  A  portion  of  the  dry  residue  (8.08  g.)  is  mixed 
with  100  ml.  of  water  and  80  ml.  of  0.912  N  aqueous  CsOH  solution  is  added  with 
stirring.  The  mixture  is  filtered  to  remove  insoluble  A1(0H)3  and  the  filtrate  is 
evaporated  to  dryness  to  obtain  the  solid  dicesium  trihvdroxvnonahvdrododeca- 
borate(2-). 

^nffl^T/si?.— Calc'd  for  Cs2Bi2H3(OH)3  (percent):  B,  28.49;  H,  2.65;  Cs,  58.32. 
Found  (percent):  B,  31.4;  H,  3.08,  2.93;  Cs,  57.63,  55.2. 

A  second  portion  (18.5  g.)  of  the  above  hydrated  aluminum  salt  is  heated  at 
very  low  pressure  for  83  hours  at  148°  C  over  P2O5.  Water  and  hydrogen  are  re- 
leased and  a  20.9%  loss  in  weight  is  noted.  The  residue  (14.7  g.)  is  dissolved  in 
100  ml.  of  1.44  N  hydrochloric  acid  and  the  solution  is  diluted  to  a  volume  of  720 
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ml.  The  diluted  solution  is  passed  through  a  column  filled  with  an  acidic  ion  ex- 
change resin  and  the  eluate  is  neutralized  with  (CH3)4NOn  to  obtain  an  aqueous 
solution  of  [(Cn3)4N]2B,2H9(OH)3.  Neutralization  of  the  eluate  with  NILOH 
yields  (NH4)2B,2H9(OH)3. 

(I)  An  aqueous  solution,  of  H2Bi2H:2  is  neutralized  with  the  exact  quantity  of 
Be(0H)2  to  provide  a  neutral  solution  of  BeBi2Hi2.  The  solution  is  evaporated  to 
dryness  and  the  residue  is  dried  intensively  over  P2O5  to  obtain  the  tetrahydrate 
of  the  beryllium  salt. 

Analysis.— Calc'd  for  BeBi2nio.4H20  (percent):  B,  58.22;  Be,  4.04:  H,  6.04. 
Found  (percent):  B,  60.26;  Be,  4.12,  3.94;  H,  8.73. 

A  quantity  (9.93  g.)  of  the  above  beryllium  salt  is  heated  under  very  low  pres- 
sure over  P2O5  for  52  hours  at  148°  C.  The  dried  product,  which  shows  a  weight 
loss  of  9.83 7o,  is  suspended  in  100  ml.  of  water,  90  ml.  of  1  N  NH4OH  is  added 
with  stirring,  and  the  mixture  is  filtered  to  remove  Be(OH)o.  The  filtrate  is  evapo- 
rated to  dryness  to  yield  the  solid  (NIl4)2Bi2H9(OH)3. 

(J)  A  reaction  vessel  is  charged  with  70  ml.  of  tert.-butanol  and  6  g.  of  (H30)2- 
B12H12 -61120.  The  mixture  is  refluxed  for  2  hours  and  water  is  added.  The  solution 
is  boiled  to  remove  the  butanol  as  an  azeotrope  with  water.  The  remaining  solu- 
tion contains  the  acid  H2Bi2H8(OH)4. 

A  portion  of  the  above  solution  is  neutralized  with  ammonia  hydroxide  to  obtain 
(NH4)2Bi2H8(OH)4  in  solution  and  an  aqueous  solution  of  CsF  is  added.  The 
solution  is  concentrated  to  a  small  volume  from  which  the  cesium  salt  crystallizes 
on  cooling.  The  compound,  which  is  very  water-soluble,  is  purified  by  recrystalliza- 
tion  from  water. 

^7!a/!/s2's.— Calc'd  for  Cs2Bi2H8(OH)4-2H20  (percent):  B,  25.0;  11,  3.16;  Cs, 
51.6.  Found  (percent):  B,  25.0;  H,  3.10;  Cs,  55.8. 

The  infrared  absori^tion  spectrum  of  a  Nujol  mull  of  the  compound  shows  the 
following  principal  bands  (expressed  as  cm.-i) :  3580,  strong;  3330;  medium;  1630, 
medium;  1015,  very  strong,  broad;  1025,  very  strong;  985,  weak;  882,  strong;  and 
740-725,  very  strong,  broad. 

A  portion  of  the  above  solution  is  neutralized  with  ammonium  hydroxide  and 
there  is  then  added  an  aqueous  solution  of  (CH3)4NC1  to  ()l)tain  the'tetramethyl- 
ammonium  salt  of  BjoHsfOIDj-^  The  compound  is  recrvstallized  from  water. 

Anahjsis.—Calc'd  for  [(CH3)4N]2Bi2H8(OH)4  (percent):  B,  36.7;  H,  10.3;  C, 
27.1:  N,  7.92.  Found  (percent):  B,  37.8;  H,  10.5;  C,  27.1;  N,  8.90. 

The  infrared  absorption  spectrum  of  a  Nujol  mull  of  the  compound  shows  the 
following  principal  bands,  expressed  as  cm.~i:  3330,  medium  1140,  medium; 
1070,  weak;  1050,  weak;  1025,  strong;  980,  medium;  950,  strong;  900,  weak; 
and  725,  strong,  broad. 

(K)  Compounds  bearing  — OH  substituents  are  also  obtained  bv  heating  a 
hydrate  of  H2B,2Hi2  with  SO2.  Thus,  a  mixture  consisting  of  20  g.  of  crystalline 
hydrated  H2B12H12  and  50  g.  of  sulfur  dioxide  is  heated  in  a  stainless  steel  pressure 
vessel  with  agitation  under  autogenous  pressure  at  60°  C.  for  5  hours.  The  vessel 
is  cooled  and  vented  to  remove  imreacted  sulfur  dioxide.  The  process  is  repeated 
three  more  times  and  the  four  crude  reaction  products  are  combined.  The  mixture 
is  neutralized  with  (CH3)4  NOH  and  the  precipitate  which  forms  is  separated, 
washed  and  dried  to  obtain  43  g.  of  [(CH3)4N]2B,2HiiOH.  The  compound  is  further 
purified  bv  recrvstallization  from  water.  Its  infrared  spectrum  shows  absorption 
l)ands  at  2.8,  4.6,  7.8,  8.8,  9.2,  9.5,  9.7,  10.55,  11.1,  12.5,  and  13.9^. 

(L)  A  solution  is  prepared  which  consists  of  1.8  g.  of  II0B12H12  (calculated  on  an 
anhydrous  basis  from  hvdrated  H2B12H12)  in  110  ml.  of  "water.  To  this  solution 
at  room  temperature  (ca.  25°  C.)  30.8  ml.  of  30%  aqueous  H2O2  is  added  with 
stirring.  The  mixture  is  allowed  to  stand  at  room  temperature  for  4  days  and  the 
solution  is  then  evapornted  to  dryness  under  reduced  pressure  at  ab()ut  2.")°  C. 
in  a  rotating  evaporation  unit.  This  operation  is  conducted  behind  suitable 
protective  shielding.  The  residue  is  dried  18  hours  over  P2O5  and  there  is  obtained 
3.08  g.  of  H2Bi2H6(OH)6.  Titration  of  an  aqueous  solution  of  this  acid  shows  that 
it  is  a  strong  acid,  i.e.,  an  acid  in  the  class  of  strong  mineral  acids.  The  infrared 
al)sorption  spectrum  of  the  acid  in  a  mineral  oil  nuiU  show  the  following  absorp- 
tion bands:  2.8,  4.0,  9.0,  and  10.6m. 

^na?y.s/s.— Calc'd  for  H2B,2H6(OH)6  (percent):  B,  54.2;  H,  5.83  (N.E.,  120). 
Found  'percent):  B,  54.8;  II,  6.14  (N.FL,  125). 

CM)  An  aqueous  solution  of  the  acid  of  part  L  is  mixed  with  thallium  carbonate 
and  the  precipitate  which  forms  is  separated.  It  is  recrystallized  from  water, 
and  dried  to  obtain  the  di<'thallium  salt. 

AiiaIysis.~C:\lc'd  for  Tl2B,2H5(OII)6  (percent):  Tl,  63.2;  B,  20.0;  H,  1.85. 
Found  (percent):  Tl,  62.1 ;  B,  19.5;  II,  2.23. 
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(N)  An  aqueous  solution  of  the  acid  of  Part  L  is  reacted  with  CsF  to  oljtain  a 
salt  which  is  very  soluble  in  water.  The  product  is  a  hj'drated  double  salt  of 
Cs2Bi2H6(OH)6  and  CsF  whose  infrared  absorption  spectrum  shows  the  following 
bands:  4.1,  6.1,  S.S,  10.25,  and  11.3.5/i. 

Anahjsis.—CiAc'd  for  C.'^2B,,H6(OH)6CsF4  H2O  (percent):  Cs,  54.8;  B,  17.86; 
11,  2.75.  Found  (percent):  Cs,  55.2;  B,  17.41;  H,  2.45. 

(O)  Irradiation  equipment  employed  in  this  process  consists  of  a  quartz  tul)e 
(al)()ut  3  cm.  x  30  cm.)  surrounded  by  a  mercury  vapor  coil.  The  tube  is  charged 
with  60  ml.  of  an  aqueous  solution  (0.1035  molar)  of  II2B12CI12.  The  solution  is 
irradiated  for  24  hours  and  the  blue  suspension  which  forms  is  filtered.  The  solids 
are  set  aside  and  the  filtrate  is  irradiated  again  for  68  hours.  The  suspension  is 
filtered  and  the  solids  from  both  filtrations  are  combined  to  obtain  1.45  g.  of 
hydra  ted  H2Bi2(OII)i2  containing  some  unreacted  H2B12CI12.  In  the  operation  of 
the  process,  90  ml.  of  hydrogen  is  evolved  and  substantially  all  of  the  chlorine  is 
recovered  as  chloride  ion  'AgCl)  in  the  filtrate. 

The  above  process  is  repeated  employing  100  ml.  of  a  0.1035  molor  solution 
of  H2Bi2Cii:.  There  is  obtained  3.19  g.  of  hydrated  H2Bi2(OH)i2  containing  some 
unreacted  starting  compound. 

The  product,  as  isolated  in  several  runs,  ranged  in  color  from  white  to  blue. The 
product  is  insoluble  in  water  and  conventional  organic  solvents.  It  is  washed  re- 
peatedly with  water  and  ethanol  and  dried  under  rcdxiced  pressure  over  P2O5.  The 
product  is  hydrated  H2Bi2(OH)i2,  also  written  as  (H30)2Bi2(OH)i2,  containing  a 
minor  quantity  of  product  which  vears  chlorine  bonded  to  boron.  The  composition 
of  the  product  can  be  represented  as  (H30)2Bi2(OH)u-3Clo.7. 

Analysis. — Calc'd  for  the  above  mixture  (percent) :  B,  33.7;  CI,  6.47;  H,  4.49-  O 
55.2.  Found  (percent) :  B,  33.6,  33.7;  CI,  6.36,  6.49;  H,  4.82,  4.78;  O,  51.1.  '     ' 

The  acid  is  insoluble  in  concentrated  sulfuric  acid  at  25°  C.  but  it  dissolves  on 
warming  the  acid  to  90°  C.  On  cooling  the  sulfuric  acid  solution,  no  precipitation 
occurs.  The  product  in  sulfuric  acid  solution  is  a  compound  bearing  — OH  and 
• — OSO3H  groups,  i.e.,  it  can  be  represented  as  H2Bi2(OH)„(OS03H)i2-na  where  /( 
has  a  value  of  1 — 12. 

The  free  acid,  dihydrogen  dodecahydroxydodecaborate,  which  is  usually  ob- 
tained in  hydrated  form,  is  a  white  solid  thst  is  unchanged  by  heating  up  to  310°  C. 
The  acid  is  substantially  insoluljle  in  water,  methanol,  ethanol  and  other  lower 
alkanols,  dimethylformamide,  dimethylsulfone,  benzene,  1,2-dimethoxyethane, 
acetic  acid  and  pyridine.  It  dissolves  in  basic  solvents  upon  the  addition  of  water 
and  it  also  dissolves  in  dilute  solutions  of  inorganic  bases.  Although  substantially 
insoluble  in  water,  sufficient  acid  does  dissolve  to  give  a  strongly  acid  reaction  to 
the  water,  as  determined  by  pH  test  papers. 

(P)  A  solution  of  5.0  g.  of  Cs2Bi2Bri2  in  200  ml.  of  water  is  irradiated  for  20  hours 
in  the  unit  described  in  Part  O.  The  solid  is  separated  by  filtration  to  obtain  0.764 
g.  of  (H.,0)2Bi2(OH)i9.  The  product  is  suspended  in  water  and  aqueous  CsOH  solu- 
tion is  added  until  the  solution  is  neutral.  The  acid  dissolved  during  this  step  in 
the  process.  The  solution  is  concentrated  by  evaporation  imtil  crystals  of  CS2B12- 
(0H)i2  appear.  The  solid  crystals  are  separated  and  recrystallized  twice  from 
water.  Some  Cs2Bi9Bri,  is  present  as  an  impuritv. 

Analysis.— Calc'd  for  Cs2Bi2(0H),2  (percent)  :"Cs,  44.3;  B,  21.7;  11,  2.00.  Found 
(percent):  Cs,  38.2;  B,  20.36;  H,  2.21;  Br,  3.75. 

The  process  of  Part  P  is  repeated  employing  10  g.  of  Cs2Bi2Bri2  in  200  ml.  of 
water  and  1.36  g.  of  product  is  isolated.  The  products  obtained  in  these  runs  are 
combined  to  obtain  20  g.  of  Cs2Bi2(On)i2.  The  combined  product  is  purified  by 
dissolving  it  in  water  and  irradiating  the  solution  for  4  hours.  The  amount  of 
bromine  present  in  the  compound  is  substantiallv  reduced  to  obtain  a  product  of 
the  following  analy.sis:  Cs,  40.9;  B,  20.4;  H,  3.16;  Br.  0.62. 

(Q)  Salts  of  the  Bi2(OH)i2~2  anion  are  obtained  by  neutralization  of  the  acid 
obtained  in  Part  P,  employing  the  appropriate  base" and  an  aqueous  suspen.sion 
of  the  acid.  The  ammonium,  methylammonium,  and  tert-butylammonium  salts 
are  prepared  by  this  method.  The  ammonium  salt  is  purified  by  crystallization 
from  water,  the  methylammonium  and  tert-butylammonium  salts  by  crystali- 
zation  from  aqueous  ethanol. 

ylna/ys^s.— Calc'd  for  (NH4)2Bi2(OH),2  (percent):  H,  5.41;  B,  35.1;  N,  7.58;  O, 
51.9.  Found  (percent):  H,  5.80;  B,  34.5;  N,  6.58;  O,  46.2. 

Analysis.— Calc'd  for  (CH3NH3)2B,2(OH),2  (percent):  H,  6.04;  B,  32.7;  N,  7.04; 
O,  48.2;  C,  6.04.  Found  (percent):  H,  6.54;  B,  32.7;  N,  6.04;  O,  3.5;  C,  5.86. 

Analysis.— Calc'd  for  [(CH3)3CNH3]2B,2(OH),2  (percent):  H,  7.48;  B,  27.0;  N, 
5.83;  O,  39.9;  C,  20.0.  Found  (percent) :  H,  7.79;  B,  27.6;  N,  5.96;  O,  31.1;  C,  19.6ii 
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The  cesium,  ammonium  and  tert-butylammonium  salts  are  moderately  soluble 
in  water.  The  cesium  salt  turns  yellow  at  surfaces  exposed  to  light. 
Neutralization  of  an  aqueous  suspensions  of 

H2Bi2(OH)i2 

with  (CIl3)4NOH  yields  [(CH3)4N]2B,3(OH),2.  The  salt  is  very  soluble  in  water 
and  it  is  not  readily  isolated  in  solid  form. 

Example  8  illustrates  the  compoimds  of  the  invention  in  which  X  is  hydroxyl 
and  methods  for  their  preparation.  The  processes  of  Example  8  are  generic  to 
the  preparation  of  hydroxyl-bearing  dodecaborates  and  these  processes  are 
operable  with  reactants  bearing  substituents  other  than  hydroxyl.  To  illustrate, 
compounds  can  be  obtained  of  the  forn)ulas  BaBi2Hio(OCH3)  (OH),  CUB12H9 
(C6llii)(OH)2,  K2Bi2H3[C(CH3)>[(OH)3,  and  the  hke  by  employing  as  reactants 
dodecaborates  having  as  substituents] — OCH3,  — CeHis  and  — C(CH3)3, 
respectivel}'. 

EXAMPLE    9 

A  reaction  vessel  is  charged  with  2.0  g.  of  [(CH3)4N[2Bi2Hio(OH)2  prepared  as 
described  in  Example  8,  Part  O,  and  10  ml.  of  glacial  formic  acid.  The  mixture 
is  heated  at  90-100°  C.  for  3  minutes  and  it  is  then  poured  into  water.  The  solu- 
tion is  filtered  and  the  filtrate  is  mixed  with  an  aqueous  solution  of  (n-C3H7)4NI. 
The  precipitate  which  forms  is  spearated  and  it  is  recrystallized  from  50%  aqueous 
ethyl  alcohol.  The  product  is  bis(tetra-n-prop5'lammonium)  diformyloxydeca- 
hvdrododecaborate  (2  — ) . 

^ Analysis.— Csilc'd  for  [(C3H7)4N]2B,2H,o(02CH)2   (percent):  B,   21.6;  C,   51.8; 
H,  11.4;  N,  4.6.  Found  (percent):  B,  21.6;  C,  49.0;  H,  11.1;  N,  4.56. 

(B)  A  reaction  vessel  is  charged  with  25  ml.  of  formic  acid  (98-100%  purity) 
and  0.63  g.  of  CS2B12F11OH.  The  solid  dissolves  and  the  solution  is  heated  at  steam 
bath  temperatures  for  15  minutes.  It  is  then  allowed  to  stand  at  atmospheric 
temperature  (ca.  25°  C.)  for  about  18  hours.  The  reaction  mixture  is  evaporated 
in  a  Rinco  rotary  drier  under  reduced  pressure  at  60°  C.  or  less.  There  is  obtained 
0.67  g.  of  dicesium  formyloxyundecafluorododecaborate(2  — ),  i.e.,  CS2B12F11OC 
(0)H.  The  infrared  spectrum  of  the  compound  contains  V)ands  as  follows  (expressed 
as  microns):  5.8  (strong),  10.22  (weak),  12.0  (weak),  and  15.45  (moderately 
strong). 

(C)  A  small  platinum  tube  is  charged  with  1  g.  of  Cs2B:2FuOH  and  the  vessel 
and  contents  are  cooled  in  liquid  nitrogen.  Pressure  in  the  tube  is  reduced  to  a 
low  value  and  1.0  g.  of  carbonyl  fluoride  (COF2)  is  added.  The  tube  is  sealed, 
placed  in  a  pressure  reactor  and  heated  under  400  atmospheres  pressure  at  150° 
C.  for  16  hours.  It  is  cooled,  opened  and  allowed  to  warm  to  atmospheric  tempera- 
ture. Unreacted  COF2  escapes  during  this  stage  of  the  processing.  A  white  solid, 
weighing  1.07  g.,  remains  which  is  dicesium  fluoroformyloxyundecafluorododeca- 
borate(2  — ),  i.e.,  Cs2Bi2FiiOC(0)F.  Theinfraredspecrtum  of  the  compound  displavs 
very  strong  bands  at  5.5  (  =  0)  and  10.3^  [-C(0)F]. 

The  compound  hydrolyzes  readily  in  water,  releasing  CO2. 

EX.VMPLE  10 

A  solution  consisting  of  5  g.  of  hydrated  H2B12H12  and  25  ml.  of  glacial  acetic 
acid  is  stirred  for  3  hours  at  about  25°  C.  It  is  then  heated  for  24  hours  at  steam 
bath  temperatures  (90-100°  C).  The  solution  is  cooled  and  it  is  mixed  with  an 
aqueous  50%  solution  of  CsF.  The  precipitate  w^hich  forms  is  separated  by 
filtration  and  it  is  recrystallized  from  water  to  obtain  6.4  g.  of  dicesium  mono- 
acetoxyundecahydrododecaborate(2~),  i.e.,   Cs2Bi2Hii(02CCH3). 

Examples  9  and  1 0  illustrate  the  compounds  of  the  invention  in  which  X  is  an 
ester  group,  i.e.,  — OC(0)R.  Two  generic  processes  are  exemplified  which  are  as 
follows:  (1)  reaction  of  hydroxyl-substituted  dedocaborates  with  anhydrous  or- 
ganic acids  or  their  equivalents  (acid  anhydrides  and  acid  halides),  and  (2) 
reaction  of  polyhydrododecaborates  with  an  anhydrous  organic  acid.  In  either 
process  anv  organix  acid  can  be  employed.  For  example,  H2Bi2H9(OH)3  can  be 
reacted  with  butyric  acid  to  yield  H2Bi2H8(02CC3H7)3;  H2Bi2HnOH  can  be 
reacted  with  methacrylic  acid  to  yield 

HzBijHnOzC— C  (CH3)=CH, 
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H2Bi2Hio(OH)2  can  be  reacted  with  benzoyl  chloride  to  yield  H2Bi2Hio(02CC6H5)2; 
H2Bi2Hio(OH)2  can  be  reacted  with  octadecanoyl  chloride  to  yield  H2Bi2liio- 
(62CCi7H35)2.  H2Bi2Hio(OH)2  can  be  reacted  with  propiolic  acid  to  yield 
H2Bi2Hio(02CC2H)2.  Similarly,  H2B12H12  can  be  reacted  with  i)ropionic  acid  to 
yield  H2Bi2Hii(02C'C2H5),  with  hexahydrobenzoic  acid  to  yield  H2Bi2Hn(02CC6Hu) 
and  with  dodecanoic  acid  to  yield  H2Bi2Hii(02CCiiH23). 

In  the  processes  of  Examples  9  and  10,  dodecaborates  can  be  employed  as 
reactants  which  bear  not  only — OH  groups  but  other  substituent  groups  as  well. 
To  illustrate,  H')BpHio(C2H4C6H5)OH  can  be  reacted  with  propionic  acid  to  yield 
H,Bi2Hio(CoH4C6ll5)(02CCH2CH3);  H2B,2Cl8(OH)4can  be  reacted  with  acetic  acid 
to  yield  HoBi.CIbCO.CCHs)!;  H2Bi2H8(OCH3)2(OH)2  can  be  reacted  with  formic 
acid  to  yield  H2B,2H8(OCH3)2(02CH)2  and  H2B,2Br9(OH)3  can  be  reacted  with 
trifluoroacetic  acid  to  yield  H2Bi2Br9(02CCF3)3.  Further  H2Bi2HiiC(CH3)3  can 
be  reacted  with  formic  acid  to  yield  H2Bi2Hio[C(CH3)3]  (O2CH) .  H2B,2liio(S02C6H5)2 
can  be  reacted  with  acetic  acid  to  yield  H2Bi2H9(S02C6H5)2(02CCH3),  and  the  like. 

The  dodecaborate  acids  can  be  neutralized  with  organic  and  inorganic  bases 
to  yield  a  wide  range  of  salts  and  the  compounds  are  usually  isolated  in  this  man- 
ner, as  illustrated  in  the  examples. 

EXAMPLE    11 

(A)  A  solution  of  7.5  g.  of  Na2Bi2Hi2-H20  in  50  ml.  of  water  is  passed  through 
a  column  packed  with  an  acid  ion-exchange  resin,  as  described  in  Example  C. 
The  acidic  eluate  and  washings  are  collected  and  heated  under  reduced  pressure 
until  the  volume  is  about  50  ml.  The  solution  contains  the  acid  H2B12H12. 

The  acid  solution  obtained  above  is  mixed  with  10  ml.  of  37%  formaldehyde 
solution.  The  mixture  becomes  slightly  warm  but  no  color  change  occurs.  The 
mixture  is  heated  on  a  steam  bath  for  about  1  hour  and  the  solution  becomes 
pink  in  color.  The  solution  is  cooled  and  it  is  evaporated  under  reduced  pressure 
to  yield  a  faintly  pink  tacky  solid. 

The  solid  obtained  above  is  mixed  with  a  solution  of  5.0  g.  of  NaHCOs  in  about 
25  ml.  of  hot  water.  The  solution  is  cooled  and  filtered.  An  aqueous  solution  of 
cesium  fluoride  is  added  with  stirring  to  the  filtrate  to  form  a  white  precipitate. 
The  precipitate  is  separated  and  dried.  Elemental  analysis  of  the  compound  shows 
that  it  has  the  formula  CS2B12H11X,  where  X  consists  of  one  oxygen,  one  carbon 
and  three  hydrogens.  The  infrared  absorption  spectrum  shows  that  X  is — OCII3 
and  that  the  compound  is,  therefore,  Cs2Bi2HnOCH3 

Aiialysis.—Calc'd  for  CS2CH14B12O  (percent) :  C,  2.74;  H,  3.22.  Found  (percent) : 
C,  3.16;  H,  2.20. 

(B)  Crystalline  hydrated  H2B12H12  (5.0  g.)  is  added  slowly  to  15  ml.  of  37% 
formaldehyde  with  stirring  and  cooling  to  keep  the  temperature  at  about  25°  C. 
The  solution  is  stirred  for  a  few  minutes  after  addition  of  the  acid  is  completed 
and  10  ml.  of  aqueous  50%  CsF  solution  is  added.  The  precipitate  which  forms  is 
separated  bv  filtration  and  it  is  recrystallized  from  hot  water  to  obtain 
CS2B12HUOCH3 

Analysis.— Calc'd  for  Cs2CH,4Bi20  (percent) :  Cs,  60.6;  B,  29.7;  C,  2.74;  H,  3.22. 
Found  (percent) :  Cs,  55.3;  B,  26.4;  C,  2.6;  H,  3.1. 

(C)  A  portion  (5  g.)  of  the  crystalline  hydrate  of  H2B12H12  is  dissolved  in  25  ml. 
of  99%  formic  acid.  The  solution  is  heated  on  a  steam  bath  for  3  hours,  cooled  and 
an  aqueous  50%  solution  of  CsF  is  added.  The  precipitate  is  processed  as  described 
in  Part  B  to  obtain  3.4  g.  of  CsaBisHuOCHs- 

(D)  A  mixture  of  2.0  g.  of  the  crystalline  hydrate  of  H2B12H12  (N.E.,  174)  and 
10  ml.  of  CH3OH  is  heated  in  a  pressure  vessel  under  autogenous  pressure  for 
15  hours  at  steam  bath  temperatures.  Volatile  products  formed  in  the  reaction 
consist  of  H2  and  CH4.  The  liquid  reaction  product  is  mixed  with  aqueous  50% 
CsF  solution  and  the  precipitate  is  processed  as  described  in  Part  B  to  obtain 
the  methoxy-substituted  compound. 

Analysis.— Calc'd  for  CsjBiaHuOCHs  (percent) :  B,  29.6;  C,  2.7;  H,  3.2.  Found 
(percent):  B,  25.6;  C,  3.1;  H,  3.1. 

(E)  A  mixture  of  20  g.  of  CH3OCH3  and  12  g.  of  the  crystaUine  hydrate  of 
H2B12H12  is  heated  in  a  pressure  vessel  under  autogenous  pressure  at  90°  C.  for 
2  hours.  The  reaction  mixture  is  divided  into  two  equal  parts. 

To  one  part  an  aqueous  .solution  of  CsOH  is  added  until  the  mixture  is  neutral. 
The  precipitate  is  processed  as  described  in  Part  B  to  obtain  a  crystalline  product 
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\vhich  is  a  compound  of  about  40%  C.S2Bi2H,iOCH3  and  60%  Cs2B,2H,o(OCH3)2. 

Analysis. — Calc'd  for  above  product  (percent):  Cs,  59.0;  B,  28.8;  C,  3.7; 
H,  3.3.  Found  (percent):  Cs,  56.9;  B,  29.0;  C,  3.6;  H,  3.6. 

To  the  second  part,  aqueous  (CH3)4NOH  is  added  until  the  solution  is  neutral 
and  the  precipitate  is  processed  as  described  in  Part  B  to  obtain  a  crystalline 
product  which  is  about  40%  [(CH3)4N]2B,2HnOCH3  and  60%  [(CH3)4N]2B,2H,a- 

(OCH3)2. 

Anali)sis. — Calc'd  for  above  product  (percent) :  C,  25.1;  11,  10.7;  N,  5.4.  Found 
(percent):  C,  25.6;  H,  11.0;  N,  5.4. 

(F)  A  mixture  of  50  g.  of  CH3OCH3  and  15  g.  of  the  crystalline  hydrate  of 
H2B12H12  is  heated  in  a  pressure  vessel  under  autogenous  pressure  at  110°  C.  for 
1  hour.  The  reaction  mixture  is  neutralized  with  aqueous  CsOH  solution  and  the 
precijiitate  is  processed  as  described  in  Fart  B  to  obtain  a  dodecaborate  bearing 
two  methoxy  groujis. 

.4 /m/ysis.— Calc'd  for  Cs2B,2Hio(OCH3)2  (percent):  B,  27.7;  C,  5.1;  H,  3.4. 
Found  '(percent) :  B,  27.1;  C,  4.8;  H,  3.5. 

EXAMPLE    12 

(A)  A  mixture  of  5  g.  of  the  crystalline  hydrate  of  H2B12H12  and  25  ml.  of 
C2H5OC2H5  is  heated  in  a  pressure  vessel  under  autogenous  ]3rcssure  at  60°  C.  for 
10  hours.  The  reaction  mixture,  so  obtained,  is  stirred  with  10  ml.  of  aqueous 
50%  CsF  solution.  The  crystalline  Cs  salt  (1.9  g.)  which  precipitates  is  proces.^^ed 
as  described  in  Example  11,  Part  B  to  obtain  cesium  hydrogen  ethoxyundeca- 
hvdrododecaborate  (~2)  with  one  mole  of  ethanol  as  solvent  of  crystallization. 

' Analysis.— Calc'd  for  CsHB,2HiiOC2H5C2H50H   (percent):  Cs,'32.6;  B,  35.5; 
C,  13.2.  Found  (percent):  Cs,  39.6;  B,  36.8;  C,  13.2. 

(B)  A  mixture  of  5  g.  of  the  crystalline  hydrate  of  H2B12TI12  and  25  ml.  of 
ethanol  is  heated  in  a  pressure  vessel  under  autogenous  pressure  for  4  hours  at 
100°  C.  Volatile  products  formed  in  the  reaction  contain  83  ml.  of  hydrogen  and 
160  ml.  of  ethane.  The  non-volatile  reaction  product  is  neutralized  with  aqueous 
NaOII  solution  following  which  an  aqueous  solution  of  CsF  is  added.  The  pre- 
cipitate is  processed  as  described  in  Example  11,  Part  B,  to  obtain  Cs2Bi2HnOC2H5. 
The  identitj^  of  the  compound  is  confirmed  by  its  infrared  absorption  spectrum. 

(C)  Acetaldehyde  (25  ml.)  is  cooled  in  an  ice  bath  and  5  g.  of  crystalline 
hydrated  H2B12H12  is  slowly  added  Avith  stirring.  After  addition  is  completed,  the 
solution  is  stirred  a  short  period  and  10  ml.  of  50%  aqueous  CsF  is  added.  The 
precipitate  is  processed  as  described  earlier  to  obtain  the  monoethoxy  derivative. 

Analysis.— Calc'd  for  Cs2B,2HnOC2H5  (percent):  Cs,  58.7;  B,  28.7;  C,  5.3; 
H,  3.5.  Found  (percent):  Cs,  55.2;  B,  23.9;  C,  5.3;  H,  3.5. 

(D)  A  solution  of  10  g.  of  crystalline  hydrated  H2B,2Hi2  (N.E.,  222)  in  20  ml. 
of  glacial  acetic  acid  is  heated  for  15  hours  at  steam  hath,  temperatures.  Excess 
acid  is  removed  in  a  rotary  evaporator  and  the  syrupy  residue  is  diluted  with  25 
ml.  of  water.  The  solution  is  neutralized  with  aqueous  50%  sodium  hydroxide 
and  30  ml.  of  aqueous  50%  CsF  is  added.  The  precipitate  is  separated  and  crys- 
tallized repeatedly  to  obtain  Cs2Bi2HiiOC2H5.  A  second  product  isolated  from  the 
reaction  mixture  is  CsoBioHnOH. 

(E)  Acetaldehyde  (25  ml.)  is  cooled  in  an  ice  bath  andS  g.  of  cr.ystalline  hydrated 
H2B12H12  is  added  with  stirring.  An  exothermic  reaction  sets  in  and  subsides  in  a 
short  time.  Aqueous  50%  CsF  solution  (10  ml.)  is  added  to  the  mixture  and  the 
precipitate  which  forms  is  processed  as  described  in  Example  11  Part  B  to  obtain 
the  diethoxj^-substituted  derivative. 

Analy. sis. —Calc'd  for  Cs2B,2H,o(OC2H5)2  (percent):  Cs,  53.5;  B,  26.2;  C,  9.7 
H,  4.0.  Found  (percent):  Cs,  49.1;  B,  29.3;  C,  8.1;  H,  4.4. 

EXAMPLE    13 

(A)  A  mixture  of  2.0  g.  of  crystalline  hydrated  Il2Bj2H,2  (N.E.,  174)  and  10  ml. 
of  n-propyl  alcohol  is  heated  in  a  pressure  vessel  under  autogenous  pressure  at 
steam  bath  temperature  (90-100°  C.)  for  15  hours.  The  vessel  is  cooled  to  about 
— 196°  C.  and  it  is  opened.  Volatile  jjroducts  which  are  collected  are  hydrogen 
and,  bv  warming  to  0°  C,  propane.  The  liquid  residue  is  mixed  with  aqueous 
50%  CsF  solution  and  the  CS2B12II11OCH2CH2CII3  (3.7  g.)  which  precipitates  is 
purified  by  processes  described  earlier. 
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Analysis.— C{i]c'd  for  CssBijHuOCsHj  (percent) ;  B,  27.8;  C,  7.7;  H,  3.9.  Found 
(percent):  B,  27..t;  C,  7.S;  H,  4.1. 

(B)  A  solution  of  28  g.  of  crystalline  hydrated  Il2B,2H,2  (N.E.,  IGO)  is  100  ml. 
of  isopropyl  alcohol  is  allowed  to  stand  18-20  hours  at  al)()Ut  2.5°  C.  The  solutimi 
is  then  refluxed  at  steam  bath  temperature  for  ahout  100  hours.  It  is  neutralized 
with  50%  aqueous  NaOH  soluti<in  and  60  g.  of  acpieous  50%  CsF  solution  is 
added.  The  precipitate  is  separated  and  crystallized  from  water  to  yield  33.6  g. 
of  Cs2Bi2HuOCli (0113)2.  The  infrared  absorjjtion  spectrum  of  the  compounds 
shows  a  broad  peak  with  three  fingers  at  S.55,  8.70,  and  8.95^,  a  large  peak  at 
9.6m  with  a  shoulder  at  9.4/x,  small  peaks  at  10.5  and  11. 1^  and  a  very  small  jjeak 
at  12m. 

A naly sis. ~CA\c'd  for  Cs2B,2H„OCH(CH3)2  (percent) :  Cs,  57.0;  B,  27.8;  C,  7.7; 
li,  3.9.  Found  (percent):  Cs,  55.4;  B,  29.0;  C,  7.1;  H,  3.6. 

The  reaction  is  repeated  emploj-ing  26.4  g.  of  hydrated  H2B12H12  (N.E.,  163) 
and  100  ml.  of  isopropyl  alcohol.  The  mixture  is  refluxed  98  hours,  neutralized 
with  50%  NaOH  solution,  evaporated  and  mixed  with  a  solution  of  40  g.  of 
(CH3)4NC1  in  20  ml.  of  water.  The  precipitate  is  separated  and  dried  at  100°  C. 
in  vacuo  to  yield  44  g.  of  the  bis(tetramethvlammonium)  salt. 

Anahj.9is.—Ca]c'd  for  [(CH3)4N]2B,2H„OCH (CH3)2  (percent):  B,  37.3;C,  38.0; 
H,  12.1;  N,  8.0.  Found  (percent):  B,  37.8;  C,  32.6;  H,  11.3;  N,  6.6. 

(C)  A  mixture  consisting  of  11  g.  of  di(tetrbutyl)peroxide  and  2  g.  of  Na2Bi2Hi2 
-2H2O  is  heated  in  an  oil  bath  at  10.5°  C.  for  18  hours.  The  disodium  salt  does  not 
dissolve  appreciably  in  the  liquid.  The  reaction  mixture  is  dissolved  in  water 
and  aqueous  50%  CsF  solution  is  added.  The  precipitate  is  separated,  washed 
and  redissolved  in  water  from  which  it  is  again  crystallized.  The.se  crystals  are 
CS2B12H12.  The  mother  liquor  from  this  crystallization  is  concentrated  and  more 
crystals  separate.  These  crystals,  obtained  in  low  yield,  are  Cs2Bi2HiiOC(CH3)3. 
The  infrared  spectrum  of  this  compound  shows  strong  absorption  in  the  8.5-8.9/ji 
wavelengths. 

^tta/ysis.— Calc'dfor  C.S2Bi2HuOC(CH3)3  (perceur) :  C,  10.0;  H,  4.2.  Found 
(percent):  C,  9.'2;H,  4.5. 

(D)  A  pressure  vessel  is  charged  with  2  g.  of  a  hydrate  of  H2Bi2H,2  (N.E.,  174) 
and  10  ml.  of  2,2,2-trifluoroethanol.  The  mixture  is  heated  under  autogenous 
pressure  for  15  hours  at  100°  C.  The  reaction  mixture  is  proce.ssed  as  described 
in  Part  B  to  obtain  3.4  g.  of  dicesium  (2,2.2-trifluoroethoxy)  undecahydrodo- 
caborate(2~).  The  compound  is  recrystallized  from  solution  is  3.3  ml.  of  hot 
water  to  obtain  2.0  g.  of  pure  product.  The  identity  of  the  compound  is  confirmed 
bj-  its  infrared  absorption  spectrum.   It  has  the  formula   CS2B12H11OCH2CF3. 

(E)  The  reaction  described  in  Part  D  is  repeated  employeing  2  g.  of  the  hydrate 
of  H2Bi2H:2  and  10  ml.  of  2H-hexafluoroproi)anoI-2.  There  is  obtained  2.2  g.  of 
dicesium  2H-hexafluoroisopropoxyundecahydrododecaborate(2-) .  The  compound 
is  crj-stallized  from  water  and  it  has  the  forumla  Cs2Bi2TIiiOCn(CF3)2. 

EXAMPLE  14 

(A)  A  mixture  of  2.0  g.  of  hydrated  Il2B,2Hi2  (N.E.,  174)  and  10  ml.  of  n- 
C4H9OH  is  heated  in  a  pressure  vessel  under  autogenous  pressure  at  steam  bath 
temperature  for  15  hours.  The  vessel  is  cooled  to  —196°  C.  and  opened.  Volatile 
products  obtained  are  hydrogen  and,  on  warming  to  0°  C,  n-butane.  The  liquid 
residue  is  mixed  with  5  ml.  of  aqueous  50%.  CsF  solution  and  the  predipitate  which 
forms  is  processed  as  described  in  previous  examples  to  oljtain  3.6  g.  of  CsoBioHnX, 
where  X  is  -OCH2CH2CH2CH3.  "     " 

^/ia/(/.sis.— Calc'd  for  Cs2Bi2H„OC4n9  (percent):  B,  271.;  C,  10.0;  li,  4.2. 
Found:  B,  26.9;  C,  9.8;  H,  4.3. 

(B)  A  mixture  of  210  g.  of  hydrated  H2B,2H,2  (N.E.,  174)  and  10  ml.  of  (n. 
04119)20  is  heated  and  processed  as  described  in  Part  A.  The  product  obtained 
is  C.S2B12H11OC4H9  with  CS2B12H11OH  as  a  by-product. 

EXAMPLE  15 

(A)  A  portion  (5  g.)  of  crystalline  hydrated  H2B,2H,2  is  added  slowly  to  15  ml. 
of  diethyl  ketone.  The  temperature  of  the  reaction  mixture  is  maintained  at 
20-2.5°  C.  during  this  step. .When  addition  is  complete,  the  mixture  is  stirred  and 
10  ml.  of  aqueous  CsF  solution  is  added.  The  precipitate  is  separated  and  purified 


23-932—74 34 


526 

as  described  earlier  to  obtain  4.7  g.  of  the  compound  Cs2B,2HiiX,  Where  X  is 

-OCH(C2H5)2. 

Analysis.— Calc'd  for  Cs.BiaHuOCsHu  (percent):  Cs,  53.8;  B,  26.3;  H  45 
Found  (percent) :  Cs,  57.2;  B,  27.1;  H,  3.9. 

(B)  The  procedure  of  Part  A  is  repeated  employing  5  g.  of  crystalline  hydrated 
H2B12II12  and  15  ml.  of  cyclohexanone.  The  product  obtained  consists  of  4.9  g. 
of  dicosium  cyclohex3-loxyundecahvdrododecaborate(2-) . 

Analysis.— Ca\&d  for  Cs2Bi2H„OC6Hn  (percent):  Cs,  52.5;  B,  25.6;  H,  4  3 
Found  (percent) :  Cs,  54.3;  B,  24.5;  H,  3.8. 

EXAMPLE  16 

(A)  Crj'stalline  hydrated  H2B,2Hi2  (10.0  g.)  and  150  ml.  of  1,2-dimethoxyethane 
are  stirred  to  form  a  solution.  Ethyl  acetoacetate  (7.23  g.)  is  added  to  the  solution 
and  the  mixture  is  stirred  for  17  hours  at  about  25°  C.  The  solution  is  evaporated 
and  the  oil  which  remains  is  dissolved  in  50  ml.  of  water.  The  solution  is  made 
basic  with  20  g.  of  (CH3)4NOH  and  the  solution  is  poured  into  a  large  excess  of 
ethyl  alcohol.  The  alcohol  solution  is  evaporated  to  dryness  and  the  remaining 
white  solid  is  crystallized  from  a  20:1  mixture  of  CH3OH  and  water.  The  product 
is  [(CH3)4N]Bi2HnOCH2CH20CH3.  Reaction  in  the  process  occurs  between 
H2B12H12  and  1,2-dimethoxyethane. 

The  infrared  spectrum  of  the  compound  shows  absorption  at  the  following 
characteristic  wavelengths  (expressed  as  microns):  4.1,  very  strong;  6.8, 
strong;  7.1,  shoulder;  7.4,  shoulder;  7.8,  medium;  8.1,  weak;  8.5,  shoulder; 
8.65,  shoulder;  9.0,  strong;  9.35,  .strong;  9.6,  shoulder;  9.8,  strong;  10.55, 
strong;  10.8,  shoulder;  11.5,  weak;  11.6,  weak;  11.8,  weak;  13.4,  very  weak; 
13.9,  strong. 

^«a7?yszs.— Calc'd  for  [(CH3)4N]2B,2H„OCH2CH20CH3  percent:  B,  35.64;  N, 
7.69;  C,  36.26;  H,  11.62.  Found  (percent):  B,  36.61;  N,  7.48,  7.64;  C,  35.85; 
H,  11.57,  11.81. 

(B)  A  solution  consisting  of  6.34  g.  of  hydrated  H2B12H12  in  100  ml.  of  1,2- 
dimethoxyethane  is  stirred  at  about  25°  C.  for  96  hours  and  at  80°  C.  for  12 
hours.  The  clear  solution  is  evaporated  to  dryness  in  a  rotary  evaporator,  the 
residue  is  dissolved  in  50  ml.  of  water  and  9.0  g.  of  CsF  is  added  to  the  solution. 
The  precipitate  which  forms  is  crystalhzed  from  aqueous  ethanol  to  obtain 
dicesium  bis(2-methoxyethoxy)decahydrododecaborate(2~)  as  a  white  solid. 

The  infrared  spectrum  of  the  compound  shows  absorption  at  the  following 
characteristic  wavelengths  (expressed  as  microns):  2.8,  weak;  4.1,  very  strong; 
6.2,  weak;  7.2,  very  weak;  7.4,  medium;  7.5,  very  weak;  7.85,  weak;  8.1,  weak; 
8.35,  shoulder;  8.5,  shoulder;  8.65,  strong;  9.0,  strong;  9.4,  strong;  9.75,  strong; 
10.05,  medium;  10.8,  weak;  11.3,  weak;  11.65,  weak;  11.9,  weak;  13.7,  broad. 

Aiiahms.—Calc'd  for  Cs2B,2Hio(OCH2CH20CH3)2  (percent):  Cs,  46.32;  B, 
22.62;  C,  12.56;  H,  4.57.  Found  (percent):  Cs,  45.20;  B,  22.77;  C,  12.96;  H,  4.59. 

(C)  A  mixture  consisting  of  10  g.  of  hydrated  crvstalline  (H30)2Bi2Hi2  and  40 
ml.  of  HOCH2CH2CI  is  heated  at  steam  bath  temperatures  (90-100°  C.)  for  20 
hours.  The  mixture  is  cooled  and  concentrated  by  evaporation  (employing  a 
Rinko  unit).  The  residue  is  neutralized  with  aqueous  cesium  hydroxide  solution 
and  the  cesium  salt  which  precipitates  is  separated.  It  is  recrj-stallized  from 
water  to  obtain  Cs2B,2H„OCH,CH2Cl. 

Analysis.— Ca\c'd  for  Cs2B,2H,iOCH2CH2Cl  (percent):  CI,  7.8;  C,  4.9;  H,  3.1. 
Found  (percent):  CI,  8.1;  C,  4.5;  H,  3.1. 

EX.\MPLE  17 

(A)  A  solution  of  2.9  g.  (0.013  mole)  of  Na2Bi2H,2-2H20  in  10  ml.  of  water  is 
passed  through  a  column  filled  with  a  commercial  acid  ion-exchange  resin.  The 
aqueous  effluent,  which  is  a  solution  of  H2Bi2Hi2,  or  written  in  the  hydronium 
form  (H30)2Bi2Hi2,  is  evaporated  under  reduced  pressure  at  less  than  25°  C.  to 
obtain  a  solid  residue.  The  residue  is  dissolved  in  20  ml.  of  1,2-dimethoxyethane 
(glyme),   the  solution   is   cooled  in   an  ice  bath,    and   a  solution   of   2.4   g.   of 
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cpichlorohydrin  (0.026  mole)  is  added  to  it  dropwise.  The  solvent  is  then  re- 
moved under  reduced  pressure  and  the  residue  is  dissolved  in  ethanol.  To  this 
solution  there  is  added  a  solution  of  3.9  g.  (0.026  mole)  of  CsF  in  10  ml.  of  a 
1:1  mixture  of  absolute  ethanol  and  glj'me.  The  precipitate  which  forms  is  sep- 
arated, washed  and  dried  to  obtain  a  compound  of  Formula  1  bearing  a  chloro- 
propyloxy  and  a  methoxyethoxv  substituent. 

Analysis.— Calc'd  for  Cs2B,2Hio(OCH2CH2CH2Cl)(OCHoCH20CH3)  (percent): 
C,  12..5;  H,  4.0;  B,  22.7;  CI,  6.2.  Found  (percent):  C,  11.27;  H,  3.86;  B,  20.67; 
CI,  6.67. 

(B)  The  procedure  of  Part  A  is  repeated  employing  styrene  oxide  as  the  oxirane 
rcactant.  The  product  which  is  obtained  is  Cs2Bi2Hio(OCH2CH2C6H5)2- 

Analysis. — Calc'd  for  above  compound  (percent):  C,  29.6;  H,  4.5;  B,  20.0. 
Found  (percent):  C,  27.22;  H,  4.70;  B,  18.49. 

(C)  The  procedure  of  Part  A  is  repeated  employing  dicyclopentadiene  dioxide 
as  the  reactant.  The  product  which  is  obtained  is  a  tetracesium  salt  of  the  formula, 

CH 

Cs,[Bi2lIiiO-CH      I         CH CH-OBijHu] 

I  CHj      I  I 

CH,      I         CH        CHj 

^^l^    \    / 
CH  CHa 

This  compound  can  be  viewed  as  a  product  of  Formula  1  in  which  the  X  group 
carries  a  negative  charge  of  —2  (inherent  in  the  second  Bi2Hn  cage)  and  two  of  the 
four  cesium  ions  are,  therefore,  part  of  the  X  group. 

(D)  Employing  the  process  of  Part  A  up  to  the  addition  of  CsF,  an  oxirane  of 
the  formula 

O                O 
II             /    \ 
(CH3)3CCOCHiCH CH, 

is  reacted  with  H2B12H12  to  obtain 

O 

HjBi3Hio[OCH2CHjCH20CC(CH3)3]j 

in  solution.  The  compound  is  hydrolyzed  in  acid  solution  by  conventional  methods 
to  obtain  a  solution  of  H2Bi2Hio[OCH2CH2CH20H]2.  This  solution  is  mixed  with 
an  aqueous  solution  of  CsF  to  obtain  Cs2Bi2Hio[OCH2CH2CH20H]2.  The  product 
is  purified  as  described  in  Part  A. 

^naie/sis.— Calc'd  for  Cs2Bi2Hio[OCH2CH2CH20H]2  (percent):  C,  7.5;  H,  3.7; 
B,  27.0.  Found  (percent):  C,  9.05;  H,  3.79;  B,  22.87. 

(E)  A  solution  of  22.4  g.  of  Na2Bi2Hi2 -21120  (0.1  mole)  in  40  ml.  of  water  is 
passed  through  a  column  filled  with  an  acid  ion-exchange  resin.  The  effluent  is 
evaporated  under  reduced  pressure  at  20°  C.  to  obtain  a  hydrate  of  H2B12H12  as  a 
solid  residue.  The  hydrated  acid  is  dissolved  in  60  ml.  of  glyme  and  22.8  g.  (0.2 
mole)  of  3,  4-cpoxy-4-methyl-2-pentanone  is  added  dropwise  and  with  stirring. 
The  solvent  (glvme)  is  evaporated  from  the  reaction  mixture  under  reduced 
pressure  to  obtain  the  solvated  acid  H2B,2Hio[OC(CH3)2CH2C(0)CH3]2.  A  solu- 
tion of  30.4  g.  (0.2  mole)  of  CsF  in  30  ml.  of  ethanol  is  added  to  the  residue  and  the 
precipitate  which  forms  is  separated  and  recrystallized  from  ethanol-water  mix- 
ture to  obtain  a  compound  of  the  formula 

CH,         O 

Cs,BuHio(0  C— CHj— CCH,), 


h 


H, 


By  employing  the  procedure  of  Example  17,  hydrated  H2Bi2Hi2  is  reacted 
with  the  oxiranes  shown  in  Table  I  at  the  indicated  temperature  to  obtain,  as 
cesium  salts,  the  products  shown  in  the  last  column  of  the  table: 
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TABLE  I 


Tem- 
pera- 
ture, 
°C. 


Product 


3,4-epoxycyclohexane  t-arbonitrile <30 


3,4-epoxy-tetrahydrothiophene-l,l- 
dioxide. 


1 ,2-epoxy-3-phenoxy  propane . 
Dipentene  monoxide... 


<30 


<30 
<0 


l,2-epoxy-3-(4-chlorophenoxy)propane. 

1 ,2-epoxy-3-methoxy  propane 

Methyl  phenylglycidate 


O 

/    \ 

CHsCH CHj 


CH 


/I 


HO      I         CH CH— COCjHj 

O      I      CH2 


HC 


CH        CH2 
CH  CH2 


O 
/    \ 
CH3(CH2)9CH CH2 


CHj 
/    \ 

CsjBijHio    O— CH        CH2 

1  I 

H2C  CH2 

\    / 

CH 

1 

V  C.N         ^ 

CS2B12H10  /O— CH CH2 


<30 
<30 
<30 


30 


H2C  CH2 

\  / 

SO2        /2 


CS2Bl2Hl0(OCn2CH2CH2CH2OC6H5)2 

CH3 

I 

CH 
/    \ 
CS2B12H10    — O— HC  CH2 

1  I 

H2C  CHj 

\  / 
CH 
I 

C 
/    ^ 
H3C  CH2^2 

CS2B,2Hl0(OCH2CH2Cn2OC5H4Cl)2 

Cs2B,2Hio(OCH2CH2CH20CH3)j 

CS2Bl2Hlo(OCHCH2C6n5)2 

C0jCH3 
CsBi2Hn(OCjH7)2 


30    CS2B12H1 


O 


^    H  CH 

— 0-C      I         CH CH— COC2H5 

I      CH2    I  I 

H2C      I         CH        CH2 
-         \\^^    \    / 
V^  CH  CH2  J2 


55     Cs2B,2Hio[0(CH2)iiCH3]2 


Examples  11-17,  inclusive,  illustrate  compounds  of  the  invention  in  which  X 
is  an  —OR  group  and  their  preparation.  The  processes  which  emploj-,  as  one 
reactant,  an  acid  of  a  polyhydrododecaborate  and,  as  a  second  reactant,  a  member 
of  the  group  consisting  of  aldehydes,  ketones,  alcohols,  ethers,  and  o.xiranes,  are 
generic  to  the  preparation  of  compounds  bearing  —OR  groups.  Optionally',  in 
the  proce.ss  for  preparing  compounds  having  —  OCH3  groups,  formic  acid  can 
be  used  in  place  of  formaldehyde.  The  generic  process  is  illustrated  further  as 
follows:  H2B12H12  can  be  reacted  with  butvraldehyde  to  yield  H2B12H11OC4H9, 
with  dioctyl  ether  to  yield  H2Bi2H,o(OCsni7)2,  with  2,2'-dichlorodiethyl  ether 
to  yield  n2'B,2HnOCH2CH2Cl,  and  with  2-phenylethanol  to  yield  ri2B,2HuOCH2- 
CH2C6IIS.  Dodecaborates  which  bear  other  substituents  can  be  employed  as 
reactants.  To  illustrate,  IIiBi2nio(y02C6ll5)''  can  be  reacted  with  diproply  ether 
to  vield  II,B,oHs(OC3H7)2(S02C6H5)2H2B,oH„C6H„  can  be  reacted  with  hei)tvl 
alcohol  to  viold  H2B,oII,o(aH„)(OC7H,.,),  noB,oH„CH(CII:i)2  can  be  reacted 
with  1,2-dimethoxvethane  to  vield  HoB,oHioCH(CU3)2(OCILCII,OCH3)H2B,.JI,o- 
(801X3)2  can  be  reacted  with  diethvl  ether  to  vield  Il2Bi2H8(SCH3)2(OC2H5)2;  and 
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II.BioHiClrCHCCHa)^  can  bo  reacted  with  1,2-diethoxyethane  to  yield  H2B12H3- 
Cl7[CH.(CH3)2](OCH2CIl20C2H5).  The  dodecaborate  acids  arc  customarily 
neutralized  with  bases  and  the  compounds  are  isolated  as  salts. 

EXAMPLE    18 

(A)  A  mixture  of  10  g.  of  crystaUine  hydrated  H2B12H12  and  20  g.  of  CIIaSSCHs 
is  stirred  at  25-35°  C.  until  it  becomes  homogeneous  (ca.  0.5  hour).  It  is  then 
stirred  an  additional  18  hours  at  prevailing  atmospheric  temperature  (ca.  25°  C). 
Methyl  mercaptan  is  evolved  in  the  process  and  the  mercaptan  is  preferably 
collected  in  a  cooled  trap.  The  reaction  mixture  is  neutralized  with  aqueous 
10  "^f  NaOH  solution  and  the  resulting  solution  is  steam  distilled  to  remove  the 
last  portions  of  methyl  mercaptan.  The  liquid  is  evaporated  to  a  mushy  solid 
which  is  mixed  with  aqueous  50%  CsF  solution.  The  precipitated  material  is 
crystallized  repeatedly  from  water  to  form  two  main  fractions  which  are  CS2B12- 
H11SCH3  (referred  to  "as  Fraction  1)  and  Cs2Bi2Hio(SCH3)2  (referred  to  as  Fraction 
2). 

The  infrared  spectrum  of  Fraction  1  shows  characterizing  absorption  bands 
(wavelengths  expressed  as  microns)  at  4,  9.3,  10.2,  10.4,  11.5,  11.8,  and  12.1.  The 
infrared  spectrum  for  Fraction  2  is  similar  although  there  are  intensity  differences. 
In  perchlorobutadiene  mulls,  the  infrared  spectra  of  both  fractions  showed  a 
characterizing  band  at  3.4^  (saturated  C — H). 

Anah/sis.—Cii\c'd  for  Cs,B|2HiiSCH3  (percent):  C,  2.70;  11,  3.1.  Fotmd  (per- 
cent): C,  3.12;  T,  3.60.  Calc'd  for  Cs2Bi2H,o(SCH3)2  (percent):  C,  4.80;  H,  3.20; 
y,  12.8.  Found  (percent):  C,  4.29;  H,  3.36;  S,  10.06. 

(B)  The  reaction  of  Part  A  is  repeated  except  that  the  mixture  is  heated  8 
hours  at  35°  C.  and  it  is  then  allowed  to  stand  aV)out  18  hours  at  atmospheric 
temperature  with  nitrogen  gas  bubbling  through  it.  The  mixture  is  processed 
as  described  in  Part  A.  The  disubstituted  compound  Cs2Bi2Hio(SCIl3)2  which  is 
more  soluble  than  the  monosuV)stituted  compound,  is  obtained  in  larger  amount. 
Analysis:  C,  4.83;  H,  3.65;  S,  13.53;  B,  25.20. 

Example  18  illustrates  the  compounds  of  Formula  1  in  which  X  is  a  — SR 
group.  The  process  described  is  generic  to  the  preparation  of  these  compounds 
and  it  can  be  employed  to  prepare  a  wide  range  of  Cf)mpounds  by  use  of  the 
appropriate  disulfide  reactant.  To  illustrate,  H2B12II12  can  be  reacted  with  di- 
i)enzvl  disulfide  to  vield  Il2Bi2lIio(SCH2C6H5)2,  with  dioctvl  disulfide  to  j-ield 
ILBioHiiSCsHiT  and  "with  diallyl  disulfide  to  .yield  H2Bi2Hio("SC3H5)2.  Substituted 
dodecaborates  can  be  employed  as  reactants  as  described  for  other  procedures. 
For  example,  dimethvl  disulfide  can  be  reacted  with  II^BpHuCeHu  to  vield 
IIoB,.HpC6Hn(SCR3)2"  with  H.,B,.H8F4  to  obtain  H.,BpH7F4(SCH3),  "with 
Il2B,2H6(CioH2,)6  to  yield  H2B,2H4(CioH2i)8(SCH3)2.  Any  disulfide  can  be  em- 
ployed in  the  process  and  dimethyl  disulfide  is  used  above  solely  by  way  of  illus- 
tration. The  dodecaborate  acids  are  customarily  converted  to  salts,  as  described 
earlier. 

EX.\MPLE  19 

(A)  A  reaction  vessel  is  charged  with  a  mixture  of  18  g.  of  the  crystalline 
hydrate  of  H2B12H12  and  12  g.  of  benzenesulfonyl  chloride.  Nitrogen  is  bubbled 
through  the  mixture  to  provide  agitation.  Within  a  few  minutes  an  exothermic 
reaction  sets  in  and  the  mixture  forms  a  uniformly  soft  solid.  The  reaction  mix- 
ture is  neutralized  with  an  aqueous  soluticm  of  CsOH  and  the  precipitate  which 
forms  is  separated.  The  precipitate  is  boiled  with  water  and  the  mixture  of  solid 
and  liquid  is  filtered.  The  filtrate  is  cooled  and  the  crystals  which  form  arc  col- 
lected. The  crystals  are  a  mixture  of  about  30%  of  Cs2B,2lIiiS02C6H,5  and  70% 
of  Cs2Bi2Hio(S02C6H.5)2.  Thc  infrared  absorption  spectrum  of  a  Nujol  mull  of 
the  product  shows  the  following  characteristic  bands  (expressed  as  microns): 
4.0,  6.3,  7.6,  8.5,  8.9,  9.3,  9.7,  9.9,  10.4,  12.6,  and  13.7. 

Analysis. — Calc'd  for  the  above  mixture  (percent):  C,  15.90;  II,  2.90;  S,  7.05. 
Found  (percent):  C,   15.56;  H,  3.53;  S,  7.01. 

(B)  A  mixture  consisting  of  20  g.  of  benzenesulfonyl  chloride  and  10  g.  of 
hydrated  crystalline  (H30)2Bi2Hi2  is  stirred  at  3.5°  C.  for  24  hours  in  a  current  of 
nitrogen.  The  reaction  mixture  is  processed  as  described  in  Part  A  and  the  product, 
which  is  recrystallized  three  or  four  times  from  water,  is  substantiallv  pure 
CsiBuHuSOaCells- 
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Analysis.— Calc'd  for  CsaBioHuSO.CeHs  (percent):  S,  5.8;  C,  13.1;  H,  2.9; 
B,  23.6.  Found  (percent):  S,  5.7;  C,  13.3;  H,  3.8;  B,  24.3. 

Example  19  illustrates  compounds  of  the  invention  in  which  the  substituent 
is  an  RSOa"  group.  The  process  is  generic  to  the  preparation  of  this  class  of  com- 
pounds. It  employs  as  one  reactant  a  siilfonyl  halide  (preferably  a  chloride) 
and,  as  the  second  reactant,  a  dodecaborate  acid,  i.e.,  H2B12H12  or  derivatives 
thereof  having  substituents  bonded  to  boron.  The  process  proceeds  readily  and 
heating  is  not  required,  although  heat  can  be  api:)lied  if  needed  to  speed  the 
process.  It  can  be  used  to  prepare  a  wide  range  of  compounds  bj-  appropriate 
choice  of  reactants.  Table  II  which  follows  illustrates  products  (shown  in  column 
3)  which  can  be  obtained  by  reacting  H2B12IT12  with  the  sulfonyl  chlorides  shown 
in  column  1,  employing  the  reaction  conditions  of  Example  19.  A  reagent  to 
suppl}^  an  api^ropriate  cation  is  shown  in  column  2. 

TABLE  II 


Sulfonyl  chloride 


Cation  reactant 


Product 


C vclohexylbenzvene-S02Cl.  NaOH2 

Diphenyl  S02Ci Pyridine 

Naphthalene-SOsCL... Aniline 

Anthracene-S02CL_ (CH3)4NOH. 

Phenanthrene-S02Cl CsOH 

C4H9S02C! TIOH 

C12H25SO2CI (CH3)3SOH_. 

Cyclohexane-SOoCl. (C3H7)4POH. 

Decahydronaphlhalene-        

SO2CI. 


Na2Bi2HiiS02C6H(C8Hn 
{C5H5NH)2Bi2HnS02C3H4C2Ho 

(C6H5NH3)2Bl2H,o(S02CllH2)3 

[(CH3)4N|2Bi2Hio(S02CnH2)s 
Cs2Bi2HiiS02CnH2 

Tl2Bl2Hlo(S02C4H2)2 

f(CH3)3Sl2Bl2HllS03CllH25 

[(C3H;)4Pl2Bl2Hl2(S02CloHlO 

Zn(NH3)4Bi2HnS02CioHio 


The  free  acids  are,  of  course,  obtained  in  the  process  prior  to  the  neutralization 
step  and  the  acids  can,  if  desired,  be  isolated  directlv.  To  illustrate  briefly,  n2Bi2- 
Hio(SOoC6H4CH3)2  can  be  obtained  from  UiBuHu  and  CH3C6H4SO2CI,  PLBisHn- 
(SO.C6H4OC6H5)  can  be  obtained  from  H,B,.H,2  and  CeHsOCoHiSO.Cl;  H2B10H9- 
(C6H„)[SOoC6H3(CH3)2]2  can  be  obtained  from  H2Bi2H,iC6Hii  and  (CH3)2C6H3- 
SO2CI  and  the  hke. 

Compounds  of  Formula  1  in  which  one  or  more  X  groups  are  carbacyl  [RC(0) — ] 
are  obtained  conveniently  by  (1)  reaction  of  Bi2Hio-2CO  or  Bi2Hio-mXm-2CO 
(where  X  is  defined  as  in  Formula  1  and  m  is  1-10)  with  substituted  aryl  com- 
pounds as  described  and  illustrated  in  Example  42,  or  (2)  reaction  of  Bi2llio-2CO 
with  organomercurials  as  described  in  Examples  43-44. 


EXAMPLE  20 

(A)  A  solution  of  4.4  g.  of  p-methoxj'benzenediazonium  tetrafluoroborate  is 
prepared  in  50  ml.  of  water  and  it  is  filtered  to  remove  insoluble  material.  The 
filtrate  is  cooled  in  an  ice  bath  and  a  solution  of  1.0  g.  of  the  monohydrate  of  di- 
sodium  dodecahydrododecaborate  is  added  with  stirring.  A  heavy  white  precipi- 
tate forms  which  is  separated  by  filtration.  A  portion  of  the  precipitated  material 
is  dried  on  a  porous  plate  and  its  infrared  absorption  spectrum  is  determined. 
The  infrared  spectrum  shows  the  characteristic  B — H  and  B12  skeletal  bands  at 
4.0m  and  9.4m,  a  band  at  4.4^  which  is  due  to  the  diazonium  function  and  bands  at 
6.3m,  9.1m,  and  11.9m,  w^hich  are  due  to  the  aromatic  sy.stem.  The  compound  is 
bis(p-methoxvbenzenediazonium)  dodecahvdrododecaborate(2~),  i.e.,  a  salt  of 
the  formula  (p-CH30C6H4N2)2Bi2Hio.  The  salt  is  dried  at  25°  C.  and  0.02  mm.  for 
20  hours.  When  placed  on  a  metal  jjlock  and  struck  with  a  hammer,  it  detonates 
with  a  flash  of  light  and  forms  much  black  ash.  It  also  detonates  in  a  combustion 
chamber  u.sed  for  elemental  analysis. 

Analysis.— Calc'd  for  C14H26B12N4O2  (percent):  C,  40.79;  H,  6.36.  Found  (per- 
cent): C,  38.86;  H,  6.26. 

(B)  A  suspension  of  the  diazonitim  salt  obtained  in  Part  A  in  2  ml.  of  ethanol  is 
warmed  on  a  steam  y)ath  to  form  a  violet  solution.  The  solution  is  evaporated  to 
jield  a  tacky,  purpl(>  solid  which  is  slightly  soluble  in  water  to  form  a  strongly  acid 
solution.  The  comj^jound  is  the  dihydrate  of  dihvdrogen  bis(p-methoxvphenvlazo)- 
decahydrododecaborate(2-),  i.e., "  (H30)2B,2Hio(N2— CoH40CH3)2.  The  identity 
of  the  compound  is  confirmed  bv  its  infrared  absorption  spectrum  which  shows 
bands  at  3.2m,  6.25m,  4.0m,  and  9.25m. 
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Example  20  illustrates  compounds  of  Formula  1  in  which  X  is  an  arj-lazo 
group,  i.e.,  ArN=N — ,  and  a  method  for  their  preparation.  The  process  is  generic 
to  the  preparation  of  this  class  of  compounds  and  it  is  usually  conducted  in  two 
steps.  In  the  first  step  an  aryldiazonium  salt  of  Bi2Hi2~2  is  prepared  and,  in  the 
second  step,  the  salt  is  rearranged  to  form  the  arj-lazosubstituted  dodecaborate 
acid.  A  wide  range  of  products  can  be  obtained  by  employing  the  appropriate 
diazonium  tetrafiuoroborate  and  the  appropriate  dodecaborate  which  can  contain 
substituents.  By  way  of  illustration,  the  following  compounds  can  be  obtained: 
HoBisHnCNz— C6H)5, 

Na2Bi2Hio(N2— C6H4CH3)2 

BaB,2Hlo[N2C6ll3(CH3)2]2,    CaBi2H6F4(N2C6H5)2, 

[(CH3)3S]2Bi2H6(OCH3)(N2C6H50CH3)2 

and  the  like. 

EXAMPLE  21 

A  mixture  of  25  g.  of  crj'stalline  hydrated  H2B12H12  and  30  g.  of  propylene  is 
agitated  in  a  pressure  vessel  under  autogenous  pressure  at  24-25°  C.  for  2.5  days. 
The  vessel  is  vented  to  remove  unreacted  propylene  and  the  nonvolatile  residue 
is  neutralized  w'ith  aqueous  CsOH  solution.  The  precipitate  Avhich  forms  is 
separated.  On  attempted  recrystallization  from  water,  it  forms  a  gel  which  is 
broken  by  addition  of  methanol.  The  product  is  crystallized  a  second  time  from 
water  to  obtain  pure  dicesium  isopropvlundecahvdrododecaborate(2~). 

Analysis.— Calc'd  for  Cs2Bi2H„CH(CH3).  (percent):  C,  8.00;  H,  4.00;  B,  28.8. 
Found  (percent):  C,  8.39;  PI,  4.35;  B,  28.01. 

The  above  process  is  repeated  at  35°  C.  and  at  45°  C.  to  obtain  the  ispropj^l- 
substituted  dicesium  salt. 

EXAMPLE  22 

(A)  A  suspension  is  prepared  by  stirring  0.3  g.  of  H2Bi2Hi2-2H20,  or  (H30)2 
B12H12,  in  40  ml.  of  1,2-dimethoxyethane,  Isobutylene  is  bul)bled  through  the 
suspension  at  about  25°  C.  for  40  minutes  at  a  rate  of  about  50  ml. /minute.  The 
temperature  rises  rapidly  to  31°  C.  and  remains  at  this  point  for  30  minutes. 
The  temperature  then  drops  to  about  28°  C.  and  the  solution  becomes  clear. 
The  solution  is  concentrated  under  reduced  pressure  to  yield  an  oily  residue 
which  contains  the  free  alkylated  acid.  The  residue  is  dissolved  in  a  small  quantity 
of  water  and  1  ml.  of  aqueous  50%  cesium  fluoride  solution  is  added  with  stirring. 
A  white  crystalline  solid  forms  which  is  separated  by  filtration.  The  infrared 
absorption  spectrum  and  elemental  analysis  show  that  the  product  is  the  mono- 
hydrate  of  cesium  hydrogen  tert.-butylundecahj'drododecaborate(2~),  i.e., 
CsHBi2HiiC(CH3)3-H20  or,  as  an  optional  method  of  representation,  Cs(H30) 
Bi2HnC(CH3)3. 

Analysis.—Calc'd  for  C4H23B12CSO  (percent);  C,  13.70;  H,  6.57;  B,  37.1. 
Found  (percent) :  C,  13.75;  H,  5.73;  B,  34.07. 

Solubility  of  the  product  in  w'ater  is  limited  and  its  aqueous  solution  is  strongly 
acidic,  showing  the  presence  of  the  hydrogen  cation. 

(B)  A  mixture  of  2.5  g.  of  (H30)2Bi2Hi2  and  3.1  g.  of  isobutylene  is  charged 
into  a  pressure  vessel  and  agitated  under  autogenous  pressure  for  2.5  days  at 
al30ut  25°  C.  A  portion  of  the  reaction  mixture  is  processed  as  described  in  Part  A 
to  obtain  Cs2Bi2HuC(CH3)3  as  a  colloidal  salt.  A  second  portion  is  reacted  with 
aqueous  TINO3  solution  to  obtain  the  very  insoluble  TI2B12H11C (€113)3  as  a  double 
salt  with  thallium  nitrate. 

EXAMPLE  23 

A  mixture  of  5  g.  of  crystalline  hydrated  H2B12H12  and  25  g.  of  decene-1  is 
agitated  in  a  pressure  vessel  under  autogenous  pressure  at  atmospheric  tempereture 
for  4.5  days.  The  mixture,  which  originally  forms  two  phases,  is  a  substantially 
homogeneous  oil  at  the  end  of  this  period.  It  is  washed  with  aqueous  2%  NaOH 
solution  in  which  the  mixture  is  insoluble.  The  oily  layer  is  dissolved  in  ether 
and  washed  with  water.  The  ether  solution  is  dried  and  the  solvent  is  removed  by 
evaportaion  to  obtain  the  hydrate  of  dihydn^gen  hexa(decyl)hexahydrodo- 
decaborate(2~)  in  substantially  pure  form.  The  compound  is  an  oil  at  ordinary 

Analysis.— Calc'd  for  (H30)2Bi2H6(CioH2i)6  (percent):  C,  70.60;  H,  13.50; 
B,  12.70;  Found  (percent):  C,  69.99;  H,  12.84;  B,  10.85. 
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EXAMPLE  24 

CA)  An  aqueous  solution  containing  6.1  g.  of  disodium  polyhydropolyborate  of 
Example  A  is  passed  through  a  column  (1"  x  40")  packed  with  an  ion-exchange 
resin,  "Amberlite"  IR-120-H,  to  obtain  the  free  acid  in  solution.  The  acidic 
solution  is  evaporated  under  reduced  pressure  to  yield  the  free  acid  in  the  form  of 
a  hydrate  as  a  white  crystalline  solid. 

(B)  The  acid  hydrate  of  Part  A  is  mixed  with  .5  ml.  of  cyclohexene  and  5  ml.  of 
1,2-dimethoxj'ethane.  The  mixture  is  heated  to  boiling  under  a  reflux  condenser 
for  20  hours  to  form  a  colorless  homogeneous  solution.  The  solution  is  evaporated 
luider  reduced  pressure  and  there  is  obtained  a  solvated  dihydrogen  monocyclo- 
hexylundecahydrododecaborate.  The  compound  is  a  colorless,  viscous  liquid 
whose  structure  is  confirmed  by  the  infrared  absf)rption  spectrum  and  by  elc- 
mentarv  analysis  to  be  H2Bi2irii"(C6Hii)-(H20)5-C4Hio()2. 

Analysis.— Ca\c'd  for  C,oH44Bi20-  (percent):  C,  29..-)6;  B,  31.96;  H,  10.92; 
O  (bv  difference),  27.56.  F(Hmd  (percent):  C,  30.73;  B,  30.73;  H,  8.8;  O  (by 
difference),  29.88. 

(C)  A  portion  of  the  acid  from  Part  B  is  dissolved  in  20  ml.  of  aqueous  o% 
potassium  hydroxide  solution.  To  this  solution,  which  contains  K2Bi2Hii(C6Hu), 
there  is  added  with  stirring  10  ml.  of  aqueous  50%  cesium  fluoride  solution.  A 
white  sticky  precipitate  forms  which  is  separated  by  filtration  and  dried  under 
reduced  ]>ressure  to  yield  a  cesium  salt  of  a  cyclohexyl-substituted  polyhydro- 
pi)lyborate.  The  infrared  al)sorption  spectrum  of  the  compound  shows  the  char- 
acteristic bands  for  B12H12  anion  (4.0m  and  9.3^)  and  bands  for  cycloaliphatic 
C — H,  methyl  groups  and  ether  functions.  Data  from  the  infrared  absorption 
spectrum  and  elemental  analysis  show  that  the  compound  is  dicesium  mono- 
eyclohexylundecahydrododecaborate  with  1  mole  of  1,2-dimethoxyethene  as 
solvent  6f  crystallization,  i.e.,  Cs2B,2H„C6HnCH30CH2CH20Cn3. 

Analysis.— Ca\c'd  for  CloHssBioCs.Oa  (percent):  C,  20.70;  II,  5.70;  B,  22.40. 
Found  (percent):  C,  1971;  H,  5.27;  B,  20.52. 

The  salt  is  soluble  in  water  and  it  forms  a  neutral  solution,  i.e.,  the  pH  of  the 
solution  is  7. 

(D)  A  mixture  of  the  hydrate  of  H2B,2Hi2  (about  0.08  mole)  and  cyclohexene 
(0.16  mole)  in  100  ml.  of  1,2-dimethoxyethane  is  refluxed  for  2  hours.  The  mixture 
is  cooled  to  atmospheric  temperature,  neutralized  with  concentrated  aqueous 
NaOH  solution  and  evaporated  to  dryness.  The  solid  is  dissolved  in  tetrahydro- 
furan,  the  solution  is  filtered  and  the  filtrate  is  again  evaporated  to  dryness.  The 
yellow  syrup  which  remains  is  dissolved  in  water  and  the  solution  is  steam- 
distilled.  The  aqueous  solution  is  mixed  with  aqueous  50%  CsF  solution  to  pre- 
cipitate Cs2Bi2HiiCcHii.  The  white  soUd  is  crystallized  from  water  to  obtain  the 
pure  i:)roduct  as  fine  white  crystals. 

The  infrared  absorption  spectrum  shows  characteristic  bands  at  wavelengths 
(expressed  as  microns)  of  4.05,  3.45  and  6.9. 

Analysis.— Calc'd  for  Cs.BioHuCsHii  (percent):  C,  14.71;  H,  4.53.  Found 
(percent):  C,  14.16;  H,  3.75. 

EXAMPLE  25 

(A)  A  homogeneous  solution  is  prepared  consisting  of  5.0  g.  of  the  hydrate  of 
n2Bi2ni2  and  5  g.  of  styrene  in  2-propanol.  The  solution  is  held  at  0-5°  C.  for  18 
hours  and  at  atmospheric  temperature  (about  25°  C.)  for  5  hours.  The  reaction 
mixture  is  neutralized  with  aqueous  CsOH  solution  and  the  precipitate  which 
form  is  separated.  It  is  crystallized  from  aqueous  50%  isopropyl  alcohol  to  obtain 
a  product  which  is  a  mixture  of  compounds  having  from  one  to  four  C6H5C2H4 — 
groups  as  substituents.  These  compounds,  which  are  not  separated  by  crystalliza- 
tion, have  the  formula  CsiBioHi2-n(C2H4C8H5),n  where  n  is  1-4. 

Anah/.'iis.—Cn]c'd  for  CsoB,oHs.s(C2H4C6H5)3.2  (percent):  C,  41.30;  H,  5.10; 
B,  17. .50.  Found  (percent):  C,  41.62;  H,  5.26;  B,  17-56. 

(B)  The  i)rocess  of  Part  A  is  repeated  employing  29  g.  of  the  hydrate  of  H2B12H12 
and  15  g.  of  stvrene.  There  is  obtained  a  product  whose  average  composition  is 

Cs2B,2n,o.6(C2H4C5ll5)l.4.  ^  o.        TT        .    on        T, 

Anah/sis. — Calc'd  for  above  composition  (percent):  C,  24.30;  H,  4.20;  B, 
23.40;  Cs,  37.90.  Found  (percent):  C,  24.33;  H,  4.65;  B,  23.34;  Cs,  45.10. 

(C)  A  reaction  vessel  is  charged  with  21  g.  of  2-propanol  and  cooled  to  0-5°  C. 
Tlydrated  crystalline  (H30)2B,2Hi3  (12  g.)  is  added  with  stirring.  The  solution  is 
maintained  at  0-5°  C.  and  10  g.  of  p-chlorostyrene  is  added  drop-wise  with  stirring. 
The  reaction  mixture  is  allowed  to  warm  to  atmospheric  temperature   (about 
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25°  C.)  and  then  heated  to  35°  C.  for  20  hours  with  stirring.  The  sokition  becomes 
clear.  It  is  cooled  to  atmospheric  temperature  and  then  poured  onto  a  small 
amoimt  of  chopped  ice.  The  mixture  is  neutralized  with  aqueous  CsOIl  solution 
and  the  cesium  salt  which  precipitates  is  separated  and  recrystallized  from  water 
to  obtain  Cs2Br.HiiCH  {Cll3)C6ll4Cl.  The  infrared  spectrum  shows  absorption 
at  2.8,  4.0,  (i.3,  8.6,  8.9,  9.4,  and  9. 7m. 

Analysis.— Calc'd  for  CszBi.lInCH  (CH3)C6H4C1  (percent):  C,  17.0;  II,  3.5; 
B,  23.8;  CI,  G.5.  Found  (percent):  C,  15.7;  H,  4.1;  B,  24.9;  CI,  5.0. 

Fluoroalkyl-substituted  dodecaborates  are  oljtained  by  reacting  a  dodecahydro- 
dodecaborate  salt  with  a  fluoroolefin.  To  illustrate,  2  g.  of  a  trihydrate  of 
Na2Bi2Hi2,  10  g.  of  tetratiuoroethylene,  40  ml.  of  deoxygenated  water  and  0.5  g. 
of  potassium  persulfate  are  charged  into  a  pressure  vessel  and  the  mixture  is 
heated  gradually  from  31°-82°  C.  under  60.5-800  p.s.i.  pressure  for  4.5  hours. 
The  reaction  mixture  thus  obtained  is  mixed  with  an  excess  of  aqueous  50% 
CsF  solution  and  the  jjrecipitate  which  forms  is  separated.  It  is  a  mixture  of 
CsoBiaHis  (i.e.,  unreacted  BioHij-^  anion)  and  Cs2B,2H„CF2— CFjII.  Elementary 
analysis  of  the  mixture  shows  2.42%  C,  3.15%,  H,  and  7.87%,  F.  The  infrared 
absorption  spectrum  shows  characterizing  bands  at  4.0,  8.6,  9.0  and  9.4^-  The 
fluoroalkyl-substituted  compound  can  be  obtained  in  pure  form  by  repeated 
crystallization   from   hydroxylated   solvents. 

KXAMPLE  26 

(A)  A  pressure  vessel  is  charged  with  5.0  g.  f)f  hydrated  dihydrogen  dodecahj^- 
drododecaborate,  i.e.,  hydrated  (H30)2Bi2Hi2,  and  oO  ml.  of  1,2-dimethoxyethane 
containing  a  small  quantity  of  Avater.  The  vessel  is  flushed  with  nitrogen,  closed 
and  cooled  in  a  solid  carbon  dioxide  bath  to  —80°  C.  Pressure  in  the  vessel  is 
reduced  to  less  than  10  nun.  of  mercury  bj'  means  of  a  vacuum  pump  and  1.8  g. 
(0.05  mole)  of  acetylene  is  injected  into  the  vessel.  The  reaction  mixture  is  heated 
with  agitation  under  autogeneous  pressure  (45  p.s.i.)  at  80°  C.  for  4  hours.  The 
vessel  is  cooled  to  atmospheric  temperature  and  the  reaction  mixture  is  poured 
into  a  glass  container.  The  mixture,  which  is  homogeneous,  is  evaporated  under 
reduced  pressure  (20-30  mm.)  at  about  40°  C.  to  yield  6.5  g.  of  reaction  product. 
The  infrared  absorption  spectrum  of  the  product  shows  that  it  is  a  mixture  of 
dihydrogen  polyhydrododecaborates  bearing  substituents  which  are  saturated 
and  unsaturated  hydrocarbon  groujjs  of  at  most  2  carbons  and  monooxahydro- 
carbvloxy  grou]>s  of  the  tvpe — OCHaCH-^OCHs.  The  elemental -analvsis  is  as 
folloAvs:  C,  26.92;  H,  8.74. 

(B)  The  acid,  obtained  as  described  in  Part  A,  is  neutralized  with  aqueoTis 
potassium  hydroxide  to  form  the  dipotassiiun  salt  in  aqueous  solution.  This 
solution  is  reacted  with  aqueous  cesium  fluoride  to  precipitate  the  dicesium 
compound  which  is  separated  by  filteration.  The  compound  is  dried  and  its 
elemental  analysis  is  as  follows:  C,  9.80;  H,  3.97. 

EXAMPLE  27 

(A)  A  reaction  vessel  is  charged  with  5.0  g.  of  the  hydrate  of  dihydrogen 
dodecahydrododecaborate,  i.e.,  hydrated  H2BioII,2,  and  50  ml.  of  1,2-dimeth- 
oxyethane containing  a  small  quantity  of  water.  The  reaction  vessel  is  fltted 
with  a  reflux  condenser  and  means  of  introducing  nitrogen  to  provide  an  inert 
atmosphere.  Phenylacetylene  (2.5  g.)  is  added  to  the  reaction  mixture  which  is 
then  heated  to  mild  refluxing  for  1  hour  in  the  nitrogen  atmosphere.  The  mixture 
is  cooled  and  the  solvent  is  removed  by  heating  the  mixture  under  about  1  mm. 
pressure  at  3.5-40°  C.  There  is  obtaineci  8.1  g.  of  a  viscous  residue  which  is  shown 
by  elemental  analysis  and  the  infrared  absorption  spectrum  to  be  dihydrogen 
monostvrvlundecahvdrododecaborate  dihvdrate. 

Analysis.— Calc'd  for  (H30)2B,2nn(C2H2C6n5)  (percent):  C,  34.10;  II,  8.5. 
Found  (percent):  C,  34.09;  H,  9.96. 

(B)  The  product  of  Part  A  is  neutralized  with  aqueous  potassium  hydroxide 
to  form  an  aqueous  solution  of  K2Bi2Hii(C2H2C6H5).  The  solution  is  reacted  with 
aqueous  cesium  fluoride  to  precipitate  the  dicesium  salt.  The  salt  is  separated  by 
filtration  and  dried.  The  identity  of  the  compound,  which  is  dicesium  mono- 
stvrvlundecahvdrododecaborate,  is  confirmed  bv  elemental  analvsis. 

■^//o/t/sis.— Calc'd  for  Cs2BpH„(C2H2C6H5)  (i)ercent):  C,  18.70;  H,  3.60.  Found 
(percent):  C,  18.27;  H,  3.97. 

(C)  A  reaction  vessel  is  charged  with  4.0  g.  of  the  crystalline  hydrate  of  H2B12H12 
and  4  g.  of  cold  CH3OII.  The  solution  is  chilled  to  0°  C.  and  2  g.  of  phenylacetylene 
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is  added  with  agitation.  The  mixture  is  maintained  at  0°  C.  for  1  hour  and  then 
at  about  2.1°  C.  for  16  hours.  A  portion  is  neutralized  with  CsOH  solution  to 
form  the  insolul)le  cesium  salt  which  gels  in  water.  A  second  portion  is  neutralized 
with  aqueous  TIOH  to  precipitate  the  very  in.soluble  thallium  salt.  The  thallium 
compound  is  extracted  with  water  in  a  Soxhlet  extractor  and  the  product  is  dried 
to  obtain  Tl2Bi2H,i(C2H2CoH5)  as  a  white  crystalline  product.  The  infrared  ab- 
sorption spectrum  shows  that  the  product  contains  .'^ome  Tl2BpIIiiCH(CH3)C6H5. 

Analysis.—Calc'd  for  Tl2B,2Hi,(C2H2Csll5)  (percent):  C,  14.7;  H,  2.8;  B,  19.8 
Found  (percent):   C,  14.9;  H,  3.4;  B,  19.2. 

(1^)  The  process  of  Part  C  is  repeated,  employing  five  times  the  quantities  of 
reactants  by  weight.  The  reaction  mixture  is  neutralized  with  aqueous  CsOH 
and  the  gel  which  forms  is  broken  up  and  methanol.  The  white  crystalUne  product 
is  a  mixture  of  mono-  and  di-substituted  dicesium  polyhydrododecaborates  having 
an  average  composition  of  1.3  phenylacetvlene  units  per  dodecarborate  anion 
e.g.,  70%  of  CszBisHiiCoH.CeHs  and  30%  of  Cs2B,2H,o(C2ll2C6H5)2. 

Analysis. — Calc'd  for  above  composition  (percent):  C,  23.20-  H,  3.70;  B,  39.90. 
Found  (percent):  C,  23.51;  H,  4.14;  B,  22.76. 

EXAMPLE  28 

A  reaction  vessel  is  charged  with  10  g.  of  the  crystalline  hydrate  of  H2B12H12 
and  11.7  g.  of  propiohc  acid  is  added  to  it  slowly  over  a  period  of  2  hours  with 
stirring.  The  temperature  of  the  reaction  mass  is  maintained  at  35-40°  C.  The 
mixture  is  neutralized  with  aqueous  NaOH  solution  and  an  excess  of  aqueous 
50%  CsF  solution  is  added.  The  precipitate  which  forms  is  .separated  and  re- 
crystalhzed  three  times  from  water  to  obtain  Cs2Bi2Hu(C2H2COOH)  as  a  white 
cry.stalline  salt.  The  compound  contains  a  carboxyl  group  which  can  also  form  a 
cesium  salt  and  the  compound  contains  a  small  quantity  of  this  tricesium  salt. 

.4 «a/i/.sz"s.— Calc'd  for  Cs2B,2lIii(C2H2COOH)  (percent):  Cs,  55.5;  H,  2.96; 
C,  7..55.  Found  (percent):  Cs,  .56.7;  H,  3.40;  C,  4.20. 

Examples  21  through  28  illustrate  the  compounds  of  Formula  1  in  which  X 
is  a  substittited  or  unsubstituted  hydrocarbon  group.  The  substituent  X  can  be 
saturated  or  unsaturated,  open-chain  or  cyclic.  The  process,  which  is  generic 
to  the  preparation  of  this  class  of  compounds,  employs  (1)  a  reactant  which  has 
olefinic  or  acetvlenic  bonds. 


(     C=C     or  — C  =  C— j 
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and  (2)  an  acid  of  a  dodecaborate  which  can  have  substituents.  The  unsaturated 
reactant  preferably  has  at  most  two  unsaturated  bonds,  i.e.,  at  most  two  olefinic 
or  two  acetylenic  bonds.  The  number  of  carbons  in  this  reactant  is  not  critical  but, 
in  general,  unsaturated  reactants  of  up  to  18  carbons  are  preferred.  Examples  of 
compounds  which  can  be  obtained  by  the  process  are:  H2Bi9Hio(C6rii3)2  from 
hexene-1  and  HoBioH.j,  H2BpII„(C.,H4COOH)  from  acrvlic  acid  and  H2B12H,, 
H2Bi2H,oC(CH3)3(C6H„)  from  cvclohexene  and  H2Bi2H„C(CH3)3,  and  H2B,2ll9 
(SCH3)2[CH(CH3)2]  from  propylene  and  n2B,2Hio(SCH3)2. 

Compounds  of  Formula  1  in  which  at  least  one  X  group  is  alkynyl  can  be  ob- 
tained from  derivates  bearing  open  chain  acyl  groups  by  reaction  with  a  halo- 
genating  agent  followed  bv  dehydrohalogenation.  To  illustrate  (NH4)2Bi2HiiC(0) 
CH3  can  be  reacted  with  PCI5  to  obtain  (NH4)2B,2HnCCl2CH3.  This  compound 
can  then  be  dehvdrf»halogenatcd  with  e.g.,  aqueous  KOH  solution,  to  obtain 
(NIl4)2B,2H„C^CH. 

Comjaounds  of  Formula  1  in  which  at  least  one  X  group  is  methyl  are  obtained 
by  treating  B12II10  2C0  with  a  reducing  agent  e.g.,,  lithium  aluminum  hydride. 
To  illustrate,  B12H10  2C0  is  dissolved  in  diethyl  ether  and  this  solution  is  added 
slowly  and  with  stirring  to  a  solution  of  LiAl  H4  in  ether.  After  addition  is  complete, 
the  mixture  is  gently  re  fluxed  for  a  few  hours  and  then  allowed  to  cool.  Excess 
LiAlll4  is  destroj-ed  by  adding  ether  saturated  with  water  slowly  to  the  .solution 
and  finally  water  is  added.  The  ether  layer  separates  and  is  removed  by  decanta- 
tion.  The  water  layer  is  filtered  and  the  filtrate  is  acidified  with  hydrochloric  acid. 
The  filtrate  can,  if  desired,  be  divided  into  separate  portions.  To  one  portion  an 
aqueous  solution  of  CsF  can  be  added  to  precipitate  Cs2Bi2lIin(CH3)2;  to  a  second 
portion  (C3ll7)3  NO4H*  can  be  added  to  precipitate  [C3H7)4N[2Bi2Hio'CH3)2,  and  to 
a  third  portion  TINO3  can  be  added  to  precipitate  Tl2Bi2H,,)(CH3)2.  The  preci- 
pitated compounds  can  be  isolated  and  purified  by  recrystallization  as  described 
in  previous  examples.  Optionally,  the  acidified  filtrate  obtained  from  the  reac- 
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tion  can  be  subjected  to  further  purifiation  to  obtain  hydrated  H2Bi2Hio(CH3)2  or 
it  can  be  neutralized  with  a  wide  range  of  basic  compounds,  e.g.,  NII2NH2,  NH4OH, 
p.vridiue,  dic3'cl()hexylamine,  dimethylaniline,  and  the  like  to  obtain,  e.g., 

(NH2NH3)2B,2H,o(CH3)2 
(NH4)2B,2H,orCH3)2,   C5H5NH)  2B:2H,o(CH3)2, 

[(C6Hn)2NH3[B,2H,o(CH3)2,  and 

[CelloNH  (CH3)2]2Bi2Hio(CH3)2 

Compounds  of  Formula  1  in  which  at  least  one  X  group  is  hydroxymethyl  can 
be  obtained  by  reducing  Bi2H,o  2C0  vvith  a  borohydride,  e.g.,  LiBH4.  To  illustrate, 
a  .solution  is  prepared  of  LiBH^  in  1,2-dimethoxyethane  (glyme).  The  solution  is 
stirred  under  an  inert  atmosphere,  e.g.,  nitrogen,  and  to  it  there  is  added  drop- 
wise  a  solution  of  B,2Hh*2CO  in  1,2-dimethoxyethane.  After  addition  is  completed 
the  mixture  is  refluxed  genrly  for  about  30  minutes.  The  mixture  is  cooled  and  the 
glyme  is  removed  by  evaporation  or,  in  the  event  two  layers  are  present,  by 
decantatitm.  The  residue  is  dis.solved  in  water  and  the  solution  can  be  divided,  if 
desired,  into  several  portions.  These  portions  are  mixed  with  a  salt  or  base  having 
the  desired  cation  AI  to  obtain  salts  of  the  anion  Bi2Hio(CH20H)2^2-  For  example, 
one  portion  can  be  mixed  with  an  aqueous  solution  of  TIOH  to  obtain  Tl2Bi2nio 
(CH20II)2,  a  second  portion  can  be  mixed  with  RbCl  to  obtain  Rb2Bi2Hio(CH20II) 
2,  and  a  third  portion  can  be  mixed  with  CsCl  to  obtain 

CS2B,2Hio(CH20II)2 

Aqueous  solutions  of  these  salts  can  be  contacted  with  an  acid  ion-exchange  resin 
to  obtain  a  pure  aqueous  solution  of  HoBi2Hio(CH20H)2.  The  acid  solution  can  be 
neutralized  with  any  desired  organic  or  inorganic  base  to  obtain  a  compound  of 
Formula  1  bearing  — CI:l20II  groups. 

The  compounds  described  above  in  which  at  least  one  X  is  — CH2OH  can  be 
reacted  with  hvdrohalogenic  acids  to  obtain  compounds  of  Formula  1  in  which  at 
least  one  X  is  CHoY  (where  Y  is  F,  CI,  Br  or  I).  To  illustrate,  H2Hi2Hio(CH20H)2 
can  be  reacted  with  HF  to  obtain  H.,Bi2Hio(CH2F)2,  with  HCl  to  obtain  H2Bi2H]o- 
(CH.CDz  with  HBr  to  obtain  H2B,2H,o(CH2l)2,  ahd  with  HI  to  obtain  H2Bi2H,o 
(CH2l)2.  These  acids  can  be  employed,  as  described  earlier,  to  prepare  a  wide 
range  of  salts. 

Compounds  bearing  — CH2OH  groups  can  be  reacted  with  organic  acids,  anhy- 
drides or  acid  halides  to  obtain  products  bearing  — CH20C(0)R  groups,  where  R 
has  the  meanings  defined  in  a  previous  paragraph.  To  illustrate,  H2B12- 
IIio(CHoOH)2  can  be  reacted  with  acetic  anhydride  to  obtain  HoBi2Hio[CH20C- 
(0)CH3]2,  with  benzovl  chloride  to  obtain  H2BpHin[CH20C(0)C6H6]2,  with  meth- 
acrylic  anhydride  to  obtain  H3B,2Hio[CH20C(0)C(CH3)=CH2]2  and  the  like. 

EXAMPLE  29 

(A)  A  quantity  (20  g.)  of  [(CH3)4N]2Bi2H,iOH,  obtained  as  described  in  Example 
8,  Part  D,  is  mixed  with  .50  ml.  of  water.  The  mixture  is  heated  to  refluxing  and 
chlorine  gas  is  passed  into  it  for  40  minutes.  The  mixture  is  cooled  and  the  pre- 
cipitate is  separated.  It  is  recrystallized  from  50%  aqueous  CH3CN  to  obtain  18  g. 
of  a  pentachloromonohvdroxv  derivative. 

yl/m/vsis.— Calc'd  for  [(CH3)4N],B,2H6Cl50H  (percent):  C,  19.9;  H,  6.;  5C1, 
37.0;  N,  5.8.  Found  (percent) :  C,  19.4;  H,  6.5;  CI,  37.9;  N,  5.7. 

An  aqueous  solution  of  the  above  compound  is  passed  through  a  column  filled 
with  an  acid  ion-exchange  resin  and  the  aqueous  effluent,  which  contains  H2B12- 
HeCUOH,  is  neutralized  with  cesium  hydroxide  to  obtain  CS2B12H6CI5OH. 

(B)  Sufficient  water  is  added  to  1  g.  of  CS2B12H11OII,  prepared  as  described  in 
Example  S,  Part  C,  to  form  a  clear  solution  at  90°  C.  Chlorine  gas  is  bubbled 
through  the  solution  at  this  temperature  for  one  hour.  The  product  which  is 
formed  is  sparingly  soluble  and  water  is  added  as  needed  to  maintain  a  clear  hot 
solution  during  passage  of  the  gas.  Flow  of  chlorine  is  stopped  and  the  solution  is 
chilled.  White  crj'stals  form  which  are  separated,  recrystallized  from  hot  water 
and  dried.  The  product  is  the  monohvdrate  of  CsoB^HClioOH. 

Analysis.— Calc'd  for  Cs2Bi2HClioOII-H20  (percent) :  Cs,  33.8;  B,  16.5;  H,  0.5; 
CI,  45.1.  Found  (percent):  Cs,  32.5,  32.8;  B,  16.5,  16.5;  H,  0.7,  0.6;  CI,  45.3,  45.6. 
The  above  process  is  repeated  employing 

Cs2B,2HuOCH(CH3)2 
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of  Example  13,  Part  B,  and  CsoBioHnOCeH,,  of  Example  15,  Part  C,  in  place  of 
CS2B12II11OII.  The  product  obtained  with  either  reactant  is  C.S2B12HCI10OII  as 
a  hydrate. 

(C)  A  reaction  vessel  is  charged  with  60  g.  of 


Bi2Hio-2CH3NC(0)CHjCH2CHj 

obtained  as  descril)ed  in  Example  8,  Part  G,  and  a  solution  of  28  g.  of  NaOII  in 
300  ml.  of  water.  The  mixture  is  refiuxed  for  one  hour.  It  is  cooled  and  sufficient 
concentrated  hydrochloric  acid  is  added  to  form  a  neutral  solution.  The  solution 
is  heated  to  slow  refluxing  and  chlorine  gas  is  passed  through  it  fur  1.5  hours. 
The  solution  is  cooled  and  neutralized  with  aqueous  NaOH  solution.  It  is  stirred 
and  50  g.  of  (CH3)4NOH-5H20  is  added.  The  solution  is  cooled  in  ice  and  the 
precipitate  which  forms  is  separated  to  ol)tain  [(CIl3)4N]2B,2Cl8H2(OII)2.  The 
filtrate  is  set  aside  for  further  processing.  The  compound  is  further  purified  by 
recrvstallization  from  50*^^  aqueous  acetonitrile  to  obtain  27  g.  of  product. 

A>mlysrs.~Ca.]c'd  for  [(Cn3)4N]2B,2ClsH2(OH)o  (percent):  C,  15.9;  H,  4.7; 
CI,  47.4.  Foimd  (percent):  C,  16.4;  H,  4.9;  CI.  46.6. 

The  filtrate  from  the  above  process  is  allowed  to  evaporate  for  two  days  at 
atmf)spheric  temperature.  Crvstals  form  which  are  separated  and  dried  to  obtain 

14.5  g.   of  [(CH3)4N]2B,2Cl7H3(OH)2. 

Analysis.— C&lc'd  for  [(CH3)4N]2B,2Cl7H3(OH)2  (i)ercent) :  C,  17.0;  H,  5.1; 
CI,  43.8.  Found  (percent) :  C,  17.5;  H,  5.4;  CI,  43.6. 

(D)  An  aqueous  solution  of  [(CH3)4N]2Bi2H9(OH)3  is  prepared  as  described  in 
Example  8,  Part  H,  and  it  is  evaj^orated  to  a  volume  of  200  ml.  The  solution  is 
cr)oled  to  .5°  C,  chlorine  gas  is  bubbled  through  it  and  the  temperature  is  raised 
gradually  to  95°  C.  Excess  chlorine  is  then  swejjt  from  the  solution  with  a  stream 
of  nitrogen  and  the  solution  is  evaporated  to  dryness  under  reduced  pressure. 
There  is  obtained  57.7  g.  of  a  gummy  residue  which  is  mixed  with  55  ml.  of  water. 
The  mixture  is  made  neutral  with  aqueous  (Cri3)4XOII  solution  and  it  is  filtered. 
The  filtrate  is  added  tf)  480  ml.  of  absolute  ethyl  alcohol  and  a  white  crystalline 
solid  precipitates  which  is  [(CH3)4N]2Bi2Cl9(()il)3  The  crystals  are  separated, 
washed  with  absolute  alcohol  and  dried  under  reduced  pressure  to  yield  33.3  g.  f)f 
product.  The  compound  is  further  purified  Ijy  dissolving  in  water  and  precipitating 
again  with  alcohol. 

Analysis.— Calc'd  for  [(Cri3)4N]2B,oCl9(OH)3  (percent):  N,  4.32;  C,  14.82;  H, 
4.20;  B,  20.03;  CI,  49.22.  Found  (percent):  N,  4.35,  4.19;  C,  15.33;  H,  4.60;  B, 
20.93;  CI,  49.45. 

(D)  A  solution  of  6.13  g.  of  (NH4)2B)2H9(OH)3,  prepared  as  described  in  Ex- 
ample 8,  Part  I,  is  chlorinated  as  described  above  to  obtain  the  trihvdroxynonachl- 
rododecaborate  salt,  i.e.,  (NH4)2B,2Cl9(OH)3- 

(E)  An  aqueous  sf>lution  of  H2Bi2H8(OH)4,  ])repared  as  descril)ed  in  Example  8, 
Part  J,  is  warmed  to  50-60°  C.  and  chlorine  gas  is  bubbled  through  it  until  no 
further  absorptif)n  of  the  gas  is  observed.  The  reaction  mixture  is  cooled  and  neu- 
tralized with  NH40n.  It  is  divided  into  two  portions.  One  portion  is  mixed  with  an 
aqueous  solution  of  (CIl3)4NCl  and  the  second  porti(^)n  is  mixed  with  an  aqueous 
solution  of  (n-C3H7)4NI.  In  each  case  the  white  precipitate  which  forms  is  separated, 
recrystallized  from  water  and  dried.  The  compounds  are  salts  of  the  tetra- 
hvdroxvoctachk>r( )dodecal)orate  anion. 

■yl«a/'i/sis.— Calc'd  for  [(CH3)4N],B,2Cls(OH)4  (percent)  :B,  20.7;  C,  15.2;  H,  4.13; 
CI,  45.2.  Found  (percent):  B,  20.7;  C,  15.3;  H,  4.73;  CI,  46.2. 

Analysis.— Calc'd  for  [(C3H7)4N].,BpCl8(OH)4  (percent):  B,  15.2;  C,  33.7;  II, 
7.50;  C'l,  33.2.  Found  (percent):  B,  13.3;  C,  24.8;  H.  6.05;  CI,  33.8. 

The  infrared  spectrum  of  the  tetramethylammonium  salt  shows  characteristic 
absorption  bands  at  the  following  wavelengths  (expressed  as  cm.~0  •  3600,  medium  ; 
3100,  medium:  1200,  medium;  1080,  weak;  1025,  strong,  broad;  940,  strong;  850, 
strong,  broad:  and  720,  strong,  broad. 

KX.\MPLE  30 

(A)  A  mixture  is  prepared  consisting  of  20  tuI.  of  water  and  1  g.  of 
Cs2B,2lIi,C)CH(Cn3)2,  obtained  as  described  in  Example  13,  Part  B.  Liquid 
Ijromine  is  added  dropwise  to  the  solution  with  stirring.  The  reaction  is 
exothermic  and  the  .solution  refluxes.  Water  is  added  as  needed  during  the 
l)rocess  tf)  maintain  a  clear  solution.  When  bromine  is  no  longer  absorbed,  the 
solution   is   heated   to   maintain   refluxing  and   chlorine  gas  is  bubbled  through 
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the  solution  while  bromine  is  added  dropwise  for  .'>  minutes.  The  solution  is 
then  evaporated  partially,  filtered  and  the  filtrate  is  cooled.  A  precipitate  forms 
which  is  separated,  washed  with  water  and  dried  under  reduced  pressure  to 
obtain  1.7  g.  of  Cs,B,.Br,,()lI. 

.4«a/;/s?s.— Calc'dfor  Cs..B|.Br„OII  (percent):  Cs,  20.6;  B,  10.1;  Br,  68.0.  Found 
(percent):  Cs,  20.3;  B,  9.8;  Br,  GS.4. 

(B)  Bromination  of  [(CH3)4N]2B,2HiiOCH(C2H5)2,  obtained  as  descril)ed  in 
Example  la,  is  conducted  as  descrilDed  in  Part  A  lo  obtain  2.2  g.  of 
[(CH3)4N]2B,2Br„OH. 

^l«a/;/s/s.— Calc'd  for  [(CH3)-iN]2Bi2Br„OH  (percent):  B,  11.0;  C,  8.2;  H,  2.1; 
Br,  74.8.  Found  (percent):  B,  10.9;  C,  S.o;  H,  2.2;  Br,  74.9. 

(C)  Bromination  of  1.0  g.  of  [(CH3)4N]2Bi2HuOH  (see  Example  8,  Part  D), 
as  descriljcd  in  Part  A,  yields  2.2  g.  of  [(CIi3)4N],Bj,Br,iOH.  Similarly  bromi- 
nation of  2.0  g.  of  Cs,B,oIIi,OH  (see  Example  8,  Part  B)  yields  2.0  g.  of 
CsoBioBruOH. 

(D)  A  portion  (5.5  g.)  of  jjroduct  B,  otjtained  as  described  in  Example  8, 
Part  G,  is  mixed  with  30  nil.  of  water  and  2  g.  of  NaOIL  The  mixture  is  refluxed 
for  2.5  hours  and  then  cooled  to  atmospheric  temjjerature.  It  is  diluted  with 
20  ml.  of  water  and  liquid  bromine  is  added  dropwise  with  stirring.  The  reac- 
tion is  exothermic  and  proceeds  raj^idly.  Bromine  addition  is  continued  until  the 
color  of  bromine  persists  for  10  minutes.  The  mixture  is  then  made  basic  by 
addition  of  soUd  NaOH.  Aqueous  (CH3)4NC1  solution  is  added  with  stirring 
mitil  precipitation  of  a  white  solid  is  complete.  The  solid  is  separated  and 
crystallized  from  hot  water  to  obtain  3.5  g.  of  wliite  crystalline 
[(CH3),N]2B,2Brio(OH)2. 

^na/(/sfs.— Calc'd  for  [(CH3)4N]2Bi2Br,o(OH)2  (percent):  B,  11.70;  C,  8.60;  H, 
2.30;  Br,  71.80;  N,  2.50.  Found  (percent):  B,  11.82;  C,  9.21,  9.02;  H,  2.76,  3.03; 
Br,  71.60,  72.03;  N,  2.47,  2.59. 

(E)  A  solution  consisting  of  100  ml.  of  water  and  10  g.  of  C.S2Bi2H9(OH)3,  pre- 
pared as  described  in  Example  8,  Part  H,  is  cooled  to  about  8°  C.  Liquid 
i)romine  is  added  dropwise  with  stirring  and  the  solution  temperature  is  main- 
tained at  8-32°  C.  until  the  rate  of  bromine  absorption  decreases.  An  excess 
of  liquid  bromine  is  added  at  this  time  and  chlorine  gas  is  bubbled  through 
the  solution  as  the  temperature  is  raised  from  32°  to  83°  C.  When  no  further 
reaction  is  evident,  addition  of  chlorine  is  stopped  and  nitrogen  gas  is  passed 
into  the  mixture  to  sweep  out  excess  chlorine  and  bromine.  The  solution  is 
evaporated  at  55°  C.  under  reduced  pressure  to  yield  25.12  g.  of  solids.  The 
solids  divided  into  two  portions. 

One  portion  is  dissolved  in  water  and  neutralized  with  aqueous  CsOH  solution. 
The  precipitate  which  forms  is  separated  and  crystallized  twice  from  water  to 
obtain  CsoBpBr9(OH)3  as  a  white,  crystalline  soHd. 

^//a/?/.S!?.s.— Calc'd  for  Cs.,Bi2Br9(OH)3  (percent):  Cs,  22.82;  B,  11.06;  Br,  61.74. 
Found  (percent):  Cs,  22.10:  B,   12.40,   12.14;  Br,  63.48,  63.26. 

The  second  portion  of  solids  is  dissolved  in  water  and  the  solution  is  jjassed 
through  a  colunm  packed  with  a  strong  acid  ion-exchange  resin.  The  effluent  is 
neutralized  with  (CH3)4NOH  and  evaporated  under  reduced  pressure  at  35°  C. 
to  obtain  [(Cli3)4N]2Bi2Br9{OH);i.  The  compound  is  further  purified  by  cry.stal- 
lization  from  50%  aqueous  alcohol. 

A/ia/;/sis.— Calc'd  for  [(CH3)4N]2Bi2Br9(OH)3  (percent);  B,  12.39;  N.  2.67; 
C,  9.16;  H,  2.60;  Br.  68.60.  Found  (percent) :  B,  12.36;  N,  2.69,  2.27;  C,  9.40;  H, 
2.82;  Br,  68.65. 

EXAMPLE  31 

Suflficient  water  is  added  to  2.0  g.  of  Cs2Bi2niiOCH3,  prepared  as  described  in 
Example  11,  Part  B,  to  form  a  clear  solution  at  90°  C.  Chlorine  gas  is  passed  into 
the  solution  at  this  temperature  and  water  is  added  as  needed  to  maintain  a  clear 
solution.  Passage  of  chlorine  is  continued  until  reaction  is  complete  and  the  solu- 
tion is  then  cooled.  White  crystals  of  hydrated  CS2B12HCI10OCH3  precipitate.  The 
crystals  are  separated  and  crystallized  from  water. 

'Analysis.— C&lc'd  for  CsoBijIIClioOCHs-HaO  (percent):  Cs,  33.2;  B,  16.2;  C, 
1.5;  H,  0.75;  CI,  44.4.  Found  (percent) :  Cs,  32.9;  B,  16.4;  C,  1.3;  H,  0.96;  CI,  44.1, 

EXAMPLE  32 

A  suspension  is  prepared  consisting  of  150  ml.  of  methonal  and  3.5  g.  of  [(CH3)4- 
N]2B,2HiiOCH2CH20CH3,  obtained  as  described  in  Example  17,  Part  A.  The 
suspension  is  cooled  to  10°  C.  and  this  temperature  is  maintained  while  a  solution 


538 

of  27.8  g.  of  bromine  in  40  ml.  of  methanol  is  added  dropwise  with  stirring.  The 
reaction  mixture  is  allowed  to  warm  to  atmf)ypheric  temperature  and  it  is  stirred 
for  11  hours.  The  solution  is  concentrated  on  a  rotary  evaporator  and  (CH3)4NBr 
separates.  The  mixture  is  filtered  and  the  filtrate  is  evaporated  to  dryness.  A  gray 
solid  form  which  is  crvstallized  from  water  tt)  obtain  crj-stalline  white  [(CH3)4N 
BrIl3Br80CH2Cll20CH3. 

Ana/usis.—Calc'd  for  the  above  product  (percent) :  B,  13.04;  Br,  64.22;  C,  13.27; 
H,  3.44;  N,  2.81.  Found  (percent):  B,  12.62;  Br,  64.39;  C,  12.62;  H,  3.03;  N,  2.19, 
2.13. 

EXAMPLE  33 

Chlorine  gas  is  bubbled  through  a  mixture  of  acetonitrile  and  CS2B12H11CH- 
(CH3)2,  obtained  as  described  in  Example  21.  The  temperature  of  the  reaction 
mixture  is  maintained  at  25-40°  C.  during  the  process  and  passage  of  gas  is 
continued  until  no  further  absorption  occurs.  The  solution  is  evaporated  to  dryness 
and  the  solid  residue  is  recrystallized  from  water  to  obtain  CS2B12H4CI7CII  (0113)2. 

Analysis. — Calc'd  for  above  compound  (percent):  C,  5.10;  II,  1.60;  CI,  36.20. 
Found  (percent):  C,  4.64;  H,  1.56;  CI,  35.47. 

EXAMPLE  34 

A  portion  of  the  product,  whose  average  composition  is  Cs2Bi2Hio.6(C2H4C6n.Oi  4, 
which  is  obtained  as  described  in  Example  25,  Part  B,  is  mixed  with  acetonitril* 
and  the  mixture  is  chlorinated  as  described  in  Example  33.  The  reaction  mixture 
is  processed  to  obtain  the  cesium  salt  which  is  shown  b.y  elemental  analysis  to  have 
the  average  composition  Cs2Bi2Clio.6(C2n4C6ll5)i .4- 

Analysis. — Calc'd  for  above  composition  (percent) :  C,  16.40;  H,  1.50;  CI,  46.10. 
Found  (percent):  C,  17.46;  H,  1.98;  CI,  46.41. 

The  acid  H2B12H12  (and  its  hydrates)  reacts  with  nitriles,  e.g.,  acetonitrile, 
propionitrile,  benzonitrile,  to  form  dodecaborates  having  nitrogen-containing 
substituents  whose  structure  has  not  been  determined  exactly.  The  substituted 
compounds  can  be  reacted  with  halogens,  e.g.,  bromine,  to  obtain  dodecaborates 
bearing  both  bromine  and  nitrogen-containing  substituents.  The  preparation  of 
those  compounds  is  illustrated  in  Example  35. 

EXAMPLE  35 

(A)  A  mixture  of  100  ml.  of  CH3CN  and  24  g.  of  hydrated  H.BisH,.  (N.E., 
186)  is  refluxed  on  a  steam  bath  for  about  9.5  days.  The  solution  is  divided  into 
two  equal  parts. 

Aqueous  CsOH  .solution  is  added  to  one  part  and  aqueous  (CH3)4NOIi  is 
added  to  the  second  part.  The  preciiMtates  which  form  are  separated  to  obtain 
the  cesium  and  tetramethylammonium  salts  of  substituted  dodecaborates.  The 
infrared  absorption  spectrum  of  the  cesium  salt  shows  a  sharp  band  at  3.0m  and 
a  broad  band  at  6.3^-  The  elemental  analvses  of  each  of  the  salts  is  as  follows: 

Cs  salt:  Cs,  48.1;  B,  36.6;  C,  3.20;  H,  4.40;  N,  3.2. 

(CIl3)4N  salt:  B,  52.9;  C,  19.0;  H,  11.5;  N,  9.8. 

Portions  of  each  of  the  salts  are  refluxed  in  concentrated  aqueous  HBr  for  a 
short  period  and  the  solutions  are  neutralized  with  base.  The  salts  are  separated 
and  have  the  following  elemental  analvsis: 

Cs  salt:  Cs,  55.9;  B,  25.1;  C,  2.0;  H,  3.2;  N,  3.3. 

(CH3)4N  salt:  B,  55.6;  C,  19.7;  H,  11.2;  N,  10.7. 

Portions  of  each  of  the  salts  are  boiled  in  concentrated  aqueous  HBr  for  a 
short  period  and  thev  are  then  treated  with  licjuid  bromine  as  described  in  Ex- 
ample 3,  Part  L.  The  salts  are  isolated  and  Ihey  show  the  following  elemental 
analvses : 

Cs  salt:  Cs,  15.3;  B,  10.8;  C,  2.5;  H,  0.9;  Br,  67.7;  N,  1.2. 

(CH4)3N  salt:  B,  13.3;  C,  5.9;  H,  2.5;  Br,  76.0;  N,  2.9. 

(B)  A  mixture  of  100  ml.  of  propionitrile  and  24.5  g.  of  hydrated  H2B12H12 
(N.E.,  190)  is  refluxed  for  about  9.5  days.  The  reaction  mixture  is  processed  in 
the  manner  described  in  Part  A,  including  refluxing  with  II  Br  and  perbromina- 
tion.  The  infrared  absorj^tion  spectrum  of  the  cesium  salt  as  obtained  initially, 
shows  a  characteristic  double  peak  at  9.5m.  Elemental  analyses  of  the  Cs  and 
(CH3)4N  salts  are  as  follows: 

Cs  salt:  Cs,  49.0;  B,  34.7;  C,  5.0;  II,  4.5;  N,  3.3. 
(CH3)4N  salt:  B,  45.3;  C,  26.6;  H,  11.3;  N,  13.6. 
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After  treatment  with  refluxing  HBr  solution,  the  elemental  analyses  are: 
Cs  salt:  Cs,  34.7;  B,  23.8;  C,  2.3;  H,  3.2;  N,  3.3. 
(CH3)4N  salt:  B,  53.2;  C,  21.8;  H,  11.4;  N,  9.1. 

After  treatment  with  refluxing  HBr  solution  and  with  liquid  bromine,  the 
elemental  analyses  are: 

Cs  salt:  Cs,  "15.1;  B,  10.8;  C,  3.6;  H,  1.3;  Br,  67.0;  N,  1.5. 
(CH3)4N  salt:  B,  12.9;  C,  8.0;  H,  2.6;  Br,  74.5;  N,  3.0. 

EXAMPLE  36 

(A)  A  mixture  consisting  of  10  g.  of  hydrated  crystalline  ('H30)2Bi2TIi3  and 
20  g.  of  hydrogen  sulfide  is  heated  in  a  pressure  vessel  under  autogenous  pressure 
with  agitation  for  4  hours  at  100°  C.  The  vessel  is  cooled,  vented  and  flushed 
with  nitrogen.  The  reaction  mixture  is  neutralized  with  cesium  hydroxide  and 
the  precipitate  which  forms  is  separated  and  recrystallized  twice  from  water. 
The  product  is  CS2B12H11SH  whose  infrared  spectrum  (mineral  oil  mull)  shows 
.slight  absorption  at  2.8  and  6.3^;  strong  absorption  at  4.0m;  moderate  absorption 
at  9.5,  10.3,  11.9  and  13. 9^. 

Anahjsis.—Calc'd  for  CssB^HuSH  (percent);  B:  29.7;  S,  7.3;  II,  2.7;  Cs,  60.5. 
Found  (percent):  B,  30.1;  S,  7.5;  H,  2.8;  Cs,  60.0. 

(B)  The  cesium  salt  obtained  above  is  dissolved  in  CH3CN  and  chlorine  gas 
is  passed  into  the  solution  at  25-32°  C.  for  15  minutes.  The  solution  is  evaporated 
and  the  solid  residue  is  recrystallized  from  water  to  obtain  a  product  whose 
analysis  agrees  fairly  well  for  the  composition  CS2B12H4CI7SH  or  the  closely  re- 
lated disulfide  [Cso  B12H4CI7S — ]2.The  infrared  absorption  spectrum  shows  bands 
at  2.8,  6.2  and  9.5^  (strong);  and  weak  bands  at  10.5,  11.2,  11.7  and  13.8m. 

Anabjsis.—Calc'd  for  Cs2B,2H4Cl7SH  (percent):  CI,  36.5;  S,  4.7;  B,  19.1.  Found 
(percent):  CI,  35.5;  S,  4.7;  B,  19.0. 

EXAMPLE  37 

(A)  A  weighed  portion  (1.1  g.)  of  crude  Cs2Bi2Hio[C(0)NH2]2,  prepared  as 
described  in  Example  41,  is  heated  under  very  low  pressure  to  a  maximum  of 
410°  C.  for  a  period  of  one  hour.  The  residue  is  cooled  and  is  dissolved  in  a  few 
milliliters  of  water.  An  equal  volume  of  aqueous  50%CsCl  is  added  and  the  solution 
is  chilled  to  precipitate  CsBi2Hio(CN)2.  The  precipitate  is  separated,  washed  and 
dried  to  obtain  0.3  g.  of  product.  The  infrared  spectrum  of  the  product  shows 
major  absorption  bands  at  the  following  wavelengths  (expressed  as  cm.~'):  2500, 
2190,  1260,  1040,  1020,  850  and  725. 

Analysis.— Cixlc'd  for  Cs2Bi2lIio(CN)2  (percent):  C,  5.2;  H,  2.2;  B,  28.4;  N, 
6.1;  Cs,  58.0.  Found  (percent):  C,5.1;  H,  2.6;  B,  27.0;  N,  4.8;  Cs,  55.4. 

(B)  A  mixture  consisting  of  10  g.  of  a  crystaUine  hydrate  of  (H30)2Bi2Hi2  and 
15  g.  of  cyanogen  chloride  (CNCl)  is  reacted  in  a  pressure  vessel  at  225  psi.  pressure 
and  at  25-26°  C.  for  4  hours.  The  product  is  a  friable  mass.  It  is  dissolved  in 
dilute  aqueous  NaOH  solution  and  to  this  solution  is  added  an  aqueous  50%  CsF 
solution.  The  precipitate  which  forms  is  separated  and  recrystalized  from  water. 
The  product  is  principally  CS2B12H6CI2  (CN)4.  Its  infrared  absorption  spectrum 
includes  the  following  bands:  2.75,  2.9,  3.95,  4.5,  6.2  (broad),  10.3  (shoulder  at 
at  9.9),  12.2  and  13.7m  (broad). 

^na;ys?s.— Calc'd  for  Cs2B,2H6Cl2(CN)4  (percent):  C,  8.3;  H,  2.1;  CI,  12.2; 
N,  9.7.  Found  (percent):  C,  7.5;  H,  4.2;  CI,  13.7;  N,  10.3. 

EXAMPLE    38 

(A)  The  crude  reaction  product  obtained  from  H2B12H12  and  CO,  as  described 
in  Example  E.  is  dissolved  in  water  and  aqueous  CsF  is  added  to  the  solution. 
The  precipitate  which  forms  is  extracted  repeatedly  with  water  and  the  least 
water-soluble  fraction  is  isolated.  This  fraction  is  Cs2Bi2Hn(COOH).  The  infrared 
abosrption  spectrum  shows  strong  absorption  at  6.0m,  i•<-^,  for  the  — C(0)OH 
group. 

Anali/sis.— Cixlc'd  for  Cs2B,2Hu(COOH)  (percent):  C,  2.4;  H,  2.4;  B,  28.8. 
Found  (percent):  C,  2.6;  H,  2.5;  B,  27.6. 

(B)  A  ])ortion  of  the  above  salt  is  dissolved  in  excess  aqueous  NaOH  solution 
to  form  Na2Bi2Hii(COONa)  in  solution.  This  solution  is  added  to  a  large  excess  of 
aqueous  TINO3  solution  and  the  precipitate  which  forms  is  isolated.  It  is  TI2B12HU 
(COOTl).  The  infrared  spectrum  shows  absorption  bands  at  6.8m,  i.e.,  for  the 
— C(0)OTI  group. 
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(C)  Sufficient  Bi2Hio-2CO  i<  added  gradually  and  carefully  to  a  quantity  of 
water  to  form  a  solution  containing  about  10%  by  weight  of  the  dicarbonyl 
compound.  The  Bi2llio-2CO  reacts  vigorously  with  the  water  during  addition 
and  the  compound  formed  in  solution  is  dihydrogen  dicarl)oxydecahydr(jdode- 
carborate(2~),  i.e.,  n2Bi-.Iiio(C()OH).>.  In  its  hvdronium  form  the  compound  is 

(lIi())2B,2lIlo(COOn)2. 

The  acid  is  dehj-drated  easih-  to  the  bjs(carbonyl)  compound  and,  for  this 
reason,  the  acid  is  preferablj'  kept  in  aqueous  solution.  The  solutions  are  stable 
and  can  be  stored  in  conventional  eciui])ment  customarily  used  for  strong  inorganic 
acids. 

The  identity  of  the  acid  is  confirmed  b}'  the  nuclear  magnetic  resonance  spectrum 
of  its  aqueou.s  solution.  The  Bn  re.sonance  shows  two  peaks,  the  more  intense  of 
which  is  displaced  +39.4  p. p.m.  and  the  weaker  peak  +47.4  p. p.m.  from  trimethyl 
borate.  ^ 

(D)  An  aciueous  solution  of  CsF  is  added  to  a  portion  of  the  solution  of  the 
acid  obtained  in  Part  C.  The  i^recipitate  which  forms  is  separated  and  it  is  re- 
crystallized  fractionally  from  water  to  obtain  Cs2Bi2Hio(COOH)2. 

The  infrared  absorption  spectrimi  of  a  mineral  oil  nuill  of  the  compoimd  shows 
the  following  l)ands:  2.65.  3.9,  r).9,  7.9,  9.3,  9.6,  10.8,  13.8  (broad)  and  14.4^. 

/l//r(/v.s/s.— Calc'd  for  Cs,B,.dI,o(CO()H)2  (percent):  C,  4.7;  H,  2.9;  B,  26.0; 
Cs,  .-)3.6.  Found  (percent):  C,  4.7;  H,  2.9;  B,  2.->.9;  Cs,  52.7. 

(E)  An  excess  of  aqueous  NaOH  solution  is  added  to  a  second  portion  of  the 
acid  solution  of  Part  C  to  ol:)tain  a  solution  of  Na2Bi2Hio('COONa)2.  This  solution 
is  added  to  a  large  excess  of  an  aqueous  thallimn  nitrate  solution  and  the  pre- 
cipitate which  forms  is  separated  to  obtain  Tl2Bi2lIio(COOTl)2. 

The  infrared  spectrum  of  a  mineral  oil  mull  shows  absorption  at  4.0,  7.5,  9.7, 
10.0,  10.6,  13.2,  and  I3.9fx. 

Analysis.— Calc'd  for  Tl2BioH,o(COOTl)2  (percent):  C,  2.3;  li,  1.0;  B,  12.4. 
Found  (percent):  C,  2.7;  H,  1.1;  B,  12.8. 

EXAMPLE  39 

(A)  Gaseotis  chlorine  is  bubbled  through  a  solution  consisting  of  0.5  g.  of 
Bi2Hio-2CO  and  25  nil.  of  water.  An  exothermic  reaction  occurs  and  the  tempera- 
ture of  the  solution  rises  to  a  maximiun  of  about  50°  C.  before  subsiding.  The 
solution  is  now  heated  to  90-100°  C.  and  ])assage  of  chlorine  gas  is  continued  mitil 
the  solution  shows  the  color  of  excess  chlorine.  The  reaction  mixture  is  now 
cooled  and  an  excess  of  an  aqueous  solution  of  (CH3)4NC1  is  added.  A  white 
precipitate  forms  which  redissolves  when  the  solution  is  heated.  The  hot  solution 
is  cooled  and  the  crystalline  solid  which  forms  is  separated  by  filtration  to  obtain 
1.5  g.  of  [(CH3)4N];Bi2H2C1s(COOH)2.  The  infrared  spectrum  of  the  compound 
shows  major  absorption  bands  at  the  following  wavelengths  (expressed  as  microns) : 
5.95;  6.05,  6.75,  7.8,  9.6,  10.55,  11.65  and  13.84. 

Analysis.— Calc'd  for  [(CH3)4N].Bi2H2Cls(COOH),  (percent):  C,  18.4;  H,  4.0; 
N,  4.3;  B,  20.0;  CI,  43.5.  Found  (percent):  C,  17.7;  H,  4.2;  N,  4.4;  B,  19.5;  CI, 
44.7. 

(B)  A  reaction  vessel  is  charged  with  0.5  g.  of  Bi2Hio-2CO  and  25  ml.  of  water. 
A  solution  forms  and  to  it  4.5  g.  of  iodine  is  added  with  stirring.  The  solution  is 
refluxed  ff)r  2  hours,  cooled  to  atmospheric  temi^erature  and  filtered  to  remove 
undissolved  iodine.  The  filtrate  is  heated  to  boiling  and  nitrogen  gas  is  bubbled 
through  it  to  remove  imreacted  disolved  iodine.  A  small  quantity  of  mercury 
is  added  to  the  solution  followed  by  a  small  quantity  of  zinc  dust  to  remove  the 
last  traces  of  imreacted  iodine.  The  solution  which  is  nearly  colorless  is  filtered 
and  an  aqueous  solution  of  (CH3)4NC1  is  added  to  the  fitlrate.  A  white  solid  is 
formed  which  redissolves  on  heating  the  solution  to  boiling.  The  solution  is  now 
chilled  and  the  crystals  which  form  are  separated.  The  crystalline  product  is 
redissolved  in  a  minimum  amount  (about  30  ml.)  of  hot  water  to  form  a  clear 
solution.  On  cooling  to  atmospheric  temperature  a  small  quantity  (0.2  g.)  of 
(CH3)4NI  separates  which  is  removed  by  filtration.  The  filtrate  is  chilled  to  about 
0°  C.  or  less  and  the  solid  which  forms  is  separated,  washed  and  dried  to  yield  a 
mixture  of  [(CH3)4N2]B,2ll7l3(C()Ori)2  and  (CIl3)4NI  in  a  molar  ratio  of  1:2.5. 
The  infrared  spectrum  shows  major  absorption  bands  (expressed  as  cm.~')  at 
2500,  1650,  1250,  1050,  and  940. 

/I /(o/ysis.— Calc'd  for  [(Cn3)4N]2B,on7l3(COOH)2-2.5(CH3)4NI  (percent):  C, 
19.1;  II,  5.1;  B,  10.3;  N,  5.0;  I,  03.:,.  Found  (percent):  C,  18.7;  II,  5.1;  B,  9.9; 
N,  4.0;  I,  54.8. 
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EXAMPLE  40 

A  reaction  vessel  is  charged  with  10  ml.  of  methanol  and  0.5  g.  of  Bi2Hio-2CO 
is  added  with  stirring.  The  reaction  is  exothermic  and  a  solution  forms.  The 
solution  is  warmed  to  incipient  refluxing  for  about  30  minutes.  A  solution  con- 
sisting of  1.0  g.  of  (CH3)4NC1  in  20  ml.  of  methanol  is  added  with  stirring  and  a 
solid  product  forms.  The  solid  does  not  redissolve  on  heating  even  with  the  addi- 
tion of  more  methanol.  The  slurry  is  chilled  and  the  solid  product  is  separated  by 
filtration.  It  is  washed  and  dried  to  obtain  0.9  g.  of  [(CH3)4N[2B,2Hio[C(0)OCH3]2. 
The  infrared  spectrum  of  the  compounds  shows  absorption  bands  at  the  following 
wavelengths  (expressed  as  cm.-i) :  2500,  1660,  1480,  1200,  1070,  1040,  1000-1015, 
950,  885,  760,  and  730. 

Analysis.— C&lc'd  for  [(CH3)4N]2Bi2Hio[C(0)OCH3]2  (percent)  C,  35.5;  H,  9.9; 

B,  32.0;  N,  6.9.  Found  (percent):  C,  35.1;  H,  10.0;  B,  31.9;  N,  7.0. 

EXAMPLE  41 

(A)  A  reaction  vessel  is  charged  with  1  g.  of  Bi2Hio-2CO  and  the  vessel  and 
contents  are  cooled  to  about  —80°  C.  Pressure  in  the  vessel  is  reduced  to  a  very- 
low  value  and  about  25  ml.  of  liquid  ammonia  is  condensed  into  the  vessel.  A 
white  slurry  forms  and  it  is  allowed  to  warm  gradually  to  permit  excess  ammonia 
to  evaporate.  A  white  solid  remains  which  is  (NH4)2Bi2Hio[C(0)NH2]2.  The  solid 
is  held  under  a  reduced  pressure  of  about  10"^  mm.  Hg  at  prevailing  atmospheric 
temperature  to  remove  the  last  traces  of  unreacted  ammonia.  The  infrared  spec- 
trum of  the  compound  shows  characterizing  bands  at  the  following  wavelengths 
(expre.ssed  as  cm.-i) :  3450,  3300,  3200,  2500,  1625,  1500,  1430,  1400,  1100,  1050, 
1010,  865,  815,  725  and  670.  The  ammonium  salt  is  very  soluble  in  water. 

Analysis.— Calc'd   for    (NH4)2Bi2Hio[C(0)NH2]2    (percent):  B,    49.2;    N,    21.2; 

C,  9.1;  H,  8.4.  Found  (percent):  B,  48.8;  N,  21.2;  C,  9.4;  H,  8.5. 

The  ammonium  salt  is  dissolved  in  water  and  the  aqueous  solution  is  passed 
through  a  column  filled  with  an  acid  ion-exchange  resin  to  obtain  the  acid, 
H2Bi2Hio[C(0)NH2]2.  Aqueous  .solutions  of  this  acid  are  reacted  with  CsOH, 
(CH3)4NOH  and  (CH3)3SOH  to  form,  respectively,  Cs2Bi2H,o[C(0)NJ2[2, 
[(CH3)4N]2B,2Hio[C(0)NH2l2  and  [(CH3)3S]2Bi2H,o[C(0)NH2]2.  The  salts  are 
white,  crystalline,  highly  water-soluble  compounds. 

(B)  A  portion  of  the  ammonium  salt  obtained  in  Part  A  is  dissolved  in  a  small 
quantit.y  of  water.  The  solution  is  made  basic  by  addition  of  a  small  quantity  of 
NH4OH  and  an  aqueous  solution  of  CsCl  is  added  in  excess.  Crude  CS2B12H10- 
[C(0)NH2]2  precipitates  and  it  can  be  separated  if  desired.  Alternatively,  the 
mixture  is  heated  to  boiling  for  a  few  minutes  and  the  solution  is  chilled.  A  white 
crystalline  product  then  separates  Avhich  is  a  hydrate  of  Cs2Bi2Hio[C(0)OH] 
[C(0)NH2[.  The  compound  is  called  dicesium  monocarboxymonocarbamyldeca- 
hydrododecaborate(2~).  Its  infrared  spectrum  contains  the  following  characteris- 
tics absorption  bands  (wavelengths  expressed  as  cm.~') :  3600,  3500,  3400,  1640, 
1600,  1575,  1525,  1340,  1260,  1200,  1060,  1010,  910,  850,  735,  and  695. 

Analysis.— Calc'd  for  C.s.Bi2H,o(COOH)(CONH2-H20  (percent):  Cs,  51.8;  B, 
25.4;  H,  2.9;  C,  4.7;  N,  2.7.  Found  (percent):  Cs,  51.0;  B,  25.8;  H,  3.0;  C,  5.1; 
N,  2.9. 

(C)  A  reaction  vessel  is  charged  with  0.5  g.  of  B12H10  2CC)  and  10  ml.  of  anhydrous 
benzene.  The  mixture  is  stirred  and  3.0  ml.  of  freshly  dried  and  distilled  piperidine 
is  added.  A  mildly  exothermic  reaction  occurs  and  a  white  solid  separates  which 
does  not  redissolve  on  heating  even  after  a  further  addition  of  10  ml.  of  benzene. 
The  mixture  is  now  chilled,  the  solid  is  separated  by  filtration,  washed  with  ben- 
zene and  dried  to  obtain  di(piperidinium)  di(N-pentamethylenecarbamyl)  deca- 
hydrododecaborate  (2~).  The  compound  is  further  purified  by  recrystallization 
from  aqueous  ethanol.  The  infrared  spectrum  of  the  compound  shows  major 
absorption  bands  at  the  following  wavelengths  (expressed  as  cm.~i) :  2500,  1610, 
1480,  12.50,  1160,  1035,  1025,  980,  and  685. 

Analysis. — Calc'd  for 

(C5HioNH2)2Bi2Hio[C(0)NCH2(CH2)3CH2]-1.5H20 

(percent):  C,  46.9;  H,  10.2;  B,  23.0;  N,10.0.  Found   (percent):  C,43.5;  H,  10.3; 
B,  23.0;  N,  10.0. 

EXAMPLE   42 

A  solution  is  prepared  consisting  of  0.5  g.  of  Bi2Hio-2CO  and  10  ml.  of  anhydrous 
CH3CN.  To  this  solution  is  added  with  stirring  2  ml.  of  freshly  dried  C6H5N(CH3)2. 
This  solution  is  warmed  to  incipient  reflux  temperature  for  30  minutes  and  it 
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becomes  yellow,  then  green  and  finally  orange  in  color.  Acetonitrile  is  removed  by 
evaporation  and  the  oil  which  remains  is  dissolved  in  aqueous  ethanol.  A  small 
quantity  of  aqueous  NaOH  solution  is  added  to  make  the  mixture  strongly  basic. 
An  aqueous  solution  of  CsF  is  added  in  excess  and  the  solution  is  chilled.  Tan 
needles  of  Cs2Bi2Hio[C(0)C6H4N(CH3)2]2  form  which  are  separated  and  recrystal- 
lized  from  water.  The  infrared  spectrum  of  the  compound  shows  absorption  bands 
at  the  following  wavelengths  (expressed  as  cm.-') ;  2500,  1600,  1560,  1530,  1300, 
1250,  1185,  1170,  1120,  1060,  1035,  945,  920,  845,  820,  746,  and  725. 

Analysis.— Cede' d  for  Cs2B,2Hio[C(0)C6H4N(CH3)2]2  (percent):  Cs,  37.8;  B, 
18.5;  H,  4.3;  C,  30.8;  N,  4.0.  Found  (percent) :  Cs,  35.4;  B,  18.2;  H,  4.8;  C,  30.8; 
N,  4.1. 

EXAMPLE    43 

(A)  A  reaction  vessel  is  charged  with  20  ml.  of  dry  xylene  and  0.5  g.  of  B12H10 
(C0)2.  The  solution  is  stirred  and  0.53  ml.  of  diethyl  mercury  is  added  gradually. 
The  clear  solution  which  forms  is  heated  to  refluxing  and  a  white  solid,  which  is 
(C2H5Hg)2Bi2Hio[C(0)C2H5]2,  separates.  The  suspension  of  soHd  and  liquid  is 
maintained  at  incipient  reflux  temperature  for  30  minutes  and  the  mixture  is 
then  allowed  to  cool  to  abouut  25°  C.  The  solid  is  separated  and  washed 
thoroughly  with  dry  xylene  and  dry  ether.  The  washed  product  is  dried  at  very 
low  pressure  (about  lO"^  mm.  Hg)  at  atmospheric  temperature  to  obtain  pure 
(;C2H5Hg)2Bi2Hio[C(0)C2H5]2.  The  infrared  spectrum  of  the  compound  shows 
absorption  bands  at  the  following  wavelengths  (expressed  as  cm."'):  2450,  1550, 
1330,  1160,  1100,  1070,  940,  and  710. 

Analysis.— Csdc'd  for  (C2H5Hg)2B,2H,o[C(0)C2H5]2  (percent):  Hg,  56.2;  B, 
18.2.  Found  (percent):  Hg,  54.0;  B,  19.3. 

(B)  A  portion  of  the  mercury  salt  of  Part  A  is  suspended  in  aqueous  alcohol  and 
the  suspension  is  heated  to  refluxing.  Hydrogen  sulfide  is  bubbled  through  the  hot 
liquid  and  mercury  sulfide  precipitates.  The  mixture  is  filtered  and  the  filtrate  is 
partially  evaporated.  The  residual  liquid  is  mixed  with  an  excess  of  aqueous  (CHs)! 
NCI  solution  and  the  solution  is  concentrated  to  a  small  volume.  Chilling  of  the 
solution  results  in  precipitation  of  [(CH3)4N]2Bi2Hio[C(0)C2H5]2-  The  product  is 
separated  by  filtration  and  dried  as  described  in  Part  A.  The  infrared  spectrum  of 
the  compound  shows  absorption  bands  at  the  following  wavelengths  (expressed 
as  cm.-i):  2500,  1630,  1490,  1400,  1160,  1075,  950  and  725. 

(C)  A  second  portion  of  the  mercury  salt  of  Part  A  is  suspended  in  about  20 
ml.  of  ethanol.  Liquid  bromine  is  added  dropwise  and  with  stirring.  The  reaction 
is  exothermic  and  care  is  exercised  during  the  addition  of  the  bromine.  When  the 
vigor  of  the  reaction  subsides  the  mixture  is  heated  to  reflux  temperature  and 
addition  of  bromine  is  continued  until  an  excess  of  bromine  is  present  as  shown  by 
the  color  of  the  solution.  Chlorine  gas  is  now  bubbled  through  the  refluxing  solution 
for  30  minutes  after  which  nitrogen  gas  is  bubbled  through  the  mixture  to  remove 
unreacted  halogens.  An  excess  of  aqueous  (CH3)4NC1  solution  is  added,  the  mixture 
is  heated  to  boiling  and  portions  of  alcohol  and  water  are  added  in  sufficient 
amount  to  form  a  clear  solution.  The  solution  is  chilled  and  a  solid  product 
precipitates.  It  is  separated,  dried,  extracted  with  boiling  alcohol  and  then  with 
boihng  water.  The  residue  is  suspended  in  hot  aqueous  alcohol  and  hydrogen 
sulfide  is  passed  into  the  suspension  to  precipitate  mercury  as  the  sulfide.  The  hot 
solution  is  filtered  and  the  filtrate  is  chilled  to  precipitate  [(CH3)4N]2Bi2Brio 
[C(0)C2H5]2.  The  infrared  spectrum  of  the  compound  shows  absorption  bands  at 
the  following  wavelengths  (expressed  as  cm.-'):  1650,  1150,  1110,  1055,  990,  950, 
880,  845,  and  720. 

EXAMPLE  44 

(A)  The  procedure  of  Example  43,  Part  A,  is  repeated  employing  a  solution  of 
0.5  g.  of  Bi2Hio(CO)2  in  20  ml.  of  dry  xylene  and  2.0  g.  of  (C6H5)2Hg.  The  mercury 
salt  which  is  obtained  has  the  formula  (C6H5Hg)2Bi2Hio]C(0)C6H5[2.  The  infrared 
spectrum  of  the  compound  comprises  the  following  absorption  bands  (expressed 
as  cm.-i):  2500,  1590,  1525,  1250,  1180,  1025,  845,  765,  and  690. 

(B)  The  mercury  salt  of  Part  A  is  processed  as  described  in  Example  43, 
Part  C  to  obtain  l(CH3)4N]2Bi2Br,o[C(0)C6H5l2.  The  infrared  spectrum  of  the 
compound  contains  absorption  bands  at  the  following  wavelengths  (expressed  as 
cm.-'):  1620,  1280,  1185,  990,  950,  850,  770,  and  705. 

The  process  illustrated  in  Examples  43  and  44  is  generic  for  the  preparation  of 
compounds  of  Formula  1  in  which  X  is  a  carbacyl  group,  i.e.,  RC(0).  By  em- 
ploying the  appropriate  mercurials  and  Bi2nio(CO)2,  compounds  such  as 
(NH4)2Bi2Hio[C(0)C6H„]2,   Na2Bi2H:o[C(0)C4Hs]2.  Cs2Bi2H,o[C(0)C6H4CH3]2,  and 
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the  like  can  be  obtained.  Modifications  of  the  process  can  be  made,  e.g.,  other 
organometallics  can  be  employed  in  place  of  the  organomercurials  as  reactants. 

EXAMPLE  45 

(A)  A  solution  is  prepared  consisting  of  5.6  g.  of  Na2Bi2Hi2-2H20  (.025  mole), 
2.82  g.  of  H2NOSO3H  (0.025  mole),  and  50  ml.  of  water.  The  solution  is  neutralized 
to  a  pH  of  7  Avith  aqueous  NaOH  solution,  and  it  is  then  refluxed  for  1.5  hours. 
The  solution  is  evaporated  under  reduced  pressure  and  the  residue  is  mixed  with 
an  aqueous  solution  of  (CH3)4NC1.  A  white  solid  forms  which  is  separated  to 
obtain  3  g.  of  crude  (CH3)4NHBi2HiiNH2  which  can  also  be  written  as 
(CH3)4NBi2HiiNH3  to  show  the  close  association  of  the  acidic  proton  with  the 
— NH2  substituent.  The  product  is  recrystallized  four  times  from  water  and  is 
obtained  as  beautiful  white  plates.  The  infrared  spectrum  shows  characterizing 
absorption  bands  at  3240  and  1580  cm."^  as  well  as  other  characterizing  bands 
for  the  dodecaborate  cage. 

Ayialysis.—C&lc'd  for  (CH3)4NHBi2HuNH2  (percent) :  C,  20.8;  H,  11.3;  B,  55.9; 
N,  12.7.  Found  (percent):  C,  20.2;  H,  11.2;  B,  55.2;  N,  12.2. 

(B)  An  aqueous  solution  CS2B12H11COOH  (see  Example  38,  Part  A)  is  prepared 
and  there  is  added  to  it  with  stirring  an  excess  of  an  aqueous  solution 
of  H2NOSO3H.  Gas  evolves  spontaneously  from  the  reaction  mixture.  After 
gas  evolution  ceases,  the  mixture  is  chilled  and  colorless  needles  separate  from  the 
solution.  The  needles  are  removed  by  filtration,  washed  and  dried  to  obtain 
CSHB12H11NH2  in  pure  form.  The  infrared  spectrum  of  the  product  shows  char- 
acterizing absorption  bands  as  follows  (expressed  as  microns) :  3.05,  4.0,  6.3, 
7.1,  9.4,  9.8,  and  13.8.  The  compound  can  also  be  written  as  CSB12H11NH3  to 
show  the  close  association  of  the  acidic  proton  with  the  — NH2  group. 

(C)  A  solution  of  67  g.  of  Na2Bi2Hi2-2H20  and  100  g.  of  H2NOSO3H  in  250  ml. 
of  water  is  neutralized  by  adding,  at  a  temperature  below  25°  C.  a  solution  of 
36  g.  of  sodium  hydroxide  in  100  ml.  of  water.  The  solution  is  heated  cautiously 
until  an  exothermic  reaction  begins  (at  about  70°  C).  The  mixture  is  then  cooled 
to  moderate  the  reaction  Avhich  continues  for  about  30  minutes.  The  solution 
is  now  cooled  to  about  5°  C.  and  the  precipitate  which  forms  is  separated  to  obtain 
9  g.  of  H2Bi2Hio(NH2)2  as  a  white  crystalline  soHd.  Concentration  of  the  filtrate 
to  about  one-half  of  its  original  volume  and  cooling  yields  an  additional  7  g.  of 
product  (referred  to  as  the  second  fraction). 

The  first  fraction  is  recrystallized  twice  from  water  to  obtain  a  very  sparingly 
soluble  crystalline  product. 

Analysis.— Calc'd  for  H2Bi2Hio(NH2)2  (percent):  B,  74.6;  H,  9.3;  N,  16.1. 
Found  (percent):  B,  74.8;  H,  9.2;  N,  15.8. 

The  second  fraction  of  crystals  are  recrystallized  from  a  relatively  small  volume 
of  water  to  obtain  a  more  soluble  crystalline  product. 

^na/yszs.— Found  (percent):  B,  74.6;  H,  8.5;  N,  15.3. 

The  two  fractions  isolated  and  purified  as  described  above  are  isomeric  forms 
of  H2Bi2Hio(NH2)2.  The  two  isomers  differ  in  their  solubility  in  water.  The  com- 
pound can  also  be  written  as  Bi2Hio(NH3)2  to  show  the  close  association  of  the 
protons  with  the  amine  substituents. 

(D)  An  aqueous  solution  of  H2Bi2Hio(COOH)2  is  mixed  with  an  aqueous  solution 
of  hydroxylamine-0-sulfonic  acid.  A  gas  (CO2)  is  evolved  and  a  solid  precipitates 
which  is  separated  by  filtration.  It  is  washed  and  dried  to  obtain  H2Bi2Hio(NH2)2. 
The  identity  of  the  compound  is  confirmed  by  its  infrared  absorption  spectrum 
which  shows  characterizing  bands  at  9. 4m  and  10. 5m-  The  intensities  of  these 
bands  are  reversed  from  the  intensities  of  the  corresponding  bands  of  the  com- 
pounds obtained  in  Part  C,  showing  a  different  distribution  of  isomers  in  the 
products  made  by  the  two  methods. 

Additional  examples  of  products  of  the  invention  which  can  be  obtained  by 
the  amination  procedure  of  Example  45,  are  given  in  Table  III.  In  each  instance 
the  boron-containing  reactant  of  column  1  and  the  hydroxylamino-0-sulfonic 
acid  of  column  2,  neutralized  with  the  base  of  column  3,  are  reacted  preferably  in 
aqueous  solution  at  a  temperature  between  about  60°  C.  and  100°  C,  to  give  the 
product  or  products  of  column  4.  When  both  monoaminated  and  diaminated 
compounds  are  possible  products,  i.e.,  when  either  one  or  two  amino  groups 
(NRR')  can  be  introduced,  the  major  product  is  determined  by  the  ratio  of  the 
reactants.  The  acids  of  the  diamino-substituted  anions  shown  in  column  4  are 
obtained  by  passing  the  salts,  bearing  cations  of  the  bases  shown  in  column  3 
through  an  acid  ion-exchange  resin,  as  described  earlier. 
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TABLE  III 


Column  1 

Column  2 

Column  3 

Column  4 

Boron-containing 

Hydroxylamine- 

Neutraliz- 

reactant 

o-sulfonic  acid 

ing  agent 

Product  or  products 

H2B12H6CI6---- 

..  H2NOSO3H 

NaOH 

rNaHBi2H5Cl6NH2 

lH2Bl2H4Cl6(NH2)2 

CaBijHiiI 

..  CH3NHOSO3H 

Ca(0H)2 

fCa(HBi2H,oINHCH3)2 

lH2Bl2H9l(NHCIl3)2 

(NH4)2Bl2HloC2H5)2 

..  H2NOSO3H 

NH4OH 

fNH4HBi2H8(C2H5)2NH2 

lH2Bl2H8(C2H5l2(NH2)2 

BaBi2lIiiOCH2CH2C6H5- 

.  C4HSNHOSO3H 

Ba(0H)2 

fBalHBi2Hio(OCn2CH2C6H5)NHC4H9]2 

'iH2B,2H8(OCH2CH2C6H5)  (NHC4H9)2 

(Mg(HBi2Hio(SC4n»)  (NHC2H5)]2 

MgBi2HnSC4HB 

-.  C2H5NHOSO3H 

NaOH 

■^NaHBi2Hio(SC4H8)  (NHC2H5) 

|H2Bi2Hb(SC4H9)  (NHC2H5)2 

Na2Bi2HiiCi2H25 

..  H2NOSO3H 

Na2C03 

iNaHBi2Hio(Ci2H25)  (NH2) 

lH2B,2H9(Cl2H25)(NH2)2 

(NH4)2Bl2HllOC6H5 

-  (C2H5)2NOS03H 

NH4OH 

fNH4HBi2Hio(OC6H5)[N(C2H5)2] 

m2Bl2H9(OC6H5)[N(C2H5)2]2 

The  NH2-substituted  compounds  can  be  N-alkylated  by  reaction  with  alkyl 
sulfates  to  obtain  compounds  of  Formula  1  in  which  X  is  — NRo.  To  illustrate, 
a  mixture  of  (CH3)4NHBi2HiiNH2  and  water  is  heated  to  reflux  temperature, 
Dialkyl  sulfate  [e.g.,  (01^3)2804]  and  an  aqueous  NaOH  soultion  are  added  to  the 
mixture  to  form  a  slightly  basic  solution  and  the  mixture  is  heated  again  to  reflux 
temperature.  Avueous  NaOH  solution  and  dialkyl  sulfate  are  added  at  intervals 
about  everj'  15  minutes)  during  the  period  of  refluxing.  Finally,  sufficient  aqueous 
NaOH  solution  is  added  to  make  the  solution  alkaline  and  the  mixture  is  re- 
fluxed  again  for  about  one  hour.  The  mixture  is  cooled  and  the  solvent  is  removed 
for  evaporation.  The  residue  can,  if  desired,  be  divided  into  several  portions. 
The  portions  are  mixed  with  aqueous  solution  of  salts,  e.g.  (CH3)4(NC1,  CsF, 
TINO3  and  the  like,  to  precipitate  salts  of  the  anion  Bi2HiiNR2~^.  Examples  of 
salts  which  can  be  obtained  bv  the  above  procedure  are  (CH3)4NHBi2HiiN(CH3)2, 
CsHB,2H„N(C2H5)2,  T)HBi2Hu(C2H5)2  and  the  like.  The.se  acid  salts  can  be  dis- 
.solved  in  aqueous  alkaline  solutions  (e.g.,  NaOH)  and  the  alkaline  solutions  can 
then  be  treated  with  a  further  quantity  of  the  salts  illustrated  above  to  obtain 
normal  salts. 


(A)  A  mixture  consisting  of  10  g.  of  crystalline  hydrated  (H30)B2i2Hi2  and  25  g. 
of  HCN  is  heated  in  a  pressure  vessel  under  autogenous  pressure  at  100°  C.  for 
4  hours.  The  vessel  is  cooled,  vented  and  the  recation  mixture  is  blown  with  nitro- 
gen to  remove  unreacted  HCN.  The  viscous  residue  is  neutralized  with  aqueous 
CsOH  solution,  and  the  cesium  salt  which  precipitates  is  sepasated.  It  is  recrys- 
tallized  repeatedly  from  water  to  obtain  a  product  whose  elemental  analysis 
shows  that  1-2  moles  of  HCN  have  combined  with  each  mole  of  B12H12"-  anion. 
The  analy.ses  are:  C,  4.31;  H,  5.22;  N,  4.59.  The  infrared  spectrum  of  the  product 
shows  absorption  at  2.8,  3.1  4.0,  6.15,  6.7  and  9.5^- 

(B)  The  process  of  part  A  is  repeated  five  times,  employing  15.0  g.  of  hydrated 
crystalline  (H30)2Bi2H,2  and  30  g.  HCN.  The  first  batch  is  heated  at  100°  C.  for 
4  hours,  the  remaining  batches  at  llOf  Cr  for  4  hours.  The  non-volatile  residues 
of  the  five  runs  are  combined  and  the  combined  product  is  processed  as  described  in 
Part  A  to  obtain  99  g.  of  product  whose  infrared  spectrum  shows  absorption  at  2.7, 
3.1,  4.0,  6.1,  6.6,  7.5,  8.0,  9.5,  9.8,  11.2,  12.0  and  13.9m.  Elemental  analyses  are 
as  follows;  C,  5.6;  H,  4.3;  N,  5.3;  B,  36.6.  The  product  is  a  mixture  containing 
Cs2B,2Hio(N  =  CH2)2,  CsHBijHio  (N  =  CH2)  (NHCH3)  and  CsHBi2HnNHCH3. 

(C)  A  portion  of  the  product  obtained  in  Part  A  is  dissolved  in  water  and  an 
aqueous  solution  of  (CH3)3SI  is  added  with  stirring.  The  precipitate  which  forms 
is  separated  and  recrystallized  to  give  a  product  which  is  predominantly 
(CH3)3SHBi2HiiNHCH3.  The  acidic  proton  is  closely  associated  with  the  methyl- 
amion  group  and  the  compound  can  also  be  written  as  (CH3)3SBi2HiiNH2CH3. 

A naly sis. —Calcd.  for  (CH3)3>SHB,2H„NHCH3  (percent):  C,  19.2;  H,  10.0;  S, 
12.8;  N,  5.7.  Found  (percent):  C,  18.2;  H,  9.5;  S,  12.9;  N,  6.5. 

(D)  A  .second  portion  of  the  product  obtained  in  part  A  is  dissolved  in  water 
and  an  aqueous  solution  of  TINO3  is  added  with  stirring.  The  precipitate  is  purified 
as  described  in  part  C  to  obtain  TlHBi2HnNHCH3  or  (to  show  the  association  of 
the  acidic  proton  with  the  amine  substituent)  TIBJ2H11NH2CH3. 
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Aimlysis.— Ceded,  for  TlHBijHuNHCHs  (percent):  C,  3.2;  H,  4.2;  N,  3.8. 
Found  (percent):  C,  3.9;  H,  3.6;  N,  4.4. 

(E)  A  mixture  of  10  g.  of  hydrated  crystalline  (H30)2B,2Hi2  and  20  g.  of  HCN 
is  heated  in  a  pressure  vessel  under  autogenous  pressure  for  4  hours  at  80-83°  C. 
The  reaction  mixture  is  processed  as  described  in  part  A  with  the  exception  that  it 
is  neutralized  with  dilute  aqueous  NaOH  solution.  An  aqueous  50%  CsF  solution 
is  added  to  the  neutralized  solution  and  the  cesium  salt  which  separates  is  purified 
bv  crystallization  from  water.  Elemental  analyses  suggest  that  the  compound  is 
principally  CsHBi2H,iN=CH2. 

Analysis.— Caled.  for  CsHB,2H„N=CH2  (percent):  C,  4.0;  H,  3.1;  N,  4.6 
Found  (percent):  C,  4.3;  H,  4.4;  N,  4.1. 

(F)  A  portion  of  the  above  product  is  dissolved  in  water  and  the  solution  is 
passed  through  a  column  filled  with  a  sodium  ion-exchange  resin.  The  aqueous 
effluent  is  mixed  with  (CH3)4NC1  and  (Cn3)4NOH.  The  precipitate  is  separated 
and  purified  as  described  earlier  to  obtain  the  tetramethylammonium  acid  salt. 

Analysis.— Culcd.  for  (CH3)4NHBi2H„N=CH2  (percent):  C,  25.8;  H,  10.0; 
N,  13.5.  Found  (percent):  C,  26.1;  H,  10.9;  N,  11.6. 

EXAMPLE  47 

(A)  A  solution  of  1.4  g.  of  Bi2Hio-2CO  in  30  ml.  of  acetonitrile  is  added  with 
stirring  to  a  solution  of  1.5  g.  of  sodium  azide  in  50  ml.  of  acetonitrile.  Nitrogen 
gas  (350  ml.)  is  evolved  rapidly.  After  gas  evolution  has  ceased,  the  reaction  mix- 
ture is  filtered  and  the  filtrate  is  evaporated  by  a  stream  of  air  until  a  viscous 
syrup  remains.  The  s.yrup  is  diluted  with  water  and  an  aqueous  solution  of  (CH3)4 
NCI  is  added  with  stirring.  A  white  precipitate  forms  which  is  separated  to  obtain 
[(CH3)4N]2Bi2Hio(NCO)2.  The  product  is  recrystallized  from  water  to  yield  2.3  g. 
of  white  crystalline  compound  of  Formula  1  bearing  isocyanate  substituents. 

Analysis'.— Ceded,  for  [(CH3)4N]2B,2H,o(NCO)2  (percent):  B,  34.88;  C,  32.26; 
H,  9.21;  N,  15.05.  Found  (percent):  B,  34.79;  C,  32.23;  H,  9.14;  N,  15.23. 

The  infrared  absorption  spectrum  of  the  compound  shows  a  strong  band  at 
4.35  microns,  characteristic  of  the  —  NCO  group. 

(B)  Gaseous  chlorine  is  bubbled  through  an  aqueous  solution  of  0.5  g.  of  B12 
Hio  2C0  as  described  in  Example  39.  After  chlorination  is  complete,  the  solution 
is  evaporated  to  dryness  in  a  sublimation  unit  and  the  residue  is  sublimed  at 
0.003  mm.  Hg  pressure  to  obtain  0.92  g.  of  sublimate  on  the  water  cooled  con- 
denser. A  portion  (0.5  g.)  of  the  sublimate  is  dissolved  in  5  ml.  of  dry  CH3CN 
and  a  suspension  of  0.5  g.  of  NaN3  in  5  ml.  of  CH3CN  is  added  to  the  solution 
with  stirring.  A  mild  exothermic  reaction  occurs  and  a  gas  is  evolved.  The  mixture 
is  heated  to  incipient  reflux  temperature  for  1  hour  and  it  is  then  evaporated  to 
dryness.  The  residue  is  dissolved  in  water  and  an  aqueous  solution  of  (CH3)4NC1 
is  added  in  excess.  The  precipitate  which  forms  is  separated  and  heated  to  boiling 
with  60  ml.  of  water.  The  solid  dissolves  partially  and  the  hot  mixture  is  filtered. 
The  filtrate  is  chilled  and  a  total  of  0.45  g.  of  a  solid  precipitates.  The  compound 
which  is  [(CH3)4N]2Bi2HCl9(NCO)2  is  separated,  washed  and  dried.  Its  infrared 
spectrum  shows  major  absorption  bands  at  the  following  wavelengths  (expressed 
as  cm.-') :  2300,  1700,  1480,  1280,  1060,  945,  855,  and  725. 

Analysis.— Ceiled,  for  [(CH3)4N]B,2HCl9(NCO)2  (percent):  C,  17.6;  H,  3.7; 
B,19.1;  CI,  46.8;  N,  8.2.  Found  (percent):  C,  17.6;  H,  4.1;  B,  19.2;  CI,  45.6;  N,  7.0. 

EXAMPLE    48 

A  suspension  of  [(CH3)4N]2Bi2Hio(NCO)2  in  absolute  ethanol  is  saturated 
with  dry  hydrogen  chloride.  Heat  is  evolved  and  the  solid  dissolves.  After  the 
heat  of  the  reaction  subsides,  the  clear  solution  is  evaporated  to  dryness  and 
the  residue  is  dissolved  in  water.  Sufficient  aqueous  solution  of  (CH3)4NOH  is 
added  to  the  clear  solution  to  form  a  neutral  mixture.  The  mixture  is  evaporated 
to  dryness  and  the  solid  residue  is  dissolved  in  hot  ethanol  containing  a  small 
quantity  of  water.  The  hot  solution  is  chilled  to  obtain  a  crystalline  product 
which  is  separated  to  yield  0.5  g.  of  [(CH3)4N]2Bi2Hio[NHC(0)OC2H5]2.  The 
infrared  spectrum  of  the  compound  shows  major  absorption  bands  at  the  follow- 
ing wavelengths  (expressed  as  cm.-i) :  3380,  2460,  1700,  1460,  1330,  1300,  1280, 
1205,  1160,  1090,  1055,  1020,  1010,  965,  950,  890,  870,  825,  795,  780,  725  and 
860. 

Analysis.— Calcd.  for  [(CH3)4N]2B,2H,„[NHC(0)OC2H5]2  (percent):  C,  36.3,  H; 
10.1;  B,  27.9;  N,  12.1.  Found  (percent):  C,  36.3;  H,  10.4;  B,  28.2;  N,  12.2. 
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The  preceding  examples  illustrate  broadly  the  substitution,  replacement  and 
metathetic  reactions  which  the  BizHn"^  anion  undergoes,  employing  techniques 
which  are  in  many  cases  appropriate  for  effecting  replacement  of  hydrogen  bonded 
to  carbon  of  a  benzene  nucleus.  The  substitution  reactions  used  for  carbocyclic 
aromatic  compounds  may  be  employed  or  modifications  of  these  reactions  can 
be  used.  Versatile  intermediates,  illustrated  in  the  examples,  are  employed  in 
many  cases.  Thus,  dodecaborate  derivatives  bearing  sulfo  groups  ( — SO3H)  may 
be  obtained  by  reacting  dihydrogen  dodecahydrododecaborate  (2")  with  a 
sulfonating  agent,  e.g.,  chJorosulfonic  acid,  liquid  sulfur  trioxide,  fuming  sulfuric 
acid  and  the  like.  The  sulfo-substituted  products,  e.g.,  H2B12H11SO3H  can  be 
neutralized  with  bases  or  basic  salts  (NaOH,  NaaCOa,  NH4OH,  NH2NH2,  and  the 
like)  to  obtain  salts  such  as  Na2B,2HnS03Na,  (NH4)2Bi2HiiS03NH4,  and 
(NH2NH3)2Bi2HiiS03NH3NH2.  Compounds  bearing  sulfonic  groups  can  be 
reacted  with  phosphorus  halides,  e.g.,  PCI5,  to  obtain  products  bearing  sulfonyl 
chloride  groups,  as  Illustrated  by  the  compound  H2B12H11SO2CI.  The  sulfonyl 
chlorides  can  be  reacted  with  ammonia  or  amines  to  obtain  products  bearing 
sulfamyl  group  ,  e.g.,  (NH4)2Bi2n„S02NH2  and  [(CH3)2NH2]2B,2H„S02N(CH3)2. 

Compounds  bearing  amine,  hj^droxjd  and  isocyanate  groups  have  been  described 
in  the  examples.  The  substituent  groups  in  these  compounds,  i.e.,  the  — NH2, 
— OH,  and  — NCO  groups,  undergo  the  same  or  similar  types  of  reactions  as 
their  counterparts  in  organic  chemistry.  Thus,  the  organic  Chemistry  of  aromatic 
amines,  phenols  and  isocyanates  can  be  applied  to  the  corresponding  boron 
compounds  to  obtain  a  broad  range  of  products  bearing  desired  substituents.  To 
illustrate,  a  compound  bearing  — NH2  groups  can  be  reacted  with  (1)  an  iso- 
cyanate to  form  products  having  ureido  or  ureylene  substituents,  e.g., 
Na2B,2H,o(NH2)2  is  reacted  with  CsHsNCO  to  form  NazBizHiolNHCCONHCeHsk 
(2)  with  isothiocvanates  to  obtain  products  bearing  thioureido  or  thioureylene 
groups,  Na2Bi2Hio(NH2)2  can  be  reacted  with  C3H5NCS  to  obtain  Na2Bi2Hio[NHC 
(S)NHC3H5]2,  (3)  with  sulfonyl  chlorides  to  obtain  products  which  bear  sul- 
famino  groups,  e.g.,  Na2Bi2Hio(NH2)2  can  be  reacted  with  C6H5SO2CI  to  obtain 
Na2Bi2Hio(NHS02C6H5)2,  and  (4)  with  oxiranes  to  obtain  hydroxyhydrocarbyl- 
amino-substituted  compounds,  e.g.,  Na2Bi2Hio(NH2)2  can  be  reacted  with  glycidol 
to  obtain  Na2B,2Hio[NHCH2CH(OH)CH20H]2. 

The  amino-substituted  dodecaborates  can  be  reacted,  as  described  earlier, 
with  acid  anhydrides  or  carbacyl  halides  to  form  compounds  having  amide 
groups  bonded  through  the  nitrogen  to  the  dodecaborate  anion.  To  illustrate, 
H2Bi2Hio(NH2)2  can  be  reacted  with  acetic  anhydride  to  form  H2Bi2Hio[NHC(0) 
CH3)2,  with  C6H5C(0)C1  to  form  H2Bi2Hio[NHC(0)C6H5]2  and  the  like. 

As  further  illustrations,  compounds  of  the  invention  which  bear  — OH  groups 
can  be  reacted,  as  described  above  for  the  amine-substituted  compounds,  with 
isocyanates,  isothiocyanates,  carbacyl  halides,  carbamyl  halides,  sulfonyl  halides 
and  oxiranes  to  botain  products  which  bear,  e.g.,  N-.substituted  carbamoyloxy 
groups  [RNHC(0)0—  and  R2NC(0)0— ].  N-substituted  thiocarbamoyloxy 
groups  [RNHC(S)0—  and  R2NC(S)0— ],  hydrooarbonyloxy  groups 

[RC(0)0— ] 

sulfonj^loxy  groups  [RS(0)20 — ]  and  hydroxyl-bearing  ether  groups.  To  illustrate, 
by  reacting  C.soB,2H„OH  (1)  with  C2H5NCO,  the  compound  C.S2Bi2H„OC(0) 
NHC2H5  can  be  obtained,  (2)  with  CeHjNCS,  the  compound  Cs2B,2H„OC(S) 
NHCsHs  can  be  obtained,  (3)  with  acetyl  chloride,  the  compound  Cs2Bi2HnOC(0) 
CH3  can  be  obtained  (4)  with  CH3C6H4SO2CI,  the  compound  Cs2B,2H,iOS02C6H4 
CH3  can  be  obtained  and  (5)  with  ethylene  oxide,  the  compound  CS2B12HUOCH2 
CH2OH  can  be  obtained. 

The  preparation  of  compounds  bearing  from  1-12  hydroxyl  groups  was  illus- 
trated earlier  in  the  examples.  These  products  provide  a  fertile  source  of  reagents 
to  obtain  compounds  of  Formula  1  bearing  from  1-12  substituents  by  reactions 
which  have  been  described  above. 

Compounds  of  Formula  1  in  which  X  represents  one  or  more  — NCO  groups 
can  be  reacted  with  alcohols,  mercaptans,  ammonia,  amines,  and  the  like  to  obtain 
products  bearing  — NHC(0)OR,  — NHC(0)SR,  — NHC(0)NH2,  — NHC(O) 
NHR,  — NHC(0)NR2,  and  like  substituents. 

The  nitro-substituted  dodecaborate  compounds  can  be  reduced  with  hydrogen 
to  amino-substitutcd  dodecaborates,  i.e.,  compounds  of  the  general  formula 
M=[Bi2Hi2-y(NH2)y]b,  where  M,  a,  b  and  y  are  defined  as  in  Formula  1.  Conven- 
tional processes  employing  iron  and  a  mineral  acid  are  satisfactory  for  use  in  the 
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reduction  step.  To  illustrate,  bv  reduction  of  the  appropriate  nitro  derivative, 
there  can  be  obtained  (NH4)2B,2Cl6(NH2)6,  Na2B,2H6(NH2)6,  Cs2Bi2H9(NH2)3, 
C[CH3)4]2H„NH2,  and  the  Hke. 

Acids  of  the  formula  H2Bi2Hi2-yXy  are  obtained  as  described  earlier,  most 
conveniently  by  contacting  an  aqueous  solution  of  a  dodecaborate  (2~)  salt  with 
an  acid  ion-exchange  resin.  The  hydrogen  ions,  i.e.,  (H+)2,  are  considered  to  be 
hydrated  in  aqueous  solution  and  they  are  generally  referred  to  as  hydronium 
ions,  i.e.,  (H30+)2.  The  terms  "hydrogen  ion"  and  "hydronium  ion,"  are  employed 
herein  in  their  generic  sense  as  defined  on  p.  26  of  "Nomenclature  of  Inorganic 
Chemistry — International  Union  of  Pure  and  Applied  Chemistry"  which  was 
referred  to  earlier. 

In  the  operation  of  this  process  for  preparing  acids,  aqueous  or  methanol 
solutions  of  dodecaborate  (2~)  salts  are  passed  through  a  column  filled  with  an 
acid  ion-exchange  resin  of  the  crosslinked  polystyrenesulfonic  acid  type.  These 
resins  are  available  commercially.  The  aqueous  or  alcoholic  effluents  are  solutions 
of  the  free  acids.  Careful  concentration  of  the  solutions  and  intensive  drying  of 
the  liquid  residues  under  low  pressures  and  at  moderate  temperatures  usually 
yields  the  acids  as  crystalline  hydrates.  However,  for  most  purposes,  it  is  con- 
venient to  use  the  acid  in  aqueous  or  alcoholic  solutions  and  the  acids  are  pref 
ferably  .stored  in  solution.  By  using  the  process  as  described  above,  the  following 
acids  can  be  obtained  from  the  named  representative  dodecaborate  salts. 

D odecaborate  salt:  ^cid  obtained  in  aqueous 

[(CH3)4N]2Bi2H3Cl7  solution 

(0H)2 H2B,2H3Cl7(OH)2. 

[(CH3)4N]2Bi2Cl  (0H)3 H2Bi2Cl,(OH)3. 

CS2B,oH,o(OC3H7)2 H2B,2H,o(OC3H7)2. 

Cs.B,2HhS02C6H5 HB.sHiiSOsCeHs. 

CS,B,2H6C1.(CN)4 H2Bi2H6Cl2(CN)4. 

Cs2B,oH4Cl7SH H2B12H4CI7SH. 

CS2B,2H8F4 H2B,2H8F4. 

[(CH3)4N]2B,2HnCl H2B:2HnCl. 

CS9B12C1J2 H2B12CI12. 

[(CH3)3S]2B,2H6Br6 HjB.jHsBre. 

Cs,B,oBr„OH H2B,2Br„OH. 

[(CH3)4N]2B,2Br,2 H2B,2Br,2. 

CS2B12I12 H2B12T12. 

Cs2B,2H„SCH3 H2B,2H„SCH3. 

C.S2B12H11C6H11 H2Bi2HiiC6Hn. 

Cs2B,2Hio[C(0)NH2]2 H2B,2H,o[C(0)NH2]2. 

[(CH3)4N2]B,2Cl,o(COOH)2 H2B,2C]io(COOH)2. 

[(CH3)4N]2B,2H,o[C(0)OCH3]2 H,B,2Hio[C(0) 

OCH3]2. 

Cs2Bi2H,o(CN)2 H2B,2Hio(CN)2. 

Cs2Bi2H,o(NH2)2 H2Bi2H,o(NH2)2. 

CS2B,2H,0[N(CH3)2]2.      H2B,2Hio[N(CH3)2]2. 

Cs2B,2H2Brio HjBizHjBrio. 

Metal  salts  of  the  invention  can  be  prepared  by  neutralization  of  the  acids, 
obtained  as  described  above,  in  aqueous  or  alcohol  solution  with  an  aqueous 
solution  or  suspension  of  an  inorganic  base,  e.g.,  an  alkali  or  alkaline  earth  metal 
hydroxide.  The  resulting  aqueous  solution  of  the  metal  salt  of  the  (Bi2Hi2-yXy)~2 
anion  is  concentrated  by  evaporation  of  water  or  alcohol  until  the  salt  crystallizes 
out.  In  many  cases  the  salt  may  precipitate  during  its  preparation  and  evaporation 
of  the  solution  is  not  necessary.  The  crystalline  salt  is  dried  under  reduced  pres- 
sure, e.g.,  0.1  mm.  of  mercury,  and  moderately  elevated  temj^erature,  e.g., 
50-100°  C.  The  metal  salts  frequently  contain  water  of  hydration  which  can  be 
removed  by  heating  for  several  hours  at  a  temperature  of  about  200°  C.  under 
low  pressure,  e.g.,  0.1  mm.  of  mercury  or  lower. 

Water-insoluble  heavy  metal  salts  of  the  acids  can  be  prepared  bj^  adding  a 
water-soluble  heavy  metal  salt,  e.g.,  silver  nitrate  or  mercuric  nitrate,  to  an 
aqueous  solution  of  the  boron-containing  acid.  Silver  salts  can  also  be  obtained 
by  shaking  aqueous  solutions  of  the  acids  with  freshly  prepared  silver  oxide. 
The  heavy  metal  salts  precipitate  as  white  or  light-colored  solids.  The  salts  thus 
obtained  are  usually  anhydrous. 
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Nitrates,  carbonates,  chlorides,  or  oxides  of  metals  can  be  used  to  prepare  the 
salts  by  the  methods  described  earlier.  Organic  bases,  e.g.,  amines,  tetra-sub- 
stitutcd  ammonium  hydroxides,  phosphonium  hydroxides,  sulfonium  hydroxides, 
arsonium  hydroxides  or  halides,  stibonium  hydroxides  or  halides,  aryldiazonium 
hydroxides  or  halides,  amino  acids  (e.g.,  glycine),  esters  of  amino  acids,  and 
similar  types  of  bases  can  be  employed.  Heterocyclic  bases,  e.g.,  pyridine,  quino- 
line,  a,a'-dipyridyl,  piperazine,  pyrrolidine,  phenazine,  morpholine,  thiarnorpho- 
hne  and  the  like,  are  operable  to  form  salts. 

The  following  table  illustrates  representative  salts  which  can  be  obtained  by 
neutrahzmg  the  acids  with  a  base  or  an  appropriate  salt  in  aqueous  solution 
(Table  IV) : 

TABLE  IV 


Acid  Neutralizing  agent  Product 


H2Bi2Hio(NH2)2 LiOH Li2Bi2Hio(NH2)2 

H2B,2H,o(NH2)2   ?a(0H)2 BaB,2H,o{NH2)2 

l^'S"J?,'9A'  PP^'  — —  MgCOs MgBi2H3Cl7(OH)2 

H2B,2C1.  OH2K      - La2(C03)3 - [La(H20)6l2[B,2Cl,(OH3]3 

H2B,2n,o(OC3H7)2 Al(OH)3... [Al(H206]2(B,2H,o(OC3H7)2]3 

H2Bi2H„S02C6H5 MnCh  — Mn(H20)6B,2HnS02C6H5 

^'2"II'SH9t^^' ^*^Cl3- [F0{H2O)6]2(Rl2H6Cl2(CN),]3 

H2B,2n4Cl7SH Co(OH)2 Co(H20)6B,2H,Cl7SH 

H2Bi2HsF4 Ni(0H)2 NiBi2H8F4 

H2Bi2H„Cl _..  Ag20 Ag2Bi2Hi,Cl 

I^J^'^rx'"^- - CuO... Cu(H20)4Bi2Cl,2 

JJzBioIIeBre ZnCh _..  Zn(H20)4Bi2H6Br6 

H2Bi2BriiOH HgCh HgBi2BruOH 

H2Bi2Bri2 A1C13-6H20.. [Al(H206]2(Bi2Bri2)3 

H2B12I12 SnCh SnBi2li2 

H2B12H11SCH3 PbCl2 _ PbBnlliiSCHj 

H2B12H11C6H11 EuCh - [Eu(H206]2(Bl2nuC6Hll)3 

H2B12H8F4 NH2NH2 (NH2NHi)2Bi2nsF4 

H2Bi2Hi(i[C(0)NH2]2 .-   (CH3)2NNH2 [(CH3)2NNH3)Bi2HioiC(0)NH2]2 

H2B12CI12 (Cl8H37)2NH [(Cl8H37)2NHll2Bl2Cll2 

H2Bi2lIio(CN)2 (C6Hn)3N [(C.Hn)3NH]2Bi2Hio(CN)3 

H2B12CI12 CsH7N  (quinoline) [CgH7NH]2Bi2Cli2L 

H2B12CI12- ZnO ZnBi2Cli2 

H2Bi2Hio(CN2) Zn(NH3)4Cl2 Zn(NH3)4Bi2Hio(CN)2 

Cs2Bi2HnSCH3 (CH3)3SOH [(CH3)2S]2Bi2HiiSCH3 

H2Bi2Clio(COOH)2.. C(iH5N  =  NCl (C6H5N2)2Bi2Clio(COOH)j 

Cs2Bi2BruOH.... (C4Hs)4PCl [(C4H8)4P]2Bi2BrnOH 

H2Bl2Cl!2 NH2CH2COOH (NH3CH2COOH)2Bl2Cll2 

H2Bi2Clg(OH)3 CeCl3 [Ce(H20)6]2[Bi2Cls(OH)3]3 

H2B12I12--- C5HsNCl(Cl6H33) -    [C5H5N(Cl6H33)]2Bl2ll2 

H2Bi2lIio(CN)2 [Co(en)3]Cl2 Co(en)3Bi2Hio(CN)2 ' 

H2B12CI12 (CH3)4ASI [(Cn3)4As]2Bl2Cll2 

H2Bi2H2Brio AgNOs Ag2Bi2H2Brio 

en=etliylenediamine. 

The  process  described  above  and  illustrated  in  the  examples  are  generic  for  the 
preparation  of  compounds  of  the  invention  as  defined  by  Formula  1.  The  processes 
can  be  used  alone  or  in  combination  to  obtain  the  desired  products.  For  example, 
HoS  can  be  reacted,  as  described  in  Example  36;  with  hvdrated  H12B12H8CI4  to 
obtain  H2Bi2H6Cl4(SH)2,  with  H2Bi2H8(OH)4  to  obtain  a  mixture  of  thiol  substi- 
tuted compounds,  e.g.  H2B,2H4(OH)4(SH)4  and  Il2Bi2H6(OH)4(SII)o  with  HoBnlluF 
to  obtain  H2B,2H8F(SH)3  and  with  H2Bi2Hio(OCH3)2  to  obtain  H2Bi2H8(SH)2 
(OCH3)2.  Similarly,  hydrated  H2B12H12  can  be  reacted  as  described  in  Example  13, 
parts  D  and  E,  with  long  chain  a,-dihvdro-  and  Q:,Q:,Qr-trihvdroperfiuoroalkanols, 
e.g.  CF3(CF2)5CH20H,  HCF2(CF2)3CH20H,  HCF2(CF2);CH20H,  and  HCF2 
(CF2)7CH20H  to  obtain  fluoroalkoxv  substituted  dodecaborates,   e.g.,    H2B12H10 

[OCIl2(CF2)5CF3]2,     H2B,2H„OCIl2(CF2)3CF2H,     H2Bi2H,o[OCH2(CF2)5CF2H]2,     Li2 

Bi2ll„Cn(CH3)C6n5,  CaB,2lInC3H7,  SrB,2l,2,  and  Il2Bi2H„OCH2(CF2)7CF2H. 
Polychloropolvfluoroalkanols  can  be  employed  in  the  reaction,  e.g.,  CIF2CCF9 
CFClCF2CF2Cn20H,  to  obtain  Il2Bi2nnOCH2CF2CF2CFClCF2CF2Cl.  Mono- 
cyano  substituted  comjjounds  can  be  obtained  l)y  contacting  the  crude  reaction 
product  obtained  in  P-xample  E  with  liquid  amnionia  to  prepare  Cs2Bi2HiiC(0) 
NH2  and  dehydrating  the  monoamide,  as  described  in  P^xample  37,  part  A,  to 
obtain  CS2B12II11CN.  Reaction  of  this  compound  vyith  CbH  CH2SSCH2C8H5,  as 
described  in  Exampl(>  8,  part  A,  will  yield  Cs2Bi2ll9(SCIl2C6H5)2CN,  a  compound 
which  can  then  bo  brominated  as  described  in  Example  3,  part  C,  to  obtain 
Cs2B,2H3Brr,(SCH2Cen5)2CN. 
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Further  examples  which  illustrate  the  products  obtained  by  the  described 
processes  are 

[(C2H5)3NHJ2B,2H6F6,    Ag2B,2Fi2,    CS2B,2Fi2 

ZnB,2Cl2,  7H2O,  [(C6H,3)4N]2B,2C1:2 

(H30)2B,2H2Br,o  6H2O,  (H30)2Bi2H2Brio  4H2O 

Na2B,2Cl,o(COOH)2,  K2B,2Cl,o(COOH)2 

Rb2Bi2Cl,o(COOH)2,  Na2Bj2Nio(NCO)2 

Li2Bi2HiiCH(CH3)C8H5,  CaBi2HiiC3H7,  SrBi2li2 

and 

HgB,2Br,2 

The  illustrations  in  the  preceding  paragraphs  demonstrate  the  generic  nature 
of  the  processes  and  their  versatility  to  obtain  a  wide  range  of  products  which 
fall  within  the  scope  of  the  compounds  of  the  invention. 

Utility 

The  invention  provides  a  broad  class  of  new  boron  compounds  which  find 
applications  in  many  fields. 

The  compounds  of  the  invention  are  generically  useful  as  components  of  fire- 
works compositions  to  impart  a  pleasing  color  and  sparkle  to  the  display. 

Each  compound  within  the  scope  of  Formula  1  con  ains  an  anion  which  has 
boron  as  a  common  component.  The  presence  of  this  element  imparts  a  green 
color  to  a  fireworks,  rocket  or  flare  display.  The  compounds  of  the  invention  can 
have  a  wide  range  of  cations,  designated  as  M,  and  it  is  thus  possible  to  provide  a 
broad  range  of  colors  in  any  display  or  flare  by  choice  of  the  apporopriate  cation. 
The  compounds  of  the  invention  can  be  used  in  combination  with  oxidizing 
agents,  e.g.,  lithium  perchlorate,  sodium  nitrate,  potassium  permanganate, 
strontium  peroxide,  managnese  dioxide,  and  the  like,  to  provide  the  desired 
propulsive  effect  and  color.  The  following  combinations,  in  which  the  boron- 
containing  compounds  can  be  form  5-25%  bj^  weight  of  the  composition,  are  illus- 
trative of  compositions  which  can  be  used: 

Cs2Bi2H,oF2— NaN03,  Na2Bi2H6Br6— LiNOs 

Cs2B,2Hiol2— LiNOs,  Cs2Bi2H6(OH)6— SrN03— NaNOs 

Cs2Bi2H„OCH3— KCIO3 

Cs2Bi2H„S02C6H5— KMn04— NaN03 

[(CH3)4N]2B,2H„N02— NH4NO3— KNO3 

Cs2Bi2H6Cl2(CN)4— NH4NO3— LiC104 

Tl2B,2H,o]C(0)OTl]2— NaN03— SrN03 

Cs2B,2H,o[C  (O)  NHsls— Mn02— NH4NO3 

[CH3)4N]2B,2Hio[C(0)OCH3]2— NaC104Mn02 

[(CH3)4N]2B,2Hio(NCO)2— NaNOs— KNO3 

and  the  like.  These  examples  are  not  limiting  but  are  illustrative  of  types  of  com- 
positions which  are  possible  for  use  in  the  above  field.  Other  ingredients  can  be 
and  frequently  are  present  in  these  combinations,  e.g.,  carbon  and  sulfur. 

The  compounds  of  the  invention  are  useful  in  the  field  of  high  energy  fuels.  For 
this  purpose,  partially  substituted  compounds  are  preferred,  i.e.,  compounds 
having  one  to  five  substituents  on  the  dodecarborate  anion.  The  compounds  can  be 
used  in  combination  with  oxidizing  agents,  e.g.,  nitric  acid,  fluorine  oxide  and  the 
like.  They  can  be  used  in  solution  in  hydrazine  or  N,N-dialkyl  hydrazines,  e.g., 
N,N-dimethvlhvdrazine.  To  illustrate,  combinations  which  can  be  employed 
nclude  H2Bi2H,o[C(0)NH2]2  in  N,N-dimethylhydrazine,  (NH2NH3)2Bi2HirOH 
in  hydrazine  and  the  like.  The  acids  in  the  above  examples  form  hydrazinium 
salts  in  solution  and  they  are  not  present  as  the  free  acids.  In  compositions  as 
described  above  the  dodecarborate  salt  can  be  present  in  form  about  5-50%  by 
Aveight  of  the  solutions. 

The  compounds  of  the  invention,  exclusive  of  the  fully  halogenated  products, 
are  useful  as  impregnating  agents  in  the  preparation  of  resistors.  To  illustrate,  a 
secton  of  a  cotton  string  is  immersed  in  a  nearly  saturated  solution  of 
Na2Bi2HnCH(CH3)2  in  aqueous  alcohol.  The  string  is  withdrawn  from  the  solution 
and  the  solvent  is  removed  by  drying  in  air.  A  free  flame  is  applied  to  the  dried 
impregnated  string  and  it  burns  to  yield  a  coherent  ash  which  in  size  and  shape 
resembles  the  original  string.  The  residual  skeleton  is  of  sufficient  coherence  to 
permit  embedding  in  parraffin.  The  section  of  residue,  so  treated,  shows  a  re- 
sistance of  about  300  ohms/cm.  The  residue  from  the  control  section  of  string  is 
very  small  and  shapeless  and  it  cannot  be  handled. 
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Highly  halogenated  compounds,  e.g.,  the  salU  of  B,2Bri2  anion,  are  useful  as 
impregnating  agents  for  retarding  the  combustion  of  cellulosic  products.  To 
illustrate,  filter  paper  which  has  been  treated  with  an  aqueous  solution  of 
(NH4)2Bi2Bri2  and  dried,  does  not  burn  freely  Avhen  touched  with  a  free  flame. 

The  nitrated  and  nitroso-substituted  compounds  are  useful  as  explosives  or 
detonating  agents. 

In  the  group  of  compounds  which  fall  within  the  scope  of  Formula  1,  the  com- 
ponent M  repre.sents  a  range  of  groups  which  are  readily  interchangeable  by 
metathetic  reactions  as  described  earlier.  All  of  the  salts  which  fall  within  the 
scope  of  Formula  1  can  be  used  to  prepare  the  group  of  acids  represented  generi- 
cally  as  H2Bi2Hi2_yXy  or,  in  aqueous  solution,  as  (H30)2Bi2Hi2_yXy  by  passing 
aqueous  or  alcoholic  solutions  of  the  salts  through  an  acidic  ion-exchange  resin  as 
described  earlier.  The  acids  of  this  group,  exclusive  of  compounds  in  which  X 
is  an  amine  group,  are  strong  acids  and  they  are  useful  in  industrial  applications 
where  it  is  desired  to  avoid  contamination  from  sulfate,  chloride,  bromide,  chlorate, 
phosphate,  and  like  strong  acid  anions.  Thus,  the  acids  are  useful  for  etching 
metals,  such  as  steel,  and  for  rust  removal,  for  pickling,  for  scale  removal  and 
for  similar  metal  processing  operations. 

The  acids,  described  above,  are  useful  as  catalysts  in  the  preparation  of  esters, 
e.g.,  in  the  reaction  of  alcohols  and  organic  carboxylic  acids,  to  improve  the  yields 
of  the  de-sired  esters.  The  acids  of  the  invention  are  employed  for  this  purpose  in 
the  same  manner  as  p-toluene-sulfonic  acid,  sulfuric  acid  or  alcoholic  hydrogen 
chloride. 

Aqueous  solutions  of  the  acids  are  generically  useful  as  agents  for  absorbing 
noxious  basic  materials  from  the  air,  e.g.,  traces  of  ammonia,  lower  alkyl  amines 
and  the  like.  To  illustrate,  air  contaminated  with  methylamines  is  passed  through 
an  aqueous  solution  of  H2Bi2Hio(OH)2,  H2B,2Hio(OCH3)2,  H2B12CI12,  and  the  like, 
and  the  amines  are  removed. 

The  acids  and  many  of  the  salts,  particularly  the  alkali  metal  and  alkaline  earth 
metal  salts,  are  useful  as  sequestering  agents  for  heavy  metals.  Thus,  a  mixture 
of  hydrocarbons  in  the  boiling  range  of  gasoline  which  contains  a  copper  salt  of 
an  organic  acid  (copper  stearate),  is  thoroughly  agitated  with  aqueous  ammon- 
iacal  solutions  of  anv  of  the  alkali  metal  or  alkaline  earth  metal  salts  of  the  anion 
(B,2Hi2.y)-2,  e.g.,  Cs2B,2H„S02C6H5,  Na2B,2H,o(OH)2. 

The  new  compounds,  particularly  the  acids,  alkali  and  the  like.  The  hydro- 
carbon layer,  which  is  separated  from  the  aqueous  reagent,  is  completely  free  of 
deleterious  copper  salt. 

The  new  compound,  particularly  the  acids,  alkali  metal,  alkaline  earth  metal 
and  ammonia  salts,  are  useful  as  sequestering  agents  for  metals  in  aqueous  media. 
Thus,  copper,  nickel,  cobalt,  zinc  and  cadmium  are  removed  from  aqueous  solu- 
tions of  salts  containing  these  metals  by  mixing  the  solutions  with  ammoniacal 
solutions  of  the  acids  and  alkali  metal,  alkaline  earth  metal  and  ammonium  salts. 

The  substituted  ammonium  salts  and,  in  general,  all  of  the  nitrogen-base  salts 
as  well  as  phosphonium  and  sulfonium  salts  are  useful  in  the  field  of  sequestering 
agents  to  remove  undesirable  metals  from  aqueous  or  hydrocarbon  media. 

To  illustrate,  a  mixture  of  h  drocarbons  in  the  boiling  range  of  gasoline,  which 
contains  in  solution  a  copper  salt  of  an  organic  acid  (copper  stearate),  is  thoroughly 
agitated  with  an  aqueous  ammoniacal  solution  of  NaBi2H2Clio.  The  hydrocarbon 
layer,  which  is  separated  from  the  aqueous  reagent,  is  completely  free  of  the 
deleterious  copper  salt.  Similar  results  can  be  obtained  employing  [(CH3)4N]2Bi2Hio 
[0C(0)H]2,  Cs2B,2H„OCH2CH20CH3,  and  the  like. 

The  compounds  of  the  invention,  especially  in  the  form  of  salts,  are  useful  as 
surface-active  agents,  particularly  as  wetting  agents.  To  illustrate,  a  glass  surface 
coated  with  a  film  of  a  silicone  is  not  wetted  when  brought  into  contact  with  water. 
The  addition  of  a  small  quantity  of  dicesium  cyclohexylundecahydrodode- 
caborate  to  the  water  results  in  immediate  wetting  of  the  glass  surface,  i.e.,  the 
treated  water  spreads  rapidly  over  the  surface  of  the  glass. 

The  silver  salts,  i.e.,  the  compounds  of  Formula  1,  where  M  is  Ag,  are  sensitive 
to  light  and  they  are  useful  in  the  photographic  arts.  To  illustrate,  the  cesium 
salt,  Cs2B,2HiiOC(0)H,  is  reacted  with  silver  nitrate  to  obtain  Ag2Bi2HuOC(0)H. 
An  alcoholic  solution  of  the  silver  salt  is  prepared  in  subdued  light  and  a  strip  of 
pure  cellulose  sheet  is  immersed  to  half  its  length  in  the  solution.  The  strip  is 
removed  and  dried  in  the  absence  of  light.  When  exposed  to  light,  the  treated 
pure  cellulose  sheet  is  immersed  to  half  its  length  in  the  solution.  The  strip  is 
portion  of  the  strip  turns  dark,  while  the  untreated  portion  is  not  affected. 

The  foregoing  detailed  description  has  been  given  for  clearness  of  understanding 
only  and  no  unnecessary  limitations  are  to  be  understood  therefrom.  The  inven- 
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tion  is  not  limited  to  the  exact  details  shown  and  described,  for  obvious  modifica- 
tions will  occur  to  those  skilled  in  the  art. 

The  embodiments  of  the  invention  in  which  an  exclusive  property  or  privilege 
is  claimed  are  defined  as  follows: 

1.  A  compound  of  the  formula  Ma(Bi2Hi2-yXy)b  wherein  IM  is  a  cation  having 
a  valence  of  1-4;  X  is  a  monovalent  element  other  than  hydrogen,  or  a  radical, 
said  X  being  capable  of  bonding  to  the  carbon  of  a  benzene  nucleus  by  replace- 
ment of  a  hydrogen  bonded  to  said  carbon;  and  when  more  than  one  X  group  is 
present  the  X's  can  be  different;  y  is  a  positive  whole  number  of  1  through  12, 
inclusive;  and  a  and  h  are  positive  whole  numbers  of  1  through  3,  inclusive. 

2.  A  compound  of  claim  1  wherein  X  comprises  halogen. 

3.  A  compound  of  claim  1  wherein  X  comprises  hydrocarbon. 

4.  A  compound  of  claim  1  wherein  X  comprises  acyl. 

5.  A  compound  of  claim  1  wherein  X  comprises  nitro. 

6.  A  compound  of  claim  1  wherein  X  comprises  amino. 

7.  A  compound  of  claim  1  wherein  X  comprises  hydroxyl. 

8.  A  compound  of  claim  1  wherein  X  comprises  carboxyl. 

9.  A  compound  of  claim  1  wherein  X  comprises  isocyanato. 

10.  A  compound  of  claim  1  wherein  X  comprises  hydrocarbyloxy. 

11.  A  compound  of  claim  1  wherein  X  comprises  halohydrocarbyloxy. 

12.  A  compound  of  claim  1  wherein  X  comprises  hydrocarbyloxyhydrocarbyloxy. 

13.  A  compound  of  claim  1  wherein  X  comprises  hydroxylhydrocarbyloxy. 

14.  A  compound  of  claim  1  wherein  X  comprises  hydrocarboncarbonyloxy. 

15.  A  compound  of  claim  1  wherein  X  comprises  cyano. 

16.  A  compound  of  claim  1  wherein  comprises  hydrocarbyloxycarbonyl. 

17.  A  compound  of  claim  1  wherein  X  comprises  carbamyl. 

18.  A  compound  of  claim  1  wherein  X  comprises  thiol. 

19.  A  compound  of  claim  1  wherein  X  comprises  hydrocarbylmercapto. 

20.  A  compound  of  the  formula  M2[Bi2Hio(COOH)2]  wherein  M  is  a  cation 
selected  from  the  class  consisting  of  hydrogen,  alkali  metals,  and  tetramethyl- 
ammonium. 

21.  A  compound  of  the  formula  M2[Bi2Hio(NH2)2]  wherein  M  is  a  cation  selected 
from  the  class  consisting  of  hydrogen,  alkali  metals,  and  tetramethylammonium . 

22.  A  compound  of  the  formula  M2B12CI12  wherein  M  is  a  cation  selected  from 
the   class    consisting   of   hydrogen,    alkali    metals,    and    tetramethylammonium. 

23.  A  compound  of  the  formula  M2Bi2(OH)i2  wherein  M  is  selected  from  the 
class  consisting  of  hydrogen,  alkali  metals,  ammonium  and  tetramethylammonium . 

24.  A  compound  of  the  formula  M2Bi2Hio(NCO)2  wherein  M  is  selected  from  the 
class  consisting  of  alkali  metals  and  tetramethylammonium. 

25.  A  compound  selected  from  the  class  consisting  of  H2B12CI12  and  hydrates 
thereof. 

26.  A  compound  selected  from  the  class  consisting  of  H2Bi2Bri2  and  hydrates 
thereof. 

27.  A  compound  selected  from  the  class  consisting  of  H2B12I12  and  hydrates 
thereof. 

28.  The  compound  of  the  formula  Ag2Bi2Cli2. 

29.  The  compound  of  the  formula  Ag2Bi2Bri2. 

30.  The  compound  of  the  formula  Ag2Bi2li2. 

31.  The  compound  of  the  formula 

Cs2B,2H,o(OCH2CH20CH3)2 

32.  The  compound  of  the  formula  Cs2Bi2Hio(SCH3)2. 

33.  The  compound  of  the  formula 

(NH4)2B,2Hio(CONH2)2 

34.  The  compound  of  the  formula 

[(CH3)4N]2B,2Hio(NCO)2 

35.  A  compound  of  the  formula  M2(Bi2Hi2y-Xy)b  wherein  M  is  a  cation  having 
a  valence  of  1-4;  X  is  a  monovalent  substituent  selected  from  the  group  consisting 
of  halogen,  hydrocarbon,  acyl,  nitro,  amino,  hydroxyl,  carboxyl,  isocyanato, 
hydrocarbyloxy,  halohydrocarbyloxy,  hydrocarbyloxyhydrocarbyloxy,  hydroxy- 
hj'drocarbyloxy,  hydrocarboncarbonyloxy,  cj^ano,  hydrocarbyloxycarbonyl  and 
carbamyl;  and  when  more  than  one  X  group  is  present  the  X's  can  be  different; 
?/  is  a  positive  whole  number  of  1  through  12,  inclusive;  and  a  and  h  are  positive 
whole  numbers  of  1  through  3,  inclusive. 
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EXHIBIT  D 
Replacement  Pending 

Major  changes  in  Patent  Office  operating  methods  are  likely  to  result  from 
the  recent  forced  resignation  of  U.S.  Commissioner  of  Patents  Robert  Gotts- 
clialk.  Gottschalk  was  eased  out  for  several  reasons,  including  a  tendency  to 
bypass  the  assistant  commissioners. 

Morale  at  the  Patent  Office  reportedly  has  improved  since  Gottschalk  left, 
but  organizationally  the  agency  is  in  a  shambles.  The  jobs  of  deputy  commis- 
sioner, assistant  commissioner  for  legal  affairs  and  assistant  commissioner  for 
patent  examination— all  key  posts — are  unfilled. 

Moreover,  the  research  and  development  office,  which  Gottschalk  down- 
graded, is  mired  in  a  squabble  with  the  NATIONAL  Bureau  of  Standards  over 
electronic  methods  of  storing  and  retrieving  technical  information.  Gottschalk's 
predecessor,  William  Schuyler,  established  the  R&D  unit  under  an  assistant 
commissioner.  But  Gottschalk  eliminated  that  post  and  the  operation  went 
downhill. 

Seeking  Replacement :  A  successor  for  the  job  is  not  likely  to  be  named  until 
fall.  Betsy  Ancker-Johnson.  Assistant  Secretary  of  Commerce  for  Science  and 
Technology,  has  been  searching  the  business  and  legal  communities  for  a 
replacement.  Some  observers,  however,  say  the  available  talent  is  thin. 

Two  women  have  been  mentioned  as  candidates — Washington  patent  attor- 
neys Margaret  Lawrence  and  Mary  Sears.  Both  are  available  for  the  post  and 
could  find  favor  with  Ancker-Johnson,  an  outspoken  proponent  of  high-ranking 
jobs  for  women. 

The  job  of  commissioner  calls  for  strong  managerial  capabilities — a  trait 
considered  .scarce  among  patent  lawyers.  Former  Assistant  Commissioner 
Richard  Wall,  who  resigned  last  month  in  a  dispute  with  Gottschalk,  says. 
"The  next  commissioner  has  to  be  a  good  administrator  or  show  signs  of 
becoming  one.  To  bring  in  someone  just  because  he  is  backed  by  the  patent  bar 
isn't  adequate  anymore." 

Gottschalk  and  Wall  had  wrangled  over  policies  affecting  the  patent  examin- 
ing corps.  They  also  had  personality  differences.  Gottschalk  wanted  to  elimi- 
nate Wall's  system  of  setting  quotas  for  patent  examiners  and  rewarding  them 
for  exceeding  their  targets.  Under  that  system,  patent  pendency  time  dropped 
from  31  months  to  24 — and  Wall  claims  it  could  have  been  down  to  18  months 
within  three  years. 

Gottschalk,  claiming  tliat  quotas  were  bad  for  workers'  morale,  preferred  to 
rely  on  the  old-fashioned  sense  of  professionalism. 

The  acting  Patent  Office  chief  is  Rene  Tetgmeyer,  a  former  assistant  com- 
missioner for  legal  affairs.  But  Ancker-Johnson  is  handling  the  upper-level 
policy  matters  as  well  as  fighting  off  moves  in  Congress,  led  by  Senator  John 
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McClellan  (D.,  Ark.),  to  raise  the  rank  of  Commissioner  of  Patents  to  the 
Assistant  Secretary  of  Commerce  level.  Such  a  step  would  considerably  weaken 
the  administration  domain  of  Ancker-Johnson  at  a  time  when  she  is  trying  to 
gain  policy  leverage  in  the  department. 


Exhibit  E 

U.S.  Department  of  Commerce, 

Patent  Office, 
Washington,  D.C.,  August  I4,  1970. 
Subject :  Review  of  Fiscal  Year  1970  and  Plans  for  Fiscal  Year  1971. 
To :  All  Patent  Examining  Employees. 

Attached  hereto  for  your  reading  are  copies  of  talks  given  on  August  5  to 
the  management  people  in  my  area  of  responsibility.  Patent  Examining. 

The  talks  were  given  by  :  Mr.  Frank  Bronaugh,  Deputy  Assistant  Commis- 
sioner for  Patent  Examining.  Mr.  George  Boys,  Chairman,  Board  of  Patent 
Interferences.  Mr.  Ed  Hart,  Director,  Office  of  Support  Services. 

The  talks  review  our  accomplishments  during  Fiscal  Year  1970  and  highlight 
our  programs  and  goals  for  Fiscal  Year  1971  and  beyond. 
Attachments. 

Richard  A.  Wahl, 
Assistant  Commissioner. 

Patent  Examining  by  F.  H.  Beonaugh 

I  wish  to  take  this  opportunity  to  review  the  program  accomplishment  of 
the  Examining  Groups  for  FY  1970,  to  re-emphasize  the  Program  for  FY  1971 
and  discuss  a  few  problem  situations. 

PROGRAM  ACCOMPLISHMENT  FOR  FISCAL  YEAR  1970 

For  a  number  of  years  the  goal  of  the  Examining  Corps  has  been  to  take 
applications  up  for  action  in  the  order  of  their  effective  filing  date  and  reduce 
the  pendency  of  normal  patent  applications  to  eighteen  (18)  months. 

In  developing  a  program  to  achieve  the  aforementioned  eighteen  (18) 
months  pendency  goal  a  number  of  subordinate  goals  have  been  established 
and  the  degree  of  attainment  of  the  subordinate  goals  Indicate  the  progress 
toward  attaining  the  eighteen  (18)  months  pendency  goal. 

Important  subordinate  goals  relate  to  (1)  reduction  in  delay  to  first  action, 
(2)  reduction  in  delay  to  reconsideration  of  those  applications  in  which  recon- 
sideration has  been  requested,  (3)  disposing  of  applications  at  a  rate  in  excess 
of  the  receipt  of  new  applications  and  (4)  giving  first  actions  at  a  rate  that 
will  result  in  the  required  rate  of  disposals. 

The  attachment  discloses  the  Examining  Group  achievement  during  FY  1970 
and  the  aforementioned  subordinate  goals. 

1.  Reduction  in  delay  to  first  action :  In  order  to  ensure  that  an  application 
is  disposed  of  within  eigthteen  (18)  months  a  first  action  should  generally  be 
given  bet^veen  seven  (7)  and  nine  (9)  months  from  the  day  of  filing.  Conse- 
quently goals  for  reducing  the  delay  to  first  action  have  been  established.  It 
appears  that  there  is  no  uniformity  of  goals  throughout  the  Examining  Groups 
as  to  the  goal  for  maximum  delay  to  first  action  by  June  30,  1970.  However, 
the  goal  for  Mechanical  Examining  Groups  was  twelve  (12)  months  maximum 
delay  by  June  30,  1970.  In  view  of  the  large  number  of  first  actions  given  by 
all  Examining  Groups  during  the  last  several  years  compared  to  receipts  of 
new  applications  this  goal  would  appear  to  be  a  reasonable  goal  for  all  Exam- 
ining Groups.  During  FY  1970,  Groups  210  and  340  attained  this  goal. 

2.  Reduction  in  delays  to  reconsideration :  In  order  to  further  reduce  pen- 
dency delay  another  subordinate  goal  of  taking  up  for  reconsideration  an 
application  within  two  (2)  months  of  the  request  for  reconsideration  was 
established.  Groups  110,  310.  320  and  340  attained  this  goal. 

3.  Disposals :  The  backlog  of  pending  applications  is  related  to  the  reduction 
in  pendency  time  since  the  reduction  in  the  number  of  pending  applications 
will  render  the  eighteen  (18)  months  pendency  of  applications  more  readily 
attainable.  Accordingly  Disposal  goals  related  to  backlogs  and  rate  of  receipts 
of  new  applications  were  established.  Groups  160,  210,  230,  250,  290,  310,  320 
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and  350  attained  these  goals.  However,  during  FY  1970  it  was  diflacult  to  oper- 
ate with  planned  staffing  and  planned  examining  time.  Accordingly  compen- 
sated goals  based  upon  available  examining  time  were  developed.  Groups  170, 
210,  220,  250,  290,  310,  320  and  350  attained  these  goals. 

4.  First  actions :  In  addition,  first  action  goals  related  to  backlogs  and  rate 
of  receipts  of  new  applications  were  established.  Groups  120,  140,  160,  170,  210, 
220,  230.  250,  280,  310,  320,  330,  340  and  350  attained  these  goals.  In  view  of 
the  staffing  and  examining  time  problems  noted  above  compensated  goals  based 
upon  available  examining  time  were  developed.  Groups  140,  160,  170,  210,  220, 
230,  290,  310,  320,  330,  340  and  350  attained  these  goals. 

The  overall  performance  of  the  Examining  Groups  for  FY  1970  was  satisfac- 
tory. The  performance  with  respect  to  Disposals  and  First  Actions  was  out- 
standing. However,  there  is  evidence  that  delays  in  taking  applications  up  for 
action  in  the  order  of  their  filing  date  or  date  of  request  for  reconsideration  is 
a  problem  in  many  Examining  Groups.  I  recognize  that  the  reported  delays  in 
acting  upon  new  applications  represent  maximum  rather  than  average  delays. 
However,  we  cannot  ignore  problems  by  referring  to  averages. 

PENDENCY  REDUCTION  PROGRAM  FOR  FY  1971 

The  Patent  Office  must  reduce  the  time  of  pendency  of  an  application  to  a 
minimum  consistent  with  a  reasonable  evaluation  of  the  invention  to  which  the 
application  pertains  in  light  of  prior  knowledge  and  applicable  patent  laws.  A 
short  pendency  assures  relative  prompt  determination  of  the  rights  of  the 
inventor  and  relative  rapid  disclosure  to  the  public  of  such  technical  informa- 
tion as  is  contained  in  an  application. 

A  current  goal  is  to  normally  dispose  of  an  application  mthin  18  months 
from  the  date  the  application  was  filed.  An  application  is  disposed  of  when  the 
patent  resulting  therefrom  issues  or  when  the  application  becomes  abandoned 
by  failure  of  the  applicant  to  continue  prosecution  or  submit  essential  fees 
within  statutory  time  limits.  It  should  be  recognized  that  while  an  examiner  is 
credited  with  a  disposal  at  the  time  he  passes  an  application  for  issue,  the 
Office  does  not  consider  the  application  disposed  of  until  the  date  the  patent 
issues. 

It  is  therefore  essential  to  develop  a  program  whereby  an  application  Is  nor- 
mally disposed  of  within  18  months  of  its  filing  date.  The  examination  of  an 
application  is  based  upon  the  right  of  an  applicant  to  an  examination  and  a 
reexamination,  if  requested.  Also  the  majority  of  applications  result  in  patents. 
Therefore,  a  program  to  normally  dispose  of  an  application  ^^^thin  18  months 
must  contemplate  time  for  two  (2)  Office  actions,  the  payment  of  the  issue  fee, 
and  the  printing  of  the  patent. 

It  is  recognized  that  many  applications  are  disposed  of  with  one  (1)  Office 
action  and  other  applications  require  more  than  two  (2)  Office  actions.  It  is 
also  recognized  that  an  application  which  becomes  involved  in  an  appeal,  inter- 
ference, public  use  proceeding,  or  combination  thereof  cannot  be  expected  to  be 
disposed  of  within  18  months  from  the  filing  date. 

In  order  to  normally  dispose  of  an  application  within  18  months  from  the 
filing  date,  it  is  necessary  to  establish  a  number  of  subordinate  goals,  as  fol- 
lows : 

1.  A  new  application  should  be  taken  up  for  action  within  approxi- 
mately eight  (8)  months  after  filing.  During  FY  1971  the  maximum  delay 
to  first  action  should  be  reduced  to  eleven  (11)  months. 

2.  A  shortened  period  of  three  (3)  months  should  be  set  for  response  to 
the  normal  Office  action.  During  FY  1971,  examiners  should  be  reasonable 
in  granting  a  one  (1)  month  extension  if  requested  by  applicant.  A  further 
extension  should  be  limited  to  exceptional  situations. 

3.  An  action  in  an  application  in  which  reexamination  has  been 
requested  should  be  completetl  within  one  (1)  month  of  the  filing  of  the 
request  for  examination. 

4.  A  second  Office  action  should  be  made  final  in  all  but  exceptional 
cases. 

5.  Any  action  required  of  an  examiner  in  an  application  on  appeal  or  in 
interference  should  be  given  within  one  (1)  month  of  the  step  of  the  pro- 
ceeding requiring  such  action. 

The  sul)ordinate  goal  which  currently  offers  the  maximum  reduction  in  pen- 
dency time  is  the  reduction  in  delay  to  taking  new  applications  up  for  action. 
On  .Tune  30,  1970,  the  maximum  Group  delays  range  from  12  to  29  months. 
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The  Examining  Groups  reporting  12  months  delay  are  on  target  with  an  estab- 
lished program  for  reducing  pendency  to  first  action  and  such  achievement 
demonstrates  that  the  schedule  of  the  established  program  is  attainable. 

Production  reports  indicate  that  the  Examining  Groups  have  the  productive 
capacity  to  materially  reduce  the  reported  delays  to  first  action.  For  example, 
on  June  28,  1969,  there  were  reported  92,236  new  applications  docketed  in  the 
Examining  Groups.  During  FY  1970,  actions  were  given  on  115,561  new  appli- 
cations. While  a  number  of  new  applications  filed  subsequent  to  June  28,  1969 
had  authorized  "Special"  examination  status  and  were  properly  taken  up  for 
action,  it  appears  there  should  have  resulted  significantly  larger  reductions  in 
the  maximum  delays  to  first  action  than  were  reported  on  June  30,  1970. 

Docket  activity  reports  indicate  that  in  many  Examining  Groups  there  are 
•substantial  spreads  between  the  filing  dates  of  the  oldest  new  applications 
awaiting  action.  On  June  30,  1970,  the  spread  is  as  high  as  eight  (8)  months. 
It  appears  that  a  reduction  of  this  spread  by  concentrating  on  the  oldest  filed 
new  applications  would  rapidly  result  in  significant  reductions  in  the  reported 
maximum  delays  to  first  action.  It  is  worth  noting  that  the  aforementioned 
Examining  Groups  reporting  only  12  months  maximum  delay  to  first  action  are 
operating  with  less  than  a  one  (1)  month  spread  between  the  filing  dates  of 
the  oldest  new  applications. 

Accordingly,  a  further  subordinate  goal  is  established  as  follows : 

6.  (To  follow  the  5  Subordinate  goals  noted  above).  Dockets  should  be 
adjusted  to  assure  new  applications  are  taken  up  for  action  with  no  more 
than  a  two  (2)  months  spread  with  respect  to  filing  date. 

In  order  to  attain  a  normal  18  months  pendency,  it  is  desirable  to  reduce 
the  overall  backlog  of  pending  applications  by  initiating  and  terminating  the 
examination  of  applications  at  a  rate  exceeding  the  rate  of  receipt  of  new 
applications,  leads  to  additional  subordinate  goals  as  follows : 

7.  (To  follow  Subordinate  goals  noted  above).  First  actions  should 
exceed  receipts  of  new  applications  as  indicated  by  the  assigned  Group 
first  action  goal. 

8.  Disposals  should  exceed  receipts  of  new  applications  as  indicated  by 
the  assigned  Group  disposal  goal. 

The  above  noted  primary  goal  and  subordinate  goals  do  not  reserict  the 
authority  of  the  Directors  to  set  additional  goals  consistent  with  the  overall 
goal  of  normally  disposing  of  an  application  within  18  months  from  the  date 
the  application  was  filed. 

PROBLEM    SITUATIONS 

You  are  aware  that  a  number  of  positions  throughout  the  Patent  Office  are 
filled  by  detailing  examiners  to  those  positions  for  limited  periods.  This  prac- 
tice has  been  incorporated  in  the  Career  Development  Program  as  details  to 
many  positions  provide  the  examiners  with  a  wider  knowledge  of  the  overall 
operation  of  the  Patent  Office.  If  an  examiner  is  selected  for  one  of  these 
details  the  Supervisory  Examiner  and  Director  should  cooperate  with  the  Pro- 
gram. However,  if  too  many  examiners  are  selected  for  details  from  one  Art 
Unit  or  one  Examining  Group  for  concurrent  details  this  situation  should  be 
called  to  the  attention  of  the  selecting  official  with  a  view  of  deferring  a  detail 
to  a  future  date. 

Currently  there  are  in  progress  a  number  of  Information  Retrieval  Projects, 
some  of  wliich  have  been  developed  by  the  Patent  Office  and  some  have  been 
requested  by  foreign  Patent  Offices  under  the  ICIREPAT  Program.  The  man- 
power for  these  projects  is  being  supplied  by  the  Examining  Groups  on  the 
theory  that  the  project  will  on  completion  assist  the  examiners  in  searching 
for  prior  art.  *  *  * 


Richard  Woodbridge*,  PO.  1142 

Years  ago  an  ancient  Greek  innkeeper  by  the  name  of  Procrustes  invented 
the  ultimate  reference  stretcher.  He  would  torture  his  victims  on  an  iron  bed 
onto  which  each  unfortunate  was  made  to  fit  exactly.  To  insure  this  perfect  fit 
Procrustes  the  Greek  would  stretch  a  victim  if  he  were  too  short  or  cut  his 
legs  to  size  if  he  were  too  tall.  To  this  garret  entrepreneur  the  English  lan- 
guage is  indebted  for  the  adjective  "procrustean",  which  is  defined  by  Webster 
as  being  "marked  arbitrary  and  often  ruthless  disregard  for  individual  dif- 
ferences or  special  circumstances." 

•  Examiner,  Art  Unit  254. 
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Thanks  to  the  typewriter,  secretaries,  Ballerina  ballpoints  and  modern  tech- 
nology in  general  it  is  now  possible  for  the  present  day  examiner  to  stretch 
his  or  her  rejection  into  a  length  adequate  to  cover  any  first  action  examining 
situation.  However,  in  a  recent  step  backward  into  antiquity,  the  administra- 
tion reinvented  the  modern  equivalent  of  the  procrustean  bed — the  new  first 
action  form  PO-1142. 

Tlie  most  obvious  shortcoming  of  PO-1142  is  that  it  does  not  provide 
sufficient  writing  space  in  which  to  make  the  rejection.  The  space  designated 
for  identification  of  references,  analysis  of  the  application,  application  of  the 
reference  to  the  application  conclusions  as  to  obviousness,  supporting  reasons, 
indefiniteness,  misdescriptiveness,  general  observations  and  comments,  etc.,  is  a 
Lilliputian  sized  box  one  inch  deep  by  four  inches  long.  This  box  is  surgically 
further  subdivided  into  six  lines  each  one-sixth  of  an  inch  high.  While  this 
space  may  be  suflScient  for  the  102  "Chiness  Copy"  situation,  it  is  more  often 
than  not  inadequate  for  the  average  103  or  112  rejection  and  totally  failing  in 
more  complicated  situations.  Imagine,  for  example,  the  frustration  of  an  exam- 
iner trying  to  reject  an  applicant  on  the  basis  of  two  or  more  references.  His 
first  step  is  easy,  he  writes : 

"It  would  be  obvious  to  .  .  .".  but  then  the  examiner  becomes  seized  with 
panic  as  he  realizes  that  he  has  already  used  up  one  precious  line  and 
said  exactly  nothing.  Feverishly  his  mind  races  for  some  simple  way  to 
abbreviate  what  he  wants  to  say.  What  he  writes  usually  comes  out  some- 
thing like  this : 
"It  would  be  obvious  to  make  a  fluted  FRISBEE  like  A  with  synchronized 

stabilizers  like  B  (see  FIG.  8A)  and  powered  by  solar  cells  like  C" 
The  lingering  question  begging  to  be  answered  is — WHY  IS  IT  OBVIOUS? 
A  few  hints  as  to  reasons  may  have  been  provided  by  reference  to  appropriate 
sections  of  the  reference,  but  space  is  not  provided  in  which  to  develop  a  full 
explanation  of  the  sort  rightfully  expected  from  a  professional  grade  employee 
of  the  United  States  Government.  The  examiner  is  left  with  the  feeling  that 
the  administration  is  not  interested  in  his  opinion  on  patentability,  but  rather 
simply  desires  a  quick  search  of  the  prior  art  in  order  to  give  the  applicant 
something  to  define  around.  Understandably  the  examiner  feels  that  his  profes- 
sional status  has  been  undermined.  Moreover,  could  you  imagine  the  crisis  in 
confidence  that  would  ensue  if  Supreme  Court  Justices  had  to  confine  their 
opinions  to  the  space  afforded  by  a  one  inch  by  four  inch  rectangle?  Brmcn  v. 
Board  of  Education  would  be  reduced  to  the  area  of  four  and  a  half  eight 
cent  stamps.  Also,  imagine  the  file  wrapper  record  history  upon  which  future 
litigants  have  to  rely.  One  can  just  see  a  Supreme  Court  justice  throwing  up 
his  hands  in  despair  when  he  discovers  that  the  initial  paper  of  the  record 
consists  of  several  barely  legible  conclusions  as  to  possible  patentability,  and 
little  or  no  objective  reasoning  offered  to  support  those  conclusions.  What  can 
he  hang  his  hat  on.  Not  only  is  it  difficult  for  others  to  understand  the  exam- 
iner, but  is  is  often  difficult  for  the  examiner  himself  to  reconstruct  his  think- 
ing when  confronted  with  the  applicant's  response  to  PO-1142. 

On  at  least  one  occasion  a  PO-1142  has  been  returned  to  the  Patent  Office 
with  a  request  for  clarifications  and  extensions  of  time  to  respond  because  the 
carbon  copy  was  barely  legible  and  did  not  lend  itself  to  photoduplication. 
Many  attorneys  send  a  Xerox  of  the  examiner's  rejections  to  the  applicant  as 
a  normal  part  of  their  operating  procedure.  Clearly  the  applicant  is  not 
impressed  when  he  receives  an  unintelligible  and  clumsily  lettered  Xerox  copy 
of  a  carbon  copy  of  the  examiner's  communication.  He  paid  at  least  $65  in 
filing  fees  and  probably  several  hundred  dollars  to  prosecute  an  application, 
and  all  he  gets  in  response  to  his  application  is  a  third  hand  copy  of  a  short 
order  form  filled  with  hen  scratchings  and  hieroglyphics.  Some  attorneys  are 
also  annoyed  by  the  practice  of  substituting  letters  for  proper  names  on  the 
new  first  action  forms.  It  is  difficult  to  make  the  transition  from  a  PO-1142 
to  PO-892  reference,  from  a  PO-1142  to  PO-892  reference,  etc.,  in  order  to 
translate  a  103  type  of  rejection.  This  difficulty  is  exacerbated  by  the  fact  that 
the  indefinite  article  "A"  looks  like  the  reference  "A"  in  the  context  of  a  rejc- 
tion. 

The  difficulty  of  reading  a  PO-1142  is  frequently  compounded  by  ballpoint 
pens  that  skip  and  poor  impressions  made  upon  irregular  writing  surfaces. 
Such  conditions  lead  to  mistakes,  and  it  is  almost  impossible  to  correct  mis- 
takes made  in  l)allpoint  in  a  space  only  one-sixth  of  an  inch  deep.  Take  the 
example  of  an  examiner  who  has  completely  filled  out  his  form,  and  then  real- 
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izes  he  has  made  some  error  which  requires  rewriting  part  of  his  rejection. 
His  choice  is  to  scratch  out  his  error  and  write  over  it,  or  to  start  another 
PO-1142  and  do  it  all  over  again.  If  the  rejection  were  made  the  old  fash- 
ioned way  the  examiner,  who  usually  writes  on  every  other  line,  would  merely 
cross  out  his  error  and  write  in  the  space  between  the  lines. 

There  are  two  types  of  situations  in  particular  where  the  PO-1142  is 
difficult  to  use.  First,  a  telephone  restriction  requirement  contains  a  minimum 
of  150  words  (at  five  letters  per  average  word  this  equals  750  letters),  and 
fresuently  more.  When  a  telephone  restriction  is  combined  with  a  rejection  the 
number  of  characters  to  be  squeezed  into  the  PO-1142  increases  accordingly. 
It  is  conspicuously  obvious  from  the  above  that  writing  all  this  information  in 
the  meager  space  of  a  PO-1142,  all  the  while  bearing  down  sufficiently  hard 
on  your  Ballerina  ballpoint  to  insure  an  adequate  impression,  is  no  mean  task. 
Frequently  the  rejection/restriction  will  slop  over  to  another  sheet.  No  matter 
how  you  look  at  it  the  PO-1142  just  was  not  designed  for  this  type  of  situa- 
tion. Second,  the  PO-1142  just  does  not  cut  the  mustard  when  it  comes  to 
pointing  out  gross  informalities.  For  instance,  what  do  you  do  when  a  pro  se 
inventor  comes  into  the  mill  and  the  specification  is  riddled  with  errors? 
Should  you  simply  flip  the  applicant  the  old  chestnut  about  getting  "the  serv- 
ices of  an  experienced  patent  attorney  or  agent",  or  should  you  point  out  the 
errors  so  that  he  may  correct  them  himself?  MBut  where  do  you  find  room  on 
the  PO-1142?  Or,  what  about  a  foreign  application  that  does  not  conform  to 
standard  United  States  patent  practice?  Shouldn't  the  examiner  point  out 
major  areas  of  concern?  Or,  what  if  an  examiner  gets  a  highly  sophisticated 
case  that  has  been  floating  around  the  Office  because  no  one  could  understand 
it?  If  the  case  is  inherently  hard  to  understand  shouldn't  the  examiner  tell  the 
applicant  what  things  there  are  that  he  can't  grasp?  But — how  can  you  do 
that  adequately  on  a  PO-1142?  Again  the  PO-1142  fails  the  test  of  sufficiency. 

On  March  1972  a  memorandum  was  sent  to  all  patent  examiners  concerning 
the  "Abbreviated  First  Action  Program".  The  memo  suggested  that  the 
PO-1142  will  be  modified  at  some  unspecified  future  date  to  include  some 
extra  distance  between  lines  and  that  an  additional  line  per  box  will  be  added. 
Even  though  this  is  a  step  in  the  right  direction  it  is  still  not  enough.  Even 
twice  as  many  lines  would  not  make  the  PO-1142  satisfactory  for  anything 
more  than  simple  102  and  103  situations.  Of  course,  the  biggest  problem 
remains,  and  that  is  that  the  PO-1142  is  an  inducement  to  quick  and  sloppy 
work.  It  is  an  easy  way  to  help  the  examiner  avoid  his  duty  of  fully  and  ade- 
quately explaining  his  rejection.  That  is  where  the  cancer  gnaws. 

The  March  memo  also  told  the  examiner  that  "when  filling  out  the  form,  the 
examiner  should  keep  in  mind  the  importance  of  legibility,  clarity,  and  com- 
pleteness in  setting  forth  his  position."  What  a  strange  thing  to  say !  Were  it 
not  for  the  administration's  insistence  on  using  the  form  there  wouldn't  be  any 
"legibility,  clarity,  and  completeness"  problem  in  the  first  place.  The  examiner 
is  not  the  one  to  blame  for  he  is  merely  coping  with  the  form  as  best  he  can. 
It  is  almost  as  if  the  administration  were  trying  to  wish  away  the  very  rea- 
sons that  this  form  is  a  failure.  The  problem  and  solution  are  not  as  simple  as 
that. 

As  mentioned  before,  the  PO-1142  is  adequate  for  most  102  rejections  and 
some  simple  103  and  112  rejections.  We  do  not  suggest  doing  away  with  the 
PO-1142  entirely,  even  though  it  is  definitely  inferior  in  communicative  ability 
to  a  personal  letter.  Rather,  we  would  like  to  offer  up  some  constructive  sug- 
gestions that  would  improve  upon  the  PO-1142's  limited  utility.  First,  and 
foremost,  the  PO-1142  must  provide  considerably  more  writing  space  both  in 
terms  of  line  height  and  line  length.  The  administration  should  remember  that 
few  patent  examiners  will  ever  win  a  prize  for  penmanship.  Many  examiners 
look  upon  the  task  of  writing  a  complicated  103  rejection  on  a  PO-1142  with 
as  much  relish  as  if  he  had  been  asked  to  inscribe  the  Lord's  Prayer  on  the 
head  of  a  pin.  Moreover,  many  sages  through  the  ages  have  observed  that  it  is 
often  more  difficult  to  write  an  abbreviated  message  than  to  write  a  long  one. 
The  PO-1142  should  include  enough  space  so  that  proper  names  can  be  used. 
Perhaps  the  administration  would  be  more  sympathetic  to  the  attorney's  plight 
if  letters  were  iLsed  instead  of  names  in  amendments  and  appeal  briefs. 
Second,  an  improved  system  must  be  found  that  allows  the  examiner  to  correct 
mistakes  without  messing  up  the  original  and  the  carbon  copy.  Perhaps  the 
original  could  be  done  in  dark  pencil  and  then  photoduplicated. 

The  Journal  would  welcome  any  constructive  suggestions  you  may  have  con- 
cerning PO-1142. 
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Exhibit  G 
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Capilal  letters  representing  references  are  Identified  on 
accompanying  Form  PO-892. 

TTie  symbol  "  v"  between  letters  represents  —  in  view  of  — , 
The  symtx>l  "+"  or  "i,"  between  letters  represents  —  and  — , 
A  slash  "/"  between  letters  represents  the  alternative  —  or 

NOTE:       Sections  lOO,  101,  102,  103  and  112  of  the  Patent  Statute 
(Title  3S  of  the  united  States  Code)  are  reproduced  on  the 
bacic  of  lliis  sheet. 
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Exhibit  H 

Text  of  an  Address  by  Hon.  Robert  Gottschalk,  Commissioner  of  Patents, 
U.S.  Department  of  Commerce,  Before  the  Philadelphia  Patent  Law 
Association,  Union  League,  Philadelphia,  Pa.  on  March  9,  1972 

the  patent  office  in  a  changing  world 
Introduction 

I  am  very  pleased  to  be  here  this  evening  and  to  have  the  opportunity  to 
share  with  you  some  of  my  views  concerning  the  Patent  Office  and  tlie  patent 
system,  now  and  in  the  years  ahead.  I  thought  this  topic  might  be  especially 
challenge  in  the  century  to  our  national  statute,  our  industrial  strength,  our 
nation. 

We  know  that  the  founders  of  this  nation,  with  rare  wisdom  and  foresight, 
provided  in  the  Constitution  for  a  patent  system  "to  promote  the  progress  of 
the  useful  arts." 

We  know  they  were  right — and  that  our  patent  system  has  made  a  tremen- 
dous contribution  to  the  development  of  our  country — to  its  industry  and  econ- 
omy, its  military  strength,  and  the  dignity  and  well-being  of  all  our  people. 

We  know  that  we  face  today,  at  home  and  abroad,  what  may  be  the  greatest 
challenge  in  a  century  to  our  national  statute,  our  industrial  strength,  our 
standard  of  living,  and  our  social  progress. 

We  know  that  our  patent  system  can  and  must  play  a  vital  role  in  meeting 
that  challenge. 

We  know  that  the  very  heart  and  soul  of  a  sound  patent  system  lies  in  a 
sound  and  effective  Patent  Office — one  which  understands  its  mission  and  per- 
forms it  well. 

Yet,  we  know,  too,  that  the  office  today  is  not  as  sound  or  effective  as  it  can 
and  must  be  to  meet  that  challenge. 
Where  does  this  leave  us? 
What  do  we  have  to  do? 
How  do  we  go  about  it? 
Where  do  we  begin? 

By  taking  a  hard  look  at  ourselves — each  of  us.  A  long  and  careful  look, 
analytical  and  free  of  bias,  grounded  in  the  experience  of  our  history  but  free 
of  its  restraints  and  inhibitions — to  see  how  we  measure  up — to  see  where  we 
are  falling  short  and  to  develop  a  sense  of  direction  and  purpose — of  urgency 
and  need — of  personal  commitment,  responsibility,  and  mission. 

In   the   Patent   Office,   we   are  doing  just   that.   As   did   Janus — the  ancient 
Roman  God  of  all  new  beginnings — we  are  looking  in  more  than  one  direction. 
We  are  looking  to  our  past,  as  an  aid  to  understanding  the  present,  as  a  key 
to  preparing  for  the  future. 
We  are  looking  outside  ourselves,  to 

the  public  we  serve,  the  better  to  serve  their  needs ; 

the  nation  and  the  world,   the  better  to  relate  to  the  context  within 
which  we  must  function ;  and 

to  the  fast-moving  changes  in  technology  and  trade,  the  better  to  keep 
pace  with  the  demands  they  make  upon  us  and  the  new  opportunities 
they  afford. 
And  we  are  looking  within,  as  well,  to 

appraise  our  competence  and  performance ; 

identify  faults  and  failures ;  and 

ready  our  staff,  our  tools,  our  methods,  our  attitudes,  and  our  will — for 

the  tasks  at  hand  and  those  that  lie  ahead. 

Service  Operations 

Most  of  you  realize  that  I  have  not  come  here  to  tell  you  that  the  Patent 
Office  is  operating  smoothly  and  efficiently,  and  that  all  of  our  problems  are 
behind  us.  It  was  in  recognition  of  the  many  problems  the  Patent  Office  faced 
last  fall  that  I  asked  a  number  of  leading  patent  law  associations  throughout 
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the  country  to  assist  the  Patent  OflBce  in  identifying  its  problems  and  needs. 

Indeed,  they  did  I  The  response  from  the  bar  was  overwhelming.  It  was  fac- 
tual, and  right  to  the  point.  It  was  enlightening,  if  embarrassing. 

But  the  call  to  action  was  clear  and  loud.  And  in  response,  a  number  of  spe- 
cial programs  were  initiated. 

For  example,  we  established  a  Customer  Relations  Center  to  assist  the 
public  in  obtaining  copies  of  patents  and  other  documents  previously  ordered 
and  not  received.  Many  positive  comments — such  as,  "It's  the  best  thing  that 
ever  happened  at  the  Patent  Office" — have  convinced  us  that  the  Center  is  suc- 
cessfully filling  a  long-felt  need.  At  the  present  time,  the  Center  is  responding 
to  between  three  and  four  hundred  requests  each  day. 

To  reduce  the  long  delays  in  obtaining  certified  copies,  we  established  an 
"on-the-spot"  certifying  service  which  enables  the  public  to  obtain  immediate 
certification  of  copies  of  file  wrappers,  patent  applications,  patents,  and 
selected  papers  from  patented  application  files.  Since  we  began  this  service  last 
October,  over  2,000  requests  have  been  filled,  and  the  response  time  reduced  to 
only  a  few  minutes. 

The  problem  of  delay  in  the  processing  of  new  applications  presented  greater 
difficulties.  Prompt,  efficient  processing  of  a  new  application  is  important  not 
only  from  the  standpoint  of  advising  you  that  an  application  has  been 
accepted  as  complete  and  given  a  serial  number,  but  also  because  it  creates  a 
record  for  eacli  application  as  it  begins  its  journey  through  the  office.  No 
shortcuts  can  be  taken ;  and  we  were  forced  to  address  ourselves  to  the  prob- 
lem of  speeding  up  an  operation  that  was  literally  tens  of  thousands  of  appli- 
cations in  arrears. 

Our  first  action  was  to  create  a  Parallel  Application  Branch  to  process  all 
applications  filed  after  October  27,  1971. 

Second,  we  began  using  the  regular  Application  Branch  to  eliminate  the 
backlog. 

Third,  we  started  planning  to  bolster  the  regular  branch  so  that — with  the 
backlog  disposed  of  (and  it  almost  is) — it  coukl  resume,  and  maintain  on  a 
current  basis,  the  regular  processing  of  new  applications. 

Perhaps  one  of  the  most  important  benefits  of  these  efforts,  however,  is  the 
way  they  pointed  up  the  need  for  better  management  in  the  Patent  Office. 

Professional  Management 

I  am  speaking  here  not  only  of  management  in  general  sense,  but  also  in  the 
terms  of  bringing  to  bear  on  Patent  Office  operations,  professional  administra- 
tive skills  and  experience. 

We  took  a  major  step  in  this  direction  early  in  January  with  the  hiring  of 
Bill  Merkin  as  our  Assistant  Commissioner  for  Administration.  Mr.  Merkin 
was  formerly  associated  with  the  Census  Bureau  which,  like  the  Patent  Office 
is  also  part  of  the  Department  of  Commerce.  He  brings  to  our  clerical  and 
administrative  operations  the  capabilities  of  a  professional  administrator,  devel- 
oped over  more  than  20  years.  We  are  very  proud  and  pleased  to  have  him  as 
a  member  of  our  team. 

He  has  continued  earlier  initiatives  and  instituted  important  new  improve- 
ments in  our  operation.  In  all  of  this,  I  should  mention  also,  we  have  had  full 
cooperation  and  assistance  from  the  Department  of  Commerce,  which  has  in  no 
small  measure  helped  make  these  efforts  .successful. 

During  liis  7  weeks  with  us.  Bill  Merkin  has  brought  his  considerable  exper- 
tise to  bear  on — among  other  things — our  continuing  efforts  to  speed  up  the 
operation  of  our  Mail  Room,  reduce  the  time  it  takes  to  mail  filing  receipts  for 
new  applications,  and  restore  the  printing  of  patents  to  a  current  schedule.  Let 
me  amplify : 

Less  than  6  weeks  ago,  for  example,  it  took  10  to  15  days  to  deliver  non- 
financial  papers  from  the  Mail  Room  to  the  Examining  Groups.  At  the  present 
time,  these  papers  are  arriving  at  the  Examining  Groups  within  8  hours  of 
receipt  in  the  MIL  Room.  If  fees  are  involved,  the  finance  section  requires  an 
additional  day  or  two. 


561 

When  the  Parallel  Application  Branch  was  established  late  last  year,  it  took 
us  at  least  11-12  weeks  to  mail  filing  receipts  for  new  applications.  As  of  yes- 
terday, the  Parallel  Branch  was  mailing  filing  receipts  within  6  weeks.  By 
March  31,  1972,  all  filing  receipts  will  be  mailed  within  4  weeks. 

I  need  not  tell  you  that  not  too  long  ago,  newly  issuing  patents  were  not 
available  until  6  or  7  weeks  after  the  scheduled  date  of  issue.  Our  program  to 
restore  the  printing  of  newly-issuing  patents  to  a  current  basis  has  been  given 
top  priority.  I  can  now  announce  that,  as  of  this  past  Tuesday,  the  Patent 
Office  has  again  achieved  a  current  status  with  regard  to  the  mailing  of  grant 
copies  of  patents.  Moreover,  also  effective  with  that  issue,  copies  of  patents  are 
also  available  for  sale  to  the  public  on  the  date  of  issue. 

People  Orientation 

Although  I  have  been  emphasizing  our  efforts  to  improve  operations,  espe- 
cially those  service  operations  which  are  most  visible,  I  remain  deeply  con- 
cerned with  the  morale  and  motivation  of  the  employees  of  the  Patent  Office. 
In  point  of  fact,  I  have  perhaps  concentrated  even  more  on  the  "people  prob- 
lems" than  on  our  operations  themselves  because,  as  I  have  said  before,  morale 
and  operating  efficiency  are  opposite  sides  of  the  same  coin. 

Although  we  had  many  problems  when  I  assumed  responsibility  for  the 
Office  last  fall,  these  have  probably  been  most  critical  in  the  "paper-handling" 
operations  of  the  Patent  Office. 

For  that  reason,  I  began  an  all-out  effort  to  bring  our  administrative 
employees  back  into  the  mainstream  of  Patent  Office  operations,  and  to 
impress  upon  them  the  importance  of  what  they  do.  We  are  doing  all  we  can 
to  improve  communications  with  these  employees ;  to  demonstrate  a  genuine 
concern  for  them  as  well  as  for  their  contributions ;  and  to  make  them  aware 
that  real  opportunities  for  training  and  advancement  do  exist.  In  addition,  I 
think  it  fair  to  say  that  we  now  have  in  the  Patent  Office  a  more  highly  sensi- 
tized personnel  operation  which  is  more  responsive  to  the  needs  of  these 
employees  and  correspondingly  more  effective. 

In  short,  we  are  striving  to  build  a  Patent  Office  team — with  support  and 
participation  from  every  grade  level,  and  every  area  of  the  operations  of  the 
Office — which  is  tightly  knit,  smoothly  operating,  and  mission-oriented.  And 
these  efforts  will  continue — for,  in  my  judgment,  such  an  organization  is  essen- 
tial to  the  success  of  our  operations. 

The  Patent  Examining  Operation 

These  same  considerations  apply,  with  equal  force,  to  our  Patent  Examining 
Operation.  Certainly  I  have  attempted  to  make  the  examiners  aware  of  my 
conviction  that  this  is  our  most  basic  and  important  activity — and  one  which 
we  must  perform  well. 

At  the  present,  examiners  are,  on  the  average,  reaching  cases  for  first  action 
in  about  10%  months,  and  overall  pendency  of  applications  is  only  slightly  in 
excess  of  28  months.  This  represents — as  against  the  situation  15  months  earlier 
— reductions  of  almost  2  months  in  the  pendency-to-first  action,  and  3  months 
in  the  pendency-to-issuance.  So  we  seem  to  be  well  on  the  way  to  our  goal  of 
18  month  average  pendency  during  FY  1975. 

It  might  seem  to  some  that  we  are  shooting  for  two  inconsistent  goals:  A 
meaningful  examination  and  the  issuance  of  strong  patents  on  one  hand,  and  on 
the  other,  the  accomplishment  of  this  process  in  a  short  period  of  time. 

I  want  to  emphasize,  however,  that  in  our  effort  to  reduce  pendency,  we  do 
not  intend  to  sacrifice  the  development  of  an  adequate  record  of  all  important 
issues,  or  meaningful  examination,  or  justice  and  fair  treatment  for  the  appli- 
cant. On  the  contrary,  I  believe  we  can  cut  down  on  pendency  time  without 
adverse  affect  on  the  examination  process. 

This  was  one  reason,  I  recently  initiated  a  program  to  revive  the  manual 
classification  effort.  The  aim  is  to  improve  the  search  of  patent  examiners, 
without  requiring  additional  time,  by  providing  them  with  better  tools. 
Obviously,  the  more  complete,  up-to-date  and  thorough  the  classification  of  the 
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materials  with  whicti  the  examiner  has  to  work,  the  better  and  quicker  will  be 
his  search,  and  the  stronger  the  issuing  patent. 

There  are  a  number  of  other  steps  the  Patent  OflBce  can  take  internally  to 
streamline  the  Patent  Examining  Operations  and  speed  the  processing  of 
patent  applications.  Several  significant  steps  in  this  direction  have  been  taken 
during  the  past  year.  For  one  thing,  we  developed  and  began  utilizing  the 
"First  Action  Form."  This  has  significantly  reduced  the  time  required  to  pre- 
pare and  mail  first  actions.  Though  perhaps  not  fully  accepted  by  everyone,  I 
think  it  fair  to  say  that  the  form  has  proved  successful,  and  that — modified  in 
light  of  suggestions  and  comments  we  have  received — we  do  intend  to  continue 
its  use. 

In  another  area,  the  time  required  for  the  post-examination  processing  of 
applications  (which  involves  all  operations  after  allowance,  including  the 
actual  printing  of  a  patent)  has  been  reduced  by  almost  2  months  since  last 
July. 

As  these  examples  illustrate,  such  improvements  will  permit  reduction  of 
pendency  time  without  entailing  any  sacrifice  of  professional  effort  placed  on 
these  applications  by  examiners. 

Actions  to  Reduce  Fraud 

As  most  of  your  would  quickly  agree,  fraud  and  inequitable  conduct  in 
patent  prosecution  is  today  a  very  live  subject.  Increasingly,  "fraud  on  the 
Patent  Office"  is  being  alleged  as  a  defense  in  litigation.  Many  courts  are  hold- 
ing patents  invalid  or  unenforceable  on  such  grounds.  This  is  a  matter  of  con- 
cern to  us  all,  and  in  the  Office  we  have  been  giving  thought  to  what  can  be 
done  which  might  be  helpful. 

In  one  type  of  situation,  the  challenger  contends  that  the  patentee  misled 
the  Patent  Office  by  failing  to  call  attention  to  a  prior  use  or  prior  art. 

In  another,  but  similar  situation  an  applicant  presents  data  or  other  evi- 
dence tending  to  support  patentability,  but  fails  to  call  attention  to  additional 
data  which  do  not  help  his  case  and  may  run  counter  to  it.  Even  if  the  omis- 
sion is  not  specifically  intended  to  deceive,  the  patent  may  be  held  unenforcea- 
ble on  the  ground  that  the  patentee's  conduct  was  lacking  in  candor  (as  wit- 
ness the  recent  Third  Circuit  decision  in  Mont»anto  V.  Rohm  &  Haat). 

We  feel  this  is  an  area  where  the  Patent  Office,  can  be  of  help.  Rule  132,  as 
you  know,  provides  for  the  submissions  of  affidavits  to  overcome  rejections.  We 
contemplate  amending  that  rule,  to  require  the  affiant  to  state,  in  effect,  that 
no  facts,  data  or  test  results  are  known  which  are  inconsistent  with  those  in 
the  affidavit  or  which  would  tend  to  give  a  different  impression  from  that  con- 
veyed by  the  affidavit.  A  similar  statement  would  also  be  required  in  cases  in 
which  the  specification  refers  to  test  results. 

The  end  result  of  such  proposed  change,  we  hope,  will  be  a  strengthening  of 
the  presumption  of  validity. 

To  the  same  general  end,  we  are  also  considering  some  liberalization  of  our 
policy  regarding  examiners  testifying  in  cases  where  a  question  of  fraud 
before  the  Patent  Office  is  an  issue  in  litigation. 

The  Trademark  Examining  Operation 

We  are  quite  enthusiastic  about  the  changes  taking  place  on  the  trademark 
side  of  the  office,  but  before  I  discuss  these  changes,  I  would  like  to  stress  one 
general  observation :  We  are  making  progress  in  eliminating  from  Patent  Office 
thinking  the  "rumble  seat"  attitude  toward  our  trademark  functions. 

The  principal  vehicle  which  has  been  used  to  move  trademarks  back  up  to 
share  the  front  seat  has  been  the  creation  of  a  Public  Advisory  Committee  on 
Trademark  Affairs.  Its  mission  has  been  to  review  the  trademark  problems  of 
the  office  from  the  standpoint  of  the  public  interest,  and  to  recommend  solu- 
tions. Its  Chairman  is  a  Pennsylvanian,  a  good  frend  of  long  standing — Frank 
Foote  of  Mine  Safety  Appliances.  This  Committee  has  done  a  great  deal  of 
good  in  developing  a  more  direct  approach  to  the  diagnosis  and  solution  of 
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trademark  problems  in  the  Patent  OflBce.  We  will  continue  on  this  course  of 
modernization  and  improvement. 

I  would  like  to  illustrate  what  is  being  done  in  response  to  the  recommenda- 
tions of  this  committee.  The  most  recent  change  to  be  fully  implemented  was  a 
reorganization  in  the  section  of  the  Trademark  Examining  Operations  in  which 
trademark  applications  receive  initial  processing.  Essentially,  those  changes 
were  directed  to  emphasize  those  functions  which  were  most  important  from 
the  standpoint  of  public  needs.  Without  going  into  detail,  suffice  it  to  say,  that 
whereas  several  months  ago  the  public  search  file  was  more  than  3  months 
behind  as  to  data  concerning  newly-filed  applications,  this  delay  has  now  been 
reduced  to  4  weeks.  Our  eventual  goal  is  to  deliver  data  to  the  Public  Search 
Room  within  10  days  of  the  receipt  of  new  applications. 

In  another  important  area — communication  between  the  office  and  the  appli- 
cant— we  are  introducing  a  number  of  new  techniques.  At  present,  our  empha- 
sis is  on  first  actions  and  the  techniques  now  in  use,  or  in  active  stages  of 
development,  include  the  use  of  form  paragraphs,  transcribed  by  mechanically- 
aided  typewriters;  the  use  of  check-off  forms,  where  feasible;  and  the  pre- 
addressing  of  the  forms  used  in  first  action  letters.  In  introducing  these  improve- 
ments, our  goal  is  to  increase  efficiency  without  sacrificing  substance.  In  order 
to  achieve  the  best  possible  results  we  will,  of  course,  need  your  cooperation, 
constructive  criticism  and  suggestions. 

There  are  just  two  examples  of  our  current  activity.  The  Committee  made 
some  64  recommendations,  and  we  have  implemented,  or  are  engaged  in  imple- 
menting, more  than  75  i)ercent  of  them.  Furthermore,  this  Committee  is  con- 
tinuing to  advise  us  on  matters  not  covered  in  the  original  report,  and  it  will, 
I  hope,  continue  to  do  so. 

Legislation 

As  I  am  sure  this  Association  recognizes,  we  remain  vitally  interested  in 
sound  patent  revision  legislation,  including  the  Scott  Amendments.  And  cer- 
tainly we  share  your  concern  over  the  recent  events  culminating  in  the  issu- 
ance of  the  Committee  Print  of  S.643.  More  than  ever,  we  are  convinced  that  a 
stabilization  and  clarification  of  the  licensable  nature  of  the  patent  grant  is  as 
vital  to  the  nation's  economy  and  and  technological  growth  as  it  was  when  the 
Department  of  Commerce  supported  such  amendments  before  the  Senate  Sub- 
committee on  Patents,  Trademarks  and  Copyrights  last  May.  Moreover,  we 
share  your  concern  over  the  amendments  to  the  Committee  Print  which,  among 
other  things,  would  require  an  attorney  oath,  would  require  a  patentability 
brief  without  adequate  protection  for  patent  applicants,  and  would  permit  the 
importation  into  the  United  States  of  products  made  abroad  by  processes  pat- 
ented in  this  country.  I  can  assure  you  that  we  will  continue  to  press  for  a 
sound  patent  law  revision,  including  the  substance  of  the  Scott  Amendments. 

IntCT^ational 

As  you  know,  it  has  been  almost  2  years  since  the  negotiation  and  signing  of 
the  Patent  Cooperation  Treaty.  Since  that  time,  we  have  been  working  with 
the  associations  such  as  your  own,  to  develop  the  posture  this  country  should 
take  with  regard  to  ratification  of  the  Treaty.  We  intend  to  ratify  the  PCT 
and  have  already  drafted  in  preliminary  form  the  necessary  legislation.  And  I 
should  emphasize  that  our  ix>sition  on  the  Treaty  is  fully  consistent  with  that 
expressed  by  the  patent  community. 

We  are  quite  optimistic  about  the  advent  of  the  PCT.  We  believe  it  will  ben- 
efit the  U.S.  business  community,  and  also  assist  our  examiners  to  perform 
more  thorough  and  complete  patent  searches  of  applications  in  the  United 
States. 

Equally  important  to  the  U.S.  businessman  is  our  effort  to  secure  an  accept- 
able Trademark  Registration  Treaty.  This  was  launched  by  a  resolution  by  the 
United  States  to  the  Executive  Committee  of  the  Paris  Union  in  October,  1970, 
tration  system  in  which  countries  not  now  party  to  the  Madrid  Agreement 
might  participate. 
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On  May  2  of  this  year  there  will  be  convened  in  Geneva,  Switzerland,  a 
Committee  of  Experts  to  consider  a  revised  draft  of  this  Treaty. 

This  upcomong  May  meeting — the  third  of  a  series — is  most  important,  since 
the  draft  treaty  is  now  taking  shape  to  an  extent  that  prompt  and  serious 
examination  of  its  provisions  by  interested  trademark  owners  and  associations 
in  the  United  States  is  essential. 

As  you  are  aware,  the  most  recent  draft  of  the  Trademark  Registration 
Treaty  was  released  by  the  World  Intellectual  Property  Organization  on  Janu- 
ary 31,  1972,  and  was  published  in  the  February  22nd  issue  of  the  OflBcial 
Gazette.  Some  of  the  main  features  of  the  Treaty  in  its  present  form  are : 

1.  Securing   international    registration,    effective   in    designated    member 
countries,  by  filing  a  single  international  application  directly  with  WIPO. 

2.  Correspondingly  simplified  renewal,  by  filing  a  single  renewal  applica- 
tion with  WIPO. 

3.  Notwithstanding  these  procedural  benefits  substantive  matters  would 
continue  to  be  governed  by  the  national  law  of  the  designated  countries. 

While  several  issues  remain  to  be  resolved,  we  believe  that  the  Trademark 
Registration  Treaty  could  result  in  significant  advantages  to  American  busi- 
nessmen. We  are  continuing  to  work  with  a  number  of  interested  associations 
to  obtain  their  comments  on  the  draft  treaty  for  the  May  Committee  of 
Experts.  The  culmination  of  the  present  efforts  will  be  a  diplomatic  conference 
scheduled  to  be  helf  in  Vienna,  Austria,  in  May  and  June  of  1973. 

The  Patent  System  cmd  the  Future 

It  must  be  clear  to  you  that  we  have  a  broad-based  concern  for  improving 
the  patent  system.  This  has  its  roots  in  the  conviction  that  the  Patent  System 
is  of  vital  importance,  and  that  we  will  rely  more,  rather  than  less,  on  the 
incentives  it  affords  as  we  move  ahead  into  the  Seventies. 

In  his  recent  State  of  the  Union  Address,  President  Nixon,  recognized  that 
American  ingenuity  has  enjoyed  a  wide  International  reputation  and  has  con- 
tributed greatly  to  our  domestic  prosi)erity  and  our  international  strength.  He 
further  emphasized  that  we  should  be  doing  more  to  apply  our  scientific  and 
technological  genius  directly  to  domestic  opportunities.  In  the  coming  year,  an 
all  out  effort  will  be  made  to  focus  our  research  and  development  resources  on 
projects  where  an  extra  effort  is  most  likely  to  produce  a  breakthrough,  and 
where  the  breakthrough  is  most  likely  to  make  a  difference  in  our  lives. 

I  need  hardly  remind  this  audience  of  the  central  role  that  the  patent 
system  has  played  in  stimulating  and  making  practically  effective  the  Ameri- 
can ingenuity  of  which  the  President  spoke.  In  this  day  of  comiietitive  interna- 
tional challenge,  it  is  incumbent  ujK>n  us,  both  in  Government  and  the  private 
sector,  to  do  all  within  our  power,  to  strengthen  the  Patent  System  in  order 
that  it  may  play  in  fullest  measure  its  proper  role  in  revitalizing  and  strength- 
ening the  American  economy.  The  President  called  upon  the  patent  system  to 
stimulate  the  application  of  American  technological  genius  to  the  problems  of 
the  environment,  and  we  can  be  sure  that  the  President  also  intends  that  the 
incentives  of  the  patent  system  be  similarly  applied  to  the  transfer  of  technol- 
ogy from  the  public  to  the  private  sector  which  he  has  stressed  as  increasingly 
important. 

We  have  learned  through  experience  how  the  growth  of  industry  and  compe- 
tition in  this  country  has  been  fostered  by  the  patent  system.  We  have 
learned,  too,  how  potent  a  force  in  international  commerce  American  Trade- 
marks can  be. 

We  recognize  that  our  ability  to  compete  internationally  rests  in  no  small 
degree  upon  the  strength  of  patent  incentives  in  this  country  and  the  effective 
protection  of  our  technology  and  trademarks  abroad. 

I  pledge  to  you  today  that  my  efforts,  and  those  of  our  entire  Patent  OflSce 
team,  will  be  dedicated  to  doing  all  in  our  power  to  accomplish  the  President's 
goals  through  the  strengthening  of  our  patent  and  trademark  systems. 
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Senator  Hart.  I  wind  up  the  hearings  having  a  better  understand- 
ing of  the  patent  office  and  the  patent  system.  Everybody  here  has 
contributed  largely  to  that.  Thank  you. 

I  do  ha^'e  a  closing  statement. 

Tradition  compels  a  closing  statement  at  the  end  of  a  hearing.  So, 
rather  than  reform  this  venerable  practice,  here  goes. 

I  opened  the  hearings  by  stating  that : 

No  system  designed  in  1836  can  remain  viable  under  the  economic  and  tech- 
nological conditions  of  1973.  And  that  is  why  the  patent  system  is  under 
attack.  Unless  it  is  reformed  to  create  procedures,  safeguards,  and  mechanisms 
to  weed  out  the  bad  patents  before  issuance — whether  fraudulent  or  not — and 
to  assure  the  expeditious  and  impartial  issuance  of  patents  that  meet  the  con- 
stitutional and  statutory  standards,  the  patent  system  will  die  of  atrophy. 

A  fair  reading  of  the  hearing  record,  I  believe,  shows  remarkable 
agreement  as  to  the  patent  system's  main  vices.  They  interact  and 
result  in  a  game  of  blind  man's  bluff  on  a  motorcycle,  the  objective 
seemingly  being  to  find  the  edge  of  the  cliff  as  quickly  as  possible. 
These  vices  include : 

1.  The  ex  parte  manner  in  which  patents  issue. 

2.  'I'he  failure  to  disclose  material  information  by  persons  dealing 
with  the  l^atent  Office. 

3.  The  lack  of  modern  search  facilities  and  compulsory  process  to 
enable  the  Patent  Office  to  obtain  or  compel  the  furnishing  of  such 
material  information. 

4.  A  tendency  by  Patent  Office  management  to  emphasize  produc- 
tion goals :  quantity  rather  than  quality. 

5.  A  lack  of  interest  and  understanding  by  the  Patent  Office  of 
the  public  impact  of  spurious  patents. 

6.  Submergence  of  Patent  Office  needs  to  the  broader  objectives  of 
the  Department  of  Commerce. 

These  inadequacies  have  interacted  over  the  years  and  result  in 
more  than  70  percent  of  litigated  patents  being  declared  invalid. 
Although  only  one  percent  of  the  patents  are  litigated,  those  that 
reach  the  courts  have  a  significant  impact  on  the  consuming  public. 
For  example,  two  invalid  drug  patents  alone — tetracyclme  and 
ampicillin — cost  consumers  more  than  $1  billion  in  overcharges. 
Guesstimates  at  the  hearings  indicated  that  a  significant  proportion 
of  nonlitigated  issued  patents  are  not  of  sufficient  inventive  quality 
to  merit  a  patent. 

If  patent  reform  was  deemed  vital  in  1966,  today  it  is  imperative. 
Just  as  the  President's  Commission  then  recognized  that  meaningful 
reform  could  not  be  achieved  by  patchwork,  a  viable  patent  system 
today  T-equires  the  institution  'of  a  multifaceted  and  interrelated 
approach.  This  includes : 

1.  Assuring  disclosure  of  all  material  information  by 
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(a)  Replacing  the  ex  parte  method  of  issuing  patents  with  a 
public  adversary  proceeding; 

(b)  Requiring  a  patentability  brief  and  a  comprehensive  oath  by 
inventors,  attorneys,  and  applicants ; 

(c)  Authorizing  the  use  of  subpenas  and  the  discovery  process; 
and 

(d)  Creating  the  Office  of  Public  Counsel  within  the  Patent  Office 
to  represent  the  public  interest  in  assuring  the  expeditiour  issuance 
of  valid  patents  and  the  prompt  rejection  of  others. 

2.  Modernizing  Patent  Office  search  facilities  to  facilitate  prompt 
and  complete  access  to  relevant  prior  art. 

3.  Eliminating  production  goals  and  quotas  stressing  quantity 
rather  than  quality. 

4.  Instituting  a  deferred  examination  system  to  allow  a  more  thor- 
ough examination  of  fewer  applications. 

5.  Instituting  a  system  of  maintenance  fees  to  return  individual 
inventors  and  small  businessmen  to  the  mainstream  of  technological 
progress. 

6.  Removing  the  Patent  Office  from  the  Department  of  Commerce 
and  making  it  an  independent  agency. 

The  subcommittee  will  begin  marking  up  a  patent  reform  bill 
shortly,  and  it  is  expected  that  a  patent  reform  bill  will  be  reported 
before  the  recess.  Testimony  of  administration  witnesses  indicates 
the  existence  of  a  progressive  administration  bill,  and  I  again  urge 
the  administration  to  provide  the  subcommittee  with  its  patent 
reform  proposal. 

As  I  said,  I  want  as  we  adjourn  these  hearings  to  express  my 
appreciation  to  the  Chairman  of  the  Subcommittee,  Senator 
McClellan,  for  his  willingness  in  authorizing  the  hearings  and  I 
hope  that  the  subcommittee  will  find  that  the  addition  of  these  hear- 
ings permits  us  to  say  we  have  just  covered  the  whole  front. 

I  am  grateful  to  Mr.  Brennan  for  his  always  careful  arrangement 
of  the  details  and  as  to  the  management  of  the  hearings  and  I  thank 
Mr.  Brennan  and  Mr.  Nash  for  developing  a  witness  list  that  I 
believe  has  been  helpful  to  all  of  us. 

I  won't  repeat  what  was  said  in  the  opening  statement,  namely  the 
subcommittee's  wish  to  get  a  bill  to  the  Senate  before  this  session 
closes.  As  we  look  to  this  calendar,  this  may  be  just  another  politi- 
cal pipe  dream  but  it  is  my  understanding  the  staff  will  now  being 
to  develop  basic  procedures  for  markup.  I  can't  resist  saying  at  this 
point  that  if  the  Administration  wants  the  attention  it  is  entitled  to, 
the  sooner  it  gets  it  bills  in,  the  better  for  all  of  us. 

I  thank  again  all  who  have  testified. 

[Whereupon  at  1 :30  pm  the  subcommittee  recess  subject  to  the 
call  of  the  Chair.] 
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Aerospace  Industries  Association  of  America,  Inc., 

Washington,  B.C.,  September  28,  1973. 
Senator  John  L.  McClellan, 
Chairman, 
Subcommittee  on  Patents,  Trademarks 

and  Copyrights, 
Russell  Senate  Office  Building, 
Washington,  B.C. 

De\r  Senator  McClellan  :  The  Aerospace  Industries  Association  of  Amer- 
ica,  Inc.,   has  long  supported  the  U.S.  Patent   System   and  legislation  which 
strengthens  that  system.   It  is  with  this  objective  in  view  that  the  attached 
statement  of  the  Association  on  S.  1321  is  offered. 
Yours  very  truly, 

Karl  G.  Hart,  Jr. 
Attachment. 

Statement  to  the  Subcommittee  on  Patents,  Trademarks  and  Copyrights, 
Committee  on  the  Judiciary,  U.S.  Senate  Concerning  S.  1321  (Hart) 

Tlie  Aerospace  Industries  Association  of  America,  Inc.,  (AIA)  is  the 
national  trade  association  of  companies  in  the  United  States  engaged  in  the 
research,  development  and  manufacturing  of  aerospace  systems,  including  but 
not  limited  to  manned  and  unmanned  aircraft,  missiles  and  astronautical  vehi- 
cles, their  propulsion  or  control  units,  and  associated  equipment. 

The  five  topics  which  are  the  subject  of  the  present  hearings  have  been  dis- 
cussed in  great  detail  by  way  of  both  the  spoken  and  written  word.  Accord- 
ingly, AIA  believes  that  the  needs  of  the  Subcommittee  can  best  be  served 
with  a  concise,  to-the-point  statement. 

Public  Adversary  Proceeding — AIA  supports  such  a  proceeding  wherein  the 
public  can  present  pertinent  prior  art  to  the  Patent  OflBce  for  a  designated 
time  after  an  application  is  deemed  allowable  by  an  Examiner.  The  AIA  does 
not  support,  however,  an  inter  partes  opposition  practice  on  the  basis  of  its 
being  time-consuming,  burdensome  and  no  more  effective  toward  improving  the 
overall  operation  of  the  patent  system  than  an  adversary  proceeding  wherein 
prior  art  is  made  known  to  the  Patent  Office. 

Office  of  Public  Counsel — Although  AIA  questions  the  effectiveness  of  the 
Public  Counsel  as  proposed  in  S.  1321,  AIA  does  support  the  position  of  the 
Department  of  Commerce  that  certain  of  the  functions  proposed  for  the  Public 
Counsel  would  be  practical  and  would  strengthen  the  tools  of  the  Patent 
Examiner  so  as  to  improve  the  examination  procedure.  More  specifically,  the 
AIA  supports  the  administrative  implementation  of  such  functions  as  deemed 
appropriate  by  the  Commissioner  of  Patents.  The  AIA  does  not  support  the 
establishment  of  an  OflSce  of  Public  Counsel  because  the  OflBce  would  be  costly 
in  view  of  the  large  staff  required,  much  of  it  to  carry  out  duplicate  work 
more  appropriately  assigned  to  the  Examining  Corps ;  it  could  be  burdensome 
to  patent  applicants  and  Examiners  from  the  standpoint  that  more  mischief 
than  good  might  be  expected  from  a  Public  Counsel  having  such  sweeping 
powers  as  are  delegated  in  S.1321. 

Deferred  Examination — The  AIA  does  not  supi)ort  deferred  examination  in  the 
United  States  because  there  is  no  need  for  it  in  view  of  the  limited  Patent 
OflBce  backlog.  Tlie  i)osition  taken  by  its  proponents  that  the  quality  of  the 
resulting  patent  work  product  should  be  enhanced,  is  erroneous.  There  is  no 

(571) 


572 

assurance  under  a  deferred  examination  system  that  the  Examiner  will  be 
granted  more  time,  for  example,  per  patent  application  by  his  management 
because  average  time  allocation  per  patent  application  is  a  matter  which  ulti- 
mately finds  its  way  back  to  Congress.  It  was  pointed  out  in  oral  testimony  by 
a  former  Commissioner  that  during  his  term  he  had  to  manage  the  operation 
of  the  Patent  Office  with  the  resources  made  available  to  him  by  way  of  the 
appropriations  allocated  by  Congress.  In  this  connection,  there  is  nothing  to 
prevent  a  future  Congress  from  allocating  such  lesser  operating  funds  under  a 
deferred  examination  system  and  in  view  of  a  smaller  backlog,  as  to  result  in 
no  more  time  per  patent  application  as  is  currently  available  to  the  Examiner. 
Fee  Schedule  and  Establishment  of  Madntenanoe  Fees — The  AIA  supports 
reconsideration  of  fees  generally  in  keeping  with  previous  proposals  to  appor- 
tion costs  of  examination  equally  between  the  Patent  Office  and  the  applicant ; 
to  direct  the  cost  of  supplying  patent  copies  and  other  services  entirely  to  the 
recipient  thereof;  and  to  have  the  cost  of  maintaining  search  and  library  facil- 
ities, the  printing  of  patents,  and  the  like  funded  entirely  by  the  public  as  a 
public  benefit  function. 

The  AIA  does  not  support  the  establishment  of  maintenance  fees  which  it 
views  as  a  burdensome  tax  in  principle,  and  in  i>oint  of  fact,  as  specified  in  S. 
1321,  a  confi.scatory  tax.  The  suggested  fees  are  in  noway  commen.surate  with 
any  benefit  to  the  patent-owner  or  to  the  public.  The  extent  the  proposed  fees 
might  preclude  the  filing  of  patent  applications,  they  would  work  to  the  pub- 
lic's detriment. 

Administrative  Restructuring  of  Patent  Office — The  AIA  has  not  formed  a 
position  with  respect  to  establishing  the  patent  Office  as  an  independent 
agency.  The  AIA  supports  the  elevation  of  the  Commissioner  of  Patents  to  the 
position  of  at  least  an  Assistant  Secretary.  Accordingly  we  support  the  corre- 
sponding provision  in  S.  1957  introduced  by  Senator  McClellan. 

The  AIA  would  like  to  make  two  additional  general  comments  for  the 
record.  The  first  pertains  to  an  inference  during  the  hearings  as  to  a  lack  of 
interest  by  industry  as  to  the  matter  of  general  patent  law  revision.  Industry 
generally,  and  the  AIA,  in  particular,  as  evidenced  by  its  frequent  statements 
to  the  Subcommittee,  is  vitally  concerned  with  having  a  strong  patent  system 
and  one  in  which  there  is  public  confidence.  The  second  is  to  request  an  oppor- 
tunity to  comment  upon  the  forthcoming  Administration  bill  referenced  in  the 
testimony  of  both  the  Department  of  Commerce  and  the  Department  of  Jus- 
tice. This  request  is  particularly  directed  to  any  new  concepts  and  provisions 
within  the  Administration  bill  that  may  have  previously  been  studied  and  dis- 
cussed in  connection  with  general  patent  law  revision  matters  before  the  Sub- 
committee. 


American  Bab  Association, 
Chicago,  III,  September  26,  1973. 
Re:  S.  1321 

Hon.  John  L.  McClellan, 
Senate  Subcommittee  on  Patents, 

Trademarks  and  Copyrights, 
Washington  D.C. 

Dear  Senator  McClellan:   On  behalf  of  the  Amercan  Bar  Association,  I 
wish  to  supplement  the  statement  previously  filed  with  the  Committee. 

We  wish  to  make  of  record  positions  of  the  Association  with  respect  to  fea- 
tures of  S.  1321  not  previously  discussed. 

Obviousness. — A.B.A.  approves  revision  of  35  USC  103  to  read  : 

"A  patent  may  not  be  obtained  though  the  invention  is  not  identically 
disclosed  or  described  in  the  prior  art  as  set  forth  in  section  102  of  this 
title,  if  the  differences  between  the  subject  matter  sought  to  be  patented 
and  such  prior  art  are  such  that  the  subject  matter  as  a  whole  was 
obvious  from  such  prior  art  to  a  person  having  ordinary  skill  in  the  art  to 
which  said  subject  matter  pertains.  Patentability  shall  not  be  negatived  by 
the  manner  in  which  the  invention  was  made,  nor  because  the  invention 
has  simplicity  or  is  the  last  step  in  an  evolutionary  development,  nor 
because  it  is  not  revolutionary,  basic,  scientific  or  technical  in  character. 
Claims  for  a  new  combination  or  assemblage  of  known  mechanical  or 
other  elements  shall  be  subjected  to  the  same  "standard  of  patentability  as 
is  applied  to  claims  for  other  tyi)es  of  subject  matter." 
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Further,  the  A.B.A.  recommends  the  amendment  of  Section  103  by  adding  after 

"pertains"  tlie  phrase — at  tlie  time  the  invention  was  inade — . 

Tlie  Association  favors  imposition  on  parties  challenging  the  validity  of  a 
patent,  the  burden  of  establishing  obviousness  with  clear  and  convincing  evi- 
dence. 

Utility. — The  A.B.A.  approves  the  statutory  definition  of  the  utility  require- 
ment for  patentability  to  include  utility  in  agriculture,  commerce,  industry, 
health,  and  research. 

Antitrust. — The  following  positions  have  been  adopted  by  the  A.B.A. : 

(a)  Disapproval  of  the  prohibition  of  patent  assignment  and  license 
restrictions  as  to  selling  price,  geographical  area,  production  and  use,  and 
authorizing  the  Section  to  oppose  legislation  for  enacting  any  of  such 
prohbitions.  Such  legislation  was  recommended  on  pages  16-18  of  the 
report  of  the  Temporary  National  Economic  Committee,  by  a  Section  refer- 
endum in  which  48S  members  opposed  any  such  prohibition  while  53 
favored  some  degree  of  prohibition  in  one  form  or  another. 

(b)  The  A.B.A.  approved  amendment  of  the  Sherman  Act  to  give  legisla- 
tive sanction  to  types  of  limitation  in  patent  licenses  now  recognized  as 
lawful,  such  as  limitations  to  quantity,  type,  field  of  use,  etc.  Section  35 
provides  that  patents  in  antitrtist  cases  shall  be  presumed  to  be  valid 
unless  previously  declared  invalid,  or  unless  person  relying  on  patent  is  on 
reasonable  notice  that  patent  is  invalid.  Section  36  denied  to  the  Govern- 
ment any  retroactive  holding  that  the  patent  is  held  invalid  in  an  anti- 
trust case. 

(c)  The  A.B.A.  approves,  legislation  by  which  the  licensable  nature  of 
patent  rights  should  be  clarified  by  specifically  stating  in  the  patent  stat- 
ute that  applications  for  patents,  patents,  or  any  interests  therein  may  be 
licensed  in  the  whole,  or  in  any  specified  part,  of  the  field  of  use  to  which 
the  subject  matter  of  the  claims  of  the  patent  are  directly  applicable,  and 
FURTHEH.  that  a  patent  owner  shall  not  be  deemed  guilty  of  a  patent 
misuse  merely  because  he  agreed  to  a  contractual  provision  or  imposed  a 
condition  on  a  licensee,  which  has  (a)  a  direct  relation  to  the  disclosure 
and  claims  of  the  patent,  and  (b)  the  performance  of  which  is  reasonable 
under  the  circumstances  to  secure  to  the  patent  owner  the  full  benefit  of 
his  invention  and  patent  grant ;  and  FURTHER,  that  the  Section  approves 
of  legislation  by  v.hieh  it  is  made  clear  that  the  "rule  of  reason"  shall 
consititute  the  guideline  for  determining  patent  misuse. 

Fees. — The  A.B.A.  basic  position  is  that  the  Patent  OflSce  should  be  sup- 
ported adequately  to  insure  first  class  staffing,  housing  and  equipment,  that  the 
Office  should  not  be  self-sustaining,  and  that  fees  charged  should  be  reasonably 
apportioned  according  to  the  cost  of  providing  particular  services. 

I  has  opposed  granting  to  the  Commissioner  a  right  to  fix  fees. 

Assignee  Filing. — A.B.A.  has  adopted  a  resolution  favoring  this  principle  pro- 
viding that  the  inventor  or  inventors  be  named  in  tlie  appiication. 

Double  Patenting. — The  Association  favors  elimination  of  "double  patenting" 
as  a  basis  for  refusing  issuance  of  a  patent  where  expiration  will  occur  on  the 
same  date  or  as  a  result  of  a  terminal  disclaimer  provided  that  the  right  to 
sue  for  infringement  is  maintained  in  the  same  legal  entity. 

Publication. — A.B.A.  has  several  positions. 

(a)  Disapproves  publication  of  applications  prior  to  allowance  of  the 
claims  without  authorization  of  an  applicant,  or  after  allowance  without 
first  giving  applicant  a  reasonable  time  within  which  to  elect  whether  or 
not  to  abandon  the  application,  thereby  preventing  publication. 

(b)  Approves  consideration  by  the  Patent  Office  of  patents  and  publica- 
tions cited  by  the  public  within  six  months  after  publication  of  the  appli- 
cation, provided  that  the  applicant  is  given  an  opportunity  ex  parte  to 
rebut  any  determination  of  unpatentability  and  also  to  amend  the  scope  of 
any  claim. 

(c)  Disapproves  mandatory  publication  of  applications  before  issue  for 
opposition  puri)oses. 

(d)  Approves  a  re-examination  period  of  one  year  after  the  date  of 
issue  during  which  the  public  may  cite  prior  art,  with  the  opportunity 
given  to  applicants  to  rebut  any  determination  of  unpatentability  and  also 
to  amend  the  scoi)e  of  any  claim. 

Patent  Court. — The  Association  approves  the  appointment  of  lawyers  experi- 
enced in  patent  law  as  judges  of  a  federal  court  of  record  established  under 
2.3-9.32— 74— .37 
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Article  III  of  the  Constitution  and  the  utilization  of  such  judges  to  sit  in  any 
Court  of  Appeals. 

It  also  favors  revision  of  Titles  28  and  35,  U.S.C.  to  confer  sole  jurisdiction 
to  review  Patent  Office  decisions  on  an  Article  III  court  of  record  (other  than 
a  District  Court). 

Term  of  Patent. — In  contrast  to  the  12  year  proposed  in  S.  1321,  A.B.A. 
favors  a  20  year  term  running  from  the  filing  date  of  the  application. 

Prior    Art    (Section    102). — The    Association    opposes    inclusion    of    foreign 
knowledge,  use  or  sale  as  prior  art. 
Respectfully  submitted, 

T.  L.  Bowes, 
Cliairmam,  Section  of  Patent, 
Trademark  and  Copyright  Law. 

Huntington  Woods,  Mich.,  September  12,  1973. 
Hon.  John  L.  McClellan, 
U.S.  Senate, 
Washington,  D.C. 

Dear  Senator  McClellan  :  In  the  little  time  that  has  been  available  since  I 
was  informed  that,  to  be  given  full  consideration,  comments  on  Hart  S.1321 
"For  the  general  reform  and  revision  of  tlie  Patent  Laws"  should  be  submitted 
by  September  15.  time  has  not  been  available  to  prepare  a  finished  presenta- 
tion on  the  bill.  I  am,  therefore,  limiting  myself  to  an  outline  of  those  provi- 
sions which  I  tliink  are  most  objectionable. 

My  basic  objection  to  the  bill  is  that  I  am  afraid  that  it  will  be  self-defeat- 
ing and  tend  to  destroy,  rather  than  improve,  the  Patent  System  by  reason  of 
the  very  provisions  intended  to  implement  the  commendable  but  impracticable 
objective  of  Sec.  1  "to  assure  that  United  States  patents  are  of  high  quality 
and  reliable." 

In  the  light  of  Sec.  41(b)  (1)  that  "Fees  shall  be  designed  to  affect  an  over- 
all recovery  in  the  range  of  G5  to  75  per  centum  of  the  costs  of  operation  of 
the  Patent  Office"  and  the  following  and  other  implementing  provisions,  I  am 
afraid  tliat  such  a  policy  would  make  it  prohibitively  expensive  and  compli- 
cated to  obtain  a  United  States  Patent : 

Sec.  3(d)  would  establish  a  Public  Counsel  and  provide  that  "he  shall 
consider  and  review  all  proceedings  in  the  Patent  Office." 

Sees.  23  and  24  would  authorize  the  Primary  Examiners  and  the  Public 
Counsel  to  issue  subpenas. 

Sec.  41(c)(1)  would  provide  that  "Beginning  the  fourth  year  after  a 
patent  issues,  the  maintenance  fee  thereon  shall  be  no  less  than  $1,000, 
and  shall  increase  annually  by  at  least  25  per  centum  each  year." 

Sec.  122(a)  would  provide  for  the  publication  of  pending  and  abandoned 
applications. 

Sees.  134(c),  135  and  137  would  establish  opposition  proceedings. 
Sees.   191  and  192  would  provide  for  deferment  of  examination  unless 
such  examination  is  requested  within  five  years  of  the  effective  filing  date 
of  the  application.   Such  examination  may  be  requested  not  only  by  the 
applicant  but  by  any  other  person  at  the  expense  of  the  applicant  except 
for  the  base  examination  fee.  If  the  request  is  made  by  the  Public  Counsel 
or  the  United  States,  even  this  exception  does  not  apply. 
The  following  provisions  would,  in  my  opinion,  make  unreasonable  or  exces- 
sive demands  on  applicants : 

Sec.  112(a)  and  (b)  would  require  that  the  specification  contain  in  addi- 
tion to  what  is  now  required  a  number  of  new  features  including  "all 
know-how  known  to  the  inventor  and  applicant  necessary  or  commercially 
required  to  make,  use  and  work  the  invention." 

Sec.  115(a)  and  (a)  (3)  would  require  not  only  the  present  oath  by  the 
inventor  but  reaffirmation  of  this  oath  after  notice  of  allowance  and  fui-- 
ther  oath  that  "he  is  aware  of  no  prior  art  or  other  information  that  he  . 
.  .  believes  to  be  more  pertinent  than  that  considered  by  tlie  Patent  Office." 
This  Section  would  also  require  the  Attorney  after  notice  of  allowance  to 
file  a  statement  tliat  he  has  no  reason  to  believe  the  inventor  not  to  be  the 
original  and  first  inventor  and  further  statement  to  the  same  effect  as  the 
additional  averment  of  the  applicant's  oath. 

Sec.  131(b)  would  provide  that  "Tlie  applicant  shall  .  .  .  submit  (1) 
copies  of  or  citations  to  those  patents,  publications  or  other  prior  art  or 
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evidence  of  the  state  of  the  art  which  the  applicant  has  considered  in 
connection  with  sncli  application  for  patent,  the  disclosure  of  which  is  nec- 
essary to  make  the  application  as  a  whole  not  misleading;  and  (2)  an 
explanation  as  to  why  the  claims  in  such  application  are  patentable  over 
such  matter."' 

Sec.  140  would  provide  that  "In  all  proceedings  in  the  Patent  Office,  the 
applicant  shall  have  the  burden  of  persuading  the  Office  that  a  claim  is 
patentable." 
The  following  Sections  would,  in  my  opinion,  also  confer  excessive  authority 
on  the  Commissioner  and  other  Officials  of  the  Patent  Office : 

Sec.  3(a)  would  confer  upon  the  Commissioner  the  authority  to  "define 
any  and  all  terms  used  in  this  title  in  connection"  with  proceedings  before 
the  Patent  Office. 

Sees.   23   and   24    would    confer   upon   the   Primary    Examiner   and   the 
Public  Counsel  the  authority  to  issue  subpenas. 
In  addition,  there  are  several  provisions  which  I  also  consider  objectionable 
for  various  reasons : 

Sec.  122(a)  would  provide  for  the  publication  of  pending  and  abandoned 
applications. 

Sec.  153(h)  would  reduce  the  term  of  patents  to  twelve  years  from  the 
actual  filing  date  in  the  United  States  or  if  priority  is  claimed  on  the 
basis  of  a  corresponding  foreign  application  from  the  filing  date  of  the 
foreign  application. 

Sees.  191  and  102  would  provide  for  deferment  of  examination  unless 
such  examination  is  requested  within  five  years  of  the  effective  filing  fate 
of  the  application.  Such  examination  may  be  requested  not  only  by  the 
applicant  but  by  any  other  person  at  the  expense  of  the  applicant  except 
for  the  base  examination  fee.  If  the  request  is  made  by  the  Public  Counsel 
or  the  United  States,  even  this  exception  does  not  apply. 

Sec.  263  would  provide  that  no  assignment  by  an  employee  to  his 
employer  of  an  invention  made  in  the  course  of  his  employment  shall  be 
valid  unless  the  employee  receives  in  addition  to  his  regular  salary  a  mini- 
mum of  2  per  cent  of  the  profit  or  savings  made  by  the  employer. 

Sec.  4(a)  of  the  Transitional  and  Supplementary  Provisions  provides 
that  the  Act  shall  apply  not  only  to  applications  filed  on  or  after  its  effec- 
tive date  but  also  to  applications  filed  but  not  allowed  before  the  effective 
date  of  the  act. 


Sincerely  Yours, 


A.  F.  Baillio. 


The  Patent  Law  Association  of  Chicago, 

Chicago,  III.,  Bcptcmher  18,  1913. 
Re:  S-1321 

Mr.  Thomas  Brennan, 
Old  Senate  Office  Building, 
Washington,  D.C. 

Dear  Mr.  Brennan  :  It  is  our  understanding  that  the  Senate  Subcommittee 
hearings  on  the  Patent  System,  which  commenced  on  September  11,  1973,  were 
limited  to  five  proposed  legislative  changes  in  the  patent  laws,  and  we  welcome 
the  opportunity  to  comment  on  these  five  proposed  changes  which  we  under- 
stand are : 

1.  Modification    of    patent    examination    proceedings    to    provide    public 
adversary  hearings ; 

2.  the  creation  of  the  Office  of  Public  Counsel ; 

3.  establishment  of  a  system  for  deferred  examination  of  patent  applica- 
tions ; 

4.  revision   of  the  patent   fee   schedule,   including  the   establishment   of 
maintenance  fees :  and 

5.  administrative  restructuring  of  the  Patent  Office,  including  the  pro- 
posed establishment  of  the  Patent  Office  as  an  independent  agency. 

1.  Modification  of  Patent  Examination  Proceeding.^  to  Provkle  Public  Adver- 
sary Hearings 
Based  upon  our  long  experience  with  public  adversary  proceedings  in  Ger- 
many   and   Japan,    our   Association    believes    that   our    system    v.'ould    not    l)e 
strengthened    but    would    be    weakened    by    such    adversary    proc-eedings.    In 
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those  countries  we  have  found  that  many  interested  parties  automatically 
file  oppositions  to  the  issuance  of  any  patent  in  the  particular  area  of  their 
endeavor.  Some  few  of  such  oppositions  have  merit  but  most  of  them  are 
merely  to  harass  and  prevent  the  patent  applicant  from  obtaining  a  patent. 
It  is"  not  uncommon  in  Germany,  for  example,  for  opposition  proceedings 
to  run  the  entire  term  of  the  panett.  We  believe  such  proceedings  are  un- 
necessary and  undesirable  in  our  Patent  System.  It  is  felt  that  the  prior 
proposal  by  Senator  McClellan  for  reexamination  after  issue,  Section  191  of  S. 
GJ3  would  help  improve  the  quality  of  patents  without  the  undesirable  and 
lengthy  adversary  proceedings  such  as  exist  in  the  German  and  Japanese 
patent  laws.  Xcte  that  the  proposed  European  Patent  (of  which  Germany  will 
be  a  member)  incorporates  a  similar  arrangement  for  opposition  or  reexamina- 
tion after  grant. 
2.  The  Creation  of  the  Office  of  Pithlic  Counsel 

Our  Association  approves  in  principle  actions  to  improve  the  system  of 
Patent  Office  examination  and  the  quality  of  issued  patents.  However,  it 
should  be  remembered  that  under  our  present  system  the  Commissioner  of  Pat- 
ents and  his  corps  of  Examiners,  as  well  as  the  Board  of  Appeals,  are  in  effect 
I'ublic  Counsel.  The  establishment  of  an  office  which  could  or  would  reexamine 
each  application  would  not  imi)rove  the  system.  The  Public  Counsel  would 
become  another  tier  in  the  examination  process,  and  merely  make  it  more  cum- 
l>ersome.  The  grant  of  subpoena  power  to  Public  Counsel  to  intervene  in 
Patent  Office  examination  procedures  would  unduly  extensively  delay  the 
examination  procedures,  and  greatly  increase  the  cost  to  an  inventor  of  obtain- 
ing a  patent. 

It  is  believed  that  the  most  beneficial  step  to  improve  the  quality  of  patents 
would  be  to  upgrade  the  quality  and  number  of  Patent  Office  Examiners,  and 
to  improve  the  techniques  for  searching  of  the  prior  rights. 

2.  Efttahlishnient  of  a  System  for  Deferred  Examination  of  Patent  Applieations 
We  are  opposed  to  deferred  examination  in  principle  unless  and  until  there 
is  some  viable  reason  for  it.  It  would  appear  better  to  target  in  on  a  goal  of 
examining  and  issuing  U.S.  patents  within  18  months  of  application  rather 
than  going  to  a  system  such  as  is  utilized  in  Germany,  Holland,  Japan  and 
Australia.  The  reason  for  these  aforementioned  countries  going  to  a  deferred 
-examination  system  was  that  tliey  were  in  a  hopeless  situation  with  regard  to 
their  backlog.  Such  a  backlog  does  not  exist  iu  the  U.S.  Patent  Office. 

4.  Revision  of  the  Patent  Fee  Schedule,  Including  the  Establish  men  t  of  Main- 

tenance Fees 
Our  Association  believes  that  the  present  method  of  setting  fees  for  Patent 
Office  Services,  i.e.,  by  Congress,  is  better  than  any  of  the  proposed  revisions 
suggested  thus  far.  Our  Association  is  oi^posed  to  maintenance  fees. 

5.  Administrative  Restructuring  of  the  Patent   Office,  Including  the  Proposed 

Estahlishmcnt  of  the  Patent  Office  as  an  Independent  Agency 
Our  Association  supports  the  proposal  that  would  establish  the  Patent  Office 
;iis  an  Independent  Agency. 
Sincerely  yours, 

James  R.  Sv^eeney. 


YOUNT,  Tarolli  &  Weixshenker, 

Attorneys  at  Law, 
Cleveland,  Ohio,  September  25,  1973. 
He:  Written   Statement  of  the  Position  on   Selected  Portions   of  the  Patent 

Reform  Act  of  1973  (S.  1321). 
Hon.  John  L.  McClellan, 
Chairman,  Subcommittee  on  Patents, 

Trademarks  and  Copyrights, 
V.S.  Senate, 
Senate  Office  Building, 
Washington,  B.C. 

Dear  Senator  McClellan  :  This  letter  is  written  on  behalf  of  the  Board  of 
Directors  of  the  Cleveland  Patent  Law  Association  to  advance  comments  con- 
cerning State  Bill  1321,  93d.  Congress,  1st  Session.  The  Cleveland  Patent  Law 
Association  has  a  membership  of  about  250  patent  attorneys  from  Northeastern 
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Ohio  who  represent  a  cress  section  of  patentees  from  individual  inventors  to 
large  corporations. 

Since  the  ISubcommittee  will  l>e  receiving  many  comments  concerning  the  bill 
as  a  whole,  the  Board  would  like  to  concentrate  its  remarks  on  certain  fea- 
tures of  the  hill  which  it  believes  are  anti-competitive  in  that  they  favor 
entrenched  oligopolists  and  which  introduce  excessive  patent  costs  into  the 
system. 

Senate  Bill  1321  provides  for  re-examination  proceedings  of  an  application 
before  issuance.  Re-examination  proceedings  are  often  used  anti-competitively 
by  those  entrenched  in  the  market  place  to  frustrate  new  competitors  who 
have  made  an  invention  and  need  a  patent  to  gain  a  foothold  in  the  market. 
This  is  true  when  the  system  encourages : 

(a)  Relaying   the   issuance   or   enforcement   of  a   legitimate   patent   by 
instituting  re-examination  proceedings. 

(b)  Taking  specious  appeals  during  the  re-examination  proceedings. 

(c)  Imposing   heavy    tinaneial    burdens    ou   new    competition    unable    to 
carry  the  liurden. 

Such  tactics  are  particularly  harmful  to  the  small  busines.sman  and  in  areas  of 
fast  moving  technology. 

Re-examination  before  issuance  of  the  patent  is  susceptible  of  use  as  an 
anti-competitive  tool  particularly  if  the  patent  term  is  measured  from  the 
tiling  date  of  the  application.  Moreover,  such  a  system  requires  the  compulsory 
publication  of  pending  patent  applications.  Tins  poses  an  additional  financial 
burden  on  the  Patent  Office,  whose  publication  costs  now  run  approximately 
40%  of  the  budget.  It  also  tills  the  Examiner's  search  files  with  many  redun- 
dant disclosures  increasing  not  only  the  cost  of  classifying  and  maintaining 
the  search  files,  but  also  the  time  of  the  Examiner  to  make  a  search. 

Accordingly,  the  Board  favors  re-examination  only  after  issuance  of  the 
patent  and  without  the  right  of  the  person  instituting  the  re-examination  to 
I)articipate  as  a  party  in  the  proceedings.  Re-examination  after  issuance  will 
not  make  it  possil)le  to  delay  the  patent  of  the  legitimate  patentee  and  v.ill 
enable  him  to  recover  damages  for  infringement  after  issuance.  The  person 
instituting  the  re-examination  proceedings  should  not  have  the  right  to  partici- 
pate as  a  party  so  that  the  proceedings  cannot  be  used  anti-competitively  to 
unduly  delay  enforcement  of  the  patent. 

Public  Counsel  may  l)e  given  the  right  to  participate  in  tlie  post-issuance  re- 
examination, thus  protecting  the  public  interest.  The  Board  opposes  any  Public 
Counsel  who  has  the  duty  to  select  applications  prior  to  issuance  for  purposes 
of  re-examination.  The  task  of  screening  applications  to  select  those  which 
should  be  re-examined  would  not  only  be  a  Ilerculean  (and  expensive)  task 
but  also  raises  constitutional  law  questions  and  delays  tlie  issuance  of  legiti- 
mate patents.  The  latter  is  detrimental  to  the  public  if  the  patent  term  is 
measured  from  issuance  and  detrimental  to  the  legitimate  patentee  if  it  is 
measured  from  filing. 

Without  addressing  ourselves  to  the  desiral)ility  of  modest  maintenance  fees, 
we  do  believe  that  the  maintenance  fees  prf)posed  by  Senate  Bill  1321  are 
excessive  in  magnitude,  would  work  contrary  to  the  purposes  of  the  patent 
.system,  and  would  be  particularly  harmful  to  the  small  businessman.  Here 
again  the  fees  would  becoriie  anti-competitive  in  an  oligopolistic  market. 

Av'e  favor  proposed  bills  providing  voluntary  defensive  publication  of  an 
application  hy  an  applicant  who  is  only  interested  in  preserving  a  right  to  an 
interference. 

From  the  foregoing  you  can  see  that  we,  in  this  letter,  specifically  oppose 
Sections  3(d),  41(c),  122.  and  135  of  S.  1321. 

While  these  considerations  are  being  advanced  at  this  time,  representatives 
of  the  Cleveland  I'atent  Law  Association  would  welcome  further  opportunity 
to  meet  with  the  staff  and  discuss  in  depth  the  above  considerations  and  other 
proposals  of  the  bill. 

Also  enclosed  is  a  letter  which  was  received  from  Merton  H.  Douthitt, 
Patent  Counsel  for  SCM  Corporation,  Gliddeu-Durkee  Division,  and  directed 
to\Aard  many  of  the  points  of  the  bill  on  which  we  as  Directors  of  the  Cleve- 
land Patent  Law  Association  have  not  taken  a  formal  position.  Mr.  Douthitt  is 
now  President-Elect  of  the  Cleveland  I'atent  Law  Association. 
\ery  truly  yours, 

J.  Herman  Youxt.  Jk., 

I'reMidoit, 
Cleveland  Patent  Law  Association. 
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SCM®    GLinDEX-DURICEE, 

Division  of  SCM  Corporation, 
Cleveland,  Ohio,  September  21,  1973. 
Re  Hart  bill. 

Mr.  J.  Herman  Yount,  Jr., 
Yount,  Tarolli  d  Weinshenker, 
ClcveJand,  Ohio 

Dear  Herman  :  In  addition  to  the  sections  you  commented  on,  the  twelve- 
year  period  for  a  patent  monopoly  mea.'^ured  from  tiling,  the  stiff  proposed 
maintenance  fees  to  arise  promptly,  and  the  employed  inventor  royalty  section 
give  me  substantial  concern. 

In  my  personal  experience,  certain  inventions  which  were  looked  upon  as 
marginal  but  later  blossomed  into  quite  useful  developments  most  likely  never 
would  have  been  filed  on  if  short-term  and/or  high  maintenance  fees  had  been 
actualities.  At  least  one  other  type  of  invention,  a  scientific  breakthrough  as  of 
its  time,  aLso  never  would  see  the  light  of  day  under  such  proposed  circum- 
stances. A  third  type  of  invention  which  I  have  encountered  from  time  to  time 
is  marginal  because  of  being  outside  of  the  field  in  which  the  inventor  (and 
often  his  backer)  are  working  and  familiar  with.  These  also  could  be  neglected 
and  remain  unpublished  in  the  face  of  these  proposed  law  features.  A  fourth 
type  of  invention  that  comes  to  mind,  where  the  proposed  short  coverage 
period  and  prompt  heavy  taxation  can  be  highly  discouraging  to  their  T)atent- 
ing,  is  an  invention  involving  a  pesticide,  food  material,  or  other  substance 
requiring  F  &  DA  approval.  Such  approvals  are  normally  (luite  protracted. 

I  have  had  personal  experience  in  each  one  of  the  .situations  and  can  cite 
examples.  My  testimony  is  essentially  as  follows : 

(a)  The  demand  for  isoparaffin  alkylation  to  make  100-octane  gasoline 
receded  in  the  late  1940"s  to  the  extent  that  investment  in  improvement 
patents  in  this  art  became  marginal  for  some  years.  By  the  late  1950's 
revival  of  this  art  occurred  as  automobile  engines  demanded  higher  octane 
fuels.  As  it  actually  happened,  a  variety  of  what  for  a  time  were  consid- 
ered marginal  improvement  inventions  had  been  pulilished.  These  were 
available  for  licensing,  studying,  teaching,  and  avoidance  when  the  second 
flurry  of  activity  occurred,  instead  of  remaining  proprietary  and  secret 
where  they  might  have  been  neglected,  re-researched,  or  generally  unavail- 
able. 

(b)  The  invention  represented  l>y  U.S.  Patent  3,278,623  (issued  October 
11,  1966  on  a  filing  of  February  19,  1984)  is  an  example  of  the  scientific 
breakthrough  invention  type  I  spoke  of  above.  It  is  a  catalytic  conversion 
process  for  changing  the  relatively  abundant  alphapinene  (of  restricted 
usefulness)  into  beta-pinene  (a  much  more  reactive  material  useful  for 
making  adhesives  and  many  other  materials).  Alpha  and  beta-pinene  are 
found  in  southeastern  turpentine.  Alpha-pinene,  l)ut  little  or  no  beta,  is  a 
prominent  constituent  of  most  of  the  rest  of  the  world's  turpentines. 

A  short  production  run  on  this  invention  aV)Out  1966  showed  that  the 
best  inventive  catalysts  for  this  conversion  are  poisoned  by  even  minute 
amounts  of  sulfur  compounds  prevalent  in  the  feed  (made  from  sulfate 
turpentine).  The  patent  application  matured  reasonably  rapidly  into  a 
patent  (two  years  and  eight  months).  At  the  time  of  filing  in  1964.  it  was 
estimated  that  a  truly  economical  feed  desulfurization  process  would  be 
available  in  tlie  foreseeable  future.  Two  further  inventions  later,  and  over 
nine  years  later,  two  other  inventors  made  two  further  inventions  which 
togetlier  constituted  what  appears  to  be  a  fairly  economical  feed  desulfuri- 
zation scheme,  thus  making  the  original  breakthrough  invention  a  compo- 
nent of  a  probably  practical  package.  Had  the  inventor's  corporate  sponser 
l)een  faced  with  a  mere  twelve-year  patent  life  from  1964  and/or  substan- 
tial maintenance  fees  arising  fairly  promptly,  this  sponsor  most  certainly 
would  have  elected  to  keep  the  liasic  process  secret.  As  it  happened  even- 
tually, the  sponsor  elected  to  at)andon  at  least  one  of  the  foreign  coiuiter- 
parts  of  the  basic  case  in  view  of  mounting  taxes. 

(c)  My  Company  has  invested  substantial  research  funds  in  the  ultravi- 
olet curing  (drying  of  paints  for  industrial  coatings),  occasionally,  an 
unexpected  experimental  observation  of  an  alert  research  man  leads  to  an 
invention  possibly  useful  in  the  nniking  of  an  ink,  a  business  which  the 
Company  is  not  in  and  which  is  significiantly  different  fi'om  paints  and 
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protective  coatiiigs.  A  problem  arises:  should  such  an  invention  be  filed  on 
and  patented  fairly  speculatively  for  what  it  may  be  worth,  or  should  it 
he  tuclced  away  without  development  as  merely  an  interesting  difjression 
from  the  main  line  of  work.  A  short  paetnt  life  and  liigh  taxes  certainly 
would  do  nothing  at  all  to  stimulate  the  patenting  and  disclosure  of  such 
invention  in  the  collateral  and  unfamiliar  field  where  the  Company  neither 
operates  nor  had  intended  to  investigate. 

(d)   luventions  made  personnel  of  My  Company  in  1968  and  1969  in  the 
pesticide  field  are  still  being  field  tested  today.   The  patent  applications, 
based  on  favorable  screening  test  are  subject  to  option  agreements  in  case 
they  work  out  well.  In  two  to  five  more  years  from  now  we  should  know 
whether  the  optionees  think  they  have  a  competitive  commercial  item,  are 
willing  to  undertake  the  cost  of  registration  of  them,  then  will  pay  us  5% 
royalty-  on  sales  if  patents  are  secured.   Unpatented  technology  here  will 
bring  us  very  little  if  any  revenue  and  then  only  if  no  unlicensed  competi- 
tors appear.  ^Nlost  of  the  twelve-years  of  proposed  patent  protection  will 
have  been  washed  out  before  a  sale  is  made. 
An  interesting  related  problem  in  connection  with   the  inventions  cited  in 
(b),  above,  is  how  to  award  these  inventors  the  2%  royalty  of  profit  or  sav- 
ings  called   for  in   the   present   bill.    The  ultimate   practicality   of   the   break- 
through basic  process,  still  regarded  as  an   unusual   thermodynamic  anomaly, 
depends  upon  the  other  two  inventions  relating  to  feed  desnlfurizing.  One  of 
these  other  two  is  an  ingenious   scheme  of  multiple   distillations   to  cut  out 
sulfur  bearing  components  cheaply  and  grossly,  but  not  completely.  The  other 
takes  the  semi-refined  product  of  the  process  and  puts  it  into  substantially 
finished  iiseful  condition,  but  itself  would  be  too  expensive  if  one  had  to  oper- 
ate on  feed  not  so  pretreated. 

The  three  inventors  above  during  this  development  time  were  paid  in  salary 
and  fringe  benefits  at  least  $750,000.  Admittedly  more  than  half  of  their  time 
was  on  other  assorted  projects  in  this  ten  years.  Laboratory  and  pilot  plant 
facilities  were  supplied,  along  with  the  time  and  support  of  chemists,  engi- 
neers, analysts  and  technicians.  It  is  highly  unlikely  that  such  an  expensive 
and  protracted  research  and  development  program  would  have  been  started,  let 
alone  maintained,  on  such  a  speculative  project  had  only  a  few  years  of  exclu- 
sivity l)een  available,  particularly  with  the  added  reduction  to  possible  profit 
represented  by  royalties  payable  to  three  inventors.  It  would  be  much  cheaper 
to  have  some  third  party  invent  and  develop  such  process,  then  license  it  at 
6%  royalty  based  on  sales  for  the  few  years  of  patent  life.  Such  royalty  is 
fairly  high  in  the  chemicals  business  and  is  easily  measured  by  accountants ; 
profits  and  savings  are  far  more  intricate  measurements ;  and  allocation  of 
credit  for  the  ultimate  marketability  of  an  invention  is  truly  a  bucket  of 
worms. 

Industrial  situations  like  this  are  not  usual.  I  would  foresee  the  net  long- 
term  effect  of  the  proposal  for  specialty  ascertained  royalty  compensation  to 
employees  who  are  hired  to  invent  to  be  diminution  in  the  number  of  such 
employees,  their  supporting  facilities  and  supporting  staff  maintained.  I  sin- 
cerely question  VN'hether  the  progress  of  science  and  the  useful  arts  is  promoted 
rather  than  retarded  liy  such  a  feature. 

I  encounter  from  time  to  time  genuine  disputes  about  inventorship  or  co-in- 
ventorship  within  a  particular  laboratory.  I  encourage  laboratory  personnel  to 
talk  with  each  other  freely  and  get  aid,  assistance,  and  inspiration,  as  well  as 
criticism,  from  their  co-workers  on  varioi;s  projects.  Would  secrecy  and/or 
acrimony  tend  to  develop  between  co-workers  from  a  special  royalty  stimula- 
tion attach  to  the  lucky  winner?  I  think  there  is  a  su))stantial  possibility. 

All  of  these  inventors  owe  some  part  of  their  success  to  the  analytical  chem- 
ists and  other  toilers  who  have  devised  and  routinely  turn  out  analytical 
results  and  ingenious  solutions  to  daily  tasks  so  that  their  inventors  get  clues 
initially  and  know  where  they  are  going  subsequently.  Perhaps  the  analyst 
should  be  compensated  specially  because  of  his  lack  of  opportunity  to  make 
profitable  inventions.  I  can't  favor  much  "bootlegging"  of  analytical  chemists' 
time  in  the  direction  of  more  ghamorous  projects,  let  alone  endorse  a  provision 
which  would  tend  to  enhance  it. 
Sincerely, 

Mebton  H.  Doutiiitt, 

Patent  Counsel. 
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Statement  ox  Patent  Law  Revision  as  Set  Forth  in  S.  1321  Submitted  by 
THE  Bar  Association  of  the  District  of  Columbia 

I.  introduction 

Tlio  Bar  Association  of  the  District  of  Colnrabia  presents  the  following 
statement  to  the  Senate  Judiciary  Committee.  Suhconunitteo  on  Patents,  Trade- 
marks and  Copyrights.  This  stat(>nient  on  Patent  law  Revision  as  set  forth  in 
S.  l.'^21  has  heen  prepared  by  the  Patent,  Trademark  &  Copyright  Law  Section 
of  the  Association. 

With  the  history  of  the  earlier  patent  revision  hills,  the  statements  on  S. 
1321  recently  made  l)y  others  to  the  Subcommittee,  and  the  testimcmy  at  the 
hearings  held  September  11,  12,  and  14,  1973  in  mind,  the  following  comments 
are  offered  on  S.  1321.  It  is  asked  that  this  statement  be  printed  inthe  record. 

There  are  in  the  Association  about  370  members  specializing  in  patent, 
trademark,  copyright,  trade  secret,  and  in  patent  and  trademark  licensing  law. 

A  questionnaire  was  circulated  on  the  five  (5)  items,  noticed  for  liearing  in 
the  Ccmgressional  Record,  to  each  member  of  the  Patent,  Trademark  &  Copy- 
right Law  Section  of  the  Association.  This  statement  contains  the  votes 
received  in  response  to  the  questionnaire,  as  well  as  general  statements  based 
on  comments  received  in  conjunction  with  the  votes  on  the  questionnaire  and  a 
study  of  statements  and  testimony  offered  the  Subcommittee  at  the  liearings. 

H.    GENERAL   COMMENTS 

There  are  several  important  points  to  he  considered  prior  to  addressing  the 
specific  results  of  the  questionnaire. 

A.  The  pxhlic  should  he  heard  on  all  provifiions  of  proposed  legislation 

S.  1321  contains  a  number  of  provisions  which  are  beneficial,  e.g.,  the  estab- 
lishment of  the  Patent  Office  as  an  independent  agency.  It  also  contains  provi- 
sions which  are  entirely  new.  yet  have  )iot  been  set  for  hearing  or  for  com- 
ments by  the  interested  public.  Legislation  by  the  Congress  of  the  United 
States  ought  not  to  be  adopted  until  the  public  has  had  opportunity  to  be 
heard  on  all  its  provisions. 

It  appears  from  testimony  by  representatives  of  the  Administration  at  the 
recently  concluded  hearings  that  the  Administration  is  readying  a  bill.  The 
chairman  of  the  hearings  announced  that  markup  will  begin  October  1  and 
that  a  bill  is  expected  to  l)e  finished  in  the  Senate  this  session.  The  proposed 
Administration  bill  has  not  been  made  available  to  the  representatives  of  the 
public,  the  trade  associations,  or  to  the  Bar  generally. 

It  seems  quite  reasonable  to  afford,  to  those  most  intimately  interested  in 
the  patent  law.  as  representatives  of  the  inventor  community,  the  investor 
community,  and  the  pulilic  at  large,  an  opportunity  to  study  in  depth  and  to 
comment  on  a  l>ill  which  apparently  so  significantly  departs  from  earlier  bills. 

The  Association  takes  the  position  that  time  is  i-equired  to  study  and  com- 
ment appropriately  on  the  Administration  l»ill  and  on  the  sections  of  S.  1321 
on  which  no  hearings  have  been  held. 

B.  The  patent  system  should,  he  improved  u-ithout  drastie  changes  irhieh 
irill  destroy  the  patent  incentive 

It  was  asspi-ted  at  the  hearing  and  in  earlier  entries  into  the  Congressional 
Record  that  the  examiners  are  convinced  to  allow  patents  by  highly  skilled 
attorneys  and  that  tliis  results  in  the  allowance  of  increasing  numbers  of 
invalid  patents.  There  is  no  evidence  that  the  proportion  of  invalid  patents 
being  issued  has  increased. 

It;  is  not  proj)or  to  scale  up  the  meager  statistics  of  the  relatively  few  ca.ses 
which  reach  the  courts.  The  vast  majority  of  patents  are  honored  through 
licensing.  Only  the  questionable  ones  are  litigated  and  they  represent  a  small 
percentage  as  compared  to  those  that  are  honored.  We  don't  believe  such 
meager  statistics  warrant  the  drastic  changes  suggested. 

In  the  i)ast  few  years,  owing  to  stability  of  the  examining  staff  in  the 
Patent  Office,  particularly  due  to  its  more  effective  quarters  and  increase  in 
res])onsibility  and  salary  of  the  examiners,  the  Patent  Office  has  been  able  to 
retain  its  good  examiners.  These  examiners,  on  a  time  basis  alone,  have 
l)ecome  more  familiar  with  the  art,  and  in  every  way  more  capable  of  dispos- 
ing of  cases  in  le.ss  time.  Skill  in  any  art  speeds  up  the  artisan's  ability   to 
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produce.  The  Patent  Office  examiners  are  specialists  and  are  now  more  compe- 
tent to  pass  on  patentability  in  view  of  the  stability  of  the  staff. 

There  was  talk  at  the  hearings  of  pressure  of  a  disposal  quota  system  upon 
the  examiners.  Generally,  a  society  lives  by  its  productivity.  All  enterprises  to 
be  successful  must  liave  goals.  The  Congress  has  goals  for  itself.  Of  course, 
such  goals  need  to  be  reasonably  attainable.  It  is  human  to  become  lax  and  to 
produce  at  a  comparatively  low  rate  in  the  absence  of  goals  to  be  reached  or 
at  least  striven  for.  There  must  be  a  measure  of  productivity  in  any  .system. 
The  inquiry  .sliould  be  directed  to  the  reasonableness  and  fairness  of  any  quota 
or  disi)osal  arrangement  of  the  system.  Credit  should  be  given  to  an  examiner 
based  on  a  balance  of  quality  and  quantity.  Quality  supervision  in  the  Patent 
Office  as  in  any  other  operation  serves  to  hold  accountable  any  examiner  who 
does  not  do  an  adequate  job.  Our  country  should  have  the  best.  However,  it 
cannot  afford  the  luxury  of  an  unattainable  perfect  system.  It  seems  that  the 
greatest  need  and  possil)ly  one  going  a  long  way  toward  curing  the  ills  of  the 
system  is  to  make  the  nest  art  better  available  to  the  examiner  who  then  will 
know  what  it  is  and  will  be  alile  to  use  his  skills,  as  "a  specialist",  to  apply 
that  art  properly  to  the  proposed  claims. 

The  few  cases  of  asserted  abuse  of  the  patent  system  do  not  merit  the  very 
drastic  changes  proposed  in  S.  1321  which  administratively  will  run  into  pro- 
hibitive costs  and  delays  and  which  will  derogate  from  the  United  States 
Patent  System. 

C.  The  users  of  the  patent  system  seek  valid  patents 
There  was  akso  testimony  at  the  hearing  to  the  effect  that  industry  actually 
wanted  a  low  standard  of  patentability  so  that  it  could  obtain  many  patents 
readily.  This  is  as  far  from  the  actual  fact  is  a  statement  could  be.  In  fact, 
most  organizations,  far  from  filing  to  obtain  invalid  patents,  actually  do  not 
file  on  all  the  ca.ses  they  believe  to  be  patentable  because  of  the  cost  involved. 
The  lawyers  acting  on  behalf  of  their  principals  in  industry  are  interested  in 
obtaining  valid  and  enforceable  patents.  Litigation  is  costly  and  they  are  not 
interested  in  obtaining  unenforceable  patents  which  will  not  stand  up  in  court. 

D.  Any  patent  law  revision  bill  should  include  licensing  clarification  and 

stabilization  provisions 

In    response    to   a    question   asked   at   the   hearing,    this    As.sociation    favors 

including    patent    licensing   provisions    in    any    patent    law    revision    bill.    The 

licensing  of  iiatents  is  just  as  much  in  need  of  clarification  and  stabilization  as 

the  Patent  Office  operation  is  in  need  of  restructuring. 

III.    THE   QUESTIONNAIRE 

The  five  (5)  points  set  for  hearing  and  on  which  a  questionnaire  was  sent 
to  members  of  the  Patent,  Trademark  &  Copyright  Section  of  the  Association 
are  now  discussed. 

A.  Greater  advocacy  proceedings  arc  favored 

The  question  submitted  to  the  Section  reads : 

"Are  you  in  favor  of  greater  advocacy  proceedings  in  the  U.S.  Patent 
Office  with  the  opportunity  of  the  public  to  participate  in  the  examina- 
tion?" 

The  Section  members  were  in  favor  of  greater  advocacy  proceedings  includ- 
ing public  participation  in  the  process.  The  approval  of  the  question  is  an  in 
principle  approval  and  not  necessarily  approval  of  any  particular  provision  of 
S.  1321. 

Although  "greater  advocacy"  is  favored,  many  feel  that  the  public  should 
not  take  any  part  in  the  prosecution  of  applications  prior  to  allowance  of  the 
application  or  prior  to  the  allowance  of  at  least  some  claims  bv  the  Patent 
Office. 

Those  in  favor  believe  that  validity  would  be  improved  if  better  art  were 
before  the  examiner.  This  would  strengthen  the  system,  increase  the  confidence 
of  the  judiciary  in  patents,  and  give  a  better  image  to  patents.  It  is  recognized 
that  increased  costs,  greater  delays,  discouragement  of  filing  of  patent  applica- 
tions, complication  of  matters  in  the  Patent  Office,  and  harrassment  of  appli- 
cants could  also  result.  Some  of  these  detriments  might  be  unavoidable  with 
new  advocacy  proceedings.  However,  proper  safeguards  should  be  taken  to 
minimize  such  detriments. 
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/?.  Public  roiinxrl  in  the  patent  office  is  not  favored 

Tlie  second  question  referred  to  the  membership  reads : 

"Are  you  in  favor  of  a  public  counsel  participating  in  an  examination 
proceeding?" 

There  was  a  strong  disfavor  voiced  to  the  establishment  of  a  public  counsel 
as  i^rovided  in  S.  1321. 

Apparently  public  coimsel  is  sought  to  be  provided  by  S.  1321  simply  because 
of  the  allegation  that  "hordes"'  of  invalid  patents  are  being  currently  issued. 
There  is  no  basis  for  such  an  allegation. 

The  estalilishment  of  public  counsel  as  provided  in  S.  1321  would  not  help 
get  the  best  art  before  the  examiner,  but  rather  will  cause  delays  and  will  be 
costly,  establishing  more  bureauracy  and  expenses  which  will  freeze  out  the 
smaller  or  independent  inventors  and  businesses. 

The  examiner  is  a  ".specialist'"  in  a  much  better  position  to  evaluate  perti- 
nent prior  art  than  a  generalist  from  any  public  covmsel  office. 

Importantly,  unless  each  application  is  reviewed  by  public  counsel  in  an 
identical  manner  and  to  the  same  extent,  it  will  be  argued  that  a  given  patent 
is  not  entitled  to  a  high  presumption  of  validity  because  the  patent  wasn't 
examined  by  the  public  counsel.  Obviously  public  counsel  could  not  review 
every  ai)plication. 

The  Department  of  .Justice  spokesman  stated  at  the  hearing  that  Court  deci- 
sions strongly  suggests  that  the  "primary  goal"  of  patent  reform  should  be  to 
get  as  much  information  as  possible  before  the  Patent  Office  from  all  soui-ces 
■ — the  applicant  himself,  the  office  search  files,  and  members  of  the  public.  A 
public  counsel  will  not  help  achieve  this  goal. 

C.  Deferred  examination  is  favored 
The  question  put  to  the  Section  reads : 

"Are  you  in  favor  of  deferred  examination  before  expiration  of  five   (5) 

years  from  the  filing  date?" 

This  question  was  answered  affirmativel.v  b.v  a  majority.  Reasons  given  in 

•support  were  it   would:    (1)    save  applicants  money:    (2)    reduce   the   Patent 

Office  workload:  and  (3)  give  an  applicant  more  time  to  evaluate  his  invention 

prior  to  spending  mone.v  for  examination. 

Also  noted  in  many  answers  was  the  problem  that  there  would  be  a  long 
period  of  uncertainty  during  which  the  public  would  not  know  the  scope  which 
would  ultimately  be  accorded  the  published  application. 

D.  Maintenance  fees  are  not  favored 

The  question  put  to  the  Section  reads : 

"Are  you  in  favor  of  maintenance  fees?" 

There  was  a  strong  objection  to  maintenance  fees  in  general.  The  extent  of 
the  fees  provided  for  in  the  S.  1321  provision  is  considered  prohibitive  and 
confiscatory.  Furtlier,  this  provision  would  create  a  tremendous  administrative 
burden  for  the  Patent  Office  in  deciding  the  myriad  of  petitions  for  pauper's  or 
special  treatment.  At  the  same  time  the  public  would  be  uncertain  as  to  the 
status  of  many  patents. 

The  cost  of  developing  and  commercializing  inventions  is  already  a  great 
enough  burden  to  impose  upon  the  inventing,  developing  and  investing  commu- 
nity. If  over  a  period  of  many  years  one  develops  a  sizable  number  of  patents 
directed  to  the  area  of  his  invention,  considerable  costs  could  result  from 
maintenance  fees  which  could  seriously  inhil)it  further  commercialization 
efforts.  It  seems  move  logical  that  such  monies  lie  utilized  by  the  private  enter- 
prise system  to  further  its  efforts  to  commercialize  the  invention. 

Often  the  only  basis  an  inventor  has  to  obtain  funding  for  the  development 
of  his  invention  is  his  unexpired  patents.  If  the  patents  lapse  for  want  of 
maintenance  fees,  there  will  be  no  financing  and  important  developments  will 
be  lost. 

/:-'.  Establishing  the  patent  owcc  as  an  independent  agency  is  favored 
The  (piestion  submitted  reads : 

"Are  you  in  favor  of  the  Patent  Office  being  an  independ'^nt  agency?" 
The  Section  members  voted  in  favor  of  establishing  an  independent  Patent 
Office.  Reasons  given  were   (1)   that  Patent  Office  policy  should  I)e  established 
by  people  experienced  in  the  patent  field,    (2)    there  would  be  more  independ- 
ence of  thought  and  action,    (3)   there  would  be  more  effective  administnition 
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of  the  system.  (4)  the  Commissioner  would  liave  stronger  control,  and  (5) 
there  would  he  greater  prestige  for  all  Patent  Office  employees  which  would 
raise  the  (luality  level  of  examination. 

Many  of  those  who  were  opposed  to  the  question,  favored  elevating  the  Com- 
missioner to  the  secretaryship  level  in  the  Commerce  Department.  Certainly, 
the  Association  would  approve  elevating  the  position  of  Commissioner  of  Pat- 
ents to  that  of  assistant  Secretary  reporting  directly  to  the  Secretary  of  Com- 
merce. 

Either  of  the  above  changes  would  help  attract  to  all  levels  of  the  Patent 
Office  the  liest  possible  talent  and  help  to  retain  the  very  good  talent  that  is 
there  now.  Obviously,  status  is  an  important  item  to  most  people.  Upgrading 
the  Patent  Office  from  top  to  bottom  would  no  doubt  be  salutary. 

IV.    CONCLUSION 

The  Association  would  like  to  note  that  there  are  numerous  other  provisions 
in  S.  1321  which  are  new  and  significant.  Accordingly,  it  is  hoped  that  Con- 
gress will  give  the  public  an  opportunity  to  comment  on  these  other  provisions 
if  consideration  is  being  given  to  their  adoption. 

The  Bar  Association  of  the  District  of  Columbia  thanks  the  Subcommittee 
ftir  the  opportunity  to  submit  this  statement. 

Austin  F.  Canfield,  Jr., 

President. 


Statement  of  Electronic  Industries  Association 

The  Electronic  Industries  Association  is  the  National  Trade  Association  rep- 
resenting U.S.  electronics  manufacturers.  We  appreciate  this  opportunity  to 
comment  on  the  subject  of  patent  reform  legislation. 

The  electronic  industries  of  the  United  States  have  an  annual  sales  volume 
of  nearly  $30  billion  and  employ  well  over  one  million  people.  Members  of  our 
Association  range  from  manufacturers  of  the  smallest  electronic  part  to  corpo- 
rations that  design  and  produce  the  most  complex  systems  used  in  industry, 
defense  and  space. 

The  Electronic  Industries  Association  endor.ses  a  broad  evaluation  of  the 
patent  system  and  constructive  efforts  to  improve  the  system.  In  this  connec- 
tion, we  note  that  two  major  areas  appear  to  be  covered  in  the  legislation  and 
serve  as  the  backgroimd  for  these  hearings.  One  of  these  is  the  development  of 
concepts  which  would  attain  greater  certainty  with  respect  to  patent  validity. 
The  other  appears  to  have  its  basis  in  the  question  of  the  backlog  of  patent 
applications  within  the  Patent  Office.  It  is  our  view  that  there  is  no  insur- 
mountable problem  wirh  respect  to  this  backlog  and  thei'efore  feel  that  specific 
provisions  in  the  legislation  that  deal  with  this  topic  are  for  the  most  part 
unnecessary.  This  statement  is  therefore  primarily  directed  towards  the  ques- 
tion of  improving  patent  validity. 

By  way  of  further  introduction,  we  wish  to  make  it  clear  that  we  are 
strongly  opposed  to  "chauge  for  the  sake  of  change".  It  is  believed  that  var- 
ious provisions  of  the  proposed  legislation,  e.g.,  Sections  112,  263  and  153(b), 
radically  change  well  established  precedents,  create  uncertainty  where  cer- 
tainty now  exists,  and  impose  a  burden  on  the  applicant  of  such  magnitude 
that  the  task  might  not  be  worth  the  reward.  The  underlying  rationale  of 
these  sections  is  apparently  premised  on  the  philosophy  that  the  patent  appli- 
cant is  receiving  something  for  nothing.  Let  it  not  be  forgotten  that  the  Con- 
stitutional purpose  of  the  patent  laws  is  to  reward  the  inventor  for  his  disclo- 
sui'e  to  the  public. 

Following  are  specific  comments  with  relation  to  the  five  items  listed  in  the 
announcement  of  these  hearings  : 

ADVEESART  PROCEEDINGS 

This  Association  agi*ees  with  the  general  premise  that  there  should  be  a 
greater  opportunity  for  the  iiublic  to  participate  in  the  patt-nt  process.  We  spe- 
cifically favor  the  concept  of  such  public  involvement  as  a  positive  step 
towards  increasing  the  quality  of  issued  patents.  However,  we  are  concerned 
that  any  legislative  mandate  for  proceedings  of  an  adversary  nature  between 


584 

an  applicant  and  the  public  at  large  could  frustrate  the  very  purpose  of  the 
patent  system  by  encouraging  the  suppression  of  new  technology  rather  than 
its  early  disclosure. 

The  cost  of  obtaining  a  patent  already  exceeds  the  financial  means  of  many 
prospective  apr-Iicants.  Any  proposal  which  would  further  increase  these  costs 
by  providing  for  additional  inter  partes  proceedings  within  the  Patent  Office, 
and  attendant  appeals  could  effectively  result  in  the  extinction  of  the  patent 
system  for  all  but  the  affluent  applicant.  Accordingly,  while  we  agree  that  the 
pul>lic  should  be  given  an  opportunity  to  provide  the  I'atent  Office  with  perti- 
nent references  and  otlier  facts  relevant  to  patentability,  we  urge  that  such 
rights  be  subject  to  appropriate  safeguards,  both  with  respect  to  time  and  par- 
ticiiiation,  so  as  not  to  unduly  impede  "...  the  progress  of  science  and  useful 
arts".  We  believe  that  the  Pateiit  Office,  given  the  proper  legislative  authority, 
is  best  qualilicd  to  establish  such  safeguards. 

In  this  regard,  we  call  your  attention  to  the  Notice  of  Proposed  Rulemaking 
regarding  "Protests  to  the  Grant  of  a  Patent"  dated  May  15,  1973  and  pub- 
lished in  the  FEDERAL  REGISTER  on  .Tune  4.  1973.  "We  feel  that  the  enact- 
ment and  evaluation  of  regulations  of  tliis  nature  are  necessary  first  steps  in 
the  direr-tion  of  public  participation.  The  experience  which  will  then  be  gained 
will  enable  the  Patent  Office  to  determine  the  degree  to  which  public  participa- 
tion can  be  effectively  integrated  into  the  existing  patent  system. 

Accordingly,  we  suggest  that  the  legislative  intent  with  respect  to  the  pro- 
posed Bill  be  revised  to  invest  the  Commissioner  of  Patents  with  disci'etionary 
autliority  to  promulgate  guidelines  for  public  participation,  ))ased  upon  Patent 
Office  experience  and  capability. 

PUBLIC   COUNSEL 

EIA  is  ojiposed  to  the  concept  of  a  Public  Counsel  in  the  sense  of  a  new 
independ' lit  office  or  public  adversary. 

We  are  similarly  opposed  to  any  government  participation  in  tlie  patent 
process  other  than  participation  by  the  Patent  Office — the  agency  that  is 
charged  l)y  statute  with  the  control  and  issuance  of  patents. 

We  submit  that  the  creation  of  a  whole  new  entity  or  group  to  do  battle 
with  the  Patent  Office,  on  behalf  of  the  public,  would  result  in  great  expense 
and  delay  in  the  patent  process  and  thus  would  be  coiniter-productive  to  the 
favorable  benefits  of  "public  participation".  We  believe  that  the  Patent  Office, 
givt-n  the  proper  legislative  autliority,  has  the  expertise  necessary  to  properly 
implement  a  full  and  democratic  concept  of  irablic  participation. 

DEFERRED    EXAMINATION 

The  ETA  sees  no  present  need  for  the  institution  of  a  system  of  deferred 
examination.  The  needs  and  conditions  within  Eurojjean  countries  where  such 
a  system  is  in  force  are  not  i)resent  in  the  I'nited  States.  We  sul)mit  further 
tbat  the  institution  of  a  system  of  deferred  examination  would  be  contrary  to 
etTorts  to  achieve  early  certainty  with  respect  to  the  scope  of  patents. 

Following  are  some  of  our  specific  concerns  with  reference  to  deferred  exam- 
ination : 

It  appears  to  us  that  the  manner  in  which  this  country,  and  more  sjie- 
cifically  the  Patent  Office,  are  progressing  in  the  handling  of  patent  appli- 
cations, and  the  decrease  in  the  applications'  backlog  in  tliis  country,  seem 
to  mitigate  much  of  this  liasis  for  deferred  examination. 

Eacli  cftmpany  or  interested  party  would  be  forced  to  devote  a 
disprojiortioiiate  amount  of  time,  energy  and  money  for  the  constant  and 
continuing  examination  of  all  of  its  many  competitors'  applications  and 
claims.  This  burden  we  might  i)oint  out  falls  with  even  greater  impact  on 
smaller  companies  and  individual  inventors. 

We  .suliinit  that  achievement  of  certainty  as  to  patent  validity  can  be 
more  readily  achieved  under  some  form  of  constructive  public  proceeding. 
Extended  time  for  amending  claims,  permitted  under  deferred  examina- 
tion, permits  tailoring  of  claims  to  cover  a  competitor's  product  where  the 
original  tenor  of  the  claims  may  have  been  directed  to  entirely  different 
subject  matter. 
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IfAINTEXANCE  FEES 

This  Association  certainly  aijpreciates  tbat  a  concept  of  reasona!)le  mainte- 
nance fees  is  one  intended  to  keep  initial  costs  down — and  this  encouiatres 
j?roaler  entry  into  tlie  patent  process  by  small  companies  and  individual  invoi- 
tors.  We  subscribe  to  any  constructive  steps  that  can  l>e  talcen  to  insui-e  the 
widest  practicable  access  to  the  patent  process. 

However,  we  believe  that  the  total  costs  involved  in  the  patent  process  must 
be  maintained  at  reasonable  levels.  Obviously,  the  sum  of  the  fees  directly 
aitribulable  to  obtaining  a  patent  should  not  exceed  a  reastmable  proportion  of 
the  costs  of  the  Patent  Office. 

In  addition,  we  are  specifically  opposed  to  the  schedule  (>f  maintenance  fees 
described  in  S.  1321  as  being  unreasonably  high  and  bearing  no  foreseealile 
relationship  to  the  costs  of  the  Patent  Office. 

The  charging  of  inordinate  fees  can  result  in  subverting  the  patent  process. 
As  the  costs  of  maintaining  a  patent  grow  to  such  a  magnitude,  the  net  result 
is  that  parties  tind  it  more  economical  to  copy  rather  than  innovate  or  develop 
new  products. 

INDEPENDENT    AGENCY 

EIA  is  in  favor  of  any  constructive  efforts  which  would  tnily  result  in 
improving  the  patent  process  for  all.  For  instance,  we  ol)ject  to  the  current 
vulnerability  of  the  Patent  Office  budget  within  tliat  of  the  Commerce  Depart- 
ment which  does  not  provide  for  sufficient  protection  against  use  of  funds  for 
purposes  unrelated  to  the  patent  system. 

In  any  event,  it  is  clear  that  basic  to  any  reform  of  the  patent  system  is  a 
necessity  for  upgrading  the  status,  prestige,  and  even  visibility  of  the  Patent 
Office — wherever  it  be  located. 

In  this  context,  we  submit  that  creation  of  the  Patent  Office  as  an  independ- 
ent agency  would  be  a  positive  step  to  achieving  these  general  basic  aims. 
When  we  say  this,  however,  it  must  be  made  clear  that  the  agency  must  be 
structured  so  as  to  not  merely  expand  the  bureaucy.  It  must  be  in  a  position 
to  view  patents  as  a  luisiness  tool  and  be  able  to  withstand  any  outside  pres- 
sures which  could  ultimately  subvert  its  purposes. 


TT.S.  Senate, 

COJIMITTEE  ON    THE   Jl  DICIAKY, 
SUBCOXfMITTEE   ON   ANTITRUST   AND   MONOPOLY, 

Washington,  D.C.,  Xovemhcr  lo,  1912. 
Mr.  Howard  I.  Forman, 
Patent  Department, 
Rohm  and  Haas  Co., 
Philadelphia,  Pa. 

Dear  Mr.  Forman  :  Thank  you  for  sending  me  a  copy  of  your  recent  deliv- 
ery entitled,   "Patents/ Antif runt  Erologii  vs.  Xotional  Pro.sperity."  Although   I 
cannot  agree  with  everything  stated,  I  found  your  paper  interesting  and  appre- 
ciate receiving  all  diverse  views  on  this  important  subject. 
Sincerely, 

Philip  A.  Kart,  Chairman. 


To 


RoiiM  AND  Haas  Co.. 
Philadelphia,  Pa.,  October  25,  1912. 

President  Richard  M.  Nixon. 

Dr.  Edward  E.  David.  Jr.,  White  House  Science  Advisor, 

Hon.  Peter  G.  Peterson.  Secretary  of  Commerce, 

Hon.  Richard  O.  Simpson,  Acting  Assistant  Secretary  for  Science  and 
Technology. 

Hon.  Robert  W.  Cairns,  Deputy  Assistant  Secretary  for  Science  and  Tech- 
nology, 

Hon.  Robert  Gottschalk,  Commissioner  of  Patents, 

Hon.  Richard  G.  Kleindienst,  Attorney  General, 

Hon.  Thomas  E.  Kauper,  Assistant  Attorney  General — Antitrust. 

Hon.  John  L.  McClellan,  Chairman.  Senate  Patents  Subcommittee, 

Hon.  QuENTiN  N.  BuRDiCK,  Member,  Senate  Patents  Subcommittee, 
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Hon.  Hiram  L.  Fong,  Member,  Senate  Patents  Subcommittee, 
Hon.  Hugh  Scott,  Member.  Senate  Patents  Subcommittee, 
Hon.  Philip  A.  Hart,  Member,  Senate  Patents  Subcommittee, 
Thomas  C.  Brexxax,  Esq.,  Counsel,  Senate  Patents  Subcommittee. 
GK.NTLEiiEX  :  Attached  hereto,  for  each  of  you,  is  a  copy  of  a  paper  I  will  be 
delivering  on   October  26.   1972,   entitled   "PATENTS/ANTITRUST  ECOLOGY 
vs.  NATIONAL  PROSPERITY'.'.  In  this  paper  I  have  proposed  actions  to  be 
taken   by   the   Executive  and   Legislative  Branches  in   order  to  overcome  the 
apparent  impasse  confronting  those  who  advocate  the  vastly  divergent  views 
regarding  the  proper  application  of  our  patent  and  antitrust  laws.  The  actions 
proposed  are  fully  within  the  recommendations  made  in  President  Nixon's  mes- 
sage to  the  Congress  on  March  16,  1972  regarding  the  importance  to  the  nation 
of  research  and  development,  science  and  technology.  I  respectfully  urge  your 
consideration  of  these  proposals  as  being  of  potentially  great  importance  to  the 
nation. 

Sincerely, 

Howard  I.  Formax. 

Patext/ Antitrust  Ecology  vs.  Natioxal  Prosperity  * 
(By  Howard  I.  Forman) 

(Ed.  Note:  In  a  fipeeoh  before  The  Philadelphia  Patent  Law  Asfioeiatian  on 
Kovoiiher  30,  1912  entitled  "Patevt-'i  and  Antitrust:  How  Clear  is  the  Water", 
the  Hon.  Briiee  B.  WiUan,  Deputy  Assistant  Attorney  General.  Antitrust  Divi- 
sion, referred,  to  the  followiny  paper  by  Mr.  Forman  and  partii-ularly  one  of 
the  hitter's  proposals  "to  make  patents  more  reliable  and  to  malxe  the  patent 
system  the  ineentive  it  teas  designed  to  be  in  futhering  this  eountry's  techno- 
logical progress,"  which  he  declared  merited  serious  consideration.  Referring  to 
Fornian's  proposal  for  an  incontestable  patent,  Mr.  Wilson  stated : 

Certainly  we  ivould  be  taking  a  risk  to  adopt  such  a  provision.  The  risk 
tcould  be  that  an  invalid  patent  might  become  incontestable.  But  the  risk 
might,  perhaps,  be  worth  taking,  and  the  idea  deserves  further  consideration. 
Certainly,  incontestable  patents  icould  contribute  toward  the  resolution  of  the 
concern  cj-pressed  by  the  Chief  Justice  and  a  unanimous  Supreme  Court  over 
the  effect  of  patent  litigation  upon  a  heavily  burdened  judicial  system.  As  you 
all  know,  patoit  cases  tend  to  be  complicated  and  long-drawn  out  litigation, 
tceighing  heavily  upon  judicial  ti)ne.  Perhaps  more  important,  however.  inc(>n- 
testable  patents  would  place  their  owners  in  a  secure  position  so  that  large 
investments  could  be  made  leading  to  commercialization  of  their  inventions. 
Research  and  development,  in  and  of  itself,  is  a  fine  thing,  but  unless  the 
product  of  that  research  and  development  reaches  the  marketplace,  the  ulti- 
mate consumer  is  no  better  off  than  if  no  research  or  development  had  taken 
place.) 

The  invitation  which  I  received  to  address  you  today  was  accompanied  with 
the  suggestion  that  I  might  elaborate  upon  a  subject  I  discussed  at  a  meeting 
of  the  National  Industrial  Conference  Board  about  IS  months  ago.  That  sub- 
ject was  the  "Scott  Amendments"  to  the  current  Patent  Law  Revision  Bill.^ 

The  paper  I  presented  then  bore  tlie  title  "Changing  Characteristics  of  Pri- 
vate Property".  Since  it  has  appeared  in  four  publications  -  of  wide  circulation 
I  won't  repeat  any  of  its  detailed  points  at  this  time.  It  should  suffice  to  say 
that  its  tlieme  consisted  of  analogies  drawn  between  the  well-established,  uni- 
versally accepted  legal  riglits  to  one's  real  property  and  what  we  normally  con- 
sider to  be  personal  i)roperty,  on  the  one  hand,  and  rights  to  one's  intellectual 
property   (e.g.  patented  inventions)  on  the  other  hand. 

The  conclusions  reached,  which  I  will  re-state  in  a  somewhat  over-simplified 
manner,  were  that  acts  involving  the  use  of  personal  and  real  property,  that 
have  never  previously  been  considered  to  be  improper,  unexplainedly  and  illogi- 


*  I'ri'x-iitcii  hffore  the  Lifenslng  Executives  Society,  Annual  Meeting.  Oct.  20.  1072, 
Snn  Antonio.  'I'exas. 

Also  j>ublishe(l  in  "Les  Nouvelles",  the  Journal  of  the  Licensinij  Executives  Society, 
Decemiter    t!t72. 

1  S.  04:?  {n2nd  Conff.,  1st  Soss.,  1971). 

-  Forman,  "Changlnt;  characteristics  of  Private  Property",  Record  of  Hearings  Before 
Suliconiniittee  on  I'atents,  Trademarks,  and  Coin-riphts,  U.  S.  Senate,  on  S  04."?  S  12.">.'i 
and  S.  12.-).-),  Part  2.  p.  6H.S  (May  i:?,  1071)  ;  .^)3  .1.  Pat.  Off.  Soc  v  .-):!0  (Angust  iOTl)  I 
8  The  Conference  Board  RECORD  41  (October  1971)  ;  2  Patent  "Trends  No.  3  (March 
1972). 
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cally  have  been  made  by  some  law  enforcement  authorities  to  take  on  the  spec- 
ter of  illegality  when  they  involve  the  iise  of  intellectual  property.  Pointing  to 
the  foolhardiuess  of  such  a  situation,  and  the  detriment  it  has  caused  in  inter- 
fering with  the  progress  of  the  arts  and  sciences  which  the  Constitution  calls 
for  in  providing  for  our  patent  system,  I  urged  adoption  of  the  Scott  Amend- 
ments to  rectify  this  condition. 

It  is  interesting  to  note  that  since  the  time  I  gave  that  speech  the  U.S. 
Supreme  Court,  in  a  decision  -^  involving  a  garnishment  of  a  working  mother's 
savings  account,  has  spoken  out  strongly  in  favor  of  private  property  rights 
even  in  the  face  of  an  attack  based  upon  human  or  civil  riglits.  Said  the 
Court,  "the  dichotomy  between  personal  liberties  and  property  rights  is  a  false 
one.  Property  does  not  have  rights.  People  have  rights.  The  right  to  enjoy 
property  without  unlawful  deprivation,  no  less  than  the  right  to  speak  or  the 
right  to  travel,  is  in  truth  a  'personal  right'  wliether  the  'property'  in  question 
be  a  welfare  check,  a  home  or  a  savings  account.  In  fact,  a  fundamental  inter- 
dependence exists  l)etween  the  personal  right  to  liberty  and  the  personal  right 
in  property.  Neither  could  have  meaning  without  the  other.  That  rights  in 
property  are  basic  civil  rights  has  long  been  recognized.  *  *  *  Congress  recog- 
nized these  rights  in  1S71  *  *  *.  We  do  no  more  than  reaflBrm  the  judgment  of 
Congress  today."  * 

Editorializing  on  this  case,  the  Wall  Street  Journal  s  noted  that  the  Court's 
rejection  as  false  any  distinction  between  property  and  human  or  civil  rights 
"put  private  property  where  it  belongs— in  the  broad  context  of  civil  rights 
and  individual  liberties,  not  as  a  thing  apart."  It  is  encouraging  to  note  that 
the  Court,  even  in  the  midst  of  current  heated  public  arguments  over  civil 
rights  and  socio-economic  reform,  adheres  to  the  principal  that  property  rights 
are  equal  to  such  other  liberal  rights  as  freedom  of  speech,  press  and'  assem- 
bly. Perhaps,  then,  when  the  Court  considers  matters  involving  intellectual 
property  rights  it  will  give  them  the  same  recognition  and  the  same  treatment, 
by  keeping  in  mind  that  intellectual  property  is  but  another  form  of  private 
property. 

I  will  have  more  to  say  on  the  subject  of  the  Scott  Amendments  and  private 
property  rights  later.  In  actuality,  it  is  only  one  phase  of  a  much  broader  sub- 
ject, a  problem  of  tremendous  importance  to  our  national  welfare.  I  refer  to 
the  much  too  old  conflict  between  those  who  administer  our  patent  system  and 
those  who  enforce  our  antitiiist  laws.  In  this  conflict  we  have  a  strange 
dichotomy  of  two  governmental  groups,  each  bent  upon  fostering  programs 
aimed  at  achieving  identical  goals  of  improvement  to  the  nation's  economic 
prosperity,  and  yet  each  claiming  that  the  other  is  causing  mayhem  to  our 
economy  and  thereby  to  our  nation's  economic  welfare. 

A  pity  it  is  that  this  conflict  has  led  to  tremendous  wastes  in  precious  man- 
power, time,  financial  and  other  national  resources,  first  in  the  patenting  proc- 
ess and  then  in  the  courts.  These  wastes  are  even  further  much  aggravated  by 
the  fortunes  spent  uselessly  in  research  and  development  programs,  the  con- 
struction of  plants  and  the  implementation  of  marketing  projects,  all  of  which 
may  go  down  the  drain  as  the  aftermath  of  judicial  decrees  holding  patents 
invalid  or  a  business  agreement  involving  patents  illegal  under  some  novel 
antitrust  theories.  These  wastes  are  polluting  our  economic  atmosphere,  and 
the  matter  is  as  deserving  of  ecological  consideration  and  treatment  as  much 
as  or  more  than  any  other  pollutant  that  has  been  deemed  harmful  to  man. 

Ecology,  I  need  hardly  remind  you,  is  the  "in"  thing  of  the  1970's.  A  Con- 
gressional committee  has  labelled  this  period  as  "Tlie  Environmental  Decade", 
and  President  Nixon  has  called  attention  to  the  preciousness  but  vulnerability 
of  our  natural  resources  which  caused  a  need  to  develop  new  attitudes  and 
new  management  techniques  in  order  to  preserve  a  good  environment.*^  The 
House  committee  pointed  out  that  a  major  problem  is  that  many  federal  agen- 
cies are  involved  in  programs  for  managing  the  environment  which  work  at 
cross-purposes,  and  called  for  better  coordination  of  those  agency  activities.'^ 

An  example  of  a  need  for  better  coordination  familiar  to  most  of  you  may 
be  found  in  the  governmental  edicts  affecting  the  manufacture  and  sale  of 


3  Lynch  v.  Household  Finance  Corp.,  40  LW  4.3.';.5  (M.irch  21,1072). 
*I(I  at  4?,?,0. 

°  "Supreme  Court  and  Private  Propertv",  WS.T  .\pril  .'^,  1972. 

«  House  Report  No.  91-1082   (91st  Cong.,  2d  Sess.)    1970,  by  the  Committee  on  Govern- 
ment Operations,  p.  2. 
^  Id  at  pp.  l,-.-in. 
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household  laundry  products.  One  of  the  first  orders  of  the  day  was  a  ban  on 
phosphates  in  such  products  because  they  were  found  to  pollute  our  streams 
and  lakes,  adversely  affecting  the  life  cycles  of  plants  and  tish  in  those  waters. 
Tlie  cleansing  agents  sul)stituted  for  phosphates  not  only  made  the  housewife 
unhappy  because  of  difficulty  in  removing  the  dirty  ring  from  her  husband's 
shirt  collars,  but  much  more  important  were  found  to  cause  serious  medical 
problems  in  man.  These  problems  became  so  serious  that  the  federal  health 
authorities  stepped  into  the  picture  to  countermand  the  phosphate  l)an. 

There's  an  important  lesson  to  be  learned  in  this  example,  and  it  has  direct 
applicaliility  to  problems  involved  with  the  lack  of  coordination  in  the  enforce- 
ment of  our  patent  and  antitrust  laws.  As  background  information  for  the 
point  I  am  making  let  me  refer  you  to  another  ecological  study,  '"Environmen- 
tal Pollution — A  Challenge  to  Science  and  Technology",  a  report  ^  of  the  House 
Subcommittee  on  Science,  Research  and  Development.  This  study  also  calls  for 
coordination  by  the  various  federal  agencies  involved  with  pollution  abatement 
— proposing  the  establishment  of  a  "system  management"  to  deal  with  the 
problem.  It  holds  that  a  key  to  the  whole  affair  is  cost  analysis,  suggesting 
that :  "Social  sciences  will  be  called  upon  to  replace  subjective  evaluation  with 
numbers  of  dollars.  *  *  *  The  Costs  of  abatement  must  be  equated  with 
quality."  ^ 

The  report  contains  a  graphic  illustration  which  the  Department  of  Defense 
presented  at  Hearings  held  by  the  Subcommittee  in  1966  on  "The  Adequacy  of 
Technology  for  Pollution  Abatement".  Referring  to  that  illustration,  the  Com- 
mittees states :  ".  .  .  if  costs  are  known,  a  portion  of  abatement  can  be  written 
off  against  damages  *  *  *.  Control  beyond  that  point  is  a  net  debit  to  the 
Nation.  *  *  *  The  point  of  view  that  insists  on  cmplete  prevention  of  waste 
disposal  to  the  environment  is  shown  by  this  analysis  to  lead  to  very  high 
costs  which  may  exceed  the  gains  to  society  *  *  *."  i° 

In  our  economic  environment  there  likewise  are  great  wastes,  as  I  pointed 
out  previously.  For  our  great  nation,  which  now  finds  itself  in  a  truly  growing 
competitive  struggle  to  maintain  its  economic  leadership  internationally,  there 
is  need  as  never  l)efore  to  abate  those  wastes.  "We  can  no  longer  afford  the 
luxury  of  permitting  different  federal  agencies  free  and  independent  rein  in 
their  actions  whicii  bear  upon  the  progress  of  our  national  economy,  particu- 
larly if  those  actions  become  involved  in  collision  courses.  Just  as  strong, 
determinative  and  well-coordinated  action  must  be  and  is  now  being  taken  by 
various  governmental  agencies  to  improve  our  atmospheric  and  biological  envi- 
ronment, it  is  likewise  imperative  that  equally  strong,  determinative  and  well- 
coordinated  action  be  taken  to  improve  our  economic  enviromnent.  The  key 
word  in  both  instances  is  "wcJl-crwrdivatcd". 

On  IMarch  16,  1972  President  Nixon  sent  a  message  ^^  to  the  Congress  which 
his  SciPuce  Adviser,  Dr.  Edward  E.  David,  Jr.,  described  in  a  press  conference 
that  day  as  "the  first  message  by  a  President  to  the  Congress  on  research  and 
development  or  science  and  technology".  Certain  of  the  President's  statements 
in  that  message  are  of  crucial  import  and  interest  to  everyone  concerned  with 
our  nation's  economic  welfare  and  I  shall  quote  them  directly : 

The  importance  of  technological  innovation  has  become  dramatically  evi- 
dent in  the  past  few  years.  For  one  thing,  we  have  come  to  recognize  that 
such  innovation  is  essential  to  improving  our  economic  productivity — to 
producing  more  and  better  goods  and  services  at  lower  costs.  And 
improved  productivity,  in  turn,  is  essential  if  we  are  to  achieve  a  full  and 
duralile  prosperity — without  inflation  and  without  war.  By  fostering 
greater  productivity,  technological  innovation  can  help  us  to  expand  our 
markets  at  home  and  abroad  *  *  *. 
******* 

"We  know,  for  instance,  that  a  strong  and  reliable  patent  system  is 
important  to  technological  progress  and  industrial  strength.  The  process  of 
applying  technology  to  achieve  our  national  goals  calls  for  a  tremendous 
investment  of  money,  energy  and  talent  by  our  private  enterprise  system. 


''A   rommittee   Print   of  the   Committee  on   Science  and  Astronautics    (89th  Cong.,   2d 
SPSS..    lOOG). 
»/rf  jit  p.  34. 
'"  I  hid. 
"  From  release  by  Office  of  the  White  House  Secretary,  March  16.  1072. 
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If  we  expect  industry  to  support  this  investment,  we  must  make  the  most 
effective  use  of  the  incentives  wliich  are  provided  l)y  our  patent  system. 

"The   way   we   apply   our    antitrust   laws   can    also   do    much    to    shape 
research  and  development.  Uncertain  reward  and  high  risks  can  be  signifi- 
cant barriers  to  progress  when  a  firm  is  small  in  relation  to  the  scale  of 
effort  required  for  successful  projects.  In  such  cases,  formal  or  informal 
combinations  of  firms  provide  one  means  for  hurdling  these  barriers  *  *   *. 
In   general,   combinations   which   lead   to  an   approved   allocation   of   the 
resources  of  the  nation  are  normally  permissible,  but  actions  which  lead  to 
excessive  market  power  for  any  single  group  are  not.  *  *  * 
President  Nixon  has  aptly  stated  truisms  that  have  been  known  for  years  to 
people  involved  in  business  built  upon  the  fruits  of  research  and  development, 
people  involved  in  inventions,  in  patents,  in  the  licensing  of  patents  and  know- 
how.  He  has  stressed  the  need  for  more  technological  innovations,  underscored 
the  importance  of  the  patent  system  in  fulfilling  that  need,  and  reminded  us 
that  the  antitrust  laws  are  necessary  to  protect  us  against  tluKse  who  abuse 
the  opportunities  provided  by  the  nation's  investments  in  research  and  develop- 
ment and  fostered  by  federal  grants  of  patents  on  the  fruits  of  those  invest- 
ments.   Still   needed,    however,    is   tlie   coordination   necessary    to   prevent   the 
administration  of.  and  operation  under,  our  patent  laws  from  resulting  in  a 
collision  course  with  the  enforcement  of  our  antitrust  laws.  Apparently  recog- 
nizing this,  the  President  went  on  to  say : 

I  believe  we  need  to  be  better  informed  about  the  full  consequences  of 
all  such  policies  for  scientific  and  technological  progress.  For  this  reason,  I 
have  included  in  my  budget  for  the  coming  fiscal  year  a  program  whereby 
the  National   Science  Foundation  would  support  assessments  and  studies 
focused  specifically  on  barriers  to  teclinological  innovation  and  on  the  con- 
sequences of  adopting  alternative  Federal  policies  which  would  reduce  or 
eliminate  these  barriers.  These  studies  would  be  undertaken  in  close  con- 
sultation with  the  Executive  Office  of  the  President,  the  Department  of 
Commerce   and    other   concerned   departments   and   agencies,    so   that   the 
results  can  be  most  expeditiously  considered  as  further  Government  deci- 
sions are  made. 
Hopefully,  such  studies  will  result  in  unifying,  coordinative  actions  within 
the  Executive  Branch  so  as  to  eliminate  the  competition  and  overt  opposition 
l)etween  some  of  its  component  departments  and  agencies  in  areas  where  there 
should  be  a  single  national  policy  and  a  single  approach  to  administering  that 
policy.  A  classic  example  of  a  need  for  unitary  action  within  the  Executive 
Branch — a  need  which  went  liegging.  most  unfortunately — took  place  last  May 
when  the   Senate  Patents   Sulicommittee  held  hearings   on   the   Scott  Amend- 
ments. As  Mr.  James  T.  Lynn,  Under  Secretary  of  Commerce,  testified : 

Tlie  views  I  express  here  this  afternoon  are  those  of  the  Department  of 
Commerce.  The  Department  of  Justice  has  certain  reservations  about  the 
positions  we  Iiave  taken  a)id  will  express  its  own  views  on  the  subject. 
To  wliich  the  Subcommittee  Chairman,  Senator  McClellan  repied : 

I  think  we  can  state  unequivocally,  then,  that  the  Government  as  such 
or  the  Administration  as  sucli  does  not  liave  a  policy  with  respect  to  this 
legislation :   there  is   a   divided   opinion  in   the  administration   as   to  the 
merits  of  those  amendments? 
Responded  Mr.  Lynn : 

That  is  right,  Mr.  Chairman.  The  administration  has  decided  that  the 
best  contril)ntion  it  can  make  to  the  resolution  of  these  important  legisla- 
tive issues   is  to  share  with   this  committee  its  analysis   of  the  problems 
and  the  points  of  views  which  express  both  the  interests  of  patent  holders 
and  general  objectives.  The  latter  will  be  provided  by  the  Justice  Depart- 
ment witnesses. 
The  Department  of  Justice  did,  in  fact,  present  its  own  views,  through  the  tes- 
timony   of   its   Assistant   Attorney    General,    Antitrust    Division,    Richard    AV. 
McLaren. 

In  failing  to  present  a  unitary  position  of  the  administration,  the  proverbial 
"buck"  Vv-as  passed  to  Congress.  I  submit  this  was  a  tactical  error,  a  missed 
opportunity  the  Executive  Branch  had  in  its  grasp  to  perform  the  complete  job 
that  President  Nixon  now  i)roposes  to  do  hereafter,  namely  to  focus  attention 
''on  barriers  to  technological  innovation  and  on  the  consequences  of  adopting 
alternative  federal  policies  which  would  reduce  or  eliminate  these  barriers." 
2.3-9.32 — 74 3S 
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Witliout  unitary  leadonsliip  of  the  Executive  Branch  the  Senate  Patents  Sub- 
committee, by  a  3  to  2  vote,  rejected  the  Scott  Amendments  last  October.  Sena- 
tor Fong.  who  voted  with  the  majority,  has  been  understood  to  dechire  that  if 
he  could  be  satisfied  that  those  Amendments  would  not  in  any  way  adversely 
affect  the  operation  of  the  antitrust  laws  represented  by  the  Sherman  and 
Clayton  Acts  and  tlieir  judicial  interpretations,  he  might  change  his  vote.  Sat- 
isfying Senator  Fong  on  this  point  should  hardly  be  an  insurmountable  obsta- 
cle, for  the  proponents  of  the  Scott  Amendments  (both  those  who  favored 
them  in  their  original  form  and  those  who  favor  the  moditied  form  advocated 
by  tlie  Department  of  Commerce)  have  repeatedly  declared  that  they  do  not 
advocate  any  language  or  interpretation  of  legislative  terminology  which  would 
dilute  or  negate  tlie  antitrust  laws.  It  would  have  been  logical  for  the  Justice 
Dei)artment's  antitrust  specialists  to  get  together  with  the  Commerce  Depart- 
ment's patent  specialists  and  work  out  the  legislative  formula  to  achieve.  Sena- 
tor Fong's  re(iuirements.  Since  this  has  not  been  done,  one  group  of  lawyers 
experienced  in  patent  and  antitrust  matters  has  attempted  to  resolve  the 
Impasse  by  preparing  a  suggested  "Legislative  History"  i-  which,  in  their  view, 


I- This  "Lesislative  History",  it  may  be  observed  somewhat  curiously  was  prepared  by 
an  assemblajre  which  dubbed  itself  the  "Tuesday  III"  group.  This  name  resulted  from 
the  faet  that  ))y  sheer  cliance  the  group  actually  met  on  a  Tuesday.  The  '"111"  was  to 
differentiate  it  from  the  "Tuesday  I  and  11"  groups,  consisting  of  other  members,  who 
were  reputed  as  having  authored  the  original  Scott  Amendments.  The  "History"  is  as 
follows  ; 

"Ky  recommending  sections  261  (b),  271  (f)  and  271  (g),  the  Subcommittee  does  not 
intend  to  modify  the  effect  of  the  antitrust  laws  as  heretofore  interpreted  by  the  Courts 
except  as  follows  : 

"].  Section  271  (f)  (2)  (a)  removes  the  ailthorit.v  for  a  patent  license  agreement  to 
require  a  licensee  to  maintain  a  certain  i)rice  in  the  sale  of  licensed  products  as  expressed 
in   r.   S.   V.   ru-ncrni   Electric  Comjianii,  272  U.S.  476    (1!>26). 

"2.  Section  271  (g)  (li  (a)  refers  to  the  right  of  a  licensor  and  licensee  to  negotiate 
a  royalty  of  any  amount  they  agree  upon  in  the  tradition  of  our  bargaining  system  as 
recognized  in  linilottc  v.  Thi/x  Co.,  37!)  U.S.  20  {in64).  Any  authoritative  effect  to  the 
contrary  in  the  7th  Circuit  decision  in  American  Photocopy  v.  Rovico,  .S,59  F.2d  745 
(!!••;(■)  I    (referring  to  "exhorbitant  and  opi)ressive'  royalties)    would   be  removed. 

"•'!.  Section  271  (g)  (ll  (c)  makes  it  clear  that  a  pack.ige  transfer  or  license  arrange- 
ment which  does  not  segregate  the  charge  for  each  included  patent  will  not  (in  the 
al)sence  of  other  circumstances,  such  as  coercion)  constitute  misuse  or  an  Illegal  exten- 
sion of  the  patent  monopoly.  To  the  extent  that  this  provision  would  sanction  a  package 
license  which  sloes  not  provide  for  a  dimunition  in  the  royalty  upon  the  expiration  of  a 
patent  included  in  the  package,  it  would  appear  to  be  inconsistent  with  the  position 
taken  by  the  majorit.v  of  the  court  in  Rocform  Corporation  v.  AciteJli  Standard  Concrete 
Wfill,  Inc..  867  F.2d  67  (1JI66).  However,  it  would  be  consistent  with  the  view  expressed 
In   more  cases,  such  as  in  Well  S»;ic.i/.s,  Inc.,  v.   Pcrfo-Log,  .306  F.2d  I.')    (1968). 

"4.  Section  271  (g)  (1)  (d)  provides  that  a  mere  difference  in  royalty  rates  between 
different  licenses,  without  more,  would  not  constitiite  misuse  or  illegal  extension  of 
patent  rights.  It  therefore  accords  with  the  view  expressed  by  the  7th  Circuit  in  Beta 
Seating  Co.,  Inc.,  v.  Poloron  Product. t.  Inc.,  16  USPQ  .")48  (1071).  Anv  authority  to  the 
contrary  in  LaPeifre  v.  F.  T.  C,  .366  F.2d  117  (r)th  Cir.  1066)  and  Peeler.i  v.  Wendt, 
260  F.  Supp.  103  (W.D.  Wash.  1066)  would  be  removed.  Those  cases  apparently  con- 
demned a  lease  rate  for  patented  shrimp  peeling  machines  based  on  the  savings  from 
use  of  the  machines  ov(>r  hand  peeling,  because  the  peeling  industry  in  the  Northwest 
derived  more  savings,  and  therefore  paid  more  than  the  Gulf  Coast  peelers.  The  difference 
In  ro.valty  rates,  being  based  on  the  value  of  the  invention  to  the  different  users,  seems 
wholl.v  within  the  patent  grant  and  therefore  not  properly  condemned  under  the  anti- 
trust laws.  But  271  (g)  (1)  (d)  would  not  legitimatize  royalty  rates  when  used  pri- 
marily   for   the   purposes   of  anticompetitive   discriminating  between   licensees. 

"Since  the  decision  of  the  Supreme  Court  in  Lear  v.  Adkin.'i,  ,39,5  U.S.  6.">.3  (1969), 
nunieorus  lower  court  decisions  have  relied  upon  the  public  interest  to  set  aside  settle- 
ment agreements,  consent  judgments,  and  arl>itration  decisions  where  a  party  subse- 
quently attacks  the  validity  of  a  patent.  Continuance  of  that  trend  will  drastically  reduce 
the  number  of  settlements  by  agreement  and/or  arl)itration  and  corresjjondingly  increase 
court  time  devoted  to  litigation.  Since  such  settlements,  like  decisions  on  the  merits 
after  a  full  trial,  are  binding  only  upon  the  parties  involved,  this  Subcommittee  believes 
the  added  burden  on  the  courts  and  the  unnecessary  expense  to  the  i>arties  should  be 
avoided.  The  Supreme  Court  has  recently  had  occasion  to  point  out  the  relatively  large 
amount  of  expensive  trial  time  taken  by  patent  litigation,  as  comparwl  with  other  civil 
cases.  nionder-Toni/iie  Lahoratoricfi  v.  Vniver^itii  of  Illinois  Foundation,  28  Ij.Ed.2d  788 
(1971).  Accordingly,  section  271  (h)  is  intended  to  over-rule  such  decisions  as  Iiu.<)ines.<i 
Fortns  Finisliinp  Service  Inc.,  v.  Carxon,  4.">2  F.2d  70  (7th  Cir.  1971).  Section  271  (h) 
has  been  retained  in  modified  form  to  permit  settlement  of  litigation  where  there  has 
been  a  settlement  with  approval  of  a  court  or  by  a  bona  fide  independent  arbitrator 
without   collusion. 

•T.y  including  the  word  "solely"  in  sections  271  (f)  (1)  and  271  (g),  the  Subcom- 
mittee Intends  that  each  course  of  conduct  referred  to  in  tbos(>  sections  he  considered 
separately,  and  the  provisions  of  those  sections  need  not  niii>ly  when  an  agreement  or 
arrangement  combines  one  :nithori/ed  course  of  coiidu<t  with  another  autliorized  course 
of  conduct,  or  with  other  conditions,  limitations  oi'  restriitions  which  result  in  misuse  or 
Illegal  extension  of  patent  rights.  For  instance,  section  271  (g)  (1)  (c)  provides  that 
mere  package  licensing  of  several  patents  is  leir.'l  'ut  would  not  legitimatize  coercive 
package  licensing,  as  condemned  in  .Xmerican  Scciiritii  v.  Shatterproof  Glass  Corp.,  268 
F.2d  769  (3rd  Cir.  1959)." 


591 

wiiiild  effective! J-  prevent  the  Scott  Amendments,  if  enacted  into  law,  from  ever 
heiiig  capable  of  actinj;  as  a  defense  to  an  action  based  upon  our  conventional 
juitirrust  laws.  I  submit  that  if  this  approach  is  adopted,  when  the  new  Patent 
Law  Revision  Bill  and  the  revised  Scott  Amendments  are  introduced  in  the 
next  session  of  Congress,  is  should  satisfy  not  only  Senator  Fong  but  also  the 
tipponents  to  the  Amendments  in  the  Justice  Department's  Antitrust  Division. 
r»f  course,  a  little  help  or  support  by  the  Executive  Branch  at  that  time  would 
help,  and  I  look  for  the  White  House  to  do  so  by  asserting  the  leadership  and 
coordinative  effort  that  President  Nixon  espoused  in  his  speech  which  I've 
quoted  from  previously. 

<»ne  might  ask  wliy  shoiild  the  Scott  Amendments  be  adopted?  Why  should 
the  conflicting  policies  of  the  Commerce  and  Justice  Departments  be  resolved 
in  favor  of  a  single  policy  aimed  at  maximizing  the  benettts  inherent  in  both 
the  patent  and  antitrust  laws'.'  There  are  undoulitedly  several  very  good  rea- 
sons, but  my  answer  to  both  questions  could  be  summed  up  in  one  word:  UTI- 
T-IZATIOX!  Yes.  utilization.  Utilization  of  our  limited  national  resources.  Uti- 
lization of  our  limited  national  assets.  Utilization  of  the  products  of  man's 
genius,  man's  biviinpower.  man's  ability  to  invent,  to  conceive  of  new  and 
better  ways  of  improving  our  way  of  life,  of  new  and  better  things  that  aid  in 
our  nation's  health  and  welfare,  that  aid  in  our  nation's  prosperity.  All  of 
these  products  are  flnite  assets  and  their  utilization  must  be  promoted  and 
guarded,  for  if  they  are  lost  or  left  unused  they  will  be  wasted.  The  licensing 
provisions  of  the  Scott  Amendments  will  foster  utilization  of  patented  inven- 
tions to  a  greater  degree  than  ever  Itefore.  The  Commerce  and  Ju.stice  Depart- 
ments should  not  stand  leagues  apart  to  debate  the  point  with  each  concerned 
only  with  its  own  narrow  perspectives.  The  administration  charged  with  the 
responsibility  of  all  phases  of  government  operation  should  wring  from  both  a 
single  position  which  it  deems  will  best  utilize  the  patented  inventions  which 
are  or  could  be  involved. 

President  Xixou,  in  his  .speech  from  which  I  have  quoted,  further  stated  "on 
as-trt  iniiiscd  is  an  asset  icasted''.  In  doing  so  he  called  attention  to  "a  change 
in  the  Government  patent  policy  which  libt^ralized  the  private  use  of  Govern- 
ment-owned patents"  which  he  approved  by  Executive  Order  in  August  1971. ^^ 
He  stated  furtiier:  ""I  directed  that  such  patents  may  be  made  availal)le  to  pri- 
vate tirnis  through  exclusive  licenses  where  needed  to  encourage  commercial 
application.''  This  was  a  tremendously  progressive  step  in  the  direction  of 
increasing  the  utilizati(m  of  patented  inventions  for  which  I  am  happy  to 
salute  him.  This  step  was  a  giant  stride  toward  overcoming  the  divisive  forces 
arrayed  within  the  various  government  departments  and  agencies  which  have 
lieen  charged  with  administering  rights  to  patented  inventions  arising  out  of 
research  which  is  at  least  partially  subsidized  by  federal  funds. 

I  trust  you  will  forgive  me  for  making  a  personal  claim  to  satisfaction  at 
this  point.  Just  as  I  did  publicly  in  1967  for  the  first  time,  when  I  addressed 
the  Licensing  Executives  Society  at  its  meeting  in  San  Francisco,^*  so  do  I 
now  recall  the  fact  that  almost  20  years  ago  I  originated  or  advanced  the  con- 
cept which  President  Nixon  has  now  embraced,  and  later  gave  to  it  the  name 
"utilization  theory."  While  others  concerned  with  the  disposition  of  rights  to 
government-subsidized  patented  inventions  advanced  the  "fairness  and  equity" 
concept.  I  argued  that  utilization  was  far  more  imi)ortant.  Others  advocated 
the  importance  of  deciding,  as  a  matter  of  fairness  and  equity,  whether  the 
government  or  its  contractors  should  keep  title  to  inventions  made  in  the  per- 
formance of  contracts  for  research  and  development,  based  on  relative  contri- 
l)utions  made  by  each  party.  I  advocated  that  even  more  important  to  the 
nation  as  a  wliole  was  the  decision  as  to  how  the  inventions  could  best  be  uti- 
lized to  promote  the  progress  of  the  arts  and  sciences,  with  the  conclusion  that 
this  could  best  lie  done  by  leaving  a  defeasible  title  with  the  contractors.  If 
they  put  the  inventions  into  conunercial  use  within  a  certain  numlier  of  years, 
they  would  keep  the  title  until  the  patents  expired  ;  if  not.  title  would  revert 
to  the  government  which  then  could  license  others  under  the  same  conditions. 


'■'  Memorandum  and  Statement  of  Government  Patent  Policy  issued  by  President  Xixon 
on  August  2:;.  IttTl  (."'.6  Fd.  Reg.  166,  August  26,  1!)71).  This  statement  revised  and  up- 
dated the  original  policy  statement  issued  by  President  Kennedy  on  October  10,  1!»6.3  (2 
Fed.  Keg.  200.  October  12.  l!)6:i). 

1*  Forman.  "Retrospections  and  Introspections  Concerning  Patents  and  Government 
Patent  Policy",  40  J.   Pat.  Off.   Socy  67S    (September,  1967). 
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The  key  object,  it  will  be  noted,  is  to  promote  utilization  of  potentially  valua- 
ble national  assets. 

This  utilization  theory  has  even  wider  application  than  I  could  have  imag- 
ined when  I  first  wrote  about  it  and  in  the  intervening  years  when  I  have  pro- 
moted the  concept  througli  speeches,  articles  and  other  means. ^^  n  clearly 
should  not  be  limited  to  patented  inventions  arising  out  of  government — spon- 
sored research  and  development ;  it  should  be  applied  to  all  patented  inven- 
tions. After  all,  a  patented  invention  is  just  as  much  a  potential  asset  to  the 
nation  whether  it  was  conceived  with  federal  aid  or  in  the  performance  of  a 
complete  non-governmental  projection  without  federal  su!)sidy.  V.'hut,  then, 
should  be  done  about  the  terrible  wastes  of  patented  inventions  that  result 
when  patents  are  invalidated  Ity  the  courts?  Since  the  Supreme  Court  re-de- 
fined the  legislative  standards  of  patentability  in  the  case  of  Graham  v.  John 
Deer^"  six  years  ago,  over  12%  of  all  patents  litigated  in  the  Courts  of 
Appeals  across  the  nation  have  been  held  invalid. i"  This  figure  should  becom- 
pared  with  the  57.4%  of  patents  invalidated  by  the  courts  in  the  period 
] 953-63.1^  Another  interesting  statistic  is  the  fact  only  two  patents  have  been 
held  valid  by  the  Supreme  Court  in  the  last  25  years.^'-' 

In  a  rather  thought-provoking  paper,  Robert  J.  Fay,  a  Cleveland  patent 
attorney,  inquires :  "A  patent — X  Civil  Right :  Is  It  Being  Discriminated 
Against  V -<*  Fay  points  out  that  a  patent  is  a  right  granted  by  the  Constitu- 
tion, but,  it  is  a  right  which  is  being  abridged  by  judicial  fiat.  Patentees,  he 
notes,  are  a  minority  in  our  society  and  their  patents  are  rights  which  are  as 
sacred  to  them  as  are  the  rights  for  v\-hich  other  minority  groups  have  sought 
and  obtained  protection  under  our  civil  rights  laws.  Further,  he  suggests,  the 
rights  of  inventors  to  the  fruits  of  their  creations  "are  just  as  sacred  as  the 


^■^  Following  is  a  list  of  publications  and  record  of  testimony  by  H.  I.  Forman  before 
various  Congressional  committees,  all  on  the  subject  of  Government  Patent  PoUc.v,  in 
which  the  "utilization  theory"  was  proposed  and  has  since  been  developed  in  some  depth  : 
Publicationf! 

a.  "Government    Ownership    of    Patents    and    the    Administration    Thereof"     (27    Temp. 

L.  Q.  .31   (1954)). 

b.  "Patents — Their  Ownership  and  Administration  by  the  U.S.  Government  (Central  Book 

Co.,  New  York  l'.)~t7 ) . 

c.  "Federal    Employee    Invention    Rights — What    Kind   of   Legislation?"    (40   J.   Pat.   Off. 

Society  468  July  l!>.j8)). 

d.  "Wanted  :  A  Definitive  Government  Patent  Polic.v,"   (.S  PTC  J.  Res.  &  Ed.  .309  (Winter, 

l!>."in),   reprinted  in  Forman,  ed.,  Patents,  Research  and  Management,  509   (Central 
Book  Co..  New  York,  1961)  ). 

e.  "Forgive  Jly   Enemies  for  They  Know  Not  What  They  Do,"    (44  J.  Pat.  Off.   Society 

274    (1962)). 

f.  "Impact    of   Government   Patent   Policies   on   the   Economy   and   the  American   Patent 

System."    (Patent  Procurement  and  E.xploitation   181    (Bureau  of  National  Affairs, 
Washington.  I).  C.  196-3)). 

g.  "Government  Ownership  and  Administration  of  Patents,"   (Calvert,  ed.,  "The  Encyclo- 

paedia  of   Patent   Practice  and   Management,    360    (Reinhold   Publishing  Corp.,  New 

York,    1964)). 
h.   "President  s   Statement  of  Government  Patent  Policy  :   A   Springboard  for  Legislative 

Action.'   (25  Fed.  B.J.  4   (Winter.  1965)). 
1.    '"Retrospections   and    Introspections   Concerning   Patents   and    Government   Patent   Pol- 
icy,"  (49  J.  Pat.  Off.  Socity  67S   (1967)). 
j.    "Government    I'atent    Policy — Yesterday,    Today    and    Tomorrow,"     (50    J.    Pat.    Off. 

Society   .32    (1968)  ). 
k.   "How  the  Chemical-Pharmaceutical  Industry  Views  the  Government's  Patent  Policy,' 

(25  Food,  Drug,  Cosmetic  Law  Journal  204  (1970)). 
Teatinionn 
I.    Hearings    before    House   Subcommittee   No.    .3   of   Committee  on   the   .Tudiciary   on   H..T. 

454    re    "Rights    of    Government    and    the    Employees    in    Inventions    Made    by    Such 

Employees,  •' pp.  2,  S  (March  3,  1958). 
m.  Hearings    before    Senate    Subcommittee    on    Patents.    Trademarks    and    Copyrights    on 

S.  Res.  55  re  "Government  Patent  Policy,"  pp.  452  and  580    (May  31,  1961). 
n.   Hearings    before    Senate    SuI)committee    on    Patents,    Trademarks    and    Copyrights    on 

S.  Res.  48  re  "Government  Patent  Policy."  p.  470  (July  fi,  1965) — -republished   (with 

foreword  by  Francis  Boyer,  Chairman  of  Bo.-ird,  Smith,  Kline  and  Frencli  Lalmrato- 

ries)    n  45"j.  Pat.  Off.   Society  787,  7S9   (1965)). 
o.   Hearings   before  Commission  on  Government  I'rocuremcnt  Stud.v  Group  No.  6,  Wash., 

D.  C,  July  29.  1971. 
"383  U.  S.  1   (1966). 
^'Gausewitz.   R.   I^,   "Brief  in   Support   of   Proposed   Amendment   to   Sec.    103,   Title   35 

Pnti'nts   II.   S.   Code,  '   Patent  I>aw   Association   of  Los  Angeles,  p.  8. 
"Calvert,  R..  "The  Encyclopedia  of  Patent  Practice  and  Invention  Management,"  p  23, 
Reinhold  Publishing  Co.  (New  York,  19(i4). 

>»  The   Jones   p.ifcnt    in    Ornvcr   Tank   and   Mfp.    Co..   Inc.    v.    JAnth:   Air   Proihictn    Co., 
339   U.   S.   605    (1960).  and   the  Adams  patent  in    Tnited  States  v.  Arlam.'i.  383  V.   S.   .39 
(1965).   The  last  patent  previously  found  valid   by  the  Court  was  In  a  1945  decision. 
=»  Unpublished  as  of  the  time  the  present  paper  was  prepared. 
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right  to  equal  protection  of  tlie  law  and  the  right  to  freedom  from  discrimina- 
tion are  to  the  ordinary  citizen.  The  talcing  of  an  invention  from  one  by  an 
eroding  judicial  process,  i.e.,  by  discriminating  against  his  invention,  is  just  as 
much  a  removal  of  his  constitutional  rights  and  he  is  discriminated  against 
just  as  much." 

AVhether  or  not  one  agrees  with  Fay's  premise,  the  fact  remains  that  each 
patent  a  court  holds  invalid  represents  one  more  invention  which  may  not  be 
brought  to  commercial  application  or  to  its  fullest  possible  utilization  because 
its  originator,  assignee  or  licensee  generally  will  refrain  from  investing  sizea- 
ble sums  to  develop  something  that  aiiyone  can  freely  imitate  after  the  devel- 
opment has  been  completed.  As  President  Nixson  said,  "an  asset  unused  is  an 
asset  wasted."'  Who  is  to  answer  and  be  held  accountable  for  all  these  poten- 
tial assets  which  the  federal  courts  send  down  the  drain  marked  "'patent  inval- 
idity V  The  Patent  Office  has  for  decades  been  admonished  by  the  courts,  l)y 
the  Congress,  by  the  Executive  Branch,  by  industry,  by  inventors,  by  patent 
attorneys,  by  just  about  everyone,  to  issue  patents  which  will  not  be  held 
invalid  when  subjected  to  judicial  scrutiny.  The  record  of  patents  in  the  courts 
clcarl.v  indicates  the  l*atent  Office  is  not  succeeding  in  meeting  that  goal.  That 
poor  record,  incidentally,  appears  destined  to  beccnne  woi-se  each  year  as  the 
Justice  Department's  Antitrust  Division  steps  up  its  efforts  to  attack  patents, 
even  those  not  accused  of  being  misused  in  violation  of  our  antitrust  laws,  but 
are  alleged  to  be  invalid  on  other  grounds. 

AVhat  are  some  possible  I'emedies  to  this  unhappy  situation?  Several  have 
been  suggested  by  Fay  and  others.-i  One  solution  which  I  have  been  vocal  in 
supporting  from  the  time  it  was  first  proposed  is  the  "Ex  Parte  Opposition'' 
provision  which  constitutes  Recommendation  XI  of  the  Report  of  the  Presi- 
dent's Commission  On  The  Patent  System.--  and  has  been  incorporated  in  Sen- 
ator IMcClellan's  current  Patent  Revision  Bill.-'^  This  i)rovision  calls  for  a  cita- 
tion period  of  six  months  after  the  I'atent  Office  publishes  an  application  for 
patent  otherwise  found  to  be  allowable,  before  the  grant  is  made  final.  In  that 
period  anyone  openly  or  anonymously,  can  call  to  the  attention  of  the  Patent 
Office  any  reference  or  fact  wliich  could  cause  claims  previously  found  allowa- 
ble to  be  rejected.  Once  this  provision  is  enacted  into  law  the  courts  should 
Ihid  it  possible  to  place  greater  faith  in  the  results  of  the  Patent  Office's  exam- 
ining procedures.  Thereafter,  issued  patents  will  be  considered  not  only  to 
liavp  cleared  past  the  searching  scrutiny  of  trained  Patent  Office  examiners, 
but  also  the  watchful  eyes  of  the  members  of  the  public  who  are  likely  to  be 
adversely  affected  by  issuance  of  patents  to  others  in  their  fields  of  interest. 
Even  attorneys  in  the  patent  unit  of  the  Justice  Department's  Antitrust  Divi- 
sion may  find  this  an  excellent  aid  in  their  campaign  to  prevent  invalid  pat- 
ents from  being  granted  and  thereby  become  capable  of  being  used  to  limit 
competition. 

As  a  supplement  to  "Ex  Parte  Opposition"  I  have  another  proposal  to  make, 
one  which  I  believe  deserves  very  serious  consideration  by  all  concerned  with 
maximizing  the  utilization  of  patented  inventions  and  diminishing  the  waste  of 
potentially  important  national  assets  represented  in  patents  which  are  commer- 
cially unexploited  because  they  have  been  judicially  invalidated.  This  propo.sal, 
taking  a  page  out  of  the  I.anliam  Trade-Mark  Act,-'  is  to  make  patents  incon- 
testable under  certain  conditions  after  a  prescribed  number  of  years.^s  My 
thought  is  that  the  grantee  of  a  patent  having  the  IT-year  term  of  our  present 
patent  statutes  would  have  the  opportunity  to  make  an  election  at  the  end  of, 
say  the  5th  year  following  issuance  of  the  patent.  By  simply  making  applica- 


-1  Cf.  Vojacek.  J.,  "A  Survey  of  tho  Princiiial  JS'jitional  Pttcnt  Systpms."  Prentlcp-Hall 
(New  York  lii.Sfi)  ;  and  Fortas,  '-TIio  Patent  .S.vstem  in  Distress,"  147  IDEA  .'')71    (1071). 

--Report  issued  on  November  17,  1066  responsive  to  E.  O.  11215  which  established  the 
Commission  on  April  8.  l!)(!;i. 

-■■'S.  64.S  (S)2nd  ConR.,  1st  Se.«s.)   §  191,  1971. 

=^  P.  I..  4S0  (7nth  Conjr..  2d  Sess.)  1946. 

"=  The  basis  for  tliis  proposal  was  derived  from  a  reoominendation  made  by  the  Amer- 
ican Sorietv  on  Inventors,  throiijih  their  spokesmen  Pr.  E.  Kurke  Wilford  and  Albert  G. 
Fonda,  in  testimony  at  thp  Hearings  on  the  Scott  Amendments.  (Cf.  Record  of  Hearings 
l>efore  Subcommittee  on  Patents.  Trademarks  and  Copyrights.  V.  S.  Senate,  on  S.  64.S, 
S.  125;;.  and  S.  12.'>."),  Part  2.  p.  444  (May  l.'i,  1971).  Their  recommendation,  which  they 
declared  was  similar  to  a  provision  in  the  .Tapanese  patent  law,  was  to  set  a  limit  of 
6  years  after  patent  issuance  within  which  patents  could  be  attacked.  In  private  conver- 
sations with  them  later,  they  suggested  to  the  present  writer  that  after  that  time  the 
patents  could  only  be  attacked  on  the  grounds  of  fraud  having  l)een  committed  in  the 
prosecution  thereof  through  the  Patent  Office. 
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tion  to  the  Patent  Office  the  patent  could  be  recorded  as  being  incontestable 
thereafter  for  any  reason  other  than  proof  of  fraud  liaA-ing  been  committed  in 
the  process  of  obtaining  the  patent  grant.  In  exchange  for  this  mantle  of 
incontestability  the  patentee  must  agree  to  having  the  term  of  his  patent  fore- 
shortened to  a  total,  say.  of  12  years.  If  the  patentee  chooses  not  to  avail  him- 
self of  tliis  opportunity  to  make  this  election,  the  patent  will  be  eligible  to  run 
to  its  full  term  of  17  years  but  will  continue  to  be  subject  to  the  same  attacks 
and  risks  which  have  contributed  to  the  liigh  invalidity  record  discussed  pre- 
viously. 

To  those  who  may  instantly  react  against  the  notion  of  incontestable  patents 
as  being  undesirable  for  one  reason  or  another,  let  me  remind  them  that  the 
provision  therefor  would  l)e  coupled  with  the  public  opportunity  to  attaek 
them  in  Ex  Pnrte  Opposition  stage.  To  those  who  are  loathe  to  accept  the  con- 
cept of  patents  being  incontestable  even  though  "the  perfect  reference"  to 
invalidate  them  is  found  too  late  to  cite  during  the  opposition  period,  I  would 
sympathize  with  their  personal  loss  but  I  would  take  solace  in  the  thought 
that  the  pulilic-at-large  may  derive  numerous  benefits.  I  submit  that,  just  as 
been  i)ointed  out  in  the  comparison  made  between  the  benefits  of  pnll':tioii 
altatement  vs.  their  costs,  the  very  high  costs  to  our  national  economy  uf 
having  "1009f  valid"  patents  may  exceed  the  gains  which  we  have  heretofore 
thought  were  received  liy  safeguarding  the  public  against  all  "invalid"  patent^. 

Inconstestable  patents  can  materially  reduce  the  workload  of  an  already 
over  burdened  federal  judiciary,  for  one  thing.  But  even  more  important  is  the 
likelihood  that  the  inventor,  the  patentee,  the  assignee  all  will  be  in  a  really 
secure  position  for  tlie  first  time  in  our  history  to  make  important  decisions 
such  as  whether  to  invest  sizeable  sums  of  money  in  erecting  a  plant  to  pro- 
duce a  patented  invention.  No  longer  will  they  have  to  worry  about  the  likeli- 
hood of  their  patents  I)eing  attacked  and  invalidated.  With  such  assurance 
d'^velopment  of  patented  inventions,  both  technological  and  commercial,  will  be 
able  to  iiroceed  in  an  orderly,  logical  fashion  as  never  before. 

Of  course,  if  a  patent  owner  is  confident  that  his  patent  is  invincible  or  nt 
least  is  willing  to  take  the  risks  involved  he  need  not  take  the  sl)orten»'d  term 
route,  and  can  seek  the  benefits  afforded  by  the  full  17-year  patent  life  time. 

AAliy  the  option?  What's  the  rationale  underlying  the  shortened  term?  The 
term  of  a  patent  grant  is  arliitrary,  to  begin  with,  and  varies  from  country  to 
country.  Whatever  the  full  term  provided  by  law.  the  provision  of  an  election 
of  a  .shorter  term  can  produce  certain  socially  desireable  results.  Reduction 
and  savings  in  court  time  and  expenses  to  all  parties  concerned  in  litigation  is 
one  such  result.  Increasing  the  likelihood  of  commercial  exploitation  of  pat- 
ented inventions — the  avoidnnce  of  waste<l  assets  in  the  form  of  inventions  th-it 
no  one  cares  to  exploit  because  they  are  not  protected  by  i)atent.s — is  another. 
A  third,  of  course,  is  that  the  shortened  term  will  place  the  patent  in  the 
public  domain  years  earlier  than  at  present,  thereby  increasing  competition  Init 
doing  so  only  after  the  patent  owner  has  had  a  reasonable  lead  time  to  recoup 
his  investment  and  make  a  deserved  profit. 

If  our  laws  are  ch.anged  to  provide  for  a  patent  term  of,  .say,  20  years  from 
the  date  an  application  is  filed  ^6  (rather  than  the  present  17  years  after 
patent  issuance),  the  proposal  for  incontestability  could  be  adopted  with  cer- 
tain modifications.  As  a  nucleus  for  discussion  I  would  suggest  that  the  elec- 
tion and  application  for  incontestability  could  be  made  by  the  Sth  year  follow- 
ing the  filing  of  the  pntent  application,  and  the  patented  term  then  would  be 
foreshortened  to  15  years  from  the  application  filing  date. 

Coming  liack  to  statements  I  made  earlier,  I  again  call  attention  to  the  tre- 
mendous wastes  in  precious  manpower,  time,  financial  and  other  national 
resources,  first  in  the  patenting  process  and  then  in  the  courts,  not  to  mention 
the  discouraging  wastes  in  time  and  money  spent  for  researcli  and  develoi> 
ment  leading  to  products  and  processes  that  never  become  properly  commer- 
cialized for  lack  of  .sound  patent  protection. 

I  call  attention  again  to  the  need  for  better  utilization  of  the  great  national 
resources  potentially  represented  by  inventions  that  retpiire  the  shelter  of 
patent  protectifai  in  order  to  promote  their  development.  I  again  echo  Presi- 
dent Nixon's  words  that  "an  asset  unused  is  an  asset  wasted."  I  will  add  that 
iin-ntilized  inventions  may  be  among  our  country's  most  wasted  assets,   and 


^'S.  e,4?,    (02001  Cong..  1st  Scss.)    §  1.54    (b),  1971.  calls  for  just  such  a.  provision. 
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tliey  contrilmte  all  to  heavily  to  the  econouiie  pollution  that  iiihihits  and  stag- 
nates our  national  prosperity.  I  sujigest  to  the  President  that  he  take  steps 
within  the  Executive  Branch  to  estal>lish  a  niiified.  single  i)olicy  of  his  Admin- 
istration which  will  balance  the  implementation  of  our  patent  laws  and  our 
antitrust  laws  so  as  not  to  favor  one  or  the  other,  or  individuals  who  might 
personally  benefit  from  one  or  the  other,  but  rather  will  maximize  the  Iteneti- 
cial  effects  of  both  to  the  nation  as  a  whole.  And  lastly,  I  suggest  to  the  Con- 
gress that  it  should  expeditiously  consider  adopting  such  legislative  proposals 
as  I  have  advocated  in  order  to  increase  the  utilization  of  patented  inventions. 
If  the  Patent  Office  continues  to  grant  patents  under  the  present  laws,  the 
Antitrust  Division  c(»ntinues  to  attack  them,  and  the  courts  continue  to  invali- 
date them,  all  without  regard  for  the  net  effect  on  our  national  prosperity,  it 
is  high  time  to  start  a  patent/antitrust  ecology  movement.  After  all,  this  is  the 
Environmental  ]>ecade,  isn't  it?  And  when  we  start,  let's  learn  from  the  blun- 
ders and  findings  of  the  environmental  ecologists;  let's  avoid  collision 
courses  -'  and  let's  eliminate  seeming  remedies  for  one  aspect  of  our  economy's 
problems  which  only  result  in  causing  other  adverse  effects  upon  our  economy 
and  our  nation's  economic  health  and  welfare. 


Washixgton,  D.C,  Scptemher  27,  1973. 
Hon.  John  L.  McClellan, 

Chainnnyi.  Senate  Judiciary  Committee,  Subcommittee  on  Patents,  Trademarks, 
and  Copyrifjhts,  U.S.  Senate,  Washington,  D.C. 

Dear  Senator  McClellan  :  I  offer  comments  to  be  considered  by  your  sub- 
committee and  for  the  record. 

My  comments  are  primarily  additive  rather  than  cumulative  to  those  already 
received  by  the  subcommittee. 

I  wish  to  help  provide  the  best  possible  Patent  Incentive  System.  All  points 
herein  considered  made  have  been  tested  by  whether  our  country  will  be  a 
better  one  in  which  my  children  and  theirs,  and  others,  will  live.  In  my  book 
there  is  no  special  interest.  The  welfare  of  our  country  and  to  promote  the 
progress  of  the  useful  arts,  arts  useful  to  make  ours  a  better  country,  and  one 
which  will  hold  its  own  among  nations  for  as  long  a  time  as  possible  is  my 
goal ! 

Tested  against  such  a  template  the  answer  for  every  legislative  provision 
must  be  that  it  will  increase  or  at  least  not  diminish  the  incentive  to  innovate, 
to  disclose  in  a  patent  application,  especially  so  in  cases  in  which  through 
shortage  of  funds,  or  otherwise  there  is  a  tendency  and  real  possi!)ility  for 
secrecy  rather  than  for  disclosure.  All  people  do  not  function  identically.  It  is 
clear  that  therefore  a  broad  i^icture  should  be  taken  so  that  optimum,  rather 
than  perfect,  legislation  is  the  goal. 

I  have  viewed  each  patent  revision  bill,  beginning  with  S.1042.  As  you  know, 
I  have  been  active  in  and  a  chairman  of  a  number  of  committees  in  industry 
and  in  the  patent  liar.  I  have  a  record  of  over  20  years  i)atent  legislation 
work ;  have  organized  and  coordinated  many  efforts  both  directly  and  indi- 
rectly involving  legislation;  and  have  been  on  and  have  chaired  patent  legisla- 
tion committ(>es.  Presently  serving  on  the  Council  of  the  D.  C.  Bar,  PTC  Sec- 
tion, I  am  the  liaison  for  it  with  our  Patent  Legislation  Committee.  I  am  a 


=^  It  is  piicoiiraginK  to  note  that  tills  oblectlve  Is  sharod  bv  the  .Justice  Department's 
Antitrust  Division.  The  Chief  of  its  Patent  Unit,  Richard  H.  Stern,  Esq.,  makes  this 
clear  in  a  alk  he  pave  on  October  7.  1071  before  the  Practisinir  I^aw  Institute  In 
Xew  York  City  entitled  "Harmonizing  Patent  I-aw  and  Antitrust  Objectives".  47  PTCJ 
D-2.  In  the  principal  area  of  conflict  between  patent  law  usajres  and  antitrust  law  en- 
forcement, namely  patent  license  limitations,  such  harmonization  can  perhaps  best  be 
accom)>lisl-.ed  in  ways  succinctly  expressed  by  Professor  S.  Chesterfield  Oppenheim  in 
"The  Patent-Antitrust  Spectrum  of  Patent  and  Know-How  I/icense  Limitations  :  Accom- 
modation? Conflict?  or  Antitrust  Supremacy?",  1.5  IDEA  1  (Spring  1971).  Prof.  Oppen- 
heim concludes  that  article  as  follows  : 

"...  I  recapitulate  three  fundamentals  for  accommodation  of  public  patent  policy  and 
antitrust  policy  relate<l  to  license  limitations  : 

"First.  I  preserve  to  the  patentee  the  full  reward  to  wliich  the  exclusive  rishts  of 
the  patent  grant   entitle  him   within   the  scope  of  the  claims   of  his  patented   invention. 

"Second,  apply  the  antitrust  laws  onli/  when  there  is  proof  of  plus  antitrust  elements 
arising:  from   restrtints  beyond   the  exclusivity   bounds   of  the  patent  grant. 

"Third,  reject  the  fallacy  that  federal  patent  policy  preempts  licensing  for  royalties  of 
trade  secret  or  secret  know-how  and  continue  to  protect  valid  secret  proprietary  informa- 
tion pursuant  to  long-established  federal  and  state  judicial  precedents." 
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memlior  of  the  Antitrust  and  Trade  Regulation  Committee  of  the  Chamber  of 
Commerce  of  the  United  States. 

I  s])eak  from  a  hacliground  of  childliood  in  whicli  I  saw  my  father  lose  his 
health  i)i  seeliing  to  protect  his  invention;  patent  applications  covering  which 
finally  stood  lietween  him  and  the  entire  loss  of  it.  He  won  because  of  the 
security  of  his  patent  position,  that  is,  a  position  which  secured  to  him  his 
inherent  rii/ht  to  his  invention.  The  record  is  known.  I  will  not  here  repeat    it. 

I  say  with  humility  that  I  am  probably  as  qualified  to  speak  on  the  "incen- 
tive" of  our  great  United  States  patent  incentive  system  as  perhaps  any  other 
living  person.  I  feel  that  a  person  such  as  myself  should  not  remain  silent  at 
this  crucial  time  in  the  history  of  our  country.  My  motivation  to  speak  out  is 
set  forth  herein. 

I  view  the  present  patent  law  revision  ))ill  with  misgivings  because  I  do  not 
see  the  kind  of  provisions  which,  on  the  whole,  on  balalnce,  I  can  accept  as 
being  truly  for  the  betterment  and  welfare  of  our  country. 

Accordingly,  the  comments  I  offer  are  set  out  with  the  hope  that  those  who 
view  the  system  as  I  do  will  consider  and  be  persuaded  to  adopt  them.  If 
there  is  not  agreement  with  all  points,  hopefully,  these  comments  will  have 
served  at  least  for  the  betterment  of  the  functioning  of  our  Patent  Incentive 
System  and  therefore  our  great  United  States. 

In  reading  these  comments  I  ask  you  to  be  ever  mindful  that  the  77  million 
dollar  Patent  Office  I)udget  is  relatively  so  small  compared  with  "welfare"  .sys- 
tems and  schemes  of  our  federal  government  that  any  increase  or  decrease  in 
costs  accomplished  by  legislation  can  be  ignored.  As  you  know  in  your  capacity 
as  Chairman  of  the  Appropriations  Committee,  we  are,  today,  appropriating 
tremendous  amounts  for  all  kinds  of  government  operations  which  are  legis- 
lated by  Congress  for  the  "welfare"  of  our  country. 

You  need  not  be  reminded.  Sir,  that  comparing  the  relative  merits  of  such 
welfare  legislation  with  the  Patent  Office  functions  there  is  no  doubt  that  the 
Patent  Office  is  as  es.sential  as  the  best  of  the  welfare  programs. 

Patents  make  jolts,  which  make  incomes,  which  make  taxes.  The  patented 
inventions  ultimately  make  better  living  for  all  through  progress  of  the  useful 
arts.  These  patented  inventions  stimulate  that  progress. 

The  jolis,  the  processes,  products,  and  other  benefits  for  better  living  and 
national  defense  motivated  into  existence  by  our  great  T'nited  States  patent 
incentive  system  are  legion.  This  makes  the  Patent  Incentive  System  the  root 
of  real  welfare  for  the  citizen  and  his  country.  Even  at  this  late  date,  in  the 
operation  of  our  very  old  but  good  system,  this  needs  to  be  told  and  repeated. 
The  taxes  for  providing  the  non-patent  system  schemes  of  our  government  are 
generated  in  large  part  by  the  operation  by  our  Patent  Incentive  System,  as 
you  know. 

^luch  revenue  in  this  country,  as  well  as  coming  into  it  from  abroad,  results 
from  patent  protection  here  in  the  United  States.  A  U.S.  inventor  must  secure 
his  rights  here,  for  usually  the  real  market  for  it,  for  him,  is  here.  Unless  in 
such  case  he  has  protection  here  he  cannot  afford  to  reveal  his  invention 
abroad. 

I  have  read  the  statements  and  have  heard  every  word  of  the  testimony  pre- 
.sented  to  the  subcommittee  September  11,  12  and  14,  1973.  I  am  pleased  that 
some  of  my  work  has  been  reflected  to  the  subcommittee. 

1.  I  Itelieve  that  no  legislation,  even  resulting  from  the  no  doubt  well  consid- 
ered Administration  bill,  should  be  enacted  until  the  pul)lic,  preferably  in 
public  hearings,  has  had  an  opportunity  to  develop  its  ideas,  suggestions  and 
possibly  even  better  principled  provision.s.  I  urge  you  to  provide  hearings  on 
any  new  bill  introduced  wiiether  by  the  Administi'ation  or  any  other  group  of 
citizens. 

Such  hearings  should  not  be  open  to  review  specific  provisions  on  which 
those  concerned  liave  been  heard.  There  should  be  time  to  put  forth  positions 
and  arguments  on  real  departures  either  from  present  law,  or  priorly  reasona- 
bly considered  provisions  of  early  bills. 

2.  S.1321,  undoul»tedly  introduced  with  the  welfare  of  our  great  country  in 
view,  contains  provisions  improving  the  stature  of  the  Patejit  Office  which  I 
can  accept.  For  the  most  part  it  contains  provisions,  on  only  some  of  which 
the  public  has  been  invited  or  permitted  to  comment  reasonably  and  at  the 
hearings,  which  I  and  great  many  others,  including  the  Administration,  cannot 
accept.  I'lease  note  the  addendum,  later  discussed. 
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I  will  give  one  glaring  example  which  has  not  been  discussed  at  the  hear- 
ings. 

8.  1321  would  not  piermit  a  patent  for  an  "obvious"  solution  for  a  discovered 
prohlem,  the  "discovery"  of  which,  today,  is  considered  patentable  under  the 
law  and  cases.  Such  a  provision  in  S.  1321  is  evidence  of  a  need  to  further 
study  the  essence  of  patentable  invention  as  therein  defined.  There  are  other 
less  readily  nntieeahle  Init  e(iually  important  departures  in  S.  1321  on  wliicli  no 
hearings  were  held,  e.g..  making  public  abandoned  applications. 

Other  unacceptable  provisions  exist  in  S.  1321.  I  ask  whether  you  think  that 
a  prior  public  use,  known  only  behind  the  Iron  Curtain,  should  defeat  a  patent 
when  it  becomes  available  in  this  country  only  after  deep,  expensive,  time-con- 
suming search  conducted  with  a  view  to  defeating  a  U.S.  patent.  Has  the  con- 
stitutional ".  .  .  progress  of  the  useful  arts  .  .  ."  been  promoted  by  the  u.se 
unknown  in  this  country  prior  to  the  publication  of  the  patent? 

The  broad  picture  requires  that  public  consideration  be  given  to  such  provi- 
sions. 

3.  In  1966  the  Administration  Bill  S.  1042  introduced  by  you  l)y  request  was 
sunirise  to  almost  all  of  industry,  including  the  patent  bar.  There  en.sued  a 
year  of  great  tension  between  the  Administration  and  the  bar  representing  the 
industrial,  inventive  community.  I  am  glad  to  say  that  I  initiated  and  had  an 
active  part  in  the  "reconciliation"  of  September  18.  1967,  following  a  hard 
summer  just  prior  to  which  was  held  in  April  the  emergency  meeting  of  the 
American  Bar  Association,  Patent,  Trademark  and  Copyright  Law  Section  in 
Washington,  D.C.,  attended  by  over  400  members.  Your  ably  conducted  hear- 
ings of  May  1967  then  followed. 

The  Administration  Bill  submission  is  understood  to  involve  about  280  pages, 
which  must  needs  be  reviewed  by  those  who  are  truly  concerned.  Time  must  be 
available  to  study,  to  comment  and  to  be  heard. 

Clearly,  any  rush  to  legislate  should  be  moderated  by  the  United  States  of 
America  way  of  affording  the  interested  citizens  opisortunity  to  i)ubiicly  pre- 
sent their  views. 

4.  I  believe  that  patent  .system  reform  should  be  accomplished  to  include 
licensing  of  patents  which  should  now  be  clarified  and  stabilized  by  statute,  so 
the  public  and  the  courts  will  know  better  what  can  or  cannot  be  done  with 
rights  which  are  secured  by  patents.  Let's  go  the  whole  way  and  have  better 
Patent  Office  functioning  and  a  better,  more  fruitful  progress  of  the  useful 
arts  with  licensing  in  a  clarified,  stabilized  climate.  The  Congress  has  the  plen- 
ary power  and  duty  to  proceed  on  this  basic  sine  qiia  non !  I  am  among  those 
who  believe  that  there  is  time,  if  the  Administration  so  chooses,  to  bring  in  an 
amelioration  of  the  present  licensing  situation  which  adversely  affects  the  rate 
of  growth  of  our  economy,  especially  now  .so  badly  needed  when  virtually 
ever-present  inflation  is  all  but  rampant !  I  incorporate  by  reference  the  points 
of  my  letter  to  you,  printed  page  647  of  the  record  of  the  May  13,  1971  hear- 
ings. For  the  economic  posture  of  our  country  both  here  and  in  a  world  of 
nations,  there  should  be  statutory  guidelines  now !  If  it  truly  appears  that  the 
bill  to  be  reported  out  cannot  be  achieved  with  licensing  provisions  I  bow  to 
the  inevitable  but  must  urge  inclusion  of  such  amendments  when  the  Adminis- 
tration is  indicating  that  the  Department  of  Justice  and  Department  of  Com- 
merce soon  may  come  to  agreement  on  them. 

I  believe  that  the  system  needs  to  be  revised,  not  just  the  operation  of  the 
Patent  Office.  The  laws  and  rules  now  on  the  books  have  well  served  the  oper- 
ation of  the  Patent  Office.  The  testimony  and  statements  before  you  show  that 
reduction,  of  the  only  25  percent  of  litigated  patents  being  held  invalid,  can 
be  obtained  if  the  prior  art  is  available  to  the  examiner.  All  parties  agree  that 
the  law  should  provide  the  means  for  getting  the  art  before  the  Patent  Office. 
Tliis  can  be  done  simply  1.  without  full  scale  adversary  op])ositions  as  are 
now  largely  anathema  abroad;  2.  without  a  public  counsel  in  the  Patent  Office 
who  as  a  "big  brother"  to  the  Commissioner  of  Patents,  reducing  his  status, 
would  have  to  examine  each  application  for  patent  to  avoid  iuT)  xtand'irdft  of 
validity  or  discrimination  (a  second  Patent  Office  examining  staff!)  :  3.  with- 
out the  administrative  burdens  attendant  the  manifold  new  steps  provided,  and 
4.  without  the  many  other  burdens  which,  as  related  bv  the  witnesses,  are 
built  into  S.  1321. 

In  passing,  a  point  of  extreme  importance  in  considering  validity  of  patent.s 
is  the  time  it  takes  to  develop  the  secondary  tests  of  patentability  set  out  by 
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the  Supreme  Court.  Another  point :  even  if  sanctions  are  imposed  for  not 
opposing  the  issuance  of  a  patent,  assuming  a  party-litigant  has  the  art  and 
the  interest  at  the  time  set  for  protesting  the  issuance  of  the  application,  it  is 
clear  that  the  courts  in  the  public  interest  will  permit  him  to  bring  in  his 
prior  art. 

5.  It  is  time  that  the  record  of  validity  of  the  patents  issued  and  litigated 
be  emphasized  in  contradiction  to  those  few  who  talk  without  statistical  facts 
or  who  are  repeating  alleged  statistics.  As  can  be  gleaned  from  the  statements 
of  some  of  the  witnesses  and  from  at  least  one  written  statement  furnished  to 
the  subcommittee  the  patents  held  invalid  over  art  already  available  to  the 
Patent  OfBce  are  only  25  percent  of  those  litigated.  As  seen  in  the  U.S.  Patents 
Quarterly  Reports,  in  the  period  1968  through  1972  the  courts  considered  880 
patents.  The  number  of  patents  issued  during  that  period  is  of  the  order  of 
75-80.000  per  year.  (75,000  X  5  =  375,000  patents — Surely  880  is  a  very  small 
percentage.)  To  scale  up  from  these  few  obviously  selected  patents  is  not  war- 
ranted, (ibviously,  only  a  patent  which  already  is  of  doubtful  validity  is  taken 
to  court.  The  reasons  for  doubt  are  1.  there  is  a  disagreement  between  patent 
lawyers  on  opposing  sides  as  to  the  teachings  of  the  art  available  to  the 
Patent  Office,  2.  there  is  new  art  which  the  defendant's  lawyer  believes  will 
invalidate  the  patent,  3.  in  a  small  number  of  cases,  there  is  some  other  issue 
on  x\  hich  both  sides  think  they  can  win,  and  4.  tiie  judgments  of  reasonable 
men  can  and  do  differ. 

Former  Commissioner  of  Patents  Edward  J.  Brenner  testifying,  aptly 
remarked  to  the  Chairman  condiicling  the  recent  hearings  that  even  the 
Supreme  Court  decisions,  oftentimes,  are  5-4  or  otherwise  split.  Yet  the 
matter  of  human  judgment  is  ever  present,  even  in  patent  matters.  Of  the  25 
percent  of  the  litigated  patents  held  invalid,  in  cases  in  which  the  art  avail- 
able to  the  court  was  also  before  the  Patent  Office,  there  are  the  patents  on 
which  judgments  of  the  court  and  those  of  the  Patent  Office  examiner  or  the 
Board  of  Patent  Appeals  in  the  Patent  Office  or  of  the  court  which  may  have 
in  effect  granted  the  patent,  are  simply  different.  This  can  be  quickly  agreed 
when  the  split  decision  of  the  courts  on  obviousness  of  Invention  are  consid- 
ered. 

No  system  will  be  devised  which  can  avoid  imprecision  or  lack  of  sameness 
in  the  exercise  of  human  judgment  so  that  of  the  "25  percent"  patents  liti- 
gated there  are  unavoidably  some  invalid  patents. 

So  let's  lo'ik  to  the  iiositive  results  of  tlie  United  States  patent  incentive 
system  and  tread  lightly  before  we  make  drastic  changes  in  it. 

U.  ir  caii  i)e  saic;  with  assurance  tliut  the  ]u-'»visii»ns  of  S.  1321  designed  to 
avoid  fraud  or  unclean  hands  are  far  too  burdensome  on  the  Patent  Office  and 
on  the  applicants  and.  therefore,  on  the  country  relative  to  the  good  sucli  pro- 
visions may  accomplish.  It  is  thought  the  Administration  bill  may,  in  part,  be 
evidence  of  over-reaction  to  insufficiently  warranted  criticisms. 

There  are  laws  on  the  books  to  deal  with  fraud  or  unclean  hands.  Witness 
the  patents  which  are  held  invalid  for  the  very  small  number  of  humans  who 
intentionally  seek  to  obtain  a  patent  improperly.  In  the  880  patents  above  men- 
tioned, only  66  had  allegations  of  fraud  or  unclean  hands.  The  courts  held 
fraud  or  unclean  hands  in  only  17  cases !  I.e.,  only  1.94  percent  of  the  880  pat- 
ents considered.  Thmigh  provisions  of  S.  1321  may  appear  well  founded,  the 
use  to  which  adversary  proceedings,  or  public  counsel,  as  defined,  can  be  put, 
practically,  cannot  be  expected  to  have  a  sul)stantial  effect  on  validity.  Why 
burden  the  Patent  Office,  the  applicants  and  our  country  with  the  great  cost  of 
lesser  invention  and  lesser  disclosure  at  a  time  when  our  country  needs  inno- 
vation so  badly? 

7.  The  allegation  was  voiced  that  examiners  are  allowing  cases  due  to  pres- 
sure of  the  dispo.sal  system.  This  allegedly  results  in  invalid  patents.  It  is 
implied  that  the  examiners  of  the  Patent  Office  are  so  lacking  in  good  faith, 
intellectual  honesty  and  professionalism  that  they  would  allow  a  case  just  to 
make  disposals.  It  was  stated  in  effect,  that  the  rate  of  disposal  hnd  increased 
because  of  the  allowance  of  more  invalid  patents.  No  mention  was  made  that 
during  the  period  in  (luestion  the  staff  of  the  Patent  Office,  whicli  lias  had  at 
much  earlier  times  a  turnover  of  about  20  percent*  each  year,  had  been  stabi- 
lized   by    l)etter    working   quarters,    better   status,    better   pay    and    increased 
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responsibilities !  The  examiners  as  a  group  are  now  more  skilled  not  only  in 
the  patent  law  and  practice  thereunder  Init  in  the  art  which  they  can  and  do 
search  more  rapidly.  So  knowledge  and  experience  do  count;  the  small 
increase  in  the  rate  of  "disposals"  surely  can  be  traced  to  such  better  staff  in 
the  Patent  Office ! 

Abandoned  cases  and  coimted  as  "disposals."  An  Examiner's  Answer  on 
Appeal  also  is  counted  as  a  "disposal"  (but  not  for  the  reduction  in  office 
inventories).  Thus,  about  one  third  of  the  "average"  examiner's  disposals  are 
not  allowances. 

That  the  "young  examiner  studying  law"  can  be  importuned  to  allow  an 
unitatentable  case  should  be  documented  with  actual  case  histories.  In  my  long 
and  wide  experience  in  a  great  many  sections  of  the  Patent  Office,  the  young 
examiner  has  been  most  difficult  to  convince  and  has  ordinarily  held  to  an 
unnecessary,  higher  standard  of  invention  than  the  more  exiierienced  ones  who 
have  become  more  sure  that  they  are  correctly  deciding  the  issue.  The  rela- 
Tivcly  inexiiei'ienced  examiner  is.  ordinarily,  less  imprt^ssed  by  the  invention 
when  he  sees  it  after  viewing  the  art.  He  applies  more  "hindsight"  at  this 
time  of  his  career  than  he  will  later  ! 

I  have  worked  in  patent  prosecution  since  I  was  twelve  years  old.  Today  I 
am  almost  59.  I  have  been  intimately  associated  with  or  have  directly  pre- 
sented, prosecuted,  supervised  and  trouble-shot  hundreds  of  cases.  I  do  not 
recall  a  single  application — and  I  dare  to  say  readily  none  can  be  found — in 
which  the  Examiner  allowed  the  case  without  a  real  basis  other  than  "a  quota 
system.'"  It  is  just  as  ea.^y  to  .send  the  applicant  a  final  action  or  to  appeal  as 
not  to  do  so.  And  the  affirmances  or  reversals  on  appeal  tell  the  story  about 
quality.  In  my  view,  many  cases  which  have  patentable  merit  are  abandoned 
simply  becaiLse  lack  of  funds  and  manpower  available  to  the  inventor  pre- 
cludes appealing  all  ca.ses.  I  agree  with  the  Patent  Office  Society  spokesman 
that  the  U.S.  Patent  examiner  will  not  allow  simply  because  of  a  disposal 
system  quota. 

All  human  endeavor  is  measured  and  we  all  do  or  should  work  toward  rea- 
sonalily  esta'olished  goals. 

An  interesting  fact,  which  I  seek  to  underscore,  is  that  my  experience  in 
supervising  and  training  patent  lawyers  clearly  makes  evident  that  the  persons 
producing  the  higher  number  of  cases  and  disposals  almost  always  are  those 
wlio  do  the  higher  quality  work.  I  have  observed  this  to  be  true  for  over  25 
years  of  record  keeping!  Of  course,  all  quota  systems  should  be  equitable  in 
assigning  points  of  credit  for  quality  as  well  as  for  quantity.  I  believe,  from 
rather  close  association  with  the  Patent  Office  and  a  good  number  of  the  mem- 
bers of  the  staff,  as  well  as  intimate  knowledge  of  persons  who  are  high  qual- 
ity producers  there,  that  they  are  usually  the  high  quantity  producers. 

Suffice  to  say,  when  the  Chief  Counsel  asked  a  witness  for  evidence  of  the 
increase  in  the  "hordes"  of  invalid  patents  being  issued,  the  witness  had  none 
to  offer!  I  will  not  dwell  on  the  clearly  unfounded  allegations  of  the  witness 
save  to  point  out  that  those  who  have  presented  statistics  have  given  their  evi- 
dence which  can  be  checked  readily.  I  know  that  the  Subcommittee  of  our 
great  Judiciary  Committee  will  not  act  on  unfounded  "testimony."  It  will 
ascertain  the  facts. 

8.  Generally  there  is  a  great  deal  of  "shop  talk"  or  "gab"  in  the  profession 
of  patenting.  Much  of  it  is  repeated  on  a  hearsay  basis.  People  who  are  other- 
wise learned  and  careful  use  poorly  chosen  words  and  phrases,  quite  loosely, 
to  describe  what  they  think  is  a  fact — without  really  knowing  it.  Incomplete 
presentations  must  be  viewed  critically. 

Although  there  is  always  room  for  improvement,  when  a  thorough  analysis 
is  given  it  is  at  once  evident  that  the  vast  majority  of  U.S.  patents  are  validly 
issued  and,  imi)ortantly,  that  the  progre.^s  otf  the  usefid  arts  is  now  well  pro- 
moted by  the  system.  More  especially  this  is  so  when  the  total  picture  is 
viewed  : 

(A)  The  Patent  Office  terminates  the  prosecution  of  only  70  percent  of 
applications  filed  by  issuing  a  patent. 

(B)  Allowing  even  for  differences  in  judgment  or  opinion  of  reasonable  per- 
sons, the  Patent  Office  Board  of  Appeals  affirms  on  the  (u*der  of  75  percent  of 
the  examiner's  actions  rejecting  claims.  This  is  a  high  percentage,  encouraging 
the  examiners  to  reject  claims.  And  the  Courts  affirm  on  the  order  of  70  per- 
cent of  cases  appealed  from  the  Board  of  Appeals.  Again,  a  high  percentage 
encouraging  a  good  standard  of  patentability. 
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It  would  seem  then  thnt  the  case  is  niatle  that  a  few  s(ineal\.v  wheel'^  (cases 
which  are  notorious  because  of  some  )fact  or  personality)  do  not  sismify  that 
the  lubricants  supplied  the  millions  of  wheels  in  the  world  are  unsatisfactory. 
Likewise,  the  entire  operation  of  the  system  cannot  be  seen  by  scaling  up  from 
that  very  small  minority  that  are  notorious  cases.  The  possibility  for  multipli- 
cation of  ^oss  errors  is  too  great !  Even  on  scale-up.  however,  the  positiv«* 
value  of  the  system — which  has  truly  served  the  country  as  we  know — is  still 
evident ! 

This  letter  would  be  grossly  incomplete  if  it  did  not  urge  that  the  remedy 
for  the  "problems"  lies  primarily  in  sujiplying  the  art  to  the  examiner  and  in 
heavily  punishing  the  few  who  are  intentionally  dishonest. 

S.  1321  proposes  a  much  greater  burden  be  placed  upon  the  public  in  its 
dealings  with  its  government  than  in  any  other  public  dealings  simply  because, 
admittetlly,  there  will  always  be  dishonest  persons  amongst  us. 

9.  The  great  majority  of  the  chemical  or  chemistry-related  inventions  now 
soiight  to  be  patented  are  of  non-reverse  engineerable  nature.  This  means  tliat 
such  inventions  can  be  guarded  as  secrets  if  obtaining  a  patent  is  fraught  with 
too  much  difficulty  or  if  an  application  can  resvilt  in  public  disclosure  without 
obtaining  a  satisfactory  patent.  If  kept  secret,  the  "hordes"  of  scientists,  chem- 
ists and  en,gineers  cannot  know  of  them.  These  people  will  not  be  able  to  ajtiily 
their  talents  to  improving  such  inventions  or  to  inventively  designing  anmnd 
them.  These  remarks  apply  not  only  to  the  esoteric  "chemical"  inventions,  but 
also  to  such  inventions  in  electronics  based  upon  esoteric  treatment  of  mate- 
rials, such  as  transistors,  filaments,  tubes,  alloys,  getters,  and  the  like.  Even  in 
mechanical  contrivances,  there  are  assembly  or  adjustment  "tricks  of  the 
trade"  which  may  be  held  secret. 

Accordingly,  the  publication  of  abandoned  applications  for  patent  should  not 
be  permiti-ed  except  in  special  situfttions  su!>stantially  as  now  provided  in  Sec- 
tion 122.  This  matter  is  now  on  appeal  in  the  Fourth  Circuit  from  a  decision 
of  the  U.S.  District  Court  in  Alexandria,  Virginia  in  a  civil  suit.  Several  asso- 
ciations, companies  and  persons  presented  information  and  arguments  in  the 
trial  in  supi)ort  of  the  Patent  Office  which  sought  to  prevail  under  the  consti- 
tutionality of  the  Section.  Section  122  should  not  be  changed  without  careful 
consideration. 

Under  every  circumstance  the  applicant  or  his  assignee  should  have  the  full 
right  to  abandon  his  apnlication  prior  to  pui)lication  and  maintain  confidential 
his  information  disclosed  in  it,  even  after  allowance  of  claims,  if  he  is  not  sat- 
isfied that  the  system  is  securing  to  him  his  right  to  his  invention  or  discovery 
as  provided  in  the  Constitution.  See  Congressional  intent  in  Freedom  of  Infor- 
mation Act  relating  to  receipt  by  government  of  information  in  confidence. 
Guaranteed  this  right,  inventors  will  continue  to  come  forth  to  seek  patents. 

10.  A  witness  was  asked  by  the  chairman  at  the  hearing  why  the  business 
community  does  not  sound  off  about  the  unsatisfactory  nature  of  the  product 
of  the  Patent  Office.  His  response,  which  is  not  worthy  of  repetition,  is  in  the 
record.  Tlie  question  made  an  erroneous  assumption  that  business  generally 
does  not  approve  of  the  product  of  the  Patent  Office.  Those  organizations  and 
persons  who  cite  pertinent  art  to  the  Office  and  who  prosecute  vigorously  on 
all  issues,  as  can  be  documented  from  the  files  of  issued  patents  at  the  Patent 
Office,  will  disagree  that  they  are  dissatisfied  with  the  product.  Their  dissatis- 
factions are  not  of  the  general  kind  intimated  by  the  chairman  at  the  hearing. 

Generally  business  wants  to  plan  on  a  sound  basis.  It  cannot  go  ahead  on 
invalid  patents  and  does  not  do  so  intentionally.  Again,  the  broad  picture  must 
be  viewed. 

In  closing  this  letter  I  am  not  to  be  understood  to  deny  that  much  improve- 
ment in  our  Patent  Incentive  System  is  possible.  However,  the  record  .should 
show  the  relative  unbalance  of  the  testimony  with  regard  to  points  made  in 
this  letter. 

S.  643  as  distinguished  from  the  "committee  print"  was  a  good  bill.  The 
Administration  and  the  proposed  bar  bills  have  made  additional  changes  which 
upon  careful  examinaion  may  be  found  to  add  imiirovomont.  S.  ()-!3  is  move  in 
tune  with  the  reality  of  the  administrative  and  functional  operations  of  the 
Patent  Incentive  System,  including  the  Patent  Office,  the  licensing  of  patents 
and  the  judicial  reviews  of  the  patents  and  licensing  arrangements  involving 
patents. 

There  is  attached  to  this  letter  an  addendum  noting  a  number  of  points 
relating  to  provisions  of  S.  1321,  not  noticed  for  hearing.  Several  statements. 
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presented  at  the  hearings,  made  reference  to  such  provisions  of  the  bill  as 
requiring  study  and  hearings,  t^ome  alluded  to  a  few  points  in  this  connection. 
No  statement  was  addressed  to  the  manifold  provisions  which  are  a  departure 
from  any  bills  earlier  considered  and  from  the  present  law.  Tliese  commenis 
and  addendum  are  simply  submitted  so  that  the  record  will  show  that  the  bill, 
in  my  view,  require  additional  study  and  hearings  and  not  by  way  of  being 
comprehensive  or  the  result  of  final  study  of  each  provision  of  the  bill.  Indeed, 
the  comments,  prepared  early  in  May,  r.re  not  intended  as  final,  but  as  notes 
with  a  view  to  initial  preparation  for  hearings  on  the  manifold  principal  new 
provisions  of  the  bill.  It  is  hoped  that  further  study  and  hearings  will  be  per- 
mitted before  the  subcommittee  adopts  provisions  a  good  number  of  which  are 
now  viewed  by  me  to  be  most  likely  disincentive  in  character. 

I  ask  that  this  letter  and  its  addendum  be  printed  in  full  in  the  record  as 
my  personal  reaction  to  the  bill,  statements  and  hearings  of  September  19  i 3. 

Thank  you  kindly. 

Respectfully  submited. 

Paul  L.  Gomoey. 

P.S.  The  Administration  bill,  just  in  hand,  in  which  certain  key  provisions 
have  been  read,  will,  it  clearly  appears,  require  considerable  comment,  upon 
further  study  ! 

Washington,  D.C. 

P.S.  To  my  letter  of  September  27,  1973,  I  am  attachig  my  reasons  for 
having  patent  licensing  provisions  as  reprinted  in  the  May  1972  ACTION. 
Please  print  this  as  part  of  my  letter. 

Paul  L.  Gomory. 

jouknal  of  the  association  fok  the  advancement  of  invention  and 
Innovation — May  1972 

patent  licensing  provisions 

The  time  for  action  is  now.  I  urge  that  the  separate  action  be  supported  by 
all  interested  parties  for  at  least  the  following  important  reasons. 

1.  Conmimerifim. — the  consumer  will  benefit  because  the  exchange  of  techno- 
logical information  taking  place  under  increased  licensing,  as  herein  discussed, 
will  permit  to  be  produced  by  American  industry  better  and  lower  priced  prod- 
ucts. This  will  lead  to  more  competition. 

2.  Fight  Affainst  Inflation. — the  production  of  better  and  lower  priced  prod- 
ucts will  aid  in  the  fight  against  inflation  since  these  products  will  compete  for 
the  increased  flow  of  dollars. 

3.  More  Johft. — more  jobs  will  be  created  because  there  will  be  more 
inventions  and/or  products  to  be  produced  or  to  operate. 

4.  More  Pay  To  Labor. — because  the  new  improved  technology  will  reduce 
other  production  costs,  more  will  be  left  with  which  to  pay  labor  increased 
wages. 

5.  Increased  Cotnpetition  Here  At  Home  Among  Domestic  Organizations. — 
the  increased  spread  of  technology,  even  in  field  of  use  licensing,  wall  in  each 
field  produce  new  and  better  products  at  lower  prices  and  thus  w'ill  increase 
competition  in  each  field  of  licensing. 

6.  Competition  Here  At  Home  Against  Imports  From  Abroad. — this  is  simi- 
lar to  5  above. 

7.  Competition  Abroad  By  U.S.  Organizations. — this  again  is  similar  to  5 
above. 

8.  Environmental  Improvement  and  Control. — Clearly,  items  1-7  will  consid- 
erably aid  the  technological  leap  forward  required  to  improve  and  protect  our 
environment. 

9.  Cities  Problems. — by  no  means  least,  there  are  the  cities  problems.  There 
is  the  decay,  crime,  drugs  and  added  problems. 

We  cannot  expand  the  fund  of  technology  quickly  enough  to  deal  with  the 
listed  problems — for  example,  to  develop  antidrug  drugs.  Yet,  there  must  be 
incentive  to  the  patent  holder  to  license  various  fields  of  use  and  in  each  field 
to  those  who  would  most  quickly  and  most  effectively  develop  the  invention  in 
the  respective  fields. 

The  continued  inroads  causing  attrition  of  the  "incentive"  of  the  U.S.  Patent 
Incentive  System  by  lessening  the  value  of  patents,  which  are  being  made  by 
those  opposing  the  kind  of  legislation  here  favored,  are  detrimental   to  the 
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solutions  of  the  problems  outlined  above.  When  asked  the  question  at  the  May, 
1971,  hearings,  the  Department  of  Justice  spokesman  could  not  point  to  any 
decision  which  would  be  overruled  by  the  then  discussed  version  of  the  Scott 
Amendments.  Hearings  May  13,  Part  2,  page  648,  paragraph  2. 

Paul  L.  Gomory. 


Comments  on  S.  1321 — Hart 

The  following  are  preliminary  comments.  Reference  to  the  present  Patent 
Code,  other  bills  or  drafts  sliould  not  be  taken  to  mean  that  there  has  been 
made  a  word  for  word,  line  for  line  comparison  at  any  time  of  anything  which 
has  been  included  herein. 

SECTION    1 

In  line  4,  the  word  "privilege"  is  not  the  word  "patent".  It  is  not  a  "privi- 
lege" which  is  to  be  granted.  The  word  "right"  appears  in  Article  I,  Section  8 
of  the  Constitution.  The  patent  secures  this  right  under  law. 

SECTION    2 

The  establishment  of  the  Patent  Office  as  an  independent  agency  will 
increase  its  exposure  to  the  puldic  and,  generally,  if  properly  operated,  can  be 
a  tremendous  influence  for  good  of  our  country  ! 

SECTION    3 

In  line  30.  after  the  word  "promulgate"  the  words not  inconsistent  with 

law — — would  not  have  to  be  implied.  The  words  are  in  the  present  Code. 

At  (d),  line  14,  page  3.  the  establishment  of  a  Public  Counsel  will  in  effect 
establish  within  the  Patent  Office  a  second  Patent  Office  and  a  .second  examin- 
ing staff!  The  Patent  Office  operation  will  be  hampered  probably  more  than  it 
will  be  helped.  The  budget  of  the  Patent  Office  will  have  to  be  considerably 
enlarged. 

P;!ge  4,  lines  7  et  seq,  the  Public  Counsel  may  be  viewed  by  professional 
patent  examiners  and  others  in  the  Patent  Office  as  constituting  a  "big 
brother."  Supervisors  now  exist  in  the  Patent  Office.  There  is  a  Law  Solicitor's 
office.  After  all,  quality  still  depends  upon  persons — we  have  those  persons 
now.  There  is  a  very  real  possibility  that  the  Patent  Office  will  be  mired  down 
in-fighting  with  itself. 

At  (d).  page  3,  line  34.  apparently  the  Public  Counsel  will  determine  what  is 
"important,  new,  or  developing  areas  of  technology."  This  could  easily  be 
applied  to  all  technology  since  all  technology  can  always  be  said  to  be  develop- 
ing. What  a  bureaucracy  I  It  takes  years  to  develop  and  to  prove  out  which 
are  the  important  cases — important  in  whose  judgment? 

In  line  38,  page  3,  my  copy  reads  in  the  margin  ".  .  .  another  Commissioner 
of  Patents  !"  Two  standards  of  validity — two  presumptions  ! 

SECTION    6 

Page  6,  line  12.  though  the  decision,  which  has  been  appealed,  may  change 
the  Senator's  mind  or  the  minds  of  others  on  this  point,  the  fact  is  that  this 
Section  provides  for  indexing  abandoned  applications.  See  also  Section  122, 
page  26,  of  the  Bill. 

SECTION    8 

At  (f),  lines  .33-38,  it  is  not  a  proper  function  of  the  Patent  Office  to  dis- 
seminate information  except  by  way  of  patents  and  trademarks  and  perhaps 
closely  related  matters.  There  is  now  an  Office  of  Technical  Services,  a  Library 
of  Congress  and  a  great  many  other  government  organizations  disseminating 
".  .  .  public  technological  and  other  public  information  .  .  ." 

SECTION    10 

At  (b).  page  8.  lines  28-20.  ".  .  .  the  quality  of  T'nited  States  patents  ,  .  ." 
gives  rise  to  the  possiblity  that  the  Council  may  study  validity  of  specific  pat- 
ents and  possibly  all  patents.  This  should  be  carefully  considered. 
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At  (a),  line  17,  "evidence" — Does  this  mean  that  abandoned  applications 
could  be  subpoenaed  here  if  Sectitni  6  and  Section  122  have  been  redrafted  to 
eliminate  access  to  abandoned  applications  thereunder? 

SECTION    41 

At  (c)  (1),  maintenance  fees  will  be  an  impossible  burden  to  meet  for  many 
small  individuals  or  organizations.  So  v\-ill  the  burden  provided  for  in  line  32 
and  in  line  35.  The  little  fellow  will  have  to  divulge  his  finances.  Will  tJjis  be 
made  public?  The  bureaucracy  here  will  have  a  trememdous  clout  to  apply  to 
the  little  fellow  and  to  his  attorney,  if  he  can  afford  one.  If  he  cannot  afford 
one,  he  is  really  in  poorer  shape. 

SECTION    100 

At  (g),  lines  26  and  27,  this  would  make  unpatentable  ".  .  .  any  obvious  var- 
iation of  or  on  such  known  composition  of  matter  or  the  structure  therectf  .  .  . 
whether  or  not  the  same  is  adapted  for  practicing  a  new  u.se  thereof."  This  is 
contra  to  the  present  law  and  cases  such  as  Deutsche-Gold,  In  re  Papesch,  etc. 
which  hold  that  unobvious  properties  or  results  might  well  be  basis  for  a  fur- 
ther product  or  a  further  process  claim. 

SECTION    102 

Comments  on  this  Section,  even  cursorily  made,  would  take  too  much  time 
and  space  for  this  preliminary  memo. 

".  .  .  other  tangible  form  ..."  as  in  (a)  and  (b)  is  simply  impossible.  There 
is  nothing  to  show  that  the  "tangible  form"  is  reasonably  available  in  such 
manner  as  to  promote  the  progress  of  the  useful  arts  in  this  country  when  the 
"tangible  form"  is  simply  available  in  some  out-of-the-way  place  in  some  out- 
of-the-way  country. 

These  subsections  are  in  derogation  of  incentive  to  disclose  here  in  this 
country. 

"Use  or  knowledge  abroad"  is  not  use  or  knowledge  in  this  country  and 
should  be  most  carefully  considered.  It  is  in  this  country  that  the  progress  of 
the  useful  arts  should  be  promoted,  according  to  the  Constitution. 

".  .  .  public  use  or  on  sale  .  .  .  foreign  country  .  .  ." — same  comment. 

The  sections  here  discussed  would  require,  and  no  doubt  the  courts  would  do 
so,  to  be  interpreted  and  limited  to  ".  .  .  reasonably  available  .  .  ."  in  each 
case  the  reasonableness  would  have  to  be  determined. 

The  subsections  will  probably  be  quite  okay  when  all  information  is  in  a 
computer — years  from  now  ! 

SECTION    102 

At  (e),  lines  28-30,  Section  119  gives  benefit  of  earlier  filing  date  in  a  for- 
eign country. 

SECTION    103 

On  page  17  in  line  2,  the  meaning  of  "the  prior  art"  will  need  to  be  deter- 
mined afresh  in  view  of  changes  in  Section  102. 

In  S.  643.  Section  103  reads  "such  prior  art." 

In  the  bill  this  section  omits  two  sentences  of  S.  643,  Section  103 — these  are 
important  as  instruction  on  intent  to  the  courts. 

SECTION    104 

Limits  severely  the  earliest  date  upon  which  one  can  rely  in  succeeding 
applications  in  (a)  lines  7-12. 

Subsection  (b)  is,  in  effect,  a  first  to  file  system  unless  and  until  ".  .  .  reduc- 
tion to  practice  .  .  ."  comes  into  play.  Note  that  the  last  quoted  phrase  is  not 
qualified  as  to  the  kind  or  kinds  of  reduction  to  practice. 

At  (c),  the  phraseology  here  should  be  reviewed  in  light  of  Section  100(g). 
It  can  be  understood  tiiat  the  realization  of  patentable  invention  having  been 
made  may  depend  upon  at-the-time  recognition  of  the  particular  proi)erty. 

At  (d).  what  about  a  formula  or  other  incorrect  disclosure  which  is  unac- 
companied by  an  "enabling"  discussion  or  description? 
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At  (e),  this  subsection  would  derogate  from  the  incentive  to  find  the  prob- 
lem to  which  then  the  solution  would  be  obvious.  Common  ground  on  such  a 
subsection  and  no  subsection  at  all  might  be  to  require  reciting  the  situs  of 
the  problem  in  the  claim  and  limit  the  "obvious  concept"  to  that  problem  to 
get  a  patent. 

SECTION     1  1 1 

In  lines  3  and  10 — differs  from  S.  643  which  reads  "invention"  instead  of 
".   .  .  the  subject  matter  sought  to  be  patened.  .  .  ." 
In  line  15,  (3),  this  requirement  is  new  over  S.  643. 
Section  115  is  quite  detailed. 

SECTION    1  1  2 

Disclosure  of  all  properties  of  results  on  which  reliance  will  be  based  is 
required  and  for  each  claim  the  date  of  invention  ".  .  .  including  any  date  of 
reduction  to  practice."  What  a  burden!  In  hoiv  many  applications  is  a  date 
relied  on? 

The  requirement  in  line  19  to  disclose  "all"  know-how  known  is  a  temendous 
burden.  A  telephone  book  may  be  needed  unless  data  can  be  considerably  con- 
densed (at  the  applicant's  and  assignee's  peril?). 

Primary  examiners  could  burden  applicants  with  requests  for  affidavits  on 
the  slightest  "basis". 

In  subsection  (b)  a  statement  in  the  specification  of  that  ".  .  .  which  Is 
obvious  .  .  ."  from  the  prior  art  puts  quite  a  burden  on  the  applicant  and  his 
attorney.  What  if  it  is  not  properly  met?  How  much  is  "obvious"  from  how 
much  prior  art?  Lines  33-36  impose  an  impossible  burden — yet  claims  issued 
will  be  too  narrow.  This  will  send  nonreverse-engineerable  inventions  into 
secrecy  with  a  rct<irn  to  the  "{/uildf;"  especially  in  chemical  inventions — alloys 
— special  treatments  of  metals  and  other  esoteric  operations. 

At  (d),  the  requirement  that  the  preamble  describe  "all"  of  the  elements 
(not  even  limited  to  "essential"  elements)  is  a  make  work.  Skilled  in  the  art 
read  the  specification  and  claims.  They  have  done  so  for  years. 

At  (d),  page  20,  line  14,  the  words  "some  or  all"  are  questionable.  A  sub- 
combination within  a  combination  should  be  here  considered.  Consider  a  gyro 
subcombination  in  an  overall  combination. 

SECTION    114 

At  (c),  new. 

SECTION    115 

The  burden  of  this  section  is  heavy.  Not  only  do  agents,  attorneys  and  all 
other  persons  who  participated  and  who  are  recognized  under  Section  31  need 
to  file  a  statement,  page  22,  line  38,  but  each  inventor  must  specifically  iden- 
tify which  claim  or  claims  he  made  where  two  or  more  inventors  appear.  See 
page  22,  lines  18  and  19.  Not  to  do  so,  it  is  possible,  may  later  incur  some  pen- 
alty if  facts  prove  otherwise.  Thus,  .ioint  inventorships  will  have  to  be  care- 
fully scrutinized  in  each  case.  However,  this  could  be  helpful  in  an  interfer- 
ence where  a  named  inventor  could,  without  more,  corroborate. 

Note  on  page  23,  Section  116(b). 

SECTION    119 

At  (a)(2),  lines  18  and  19.  This  will  be  an  additional  work  for  foreign 
agents  and  applicants  who  intend  to  file  in  this  country. 

SECTION    120 

Page  26,  lines  3  et  seq.  Appearing  in  the  conjunctive,  section  (4)  will  require 
the  second  application  to  be  filed  prior  to  the  filing  of  an  appeal  under  Section 
134.  It  would  no  longer  be  possible  to  file  an  appeal  pending  refiling  of  a  case 
to  avoid  losing  early  date  ! 

Subsecti(m  (E)  would  seriously  limit  the  filing  of  a  C.I. P.  This  point  should 
be  borne  in  mind  when  r(>viewing  in  detail.  Section  122. 

SECTION    122 

Additional  to  the  comment  made  immediately  ahead  of  this  sentence  note 
that  ahnndoned  patent  applications  ".  .  .  and  any  papers  filed  during  the  pros- 
ecution thereof,  shall  be  indexed  and  maintained  available  for  public  inspec- 
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tion  and  copying."  On  April  26,  Judge  Oren  Lewis  in  tlie  United  States  Dis- 
trict Court.  Alexandria,  Virginia,  decided  against  the  Plaintiff  in  Sears  v. 
Commissioner  of  Patents.  An  appeal  has  been  taken.  I,  personally,  could  not 
advise  a  client  where  there  is  a  chance  of  maintaining  secrecy  to  file  an  appli- 
cation for  a  patent  in  all  those  cases  where  some  real  doubt  exists  as  to  whether 
the  Patent  Office  (courts)  will  issue  a  patent.  Note  that  under  subsection  (c) 
pending  applications  shall  be  published  promptly  for  public  inspection.  There 
will  be  no  secrecy  at  all !  Most  cases  where  ultimately  an  application  is  now 
abandoned  filing  in  the  Patent  OflSce  will  be  about  like  publishing  an  article  in 
a  trade  journal.* 

SECTION     1S1 

Subsection  (2),  page  28,  lines  3  and  4,  is  required  patentability  brief  which 
places  a  burden  on  the  Patent  Office.  The  examiner  should  see  the  art  cited  by 
the  applicant.  Then,  when  the  examiner  applies  the  art  is  the  proper  time  for 
the  applicant  or  his  attorney  to  make  the  argument.  Admissions  against  inter- 
ests, in  the  legal  sense,  should  be  considered  here. 

SECTION    132 

Lines  19-21,  the  Public  Counsel  can  be  invited  to  participate  in  any  proceed- 
ing. 

On  page  29  subsection  (e),  lines  11  and  12,  would  prevent  enlarging  the 
scope  of  claims  of  the  application  once  filed.  Presumably  one  could  refile. 

In  subsection  (f)  will  the  examination  by  two  or  more  primary  examiners, 
paid  for  by  the  applicant,  permit  removal  of  much  of  the  restriction  practice? 

SECTION    13  1 

Appeals  to  the  Board  of  Appeals  will  be  inter  partes  and  the  Public  Counsel 
will  brief  and  argue  the  case  before  the  Board  with  respect  to  "any  appeal 
taken  by  any  applicant"  except  in  interference  situations  in  which  the  partici- 
pation of  the  Public  Counsel  ".  .  .  shall  be  at  his  discretion."  Primary  examin- 
ers are  not  allowed  to  appear  before  the  Board  of  Appeals. 

Any  party  and  this  includes  the  Public  Counsel  may  introduce  new  evidence 
before  the  Board  of  Appeals  which  may  consider  de  novo  or  remand  and  under 
(d)  the  proceedings  before  the  Board  of  Appeals  are  open  to  the  public  and  a 
transcript  of  the  hearing  must  be  kept.  So  even  before  any  claims  are  allowed 
'the  inventor  may  have  uu-"secMre"d  his  "right". 

SECTION    135 

Opposition  proceedings  of  a  modified  character  are  provided.  The  opposer 
notifies  and  if  he  wishes  submits  explanation  presumably  in  writing  of  prior 
art  and  he  can  appeal  and  he  can  elect  not  to  be  identified. 

During  the  period  of  Section  135,  a  later  interested  party  will  have  ignored 
the  procedure.  If  Section  135  is  to  be  retained  some  protection  against  estoppel 
to  assert  prior  art  known  at  the  time,  but  not  made  known  to  the  Patent 
OlEce  because  of  the  then  lack  of  interest,  should  be  provided. 

I  do  not  see  why  simply  placing  the  prior  art  of  record  in  the  patent  file 
would  not  sufl5ce  thus  placing  the  burden,  like  now,  on  those  who  would  be 
interested  in  the  validity  of  the  patent.  The  proceedings  are  time-consuming, 
expensive  and  burdensome  to  the  operation  of  the  Patent  OflSce. 

I  think  to  provide  for  anonymity  of  the  "opposer"  is  a  step  backward  in  our 
form  of  society.  Harassment  especially  of  small  business  or  individual  inven- 
tors can  be  imagined. 

SECTION    137 

Harassment  possibilities — also  means  must  open  the  application  to  public. 
The  little  fellow  will  never  make  it ! 

SECTION    138 

At  (b),  page  32,  line  35,  appears  to  provide  protection  for  those  who  have 
".  .  .  failed  to  proceed  in  accordance  with  the  provision  of  this  title." 


•  See  Keioanee  Oil  Company  v.  Bicron  Corporation    (6th  Clr.  Ct.  of  Appeals)     holding 
no  protection  for  trade  secrets.  ' 

23-932—74 39 
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SECTION    139 

Settlement  agreements  would  have  to  be  filed  in  the  Patent  Office  ".  .  . 
before  the  termination  of  the  proceeding  as  between  such  parties."  Further^ 
the  ".  .  .  copy  shall  be  made  part  of  the  public  record  of  the  proceeding."  Pen- 
alty for  failure  to  tile  ".  .  .  such  agreement  or  understanding  .  .  ." — patent 
unenforceable. 

SECTIONS    141-147 

On  review  of  Patent  Office  decisions  in  the  courts  the  Public  Counsel  is- 
involved  in  Ex  parte  proceedings  and  at  his  discretion  in  priority  of  invention 
contests.  Appeals  from  CCPA  are  to  the  U.H.  Court  of  Appeals.  D.C.,  by  peti- 
tion for  allowing  an  appeal.  No  petition  for  certiorari  unless  such  petition  has. 
been  denied. 

SECTION    153 

Patent  expires  12  years  from  actual  filing  date  plus  time  application  was 
deferred.  This  with  two-year  limitation  to  sue  makes  disclosure  by  patenting: 
less  attractive ! 

SECTION    185 

Patent  invalid  if  application  made  without  procuring  a  license.  No  excuse- 
for  inadvertent  failure  to  obtain  license  appears. 

SECTIONS    191-193 

Deferred  examination.  The  bad  experience  abroad  is  considered  by  some  to 
be  persuasive.  Deferred  examination  adds  to  the  knowledge  of  the  examiner. 
He  is  less  likely  with  his  much  later  '"present  day"  knowledge  to  be  able  to 
stand,  as  required  under  Section  103,  in  the  shoes  he  occupied  at  time  inven- 
tion was  made,  much  less  therefore  in  shoes  of  one  skilled  in  the  art  at  that 
time. 

The  possibility  of  harassment  page  43,  line  4,  is  noted.  A  party  who  is  pro- 
lific in  producing  applications  for  patent  but  is  of  relatively  small  size  could 
be  made  to  undergo  expenses  of  examination  with  no  ability  to  prove  any  con- 
tention that  he  is  being  harassed.  Anonymity  in  the  patent  law  and  practice 
thereunder  should  be  preserved  for  applications,  especially  abandoned  applica- 
tions. This  would  kill  a  Polaroid  or  a  Xerox ! 

SECTION    201 

Page  44,  line  3,  dealing  with  reissues — this  line  it  seems  ought  to  include 
Sections  116  and  117  and  therefore  make  reference  to  chapter  11.  Or  are  the 
benefits  of  these  sections  intended  to  be  excluded? 

At  (c),  whereas  the  pi-esent  code  permits  enlargement  of  scope  of  claims 
applied  for  within  two  years  from  date  of  grant  of  the  original  patent,  this 
subsection  permits  no  enlarging  the  scope  of  the  claims  of  the  original  patent. 

SECTION    2G3 

This  would  require  payment  of  minimum  of  two  percent  of  profit  or  savings 
to  employer  attriliutal)le  to  employee  for  subject  matter  of  an  application  for 
patent  or  patent,  etc.  Otherwise  the  assignment  is  invalid. 

The  Commissioner  must  establish  "procedures  and  methods  including: 
accounting  procedures  .  .  ."  for  giving  effect  to  this  section.  Thus  the  employer 
would  have  to  determine  under  governmentally  established  procedures  the  con- 
tribution of  the  particular  subject  matter.  It  does  not  appear  upon  a  once- 
through  reading  of  the  section  that  a  patent  need  necessarily  have  issued.  See 
page  47,  line  29. 

SECTION    273 

Page  49,  lines  .36  et  seq,  one  need  only  make  a  heavy  commitment  on  publi- 
cation of  the  application  to  obtain  a  court-granted  license  of  any  patent  which 
issues ! 

SECTION    2  82 

At  (d),  page  51,  line  20,  ".  .  .  any  party  of  record  .  .  ."  could  be  a  counter- 
claimant  who  might  be  quite  willing  to  abandon  his  counter-claim,  without 
prejudice,  if  the  claimant  for  some  reason  does  not  make  out  his  case.  This- 
should  be  further  studied. 


607 

SECTION    286 

Suit  for  infringement  cannot  recover  for  more  than  two  years  prior  to  filing 
of  complaint  or  couuter<*laim  and  in  case  of  government  the  limit  is  four 
years.  The  present  code  iu  both  instances  gives  six  years.  The  shortened  period 
of  time  may  make  it  impractical  for  many  smaller  patentees  even  to  recover 
the  cost  of  the  suit !  The  "incentive"  of  the  United  States  patent  incentive 
system  is  here  considerably  weakened ! 

Again,  the  foregoing  is  on  a  once-through  reading — simply  to  get  the  gist  of 
the  bill. 

Harbaugh  and  Thomas, 

Patent  Lawyers, 
Evanston,  III.,  September  25,  1973. 
The  Chairman  and  Members  of  the  Anti-Tbust  and  Monopoly  Subcommittee, 
U.S.  Senate,  Washington,  D.C. 
Gentlemen  :  It  would  appear  to  be  mandatory  that  if  reform  of  the  Patent 
Law  is  desirable  then  Congress  will  do  that  which  well  measures  up  to  the 
principle  and  standard  of  Promoting  the  Progress  of  Science  and  the  Useful 
Arts,  and,  more  important,  shall  do  nothing  that  does  not  promote  the  Prog- 
ress of  Science  and  the  Useful  Arts.  If  there  is  doubt  on  this  principle  about 
any  item  of  reform,  the  answer  should  be  No. 

it  is  rhis  writers  opinion  that  there  should  be  some  reform.  EInough  experi- 
ence is  accumulating  with  patent  systems  of  other  countries  who  are  endeavor- 
ing to  catch  up  with  the  effects  of  the  U.S.  system  that  it  may  be  time  for  the 
U.S.  to  improve  to  stay  ahead. 

Something  could  also  be  done  to  correct  the  U.S.  word  game  approach  to 
claiming  an  invention  to  an  approach  better  portraying  the  inventive  concept 
that  is  being  protected  as  an  assist  to  Courts  and  public  considering  infringe- 
ment. Have  Examiner  indicate  concept  supporting  allowance. 

Regarding  reform  of  the  U.S.  Patent  System,  it  is  my  conclusion  that  the 
Federal  Courts  have  shown  the  way  to  further  promote  progress.  Extend  their 
estoppel  potential. 

reasons  and  comments 

No  endeavor  is  made  to  be  profound  in  these  down-to-earth  comments 
Intended  only  to  be  suggestively  helpful  for  a  legislative  body,  but,  the  crux  of 
the  recurrent  interest  in  the  reform  of  the  present  U.S.  Patent  System  appears 
essentially  to  be  the  suspected  frequency  of  adjudicated  patent  invalidity  over 
the  last  decade  or  so.  This  has  occurred  primarily  because  the  Patent  Offi<e 
staff  did  not  locate  or  cite  the  prior  art  upon  which  invaldity  was  ultimately 
determined  in  Court,  plus  the  tendancy  of  patentees  in  a  "word  game"  to 
interpret  claims  narrowly  for  issuance  and  then  broadly  for  infringement.  For 
years  the  Patent  Office  has  had  very  little  exposure  to  the  "new"  prior  art  out- 
side the  Patent  Office  from  which  anticipations  are  drawn  to  the  Judge's  atten- 
tion by  defendants  who  possess  the  art.  Incidentally,  there  are  very  few  pat- 
ents litigated  as  compared  with  the  total  number  of  patents  issued, 
substantially  less  than  one  percent,  and,  this  is  also  significant. 

The  Patent  Office  is  doing  quite  well  with  its  facilities,  particularly  where 
there  is  full  cooperation  of  the  applicants  and  attorneys  on  prior  art  known  to 
them.  But  no  patent  office  alone  can  cope  with  the  vast  burgeoning  accumida- 
tion  of  new  prior  art  occurring  day  by  day  let  alone  do  "'ouiside  art"  searcliin.:;- 
in  the  shortened  examination  procedure  necessitated  by  the  budget  afforded 
tiie  Patent  Office.  Invalidity  based  on  new  prior  art  could  increase  if  some- 
thing is  not  done  about  the  prior  art  outside  the  Patent  Office. 

The  critical  reaction  of  Courts  is  expected.  They  are  concerned  in  having  to 
pass  on  extensive  prior  art  that  is  cited  defensively  against  a  patent  which 
should  have  been  considered  with  the  experti.se  of  the  Patent  Office  l)efore  tlie 
patent  issues.  They  seldom  cosider  patents  where  validity  is  admitted  and 
licenses  are  taken  or  infringement  avoidance  is  accomplished  without  litiga- 
tion. 

The  questions  for  everyone  is  not  "will"  but  "what"  can  be  done  about  it. 
This  would  not  be  the  first  nor  the  last  time  Ccmgress  reformed  the  ixitent 
statutes. 
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It  would  appear  that  the  proposed  Hart  Bill  is  a  conglomerate  of  all  sugges- 
tions that  have  been  made  over  the  last  decade  to  see  where  they  rank  at  the 
present  time  with  respect  to  "promoting  the  Progress  of  Science  and  the 
Useful  Arts."  Some  suggestions  therein  would  be  steps  forward  and  others 
would  l>e  steps  backward :  some  are  not  likely  to  promote  progress  while 
others  do  hold  promise  by  way  of  worthwhile  reform  to  promote  even  greater 
progress.  Care  must  be  taken,  and,  apparently  reactions  of  patent  lawyers  in 
the  field  of  practice  are  welcome  even  though  a  full  scale  research  has  not 
been  conducted  by  the  legislators  upon  which  a  scientific  approach  to  the  prob- 
lem could  be  made.  For  instance,  the  writer  is  unaware  of  any  determined 
comparison  of  how  many  invalidity  decisions  are  based  upon  "new"  prior  art 
that  was,  or,  was  not  available  to  the  Patent  Office.  The  causes  could  be  quite 
different. 

Accordingly,  it  should  be  noted  first  that  over-characterization  of  allegedly 
critical  conditions  are  not  convincing  and  radical  treatment  of  a  patient  with- 
out complete  diagnosis  results  in  a  long  recovery,  or  invalidism.  Maybe  the  ill- 
ness has  not  been  carefully  diagnosed  for  legislative  remedy  and  prognostica- 
tion. 

Before  discussing  several  points,  however,  reform  objectively  api)ears  to  be 
desirable  specifically  along  the  following  broad  lines  because  of  validity  results 
occurring  in  foreign  countries  :  (Modus  of  operandi  will  be  discussed  later.) 

1.  Increasing  the  prior  art  available  to  the  Examiner  to  include  what  is  out- 
side that  which  is  now  available  in  the  Patent  Office  files. 

2.  Assuring  appropriate  revelation  to  the  Patent  Oflice  by  potential  infrin- 
gers possessing  pertinent  outside  art  by  applying  a  penalty  to  those  who  fail 
or  refuse  to  help. 

It  could  be  at  the  present  time  that  broad  claims  vs.  privately-known  invali- 
dating art  is  more  attractive  to  an  infringer  than  a  patent  having  claims  of 
assured  validity. 

a.  Some  precedent  exists  because  the  inventor  is  already  being  penalized  by 
Court  reprisals  for  concealment  of  pertinent  prior  art  known  to  him  during 
patent  prosecution. 

b.  The  infringer  should  be  penalized  if  significant  prior  art  is  withheld  from 
the  Patent  OflBce  when  he  should  have  presented  it.  This  is  up  to  both  Con- 
gress and  the  Courts. 

3.  Legislatively,  making  the  disclosure  of  known  prior  art  to  the  Patent 
Office  a  requirement  assists  Courts  in  exacting  personal  estoppels  if  withheld 
prior  art  is  critical.  Such  prior  art  could  then  be  open  to  others  also  who  did 
not  know  of  existence  before  an  issuance  of  the  patent  or  a  notice  of  infringe- 
ment. 

4.  Publication  of  patent  application  claims  deemed  allowable  by  the  Patent 
OflBce  and  opening  the  application  to  surveillance  before  issuance  of  the  patent 
also  assists  potential  infringers  in  their  research  and  development  plans. 

5.  A  patent  Reissue  procedure  for  Patent  Office  consideration  of  prior  art 
anytime  patentee  considers  newly  discovered  prior  art  to  be  pertinent  is  desir- 
able, but  only  for  the  purposes  of  narrowing  the  claims  or  for  interferences. 

6.  Reissue  application  also  published  when  allowable  for  the  surveillance  of 
meml)ers  of  the  public  is  desirable  for  citation  of  further  prior  art  if  none  was 
cited  at  the  previous  publication. 

7.  There  is  little  reason  not  to  assure  validity  for  the  Courts  if  the  patent  is 
likely  to  be    infringed. 

Corrective  legislative  treatment  is  simple.  It  is  believed  that  a  minor  but 
critical  corrective  operation,  not  needed  when  prior  art  was  sparse  and  the 
patent  system  was  young,  is  all  that  is  required  now  to  satisfy  the  Courts,  the 
Patent  Office,  the  inventors,  and,  more  important,  the  purpose  expressed  by  the 
Constitution  involving  the  Congressional  duty  to  Promote  Progress  of  Science 
and  the  Useful  Arts. 

If  the  Courts  feel  they  are  doing  more  and  more  of  what  should  already 
have  been  accomplished  by  trained  Patent  Office  personnel  which  is  technically 
better  ecpiipped  to  pass  on  validity,  they  are  right.  Moreover,  if  they  feel  that 
somehow  patent  claims  that  come  before  them  should  have  been  better  final- 
ized before  issuance  instead  of  being  subjected  after  issuance  to  further  public 
prior  art  knowledge  and  strained  technical  interpretations  to  save  validity  and 
still  l)e  infringed,  they  are  right.  But  more  and  more  prior  art  is  being 
brought  to  the  attention  of  the  Courts  than  the  Patent  Office  Examiner  has 
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available  to  him.  The  questions  are  to  determine  where  it  is  coming  from  and 
how  to  get  it  to  the  Examiner. 

But  first,  are  the  Courts  correct  in  blaming  the  Patent  OflSce?  Senator  Hart 
mentions  727c  invalidity,  whereas  it  was  80.89%  for  1940-1944  (.T.P.O.S.  vol. 
32.  page  807).  It  went  down  to  76.58%  for  1945-1949.  For  1968-1972  it  was 
50%  validity.*  With  no  figures  known,  it  looks  like  something  has  already 
been  improving.  What  are  the  figui-es?  Then,  see  also  J.P.O.S.  vol.  52,  page  407, 
where  75%  of  the  invalidations  are  traced  to  new  art.  Is  this  what  Senator 
Hart  meant?  So,  let  us  say  the  neiv  art  is  most  likely  the  major  part  of  the 
problem,  if  there  is  one.*  The  critical  question,  however,  is  was  the  '"new"  art 
found  in  the  Patent  Office  collection,  or,  outside  the  Patent  Office?  Is  research 
on  this  impossible? 

In  five  of  the  ten  Circuit  Courts,  it  appears  in  the  J.P.O.S.  vol.  32,  page  807 
that  the  percentage  of  invalidity  was  over  80%  with  two  Circuits  well  into  the 
90's.  while  four  others  were  below  "72%"  with  one  as  low  as  23.07%,  and, 
these  figures  include  also  non-infringement.  Maybe  the  23%  Circuit  is 
approaching  a  solution  to  the  problem,  and,  maybe  a  "standard  of  invention" 
is  being  sought  to  level  this  sawtooth  curve  among  the  Circuits. 

Rcronnoitering  on  remedies  to  further  promote  progress 

It  would  seem  that  in  a  quest  for  some  "standard  of  invention"  or  a  remedy 
for  the  percentage  of  patent  mortality  by  invalidity,  such  may  already  be  at 
hand  in  the  jurisprudential  hierarchy  of  "rules,  principles  and  standards"  for 
judicial  consistency  throughout  the  Circuits,  and,  to  shorten  as  well  as  reduce 
patent  litigation.  Actually,  the  wise  forefathers  provided  a  standard  in  the 
Constitution  that  would  endure  with  impartiality  against  ravages  of  change 
and  self-interest  influences. 

The  U.S.  Constitution  provides  that : 

"The  Congress  shall  have  power  ...  to  Promote  the  Progress  of  Science 
and  the  Useful  Arts,  by  securing  for  limited  times  to  Authors  and  Inven- 
tors the  exclusive  Right  to  their  respective  writings  and  discoveries." 
(Art.  I,  Sec.  8.) 

This  is  a  standard.  The  question  for  both  Courts  and  Legislature  is  not 
"why"  but  "how"  to  better  Promote  the  Progress  of  Science  and  the  Useful 
Arts.  This  end  would  justify  any  reasonable  Court  consideration  or  Congres- 
sional means  if  progress  will  be  advanced.  It  is  a  broad  and  enduring  standard 
that  is  tried  and  true.  Future  legislation  and  judicial  decision  should  measure 
up  to  this  standard  because  they  can  well  be  measured  by  it. 

First,  what  does  advance  progress? 

(a)  The  Constitution  also  sets  forth  one  way  as  a  started  for  Congress; 
namely,  by  securing  the  exclusive  Right  to  the  Inventor,  i.e.  the  true  inventor, 
so  that  the  inventor  personally  receives  the  credit. 

In  the  first  half  century  of  the  Constitution,  however.  Congress  found  this 
was  a  step  in  the  right  direction,  but  not  too  much  "progress"  was  being 
made  with  the  patentee  having  the  burden  of  sustaining  validity. 

(b)  In  1836  Congress  enacted  a  provision  that  a  patent  was  presumed  to  be 
valid.  The  infringer  was  shouldered  with  the  burden  of  proving  invalidity. 

It  worked.  Ever  since  these  two  basic  concepts  were  brought  together,  the 
greatest  and  most  rapid  progress  has  occurred  for  Americans  that  is  known  to 
our  civilization  of  man,  all  in  the  brief  period  of  less  than  five  generations  of 
the  200  generations  of  recorded  civilization,  and,  the  greatest  compendium  of 
Science  and  the  Useful  Arts  is  now  found  in  the  U.S.  Patent  Office  and  in 
reductions  to  practice,  public  uses  and  publications.  More  than  this.  Invention 
is  still  stimulated  with  a  momentum  for  even  greater  progress  industrially  and 
for  even  better  standards  of  living.  Progress  has  been  and  is  being  promoted. 

Now  that  golden  eggs  are  resulting,  shall  we  risk  killing  the  goose?  Or,  shall 
we  further  nuture  it?  If  we  can,  reformation  is  in  order. 

Suggestions  or  possible  solutions  indicated  by  the  Courts  should  not  be  over- 
looked, but  if  what  promotes  the  progress  and  useful  arts  for  the  people  comes 
under  criticism  merely  because  it  might  l)e  a  burden  to  the  Court,  the  Court 
would  be  willing  to  bear  its  iiurden  of  promoting  progress.  The  Courts  are  the 
servants  of  the  people  as  well  as  being  people  themselves. 

But  with  this  burgeoning  of  U.S.  technology  and  the  standards  of  living,  a 
strong  reaction  by   the   Courts   to   hard-fought  infringement   actions   is   well- 


*Patpnt  Office  Study  of  Court  Determinations  of  Validity/Invalidity  1968-1972  (P.T.C.A. 
for  September  13,  1973,  page  F-1). 
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fo^iiidpfl.  Seeinjr  prior  art  bping  tnrnpcl  up  before  them  by  the  alleged  infrin- 
gers through  extensive  validity  searches,  costing  in  the  tliousands  of  dollars, 
which  the  Patent  Office  Examiners  cannot  match,  the  Coxirts  well  may  question 
the  validity  of  patents  being  issued  by  the  Patent  Office  within  its  budget. 
This  is  a  critical  question  of  interest. 

(c)  Accordingly,  a  further  ingredient  for  the  promotion  of  Progress  of  Sci- 
<>nce  and  the  Useful  Arts  would  logically  be  to  do  all  that  is  possible  to 
strengthen  the  presumption  of  validity.  There  is  little  else  basically  for  con- 
cern. 

How  is  this  to  be  accomplished?  The  Patent  Office  cannot  provide  extensive 
searclies  for  every  patent  application  passing  through  it  for  examination  and 
keep  current  in  its  work  and  promptness  of  issuance,  v:hich  factors  also  pro- 
mote progress.  Nor,  can  the  Patent  Office  have  an  inventor's  foresight  to  select 
significant  patents  upon  which  to  concentrate  examination,  and,  even  if  it  had, 
it  could  not  approach  litigation  validity  searches  on  all  patents  to  cover  the 
less  tlian  one  percent  of  the  patents  which  are  litigated.  The  Patent  Office 
simply  does  not  possess  all  the  prior  art  that  can  be  cited  by  defendants. 

If  the  Patent  Office  cannot  do  the  outside  searching  for  many  reasons,  then 
how  can  the  holders  of  pertinent  prior  art  l)e  induced  or  compelled  to  reveal  it 
to  the  Patent  Office?  Estoppel?  Quite  probably,  but  a  Court  would  have 
difficulty  in  helping  by  "estoppel"  if  Congress  does  not  lay  down  requirements 
that  have  to  be  met  to  avoid  an  estoppel. 

In  this  direction,  the  applicants  should  not  be  burdened  with  "new"  art 
validity  searches.  Their  prosecution  expenses  are  already  extensive.  The  pre- 
sumption of  invalidity  would  be  re-invoked  that  was  corrected  in  1S36.  Any- 
thing that  unnecessarily  increases  the  burden  upon  the  inventor  other  than 
properly  disclosing  and  claiming  his  invention,  or,  deprives  him  of  exclusivity 
and  the  validity  presumption,  it  is  obviously  a  negative  approach  by  previous 
trial  and  error  with  respect  to  promoting  progress.  Yet,  an  improvement  of  the 
status  of  validity  of  issued  patents  will  promote  progress. 

Of  course,  the  inventor  can  be  induced  to  disclo.se  that  he  knows  of  the  prior 
art  under  threat  of  invalidity,  etc.,  with  penalties.  (See  Brand  Plastics  Co.  v. 
Dow  Chemical  Co.  168  U.S.P.Q.  133,  CD.  Calif.  1971  and  177  D.S.P.Q.  33  C.A.9 
1973.)  But  the  inventor  doesn't  know  all  the  prior  art.  And  the  inventor 
having  conscientiously  done  his  best,  expects  the  public  benefited  by  his  inven- 
tion to  do  its  best  to  assure  the  presumption  of  validity  with  a  complete  pres- 
entation of  the  pertinent  prior  art  for  examination  by  the  Patent  Office  and 
the  Public  to  assay  the  novelty  and  claims  of  a  patent  which  might  become 
important. 

If  this  assurance  necessarily  requires  further  expense  for  the  inventor,  then 
the  inventor  should  be  rewarded  some  additional  return  as  a  patentee  for  his 
valid  patent.  Otherwise,  the  promotion  of  progress  by  disclosures  and  the 
granting  of  a  patent  begins  to  break  down. 

Psychologically,  inventions  do  not  .iust  appear  tipon  which  patents  can  be 
granted.  The  inventor  has  had  to  make  extra  effort  and  sacrifices  to  improve 
his  environment  and  disclose  it  to  the  public  by  patent  or  product,  and  seeks  a 
reward.  T'nfortunately,  this  psychology  is  not  comprehended  by  most  people. 
Including  legislators,  even  though  many  will  walk  away  from  a  business  pro- 
motion which  has  nothing  in  it  for  them. 

Briefly,  practically  everyone  is  an  innovator.  Congress  innovates.  An  inventor 
is  an  innovator  working  in  a  field  wliere  novel  innovations  can  be  protected  by 
statute.  The  psychology  does  exist  and  must  be  understood  in  order  to  promote 
progress. 

An  inventor  thinks  creatively  for  the  ultimate  benefit  of  the  public  eve 
though  most  of  the  patentees  are  ranked  as  employed  personnel.  His  employer 
then  expects  recompense. 

Trade  secrets  and  guilds  would  be  very  inviting  comparatively  if  discourage- 
ment of  recompense  is  increased,  and,  there  is  interest  in  this  subject  today. 

How  is  the  "!)ublic''  going  to  lietter  deliver  on  its  part  of  assuring  valid 
exclusivity?  Here  again  are  two  general  considerations. 

It  generally  is  only  when  a  copier  wants  to  capitalize  on  another's  innova- 
tion without  compensation  to  the  iimovator-inventor  that  validity  becomes  a 
litigation  problem.  Thus,  the  only  time  validity  becomes  serions  for  the  Courts 
is  when  someone  copies  the  patented  subject  matter  thereby  indicating  appreci- 
able current  importance  of  the  invention  to  the  pulilic,  and,  the  patentee 
objects  by  litigation  if  negotiations  for  a  license  break  down. 
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How  about  a  pre-is.siiance  validity  assurance  treatment  for  patents  in  which 
l^nowledseable  members  of  the  public  participate  in  lielping  tlie  I'atent  Office? 
There  obviously  are  comparatively  only  a  few  patents  of  all  those  issued  that 
will  ultimately  reach  the  Courts.  There  is  no  need  to  burden  all  patents  with  a 
pre-issuance  validity  assurance  treatment.  However,  selecting  the  ones  which 
are  important  for  pre-issuance  treatment  requires  a  preselection  that  only  the 
inventors  and  competitiors  are  Competent  to  perform,  and,  the  Patent  Office 
should  also  have  an  option  to  require  it,  confidentially  knowing  of  develop- 
ments before  it. 

The  first  person  to  pass  on  the  selection  would  be  the  inventor  himself  who 
already  cites  his  prior  art  knowledge  to  the  Patent  Office.  As  mentioned,  con- 
cealment in  this  quarter  is  already  being  penalized.  Then,  after  preliminary 
prosecution  and  a  tentative  allowance,  the  inventor  could  have  a  choice,  either 
to  have  the  patent  issue  for  a  predetermined  term,  a  choice  for  which  he  has 
no  one  to  blame  except  himself,  or.  he  can  elect  and  pay  an  additional  fee  and 
have  it  published  for  public  appraisal  purposes.  Therel)y,  he  would  appreciably 
reduce  the  expenses  of  universal  or  general  publication  procedure  since  such 
an  election  may  be  in  the  minority,  yet.  provide  the  advantages  of  prior  art 
outside  the  Patent  Office  being  brought,  ui>on  election,  to  the  attention  of 
Patent  Office  before  issuance.  If  these  requests  increase,  then  the  inventors  are 
accepting  a  .system  whose  expense  was  not  forced  upon  them  and  adjustments 
can  be  made  in  the  Patent  Office  with  some  assurance  of  public  acceptance  and 
improved  validity  results.  This  promotes  progress. 

Public  relations  thereon  also  would  indicate  that  someone  else  should  not 
inform  the  inventor  that  his  effort  is  not  a  worthy  invention.  Let  the  inventor 
have  his  choice  if  he  merely  wants  a  patent.  He  may  not  want  a  patent  for 
litigation  purposes.  Just  issue  the  patent.  Many  competitors  file  competive  pat- 
ents for  disclosure  reasons  which  they  may  not  even  use.  This  also  i)romoted 
progress. 

On  the  other  hand,  after  electing  to  assure  validity  by  public  reaction,  then 
with  one  more  action  on  the  merits  given  by  the  Patent  Office  after  preissu- 
ance  publication,  the  patent  can  be  issued  for  a  longer  period  of  years  dating 
from  its  filing  data  as  some  recompense  for  extra  trouble  and  expense  encoun- 
tered by  the  applicant  in  looking  to  help  a  Court,  if  infringed. 

A  significant  question,  of  course,  is  how  to  induce  others  to  present  to  the 
Patent  Office  prior  art  known  to  them.  First,  who  knows  the  prior  art  any 
better  than  competitors  in  the  product  being  patented?  If  they  do  not  know 
.specifics,  a  search  for  additional  art  can  be  conducted  by  the  competitors  when 
they  have  the  otherwise  allowable  claims  before  them.  They  are  the  most 
knowledgeable  in  the  field  involved,  particularly  if  litigation  appears  to  be 
likely,  and  they  can  be  required  by  legislation  to  indicate  to  the  Patent  Office 
before  the  patent  issues  that  prior  art  they  would  rely  upon  if  they  were  to  be 
sued  on  the  published  allowable  claims  in  event  they  were  issued  as  the  claims 
of  a  patent.  Xo  opposition  proceeding  like  in  Germany  is  contemplated,  just 
citation  of  the  prior  art.  if  any,  for  benefit  of  the  Examiner.  In  other  words, 
the  modus  operandi  enable  the  competitors  to  bring  the  knowledgeable  prior 
art  in  full  focus  for  the  Patent  Office  on  patents  which,  in  the  opinion  of  the 
inventors  and  competitors,  are  most  likely  to  be  litigated.  If  an  "unpublished" 
patent  becomes  infringed,  a  notice  of  infringement  is  followed  by  citation  of 
art  and  a  Reissue  procedure.  A  single  current  disclosure  by  a  competitor  may 
well  be  worth  a  §  102  rejection  instead  of  a  §  10.3  rejection  for  obviousness. 
Accordingly,  the  knowledgeable  experts  in  the  industry  must  be  legislatively 
induced  to  indicate  the  prior  art  for  the  experts  in  the  Patent  Office  to  con- 
sider while  handling  the  prosecution  of  the  patent  before  it  reaches  a  Court. 

The  Courts  would  assist  this  in  view  of  the  results  that :  Potential  litigants 
are  making  adversary  contacts  on  prior  art  before  a  Court  action  is  filed ;  the 
Patent  Office  acts  upon  "new"  prior  art  while  the  patent  is  still  in  its  forma- 
tive stages ;  and,  possibly  rather  than  risk  a  failure,  it  is  likely  competitors 
and  would-be  competitors  will  file  patents  and  publish  articles  on  pertinent 
subject  matter  so  that  the  prior  art  is  already  before  the  Patent  Office,  thus 
also  promoting  progress. 

On  the  question  of  estoppels,  as  already  mentioned,  a  Court  may  have  some 
hesitation  in  applying  an  appropriate  estoppel  if  a  statute  makes  no  require- 
ments that  are  to  be  met.  After  that,  if  further  prior  art  might  appear  as  a 
defense  in  a  Court  action  which  should  have  been  timely  drawn  to  the  atten- 
tion of  the  Patent  Office,  the  Court  can  apply  a  personal  estoppel  or  discourage 
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non-citation  of  prior  art  by  monetary  awards  against  the  defendant  even  if  lie 
wins. 

If  there  is  no  prior  art  revealed  by  the  competitors,  as  required  by  legisla- 
tion, the  Courts  can  then  feel  justified  in  exercising  their  perogatives  with 
estoppels  and  other  procedural  limitations  of  proofs.  An  infringement  suit  cer- 
tainly can  be  expedited.  In  fact,  if  the  competition  cannot  find  pertinent  art, 
there  either  is  none,  or,  it  is  a  lost  or  abandoned  art  such  as  something  sup- 
pressed, a  concealed  reduction  to  practice,  or  I'eport,  etc. 

Additionally,  an  early  publishing  of  the  tentatively  allowable  claims  and  dis- 
closure is  worthwhile  so  that  the  public  is  also  informed  of  developments  at 
the  earliest  opportunity.  An  earlier  opportunity  is  provided  others  to  design  a 
new  non-infringing  product.  This  also  promotes  progress. 

Such  estoppels  encourage  possessors  of  prior  art  to  disclose  it  to  the  Patent 
OflSce  while  it  can  be  used  at  the  examination  level. 

Revietcing  the  aims 

The  Courts  and  plantiffs  desire  that  patents  issue  with  all  the  available 
prior  art  before  the  patent  Office,  particularly  that  which  would  be  most  likely 
to  be  cited  if  an  action  is  instituted  on  the  issued  patent. 

The  patentee  wants  a  valid  patent  for  what  he  had  to  pay,  and,  he  wants 
relief  from  infringement  with  the  least  amount  of  expense  and  greatest  net 
recovery,  including  some  additional  advantage  for  choosing  the  assured  validity- 
recheck  publication  procedure. 

All  the  prior  art  of  interest  should  pass  before  the  patent  Office  before  the 
patent  issues,  thereby  relieving  the  Courts  of  that  burdensome  task. 

Implementing  the  procedure 

The  procedure  merely  requii-es  one  optional  additional  step  in  the  present 
prosecution  of  the  patent  application,  namely : 

All  patent  applications  are  prosecuted  to  allowability  in  presently  routine 
manner.  Thereupon,  the  Inventor-Applicant  or  Assignee  has  an  option  to  take 
at  his  future  risk  the  patent  "as  is"  for  a  limited  term,  say  10,  12,  or  17  years 
from  date  of  publication,  or,  by  option  and  paying  an  additional  fee,  elect  to 
have  it  published  with  the  allowable  claims  for  public  surveillance  to  enable 
competition  to  cite  prior  art  in  that  particular  field.  Thereupon,  the  Patent 
Office  reopens  prosecution  for  one  action,  if  need  be,  and  the  application  goes 
to  final  rejection  or  allowance  for  a  term  of  say  20  years  from  an  appropriate 
date.  The  patentee  is  thus  rewarded  by  a  sounder  patent  and  an  extra  length 
term  for  the  extra  expense  he  incurred.  This  has  also  made  it  possible  for  the 
Court  to  consider  with  greater  confidence  a  patent  px'epared  for  litigation  haz- 
ards with  a  full  portfolio  of  prior  art  in  event  of  trial.  Thereafter,  any  infrin- 
ger failing  to  Cite  pertinent  prior  art  of  which  it  was  aware  during  the  publi- 
cation period  is  personally  estopped  from  using  that  art  defensively  in  that 
action.  In  brief,  the  Court  takes  the  patent  as  is  for  the  purposes  of  essen- 
tially determining  infringement  in  that  particular  action. 

Many  advantages  occur : 

1.  The  inventor  or  the  Patent  Office  can  select  an  important  patent  applica- 
tion that  should  have  outside  prior  art  exposure  before  issuance. 

2.  The  inventor  or  assignee  is  induced  to  publish  for  citation  of  new  art  by 
the  reward  of  a  stronger  patent  and  an  increased  life  in  trying  to  be  sure  to 
have  a  valid  one  for  a  Court  to  consider  if  ever  there  is  an  infringement. 

3.  Risk  of  infringement  and  loss  of  defensive  strength  induces  competitors  to 
bring  forth  prior  art  rather  than  withhold  it  and  then  not  be  able  to  use  it 
later.  The  Patent  Office  and  the  public  are  better  appraised  of  a  technological 
situation  instead  of  not  knowing  of  otherwise  withheld  prior  art  that  might 
free  other  competition  also,  as  part  of  the  knowledge  that  actually  should  be 
in  pultlic  domain. 

4.  The  Patent  Office  is  further  financed  by  a  fee  for  publicly  rechecking 
validity  before  issuance. 

5.  The  Courts  can  rule  for  or  against  evidence  improperly  withheld  when  the 
possessor  should  have  revealed  and  did  not. 

6.  The  necessitated  study  of  patent  applications  published  for  opposition 
stimulates  earlier  competitive  search,  research  and  investigation  of  develoi>- 
ments  overlooked  and  may  be  suggestive  of  further  developments  for  the  ulti- 
mate further  progress  of  Science  and  the  Useful  Arts. 

7.  Potential  litigants  are  brought  into  less  strained  contacts  leading  to  deter- 
mination of  relative  rights  and  future  activity  without  courtroom  antagonism. 
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8.  Technical  questions  that  would  plague  the  deliberations  of  the  Courts  are 
not  present,  or,  have  already  been  decided  with  the  expertise  of  the  Patent 
Office. 

Finally,  many  excellent  articles,  treatises  and  editorials  have  been  written 
over  a  period  of  years  by  outstanding  minds  in  the  Judiciary  and  Patent  Law 
profession  regarding  validity  and  invalidity  involving  U.S.C.A.  §  103,  often 
referred  to  as  the  "obviousness"  section,  and,  a  defendant  having  a  better 
chance  of  invalidating  broad  claims  of  a  patent  in  Court  with  the  i)rior  art  kept 
secret  until  infringement  suit  is  started.  (.J.P.O.S.  vol.  52,  page  433  (1970). 

The  swing  of  the  pendulum  has  been  towards  freedom-of-competition  which 
has  somehow  swayed  towards  invalidity  in  close  patent  cases.  It  has  not  been 
tmappreciated  that  it  may  be  less  expensive  for  a  competitor  to  seek  to  invali- 
date an  infringed  patent  by  an  all-out  invalidation  effort  under  Section  103 
before  taking  a  license  rather  than  promote  progress  by  a  new  design  or  rede- 
sign to  another  construction  that  avoids  infringement.  A  product  in  the  hand 
in  physical  from  may  be  worth  two  research  problems  on  the  design  board. 

However,  un<ler  it  all,  there  seems  to  lurk  in  some  decisions  a  background 
realization  which  may  well  .swing  from  the  freedom-of-competition  touchstone 
towards  the  progress-being-promoted  touchstone  by  the  concept  being  recog- 
nized that  two  competing  articles  may  be  greater  progress  as  compared  with 
competitors  expensively  litigating  on  one  article.  A  design  or  redesign  to 
avoid  infringement  often  involves  improvements  which  would  also  promote 
progress  if  an  infringer  were  forced  to  design  and  make  a  different  products. 
The  Courts  may  very  well  wish  to  encourage  this.  A  true  freedom  to  compete 
and  progress  is  encouraged  when  a  new  or  improved  construction  comes  on  the 
market.  The  Courts  cannot  help  but  see  a  thread  of  significance  in  a  copier 
l)eing  forced  to  redesign  because  of  infringing  a  validity-rechecked  patent  and 
then  the  infringer  complaining  when  he  is  copied,  thus  ultimately  there  being 
three  competing  products  for  the  pul)lic  instead  of  lengthy  protracted  litiga- 
tion. 

Progress  of  Science  and  the  Useful  Arts  would  be  better  promoted  and  that 
is  what  is  is  all  about.  The  Courts  have  shown  the  way  to  further  promote 
progress.  Extend  their  estoppel  potential. 

Respectfully  submitted 

Watson  D.  Harbaugh. 
Articles  containing  arguments  of  interest 
Publication  of  Pending  Applications    (R.Y.  Peters),  J.P.O.S.  vol.  48,  page  553 

(1966). 
Re-examination  Svstem?    (Martin  Abramson),  J.P.O.S.  vol.  52,  pages  407,  415 

(1970). 


Licensing  Executives  Society,  Inc., 

New  York,  N.Y.,  September  26,  1973. 
U.S.  Senate, 

Cotnmittee  on  the  Judioiary, 
Subcommittee  on  Patents, 
Trademarks,  and  Copyrights, 
Washington,  B.C. 

Gentlemen  :  We  are  very  grateful  to  you  for  your  response  to  our  letter  of 
September  11,  1973  informing  us  that  the  record  would  be  kept  open  until  Sep- 
tember 28th. 

As  you  know,  our  Society  is  a  non-profit,  professional  organization  having 
some  1500  members  throughout  the  business  world  actively  engaged  in  the 
interchange  of  technology.  We,  therefore,  have  the  greatest  concern  for  the 
U.S.  patent  system,  its  integrity  and  operation,  and  appreciate  the  opportunity 
to  express  our  views  on  the  issues  of  S.  1321  (Hart)  which  you  have  been  con- 
sidering in  the  recent  hearings.  We  shall  keep  our  comments  as  brief  as  possi- 
ble. 

On  the  question  of  providing  a  Public  Counsel  in  the  Patent  Office,  we  recog- 
nize this  as  an  attempt  to  improve  the  essential  reliability  of  the  Patent  Office. 
However,  the  creation  of  an  office  of  Public  Counsel,  and  the  staff  associated 
with  it,  would  require  a  substantial  investment.  Further,  there  probably  would 
be  conflicts  and  overlaps  with  "regular"  Patent  Office  employees.  We  suggest 
that  the  funds  provided  to   support  this   office  of  Public  Counsel   would  be 
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better  spent  in  increasing  the  size  of  the  examining  corp  of  the  Patent  Office. 
This  would  provide  the  Examiners  more  time  to  search  the  art,  the  resultr 
being  more  reliable  patents. 

With  respect  to  adversary  proceedings,  we  have  no  basic  objection  to  this 
provided  the  proceedings  occur  after  the  allowance  of  the  patent  application. 
It  would  be  a  mistake  to  lay  open  non-allowed  applications  because  of  the  sub- 
stantial printing  costs  and  the  resultant  administrative  involvement  which,  in 
many  cases,  would  be  useless.  We  would  prefer  that  such  "adversary  proceed- 
ings" be  limited  to  permitting  submission  of  prior  art  by  third  parties. 

With  respect  to  maintenance  fees,  we  would  oppose  these  unless  the  filing 
and  issue  fees  were  substantially  reduced.  In  such  case  the  "maintenance  fei-" 
would,  in  effect,  be  deferred  fees.  In  any  event,  however,  we  strongly  oppose 
such  fees  at  the  level  suggested  in  S.  1321,  because  experience  has  taught  us 
tliat  many  patent  rights  do  not  become  valuable  in  the  market  place  until 
many  years  after  their  issuance. 

We  see  no  net  advantage  in  the  deferred  examination  system  suggested  in  S. 
1321  and  feel  it  creates  more  troul)le  than  it  is  worth.  We  note  that  European 
countries  which  have  the  most  experience  in  this  area  has  not  provided  for 
deferred  examination  in  the  new  European  Patent  Convention. 

We  support  the  idea  of  making  the  Patent  Office  an  independent  agency.  We 
also  support  the  idea  of  making  the  Commissioner  of  Patents  at  least  an 
Assistant  Secretary  of  Commerce  if  the  Patent  Office  is  to  remain  in  that 
Department.  It  is  obvious  that  substantial  changes  are  necessary  to  improve 
the  stability  of  the  Patent  Office  management  staff.  Changing  the  Patent  Office 
to  an  independent  agency  would  accomplish  this  and  therefore,  we  approve. 

In  addition,  we  strongly  urge  that  any  new  patent  legislation  include  specific 
guidelines  specifying  wliat  the  patent  owner  can  properly  do  in  licensing  his 
patent  rights.  Indeed,  we  feel  Congress  would  be  derelict  in  its  duty  if  it  did 
not  clarify  this  area  of  the  law.  To  leave  the  validity  of  any  particular  licens- 
ing practice  to  the  vagaries  and  expenses  of  litigation  is  a  distinct  disservice 
to  the  innovative  sector  of  our  Society. 

We  thank  you  for  this  opportunity  to  comment  on  this  vitally  important, 
pending  legislation. 

Very  truly  yours, 

C.  H.  Chappell,  President. 


Patent  Law  Association  of  Los  Angeles, 

Los  Angeles  Calif.,  September  12,  1913. 
Hon.  John  L.  McCletxan, 

Chairman,  Siihcommittee  on  Patents.  Trademarks,  and  Copyrights,  Committee 
on  the  Judiciary,  U.S.  Senate,  Washington,  DC. 

Dear  Senator  McClellan  :  The  Patent  I>aw  Association  of  Los  Angeles  has 
been  informed  by  your  Chief  Counsel,  Thomas  C.  Brennan,  Esq.,  under  date  of 
August  7th.  that  hearings  will  be  held  September  11,  13.  and  14.  1973,  on  the 
Hart  bill,  S.  1321  (93d  Congress,  1st  Session).  We  are  informed  that  it  will 
not  be  possible  to  allocate  time  to  representatives  of  our  Association.  We  have, 
however,  been  urged  to  request  our  members  to  furnish  to  your  subcommittee 
any  suggestions  regarding  the  bill's  provisions,  including  those  relating  to  spec- 
ified issues  discussed  hereinafter.  The  comments  which  follow  are  an  expres- 
sion of  the  consensus  of  our  Legislative  Committee  and  of  our  Board  of  Gover- 
nors, including  our  officers. 

The  patent  bar  has  devoted  thousands  of  man-hours  since  the  report  of  the 
Presidential  Commission  in  efforts  to  assist  your  subcommittee  in  modernizing 
the  patent  laws.  We  have  travele<:l  across  the  continent  repeatedly  to  siiecial 
meetings  of  our  national  associations  which  were  devoted  to  no  other  purpose. 
Our  deliberations  and  debates  produced  successive  drafts  of  proposed  legisla- 
tion culminating  in  a  draft,  each  and  every  provision  of  which  had  been  care- 
fully considered  and  determined  to  represent  legislation  in  the  public  interest. 

Senator  Hart's  bill,  S.  1321,  is  not  the  result  of  such  a  deliberate  process  of 
open  debate  participated  in  by  any  member  of  the  patent  bar  wishing  to  be 
heard  on  the  subject.  This  is  not  to  say  that  it  lacks  merit.  It  does,  however, 
provide  a  basis  for  our  opinion  that  it  would  be  improvident  to  enact  legisla- 
tion so  different  from  any  previously  proposed,  without  subjecting  it  to  the 
same  deliberation  and  debate. 


615 

First,  therefore,  we  urge  your  subcommittee  to  refrain  from  reporting  tliis 
bill  until  its  very  novel  provisions  have  been  deliberated  upon  and  debated  by 
those  most  familiar  with  the  subject  matter  to  which  it  relates — the  members 
of  the  patent  bar. 

As  to  the  five  subjects  designated  as  being  included  in  the  forthcoming  hear- 
ings we  have  only  the  following  comments  at  this  time : 

PUBLIC  ADVERSARY  HEARINGS 

We  have  previously  approved  provisions  for  public  assistance  to  patent 
examiners  after  the  issuance  of  patents,  and  revocation  of  patents,  for  cause, 
within  a  limited  period  after  their  issue. 

We  oppose  publication  of  all  applications  because  it  would  "pollute"'  the 
fields  of  search  with  large  numbers  of  redundant  publications  and  more  than 
double  the  expenses  of  publication  incurred  by  the  Patent  Office. 

Further  consideration  is  necessary  of  the  provision  for  participation  by  third 
parties  in  the  prosecution  of  published  applications.  It  is  questionable  whether 
the  prospective  enhancement  of  the  validity  of  issued  patents  so  effected  would 
justify  the  additional  costs  imposed  upon  individual  applicants  by  such  proce- 
dures. 

PUBLIC  COUNSEL 

Insofar  as  the  contemplated  duties  of  the  proposed  Public  Counsel  are  no 
more  than  those  presently  discharged  by  the  Solicitor  of  the  Patent  Oflice  or 
members  of  the  examining  corps,  their  mere  transfer  is  unobjectionable. 

The  extremely  broad  subpoena  powers  of  the  proposed  Public  Counsel  which 
would  be  conferred  by  Section  24  of  the  bill  are,  however,  entirely  unprece- 
dented, and  such  provisions  .should  not  be  approved,  if  at  all,  without  full 
deliberation  and  open  debate  by  the  patent  bar. 

DEFERRED  EXAMINATION 

This  proposal  has  been  fully  considered  and  rejected  by  the  organized  patent 
bar  after  full  deliberation  and  open  debate. 

The  experience  of  foreign  countries  which  have  implemented  deferred  exami- 
nation practices  has  since  demonstrated  that  any  supposed  advantages  of 
deferred  examination  are  more  than  offset  by  the  "pollution"  of  the  fields  of 
search  by  redundant  publications. 

Furthermore,  the  advances  made  in  recent  years  by  our  Patent  Office  in 
reducing  its  backlog  have  entirely  removed  the  originally  envisioned  need  for 
deferred  examination. 

Therefore,  we  oppose  these  provisions. 

FEE  SCHEDULE  AND  MAINTENANCE  FEES 

We  oppose  any  scJiedule  of  fees  designed  to  recover  60  to  75  percent  of  the 
costs  of  operation  of  the  Patent  Oflice  for  the  reason  that  such  a  fee  schedule 
inevitably  would  impose  prohibitive  financial  burdens  on  individual  inventors 
and  small  businesses,  thereby  inhibiting  innovation.  Also,  such  a  fee  schedule 
would  make  the  Patent  OflSce  a  profit-making  federal  operation  when  it  should 
not  have  such  function.  The  profit-making  aspect  of  the  Patent  Office  operation 
would  come  about  because  the  government  not  only  receives  fees  from  patent 
applicants,  Init  also  obtains  taxes  which  are  levied  on  royalties  and  transfers 
of  patents.  The  latter  revenue  would  not  be  received  by  the  federal  govern- 
ment at  all  if  it  were  not  for  the  operations  of  the  Patent  Office,  and  so 
should  be  credited  against  the  cost  of  operation  of  the  Patent  Office  before  the 
sut»ject  of  Patent  Office  fees  is  considered. 

Provisions  for  maintenance  fees  have  previously  been  considered  and 
rejected  by  the  patent  bar  because  of  the  severe  penalty  such  fees  would 
impose  upon  individual  inventors  and  small  businesses.  Such  fees  would  tend 
to  stifle  invention  and  encourage  secrecy,  thereby  running  counter  to  the  Con- 
stitutional goal  of  promoting  the  progress  of  the  useful  arts.  The  exculpatory 
provisions  of  Sections  41(b)  and  (c)  might  lessen  such  burdens,  but  would  not 
eliminate  them  so  that  the  net  negative  effect  would  remain.  The  sections  also 
would  substantially  increase  the  work  load  of  the  Patent  Office.  The  proposed 
maintenance  fee  of  at  least  .$1,000  per  year  potentially  would  generate  enor- 
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mous  amounts  of  revenue,  entirely  disproportionate  to  the  cost  of  operating 
the  Patent  Office. 

INDEPENDENT  AGENCY 

We  unqualifiedly  approve  the  proposal  to  make  the  Patent  Office  an  inde- 
pendent agency. 

Its  integration  into  the  Department  of  Commerce,  which  resulted  from  a  rec- 
ommendation of  the  Hoover  Commission,  was  "an  experiment  noble  in  pur- 
pose", as  Mr.  Hoover  once  characterized  the  18th  Amendment,  but  it  was  no 
more  successful  than  the  latter.  It  is  time  to  revert  the  status  of  the  Patent 
Office  to  that  of  an  independent  agency,  and  we  applaud  Senator  Hart's  pro- 
posal to  that  end. 

Very  truly  yours, 

Richard  F.  Carr,  Preftident. 


Machinery  and  Allied  Products  Institute, 

Washington,  B.C.,  OctoJ)er  1,  1913. 
Sen  'tor  John  L.  McClellan, 

Chnirman,  Subcommittee  on  Patents,  Trademarks,  and  Copyrights,  Committee 
on  The  Judiciary,  U.S.  Senate,  Washington,  B.C. 
Dear  Chairman  McClellan  :  The  I^.Iachinery  and  Allied  Products  Institute 
appreciates  the  opportunity  to  offer  its  views  on  S.  1321,  "For  the  general 
reform  and  revision  of  the  Patent  Laws.  .  .  ."  i  The  membership  of  the  Insti- 
tute is  comprised  of  capital  goods  and  allied  industrial  product  manufacturers. 
These  are  high  technology  industries  and,  as  such,  have  a  very  deep  interest  in 
the  American  patent  system  and  in  proposals  for  changing  that  system.  It  is 
our  understanding  that,  although  the  public  hearings  on  S.  1321,  which  were 
recently  concluded,  were  devoted  to  the  consideration  of  only  five  ".  .  .  impor- 
tant new  issues"  raised  by  this  proposal,  written  statements  may  consider  all 
aspects  of  the  bill,  and  accordingly  our  statement  discusses  ten  of  its  provi- 
sions. However,  before  considering  separately  these  several  sections  of  S.  1321 
we  should  like  to  put  our  specific  comments  in  a  broader  perspective  by  com- 
menting briefly  on  the  general  thrust  and  the  broader  possibilities  of  this  bill. 

GENERAL  COMMENTS 

The  spirit  of  S.  1321  emerges  in  Section  1  thereof,  "National  Patent  Policy," 
by  a  subtle  but  substantial  alteration  of  the  constitutional  provision  from 
which  it  derives.  Article  I,  Section  8  of  the  Constitution  asserts  that  the  Con- 
gress shall  have  the  power  "To  promote  the  Progress  of  Science  and  useful 
Arts,  by  securing  for  limited  Times  to  Authors  and  Inventors  the  exclusive 
Right  to  their  respective  Writings  and  Discovei'ies."  (Underscoring  supplied.) 
The  constitutional  word  "right"  is  changed  to  "privilege"  in  Section  1  of  S. 
1321.  By  implication  an  applicant  for  letters  patent  who  seeks  to  have  secured 
to  him  the  right  to  which  the  disclosure  of  his  discovery  entitles  him  now 
becomes  a  supplicant  who  desires  of  his  government  not  a  declaration  of  his 
rights  but  the  award  of  a  special  privilege.  The  author  of  this  proposed  change 
may  not  have  intended  the  significance  which  we  attach  to  it  but,  regardless 
of  intent,  it  seems  to  us  a  precursor  of  other  and  unquestionably  significant 
changes  in  our  patent  laws  which,  in  our  judgment,  would  tend  in  the  long 
run  greatly  to  reduce  the  usefulness  of  a  patent  system  which  has  served  this 
country  well. 

We  believe  that  any  number  of  changes,  discussed  in  more  specific  terms 
below,  would  tend  to  discourage  the  use  of  the  patent  system  which  is  to  say 
that  tlie  inventor  of  new  art  would  decline  publicly  to  disclose  such  new  art 
but  rather  would  conceal  it  and  attempt  to  profit  from  his  discovery  by  main- 
taining it  as  a  trade  secret.  Although  the  Institute  would  oppose  at  any  time 
legislation  harmful  to  the  patent  system — and  we  think  S.  1321  would  be 
harmful — this  bill  is  especially  untimely  during  a  period  when  the  United 
States  is  losing  much  of  the  technological  lead  which  it  has  for  so  many  years 
enjoyed. 


'  As  this  Ipttpr  Is  filorl.  the  Whlto  Housp  has  nnnounced  the  submission  to  Congress 
of  "The  Patent  I\roflernizfitlon  nnrl  Keform  Act  of  197.3."  No  copy  of  the  bill  Is  yet  avail- 
able and,  henee,  no  comment  on  it  is  offered  here. 
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SPECIFIC   COMMENTS 

Our  specific  comments  on  certain  provisions  of  S.  1321  appear  below : 

Section  3{d),  Puhlic  Counsel. — This  section  of  the  proposal  would  provide 
for  creation  of  a  "Public  Counsel,"  independent  of  the  Commissioner,  who 
would  be  empowered  to  intervene  in,  participate  in,  and  review  virtually  all 
Patent  Office  proceedings  and  appeals.  Section  24  of  the  bill  would  arm  him 
with  the  power  of  subpoena.  This  new  office  and  the  extraordinary  grant  of 
authority  to  it  are  designed,  ni  the  language  of  the  proposed  statute,  ".  .  .  [to] 
assure  .  .  .  that  high  quality  patents  which  meet  the  statutory  and  constitu- 
tional criteria  therefor  issue  from  the  Patent  Office." 

We  oppose  this  proposal.  If  the  function  of  "Public  Counsel"  is  to  represent 
the  public  interest,  then  this  new  office  would  in  large  measure  simply  dupli- 
cate the  function  of  the  patent  examiner — and  the  solicitor — whose  responsibil- 
ity is,  and  always  has  been,  to  represent  the  public  interest. 

It  would  seem  inevitable  that  the  Office  of  Public  Counsel,  in  order  to  dis- 
charge its  broad  mandate,  would  necessarily  require  a  corps  of  competent 
engineer/attorneys  to  retrace  ground  already  covered  by  the  Patent  Office  staff. 
Aside  from  additional  cost  thus  involved,  the  actions  of  the  Public  Counsel 
could  only  serve  further  to  delay  action  on  patent  applications  and  thus  to 
aggravate  a  condition  cited  by  Senator  Hart  as  one  of  the  reasons  for 
"reforms"  proposed  in  S.  1321. 

We  think  the  Public  Counsel's  choices  of  cases  for  intervention  or  review — • 
out  of  the  100,000  applications  filed  and  the  70,000  patents  granted  annually — 
would  have  to  be  a  largely,  if  not  wholly,  subjective  judgment  since  there 
appears  no  logical  or  objective  basis  for  making  such  judgments.  And  the  very 
broad  powers  to  be  confided  in  the  Public  Counsel,  if  unreasonably  or  arbitrar- 
ily exercised,  could  obstruct  Patent  Office  business  and  tend  to  be  destructive 
of  the  patent  system. 

As  for  "high  quality  patents"  they  are  the  primary  responsibility  of  the 
Commissioner.  Yet  this  proposal  would  make  the  Public  Counsel  responsible 
for  achievement  of  the  same  goal.  It  seems  scarcely  necessary  to  argue  the 
umlesirability  of  splitting  such  a  fundamental  responsibility  with  its  almost 
inevitably  divisive  effects  on  the  organizational  structure  of  the  patent  system. 

Section  Jfl — Patent  Office  fees 

In  general,  this  section  of  the  bill  calls  for  a  fee  structure  ".  .  .  designed  to 
effect  an  overall  recovery  in  the  range  of  65  to  75  percentum  of  the  costs  of 
operation  of  the  Patent  Office.  .  .  ."  In  seeking  attainment  of  this  general 
standard,  and  subject  to  certain  fee  exemptions  ".  .  .  to  benefit  and  encourage 
individual  investors  and  small  businessmen,"  this  proviso  says  that  "Beginning 
the  fourth  year  after  a  patent  issues,  the  maintenance  fee  thereon  shall  be  no 
less  than  .$1,000,  and  shall  increase  annually  by  at  least  25  percentum  each 
year.  .  .  ." 

If  we  understand  the  proposal,  the  minimum  maintenance  fees  for  a  single 
patent  with  a  twelve  year  life  from  date  of  filing  would  aggregate  a  little 
more  than  $15,000.  Minimum  maintenance  fees  under  the  proposed  schedule  for 
one  patent  with  a  17-year  life  from  date  of  filing  would  amount  to  more  than 
$54,000.  If  the  suggestion  of  a  20-year  patent  life  from  date  of  filing  w-ere 
adopted,  and  this  has  been  frequently  suggested,  the  minimum  maintenance 
fees  for  a  single  patent  over  that  period  would  amount  to  almost  $110,000.  An 
illustration  of  minimum  annual  fees,  under  the  proposed  schedule  with  totals 
aggregated  for  each  of  these  three  periods,  appears  in  Attachment  I  to  this 
statement.  This  fee  schedule  approaches  confiscation. 

Aside  from  these  exorbitant  figures,  there  is  the  question  of  whether  or  not 
it  is  desirable  to  establish  a  precise  statutory  formula  for  the  recovery  of 
patent  office  costs  through  maintenance  fees.  Congress  reviews  the  Patent 
Office  annually  and  approrpiates  funds  for  its  operation.  This,  it  seems  to  us, 
is  the  proper  function  of  Congress  and  would  appear  to  be  much  more  appro- 
priate than  setting  the  Patent  Office  up  in  business  for  itself.  Moreover,  the 
detailed  specification  of  a  maintenance  fee  formula  appears  to  be  a  radical 
departure  from  similar  statutory  provisions.  For  example,  even  the  Tennessee 
Valley  Authority,  which  has  a  product  to  sell,  is  not  required  to  recoup  a  fixed 
percentage  of  its  costs  of  operations.  Rather  the  pertinent  statute  merely 
slates  that  power  is  to  be  sold  in  such  a  way  as  to  assist  in  liquidating  the 
cost  of  the  project.  The  payment  of  exorbitant  maintenance  fees  alters  the 
basic  philosophy  of  the  system  by  requiring  the  patentee  to  pay  tribute  for 
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continuance  of  the  limited  monopoly  right — now  to  be  deemed  a  "privilege"— 
which  a  patent  confers. 

It  is,  of  course,  not  a  novel  proposal  and  is  apparently  patterned  on  gradu- 
ated systems  of  maintenance  fees  common  to  foreign  patent  systems.  This  has 
been  a  source  of  irritation  to  Americans  holding  foreign  patents  and  the  pro- 
posal to  equalize  this  burden  on  foreigners  holding  U.S.  patents  is  appealing  in 
that  respect.  One  must  also  acknowledge  that  the  proposal  is  at  least  plausible 
insofar  as  it  would  encourage  the  "working"  of  patents  and  permitting  useless 
ones  to  lapse.  But  there  are  better  ways  to  achieve  that  end.  However, 
frankly,  we  doubt  if  recoupment  of  the  operating  costs  of  the  Patent  Office  is 
the  real  intent  of  this  proposal.  Rather,  we  think,  its  purpose  may  be  to 
"encourage  discouragement" — that  is,  to  persuade  patentees  to  discontinue 
piaintenance  of  patents  already  in  existence.  Maintenance  fee  costs  of  the  pro- 
fJortions  suggested  above  are  very  likely  to  produce  that  result — and.  in  our 
opinion,  to  the  serious  long  term  detriment  of  the  United  States  notwithstand- 
ing those  merits  of  the  proposal  acknowledged  above.  In  part,  this  is  because 
it  takes  time  to  exploit  a  patent,  an  exploitation  that  is  more  important  to 
society  tlian  to  the  inventor  since  his  success  depends  upon  the  usefulness  and 
the  broad  public  acceptance  of  the  thing  he  has  created. 

The  more  significant  and  the  more  dangerous  aspect  of  this  proposal's  adop- 
tion would  be  unseen.  Almost  surely  it  would  tend  to  reduce — and  probably 
drastically — the  flow  of  patent  applications.  New  technology,  including  scien- 
tific and  engineering  advances  of  basic  character,  would  be  concealed  from 
public  view  in  the  form  of  trade  secrets  rather  than  being  disclosed  to  the 
world  as  the  grant  of  a  patent  right  requires.  We  should  not  lose  sight  of  the 
fact  that  at  least  two  great  public  interests  are  served  by  the  grant  of  letters 
patent.  In  addition  to  the  public  benefits  deiriving  from  exploitation  of  the 
exclusive  right  of  practice  provided  by  the  patent,  the  products  of  the  require- 
ment of  disclosure  are  both  a  source  of  instruction  and  finite  developments 
which  permit  others  to  further  refine,  develop  and  build  upon  them.  To  sum 
up.  the  imposition  of  maintenance  fees  at  the  level  contemplated  by  S.  1321 
will  not  only  serve  greatly  to  diminish  the  incentive  to  patent  but  will  tend 
seriously  to'  choke  off  the  very  useful  public  disclosure  of  new  technology 
which  our  patent  system  is  designed  to  produce. 

A  lesser — but  nonetheless  important — adverse  result  of  the  proposed  mainte- 
nance fee  schedule  is  the  likelihood  that  companies  will  not  even  undertake 
development  programs  on  items  which,  although  promising  in  the  longer  run, 
offer  no  expectation  of  early  commercialization.  At  the  best,  the  new  technol- 
ogy involved  will  be  delayed ;  at  the  worst,  it  will  be  lost  and  perhaps  to  for- 
eign competitors. 
Section  101 — Subject  matter  patentable 

As  in  the  case  of  substituting  a  "privilege"  for  a  "right"  in  Section  1,  noted 
above  this  section  of  S.  1321  would  substitute  for  the  present  statutory 
affirmation  that  "A  person  shall  be  entitled  to  a  patent  unless  .  .  ."  the  nega- 
tive declaration  that  "A  person  shall  not  be  entitled  to  a  patent  if  .  .  .  ." 
(Underscoring  supplied.)  This  change  may  mean  little  or  much  but  at  least  it 
would  seem  to  place  the  burden  of  all  persuasion  on  the  applicant  and  replace 
language  well  settled  by  custom  and  usage  by  language  that  may  constitute  an 
invitation  to  extend  the  long  continued  judicial  assault  on  the  patent  system. 
We  strongly  recommend  against  this  sort  of  unexplained  change  in  language; 
if  some  change  of  substance  is  intended  the  Committee's  intent  should  be  clari- 
fied in  the  legislative  record. 

Further  significant  changes  in  language  are  sprinkled  through  the  several 
subsections  of  Section  101.  By  setting  up  new  bars  to  the  grant  of  a  patent 
based  on  foreign  knowledge  or  use,  public  use  and  sale  as  well  as  "other  tangi- 
ble form"  provisions  would  tend  very  substantially  to  increase  the  amount  of 
prior  act  to  be  searched,  found  and  considered.  Expense  would  be  correspond- 
ingly increased  in  significant  amount. 

Section  112 — Specification 

Subsection  (a)  of  this  provision  of  S.  1321  proposes  adoption  of  a  require- 
ment for  an  enormously  expanded  disclosure  requirement.  The  cost  of  prepar- 
ing patent  applications  would  of  course  be  commensurately  increased.  We  shall 
comment  on  only  one  aspect  of  this  expansion — the  requirement  for  disclosure 
of  ".  .  .  all  know-how  known  to  the  inventor  and  applicant  necessary  or  com- 
mercially requisite  to  make,  use,  and  work  the  same." 
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This  requirement  evidently  contemplates  full  disclosure  of  knowhow  consti- 
tuting valuable  trade  secrets.  We  have  no  doubt  that  many,  if  not  most,  appli- 
<'ants  who  confronted  this  costly— and  perhaps  competitively  disastrous- 
possibility  would  choose  secrecy  rather  than  exposure.  That  is  to  say  the 
patentable  invention  would  not  l)e  patented  but  treated  as  a  trade  secret  with 
a  further  restriction  on  use  of  the  patent  system  and,  of  course,  a  corresponding 
reduction  in  public  disclosure  of  new  technology.  Adoption  of  tlie  requirements 
of  this  section,  in  conjunction  with  certain  other  provisions  of  S.  1321  with 
which  this  statement  is  concerned,  would  tend,  in  our  judgment,  substantially 
to  destroy  the  patent  system  as  we  have  known  it.  "We  strongly  oppose  any 
such  disclosure  requirement. 
Section  115 — Oath  of  invention 

Statutory  language  relating  to  the  oath  of  invention  would  be  substantially 
enlarged  by  S.  io21.  We  are  concerned  particularly  by  the  language  of  subsec- 
tion (a)  (2)  which  prescribes  the  oath  to  be  executed  by  the  applicant,  who  is 
not  an  inventor,  but  is  "a  corporation  or  other  business  entity."  To  begin  with, 
this  oath,  to  be  executed  "after  notice  of  allowance,"  is  purely  supplemental 
and  would  seem  to  add  little  to  the  oath  required  of  the  inventor  at  the  time 
of  filing.  That  aside,  a  more  important  question  is  raised  as  to  the  metes  and 
hounds  of  this  expanded  requirement.  If  the  oath  finally  prescribed  merely 
recites  that  the  aflSant  believes  himself  to  be  the  most  knowledgeable  in  the 
applicant  organization  concerning  the  facts  to  be  set  forth  in  the  oath  and 
that  he  does  not  speak  for  each  and  every  employee  or  agent  of  the  organiza- 
tion but  makes  the  oath  solely  upon  his  personal  knowledge,  then  there  would 
seem  to  be  no  great  difficulty.  If,  on  the  other  hand,  the  aflSant  is  expected  to 
speak  through  his  oath  for  each  individual  employee  or  agent  of  the  entity, 
then  the  provision  would  be  unrealistic  and  unadministrable  and  made  more  so 
by  the  size  of  corporations  required  to  so  affirm  and  by  the  mobility  of  person- 
nel involved  in  research  and  development  activities. 

Section   315 — Examination   or   reexamination   and   Section   137 — Participation 
of  parties 
Our  discussion  here  engages  two  sections  of  S.  1321  inasmuch  as  both  are 
•directly  concerned  with  the  bill's  intent  of  providing  for  public  adversary  pro- 
ceedings and,  taken  together,  authorize  the  initiation  of  opposition  by  anyone 
between  the  period  of  public  availability    (Section  122)    and  allowances.  Such 
opposition  may   be  either  ex  parte  or  inter  partes  at  the   opposer's  election 
(Section  135 (d)  and  137)  and  he  may,  if  he  chooses,  remain  anonymous   (Sec- 
tion 137(d)). 

We  acknowledge  that  such  opposition  may,  in  some  cases,  strengthen  the 
presumption  of  a  patent's  validity.  But  at  what  cost?  Assuming  the  vigorous 
exercise  of  rights  of  opposition  contemplated  by  these  two  sections — and  this, 
"we  think  is  a  reasonable  assumption — there  could  not  fail  to  be  substantial 
and  costly  delays  in  patent  issuance,  the  avoidance  of  which  is  one  of  the 
express  purposes  of  S.  1321. 

In  addition  to  the  question  of  cost  there  is  a  manifest  potential  for  frivo- 
lous, meddlesome  and  harrassing  opposition.  There  is  also  the  potential  for 
opponents  to  significantly  delay  the  issuance  of  a  patent  with  complete  impun- 
ity, and  whether  successful  or  not,  to  reduce  the  applicant's  period  of  protec- 
tion. Indeed,  we  are  told  that  this  is  fairly  common  practice  in  some  foreign 
jurisdictions.  To  the  extent  that  this  occurs,  S.  1321  will  have  introduced  one 
more  disincentive  to  use  of  the  patent  system  and  with  all  of  those  detrimen- 
tal consequences  of  that  result  already  descril)ed. 

Probably  the  most  serious  objection  to  these  provisions  of  S.  1321 — when 
considered  with  the  public  availability  requirement  of  Section  122 — is  its  fun- 
damental unfairness  to  the  applicant.  Under  present  law,  even  though  an 
application  for  a  patent  is  filed,  the  applicant  may  at  any  time  prior  to  allow- 
ance elect  not  to  go  forward  with  the  application  and  still  maintain  the 
secrecy  of  the  invention  as  a  trade  secret.  Publication  to  the  world  under  Sec- 
tion 122 — an  essential  first  step  in  the  process  of  public  adversary  proceedings 
here  sought — would  destroy  this  right.  Again,  the  disinclination  to  file  for  a 
patent  is  strengthened. 

If  it  is  the  judgment  of  the  Subcommittee  that  some  provision  for  adversary 
proc':'edings  is  necessary  to  strensthen  the  presumption  of  validity,   then  we 
believe  the  relevant  sections  of  S.  1321  should  l)e  changed  to  provide : 
1.  There  should  be  no  publication  of  applications  prior  to  allowance. 
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2.  Opposition  should  be  permitted  after  allowance  only  as  an  inter  partes 
proceeding,  or  the  opposer  should  be  permitted  to  appeal  (with  provision  for  a 
hearing)  from  a  finding  by  the  Patent  Examiner  of  patentability  notwithstand- 
ing the  material  submitted  by  the  opposer. 

3.  The  opposer  shall  not  be  permitted  to  remain  anonymous. 

Section  153 — Contents  and  tcrtn  of  patent 

This  section  of  S.  1321  provides  that :  "The  term  of  a  patent  shall  expire 
twelve  years  from  the  actual  filing  date  in  the  United  States  or,  if  a  prior 
filing  date  under  Section  119  of  this  title  has  been  claimed,  twelve  years  from 
such  date.  .  ."  with  the  further  proviso  that  the  term  may  be  extended  by  any 
period  of  time  consumed  by  deferred  examination  under  Chapter  18  of  the  bill. 
This  is  to  be  contrasted  with  provisions  of  present  law  which  call  for  a  term 
of  seventeen  years  from  date  of  issue — not  the  date  of  filing. 

It  is  the  opinion  of  experienced  corporate  patent  counsel  that,  generally 
speaking,  twelve  years  is  too  short  a  period  of  time  in  which  to  allow  for 
recovery  of  research  and  development  expenses  and  to  earn  a  reasonable 
return  on  the  total  investment  involved.  In  fact,  seventeen  years  may  be  too 
short  a  period  in  some  cases  to  commercialize  inventions  which  may  require 
extensive  adaptation  in  order  to  achieve  public  acceptance. 

As  in  the  case  of  other  provisions  already  discussed,  the  reduction  of  the 
patent  term  to  twelve  years  from  date  of  application  could  not  fail,  in  our 
judgment,  to  weaken  the  patent  system  and  destroy  its  benefits  by  causing 
inventors  to  withhold  their  discoveries  from  the  public  and  profit  on  them,  if 
at  all,  as  trade  secrets. 

We  observe  that  dating  a  patent's  term  from  the  date  of  filing  makes  the 
applicant  dependent  on  expeditious  governmental  processing  and  indeed  pun- 
ishes him  for  delays  over  which  he  has  no  control.  Moreover,  as  we  have 
noted,  certain  provisions  of  S.  1321  would  tend  to  increase  such  delays.  How- 
ever, if  Congress  considers  it  necessary  to  accept  the  date  of  filing  concept,  we 
suggest  that  the  term  lie  made  not  less  than  twenty  years. 

Section  263 — Rights  of  employee-inventors  guaranteed 

By  the  terms  of  S.  1321— 

Subject  to  other  provisions  of  Federal  law,  no  direct  or  Indirect  assign- 
ment by  an  inventor  to  his  employer,  or  to  a  person  designated  thereby,  of 
the  subject  matter  of  an  application  for  patent  or  patent,  developed  in  the 
course  of  his  employment,  shall  be  valid  unless  the  employer  agrees  to  pay 
the  employee,  in  addition  to  his  regular  salary  or  compensation  for  serv- 
ices, a  minimum  of  2  per  centum  of  the  profit  or  savings  to  the  employer, 
attril)utable  to  such  subject  matter. 

From  any  of  at  least  three  angles  from  which  this  provision  should  be  con- 
sidered— employment  policy,  national  patent  policy  and  practicality  of  adminis- 
tration— this  is  a  very  bad  provision  and  should  ))e  rejected.  Let  us  consider 
briefly  each  of  the  three  aspects  of  the  matter  identified  above. 

Employment  policy. — To  begin  with,  one  may  assume  that  the  corporation 
which  hires  employee-inventors  must  compete  for  their  services  with  compensa- 
tion and  benefits  at  least  equal  to  what  is  demanded  by  the  very  lively  market 
in  which  such  talents  are  traded.  Moreover,  substantially  all  such  employees 
are  hired  to  invent  and  make  no  contribution  beyond  what  they  are  paid  for — 
the  employer  provides  the  environment  for  inventor,  materials  and  equipment, 
all  costs  and  bears  the  risks  of  developmeat  and  commercial  exploitation.  Yet 
this  is  but  a  small  part  of  the  employment  policy  issues  raised  by  this  pro- 
posal. 

Clearly,  this  requirement  would  discriminate  against  employees  who  make 
significant  contributions  to  a  patented  invention  but  which  contributions  are 
not  of  the  character  acquired  to  entitle  the  contriltutor  to  the  status  of  co- 
inventor  and  thus  to  share  in  the  rewards.  It  would  also  discriminate  against 
those  v\iio  make  indispensable  innovative  contributions  in  reducing  a  patented 
invention  to  commercial  practice  and  in  market  development.  And,  of  course,  it 
discriminates  against  all  those  other  employees  whose  work  although  essential, 
is  not  connected  with  the  process  of  invention  and  patenting.  The  inevitable 
product  of  such  discrimination  would  be  employee  dissatisfaction,  jealousy,  a 
loss  of  cooperation  wliere  cooperation  is  essential  to  success,  and  controversy 
between  employees  and  between  employee  and  employer.  In  pointing  to  these 
obvious  discriminations  that  would  result  from  the  2  percent  proposal  we  do 
not  mean  to  suggest,  either  directly  or  by  implication,  that  we  favor  the  con- 
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cept— indeed  we  strongly  oppose  it — or  tliat  its  reach  shonld  he  extended  to 
take  in  other  classes  of  employees. 

In  addition,  this  proposal  raises  a  potential  conflict  of  interest  for  the 
employee-inventor  who  is  in  a  position  to  control  or  influence  the  design  of  a 
product.  Usually,  there  are  several  alternatives  in  design  available  to  the  engi- 
neer or  designer.  If  one  such  alternative  is  covered  by  a  patent  held  by  the 
employee-inventor,  he  may  be  induced  to  choose  or  recommend  adoption  of  that 
alternative  even  though  another  would  produce  a  superior  product.  The  poten- 
tialities of  this  conflict  of  interest  extend  beyond  the  employmc  nt  relationship 
to  the  marketplace.  The  economic  incentive  for  the  employee-inventor  to  choose 
his  patented  alternative  may  result  in  the  consumer  receiving  a  less  desirable 
product  and  less  value  for  his  dollar.  This  aspect  of  the  proposal  is  clearly 
contrary  to  the  public  interest. 

National  patent  policy. — The  employment  effects  of  this  proposal  alone — jeal- 
ou.sy,  controversy,  the  disruption  of  research  and  development  team  efforts,  to 
name  a  few — would  cause  many  employers  to  discontinue  their  present  use  of 
the  patent  system.  Obviously,  it  would  increase  the  ultimate  cost  of  production 
and  because  of  the  manufacturer's  uncertainty  as  to  the  market's  acceptance 
of  a  higher  price  tliere  is  still  a  further  disinclination  to  patent.  To  the  extent, 
of  course,  that  additional  costs  resulting  from  this  policy  could  be  passed  on  to 
consumers  in  the  form  of  higher  prices  they  would  be — and  should  be. 

One  obvious  effect  of  such  a  policy — in  some  cases  at  least — would  be  to  give 
imports  a  2  percent  advantage  over  domestically  manufactured  products  based 
on  patents. 

Except  where  the  2  percent  override — however  figured — can  be  passed  on  to 
government  as  a  contract  cost  (and  one  fails  to  see  how  government  could 
hold  such  costs  to  be  unallowable),  the  adoption  of  this  policy  would  almost 
certainly  result  in  a  lesser  number  of  patent  applications.  (One  result  could  be 
a  lessening  of  company-sponsored  R«&D  and  an  increase  in  independent  devel- 
opment and  design  companies  with  patent  rights  passing  under  contracts 
between  them  and  the  companies  who  employee  them.)  From  the  standpoint  of 
national  policy  a  reduction  in  patent  applications  and  a  corresponding  increase 
in  trade  secrets — and  the  trade-off  here  could  be  very  significant — would  be 
most  unfortunate.  To  repeat  again,  the  point  cannot  be  emphasized  too 
strongly,  a  policy  which  tends  to  reduce  disclosure  and  promote  secrecy  would 
be  most  harmful  to  the  national  interest. 

Administration. — For  reasons  already  suggested,  we  think  the  policy  embod- 
ied in  this  provision  is  most  unwise  and  should  be  abandoned.  Even  if  that 
were  not  true,  the  provision  as  presently  drafted  is  unworkable.  In  brief,  it 
says  in  effect  that  the  employee-inventor  is  to  receive,  ".  .  .  in  addition  to  his 
regular  salary  or  compensation  for  services,  a  minimum  of  2  percentum  of  the 
profit  or  savings  to  the  employer,  attributable  to  such  subject  matter." 

Let  us  consider  only  a  few  of  the  possibilities  presented.  Suppose  the  prod- 
uct is  unprofitable.  There  being  no  profit  base  to  which  the  statutory  percent- 
age can  be  applied,  one  assumes  that  no  payment  would  be  required.  But 
assume  that  there  is  a  profit  as  determined  in  accordance  with  "generally 
accepted  accounting  principles,"  there  would  arise  immediately  the  question  of 
which  of  the  whole  range  of  such  principles  now  available  were  employed  in 
calculation  of  the  profit  and  one  foresees  unending  controversy  over  the  cor- 
rectness of  cost  allocations,  overhead  calculations  and  so  on. 

But  let  us  assume  that  these  preliminary  hurdles  can  be  overcome  and  go  to 
the  really  difficult  problems.  "The  Commissioner  shall  by  regulation  establish 
procedures  and  methods,  including  accounting  procedures,  for  carrying  out  the 
provisions  of  this  section."  Suppose  that  the  invention  is  a  joint  invention  and 
that  letters  patent  identify  not  one  but  two  or  more  co-inventors.  Is  each  co- 
inventor  entitled  to  "...  2  percentum  of  the  profit  or  savings  to  the  employer"? 
Or,  if  not,  how  is  the  payment  to  be  divided — equally,  or  in  accordance  with 
the  relative  merits  of  the  contributions  of  the  several  co-inventors? 

Most  troul)lesome  of  all,  we  think,  would  be  the  invention  which  relates  to  a 
small  part  of  a  larger  product  or  process  and  which  may  embody  in  its  con- 
struction or  operation  a  number  of  patents.  How  is  the  manufacturer  to  go 
about  attributing  profit  to  each  of  the  patented  inventions  involved  in  order  to 
arrive  at  the  several  bases  to  which  the  2  percent  figure  is  to  be  applied? 
Where  the  invention  relates,  for  example,  to  one  step  in  a  manufacturing  proc- 
ess incorporating  a  variety  of  patented  know-how,  the  calculation  of  savings 
attributable  to  this  one  part  of  the  process  would  be  equally  difficult. 
23-932—74 40 
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To  sum  up,  we  think  that  proposal  to  "guarantee"  the  rights  of  employee- 
inventors  is  unjustified,  unwise  and  unworkable. 

In  introducing  S.  1821.  Senator  Hart  declared  ".  .  .  the  evidence  is  strong 
that  our  system  tends  to  frustrate  invention  and  tie  up  technology  so  the 
l)uhlic  cannot  benefit  from  it."  ~  Without  accepting  the  accuracy  of  this  state- 
ment— and  we  don't — one  may  accept  it  as  a  general  conclusion  underlying  the 
introduction  of  the  I)ill.  It  seems  fair  to  inquire  if  the  adoption  of  S.  1321 
would  provide  new  incentives  for  invention  and  free  technology  for  the  benefit 
of  the  pul)licV 

We  believe,  for  all  the  reasons  set  out  above,  that  enactment  of  S.  1321 
would  have  exactly  the  opposite  result.  In  our  judgment,  it  would  substantially 
— perhaps  drastically — reduce  the  volume  of  applications  for  patent  and  thus 
"tie  up"  new  technology  by  causing  it  to  die  stillborn  or  to  be  concealed  in  the 
form  of  trade  secrets.  With  the  disclosure  of  new  technology  thus  reduced — 
and  disclosure  is  the  stick  to  the  patent  incentive  carrot — the  great  bubbling 
ferment  of  teclmological  experimentation  and  advance,  which  has  depended  so 
much  upon  disclosure  required  by  the  patent  system  and  which  has  been  so 
great  an  element  of  national  strength,  will  take  on  a  placid  and  a  sterile 
aspect. 

Tills  concludes  our  statement  of  S.  1321  and  again  we  desire  to  express  our 
appreciation  for  the  opportunity  of  presenting  our  views  on  this  most  impor- 
tant measure.  If  the  Subcommittee  or  its  staff  should  have  any  questions  con- 
cerning our  statement  or  require  additional  information  on  those  matters  dealt 
with  herein,  please  do  not  hesitate  to  call  upon  us. 
Respectfully, 

Charles  W.  Stewart,  President. 

Attachment  I. — Minimum  Maintenance  Fees  for  a  Patent  Under  Section  41  of 
S.  1321  for  a  12-Year  Term,  a  17-Year  Term  and  a  20-Year  Term 

Assume  January  .5,  1973  is  date  of  filing  application  with  maintenance  fees 
calculated  from  that  date;  the  maintenance  fees  on  an  annual  basi^  and  on  a 
total  basis  for  12-year,  17-year,  and  20-year  terms  would  be  as  follows: 

1973] 

1974     Average  period  of  patent  pendency — no  fees. 

19751 

jJJI^I $100.00 

1978 1,000.  00 

1979 1.250.  00 

1980 1,  562.  50 

1981 1,  953.  13 

1982 2,441.  41 

1983 . 3,051.  76 

1984 3,  814.  70 

Subtotal  (12-year  total) 15,  173.  50 

1985 4,  768.  36 

1986 5.  960.  48 

1987 7,450.  60 

1988 9,  313.  25 

1989 11,641.  56 

Subtotal  (17-year  total) 54,  307.  75 

1990 14,551.  95 

1991 18,  189.  94 

1992 22,737.43 

20-year  total 109,  787.  07 


-  Con(jrc8sional  Record,  March  22,  1973,  p.  S.  5378. 
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Manufacturing  CHEirisTS  Association, 

Washington,  D.C.,  September  26,  157.?. 
Hon.  John  L.  McClellan, 

Chairman,  Siihconimittcc  on  Patents,  Trademarks  and  Copyrights,  Committee 
on  the  Judiciary  U.S.  Senate,  Washington,  B.C. 

Dear  Mr.  Chairman  :  In  the  Congressional  Record  of  July  31,  197.3,  you 
announced  that  the  Subcommittee  on  Patents,  Trademarks,  and  Copyrights  of 
the  Senate  Judiciary  Committee  had  decided  to  reopen  the  hearings  on  the 
general  revision  of  the  patent  law  for  the  purpose  of  receiving  testimony  on 
various  important  new  issues,  such  as  are  contained  in  S.  1321.  Your 
announcement  indicated  that  the  hearings  were  to  he  scheduled  on  September 
11.  13.  and  14  and  invited  parties  interested  in  testifying  at  these  hearings  to 
contact  the  Sul)committee  office.  Your  office  further  indicated  that  the  hearings 
would  include  coverage  of  live  specific  subjects. 

The  Manufacturing  Chemists  Association  is  a  non-profit  trade  association  of 
170  United  States  company  members  representing  more  than  90%  of  the  pro- 
duction capacity  of  basic  industrial  chemicals  within  this  country.  The  mem- 
bers of  this  xVssociation  recognize  the  importance  of  a  viable  patent  system  to 
our  industry  and  the  economy  of  the  United  States  and  wish  to  lend  their  best 
efforts  to  produce  changes  which,  they  believe,  will  provide  the  United  States 
with  a  more  effective  patent  system.  In  view  of  the  importance  to  the  chemical 
industry  of  the  issues  to  be  considered  by  your  Subcommittee  at  these  hear- 
ings, this  Association  would,  under  normal  circumstances,  actively  welcome 
and  request  an  opportunity  to  be  heard.  We  understand,  however,  that  the 
d^'mands  for  time  to  testify  on  the  part  of  those  interested  already  exceed  the 
allowed  scheduled  time.  To  avoid  overburdening  your  Subcommittee  and,  at 
the  same  time,  assist  the  Subcommittee  in  moving  to  a  prompt  consideration  of 
the  proposed  changes,  we  waive  the  opportunity  to  testify  orally  at  the  hear- 
ings and  submit  herewith,  instead,  our  comments  in  writing,  which  we  request 
be  included  in  the  recoi-d  of  hearings. 

The  following  comments  are  directed  to  the  specific  subjects  mentioned  in 
jour  announcement,  as  it  is  our  understanding  that  your  Subcommittee  intends 
to  limit  its  consideration  to  these  subjects  at  this  time. 

MODIFICATION  OF  PATENT  EXAMINATION  PROCEEDINGS  TO  PROVIDE  PUBLIC 
ADVERSARY   HEARINGS 

MCA  Position. — MCA  favors  adversary  proceedings  which  would  be  available 
to  the  public  only  after  allowance  of  a  pending  patent  application,  provided 
the  adversary  proceeding  does  not  impair  the  effective  and  enforceable  life  of 
the  patent. 

The  proposal  to  provide  public  adversary  proceedings  within  the  patent 
system  is  believed  to  make  available  means  by  which  patent  quality  can  be 
substantially  improved.  Many  patent  systems  of  the  world  now  provide  for 
adversary  proceedings.  The  experience  of  our  members  with  such  systems  has 
been  mixed.  However,  we  believe  the  concept  meritorious  in  that  it  will  assist 
the  Patent  Office  in  its  examination  burden  and  should,  hopefully,  strengthen 
the  presumption  of  validity  insofar  as  "novelty"  requirements  are  concerned. 
Having  on  hand  the  Itenefit  of  prior  art  supplied  by  third  persons  should  also 
make  the  Patent  Office  "103  determination"  more  complete  insofar  as  "the  skill 
of  the  art"  is  concerned. 

THE  CREATION  OF  THE  OFFICE  OF  PUBLIC   COUNSEL 

MCA  Position — MCA  opposes  creation  of  an  Office  of  Public  Counsel  as 
defined  in  Sections  3(d)  and  24  of  S.  1.321.  The  proposed  adversary  procedures 
will  ensure  higher  quality  patents,  thus  making  the  Office  of  Public  Counsel 
luinecessary.  Moreover,  the  concept  as  proposed  would  introduce  substantial 
problems  in  Patent  Office  operations. 

The  proposal  in  S.  1321  (Sections  3(d)  and  24)  to  establish  the  Office  of 
Public  Counsel  was  apprently  triggered  by  the  desire  to  have  within  the  patent 
system  a  means  to  ensure  "high  quality  patents  which  meet  the  statutory  and 
constitutional  criteria.  .  ."  It  is  the  view  of  ]\ICA  that  an  "adversary  proc- 
dure"  effectively  structured  will  ensure  quality  patents  issuing  in  the  normal 
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course.  If  this  occurs,  it  would  obviate  the  necessity  for  the  Office  of  Public 
Counsel. 

The  latter,  as  currently  defined  in  Section  3(d),  duplicates  in  part  the  cur- 
rent function  of  the  Office  of  the  Solicitor.  Perhaps  of  more  concern,  however, 
is  the  apparent  creation  within  the  Patent  Office  of  a  "second"  Patent  Office. 
There  seems  to  be  no  limit  on  the  responsibilities  of  the  "Public  Counsel"'  with 
respect  to  prosecution  and  the  unlimited  actions  left  to  his  initiative  under 
Section  3(d)(4).  We  believe  that  the  creation  of  the  Office  of  Public  Counsel 
would  be  disruptive  of  the  normal  administrative  functioning  of  the  Patent 
Office  and  would  be  without  redeeming  virtue. 

ESTABLISHMENT  OF  A  SYSTEM  FOR  DEFERRED  EXAMINATION  OF  PATENT 
APPLICATIONS 

MCA  Position. — MCA  favors  establishment  of  a  system  of  deferred  examina- 
tion, provided  that  there  is  no  publication  of  pending  patent  applications  until 
at  least  IS  months  after  filing,  and  then  publication  of  only  those  pending 
applications  for  which  no  examination  has  been  requested.  Where  examination 
is  requested  by  an  application,  publication  sliould  follow  allowance. 

MCA  is  aware  of  worldwide  trends  toward  deferred  examination  systems. 
We  understand  that  the  experience  and  success  of  other  nations  with  such  sys- 
tems has  been  mixed.  Nevertheless,  we  are  in  favor  of  the  establishment  of 
such  a  system  if  the  examination  burden  of  the  Patent  Office  can  be  reduced 
and  the  net  savings  in  time,  effort,  and  money  applied  elsewhere  in  the  system 
to  meet  the  desired  objective  of  the  issuance  of  more  valid,  enforceable  pat- 
ents. 

We  believe,  however,  that  there  should  be  no  publication  of  pending  patent 
applications  until  at  least  18  months  after  filing  so  that  premature  disclosure 
of  research  work  does  not  occur.  The  pul)lic  policies  of  many  foreign  patent 
systems  are  hinged  to  the  ISth  month  after  first  filing.  A  U.S.  deferred  exami- 
nation system,  operating  on  an  IS  month  publication  after  filing,  would  be  con- 
sistent with  other  systems  and  allow  a  period  of  time  for  an  inventor  to  fur- 
ther develop  his  invention  without  untimely  disclosure  to  competitors. 
Moreover,  we  believe  that  if  an  applicant  has  requested  examination,  publica- 
tion of  his  pending  application  should  be  withheld  until  allowance. 

In  this  regard,  therefore,  MCA  would  be  opposed  to  the  publication  provi- 
sions as  now  set  forth  in  Section  122  of  S.  1321. 

REVISION  OF  THE  PATENT  FEE  SCHEDULE,  INCLUDING  THE  ESTABLISHMENT  OF 
MAINTENANCE  FEES 

MCA  Position. — MCA  has  no  objection  to  the  establishment  of  maintenance 
fees  which,  together  with  other  Patent  Office  income,  are  sufficient  to  support 
the  Patent  Office  examining  operation,  provided  that  such  fees  are  maintained 
at  reasonable  and  non-discriminatory  levels,  do  not  discourage  patent  applica- 
tion filings  and  are  not  confiscatory  of  patent  property.  MCA  opposes  Section 
41  of  S.  1321  as  not  meeting  these  criteria. 

The  subject  of  patent  maintenance  fees  is  one  which  has  arisen  many  times 
in  past  consideration  of  Patent  Law  revision  and  should  be  thought  of  in  the 
broader  context  as  to  what  is  the  purpose  of  the  "fee  program".  If  it  is  the 
intent  of  Congress  that  the  fee  schedule  should  provide  over-all  recovery  of  the 
cost  of  the  opei-ation  of  the  Patent  Office — and  MCA  does  not  view  this  as 
desirable — maintenance  fee  levels,  together  with  other  proposed  fees,  will  nec- 
essarily toll  the  demise  of  the  independent  inventor.  Surely,  this  is  not  the 
oltjective  of  any  Patent  Law  revision.  Before  an  eft"ect)ve  level  of  fees  can  be 
estalilished,  it  would  appear  to  us  that  basic  consideration  has  to  be  given  to 
what  costs  of  operation  of  the  Patent  Office  are  to  be  recovered  from  the  fee 
structure.  Any  structure  of  fees,  including  maintenance  fees,  should,  thereafter 
be  set  so  as  not  to  discourage  patent  application  filings  or  be  confiscatory  of 
patent  property. 

ADMINISTRATIVE   RESTRUCTURING    OF   THE   PATENT    OFFICE,    INCLUDING    THE   PROPOSED 
ESTABLISHMENT   OF   THE   PATENT   OFFICE   AS   AN    INDEPENDENT   AGENCY 

MCA  Position. — MCA  does  not  favor  making  the  Patent  Office  an  independ- 
ent agency,  but  does  favor  making  the  Commissioner  of  Patents  an  Assistant 
Secretary  of  Commerce,  reporting  directly  to  the  Secretary  of  Commerce. 
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We  believe  that  with  proper  recognition,  enlightened  administration,  and  rea- 
sonable policies,  the  Patent  Office  can  be  made  a  most  effective  operating  unit. 
We  believe  this  can  best  he  accomplished  within  the  Department  of  Commerce 
organizational  structure  by  raising  the  level  and  prestige  of  the  Office  of  Com- 
missioner of  Patents  to  that  of  an  Assistant  Secretary  of  Commerce.  As  Assist- 
ant Secretary  of  Commerce  for  Patents,  reporting  directly  to  the  Secretary  of 
Commerce,  the  Commissioner  should  be  more  effective  and  responsive  in  direct- 
ing the  programs,  policies,  and  administration  of  the  Patent  Office. 

While  we  have  limited  our  comments  to  the  five  specific  subjects  mentioned 
in  your  announcement  concerning  the  patent  law  revision  hearings,  there  are 
many  other  sections  of  S.  1321  that  are  of  serious  concern  to  the  Manufactur- 
ing Chemists  Association.  We  respectfully  request,  therefore,  that  this  Associa- 
tion, as  well  as  other  interested  parties,  be  afforded  the  opportunity  to  com- 
ment on  tlie  other  provisions  of  S.  1321  before  your  Subcommittee  completes 
action  on  this  measure. 

In  closing,  we  wish  to  commend  your  Subcommittee  for  its  diligence  in  striv- 
ing to  provide  constructive  reform  of  the  Patent  Law  of  the  United  States.  We 
offer  you  our  continuing  assistance  in  seeking  the  mutual  objective  of  structur- 
ing a  Patent  Law  which  will  ensure  a  high  level  of  research  and  development 
activity,  an  increased  inventive  productivity,  and  appropriate  reward  for  the 
same.  Such  results  will  be  of  immeasurable  benefit  to  the  social  and  economic 
position  of  the  United  States  as  we  enter  a  future  of  increasing  world  comi^eti- 
tion  in  the  fields  of  technology  and  scientific  progress. 
Sincerely, 

W.  J.  Driver. 


Report  From  the  Michigan  State  Bar 

The  following  is  the  majority  report  of  the  Committee  on  Anti-Trust  and 
Patent  Law  of  the  Patent  Law  Section  of  the  Michigan  State  Bar  as  approved 
by  the  Section  Council.  It  does  not,  in  any  v\'ay,  represent  the  opinion  or  posi- 
tion of  the  Michigan  State  Bar. 

It  was  the  unanimous  opinion  of  the  Committee  that  the  U.S.  Patent  System 
is  in  fundamental  difficulty  and  that  the  problems  confronting  it  require  basic 
clianges  to  make  it  a  productive  part  of  the  United  States  Economic  System. 
It  was  also  concluded  that  the  U.S.  Patent  System  today  has  largely  ceased  to 
function  as  a  means  of  encouraging  individual  inventors  and  small  companies. 
However,  it  was  also  concluded  that  S.  1321  does  not  offer  any  viable  solutions 
to  the  problems,  rather  it  would  compound  them. 

The  basic  concept  of  patents  is  to  encourage  inventors  to  publicly  disclose 
their  ideas  in  return  for  a  limited  period  during  which  they  can  recover  com- 
pensation for  their  contribution.  It  is  a  very  important  objective  of  the  patent 
system  to  serve  and  encourage  both  the  individual  inventor  and  the  small  com- 
pany. The  present  system  has  already  become  so  expensive  and  the  patent's 
value  so  questionable  as  to  discourage  individual  inventors  and  many  small 
companies.  S.  1321  will  materially  increase  these  costs  and  for  all  practical 
purposes  make  patents  the  exclusive  province  of  the  very  large  economic  enter- 
prise. 

While  there  are  numerous  features  of  S.  1321  which  are  considered  to  be 
objectionable  l)ecause  of  cost  or  being  unrealistic  from  a  practical  point  of  view, 
the  following  points  were  given  particular  consideration : 

I.  opposition 

The  principle  of  introducing  an  Opposition  Proceeding  into  the  U.S.  Patent 
System  is  considered  desirable  but  the  procedures  set  out  in  S.  1321  are  con- 
sidered to  be  too  expensive  and  too  complex.  To  be  practical  and  effective,  the 
Opposition  Proceeding  should  not  occur  until  after  the  application  is  allowed, 
should  be  limited  in  time,  conducted  without  the  costly  and  time  consuming 
discovery  procedures  used  in  Federal  Court  Practice,  provide  for  dissclosure  of 
the  name  of  the  Opposer  and  the  evidence  produced  during  the  Opposition 
should  be  judged  by  someone,  preferably  a  board,  other  than  the  Examiner  in 
charge  of  the  application. 

II.   PUBLIC   COUNSEL 

This  feature  of  S.  132^  is  objected  to  because  it  is  much  too  costly  and  is 
considered  unworkable.  In  view  of  the  quantity  and  complexity  of  present  day 
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technology,  the  Public  Counsel  could  not  l)e  effective  without  a  supporting  staflf 
at  least  as  great  as  the  present  examining  corps  of  the  Patent  Office.  The  cost 
both  to  the  Patent  Office  and  to  the  Applicant  would  be  enormous. 

Further,  the  introduction  of  discover  procedures  and  the  addition  of  third 
party  practice  to  tlie  examination  procedure  would  interfere  with  orderly 
examination,  consume  the  Examiner's  time  with  procedural  matters  and  make 
the  examinaation  proliibitively  expensive  for  the  Applicant.  It  would  make  pat- 
ents a  luxury  that  only  the  large  and  wealthy  economic  enterprise  would 
afford. 

It  was  the  consensus  of  the  Committee  that  the  Public  Counsel  woidd  either 
become  an  ineffective  office  or  would  so  complicate  the  functions  of  the  patent 
Office  as  to  bring  its  operations  to  a  standstill. 

III.    MAINTENANCE  FEES 

The  proposed  schedule  of  Maintenance  Fees  would  effectively  deny  the  bene- 
fits of  the  Patent  system  to  individuals  and  .small  companies.  Only  the  large 
economic  enterprise  could  afford  them.  The  proposed  procedures  by  which  indi- 
viduals and  small  companies  could  obtain  temporary  relief  from  them  are  so 
complicated  and  costly  as  to  make  them  economically  impractical.  The  pro- 
posed fee  schedule  would  be  an  additional  factor  contributing  to  the  growth 
and  economic  power  concentration  of  large  companies  and  economic  combina- 
tions. 

rv.    COMPULSORY  ROYALTY  TO  INVENTOR  BY  ASSIGNEE — EMPLOYER 

Except  in  the  situation  in  which  the  patent  is  licensed  to  a  third  party  and 
earns  royalties  which  can  be  readily  identified,  this  proposal  is  considered 
unworkable.  It  is  not  believed  possible  to  identify  the  contribution  of  most  pat- 
ented inventions  where  the  invention  is  used  by  the  employer  solely  within  tlie 
employer's  own  operations.  The  accounting  projjlems  are  very  difficult  and.  in 
any  case,  would  be  very  expensive  and  subject  to  controversy.  The  proposal  is 
considered  impractical  and  likely  to  discourage  adoption  of  improvements  in 
products  and  processes.  Alternatively,  to  avoid  exposure  to  complicated 
accounting  problems,  it  is  believed  likely  that  many  employers  would  feel 
forced  to  adopt  the  improvement  without  patenting  anything  and,  wherever 
possible,  protect  it  by  secrecy.  This  would  defeat  the  public  disclosure  purpose 
of  the  patent  law.  The  cost  and  complexity  of  the  proposed  patent  examination 
procedure  would  effectively  deny  the  employee  an  opportunity  to  patent  the 
idea  at  his  own  expense. 

It  was  the  Committee's  opinion  that  the  difficulties  of  the  present  patent 
system  largely  do  not  arise  out  of  the  present  patent  law  but  rather  out  of  its 
implementation.  The  patent  system  would  be  better  served  by  an  improved 
examination  system,  coupled  with  an  effective  oppposition  procedure  and  a 
revision  of  the  judicial  system  under  which  patents  are  litigated  to  introduce 
greater  uniformity  into  the  subjective  standards  by  which  they  are  finally 
adjudicated. 


Prepared  Material  Submitted  by  the  Milwaukee  Patent  Law 

Association 

Tlio  Milwaukee  Patent  Law  Association  at  a  regular  meeting  of  its  members 
held  on  September  11,  1973,  after  having  given  due  consideration  to  Senate 
Bill  S.1321,  upon  recommendations  of  its  Committee  on  Legislation,  passed  the 
follo\^^ng  Resolutions  and  approved  the  supporting  memoranda  relating  there- 
to: 

RESOLUTION    NO.     1 

(Modification  of  patent  examination  proceedings  to  provide  public  adversary 

hearings) 

BE  IT  RESOLVED:  That  the  Milwaukee  Patent  Law  Association  hereby 
goes  on  record  as  oi)posing  the  provisions  of  Senate  Bill  S.1321  permitting 
wide  range  third  party  adversary  participation  in  patent  application  examina- 
tion, interference  and  appellate  procedures,  for  the  reasons  that : 
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(1)  They  will  markedly  increase  the  costs  and  burdens  on  applicants  in. 
obtaining  patents. 

(2)  They  could  discourage  independent  inventors  of  limited  means  from 
using  the  patent  system. 

(3)  They  will  afford  opportunity  for  delaying  and  obstructionist  tactics  by 
third  parties  with  .selfish  interests,  and 

(4)  They  will  complicate  the  Patent  Office  administration,  and  unduly  pro- 
long the  issuance  of  patents. 

That  the  Milwaukee  Patent  Law  Association  is  not  opposed,  in  principle,  to 
some  form  of  public  particii)ation  in  the  patent  application  examining  process 
to  enhance  the  quality  of  is.sued  patents.  However,  it  believes  that  to  be  practi- 
cal and  workable,  it  should  be  limited  to : 

(a)  A  definite  time  period  during  or  after  completion  of  the  Patent  Office's 
examination  of  an  applicant's  claims,  and 

(b)  The  public's  right  to  cite  patents,  documents,  or  other  tangible  evidence 
that  may  be  relevant  to  the  claimed  subject  matter  as  regards  the  conditions 
and  requirements  of  Sees.  102  and  103  of  Title  35  USC. 

EESOLUTION    NO.    2 

(The  creation  of  the  Office  of  Public  Counsel) 

BE  IT  RESOLVED :  That  the  Milwaukee  Patent  Law  Association  is  opiwsed 
to  the  creation  of  the  Office  of  Public  Counsel  as  envisioned  in  S.1321  for  the 
reasons  that : 

(1)  The  Public  Counsel  would  be  required  to  represent  potentially  conflicting 
interests : 

(2)  The  Public  Coimsel  would  be  an  unnecessary  intervenor  in  existing 
forms  of  adversary  proceedings  ;  and 

(3)  The  establishment  of  the  Office  of  Public  Counsel  would  lead  to  the  cre- 
ation of  an  overlapping  bureaucracy  in  the  Patent  Office. 

Supporting  memorandum 

As  defined  by  S.1321,  the  Public  Counsel  would  have  at  least  three  r)oten- 
tially  conflicting  responsibilities.  First,  he  would  be  responsible  for  prosecuting 
and  defending  appeals  from  any  final  action  of  the  Patent  Office  <  See. 
3(d)(2),  Sec.  134(a);  Sec.  143;  Sec.  145).  In  this  role  the  Public  Counsel 
would  function  much  as  the  present  Solicitor  who  is  charged  to  act  as  the 
Commissioner's  lawyer,  except  that,  contrary  to  present  practice,  the  Public 
Counsel  would  represent  the  Primary  Examiner  in  appeals  before  the  Board  of 
Appeals.  In  his  second  role,  the  Public  Counsel  is  charged  to  be  the  advocate 
of  the  public  interest  to  assure  a  high  quality  patent  system,  and  to  represent 
the  public  need  to  analyze  or  defend  an  important,  new  or  developing  theory 
of  law.  or  involving  an  important,  new  or  developing  area  of  technology.  (Sec. 
3(d)  (1) ).  The  third  role  is  that  of  investigator  and  public  prosecnitor  granted 
by  Sec.  3(d)  (4)  which  gives  the  Public  Counsel  a  roving  commission,  to  partic- 
ipate in  all  proceedings  and  conduct  investigations  or  inquiries. 

It  api)ears  on  the  face  of  S.1321  that  the  roles  envisioned  for  the  Public 
Counsel  will  require  him  to  represent  potentially  conflicting  interests.  In  his 
role  as  the  defender  of  the  final  action  of  the  Patent  Office,  the  public  coun.sel 
must  necessarily  be  representing  the  examining  corpse  and  the  Commissioner  to 
uphold  the  correctness  of  their  decisions.  What,  however,  of  the  instance  in 
which  the  Public  Counsel  believes  that  the  decision  which  he  is  called  upon  is 
not  in  the  public  interests  It  is  as  reasonable  to  assume  that  the  Public  Coun- 
sel would  decide  that  the  public  interest  is  contrary  to  the  position  of  the 
Patent  Office  as  it  is  to  assume  that  he  will  decide  that  the  public  interest 
coincides  with  the  position  of  the  Patent  Office.  If  the  underlying  rationale  in^ 
S.1321  is  that  the  public  interest  will  always  coincide  witli  a  Patent  Office 
decision,  then  there  is  no  need  for  an  advocate  of  the  public  interest  apart 
from  the  Commissioner  of  Patents  and  the  examining  coi-i)s. 

One  of  the  stated  purposes  for  the  establishment  of  the  Public  Counsel  is  ta 
insure  high  quality  patents  through  an  adversary  process.  If  an  adversary 
process  is  more  likely  to  insure  high  quality  patents,  there  would  be  no  addi- 
tional benefit  to  inserting  a  third  party  advocate  in  those  proceedings  in  which 
adversary  interests  are  already  represented,  such  as  in  the  normal  suit  for 


628 

patent  infringement.  Yet,  the  Public  Counsel  is  given  the  right  to  intervene  in 
private  infringement  actions  (Sec.  24;  Sec.  3(d)(4)).  This  seems  an  unneces- 
sary burden  to  the  present  adversary  system.  It  could  only  result  in  greater 
costs  in  patent  litigation  which  already  is  an  extremely  expensive  proceeding. 
Adversary  procedures  within  the  Patent  OflSce  can  be  established  without  cre- 
ating a  need  for  the  Public  Counsel. 

The  Public  Counsel,  presumably  in  his  role  as  advocate  of  the  public  interest 
and  in  his  role  as  public  prosecutor,  is  assigned  the  duty  of  considering  and 
reviewing  all  proceedings  in  the  Patent  Office  (Sec.  3(d) ).  He  may  be  called  in 
at  any  stage  by  the  Primary  Examiner  (Sec.  132(a)),  and  he  has  the  right  as 
a  "party"  to  inform  the  Commissioner  of  relevant  prior  art.  It  is  our  belief 
that  it  would  be  necessary  for  the  Public  Counsel  to  have  his  own  examining, 
staff  to  conduct  searches  for  relevant  prior  art  and  to  review  the  work  pi-oduct 
of  the  existing  Examining  Corps  if  he  were  to  hope  to  carry  out  these  duties. 
It  is  strongly  urged  that  this  would  amovint  to  the  creation  of  a  bureaucracy 
within  the  Patent  Office  which  would,  in  large  part,  parallel  and  overlap  the 
existing  functions  of  the  Patent  Office  itself. 

Because  of  the  inherent  conflicting  roles  designed  for  the  Public  Counsel, 
because  of  the  potentiality  for  the  Public  Counsel  to  insert  his  office  into  exist- 
ing adversary  proceedings,  and  because  of  the  potentiality  for  the  creation  of  . 
bureaucracy  within  the  Patent  Office  to  duplicate  and  oversee  the  performance 
of  duties  which  are  to  be  carried  out  under  statutory  command  by  other  staff 
of  the  Patent  Office,  we  are  opposed  to  the  creation  of  the  Office  of  Public 
Counsel. 

If,  as  has  always  been  assumed,  it  is  the  duty  of  the  Commissioner  of  Pat- 
ents to  insure  to  the  extent  possible  that  high  quality  patents  issue  from  the 
Patent  Office,  it  is  unnecessary  to  create  a  separate  office  to  perform  that  func- 
tion. If  the  Commissioner  of  Patents  has  been  unalile  to  insure  the  issuance  of 
high  quality  patents  it  is  not  seen  how  it  is  possible  that  the  mere  addition  of 
an  Assistant  Commissioner  of  Patents  will  improve  the  track  record. 

RESOLUTION    NO.    3 

(Establishment  of  a  system  for  deferred  examination  of  patent  applications) 

BE  IT  RESOLVED :  That  the  Milwaukee  Patent  Law  Association  considers 
implementation  of  a  deferred  examination  system  as  proposed  in  S.1321  to  be 
premature  and  therefore,  opposes  at  this  time  the  deferred  examination  system 
proposed  in  said  Bill;  and  further,  that  the  Milwaukee  Patent  Law  Associa- 
tion urges  modification  of  the  publication  of  Section  122,  S.1321  in  order  to  be 
consistent  with  publication  requirements  of  foreign  patent  systems  and  pro- 
posed international  patent  schemes ;  and  further,  that  the  Milwaukee  Patent 
Law  Association  urges  modification  of  the  term  in  Section  153,  S.1321  to  be 
twenty  years  without  exception. 

Supporting  memorandum 

Consideration  of  the  proposed  deferred  examination  of  patent  applications  as 
proposed  in  S.1321  inherently  involves  consideration  of  the  proposals  in  that 
Bill  for  publication  and  temi  of  the  patent. 

While  the  Milwaukee  Patent  Law  Association  does  not  oppose  the  concept  of 
a  deferred  examination  system,  it  seems  wise  to  take  advantage  of  information 
and  experience  for  such  a  proposal  before  its  implementation.  Such  informa- 
tion and  experience  can  best  come  from  countries  who  have  recently  adopted  a 
deferred  examination  system — but  there  has  been  insufficient  time  to  permit 
proper  evaluation  of  these  systems.  Hence,  the  objection  to  the  deferred  exami- 
nation system. 

S. 1.321  suggests  publication  six  months  after  filing  of  the  application.  Espe- 
cially because  the  recently  revised  patent  systems  of  the  world  and  proposed 
international  patent  systems  would  call  for  later  publication,  generally  eight- 
een months  after  filing,  it  seems  only  prudent  to  adopt  a  publication  time  table 
which  is  consistent  with  other  patent  systems  of  the  world. 

S.1321  proposes  a  term  of  twelve  years  for  the  patent  with  provisions  to 
extend  that  term  for  any  deferral  for  examination  or  secrecy.  Rather  than 
provide  for  such  extension  of  the  term  for  specific  fact  situations  which  inher- 
ently involve  certain  discrniination  and  motivations  inconsistent  with  the 
patent  system,  it  is  ui-ged  that  a  fixed  term  of  twenty  years  from  the  date  of 
filing  be  adopted. 
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RESOLUTION    NO.    4 

(Revision  of  the  patent  fee  schedule,  including  the  establishment  of  mainte- 
nance fees) 

BE  IT  RESOLVED  : 

That  the  Milwaukee  Patent  Law  Association  is  opposed  to  the  establishment 
of  a  system  of  fees  for  the  maintenance  of  U.S.  patents  on  the  grounds  that 
they  will  create  a  substantial  additional  burden  on  the  owners  of  patents  and 
thus  tend  to  discourage  the  making  of  inventions,  the  publication  of  the  same 
through  the  patent  system,  and  their  ultimate  utilization. 

FURTHER  RESOLVED :  That  this  Association  disapproves  the  maintenance 
fee  provisions  of  Senate  Bill  S.1321,  93rd  Congress,  First  Session,  and  particu- 
larly Section  41  thereof. 

Supporting  memorandum 

Section  41  of  S.1321  would  revise  the  patent  fee  schedule  to  include  annual 
maintenance  fees  of  not  to  exceed  $100  for  the  first  three  years,  and  thereafter 
of  not  less  than  $1,000  per  year  increased  by  25%  each  year  for  the  life  of  the 
patent.  Up  to  80%  of  these  fees  may  be  exempted  to  benefit  and  encourage 
individual  inventors  and  small  businessmen.  The  revenue  derived  would  be 
used  to  defray  the  cost  of  running  the  Patent  Office  and  should  result  in  lower 
filing  and  other  fee  charged  by  the  Patent  Office. 

On  its  face,  the  proposition  is  appealing  because  only  the  valuable  patents 
would  be  maintained  and  their  owners  could  well  afford  to  pay  the  fees.  Poor 
patents  would  be  dropped  and  would  no  longer  clutter  up  the  records.  The 
greatest  burden  of  fees  would  only  fall  after  the  patents  had  proved  them- 
selves successful  rather  than  when  applications  are  filed. 

The  basic  proposition  is  not  novel  since  most  foreigii  countries  have  a  gradu- 
ated system  of  maintenance  fees.  This  has  irritated  the  U.S.  owners  of  foreign 
patents,  because  the  foreign  owners  of  U.S.  patents  have  no  such  burden. 

The  principal  objection  to  such  fees  is  the  inordinate  amount  of  time  and 
expense  in  making  intelligent  decisions  whether  or  not  to  maintain  patents 
having  unrealized  potential.  This  can  well  exceed  the  amount  of  the  fees.  Seri- 
ous mistakes  can  be  made  in  dropping  patents  prior  to  an  opportunity  to 
exploit  them. 

The  Bill  cleverly  proposes  relief  for  the  individual  inventor  and  small  busi- 
nessman. It  submitted  this  provision  can  give  rise  to  more  detriment  in  the 
form  of  abuse,  improper  favors  and  administrative  expense  (both  to  the  Gov- 
ernment and  the  inventor)  than  the  evil  it  is  designed  to  cure.  The  manage- 
ment of  patents  in  a  large  corporation  has  become  so  decentralized  that  the 
segments  involved,  including  the  recent  concept  of  venture  managers  of  various 
research  activities,  is  not  much  different  than  the  individual  inventor.  While 
the  corporation  has  the  money  to  pay  such  fees,  they  simply  add  to  the  burden 
of  financing  research  operations  and  will  discourage  the  type  of  activity  the 
patent  system  is  intended  to  promote 

Lender  the  Paris  Convention,  it  is  believed  that  the  relief  granted  individual 
inventors  and  small  businessmen  would  have  to  apply  to  foreign  as  well  as 
U.S.  nationals.  Since  many  commiuiistic  countries  issue  most  of  their  patents 
(or  inventor  certificates)  to  individuals,  our  Government  would  obtain  very 
little  revenue  from  corresponding  patents  obtained  in  the  U.S.A. 

The  )>ri)ponents  of  the  Bill  may  argue  the  purpose  is  not  to  increase  the 
burden  but  to  shift  the  burden  because  of  the  accompanying  reduction  in  filing 
fees.  If  this  was  the  only  effect,  it  is  still  detrimental  because  it  will  encour- 
age the  filing  on  marginal  inventions,  thus  adding  to  the  problems  of  the 
Patent  Office,  and  will  tend  to  lower  the  quality  and  reliability  of  U.S.  patents. 

Experience  has  shown  that  new  forms  of  taxation,  while  designed  to  relieve 
the  burden  in  some  other  area,  usually  result  in  simply  adding  another  burden. 
In  this  instance,  the  administration  of  the  plan  will  add  substantial  cost  to 
everyone  concerned. 

It  should  be  pointed  out  that  most  foreign  countries  have  either  (1)  no 
examination  system  of  any  consequence,  or  (2)  such  a  system  of  examination 
that  once  granted,  patents  have  a  far  greater  presumption  of  validity.  In 
either  case,  payment  of  annual  fees  may  be  justified  as  proper  revenue  produc- 
ers for  what  the  inventor  is  getting  under  their  systems.  It  might  be  argued 
that  a  patent  which  has  borne  substantial  maintenance  fees  should  be  better 
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treated  than  one  that  hasn't,  but  this  'smacks'  of  paying  for  the  patent  privi- 
lege ratlier  than  having  the  patent  .iiulged  on  its  merit. 

The  fee  sc-liednle  proposed  in  S.1321  would  involve  a  cost  of  nearly  $20,000 
to  obtain  and  maintain  a  patent  for  its  present  17-year  life,  assuming  there 
was  no  deferred  examination.  For  a  company  tliat  obtained  an  average  of  20 
patents  a  year,  the  annual  cost  to  maintain  all  such  patents  would  be  over 
$200.(H)0.  While  the  Bill  also  proposed  to  reduce  the  term  of  patents  to  12 
years,  the  fact  that  this  would  reduce  the  total  fees  by  about  one-half  is  small 
solace  for  the  loss  of  patent  riglits  involved.  It  is  hard  to  conceive  of  any 
measure  which  would  do  more  to  discourage  the  making  of  inventions. 

For  the  reasons  discussed,  it  is  believed  that  a  patent  maintenance  fee  pro- 
gram is  undesirable. 

KESOLUTION    NO.    5 

(Administrative   restructuring   of   the   Patent    Office,    including   the   proposed 
establishment  of  the  Patent  Office  as  an  independent  agency) 

BE  IT  RESOLVED :  That  the  Milwaukee  Patent  Law  Association  adopts  the 
following  Statement  of  Position  with  resi>ect  to  those  provisions  of  S.1321  that 
relate  to  or  touch  upon  the  administrative  restructuring  of  the  Patent  Office, 
including  the  proposed  establishment  of  the  Patent  Office  as  an  independent 
agency. 

Support mg  memnravdnm 

EstaMisliment  of  Patent  Office  as  an  Independent  Agency. — The  Milwaukee 
Patent  Law  Association,  believing  that  Sec.  2  of  S.1321  cannot,  in  and  of  itself, 
either  contribute  to  or  detract  from  attainment  of  the  expressed  objective  "to 
assure  that  United  States  patents  are  of  high  quality  and  reliable,"  takes  no 
position  on  that  specific  proposal  but  recommends  careful  study  of  it  with 
respect  to  such  considerations  as  : 

The  status  of  Patent  Office  officials  vis  a  vis  their  counterparts  in  foreign 
countries,  having  in  mind  the  incTeasing  importance  and  magnitude  of  interna- 
tional patent  operations ; 

Adequacy  of  liaison  with  Congress  and  with  other  Federal  administrative 
agencies ; 

Duplication  of  personnel  and  functions  ;  and 

Availability  to  the  Patent  Office  of  expertise  for  the  solution  of  administra 
tive  problems. 

Availaiiility  to  the  Patent  Office  of  experti.se  for  the  solution  of  administra- 
timy. — The  Milwaukee  Patent  Law  Association  opposes  those  provisions  of 
S.1321  that  would  freeze,  in  statutory  form,  administrative  practices  which  are 
now  within  the  Commissioner's  regtilatory  and  discretionary  powers  and  which 
therefore  can  now  be  readily  changed  to  accommodate  changing  conditions.  As 
specific  examples : 

Sec.  6(d)  would  mandate  the  Commissioner  to  maintain  public  search  facili- 
ties "in  various  (unspecified)  parts  of  the  United  States."  Such  facilities 
would  lie  costly  if  complete  and  of  doubtful  utility  if  incomplete;  but  the  Com- 
missioner would  have  no  discretion  to  discontinue  all  of  them  if  their  cost 
proved  dispoi*portionate  to  benefits  from  them. 

Sec.  6(e)  would  mandate  the  Commissioner  to  further  the  improvement  of 
information  retrieval  facilities  \Aithout  requiring  a  cost/benefit  appraisal.  Such 
development,  coupled  with  such  appraisal,  is  now  inherent  in  the  Commission- 
er's administrative  authority. 

Sec.  8(e)  re-enacts  an  administrative  detail  that  has  been  dropped  from  the 
earlier  patent  laws  by  the  Patent  Codification  Act  of  1952 — 

Imposition  upon  Commissioner  of  Burden  of  Fixing  Fees  'Now  prescribed  hy 
Stntvie. — The  Milwaukee  Patent  Law  Association  oppo.ses  the  principle  of 
S.1321  insofar  as  it  imposes  iipon  the  Commissioner  the  burden  of  fixing 
Patent  Office  filing,  examination  and  maintenance  fees  and  requires  that  such 
fees  be  calculated  to  recover  a  specified  proportion  of  costs  of  Patent  Office 
operations.  Allowing  the  Commissioner  to  determine  both  the  income  and  the 
expenditures  of  the  Patent  Office,  without  external  sujiervision  would  be 
unwholesome.  Whether  fees  are  fixed  from  within  the  Patent  Office  or  from 
outside  it,  the  administrative  problems  of  fee  fixing  under  the  proposed  crite- 
ria would  be  conii^licated  by  tlie  difficulty  of  predicting  the  income  that  would 
be  realized  from  any  particular  fee  schedule,  owing  to  provisions  in  the  bill 
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for  discretionary  exceptions  to  such  fee  schedule  and  for  steeply  graduated 
maintenance  fee  percentage  increments.  Furthermore,  the  need  for  changing 
tlie  fee  schedule  from  time  to  time,  to  accommodate  clianging  Patent  OffK-e 
■expenditures  and  fee  receipts,  would  give  rise  to  confusion  in  calculating,  col- 
lecting and  accounting  for  fees  in  particular  cases. 

Administrative  Burdens  Imposed  by  Substantive  Provisions. — The  Milwaukee 
Patent  Law  Association  opposes  certain  substantive  provisions  of  S.1321  for 
the  reason  that  they  would  impose  administrative  burdens  upon  the  Patent 
Office  that  would  not  "assure  that  United  States  patents  are  of  high  quality 
and  reliable."  For  example  : 

Sec.  112,  in  its  several  provisions  requiring  a  complete  exposition  of  the 
prior  art,  and  particularly  in  its  subsec.  (d)  (1),  would  require  the  examiner  to 
ascertain  wliether  the  applicant  had  in  fact  set  forth  all  that  was  known  and 
conventional :  and  even  assuming  that  the  section  is  intended  to  require  such 
disclosure  only  as  to  known  and  conventional  art  that  is  relevant  (a  qualifica- 
tion that  does  not  appear  in  the  .section),  the  examiner  would  be  required,  in 
■effect,  to  spend  time  on  matters  which,  by  their  very  nature,  made  no  contribu- 
tion to  the  advancement  of  the  useful  arts. 

Sec.  122  and  certain  related  provisions  with  respect  to  early  disclosure  may 
compromise  national  security  by  permitting  inventions  relating  to  advanced 
military  equipment  to  be  inadvertently  published  before  sufficient  time  has 
passed  for  adequate  evaluation  by  the  defense  agencies.  The  two  month  ijeriod 
for  such  evaluation  provided  for  in  Sec.  181(b)  is  unrealistically  short.  Even 
with  a  longer  period,  the  need  for  exi>editious  handling  of  patent  applications 
containing  such  subject  matter  would  be  disruptive  to  Patent  Office  routine. 

Sec.  132(c),  in  requiring  that  "all  decisions  by  a  primary  examiner"  be 
accompanied  by  the  equivalent  of  a  judicial  opinion,  would  materially  increase 
the  work  load  upon  the  Examining  corps  (thus  increasing  an  already  over- 
Tvhelming  backlog)  without  achieving  any  offsetting  gain  to  the  public  or 
patentees. 

THE    MILWAUKEE   PATENT   LAW    ASSOCIATIOK    APPROVED  : 

Arnold  J.  Ericsen 

President. 
I  certify  that  the  foregoing  resolution  was  adopted  by  a  unanimous  vote  of 
the  members  of  the  Milwaukee  Patent  Law  Association  at  a  regular  announced 
meeting  of  the  members  of  the  association  with  a  quorum  of  members  present 
held  on  September  11,  1973. 

Barry  E.  Sammons, 
Secretary,  The  Milwaukee 

Patent  Law  Assooiation. 


3M  Co. 
Saint  Paul,  Minn.,  September  27,  1973. 
The  Honorable  .Tohx  L.  INIcClellan. 
Oiainnan,  Senate  Judiciary  Committee, 
T  .S.  Senate, 
Washiiiffton,  D.C. 

Dear  Senator  :  We  are  concerned  with  several  aspects  of  S.  1321,  the  bill  to 
reform  and  revise  the  Patent  I>aws,  Title  3.5  U.S.  Code. 

In  introducing  a  similar  bill  (H.R.  7111)  in  the  House  in  April  of  this  year, 
Congressman  Wayne  Owens  quoted  with  approval  from  the  President's  tech- 
nology message  to  Congress  in  IMarch,  calling  "a  'strong  and  reliable  patent 
system'  an  important  predicate  to  U.S.  technological  progress  and  industrial 
strength".  He  also  stated  it  to  be  an  objective  of  the  act  "to  restore  confidence 
in  the  patent  system  by  increasing  and  strengthening  the  quality  and  reliabil- 
ity of  the  U.S.  patent  grant".  We  agree  with  l)oth  of  these  propositions.  But 
liow  they  may  best  be  attained  is  quite  another  question. 

In  this  counti-y  we  have  never  had  opposition  proceedings  against  the  grant 
of  a  patent  which  are  common  in  various  other  countries,  e.g.,  the  United 
Kingdom  and  West  Germany.  While  w^e  have  had  a  limited  provision  for 
receiving  protests  to  the  grant  of  a  patent  and  limited  public  use  proceedings 
(Rules  291  and  292  of  the  Rules  of  Practice  of  the  U.S.  Patent  Office),  yet 
there  has  been  no  provision  for  publishing  the  application  or  laying  it  open  to 
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public  inspection  prior  to  grant.  It  was  only  when  one  received  legitimate 
knowledge  of  the  pendency  of  an  application  (as  in  a  priority  contest  or  inter- 
ference in  the  Patent  Office  or  in  a  contract  negotiation)  that  he  was  in  a 
position  to  file  a  protest  or  initiate  a  public  use  proceeding. 

We  believe  this  country  should  come  to  some  proceeding  where  applications 
for  patents,  if  allowed,  are  then  published  and  laid  open  to  public  inspection, 
to  invite  protests  or  oppositions ;  or,  alternatively,  a  patent  could  issue  forth- 
with the  public  could  be  given  a  period  of  time,  e.g..  six  months  to  lodge 
nullity  proceedings,  following  which  the  claims  might  be  revised  or  recast, 
much  as  is  now  done  in  reissue  patents. 

You  will  note  that  we  do  not  propose  that  the  public  be  allowed  to  partici- 
pate in  the  examination  process  until  claims  have  been  allowed,  viz..  the 
Examiner  finds  the  application  in  condition  for  allowance. 

Former  Commissioner  of  Patents  Robert  Gottschalk,  as  a  first  step  in  a  pro- 
cedure to  increase  the  quality  and  reliability  of  patents,  recommended  a 
change  in  the  Rules  of  Practice  to  provide  for  voluntary  proceedings  to  permit 
protests  to  the  grant  of  patents.  That  is.  an  applicant  would  be  given  the 
opportunity  to  open  his  application  to  public  inspection  prior  to  the  issviance  of 
a  patent,  to  allow  competitors  or  other  members  of  the  public  the  opportunity 
to  protest  the  grant  of  a  patent  and  to  cite  prior  art,  publications,  etc., 
believed  to  have  been  overlooked  by  the  Patent  Office.  Proposed  changes  in  the 
Rules  to  implement  this  proposal  were  published  in  the  Official  Gazette  of  the 
U.S.  Patent  Office  on  June  19,  1973,  by  order  of  the  Commissioner  of  Patents, 
with  the  approval  of  the  Assistant  Secretary  of  Commerce  for  Science  and 
Technology.  A  hearing  is  scheduled  in  the  Patent  Office  on  this  proposed  rule 
change  on  October  31,  1973. 

This  innovation  in  the  practice,  if  actually  promulgated,  would  offer  a 
revealing  proving  ground.  In  his  address  to  the  American  Patent  Law  Associa- 
tion meeting  in  Saint  Paul  on  May  10,  1973.  Commissioner  Gottschalk  said : 

"It  is  our  hope  that  the  experience  gained  with  this  practice  may  well  be 
the  forerunner  of  legislation  along  the  same  general  lines ;  .  .  .  [but 
applicable]  to  all  applications." 

The  Hart  bill,  S.  1321  (and  likewise  the  Owens  bill,  H.R.  7111)  contains 
such  a  drastic  proposal  for  increasing  the  quality  and  reliability  of  patents  as 
to  defeat  its  stated  objective. 

Sections  122  and  135  of  the  Hart  bill  would  provide  for  laying  an  applica- 
tion open  to  pui)lic  in.spection  and  copying  (unless  it  was  vital  to  national 
security  xmder  Sec.  181)  promptly  after  it  is  filed  and  "prior  to  the  date  of 
first  examination".  That  is,  before  there  was  any  decision  by  the  Examiner 
that  any  patent  should  issue  or,  if  so,  what  scope  of  claims  the  applicant  was 
entitled  to  in  the  Examiner's  opinion,  the  applicant  could  be  burdened  with 
premature  and  perhaps  wholly  unnecessary  protests.  Additionally,  the  fact  that 
a  competitor  could  immediately  get  access  to  an  application — whereas  today 
applications  are  maintained  in  confidence  (Sec.  122  of  35  U.S.  Code) — would 
dissuade  many  inventors  from  filing  a  patent  application  or  otherwise  publiciz- 
ing their  inventions. 

Laying  open  to  public  inspection  eighteen  months  after  filing  is  the  earliest 
exposure  of  an  application  to  the  public  in  any  major  industrial  nation,  e.g., 
Germany,  France,  the  Scandinavian  countries,  etc.  :  and  the  qtiid  pro  quo  for 
that  disclosure  is  the  vesting  of  certain  rights  in  the  applicant.  In  the  United 
Kingdom  there  is  no  laying  open  until  acceptance,  i.e..  21^  years  or  more  after 
filing. 

So  we  are  very  much  opposed  to  Sections  122  and  135  of  the  Hart  bill,  S. 
1321. 

The  Hart  bill  also  proposes  thp  new  office  of  "Public  Counsel"  :  see  Sections 
3(d),  24.  132(a),  134(a),  142,  etc.  The  Public  Counsel  could  "intervene  and 
participate  at  any  time  in  any  Patent  Office  proceeding"  and  would  be  "inde- 
pendent of  the  Commissioner"  [Section  3(d)  (1)].  It  would  be  the  Public  Coun- 
sel's duty  to  assure  that  only  "liish  fpi.nlity  T'^tents  .  .  .  is'-;ne  from  thp  Patent 
Office"  and  "To  that  end  he  siltnll  consider  and  review  all  proceedings  in  the 
Patent  Office"  (Sec.  3d).  Section  3(d)  also  indicates  that  he  would  have  "dele- 
gates". His  delegates  would  necessarily  be  very  numerous  if  he  followed  the 
aforesaid  mandate.  Indeed,  the  office  of  Public  Counsel  might  rival  the  size  of 
the  present  Examining  Corps  of  the  Patent  Office;  and.  if  the  office  of  Public 
Counsel  did  what  the  bill  provides,  there  would  in  effect  be  a  separate  examin- 
ing corps  in  that  office.  And  what  reason  would  we  have  to  assume  that  they 


633 

would  be  more  competent  than  the  present  Examining  Corps?  Or  what  needed 
function  would  that  office  serve  which  is  not  now  served  by  the  Solicitor's 
office  and  the  Supervisory  Examinei-s. 

Xo  patent  office  of  any  major  industrial  nation  has  a  second  tier  of  exami- 
nation such  as  that  proposed  for  tiie  office  of  Public  Counsel. 

We  are  opposed  to  the  Public  Counsel  proposal.  We  consider  it  unwieldy, 
unworkable  and  grossly  expensive.  If  protest  proceedings  are  inaugurated, 
starting  with  the  rjottschalk  proposal,  this  should  offer  a  preferable  and  more 
economical  approach  to  the  problem. 

If   S.   1321  is  revised  to  take  care  of  the  points  discussed,  we  will  be  glad 
also  to  lend  any  assistance  we  can  on  other  aspects  of  the  bill. 
Very  truly  yours, 

Harry  Heltzer, 
Chairman  and  Chief  Executive  Officer. 

cc :  Members  of  Senate  Judiciary  Committee 


MOBTON,  BeENAKD,  BeOWN,  RobEETS  &  SUTHEELAND, 

1054  Thirty-first  Street,  Northwest 
Washington,  D.C.,  September  13,  1913. 
Re  Patent  Reform  Legislation 
Hon.  John  D.  McClellan, 
Chairman,  Subcommittee  on  Patents, 

Trademarks,  and  Copyrights, 
Committee  on  the  Judiciary, 
U.S.  Senate, 
Washington,  D.C. 

Dear  Senator  McClellan  :  I  understand  that  written  comment  pertinent  to 
S.1321  is  welcome  if  submitted  before  the  end  of  this  month.  My  credentials 
as  a  commentator  on  patent  law  reform  are  active  private  practice  in  all 
phases  of  intellectual  property  law  since  1038  in  New  York  to  1958  and  in 
Washington  since  (1941-1946,  U.S.  Army  excepted),  and  teaching  a  course  in 
intellectual  property  law  at  the  School  of  Law  of  the  University  of  Virginia 
since  1959. 

My  crystallized  comment  is  embodied  in  a  complete  draft  of  a  patent  stat- 
ute, a  copy  of  which  I  attach.  This  proposal  borrows  heavily  from  S.1321,  but 
it  reflects  my  earnest  conviction  that  the  Framers  of  the  Constitution  were 
right.  By  that  I  mean  that  effectively  securing  exclusive  rights  to  discoveries 
for  the  benefit  of  their  inventors  for  limited  times  really  does  promote  the 
progress  of  the  useful  arts. 

To  accomplish  this  Constitutional  policy,  my  proposal  concentrates  on  pro- 
viding a  strengthened  examination  system  to  ensure  that  the  disclosure  of 
every  United  States  patent  includes  a  patentable  discovery  while  at  the  same 
time  simplifying  formalities  and  encouraging  inventors  to  get  into  the  system. 

The  principal  "strengthening"  device  I  propose  is  conferring  upon  parties  to 
a  patent  application,  including  the  applicant  and  the  examiner  initially,  and 
the  public  after  allowability  has  been  provisionally  determined,  a  subpoena 
power  utilizing  Rule  31  of  the  Federal  Rules  of  Civil  Procedure.  This  device 
was  selected  to  prevent  otherwise  desirable  adversary  proceedings  in  the 
Patent  Office  from  becoming  a  weapon  in  the  hands  of  the  owners  of  the  deep- 
est purse.  It  also  assures  that  subpoenas  will  be  supervised  by  the  District 
Courts  and  the  abuse  of  witnesses  readily  prevented  by  experienced  local 
judges.  Additionally,  I  would  enlarge  the  role  of  the  Solicitor  of  the  Patent 
Office  to  make  him  the  examiner's  advocate  in  subpoena  matters  and  in  both 
administrative  and  court  appellate  proceedings.  You  will  find  support  for  the 
basics  of  my  proposal  in  a  recent  article  "Proposal  for  Modifying  the  Adminis- 
trative Procedure  of  the  Patent  Office  to  Improve  Patent  Validity"  by  Roland 
T.  Bryan,  1  APLA  Quarterly  Journal,  No.  3  (Summer,  1973)  193-201. 

The  principal  "simplifying"  devices  I  propose  are  abolition  of  interferences 
in  favor  of  first-to-file  a  system  including  provision  for  simple  preliminary  dis- 
closure and  a  one-year  moratorium  on  inventor-derived  prior  art  and  a  func- 
tional definition  of  prior  art. 

The  principal  "encouraging"  devices  I  propose  are  deferred  examination  and 
low  initial  fees,  with  revenue  being  made  up  by  maintenance  fees  on  a  moder- 
ate scale. 
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I  believe  that  adoption  of  my  proposal,  as  compared  with  S.1321  would: 
result  in : 

(1)  more  patent  applications  filed; 

(2)  a  higher  percentage  of  validity  of  the  patents  issued  :  and 

(3)  substantially  lower  costs  to  inventors  in  Patent  Office  and  attorney 
fees,  especially  per  application,  but  also  per  issued  patent. 

In  addition  to  reforms  in  the  Patent  granting  process,  I  also  propose  to- 
define  patent  infringement  in  its  relation  to  patent  claims  and  to  correct  cer- 
tain deficiencies  of  U.S.  patent  law  in  the  protection  it  affords  U.S.  patent 
owners  against  "foreign"  activities  which  create  profits  for  U.S.  exploiters  of 
their  discoveries. 

Many  other  details  have  had  to  be  dovetailed  into  foregoing  basic  reforms- 
and  many  minor  modernizations  and  ameliorations  have  been  effected.  When 
the  S.1321  hearings  have  been  completed,  this  record  added  to  the  very  exhaus- 
tive records  of  prior  hearing  on  patent  reform  already  held  under  your  chair- 
manship, your  sub-committee  will,  I  have  every  reason  to  believe,  be  in  posses- 
.sion  of  all  the  guidance  it  could  need  to  use  my  draft  in  aid  of  its  task  of 
producing  a  "committee  print". 
Respectfully, 

W.  Brown  Morton,  Jr. 

Enclosure. 

A  BILL 

For   the   promotion    of   the   progress   of   the  useful   arts   by   the   general    revi.sion   of   the- 
Patent  Laws,   title   35   of  the  United  States  Code,  and  for  other  purposes. 

Be  it  enacted  by  the  Senate  and  Houfte  of  Representatives  of  the  United 
States  of  America  in  Congress  assembled,  That,  in  accordance  with  the  author- 
ity granted,  and  in  furtherance  of  the  policy  adopted,  by  article  1,  section  8, 
clause  8  of  the  United  States  Constitution,  title  3.5  of  the  United  States  Code^ 
entitled  "Patents,",  is  hereby  amended  in  its  entirety  to  read  as  follows : 

"Title  35 — Patents 

"Part  Sec. 

"I.    PATENT  OFFICE    1 

"II.    PATENTABILITY  OF  INVENTIONS  AND 

GRANT  OF  PATENTS 100 

"III.    PATENTS  AND  INFRINGEMENTS  OF  PATENTS 261 

"part  I — PATENT   OFFICE 

"Chapter  Sec. 

"1.    Establishment,  Officers,  Functions 1 

"2.    Proceedings  in  the  Patent  Office 21 

"3.    Practice  Before  the  Patent  Office 31 

"4.    Patent  Office  Fees 41 

"chapter    1. ESTABLISHMENT,    OFFICERS,    FUNCTIONS 

"Sec. 

"1,    National  Patent  Policy. 

"2.    Establishment  and  seal. 

"3.    Commissicmer  and  other  officers. 

"4.    Restriction  on  officers  and  employees  as  to  interest  in  patents. 

■■5.    Board  of  Appeals. 

"6.    Library,  classification  of  patents,  public  search  facilities. 

"7.    Certified  copies  of  records. 

"8.    Publications. 

"9.    Advisory  Council  on  the  Patent  System. 

"10.    Annual  report  to  Congress. 

"§1.  National  Patent  Policy 

"It  is  hereby  recognized  and  declared  that  it  is  tlie  coiistitntionally-estab- 
lished  policy  of  the  United  States  that  tlie  progress  of  the  useful  arts  is  pro- 
moted by  granting  to  inventors  or  Iheir  assigns  for  a  limited  time  the  exclu- 
sive right  to  tliose  discoveries  of  tlie  inventors  which  are  new  and  useful  and 
pulilicly  disclosed,  all  as  ijrovided  by  the  succeeding  provisions  of  litis  title. 
The  rights  so  granted  are  to  be  exercised  as  property  rights  according  to  law. 
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"§2.  Establishment  and  Seal 

"The  Patent  Office  shall  be  an  independent  agency,  where  records,  books,, 
drawings,  specifications,  and  other  papers  and  things  pertaining  to  patents  and 
to  trademariv  registrations  shall  be  kept  and  preserved,  except  as  otherwise 
provided  by  law.  Tlie  Patent  Office  shall  have  a  seal  with  which  letters  patent, 
certificates  of  trademark  registrations,  and  papers  issued  from  the  Office  shall 
be  authenticated. 

"§3.  Commissioner  and  other  officers 

"(a)  A  Commissioner  of  Patents  shall  be  appointed  by  the  President,  by  and. 
with  the  advice  and  consent  of  the  Senate,  and  he  shall  be  compen.sated  at  the 
rate  now  or  hereafter  provided  for  level  IV  of  the  Executive  Schedule  pay 
rates  (5  U.S.C.  5315).  The  Commissioner  shall  superintend  or  perform  all 
duties  required  by  law  respecting  the  granting  and  issuing  of  patents  and  the 
registration  of  trademarks,  and  he  shall  have  charge  of  property  belonging  to 
the  Patent  Office.  The  Commissioner  is  authorized  to  promulgate  rules  and  reg- 
ulations as  may  be  necessary  or  proper  for  purposes  of  his  office. 

"(b)  There  shall  be  a  Deputy  Commissioner  of  Patents,  who  shall  be 
appointed  by  the  President,  by  and  with  the  advice  and  consent  of  the  Senate, 
and  who  shall  be  compensated  at  the  rate  now  or  hereafter  provided  for  level 
V  of  the  Executive  Schedule  pay  rates  (5  U.S.C.  5316).  The  Deputy  Commis- 
sioner shall  perform  such  functions  as  the  Commissioner  may  assign  or  dele- 
gate and  he  shall  act  as  Commissioner  during  the  absence  or  disability  of  the 
Commissioner  or  in  the  event  of  a  vacancy  in  the  office  of  Commissioner. 

'■(c)  There  shall  be  no  more  than  three  Assistant  Commissioners  of  Patents,, 
who  shall  be  appointed  by  the  Commissioner  and  who  shall  be  compensated  at 
a  per  annum  rate  of  basic  compensation,  fixed  by  him  not  in  excess  of  the 
maximum  scheduled  rate  provided  for  positions  in  grade  18  of  the  General 
Schedule  (5  U.S.C.  5104).  Such  Assistant  Commissioners  shall  perform  such., 
functions  as  the  Commissioner  may  from  time  to  time  assign  or  delegate.  In 
the  event  of  vacancies  in  the  offices  of  Commissioner  and  Deputy  Commis- 
sioner, or  their  absence  or  disability,  the  Assistant  Commissioner  senior  in. 
date  of  appointment  shall  fill  the  office  of  Commissioner  until  said  vacancies, 
absences,  or  disabilities  terminate. 

"(d)  There  shall  in  addition  be  a  Solicitor  of  the  Patent  Office  who  shall  be 
appointed  by  the  President,  by  and  with  the  advice  and  consent  of  the  Senate^, 
and  ho  shall  be  compensated  at  the  rate  now  or  hereafter  provided  for  level  V 
of  the  Executive  Schedule  pay  rates  (5  U.S.C.  5316).  The  Solicitor  shall  be 
general  counsel  of  the  Patent  Office  and  the  advocate  responsibile  for  the  pres- 
entation of  the  Patent  Office  position  in  all  adversary  proceedings  provided  for- 
by  his  title,  and  he  or  his  delegates : 

"(1)   shall   prosecute   or  defend   appeals   from   any   final   action   of   the 

Patent  Office ;  and 

"(2)   shall  take  such  action,  participate  in  such  other  proceedings,  and: 

conduct  such   other   investigations  or   inquiries,   as   may   be  necessary   or 

appropirate  to  carry  out  the  purposes  of  this  title. 
"(e)   The  Commissioner  shall,  subject  to  other  requirements  of  law,  appoint 
other  officers  and  employees  of  the  Patent  Office,  assign  or  delegate  to  them 
the  functions  of  the  Office,  and  fix  the  per  annum  rate  of  basic  compensation 
therefor. 

"§4.  Restrictions  on  officers  and  employees  as  to  interest  in  patents 

"Officers  and  employees  of  the  Patent  Office  shall  be  ineligible  during  the 
period  of  their  appointments  and  for  one  year  thereafter,  to  be  named  as  an 
inventor  in  a  patent  application,  to  apply  for  a  patent,  and  to  acquire,  directly 
or  indirectly,  except  by  inheritance  or  bequest,  any  patent  or  any  right  or 
interest  in  any  patent,  issued  or  to  be  issued  l)y  the  Office.  In  patents  applied 
for  thereafter  they  shall  not  be  entitled  to  any  priority  date  earlier  than  one 
year  after  the  termination  of  their  appointment. 

"§5.  Board  of  Appeals 

"(a)  There  shall  be  in  the  Office  not  to  exceed  twenty-four  examiners-in- 
chief,  who  shall  be  appointed  under  the  competitive  service,  in  the  manner- 
prescribed  for  Administrative  Law  Judges  (5  U.S.C.  3105.  5362.  7521).  The  per 
annum  rate  of  basic  compensation  of  each  examiner-in-chief  shall  be  fixed  at 
not  in  excess  of  the  maximum  scheduled  rate  provided  for  positions  in  grade- 
17  of  the  General  Schedule  (5  U.S.C.  5104). 
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"(b)  The  examiners-iti-chief  shall  constitute  a  Board  of  Appeals  in  the 
Patent  OflSce.  The  examiners-in-chief  shall  be  persons  of  competent  legal 
knowledge  and  scientific  ability,  who  will  perform  and  exercise  the  judicial 
functions  of  the  Office. 

"(c)   The  Board  of  Appeals  shall: 

"(1)   Hear  all  appeals  pursuant  to  section  138  of  this  title; 
"(2)   Conduct  all  proceedings  pursuant  to  section  182  of  this  title ;  and 
"(3)   Perform  the  functions  specified  as  being  performed  by  a  Board  of 
Patent  Interferences  in  Public  Law  593,  Eighty-second  Congress   (ch.  950, 
66  Stat.  792,  Section  1),  and  other  Acts  of  Congress  and  when  performing 
such  functions  shall  constitute  a  Board  of  Patent  Interferences. 

"(d)  Each  appeal  or  other  action  shall  be  determined  by  a  panel  of  at  least 
three  members  of  the  Board  of  Appeals,  except  as  otherwise  provided  in 
subsection  (e)  of  this  section.  The  panel  shall  be  designated  for  each  case  by 
the  examiner-in-chief  senior  in  date  of  appointment,  consistent  with  the  provi- 
sions of  section  3105,  of  title  5,  United  States  Code.  The  Board  of  Appeals  has 
sole  power  to  grant  rehearings. 

"(e)  Wlienever  the  Commissioner  considers  it  necessary  to  maintain  the 
work  of  the  Board  of  Appeals  current,  he  may  designate  any  patent  examiner 
of  the  primary  examiner  grade  or  higher  having  the  requisite  ability,  to  serve 
as  acting  examiner  in  chief  for  periods  not  exceeding  six  months  each.  An 
examiner  so  designated  shall  be  qualified  to  act  as  a  member  of  the  Board  of 
Appeals.  Not  more  than  one  acting  examiner  in  cliief  shall  be  a  member  of  the 
panel  of  the  Board  of  Appeals  hearing  any  appeal  or  considering  any  case. 
The  Commissioner  is  authorized  to  fix  the  per  annum  rate  of  basic  compensa- 
tion of  each  acting  examiner  in  chief  in  the  Patent  Office  at  not  in  excess  of 
the  maximum  scheduled  rate  provided  for  positions  in  grade  16  of  the  General 
Schedule  (5  U.S.C.  5104).  The  per  annum  rate  of  basic  compensation  of  each 
acting  examiner  in  chief  shall  be  adjusted,  at  the  close  of  tlie  period  for  which 
he  was  designated  to  act  as  examiner  in  chief,  to  the  per  annum  rate  of  basic 
compensation  wliich  he  would  liave  been  receiving  at  the  close  of  such  period 
of  sucli  designation  had  not  been  made. 

"§6.  Library,  classification  of  patents,  public  search  facilities 

"(a)  The  Commissioner  shall  maintain  a  complete  and  current  library  of 
patents  and  scientific  and  other  works  and  periodicals  both  foreign  and  domes- 
tic, in  the  Patent  Office  which  shall  be  available  to  its  employees  in  the  dis- 
charge of  their  duties  under  this  title  and  to  assist  the  public  In  the  study  of 
the  useful  arts. 

"(b)  The  Commissioner  shall  maintain  with  appropriate  revisions  a  current 
publicly  available  classification  and  index  by  subject  matter  of  United  States 
patents  and  published  United  States  patent  applications  and  of  such  patents 
and  published  applications,  and  other  works  and  periodicals,  foreign  and 
domestic,  as  may  be  necessary  for  the  purpose  of  determining  with  readiness 
and  accuracy  the  patentability  of  subject  matter  for  which  applications  for 
patent  are  filed. 

"(c)  The  Commissioner  shall  maintain  facilities,  in  various  parts  of  the 
United  States,  for  the  searching  of  prior  art  and  patent  materials,  both  foreign 
and  domestic.  To  the  maximum  extent  feasible,  such  prior  art  and  patent 
materials,  shall  lie  complete  and  current,  drawing  upon  all  relevant  scientific, 
technological,  and  other  works  and  periodicals,  both  foreign  and  domestic, 
available,  to  any  Government  agency.  The  Commissioner  shall  have  such  prior 
art  and  patent  materials  classified  and  indexed  according  to  the  classification 
of  patents. 

"(d)  To  the  maximum  extent  feasible,  the  Commissioner  shall  mechanize,  or 
otherwise  facilitate  by  electrical,  mechanical,  or  other  appropriate  means,  the 
search  of  such  prior  art  and  patent  materials.  The  Commissioner  shall  conduct 
an  on-going  program  of  research  and  development  to  keep  the  handling,  classi- 
fication, storage,  and  retrieval  of  such  prior  art  and  patent  material  current 
and  up  to  the  state  of  the  art. 

"§7.  Certified  copies  of  records 

"The  Commissioner  shall,  upon  payment  of  the  prescribed  fee,  furnish  certi- 
fied copies  of  records  of  the  Patent  Office  within  thirty  days  to  persons  enti- 
tled thereto. 
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""§8.  Ptihlications 

"(a)  The  Commissioner  shall  cause  to  be  published  in  a  timely  fashion  in 
«uch  format  as  lie  determines  to  be  suitable,  tlie  following : 

"(1)   the  specifications  and  drawings  of  patents,  and  patent  applications, 
subject  to  the  provisions  of  this  title ; 

"(2)   certificates  of  trademark   registrations,   including  statements  and 
drawings : 

"(3)   all  current  decisions  of  the  Patent  Office  Board  of  Appeals  and  the 
Trademark  Trial  and  Appeal  Board ; 

"(4)   current  classification  manuals  and  indices  of  the  classifications  of 
patents. 

"(5)  The  Official  Gazette  of  the  United  States  Patent  Office ; 
"(b)   The  Commissioner  shall  cause  to  be  published  from  time  to  time,  in 
«uch  format  as  lie  determines  to  be  suitable,  the  following : 
"(1)   Patent  abstracts : 

"(2)   Annual  indices  of  patents,  published  applications,  and  trademarks 
and  information  concerning  the  same ; 

"(3)   Pamplet   copies    of   the  patent   laws    and    rules   of  practice,    laws 
and  rules  relating  to  trademarks,  and  circulai-s  or  other  publications  relat- 
ing to  the  business  of  the  Office. 
"(c)   The  Commissioner  may  exchange  any  of  the  publications  specified  in 
subsections   (a)   and   (b)   of  this  section  for  publications  desirable  for  the  use 
of  the  Patent  Office,  and  furnish  copies  of  any  of  these  publications  to  inter- 
national   intergovernmental    organizations   of    which    the    United    States    is   a 
member. 

'•(d)  The  Commissioner  may  supply  copies  of  specifications  and  drawings  of 
patents  to  public  libraries  in  the  United  States  which  shall  maintain  such 
-copies  for  the  use  of  the  public,  at  the  rate  for  each  year's  issue  prescribed  by 
the  Commissioner  in  accordance  with  section  41(a)  of  this  title. 

"(e)  The  Commissioner  may  establish  a  public  information  service  for  the 
■dissemination  to  the  public  of  information  concerning  patents  and  trademarks, 
and  may  from  time  to  time  disseminate  or  provide  for  dissemination  of  infor- 
mation, tlie  publication  of  which  in  his  judgment  would  promote  the  progress 
of  the  useful  arts.  Such  dissemination  may  be  made  by  periodical  or  other 
I)ublicatious,  the  preparation  and  display  of  exhibits,  and  other  appropriate 
means. 

"§  9.  Advisory  Council  on  the  Patent  Systejn 

"(a)  There  shall  be  an  Advisory  Council  on  the  Patent  System  (referred  to 
in  this  section  as  the  "Council")  of  not  less  than  twelve  or  more  than  twenty- 
four  memliers  to  be  appointed  by  the  President,  by  and  with  the  advice  and 
consent  of  the  Senate,  from  the  general  public,  without  regard  to  tlie  civil 
service  laws,  and  to  consist  of  persons  having  experience  with,  and  representa- 
tive of,  the  various  interests  most  directly  affected  by  the  patent  system.  The 
President  shall  designate  the  Chairman  of  the  Council  and  set  the  terms  of  the 
meni))ers. 

"(b)  It  .shall  be  the  duty  of  the  Council,  on  a  continuing  basis,  to  evaluate 
the  effectiveness  of  the  patent  system  in  serving  the  public  interest ;  to  analyze 
the  contemporary  conditions  and  needs  of  the  patent  system ;  to  study  and 
appraise  the  methods  and  operations  of  the  United  States  Patent  Office  includ- 
ing the  quality  of  United  States  patents ;  and  to  report  to  the  Commissioner 
its  conclusions  and  recommendations. 

■'(c)  The  Commissioner  shall  furnish  to  the  Council  an  executive  secretary 
and  such  professional,  secretarial,  clerical,  and  other  services  and  facilities  as 
are  necessary  to  the  conduct  of  its  business. 

"§10.  Annual  report  to  Congress 

"The  Commissioner  shall  report  to  Congress  annually  the  money  received 
and  expended,  statistics  concerning  the  work  of  the  Office,  an  evaluation  of 
conrt  decisions  related  to  the  validity  and  enforcement  of  patents,  and  other 
information  relating  to  the  Office  as  may  be  useful  to  the  Congress. 

"CHAPTEB    2. — PROCEEDINGS    IN    THE    PATENT    OFFICE 

"Sec. 

'•21.  Day  for  taking  action  falling  on  Saturday,  Sunday,  or  holiday. 
''22.  Form  of  papers  filed. 
23-932—74 41 
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"23.  Testimony  in  Patent  OflSce  cases ;  subpenas,  commissions,  letters  rogatory ; 

witnesses. 
"24.  Oath  and  declaration  in  lien  of  oath. 
"25.  Effect  of  defective  execution. 
"26.  Filing  by  mail. 

"§21.  Bay  for  taking  action  faUing  on  Satiirdai/.  Sundau,  or  holiday 

"When  the  day,  or  the  last  day,  for  taking  any  action  or  paying  any  fee  in 
the  United  States  Patent  Office,  or  as  otherwise  provided  in  this  title,  falls 
Saturday,  Sunday,  a  holiday  within  the  District  of  Columbia,  or  on  any  day 
the  Patent  Office  is  closed  for  the  receipt  of  papers,  the  action  may  be  taken, 
or  the  fee  paid,  on  the  next  succeeding  secular  or  business  day. 

"§22.  Form  of  papers  filed 

"The  Commissioner  may  by  regulation  prescribe  the  form  of  papers  filed  in 
the  Patent  Office. 

"§23.  Testimony  in  Patent  Office  cases;  subpenas,  commissions,  letters  roga- 
tory; icitnesses 

"(a)  The  Commissioner  may  establish  rules,  not  inconsistent  with  the  Fed- 
eral Rules  of  Civil  Procedure  and  the  provisions  of  this  title,  for  taking  depo- 
sitions required  in  cases  in  the  Patent  Office.  Any  officer  authorized  by  law  to 
take  depositions  to  be  used  in  the  courts  of  the  United  States,  or  of  the  State 
where  he  i-esides,  may  take  such  depositions. 

"(b)  (1)  The  clerk  of  any  United  States  court  for  the  district  wherein  a  dep- 
osition is  to  be  taken  for  use  in  any  matter  pending  in  the  Patent  Office,  .shall, 
upon  the  apiilication  of  the  Commissioner  or  the  Solicitor  or  any  other  person 
party  thereto,  issue  a  subpeua  for  any  witness  residing  or  being  within  such 
district,  commanding  him  to  appear  and  testify  before  an  officer  in  such  dis- 
trict authorized  to  take  depositions,  at  the  time  and  place  stated  in  the  sub- 
peua. The  provisions  of  the  Federal  Rules  of  Civil  Procedure  relating  to  depo- 
sitions and  sul)penas  for  the  attendance  of  witnesses  and  the  production  of 
documents  and  things  shall  apply  to  contested  cases  in  the  Patent  Office. 

"(2)  JSvery  witness  subpeiuied  and  in  attendance  shall  be  allowed  the  fees 
and  traveling  expenses  allowed  to  witnesses  attending  the  United  States  dis- 
trict courts. 

"(3)  A.  judge  of  a  court  whose  clerk  issued  a  subpena  may  enforce  obedience 
to  the  process  or  punish  disobedience  as  in  other  like  cases,  on  proof  that  a 
witness,  served  with  such  subpena,  neglected  or  refused  to  api)ear  or  to  testify 
or  to  produce  documents  and  things  as  directed.  Xo  witness  shall  be  deemed 
guilty  of  contempt  for  disobeying  such  subpena  unless  his  fees  and  traveling 
expenses  in  going  to,  and  returning  from,  and  one  day's  attendance  at  the 
place  of  examination,  are  paid  or  tendered  him  at  the  time  of  the  service  of 
the  subpena  ;  nor  for  refusing  to  disclose  any  secret  matter  except  upon  appro- 
priate order  of  the  court  which  issued  the  subpena. 

"(c)  The  United  States  District  Court  for  the  District  of  Columbia  shall,  at 
the  request  of  the  Commissioner,  issue  such  commission  or  letters  rogatory 
pursuant  to  rule  2S(b)  of  the  Fedei'al  Rules  of  Civil  Procedure  as  may  be 
appropriate  in  carrying  out  the  provisions  of  Section  134  of  this  title. 

"(d)  The  deposition  of  a  witness  appearing  volimtarily  on  proper  notice  may 
be  taken  without  subpena  or  commission  or  letters  rogatory. 

"(e)  The  admissibility  of  evidence  in  cases  in  the  Patent  Office  shall  be 
determined  in  accordance  with  the  rules  of  evidence  in  force  at  the  time  in  the 
United  States  District  Court  for  the  Dist-vct  of  Columbia. 

"§24.  Oath  and  declaration  in  lieu  of  oath 

"(a)  An  oath  to  be  filed  in  the  Patent  Office  may  be  made  before  any  person 
within  the  United  States  authorized  to  administer  oaths,  or  before  any  officer 
authorized  to  administer  oaths  in  the  foreign  country  in  which  the  affiant  may 
be,  whose  authority  shall  be  proved  by  certificate  of  a  diplomatic  or  consular 
officer  of  the  Ignited  States,  and  such  oath  shall  be  valid  if  it  complies  with 
the  laws  of  the  State  or  country  where  made. 

"(b)  The  Commissioner  may  by  regulation  prescribe  that  any  document  to 
be  filed  in  the  I'atent  Office  and  which  is  required  by  any  law  or  regulation  to 
be  under  oath  may  be  subscribed  to  by  a  written  declaration  in  such  form  as 
the  Commissioner  may  prescribe,  sucli  declaration  to  be  in  lieu  of  the  oath  oth- 
erwise required. 
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"(c)  Whenever  such  written  declaration  is  used,  the  document  must  warn 
the  declarant  that  willful  false  statements  and  the  like  are  subject  to  punish- 
ment including  fine  or  imprisonment,  or  both,  citing  title  18,  United  States 
Code,  Section  1001. 

"(d)  Whenever  the  affiant  or  declarant  does  not  use  English  as  his  primary 
language,  the  oath  or  declaration  shall  be  made  in  his  primary  language  and 
shall  be  filed  with  an  English  translation,  the  accuracy  of  which  shall  be 
attested  pursuant  to  such  rules  as  the  Commissioner  may  prescribe. 

"§25.  Effect  of  defective  execution 

"Any  document  to  be  filed  in  the  Patent  Office  and  which  is  required  by  any 
law  or  regulation  to  be  executed  in  a  specified  manner  may  be  provisionally 
accepted  by  the  Commissioner  despite  a  defective  execution,  provided  a  prop- 
erly executed  document  is  submitted  within  such  time  as  may  be  prescribed  by 
the  Commissioner,  not  to  exceed  six  months. 

"26.  Filing  hy  mail 

"Any  applicant  may  depsoit  or  cause  to  be  deposited  any  paper  required  or 
permitted  by  this  title  to  be  filed  in  the  United  States  Patent  Office  by  him  or 
on  his  behalf  in  any  United  States  Post  Office  addressed  to  the  Commissioner 
of  Patents,  postage  prepaid  in  the  most  expeditous  class,  certified  or  registered 
mail,  return  receipt  requested,  and  the  same  shall  be  deemed  to  have  been  filed 
in  the  Patent  Office  on  the  date  of  its  deposit  in  the  Post  Office. 

"chapter    3. — PRACTICE    BEFORE   THE    PATENT    OFFICE 

"Sec. 

"31.  Regulations  for  agents  and  attorneys. 

"32.  Suspension  or  exclusion  from  practice. 

"33.  Unauthorized  representation  as  practitioner. 

"§31.  Reg nlations  for  agents  and  attorneys 

"The  Commissioner  may  prescribe  regulations  governing  the  recognition  and 
conduct  of  agents,  attorneys,  or  other  persons  representing  applicants  or  other 
persons  before  the  Patent  Office,  and  may  require  them,  before  being  recog- 
nized as  representatives  of  applicants  or  other  persons,  to  show  that  they  are 
of  good  moral  character  and  reputation  and  are  possessed  of  the  necessary 
qualifications  to  render  to  applicants  or  other  persons  valuable  service,  advice, 
and  assistance  in  the  presentation  or  prosecution  of  their  applications  or  other 
business  before  the  Office. 

"§32.  Suspension  or  exclusion  from  practice 

"The  Commissioner  may,  pursuant  to  rules  and  regulations  duly  prescribed, 
suspend,  or  exclude,  either  generally  or  in  any  particular  case,  from  further 
practice  before  the  Office,  any  person,  agent,  or  attorney  shown  to  be  incompe- 
tent or  disreputable,  or  guilty  of  material  misconduct,  or  who  does  not  comply 
with  the  regulations  established  under  section  31  of  this  chapter,  or  who  shall 
by  word,  circular,  letter,  or  advertising,  with  intent  to  defraud  in  any  manner, 
deceive,  mislead,  or  threaten  any  applicant  or  prospective  applicant,  or  other 
person  having  immediate  or  prospective  business  before  the  Office.  The  reasons 
for  any  such  suspension  or  exclusion  shall  be  duly  recorded.  The  United  States 
District  Court  for  the  District  of  Columbia,  under  such  conditions  and  upon 
such  proceedings  as  it  by  its  rules  determines,  may  review  the  action  of  the 
Commissioner  upon  the  petition  of  the  person  so  suspended  or  excluded. 

"§33.  Unauthorized  representation  as  practitioner 

"(a)   Whoever,  not  being  recognized  to  practice  before  the  Patent  Office — 

"(1)  holds  himself  out  or  knowingly  permits  himself  to  be  held  out  as 
so  recognized,  or 

"(2)  holds  himself  out  or  knowingly  permits  himself  to  be  held  out  as 
available  either  to  perform  the  service  of  preparing  or  prosecuting  an 
application  for  patent  or  to  provide  such  service  to  be  performed  by  a 
person  not  so  recognized  or  by  an  unidentified  person,  or 

"(3)  for  compensation,  either  performs  the  service  of  preparing  or  pro- 
secuting an  application  for  patent  for  another  not  so  recognized  or  pro- 
vides such  service  to  be  performed  by  a  person  not  so  recognized  or  by  an 
unidentified  person. 
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shall  be  punished  by  imprisonment  not  exceeding  one  year,  or  a  fine  not 
exceeding  $1,000  for  each  offense,  or  both. 

"(b)  Where  an  agent,  attorney,  or  firm  recognized  to  practice  before  the 
Patent  Office  assumes  responsibility  for  the  service  of  preparing  or  prosecuting 
a  patent  application  at  the  time  such  service  is  rendered,  the  service  shall  be 
considered  as  performed  by  such  agent,  attorney,  or  firm  within  the  meaning 
of  this  section. 

'•(c)  The  district  courts  of  the  United  States  are  empowered  to  issue  injunc- 
tions forbidding  any  person  guilty  of  conduct  in  violation  of  subsection  (a)  of 
this  section  from  further  violations  and  to  enforce  said  injunctions  at  the  suit 
of  the  Solicitor  or  any  person  injured  or  likely  to  be  injured  by  the  conduct 
enjoined,  and  any  person  bringing  such  suit  may  sue  for  the  penalty  prescribed 
by  said  subsection  (a),  in  which  even  one-half  shall  go  to  the  person  suing 
and  the  other  to  the  United  States. 

"chapter     4. — PATENT     OFFICE     FEES 

"Sec. 

^'41.  Patent  fees. 

"42.  Payment  of  fees ;  return  of  excess  amounts. 

"§41.  Patent  fees 

'•(a)  The  Commissioner  shall  prescribe  by  regulation  the  charges  to  be  made 
for  copies  of  records  and  publications  and  for  services  furnished  by  the  Patent 
Office  other  than  pursuant  to  part  II  of  this  title  designed  to  effect  a  recovery 
in  the  range  of  90  to  110  per  centum  of  the  cost  to  the  Patent  Office  of  the 
copies  and  services  so  furnished. 

"(b)  The  Commissioner  shall  prescribe  by  regulation  the  fees  to  be  paid  in 
connection  with  the  filing  and  examination  of  patent  applications,  the  issuance 
and  maintenance  in  force  of  patents,  and  other  matters  set  forth  in  part  II  of 
this  title  as  requiring  a  fee  designed  together  with  the  fees  prescribed  pur- 
suant to  subsection  (a)  of  this  section,  to  effect  an  overall  recovery  in  the 
range  of  65  to  75  per  centum  of  the  costs  of  operation  of  the  Patent  Office. 

"(c)  Fees  prescribed  by  the  Commissioner  pursuant  to  subsection  (b)  of  this 
section  shall  be  in  multiples  of  a  fee  unit  amount  fixed  by  the  Commissioner 
to  accomplish  the  purpose  of  that  subsection  while  maintaining  the  relative 
amounts  of  particular  fees  as  hereinafter  prescribed  in  part  II  of  this  title. 

''(d)  The  Commissioner  shall  prescribe  by  regulation,  consistent  with  the 
provisions  of  this  title,  the  time  for  payment  of  the  fees  to  be  paid  under  this 
title.  If  payment  of  the  fees  in  connection  with  the  examination,  publication, 
or  issuance  of  a  patent  application  is  not  timely  made,  the  application  shall  be 
regarded  as  abandoned.  An  applicant  shall  be  given  at  least  thirty  days  follow- 
ing notice  of  a  fee  due  pursuant  to  section  137  or  141  of  this  title  in  which  to 
pay  the  fee.  Errors  in  payment  of  fees  may  be  rectified  in  accordance  with 
regulations  prescribed  by  tiie  Commissioner. 

"(e)  The  fees  established  under  the  authority  of  this  section  shall  apply  to 
any  other  Government  department  or  agency,  or  officer  thereof,  except  that  the 
Commissioner  may  waive  the  payment  of  any  fee  for  service  or  materials  in 
cases  of  occasional  or  incidental  requests  by  a  Government  department  or 
agency,  or  officer  thereof. 

"(f)  The  Commissioner  may  prescribe  by  regulation  when  copies  of  Patent 
Office  records  and  publications  may  be  provided  without  charge,  or  at  reduced 
or  nominal  fees,  or  in  exchange  for  records  or  publications  of  foreign  coun- 
tries, 

'■§42.  Pdijmenis  of  fees;  return  of  excess  amounts 

"All  fees  shall  be  paid  to  the  Commissioner,  who  shall  deposit  the  same  in 
the  Treasury  of  the  United  States  in  such  manner  as  the  Secretary  of  the 
Treasury  directs,  and  the  Commissioner  may  refund  any  sum  paid  by  mistake 
or  in  excess  of  the  fee  required. 

"chapter     10.    PATENTABILITY    OF    INVENTIONS 

"Sec. 

"100.  Definitions. 

"101.  Jtight  to  patent ;  inventions  patentable. 

"102.  Conditions  for  patentability  ;  novelty  and  non-obvious  .subject  matter. 

"103.  Conditions  for  patentability ;  recovery  of  right  to  patent. 
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"Part  II — Patentability  of  Inventions  and  Gbant  op  Patents 

"Chapter  See. 

"10.  Patentability  of  Inventions 100 

"11.  Applioation  for  Patent 111 

"12.  Review  and  Examination  of  Application 131 

"13.  Grant  of  Patent 141 

"14.  Review  of  Patent  Office  Decisions 1.">1 

"15.  Plant  Patents IHl 

"16.  Design   Patents    171 

"17.  Secrecy  and  Filing  Applications  in  Foreign  Countries 181 

"18.  Amendment  and  Correction  of  Patent  Rights 191 

"§100.  Definitions 

"When  used  in  this  title  unless  the  context  otherwise  indicates — 

"(a)   The  term  'invention"  includes  both  invention  and  discovery. 

"(b)  The  term  'process'  includes  process,  art,  and  method  and  a  new  process 
includes  a  new  use  of  a  known  process,  machine,  manufacture,  composition  of 
matter,  or  material. 

"(c)  The  terms  'United  States'  and  'this  country'  denote  the  United  States 
of  America,  its  territories  and  possessions,  and  the  Commonwealth  of  Puerto 
Rico  and  vessels,  aircraft,  and  vehicles  of  the  United  States  wherever  located. 

"(d)  The  term  'applicant'  means  any  person  who  has  tiled  or  who  owns  an 
application  for  patent  as  provided  in  this  title. 

"(e)  The  term  'regular  worker  in  the  art'  includes  only  persons  having  ordi- 
nary skill  in  the  art  to  which  the  subject  matter  of  an  invention  pertains. 

"(f)  The  term  'knowledge  of  the  art'  means  information  known  to  the  regu- 
lar workers  in  the  art  in  the  United  States  or  available  to  those  regular  work- 
ers as  a  reasonable  consequence  of  a  disclosure  in  tangible  form  or  of  a  use  or 
a  placing  on  sale  anywhere  in  the  world. 

"(g)  The  term  'effective  filing  date'  means  the  date  upon  which  a  complete 
Ignited  States  application  was  filed  or  the  earlie-st  date  uiwn  which  any  United 
States  or  foreign  application  referred  to  therein  and  forming  the  basis  for  any 
valid  claim  of  priority  therefor  was  filed,  whichever  is  earlier.  A  complete 
application  or  the  resulting  patent  may  contain  separate  claims  for  subject 
matter  having  different  effective  filing  dates. 

"(h)  The  term  'prior  art'  means  the  knowledge  of  the  art  prior  to  the  effec- 
tive filing  date  of  patent  application,  and  the  disclosure  in  a  United  States 
patent  or  published  complete  application  becomes  prior  art  as  of  its  efi:ective 
tiling  date. 

'•(i)  The  term  'patentee'  includes  not  only  the  person  to  whom  the  patent  is 
issued  l)nt  also  the  successors  in  title  to  such  person. 

"(j)  The  term  'useful'  includes,  but  is  not  limited  to,  utility  in  agriculture, 
commerce,  industry,  medicine,  or  research  into  any  of  them. 

"(k)   An  "approved  deposit'  shall  lie  a  deposit  of  a  microorganism  which : 

"(1)  is  made  in  any  public  depository  in  the  United  States  which  shall 
have  been  designated  for  such  deposits  by  the  Commissioner  by  publica- 
tion, and 

"(2)  is  available  to  the  public,  except  as  otherwise  prohibited  by  law,  in 
accordance  with  such  regulations  as  may  be  prescribed  upon  the  publica- 
tion of  the  complete  application  which  refers  to  such  deposit. 

"§101.  Right  to  patent;  inventions  patentable 

"Any  invention  of  a  new  and  useful  process,  machine,  manufacture,  or  com- 
position of  matter,  or  any  new  and  useful  improvement  of  an  existing  process, 
machine,  manufacture,  or  composition  of  matter,  may  be  the  sul)ject  of  a 
patent  granted  pursuant  to  the  conditions  and  requirements  of  this  title. 

"§102.  Conditions  for  patentability ;  novelty  and  nonobvious  subject  matter 

"A  person  claiming  ownership  of  an  invention  shall  be  entitled  to  a  patent 
therefor  unless — 

"(a)   The  invention  was  disclosed  in  the  prior  art,  or 

"(b)  Although  not  identically  disclosed  in  the  prior  art,  the  differences 
between  the  suliject  matter  sought  to  be  patented  and  the  prior  art  are  such 
that  the  subject  matter  as  a  whole  would  have  been  obvious  on  the  effective 
filing  date  of  the  patent  application  to  a  regular  worker  in  the  art.  Patentabil- 
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ity  shall  not  be  negatived  by  the  manner  in  which  the  invention  was  made. 
Inventions  of  a  new  combination  of  known  mechanical  or  other  elements  shall 
be  subject  to  the  same  conditions  for  patentability  as  are  applied  to  inventions 
of  other  types  of  subject  matter. 

"§103.  Conditions  for  patentability ;  recovery  of  right  to  patent 

"Information  in  the  prior  art  solely  as  a  consequence  of  disclosure  derived 
from  the  applicant  for  a  patent  or  his  predecessor  in  title  to  the  invention 
shall  not  negative  the  patentability  of  the  invention  if  otherwise  patentable 
upon  a  complete  application  liled  within  twelve  months  after  such  disclosure. 

"chapter    11. — APPLICATION    FOR   PATENT 

"Sec. 

"111.  Application  for  patent. 

"112.  Complete  specification. 

"113.  Drawings. 

"114.  'Models,  specimens. 

"11.5.  Statement  of  claim  of  ownership. 

"116.  Preliminary  disclosure. 

"117.  Benefit  of  earlier  filing  in  foreign  country  ;  right  of  priority. 

"lis.  Benefit  of  earlier  filing  in  the  United  States. 

"110.  Divisional  applications. 

"120.  Confidential  status,  publication,  and  abandonment  of  applications. 

"§111.  Application  for  patent 

"Application  for  patent  shall  be  made  in  writing  to  the  Commissioner  by  a 
person  claiming  ownership  of  the  invention.  Such  application,  if  a  complete 
application,  shall  include:  (1)  a  complete  specification  as  pre.scribed  by  section 
112  of  this  title;  (2)  a  drawing  as  prescribed  by  section  113  of  this  title;  and 
(3)  a  statement  of  claim  of  ownership  as  prescribed  by  section  11.5  of  this 
title.  The  complete  application  must  be  signed  by  the  applicant,  or  on  behalf  of 
applicant  by  a  person  regularly  authorized  to  practice  before  the  Patent  Office, 
and  be  accompanied  by  a  fee  of  two  fee  units.  Such  application,  if  a  prelimi- 
nary application,  shall  include  (1)  a  preliminary  disclosure  as  prescribed  by 
section  116  of  this  title  and  (2)  a  statement  of  claim  of  owuer.ship  as  pre- 
scril»ed  by  section  115  of  this  title.  The  preliminary  application  must  be  signed 
by  the  applicant,  or  by  any  person  authorized  to  act  on  his  l)ehalf  who  shall, 
unless  he  is  a  person  regularly  authorized  to  practice  before  the  Patent  Office, 
state  under  oath  the  source  of  his  authority,  and  be  accompanied  by  a  fee  of 
one  fee  unit. 

"§112.  Complete  specification 

"(a)  The  specification  shall  contain:  (i)  a  description  of  the  invention;  (ii) 
a  claim  or  claims  ;  and  (iii)  an  abstract. 

"(b)  The  description  shall  disclose  the  invention  in  a  manner  sufficiently 
clear  and  complete  for  the  invention  to  be  carried  out  by  a  regular  worker  in 
the  art.  When  the  invention  relates  to  a  process  involving  the  action  of  a 
microorganism  not  already  known  and  available  to  the  public  or  to  a  produc- 
tion of  such  a  process,  the  description  required  by  subsection  (b)  of  this  sec- 
tion shall  be  sufficient  as  to  said  microorganism,  if : 

"(1)  not  later  than  the  date  that  the  complete  application  is  filed,  an 
approved  deposit  of  a  culture  of  the  microorganism  is  made  by  or  on 
behalf  of  the  applicant  or  his  predecessor  in  title,  and 

"(2)   the  description  includes  the  name  of  the  depository  and  its  desig- 
nation of  the  approved  deposit  and,  taken  as  a  whole,  is  in  such  descrip- 
tive terms  as  to  enable  any  regular  worker  in  the  art  to  carry  it  out. 
"(e)   The  claim  or  claims  shall  define  the  matter  for  which  protection  is 
sought.  Claims  shall  be  clear  and  concise.  They  sliall  be  fully  supported  by  the 
description. 

"A  basic  claim  is  a  claim  to  subject  matter  which  may  be  used  independ- 
ently of  the  subject  matter  of  any  other  claim.  Basic  claims  shall  be  written 
in  independent  fonn  and  other  claims  in  dependent  form.  A  claim  in  dependent 
form  shall  be  construed  to  include  all  the  limitations  of  a  claim  or  claims 
incorporated  by  reference  into  the  dependent  claim. 

"An  element  in  a  claim  for  a  combination  of  elements  may  be  expressed  as  a 
means   or  step   for  performing  its   function   without  the  recital  of  structure, 
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material,  or  acts  in  support  thereof,  and  such  claim  shall  be  construed  to  cover 
the  corresponding  structure,  material,  or  acts  described  in  the  specification  and 
equivalents  thereof.  A  claim  shall  be  constriied  to  preserve  its  validity  and  to 
secure  to  the  patentee  any  patentable  invention  disclosed  in  the  si)ecification 
and  within  tlie  reasonable  intendment  of  the  Claim,  as  the  specification  and 
claim  would  be  understood  by  a  regular  worker  in  the  art. 

"(d)  The  abstract  shall  briefly  summarize  the  technical  features  of  the 
Invention.  It  merely  ser\'es  the  purijose  of  technical  information  and  cannot  be 
taken  into  account  for  any  other  purpose,  particularly  not  for  the  purpose  of 
interpreting  the  scope  of  the  protection  sought. 

"§113.  Drait-itigs 

"The  applicant  shall  furnish  a  drawing  where  necessary  for  the  understand- 
ing of  the  invention.  When  the  nature  of  the  invention  admits  of  illustration 
by  a  drawing  and  the  applicant  has  not  furnished  such  a  drawing,  the  Com- 
missioner may  require  its  submission  within  a  time  period  of  not  less  than  two 
months  from  the  sending  of  a  notice  thereof. 

"§114.  Models,  specimens 

"The  Commissioner  may  require  the  applicant  to  furnish  a  model  of  conven- 
ient size  to  exhibit  advantageously  the  several  parts  of  his  invention. 

"When  the  invention  relates  to  a  composition  of  matter,  the  Commissioner 
may  require  the  applicant  to  furnish  specimens  or  ingredients  for  the  purpose 
of  inspection  or  experiment. 

"§115.  Statcmeut  of  clnim  of  ownensJiip 

"A  statement  of  claim  of  ownership  shall  set  forth  (1)  the  name  of  the 
applicant;  (2)  the  citizenship,  domicile,  and  post  office  address  of  applicant; 
(3)  the  person  or  persons  believed  to  have  made  the  invention;  and  (4)  the 
basis  upon  which  the  applicant  claims  to  have  succeeded  to  the  rights  of  each 
person  named  as  having  made  the  invention.  The  applicant  shall  cause  a  copy 
of  the  statement  of  claim  of  ownership  to  be  served  promptly  upon  each 
person  named  therein  wherever  found  in  any  manner  sufficient  to  effect  service 
of  process  under  any  subdivision  of  rule  4  of  the  Federal  Rules  of  Civil  Proce- 
dure, and  such  service  may  be  made  by  any  person  other  than  applicant  who 
is  not  less  than  eighteen  years  of  age.  Proof  of  service  shall  be  tiled  with  the 
Commissioner. 

"No  error  made  in  the  naming  of  the  persons  believed  to  have  made  the 
invention  shall  affect  the  validity  of  the  application  or  of  a  patent  issued 
thereon.  The  title  to  an  application  and  to  a  patent  issued  thereon  shall  be 
determined  as  prescribed  in  chapter  25  of  this  title. 

"§116.  Preliminary  disclosure 

"(a)  The  disclosure  shall  contain  a  description  of  the  invention  in  terms 
sufficiently  plain  to  enable  a  regular  worker  in  the  art  to  understand  it.  A  dis- 
closure which  if  in  the  prior  art  would  defeat  the  patentability  of  the  inven- 
tion under  section  102  of  this  title  shall  be  sufficient  disclosure  thereof  for  the 
purposes  of  this  section  116. 

"(b)  When  the  invention  relates  to  a  process  involving  the  action  of  a 
microorganism  not  already  known  and  available  to  the  public  or  to  a  product 
of  such  a  process,  the  description  required  by  subsection  (a)  of  this  section 
shall  be  sufficient  as  to  said  microorganism,  if  not  later  than  the  date  that  the 
preliminary  apitlication  is  tiled,  an  approved  deposit,  of  a  culture  of  the 
microorganism  is  made  by  or  on  behalf  of  the  applicant  or  his  predecessor  in 
title,  and  the  description  includes  the  name  of  the  depository  and  its  designa- 
tion of  the  approved  deposit  and,  taken  as  a  whole,  is  in  such  terms  as  to 
enable  any  regular  worker  in  the  art  to  understand  it. 

"§117.  Benefit  of  earlier  filiufj  in  foreign  country ;  right  of  priority 

"(a)  An  application  for  patent  for  an  invention  filed  in  this  country  by  any 
person  who  has,  or  whose  legal  representatives  or  assigns  have,  previously  reg- 
ularly filed  an  application  for  a  patent  for  the  same  invention  in  a  foreign 
country  which  affords  similar  privileges  in  the  case  of  applications  filed  in  the 
United  States  or  to  citizens  of  the  United  States,  shall  have  the  same  effect  as 
the  same  application  would  have  if  filed  in  this  country  on  the  date  on  which 
the  application  for  patent  for  the  same  invention  was  first  filed  in  such  foreign 
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country,  if  the  application  in  this  country  is  filed  within  twelve  months  from 
the  earliest  date  on  which  such  foreign  application  was  filed. 

"(b)  No  application  for  patent  shall  be  entitled  to  this  right  of  priority 
unless  a  claim  therefor  and  a  certified  copy  of  the  original  foreign  application, 
specification  and  drawings  upon  which  it  is  based  are  filed  in  the  Patent  Office 
before  the  patent  is  granted,  or  at  such  time  during  the  pendency  of  the  appli- 
cation as  required  by  the  Commissioner  not  earlier  tlian  six  months  after  the 
filing  of  the  application  in  this  country.  Such  certification  shall  be  made  by  tlie 
patent  office  of  the  foreign  country  in  which  filed  and  show  the  date  of  the 
application  and  of  the  filing  of  the  specification  and  otlier  papers.  The  Commis- 
sioner may  require  a  translation  of  the  papers  filed  if  not  in  the  English  lan- 
guage and  sucli  other  information  as  he  deems  necessary. 

"(c)  In  like  manner  and  subject  to  the  same  conditions  and  requirements^ 
the  right  provided  in  this  section  may  be  based  upon  a  subsequent  regularly 
filed  application  in  the  same  foreign  country  instead  of  the  first  filed  foreign 
application,  provided  that  any  foreign  application  filed  prior  to  such  subse- 
quent application  has  been  withdrawn,  abandoned,  or  othei-wise  disposetl  of, 
without  having  been  laid  open  to  public  inspection  and  without  leaving  any 
rights  outstanding,  and  has  not  served,  nor  thereafter  shall  serve,  as  a  basis 
for  claiming  a  right  of  priority. 

"(d)  When  the  application  claiming  priority  under  this  section  discloses  an 
invention  relating  to  a  process  involving  the  action  of  a  microorganism  not 
already  known  and  available  to  the  public  or  to  a  product  of  such  a  process 
and  an  approved  deposit  is  made  under  section  112,  subsection  (b),  the 
approved  deposit  shall  be  considered  to  have  been  made  on  the  earliest  date 
that  an  application  in  a  foreign  country,  the  priority  of  which  is  being 
claimed,  contains  a  reference  identifying  a  deix)sit  of  the  same  microorganism 
made  in  a  public  depository. 

"(e)  Applications  for  inventors'  certificates  filed  in  a  foreign  country  in 
which  applicants  have  a  right  to  apply,  at  their  discretion,  either  for  a  patent 
or  for  an  inventor's  certificate  shall  be  treated  in  this  country  in  the  same 
manner  and  have  the  same  effect  for  purpose  of  the  right  of  priority  under 
this  section  as  applications  for  patents,  subject  to  the  same  conditions  and 
requirements  of  this  section  as  apply  to  applications  for  patents,  provided  such 
applicants  are  entitled  to  the  benefits  of  the  Stockholm  Revision  of  the  Paris 
Convention  at  the  time  of  such  filing. 

"§118.  Benefit  of  earlier  filing  in  the  United  States 

"A  complete  application  for  patent  for  an  invention  disclosed  in  the  manner 
provided  by  section  116  of  this  title  in  a  complete  or  a  preliminary  application 
previously  filed  in  tlie  United  States  l)y  the  same  applicant  or  by  a  person 
through  whom  an  applicant  claims  ownership  shall  have  the  same  effect,  as  to 
such  invention,  as  though  filed  on  the  date  of  tlie  prior  apiilication.  if  filed 
before  the  patenting  or  publication  or  abandonment  of  or  termination  of  pro- 
ceedings on  the  first  application  or  on  an  application  similarly  entitled  to  the 
benefit  of  the  filing  d;ite  of  the  first  application  and  if  it  contains  or  is 
amended  to  contain  a  specific  reference  to  each  earlier  application. 

"§119.  Divisional  applications ;  double  patentina 

"(a)  If  two  or  more  separately  patentable  inventions  are  claimed  in  one 
complete  application,  the  Commissioner  may  require  the  application  to  be 
restricted  to  one  of  the  inventions.  If  the  other  invention  is  made  the  subject 
of  a  divisional  complete  application  which  complies  with  the  requirements  of 
section  118  of  this  title,  it  shall  be  entitled  to  the  benefit  of  the  filing  date  of 
the  original  application.  A  patent  issuing  on  an  application  with  respect  tc 
which  a  requirement  for  restriction  under  this  section  has  been  made,  or  on  an 
application  filed  as  a  result  of  such  a  requirement,  shall  not  be  used  as  a  ref- 
erence either  in  the  Patent  Office  or  in  the  courts  against  a  divisional  apjilica- 
tion  or  against  the  original  application  or  any  patent  issued  on  either  of  them, 
if  the  division.'il  .-ipplication  is  filed  liefore  the  issuance  of  the  patent  on  the 
other  application.  The  validity  of  a  patent  shall  not  be  questioned  for  failure 
of  the  Commissioner  to  reijuire  the  application  to  be  restricted  to  one  inven- 
tion. 

"(b)  If  two  or  more  complete  applications  belonging  to  the  same  api)licant 
are  pending  which  appear  to  relate  to  inventions  that  are  not  patentably  sepa- 
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rate,  the  Commissioner  may  require  the  later  filed  application  to  be  made  the 
■subject  of  a  disclaimer  of  any  terminal  part  of  the  term  of  the  patent  to  be 
granted  thereon  extending  beycmd  the  expiration  of  any  patent  granted  on  the 
first  filed  application  and  may  require  the  applicant  to  undertake  to  maintain 
the  right  to  sue  for  infringement  of  said  patents  in  the  same  legal  entity.  The 
validity  of  two  or  more  patents  granted  on  applications  belonging  to  the  same 
applicant  shall  not  be  questioned  for  relating  to  inventions  that  are  not  patent- 
ably  separate  if  the  patents  will  expire  on  the  same  date  as  granted  or  as  a 
result  of  a  disclaimer  of  a  terminal  part  of  the  term  so  long  as  the  right  to 
sue  for  infringement  of  said  patents  is  maintained  in  same  legal  entity. 

"§120.  Confidential  status,  publication,  and  ahandonment  of  applications 

"(a)  Applications  for  patents,  luiless  laid  open  to  public  inspection  under 
the  provisions  of  this  section,  shall  be  kept  in  confidence  by  the  Patent  Oflice 
and  no  information  concerning  the  same  given  without  authority  of  the  owner 
unless  necessary  to  carry  out  the  provisions  of  any  Act  of  Congress  or  in  such 
special  circumstances  as  may  be  determined  by  the  Commissioner. 

"(b)  All  complete  applications  for  patents  not  abandoned  and  not  the  sub- 
ject of  a  secrecy  order  under  chapter  17  of  this  title,  shall  be  laid  open  to 
public  inspection  at  the  request  of  the  applicant  or  upon  receipt  of  a  demand 
for  examination  under  section  132  of  this  title  or  eighteen  months  after  their 
effective  filing  date,  whichever  is  earlier,  and  shall  be  published  as  prescribed 
in  section  8  of  this  title  promptly  thereafter.  The  Commissioner  shall  delete 
from  the  text  of  any  application  laid  open  to  public  inspection  or  published  as 
prescribed  in  this  section  all  scandalous  matter  and  may  condense  or  rephrase 
the  text  to  eliminate  therefrom  repetition  or  prolixity  without  altering  the  sub- 
stance of  the  disclosure. 

"(c)  Any  patent  application  that  has  not  been  laid  open  to  public  inspection 
may  be  abandoned  by  a  written  declaration  of  abandonment  signed  by  the 
applicant  or  on  his  behalf  by  a  person  authorized  to  practice  before  the  Patent 
Office  stating  an  intention  to  abandon  the  application  without  leaving  any 
rights  outstanding  and  that  the  application  has  not  served  and  will  not  there- 
after serve  as  a  basis  for  claiming  a  right  of  piiority  anywhere. 

"(d)  Abandonment  of  an  application  for  patent  does  not  of  itself  establish 
abandonment  of  an  invention  disclosed  therein. 

"chapter    12. — REVIEW    AND   EXAMINATION    OF   APPLICATION 

"Sec. 

"131.  Prepublication  classification  and  review. 

"132.  Examination  of  application. 

"133.  Notice  of  rejection,  reexamination. 

"134.  Procedure  to  determine  recovery  of  right  to  patent. 

"135.  Time  for  prosecuting  application. 

"136.  Citations  in  aid  of  examination. 

"137.  Examination  of  related  applications. 

"138.  Appeal  to  Board  of  Appeals. 

"§131.  Prepnhlication  classification  and  review 

"The  Commissioner  shall  promptly  cause  each  complete  application  to  be 
classified  according  to  the  classification  maintained  pursuant  to  section  9  of 
this  title  and  reviewed  as  to  formal  matters  and  to  ascertain  the  text  thereof 
to  be  laid  open  to  public  inspection  pursuant  to  section  120  of  this  title  under 
the  supervision  of  a  patent  examiner  of  the  primary  grade.  The  Commissioner 
shall  notify  the  applicant  of  the  results  of  the  classification  and  review,  stat- 
ing the  reasons  therefor.  If  after  receiving  such  notice,  the  applicant  timely 
requests  re-review,  with  or  without  amendment,  the  application  shall  be  re-re- 
viewed, but  the  laying  open  of  the  application  shall  not  be  delayed  on  account 
of  re-review.  A  request  for  re-review  shall  be  timely  if  received  by  the  Com- 
missioner with  a  demand  for  examination  by  the  applicant  or  within  three 
months  after  a  demand  for  examination  by  another.  No  amendment  shall 
introduce  new  matter  into  the  disclosure  of  the  invention. 

^'§132.  Examination  of  application 

"Upon  receipt  of  a  demand  therefor  from  any  i)erson.  accompanied  by  a  fee 
■of  three  fee  units,  not  later  than  five  years  after  a  complete  application  is  laid 
open  to  public  inspection,  the  Commissioner  shall  cause  an  examination  under 
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the  supervision  of  a  patent  examiner  of  the  primary  examiner  grade  to  be 
made  of  the  complete  application  and  the  claimed  invention.  There  shall  be 
prepared  and  added  to  the  file  of  the  application  and  open  to  the  public  a 
search  report  setting  forth  the  prior  art  most  pertinent  to  the  patentability  of 
the  claimed  invention  considered  by  the  primary  examiner.  If  on  such  exami- 
nation it  is  determined  that  the  ai>plicant  is  entitled  to  a  patent  under  the 
law.  the  Commissioner  shall  initiate  the  granting  procedure  as  hereinafter  pro- 
vided. 

"§  133.  Notice  of  rejection;  reexamination 

"Whenever,  on  examination,  any  claim  of  a  complete  application  is  rejected, 
or  any  objection  or  requirement  made,  the  Commissioner  shall  notify  the  appli- 
cant thereof,  stating  the  reasons  therefoi",  together  with  such  information  and 
rererences  as  may  be  useful  in  judging  the  propriety  of  continuing  the  prosecu- 
tion of  the  application.  If  after  receiving  such  notice,  the  applicant  requests 
reexamination,  with  or  without  amendment,  the  application  shall  be  reexam- 
ined. No  amendment  shall  introduce  new  matter  into  the  disclosure  of  the 
invention. 

"§134.  Procedure  to  determine  recovery  of  right  to  patent 

"Whenever,  on  examination,  any  claim  of  a  complete  application  is  rejected, 
or  any  objection  or  requirement  made,  based  upon  information  in  the  prior  art 
as  a  consequence  of  a  disclosure  made  within  twelve  months  prior  to  the  filing 
of  the  complete  application,  and  the  applicant,  in  his  request  for  reexamina- 
tion, claims  the  benefit  of  section  108  of  this  title,  the  applicant  shall  set  forth 
in  detail  the  gi-ounds  for  his  claim  together  with  the  names  and  addresses  of 
any  person  believed  by  him  to  have  knowledge  of  the  facts  relevant  to  his 
claim,  together  with  a  fee  of  one  fee  unit,  and  a  deposit  sufiicient  to  cover  the 
costs,  fees  and  expenses  involved,  and  the  Commissioner  shall,  by  subpena  or 
commission  or  letters  rogatory  issued  pursuant  to  section  23  of  this  title  to 
give  testimony  by  deposition  on  written  questions  in  the  manner  pi-escribed  by 
and  for  rule  31  of  the  Federal  Rules  of  Civil  Procedure,  require  such  person  to 
give  evidence  under  oath  concerning  such  facts.  The  Solicitor  shall  pose  such 
cross-questions  as  may  be  appropriate  in  aid  of  the  reexamination.  Reexamina- 
tion shall  include  an  express  ruling  on  the  sufliciency  of  applicant's  claim,  stat- 
ing the  reasons  therefor. 

"§135.  Time  for  prosecuting  application 

"(a)  Upon  failure  of  the  applicant  to  claim  the  prioi'ity  of  a  preliminary 
application  in  a  complete  application  filed  within  one  year  after  the  filing  of 
the  preliminary  application  the  preliminary  application  shall  become  aban- 
doned. 

"(b)  Unless  a  demand  for  examination  of  a  complete  application  is  received 
by  the  Commissioner  within  five  years  after  the  application  is  laid  o\}en  to 
public  inspection  the  application  shall  become  abandoned. 

"(c)  Upon  failure  of  the  applicant  to  respond  within  six  months  to  any 
action  in  a  published  application  of  which  action  notice  has  been  given  or 
mailed  to  the  applicant,  or  within  such  .shorter  time,  not  less  than  thirty  days, 
as  fixed  by  the  Commissioner  in  the  action,  the  application  shall  become  aban- 
doned, imless  it  be  sliown  to  the  satisfaction  of  the  Commissioner  that  failure 
was  imavoidable. 

"§13G.  Citations  in  aid  of  examination 

"(a)  Any  person  may,  with  or  without  disclosure  of  his  identity,  at  any 
time  notify  the  Commissioner  of  prior  art  which  may  have  a  bearing  on  the 
patentability  of  a  specified  published  and  pending  application,  without  request- 
ing the  examination  thereof,  with  written  explanation  of  the  pertinency  of 
that  prior  art,  and  the  Commissioner  shall  cause  such  notice  and  exiJlanation 
to  be  placed  in  the  file  of  such  application  to  be  considered  by  the  Patent 
Office  upon  the  examination  thereof. 

"(b)  The  applicant  and  any  person  demanding  examination  of  an  application 
under  section  132  of  this  title  may  notify  the  Commissioner  of  the  name  and 
address  of  any  person  subject  to  service  of  process  of  any  court  of  the  United 
States  whom  he  believes  may  be  in  possession  of  knowledge  of  prior  art  more 
pertinent  to  the  patentability  of  a  published  and  pending  application  than  that 
cited  in  the  search  report,  together  with  a  fee  of  one  fee  unit  and  a  deposit 
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sufficient  to  cover  tlie  costs,  fees,  and  expenses  involved,  and  the  Commissioner 
shall,  by  subpena  issued  pursuant  to  section  23  of  this  title  to  give  testimony 
by  deposition  on  written  questions  in  the  manner  prescribed  by  and  for  rule  31 
of  the  Federal  Rules  of  Civil  Procedure,  require  such  pei'son  to  give  evidence 
under  oath  of  all  such  prior  art  known  to  him.  The  Solicitor  shall  pose  such 
cross-questions  as  may  be  appropriate  in  aid  of  the  examination. 

"(c)  The  primary  examiner  supervising  the  examination  of  an  application 
under  section  132  of  this  title  may  notify  the  Solicitor  of  any  person  subject  to 
service  of  process  of  any  court  of  the  United  States  whom  he  believes  may  be 
in  possession  of  knowledge  of  prior  ai*t  more  pertinent  to  the  patentability  of 
a  published  and  pending  application  than  that  cited  in  the  search  report,  and 
the  Commissioner  shall,  by  subpena  issued  pursuant  to  secti(jn  23  of  this  title 
to  give  testimony  by  deposition  on  written  questions  in  the  manner  prescribed 
by  and  for  rule  31  of  the  Federal  Rules  of  Civil  Procedure,  retiuire  sucli 
person  to  give  evidence  under  oath  of  all  such  prior  art  then  knowTi  to  him. 
The  applicant  and  any  person  who  has  demanded  examination  of  the  applica- 
tion may  pose  appropriate  cross-questions. 

'■§137.  Excniiinution  of  related  applications 

"When  examination  of  an  application  is  demanded  under  section  132  of  this 
title,  the  Commissioner  may  call  upon  the  applicant  to  complete  and  request 
examination  of  any  other  application  of  his  which  may  be  pending  and  which 
claims  the  date  of  the  first  mentioned  application  or  of  any  application  the 
date  of  which  is  claimed  by  the  first  mentioned  application  and  to  pay  any  fee 
prescribed  for  the  requested  examination.  Notice  shall  be  given  the  applicant 
of  the  fee  due  and  a  time  of  not  less  than  thirty  days  shall  be  set  for  pay- 
ment. If  the  fee  is  paid  within  the  specified  time,  examination  shall  proceed  on 
all  such  applications  concurrently.  If  the  fee  is  not  paid  within  such  time,  the 
applications  on  which  the  required  fee  has  not  been  paid  shall  become  aban- 
doned. 

"§138.  Appeal  to  Board  of  Appeals 

"An  applicant  for  a  patent,  any  of  whose  claims  has  been  twice  rejected  or 
whose  application  has  been  made  the  subject  of  any  objection  or  requirement 
not  acceded  to  by  him  during  its  review  and  examination  pursuant  to  sections 
131-137  of  this  title,  may  appeal  from  the  decision  of  the  primary  examiner 
involved  to  the  Board  of  Appeals,  having  once  paid  a  fee  of  three  fee  units  for 
such  appeal.  The  Solicitor  shall  appear  before  the  Board  and  present  the  posi- 
tion of  the  primary  examiner.  Proceedings  before  the  Board  of  Appeals  shall 
be  open  to  the  public. 

"chapter     13. GRANT    OF    PATENT 

"Sec. 

"141.  Publication  of  allowable  application. 

"142.  Recall  of  notice  of  prima  facie  allowability. 

"143.  Conditions  for  patent  issue. 

"144.  How  is.sued. 

"145.  Contents  and  term  of  patent. 

"§141  3  Publication  of  alloicahle  application 

"(a)  If  it  is  determined,  on  examination,  or  reexamination,  or  by  decision  of 
the  Board  of  Appeals,  that  an  applicant  is  entitled  to  a  patent  under  the  law, 
a  written  notice  of  prima  facie  allowability  of  the  application  shall  be  given  or 
mailed  to  the  applicant.  The  notice  shall  specify  a  fee  of  two  fee  units,  upon 
payment  of  which  within  the  time  established,  notice  that  the  application  has 
l)een  found  prima  facie  allowable  shall  be  published  together  with  any  changes 
from  the  text  of  the  application  published  under  section  120  of  this  title. 

"(b)  If  any  payment  reciuired  by  this  section  is  not  timely  made,  but  is  sub- 
mitted with  the  fee  for  delayed  payment  within  three  months  after  the  due 
date  and  sufficient  cause  is  shown  for  the  late  payment,  it  may  be  accepted  by 
the  Commissioner  as  though  no  abandonment  or  lapse  had  ever  occurred. 

"§142.  Recall  of  notice  of  prima  facie  alloivahilitji 

"(a)  Any  person,  including,  ex  officio,  the  Solicitor  and  the  head  of  an 
agency  or  department  of  the  Government,  may  petition  the  Patent  Office  to 
recall   a   prima   facie   notice    of   allowability    within    sixty    days    of    the    date 
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thereof  and  to  reexamine,  pursuant  to  Chapter  12  of  this  title,  the  patentahil- 
it.v  of  any  chiini  of  an  application  in  view  of  designated  prior  art.  Such  peti- 
;tion  shall  explain  the  pertinency  of  the  prior  art  cited  and,  unelss  filed  by  the 
'Solicitor,  shall  l)e  accompanied  by  a  fee  of  ten  fee  units. 

'•(b)  Any  petitioner  may  notify  the  Commissioner  of  the  name  and  address 
'Of  any  person  subject  to  service  of  process  of  any  court  of  the  United  States 
whom  he  l>elieves  may  be  in  possession  of  knowledge  of  prior  art  more  perti- 
nent to  the  patentability  of  the  application  than  that  cited  in  the  search 
report,  together  with  the  fee  of  one  fee  unit  and  a  deposit  sufficient  to  cover 
the  costs,  fees,  and  expenses  involved,  and  the  Commissioner  shall,  by  subpena 
issued  pursuant  to  Section  23  of  this  title  to  give  testimony  by  deposition  on 
written  questions  in  the  manner  prescribed  by  and  for  rule  31  of  the  Federal 
Rules  of  Civil  Procedure,  require  such  person  to  give  evidence  under  oath  of 
all  such  prior  art  known  to  him.  The  applicant  may  pose  such  cross-questions 
as  may  be  appropriate  in  aid  of  the  examination. 

'•(c)  If  the  applicant  or  any  petitioner  is  dissatisfied  with  the  decision  of 
the  primary  examiner  on  re-examination  pursuant  to  subsection  (a)  of  this 
section,  he  may  appeal  from  that  decision  to  the  Board  of  Appeals,  having 
once  paid  the  fee  for  such  appeal. 

'•(d)  The  decision  of  the  Board  of  Appeals  on  an  appeal  pursuant  to  subsec- 
tion (c)  of  this  section  shall,  imless  appealed  pursuant  to  section  151  of  this 
title,  be  determinative  of  Patent  Oflice  action  on  an  application. 

"§143.  Conditions  for  patent  isfine 

"(a)  If  no  petition  is  filed  pursuant  to  section  142  of  this  title,  the  Commis- 
sioner shall  grant  a  patent  as  provided  in  Section  144  and  145  of  this  title  in 
conformity  with  the  text  published  pursuant  to  section  141  of  this  title. 

'•(]>)  If  a  petition  has  been  filed  pursuant  to  section  142  of  this  title,  the 
Commissioner  shall  grant  a  patent  as  directed  in  a  final  decision  on  that  peti- 
tion from  which  no  further  appeal  has  been  or  can  he  taken. 

"(c)  No  patent  shall  issue  unless  the  applicant  shall  have  paid  a  fee  of  two 
fee  units. 

"§144.  Hoiv  issued 

"Patente  shall  be  issued  in  the  name  of  the  United  States  of  America,  under 
the  seal  of  the  Patent  Office,  and  shall  be  signed  by  the  Commissioner  or  have 
his  signature  placed  thereon,  and  shall  be  recorded  in  the  Patent  Office. 

"§14.5.  Contents  and  term  of  patent 

"(a)  Every  patent  shall  contain  a  grant  to  the  applicant,  his  heirs  or 
assigns,  of  the  right,  during  the  term  of  the  patent,  to  exclude  others,  pur- 
suant to  Part  III  of  this  title,  from  making  use  of  the  patented  subject 
matter  throughout  the  United  States,  referring  to  the  specification  for  the  par- 
ticulars thereof.  A  copy  of  the  specification  and  drawings  shall  be  annexed  to 
the  patent  and  be  a  part  thereof. 

"(b)  The  term  of  a  patent  shall  expire,  if  the  fees  prescribed  by  subsection 
(c)  of  this  section  have  been  timely  paid,  twenty  years  from  the  date  of  filing 
the  application  in  the  United  States  or,  if  the  benefit  of  the  filing  date  in  the 
United  States  of  a  prior  application  is  claimed,  from  the  earliest  such  prior 
date  claimed.  In  determining  the  term  of  the  patent,  the  date  of  filing  any 
application  in  a  foreign  country  which  may  be  claimed  by  the  applicant  shall 
not  be  taken  into  consideration. 

"(c)  A  patent  shall  lapse  under  the  fees  prescribed  for  its  maintenace  in 
force  shall  be  paid  on  or  before  the  fifth,  tenth,  and  fifteenth  anniversaries  of 
the  date  of  filing  the  application  therefore  in  the  United  States,  as  follows : 

Fifth  anniversary,  four  fee  units ; 

Tenth  anniversary,  ten  fee  units ;  and 

Fifteenth  anniversary,  twenty  fee  units. 

"CHAPTEB    14. — REVIEW    OF   PATENT   OFFICE   DECISIONS 

"See. 

"151.  Appeal  to  Court  of  Customs  and  Patent  Appeals. 

"152.  Notice  of  appeal. 

'•1.53.  Proceedings  on  appeal. 

"154.  Decision  on  appeal. 
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"§151.  Appeal  to  Court  of  Customs  and  Patent  Appeals 

•■(a)  An  applicant  dissatisfied  with  the  decision  of  tlie  Board  of  Appeals 
pursuant  to  section  13S  of  this  title  may  appeal  to  the  United  States  Court  of 
Customs  and  Patent  Appeals. 

"(b)  An  applicant  or  any  petitioner  dissatisfied  with  the  decision  of  the 
Board  of  Appeals  pursuant  to  section  142  of  this  title  may  appeal  to  the 
United  States  Court  of  Customs  and  Patent  Appeals. 

"§152.  Notice  of  appeal 

"(a)  When  an  appeal  is  taken  to  the  United  States  Court  of  Customs  and 
Patent  Appeals  pursuant  to  subsection  (a)  of  section  151  of  this  title,  the 
appellant  shall  file  in  the  Patent  Office  a  written  notice  of  appeal  directed  to 
the  Commissioner  within  such  time  after  the  date  of  the  decision  api)ealed 
from,  not  less  than  sixty  days,  as  the  Commissioner  appoints. 

"(b)  When  an  appeal  is  taken  to  the  United  States  Court  of  Customs  and 
Patent  Appeals  pursuant  to  subsection  (b)  of  section  151  of  this  title,  the 
api>ellant  shall  file  a  written  notice  of  appeal  within  such  time  after  the  date 
of  the  decision  appealed  from,  not  less  than  sixty  days,  as  the  Commissioner 
appoints.  The  Patent  Oflfice  shall  serve  notice  of  the  filing  of  the  notice  of 
appeal  by  mailing  a  copy  thereof  to  the  attorney  or  agent  of  record  of  each 
party  other  than  the  appellant,  or  if  a  party  is  not  represented  by  an  attorney 
or  agent,  to  the  party  at  his  last  known  address. 

"§153.  Proceedings  on  appeal 

"The  Patent  Otfice  shall  transmit  to  the  United  States  Court  of  Customs  and 
Patent  Appeals  certified  copies  of  all  the  necessary  papers  and  evidence  desig- 
nated by  the  appellant  and  any  additional  papers  and  evidence  designated  by 
any  other  party.  The  Commissioner  shall  appear  in  court  by  the  Solicitor  and 
present  the  position  of  the  Patent  Office.  The  court  shall,  before  hearing  an 
appeal,  give  notice  of  the  time  and  place  of  the  hearing  to  the  appellant  and 
all  other  parties. 

"§154.  Decision  on  appeal 

"The  United  States  Court  of  Customs  and  Patent  Appeals  shall  review  the 
decision  appealed  from  on  the  evidence  produced  before  the  Patent  Otfice  and 
transmitted  to  the  court  under  the  pi*ovisions  of  section  153  of  this  title.  Upon 
its  determination  the  court  shall  return  to  the  Commissioner  a  certificate 
of  it.s  proceedings  and  decision,  which  shall  be  entered  of  record  in  the  Patent 
Office  and  govern  the  further  proceedings  in  the  case. 

"chapter  15. — PLANT  PATENTS 

"Sec. 

"1.61.  Patents  for  plants. 

"162.  Description,  claim. 

"103.  Grant. 

"164.  Assistance  of  Department  of  Agriculture. 

"§161.  Patents  for  plants 

"(a)  AVhoever  invents  or  discovers  and  asexually  reproduces  any  distinct 
and  new  variety  of  plant  including  cultivated  sports,  mutants,  hybrids,  and 
newly  found  seedlings,  other  than  a  tuber  propagated  plant  or  a  plant  found 
in  an  uncultivated  state,  may  obtain  a  patent  therefor,  subject  to  the  condi- 
tions and  requirements  of  this  title. 

"(b)  The  provisions  of  this  title  relating  to  patents  for  inventions  shall 
apply  to  patents  for  plants,  except  as  otherwise  provided. 

"§162.  Description,  claim 

"No  plant  patent  shall  be  declared  invalid  for  noncompliance  with  section 
112  of  this  title  if  the  description  is  as  complete  as  is  reasonably  iwssible. 

"The  claim  in  the  specification  shall  be  in  formal  terms  to  the  plant  shown 
and  described. 

"§163.  Grant 

•'In  the  case  of  a  plant  patent  the  grant  .shall  be  of  the  right  to  exclude 
others  from  asexually  reproducing  the  plant  or  selling  or  using  the  plant  so 
reproduced. 
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"§164.  Assistance  of  Department  of  Agricnltu7-c 

"The  President  may  by  Executive  order  direct  the  Secretary  of  Agriculture, 
in  accordance  with  the  requests  of  the  Commissioner,  for  the  purpose  of  car- 
ryinjr  into  effect  the  provisions  of  this  title  with  respect  to  plants  (1)  to  fur- 
nish available  information  of  the  Department  of  Agriculture,  (2)  to  conduct 
throu.sli  tlie  appropriate  bureau  or  division  of  the  Department  research  upon 
special  proltlenis.  or  (3)  to  detail  to  the  Commissioner  officers  and  employees 
of  tlie  Department. 

"chapter    16. — DESIGNS 

""Sec. 

^'171.  Patents  for  desij^ns. 
"§  172.  Right  of  priority. 
"173.  Term  of  design  patent. 

"§171.  Patents  for  designs 

"(a)  Whoever  invents  any  new,  original  and  ornamental  design  for  an  arti- 
cle of  manufacture  may  obtain  a  patent  therefor,  subject  to  the  couditions  and 
requirements  of  tliis  title. 

"(b)  The  provisions  of  this  title  relating  to  patents  for  inventions  shall 
apply  to  patents  for  designs,  except  as  otherwise  provided. 

"§172.  Right  of  priority 

"The  right  of  priority  provided  for  by  section  117  of  this  title  shall  be  six 
months  in  the  case  of  designs. 

"§173.  Term  of  design  patent 

"Patents  for  designs  may  be  granted  for  the  term  of  three  years  and  six 
months,  or  for  seven  years,  or  for  fourteen  years,  as  the  applicant,  in  his 
application,  elects. 

"CHAPTER   17. — SECRECY  AND  FILING  APPLICATIONS  IX  FOREIGN  COUNTRIES 

"See. 

"181.  Secrecy  and  withholding  of  patent. 

"182.  Abandonment  of  subject  matter  by  reason  of  unauthorized  disclosure. 

"183.  Right  to  compensation. 

"184.  riling  of  application  in  foreign  countries. 

"185.  Patent  barred  for  filing  witliout  license. 

"186.  Penalty. 

"187.  Xonapplicability  to  certain  persons. 

"188.  Rules  and  regulations,  delegation  of  power. 

"§181.  Secrecy  and  icithholding  of  patent 

"(a)  Whenever  publication  or  disclosure  of  the  subject  matter  of  an  applica- 
tion for  patent  in  which  the  Government  has  a  pi-operty  interest  might,  in  the 
opinion  of  the  head  of  an  interested  Government  agency,  be  detrimental  to  tlie 
national  security,  the  Commissioner  upon  being  so  notified  shall  order  that  the 
subject  matter  be  kept  secret  and  sliall  witbliokl  disclosure  thereof  and  the 
grant  of  a  patent  therefor  under  the  conditions  set  fortli  hereinafter. 

■•(b)  Whenever  publication  or  disclosure  of  the  sul)ject  matter  of  an  applica- 
tion for  patent  in  which  the  Government  does  not  have  a  property  interest, 
might,  in  the  opinion  of  the  Commissioner,  be  detrimental  to  the  national  secu- 
rity, the  Commissioner  shall  within  two  months  of  the  date  on  which  the 
applicaticm  was  filed  in  the  United  States,  make  the  application  for  patent  in 
wliicli  subject  matter  is  disclosed  availabh'  for  inspection  to  the  Atomic 
Energy  Commission,  the  Secretary  of  Defense,  and  the  chief  officer  of  any 
other  department  of  agency  of  tlie  Government  designated  by  the  President  as 
a  defeiis(>  agency  of  the  United  Stntes. 

"(c)  Each  individual  to  whom  the  application  is  disclosed  shall  sign  a  dated 
acknowledgement  thereof,  which  acknowledgement  shall  be  entered  in  the  file 
of  the  application.  If,  in  the  opinion  of  the  Atomic  Energy  Commission,  the 
Secretary  of  Defense,  or  the  chief  officer  of  another  department  or  agency  so 
designated,  the  publication  or  disclosure  of  such  effect  for  the  duration  of  the 
hostilities  and  one  year  following  cessation  of  hostilities.  An  order  in  effect,  or 
issiu>d,  during  a  national  emergency  declared  by  the  President  sliall  remain  in 
effect  for  the  duration  of  the  national  emergency  and  six  months  thereafter. 
The  Commissioner  may  rescind  any  order  upon  notification  by  the  head  of  the 
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department  or  agency  which  caused  the  order  to  be  issued  that  the  publication 
or  disclosure  of  such  subject  matter  is  no  longer  deemed  detrimental  to  the 
national  security. 

"§182.  Abandonment  of  subject  matter  by  reason  of  unauthorised  disclosure 

■•Subject  matter  disclosed  in  an  application  for  patent  subject,  to  an  order 
made  pursuant  to  section  181  of  this  chapter  shall  be  held  altandoned  upon  a 
deteiTuination  by  a  member  of  the  Board  of  Appeals,  pursuant  to  section  5(c)  of 
this  title,  in  such  proceedings  as  the  Commissioner  shall  by  regulation  estab- 
lish, that  in  violation  of  said  order  such  subject  matter  has  been  pul)lished  or 
disclosed  or  that  an  application  for  a  patent  therefor  has  been  tiled  in  a  for- 
eign country  by  the  inventor,  his  successors,  assigns,  or  legal  representatives, 
or  anyone  in  privity  with  him  or  them,  without  the  consent  of  the  Commis- 
sioner. The  consent  of  the  Commissioner  shall  not  be  given  without  the  con- 
currence of  the  heads  of  the  departments  and  agencies  which  caused  the  order 
to  be  issued.  The  aliandonment  shall  be  held  to  have  occurred  as  of  the  time 
of  violation.  A  holding  of  abandonment  shall  abrogate  all  claims  against  the 
United  States  based  upon  such  subject  matter  by  the  applicant  ,his  successors, 
assigns,  or  legal  representatives,  or  anyone  in  privity  with  him  or  them. 

"§183.  Right  to  compensation 

■"An  applicant,  or  patentee,  or  his  legal  representatives,  whose  patent  is 
withheld  as  herein  provided,  shall  have  the  right,  beginning  at  the  date  the 
applicant  is  notified  that,  except  for  such  order,  his  application  is  otherwise  in 
condition  for  allowance,  and  ending  six  years  after  a  patent  is  issued  thereon, 
to  apply  to  the  head  of  any  department  or  agency  who  caused  the  order  to  be 
issued  for  compensation  for  the  damage  caused  by  the  order  of  secrecy  and/or 
for  the  use  of  such  subject  matter  by  the  Government  resulting  from  his  dis- 
closure. The  right  to  compensation  for  use  by  the  Government  shall  begin  on 
the  date  of  the  tirst  use  of  such  subject  matter  by  the  Government  and  shall 
terminate  not  later  than  twenty  years  from  the  actual  filing  date  in  tlie  United 
States.  The  head  of  the  department  or  agency  is  authorized,  upon  the  presenta- 
tion of  the  claim,  to  enter  into  an  agreement  with  the  applicant,  or  patentee, 
or  his  legal  representatives,  in  full  settlement  for  the  damage  and/or  use.  This 
settlement  agreement  shall  be  conclusive  for  all  purposes  notwithstanding  any 
other  provision  of  law  to  the  contrary.  If  full  settlement  of  the  claim  cannot  be 
effected,  the  head  of  the  department  or  agency  may  award  and  pay  to  such 
applicant,  or  patentee,  or  his  legal  representatives,  a  sum  not  exceeding  75  per 
centum  of  the  sum  which  the  head  of  the  department  or  agency  considers  just 
compensation  for  the  damage  and/or  use.  A  claimant  may  bring  suit  against 
the  United  States  in  the  Court  of  Claims  or  in  the  district  court  of  the  United 
States  for  the  district  in  which  such  claimant  is  a  resident  for  an  amount 
which  when  added  to  the  award  shall  constitute  just  compensation  for  the 
damage  and/or  use  of  such  subject  matter,  by  the  Government.  The  owner  of 
any  patent  issued  upon  an  application  that  was  subject  to  a  secrecy  order 
issued  pursuant  to  section  181  of  this  chapter,  who  did  not  apply  for  compen- 
sation as  above  provided,  shall  have  the  right,  after  the  date  of  issuance  of 
such  patent,  to  bring  suit  in  the  Court  of  Claims  for  just  compensation  for  the 
damage  caused  by  reason  of  the  order  of  secrecy  and/or  use  by  the  Govern- 
ment of  such  subject  matter  resulting  from  his  disclosure.  The  right  to  com- 
pensation for  use  by  the  Government  shall  begin  on  the  date  of  the  first  use  of 
the  invention  by  the  Government  and  shall  terminate  not  later  than  twenty 
years  from  the  actual  filing  date  in  the  United  States  of  the  patent.  In  a  suit 
under  the  provisions  of  this  section  the  United  States  may  avail  itself  of  all 
defenses  it  may  plead  in  an  action  under  section  1498  of  title  28.  This  section 
shall  not  confer  a  right  of  action  on  anyone  or  his  successors,  assigns,  or 
legal  representatives  who,  while  in  the  full-time  employment  or  service  of  the 
United  States,  discovered,  invented,  or  developed  the  subject  matter  on  which 
the  claim  is  based. 

"§184.  Filing  of  application  in  foreign  country 

"(a)  Except  when  authorized  by  a  license  obtained  from  the  Commissioner, 
a  person  shall  not  file  or  cause  or  authorize  to  be  filed  in  any  foreign  counti-y 
prior  to  six  months  after  filing  an  application  for  patent  in  the  United  States 
an  application  for  patent  or  for  the  registration  of  a  utility  model,  industrial 
design  or  model  in  respect  of  an  invention  made  in   this  country.   A  license 
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shall  not  be  granted  with  respect  to  an  invention  subject  to  an  order  issued  by 
the  Commissioner  pursuant  to  section  ISl  of  this  chapter  without  the  concurr- 
ence of  the  head  of  the  department  or  agency  which  caused  the  order  to  be 
issued. 

"(b)  The  term  'application'  when  used  in  this  chapter  includes  applications^ 
and  any  moditicatious,  amendments,  or  supplements  thereto,  or  divisions 
thereof. 

"(c)  No  license  shall  be  required  subsequent  to  the  filing  of  a  foreign  appli- 
cation for  any  modifications,  amendments,  or  supplements  to  that  foreign, 
application,  or  divisions  thereof,  which  do  not  alter  the  nature  of  the  subject 
matter  originally  disclosed,  which  are  within  the  scope  of  the  subject  matter 
orginally  disclosed,  and  where  the  filing  of  the  foreign  application  originally 
complied  with  the  provisions  of  this  section,  unless  the  applicant  has  been, 
notified  by  the  Commissioner  that  a  specific  license  is  required  for  filing  such 
papers  in  connection  with  any  application. 

"§185.  Patent  barred  for  filing  without  license 

"(a)  Notwithstanding  any  other  provisions  of  law  any  person,  and  his  suc- 
cessors, assigns,  or  legal  representatives,  shall  not  receive  a  United  States- 
patent  for  subject  matter  described  in  an  application  if  that  person,  or  his  suc- 
cessors, assigns,  or  legal  repi-esentatives  shall,  without  procuring  any  license 
made  necessary  by  section  184  of  this  chapter,  have  made,  or  consented  to  or 
assisted  another's  making,  application  in  a  foreign  country  for  a  patent  or  for 
the  registration  of  a  utility  model,  industrial  design,  or  model  in  respect  to- 
such  subject  matter.  A  United  States  patent  if  issued  for  such  invention  to 
such  person,  his  successors,  assigns  or  legal  representatives  shall  be  invalid. 

"(b)  A  license  may  be  granted  retroactively  where  an  application  has  been 
inadvertently  filed  abroad  and  the  application  does  not  disclose  an  invention 
within  the  scope  of  section  181  of  this  title  if  it  is  applied  for  within  three 
months  of  the  date  the  inadvertent  tiling  is  brought  to  the  attention  of  appli- 
cant. 

"186.  Penalty 

"Whoever,  during  the  period  or  periods  of  time  any  subject  matter  has  been 
ordered  to  be  kept  secret  and  the  grant  of  a  patent  thereon  withheld  pursuant 
to  section  181  of  this  chapter,  shall,  with  knowledge  of  such  order  and  without 
due  authorization,  willfully  publish  or  disclose  or  authorize  or  cause  to  be  pub- 
lished or  disclosed  the  subject  matter  or  material  information  with  resiject 
thereto,  or  whoever,  in  violation  of  the  provisions  of  section  184  of  this  chap- 
ter, shall  file  or  cause  or  authorize  to  be  tiled  in  any  foreign  cluntry  an  appli- 
cation for  patent  or  for  the  registration  of  a  utility  model,  industrial  design, 
or  model  in  respect  of  an  invention  made  in  the  United  States,  shall,  upon  ccm- 
viction,  be  fined  not  more  than  $10,000  or  imprisoned  for  not  more  than  two 
years,  or  both. 

"§187.  N onappl ieahilit }i  to  certain  persons 

"The  provisions  and  penalties  of  this  chapter  shall  not  apply  to  any  officer 
or  agent  of  the  United  States  acting  within  the  scope  of  his  authority,  nor  to 
any  person  acting  upon  his  written  instructions  or  permission. 

"§188.  Rules  and  regulations,  delegation  of  poicer 

"The  Atomic  Energy  Commission,  the  Secretary  of  Defense,  the  chief  officer 
of  any  other  department  or  agency  of  the  Government  designated  by  the  Presi- 
dent as  a  defense  agency  of  the  United  States,  and  the  Patent  Office,  may  sep- 
arately issue  rules  and  regulations  to  enable  the  respective  department  or 
agency  to  carry  out  the  provisions  of  this  chapter,  and  may  delegate  any^ 
power  conferred  by  this  chapter. 

"chapter  18. — AMENDMENT  AND  CORRECTION  OF  PATENT  RIGHTS 

"Sec. 

"191.  Republication  of  defective  applications. 

"192.  Effect  of  republication. 

"193.  Disclaimer. 

"194.  Certificate  of  correction  of  Patent  Office  mistake. 

"195.  Certification  of  correction  of  applicant's  mistake. 

"196.  Correction  of  named  inventor. 
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"§191.  Republication  of  defective  applications 

"{a)  Whenever  auy  published  and  pending  or  patented  application  is. 
through  error  without  any  deceptive  intention,  found  to  be  misleading  or 
incomplete,  by  reason  of  a  defective  disclosure  or  drawing,  or  by  reason  of  the- 
applicant  claiming  other  than  he  had  a  right  to  claim,  the  Commissioner  shall, 
upon  the  petition  of  the  owner  and  the  payment  of  the  fee  recpiircd  by  law. 
republish  the  application  for  the  invention  disclosed  in  tiie  original  application 
to  be  effective  in  accordance  with  the  republished  application,  for  the  term 
measured  by  the  original  application.  No  new  matter  shall  be  introduced  into 
the  republished  application. 

"(b)  The  provisions  of  this  title  relating  to  original  applications  for  patent 
shall  be  applicable  to  republished  applications. 

"(c)  A  petition  to  republish  an  application  may  be  filed  at  any  time  within 
twenty-.six  years  of  the  earliest  priority  date  claimed  under  section  118  of  this 
title  in  the  original  application.  If  a  patent  has  been  granted  upon  the  original 
application,  the  petition  shall  reopen  the  republished  applicatiuu  for  examina- 
tion in  all  respects. 

"§192.  Effect  of  republication 

"(a)  Every  republished  application  shall  have  the  same  effect  and  operation 
in  law,  on  the  trial  of  actions  for  causes  thereafter  arising,  as  if  the  same  had 
been  originally  published  in  such  amended  form,  but  insofar  as  the  claims  of 
the  original  and  republished  applications  are  identical,  such  republication  shall 
not  affect  any  action  then  pending  nor  abate  any  cause  of  action  then  existing, 
and  tlie  republished  application,  to  the  extent  that  its  claims  are  identical 
with  the  original  application,  shall  constitute  a  continuation  thereof  and  have 
effect  continuously  from  the  date  of  the  original  application. 

"(b)  No  republished  application  shall  abridge  or  affect  the  right  of  any 
person  or  his  successors  in  business  who  made,  purchased  or  used  prior  to  the 
republication  anything  claimed  by  the  republished  application,  to  continue  the 
use  of,  or  to  sell  to  others  to  be  used  or  sold,  the  specific  thing  so  made,  pur- 
chased or  used,  unless  the  making,  using  or  selling  of  such  tiling  infringes  a 
valid  claim  of  the  republished  application  which  was  in  the  original  applica- 
tion. The  court  before  which  such  matter  is  in  question  may  provide  for  the 
continued  manufacture,  use  or  sale  of  the  thing  made,  purchased  or  used  as 
specified,  or  for  the  manufacture,  use  or  sale  of  which  substantial  preparation 
was  made  before  the  republication,  and  it  may  also  provide  for  the  continued 
practice  of  any  process  claimed  by  the  republished  application,  practiced,  or 
for  the  practice  of  which  substantial  preparation  was  made,  prior  to  the 
republication,  to  the  extent  and  under  such  terms  as  the  court  deems  equitable 
for  the  protection  of  investments  made  or  business  commenced  before  the 
republication  and  in  reasonable  reliance  on  the  text  of  the  original  application. 

"§19.3.  Disclaimer 

"(a)  Whenever,  without  any  deceptive  intention,  a  claim  of  a  published 
application  or  patent  is  invalid  the  remaining  claims  shall  not  thereby  be  ren- 
dered invalid.  The  owner,  whether  of  the  whole  or  any  sectional  interest 
therein,  may,  on  payment  of  the  fee  required  by  law,  make  disclaimer  of  any 
complete  claim,  stating  therein  the  extent  of  his  interest  in  such  published 
application  or  patent.  Such  disclaimer  shall  be  in  writing  and  recorded  in  the 
Patent  Office.  It  shall  thereafter  be  considered  as  i)art  of  the  original  pub- 
lished application  or  patent  to  the  extent  of  the  interest  possessed  by  the  dis- 
claimant  and  by  those  claiming  under  him. 

"(b)  In  like  manner  any  patentee  or  applicant  may  disclaim  or  dedicnte  to 
the  pultlic  the  entire  term,  or  any  terminal  iiart  of  the  term,  of  the  patent 
granted  or  to  be  granted. 

"§194.  Certificate  of  correction  of  Patent  Office  mistake 

"Whenever  a  mistake  in  a  published  application  or  patent,  incurred  through 
the  fault  of  the  Patent  Office,  is  clearly  disclosed  by  the  records  of  the  Office, 
the  Commissioner  may  Issue  a  certificate  of  correction  stating  the  fact  and 
nature  of  such  mistake,  under  seal,  without  charge,  to  be  recorded  in  the  rec- 
oids  of  the  Patent  Office.  A  printed  copy  thereof  shall  he  attached  to  each 
printed  copy  of  the  published  application  and  patent,  and  such  certificate  shall 
be  considered  as  part  of  the  original  published  application  and  patent.  Every 
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such  published  application  and  patent,  together  with  such  certificate,  shall 
have  the  same  effect  and  operation  in  law  on  the  trial  of  actions  for  causes 
thereafter  arising  as  if  the  same  had  been  originally  issued  in  such  corrected 
form.  The  Commissioner  may  issue  a  corrected  published  application  or  patent 
without  charge  in  lieu  of  and  with  like  effect  as  a  certificate  of  correction. 

"§195.  Certificate  of  correction  of  applicanV s  mistake 

"Whenever  a  mistake  of  a  clerical  or  typographical  nature,  or  of  minor 
character,  which  was  not  the  fault  of  the  Patent  Office,  appears  in  a  published 
application  or  patent  and  a  showing  has  been  made  that  such  mistake  occurred 
in  good  faith  .the  Commissioner  may,  upon  jiayment  of  the  required  fee,  issue 
a  certificate  of  correction,  if  tlie  correction  does  not  involve  such  changes  in 
the  published  application  or  patent  as  woiild  constitute  new  matter  or  would 
require  re-examination.  Such  published  application  or  patent,  together  with  the 
certificate,  shall  have  the  same  effect  and  operation  in  law  on  the  trial  of 
actions  for  caiises  thereafter  arising  as  if  the  same  had  been  originally  issued 
in  such  corrected  form. 

"§196.  Correction  of  named  ivvcntor 

"Omission  of  an  inventor's  name  or  inclusion  of  the  name  of  a  person  not  an 
inventor  or  both,  without  deceptive  intent,  shall  not  affect  validity  of  a  pub- 
lished application  or  patent,  and  may  be  corrected  at  any  time  by  the  Commis- 
sioner in  accordance  with  regulations  established  by  him  or  upon  order  of  a 
court  of  competent  jurisdiction  before  which  the  matter  is  called  in  question. 
Upon  such  correction  the  Commissioner  shall  issues  a  certificate  accordingly. 

"Part  III — Patents  and  Protection  of  Patent  Rights 

"Chapter  Sec. 

"25.    Ownership,  assignment,  and  abandonment 251 

"26.    Government  interests  in  patents 2(>1 

"27.    Infringement  of  patents 271 

"28.    Remedies  for  infringement  of  patent,  and  other  actions 271 

"29.    Preservation  of  other  rights 291 

"chapter   2  5. — OWNERSHIP,   ASSIGNMENT,   AND  ABANDONMENT 

"Sec. 

"251.  Ownership,  assignment,  and  abandonment. 

"252.  Joint  owners. 

"253.  Determination  of  title  disputes. 

"§251.  Ownership,  abandonment,  and  assignment 

"(a)  Subject  to  the  provisions  of  this  title,  inventions,  applications,  and  pat- 
ents shall  have  the  attributes  of  personal  property. 

"(b)  Inventions  are  the  property  of  their  inventors  when  made,  subject  to 
any  preexisting  rights  and  duties  with  respect  thereto  created  by  contract  or 
operation  of  law.  Unless  an  invention  is  made  the  subject  of  an  application 
pursuant  to  this  title  or  is  caused  to  become  a  part  of  the  prior  art  to  such  an 
application,  it  is  abandoned  for  the  purposes  of  this  title  only,  subject  however 
to  the  defense  provided  in  section  282(b)  of  this  title. 

"(c)  Applications  for  patent,  patents,  or  any  interest  therein,  shall  be 
assignable  in  law  by  an  instrument  in  writing.  An  applicant  or  a  patentee  may 
in  like  manner  grant  and  convey  an  exclusive  right  under  his  application  for 
patent,  or  patent,  to  the  whole  or  any  specified  part  of  the  United  States  for 
tlie  whole  or  any  specified  part  of  the  right  secured  thereby. 

"(d)  A  certificate  of  acknowledgement  under  the  hand  and  oflScial  seal  of  a 
I)erson  anthorize<l  to  administer  oaths  within  the  United  States,  or  in  a  for- 
eign country,  of  a  diplomatic  or  consular  officer  of  the  United  States  or  an 
officer  authorized  to  administer  oaths  whose  authority  is  provided  by  a  certifi- 
cate of  a  diplomatic  or  consular  officer  of  the  United  States,  shall  be  prima 
facie  evidence  of  the  execution  of  an  assignment,  grant  or  conveyance  of  a 
patent  or  application  for  patent. 

"(e)  An  assignment,  grant,  or  conveyance,  and  any  license  or  waiver,  such 
as  an  easement,  quitclaim,  covenant  not  to  sue,  release,  or  the  like,  piirporting 
to  operate  in  any  manner  after  its  own  date  shall  be  void  as  against  any  sub- 
sequent purchaser  or  mortgagee  for  a  valuable  consideration,  without  notice, 
unless  it  is  recorded  in  the  Patent  Office  witliin  three  months  from  its  date  or 
prior  to  the  date  of  such  subsequent  purchase  or  mortgage. 
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•"252.  Joint  owners 

"In  the  absence  of  any  agreement  to  the  contrary  recorded  in  the  Patent 
Office,  each  of  the  joint  owners  of  a  published  application  or  patent  may  make 
use,  or  have  use  made  for  him,  of  the  invention  claimed  without  the  consent  of 
and  without  accounting  to  the  other  owners,  but,  except  with  the  consent  of 
the  other  owners,  the  interest  of  a  joint  owner  of  a  published  application  or 
patent  may  be  transferred  only  to  another  joint  owner  or  by  inheritance  or 
bequest,  and  a  license  or  waiver  of  a  right  conferred  by  a  jointly-owned  patent 
or  application  can  be  made  only  by  all  the  joint  owners. 

"§253.  Determination  of  title  disputes 

"Title  to  any  invention,  application,  or  patent  may  be  determined  by  civil 
action  or  other  appropriate  proceeding  in  any  court  of  competent  jurisdication 
and  the  Commissioner  shall  give  effect  to  tinal  judgment  in  such  proceeding  as 
required  by  law  and  in  accordance  with  the  principles  of  equity. 

"CHAPTER  26. GOVERNMENT  INTERESTS  IX   PATENTS 

"Sec. 

"261.  Time  for  taking  action  in  Government  applications. 

"§261.  Time  for  taking  action  in  Government  applications 

"Notwithstanding  the  provisions  of  Chapter  12  of  this  title,  the  Commis- 
si(mer  may  extend  the  time  for  taking  any  action  to  three  years,  when  an 
application  has  become  the  property  of  the  United  States  and  the  head  of  the 
appropriate  department  or  agency  of  the  Government  has  certified  to  the  Com- 
missioner that  the  invention  disclosed  therein  is  important  to  the  armament  or 
defense  of  the  United  States. 

"chapter  27. infringement   of  patents 

"Sec. 

"271.  Infringement  of  patent. 

"272.  Temporary  presence  in  the  United  States. 

"§271.  Infringement  of  patent 

"(a)  Except  as  otherwise  provided  in  this  title,  whoever  without  authority 
of  the  patentee  makes  use  within  the  United  States  in  the  useful  arts  of  any 
patented  invention  during  the  term  of  the  patent  therefor  infringes  the  patent. 
Without  limitation  on  the  generality  of  the  foregoing,  a  person  makes  use  of  a 
patented  invention  within  the  United  States,  inter  alia,  if  he : 

"(i)   practices  within  the  United  States  a  process  defined  by  a  claim  of 
the  patent : 

"(ii)   makes,  uses,  or  sells  within  the  United  States  a  machine,  manufac- 
ture, or  composition  of  matter  defined  by  a  claim  of  the  patent ; 

"(iii)   imports  into  the  United  States  a  product  made  outside  the  United 
States  by  a  process  defined  by  a  claim  of  the  patent : 

"(iv)  makes,  uses,  or  sells  within  the  United  States  a  component  of  a 
machine,  manufacture,  or  composition  of  matter  defined  by  a  claim  of  the 
patent,  or  a  material  or  apparatus  for  practicing  a  process  defined  by  a 
claim  of  the  patent,  knowing  the  same  to  be  especially  made  or  adapted 
for  making  use  within  or  without  the  United  States  of  the  subject  matter 
so  defined  if  such  component  or  material  or  apparatus  is  not  a  staple  arti- 
cle or  commodity  of  commerce  suitable  for  substantial  other  use. 
"(b)  Whoever  actively  induces  infringement  of  a  patent  shall  be  liable  as  an 
infringer. 

"(c)  No  patent  owner  otherwise  entitled  to  relief  under  subsections  (a)  or 
(b)  of  this  section  shall  be  denied  relief  or  deemed  guilty  of  misuse  or  illegal 
extension  of  the  patent  right  by  reason  of  his  having  done  one  or  more  of  the 
following:  (1)  derived  revenue  from  acts  which  it  performed  by  another  with- 
out his  consent  would  establish  liability  under  sul)sections  (a)  or  (b)  of  this 
section;  (2)  licensed  or  authorized  another  to  perform  acts  which  if  performed 
without  his  consent  would  establish  liability  under  subsections  (a)  or  (b)  of 
this  section:  (3)  sought  to  enforce  his  patent  rights  under  subsections  (a)  or 
(b)  of  this  section. 

"(d)  Whoever,  during  the  interim  period  after  an  application  is  laid  open  to 
public  inspection  under  section  120  of  this  title  and  before  issue  of  a  patent, 
performs  acts  which,  if  performed  after  issue  of  the  patent,  would  make  him 
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liable  for  infringement  of  a  valid  claim  of  the  patent  shall  be  liable  for  those 
acts  as  an  infringer  is  that  claim  appears  in  the  application  as  laid  open  tO'- 
public  inspection  and  in  the  issued  patent. 

"§272.  Temporary  presence  in  the  United  States 

"The  use  of  any  invention  in  any  vessel,  aircraft,  or  vehicle  of  any  country 
which  affords  similar  privileges  to  vessels,  aircraft,  or  vehicles  of  the  United. 
States,  entering  the  United  States  temporarily  or  accidentally,  shall  not  consti- 
tute infringement  of  any  patent,  if  the  invention  is  used  exclusively  for  the 
needs  of  the  vessel,  aircraft,  or  vehicle  and  is  not  sold  in  or  used  for  the  man- 
ufacture of  anything  to  be  sold  in  or  exported  from  the  United  States. 

"chapter  28. — REMEDIES  FOR  INFRINGEMENT  OF  PATENT,  AND  OTHER  ACTIONS 

"Sec. 

"281.  Remedy  for  infringement  of  patent. 

"282.  Defenses. 

"283.  Injunction. 

"284.  Damages. 

"285.  Attorney  fees. 

"286.  Time  limitation  on  damages. 

"287.  Mitigation  of  damages :  marking  and  notice. 

"288.  Action  for  infringement  of  a  patent  containing  an  invalid  claim. 

"289.  Additional  remedy  for  infringement  of  design  patent. 

"290.  Notice  of  patent  suit. 

"291.  False  marking. 

"292.  Nonresident  applicant  and  patentee  :  service  and  notice. 

"293.  Presumptions  and  estoppels ;  cancellation. 

"§281.  Remedy  for  infringement  of  patent 

"A  patentee  shall  have  remedy  by  civil  action  for  infringement  of  his  patent. 
"§282.  Defenses 

"(a)  The  following  shall  be  defenses  in  any  action  involving  the  validity  or 
infringement  of  a  patent  and  shall  be  pleaded  : 

"(1)   Noninfringement,   absence  of  liability  for  infringement,   or  unem- 
forceability. 

"(2)   Invalidity  of  the  patent  or  any  claim  in  suit  on  any  ground  speci- 
fied in  part  II  of  this  title  as  a  condition  for  patentability. 

"(3)    Invalidity  of  the  patent  or  any  claim  in  suit  for  failure  to  comply 
with  any  requirement  of  sections  112  or  191  of  this  title. 
"(4)   Any  other  fact  or  act  made  a  defense  by  this  title. 

"(b)  There  is  an  absence  of  liability  for  infringement  of  a  patent  by  any 
person  who,  in  the  United  States,  on  or  before  the  effective  filing  date  of  the 
application  for  the  patent  was,  in  good  faith  commercially  manufacturing  the 
product  or  using  the  process  Claimed,  or  had  made  substantial  preparation 
especially  for  such  manufacture  or  use.  and  such  person  shall  have  the  right 
to  continue  such  manufacture  or  use  despite  the  patent  and  to  sell  the  prod- 
ucts thereof,  but  such  right  shall  be  personal  and  nontransferable  except  with, 
the  person's  entire  business  in  the  manufacture  or  use  involved. 

"(c)  In  actions  involving  the  validity  or  infringement  of  a  patent  the  party 
asserting  invalidity  or  noninfringement  shall  give  notice  in  the  pleadings  oV 
otherwise  in  writing  to  tlie  adverse  party  as  required  by  operation  of  the  Fed- 
eral Rules  of  Civil  Procedure,  but  in  no  event  less  than  tliirty  days  before  the 
trial,  of  the  prior  art  to  l)e  relied  upon  as  affecting  the  validity  or  scope  of  the 
patent,  setting  forth  specific  identification  of  every  exhibit  and  every  witness 
to  be  relied  upon  in  proof  thereof.  In  tlie  absence  of  such  notice  proof  of  said 
matters  may  not  be  made  at  the  trial  except  on  such  terms  as  the  court 
requires. 

"(d)  A  patent  though  otherwise  found  valid  and  infringed  shall  be  unen- 
forceable so  long  as  it  is  serving  as  a  material  aid  in  effecting  a  violation  of 
the  antitrust  laws  culpably  involving  the  patentee. 

"(e)  Tlie  burden  of  establisliing  invalidity  of  a  patent  or  any  claim  thereof,, 
infringement,  absence  of  liability  for  infringement,  or  unenforceability  shall, 
rest  on  the  party  asserting  it. 
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■"§283.  Injunction 

"(a)  The  several  courts  having  .iiirisdiction  of  cases  under  this  title  may 
grant  injunctions  in  accordance  with  the  principles  of  equity  to  prevent  the 
violation  of  any  right  secured  by  patent,  on  such  terms  as  the  court  deems 
reasonable. 

"(b)  No  injunction  shall  be  granted  with  respect  to  subsequent  use  or  sale 
of  machines,  manufactures,  or  compositions  of  matter  made  prior  to  the  grant 
of  the  patent  and  for  which  damages  are  awarded  under  section  284(b)  of  this 
title. 

"§284.  Daniftfjes 

"(a)  Upon  finding  for  the  claimant,  the  court  shall  award  the  claimant  dam- 
ages adequate  to  compensate  for  the  infringement  l)ut  in  no  event  less  than 
the  infringer's  profits  attributable  to  the  infringement  or  less  than  a  reasona- 
ble royalty  for  the  use  made  of  the  invention  by  the  infringer,  together  with 
interest  and  costs  as  fixed  by  the  court. 

■■(b)  Damages  for  acts  set  forth  in  section  271(d)  of  this  title  shall  be 
awarded  only  for  acts  occurring  after  actual  notice  to  the  infringer  stating 
how  his  acts  are  considered  to  infringe  a  claim  of  an  application  laid  open  to 
public  inspection. 

"(c)  When  the  damages  are  not  found  by  a  jury,  the  court  shall  assess 
them.  The  court  may  increase  the  damages  up  to  three  times  the  amount 
found  or  assessed. 

"(d)  The  court  may  receive  expert  testimony  as  an  aid  to  determination  of 
damages  or  of  what  royalty  would  be  i*easonable  under  the  circumstances. 

"§285.  Attorney  fees 

"The  court  in  appropriate  cases  may  award  reasonable  attorney  fees  to  the 
prevailing  party. 

"§2S6.  Time  limitation  on  damages 

"(a)  Except  as  otherwise  provided  by  law,  no  recovery  shall  be  had  for  any 
infringement  committed  more  than  six  years  prior  to  the  filing  of  the  com- 
plaint or  counterclaim  for  infringement  in  the  action. 

"(b)  In  the  case  of  claims  against  the  United  States  Government  for  use  of 
a  patented  invention,  the  period  before  bringing  suit,  up  to  six  years,  between 
the  date  of  receipt  of  a  written  claim  for  compensation  by  the  department  or 
agency  of  the  Government  having  authority  to  settle  such  claim,  and  the  date 
of  mailing  by  the  Government  of  a  notice  to  the  claimant  that  his  claim  has 
been  denied  shall  not  be  counted  as  part  of  the  period  referred  to  in  the  pre- 
ceding paragraph. 

"§287.  Mitigation  of  damages;  marking  and  notice 

"Patentees,  applicants,  and  persons  making  use  of  any  patented  invention  for 
or  under  them  that  is  the  subject  of  a  patent  or  a  published  application  there- 
for, may  give  notice  to  the  public  thereof  either  by  fixing  to  an  article  the 
word  'patent'  or  the  abbreviation  'pat.'  or  the  words  'patent  applied  for'  or  the 
ablireviation  'pat.  app.  for.'  together  with  the  number  of  the  patent  or  applica- 
tion related  thereto,  or  when,  from  the  character  of  the  article,  this  can  not  be 
done,  by  fixing  to  it,  or  to  the  package  wherein  one  or  more  of  them  is  con- 
tained, a  label  containing  a  like  notice.  The  failure  so  to  mark  may  be  proved 
as  an  element  in  mitigation  of  damages  or  diminution  of  what  royalty  would 
be  reasonable  prior  to  the  date  when  the  infringer  was  notified  of  the  infringe- 
ment. Filing  of  an  action  for  infringement  shall  constitute  such  notice. 

"288.  Action  for  infringement  of  a  patent  containing  an  invalid  claim 

■'Whenever,  without  deceptive  intention,  a  claim  of  a  patent  is  invalid,  an 
action  may  be  maintained  for  the  infringement  of  a  claim  of  the  patent  which 
may  be  valid.  The  patentee  shall  recover  no  costs  unless  a  disclaimer  has  been 
<>ntered.  or  a  proceeding  under  section  191  of  this  title  commenced,  in  the 
Patent  Office  with  respect  to  the  invalid  claim  before  the  commencement  of  the 
suit. 

""§289.  Additional  remedy  for  infringement  of  a  design  patent 

"(a)  Whoever  during  the  term  of  a  patent  for  a  design,  without  license  of 
the  owner,   (1)  applies  the  patented  design,  or  any  colorable  imitation  thereof, 
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to  any  article  of  manufacture  for  the  purpose  of  sale,  or  (2)  sells  or  exposes 
for  sale  any  article  of  manufacture  to  which  such  design  or  colorable  imitation 
has  been  applied  shall  be  liable  to  the  owner  to  the  extent  of  his  total  profit, 
but  not  less  than  $250,  recoverable  in  any  United  States  district  court  having 
jurisdiction  of  the  parties. 

"(b)  Nothing  in  this  section  shall  prevent,  lessen,  or  impeach  any  other 
remedy  which  an  owner  of  an  infringed  patent  has  under  the  provisions  of 
this  title,  but  he  shall  not  twice  recover  the  profit  made  from  the  infringe- 
ment. 

"§290.  Notice  of  patent  suits 

"The  clerks  of  the  courts  of  the  United  States,  within  one  month  after  the 
filing  of  an  action  under  this  title,  shall  give  notice  thereof  in  writing  to  the 
Commissioner,  setting  forth  so  far  as  known  the  names  and  addresses  of  the 
parties,  name  of  the  inventor,  and  the  designating  number  of  the  patent  upon 
which  the  action  has  been  brought.  If  any  other  patent  is  subsequently 
included  in  the  action  he  shall  give  like  notice  thei-eof.  Within  one  month  after 
the  decision  is  rendered  or  a  judgment  issued  the  clerk  of  the  court  shall  give 
notice  thereof  to  the  Commissioner.  The  Commissioner  shall,  on  receipt  of  such 
notices,  enter  the  same  in  the  file  of  such  patent. 

"§291.  False  marking 

"(a)  Whoever,  without  the  consent  of  the  patentee,  marks  upon,  or  affixes 
to,  or  uses  in  advertising  in  connection  with  anything  made,  used,  or  sold  by 
him,  the  name  of  any  imitation  of  the  name  of  the  patentee,  the  patent 
number,  or  the  words  'patent,'  'patentee,'  or  the  like,  with  the  intent  of  count- 
terfeiting  or  imitating  the  mark  of  the  patentee,  or  of  deceiving  the  public  and 
inducing  them  to  believe  that  the  thing  was  made  or  sold  by  or  with  the  con- 
sent of  the  patentee  ;  or 

"Whoever  marks  upon,  or  aflJxes  to.  or  uses  in  advertising  in  connection 
with  any  unpatented  article,  the  word  'patent'  or  any  word  or  number  import- 
ing that  the  same  is  patented,  for  the  puiijose  of  deceiving  the  public ;  or 

"Whoever  marks  upon,  or  affixes  to.  or  uses  in  advertising  in  connection 
with  any  article,  the  words  'patent  applied  for,'  'patent  pending,'  or  any  word 
importing  that  an  application  for  patent  has  been  made,  when  no  application 
for  patent  has  been  made,  or  if  made,  is  not  pending,  for  the  pui-pose  of 
deceiving  the  public — 

"Shall  be  fined  not  less  than  $500  for  the  first  occurrence  of  every  such 
offense  and  not  more  than  $500  for  each  day  any  such  offense  is  repeated. 

"(b)  Any  person  may  sue  for  the  penalty,  in  which  event  one-half  shall  go 
to  the  person  suing  and  the  other  to  the  use  of  the  United  States. 

"§292.  Nonresident  apipUeant,  patentee,  or  other  party  to  Patent  Office  proceed' 
ing ;  service  and  notice 

"(a)  Every  applicant  and  every  patentee  not  residing  in  the  United  States 
may  file  in  the  Patent  OflBce  a  written  designation  stating  the  name  and 
address  of  a  person  residing  within  the  United  States  on  whom  may  be  served 
process  or  to  whom  may  be  mailed  notice  of  proceedings  affecting  the  applica- 
tion or  the  patent  or  rights  thereunder.  If  the  person  designated  cannot  be 
found  at  the  address  given  in  the  last  designation,  or  if  no  person  has  been 
designated,  such  process  or  notice  may  be  served  as  pi-ovided  for  service  of 
process  by  pul)lication  in  civil  actions  in  the  District  of  Columbia  and  the 
court  or  agency  concerned  shall  have  the  same  jurisdiction  to  take  any  action 
respecting  the  application  or  patent  or  rights  thereunder  that  it  would  have  if 
the  applicant  or  patentee  were  personally  served. 

"(b)  Every  person  not  residing  in  the  United  States  who  files  a  demand 
under  section  132  of  this  title  or  a  petition  under  section  142  of  this  title  or 
claims  under  section  134  of  this  title  shall  file  therewith  a  written  designation 
stating  the  name  and  address  of  a  person  residing  within  the  United  States  on 
whom  may  be  served  process  and  to  whom  may  be  mailed  notice  of  proceed- 
ings affecting  the  demand  or  petition. 

"§293.  Presumptions  and  estoppels;  cancellation 

"(a)  Actions  of  the  Commissioner  are  administrative  in  nature  and  are  enti- 
tled to  the  usual  presuniiition  that  they  are  correct  and  legal.  Review,  i-e- 
review,   examination,  and   reexamination  of  applications,   and  appeals  to  the 
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Board  of  Appeals  under  chapter  12  of  this  title  involve  findings  of  fact. 
Appeals  to  the  United  States  Court  of  Customs  and  Patent  Appeals  shall  be 
governed  by  the  scope  of  review  provided  in  section  706  of  title  5  United 
States  Code,  without  trial  de  novo.  In  civil  actions  calling  into  question  the 
validity  of  findings  of  facts  by  the  Patent  Ofiice  such  findings  shall  not  be  set 
aside  unless  clearly  erroneous. 

"(b)  In  any  civil  action  in  a  Federal  Court  in  which  the  validity  or  scope  of 
a  claim  of  a  patent  is  drawn  into  question,  the  owner  of  the  patent,  as  shown 
by  the  records  of  the  Patent  Ofiice,  shall  have  the  unconditional  right  to  inter- 
vene to  defend  the  validity  or  scope  of  such  claim  and  any  party  to  such 
action  may  obtain  evidence  of  knowledge  of  prior  art  pertinent  thereto  in  the 
possession  of  any  person  subject  to  service  of  process  of  any  court  of  the 
United  States.  The  party  questioning  validity  or  scope  of  the  claim  must  serve 
upon  the  patent  owner  a  copy  of  the  earliest  pleading  raising  such  question.  If 
the  owner  cannot  be  personally  served  in  the  exercise  of  reasonable  diligence, 
service  may  be  made  in  any  manner  provided  for  in  the  Federal  Rules  of  Civil 
Procedure  and,  in  addition,  notice  shall  be  transmitted  to  the  Patent  Office  and 
published  in  the  Official  Gazette. 

"(c)  In  any  action  as  set  forth  in  subsection  (b)  of  this  section,  a  final 
adjudication,  from  which  no  appeal  has  been  or  can  be  taken,  delimiting  the 
scope  of  the  claim  or  holding  it  to  be  invalid,  shall  constitute  an  estoppel 
against  the  patentee,  and  those  in  privity  with  him,  in  any  subsequent  Federal 
action,  and  may  constitute  an  estoppel  in  such  other  Federal  actions  as  the 
court  in  which  they  are  pending  may  determine,  involving  such  patent.  Within 
thirty  days  of  such  adjudication  the  clerk  of  the  court  shall  transmit  notice 
thereof  to  the  Commissioner,  who  shall  place  the  same  in  the  public  records  of 
the  Patent  Office  pertaining  to  such  patent,  and  endorse  notice  on  all  copies  of 
the  patent  thereafter  distributed  by  the  Patent  Office  that  the  patent  is  subject 
to  such  adjudication. 

"(d)  In  any  action  as  set  forth  in  subsection  (b)  of  this  section,  upon  a 
final  adjudication  from  which  no  appeal  has  been  or  can  be  taken  that  a  claim 
of  tlie  patent  is  invalid,  the  court  may  order  cancellation  of  such  claim  from 
the  patent.  Such  order  shall  be  included  in  the  notice  to  the  Commissioner 
specified  in  subsection  (c)  of  this  section,  and  the  notice  of  cancellation  of  a 
claim  shall  be  published  by  the  Commissioner  and  endorsed  on  all  copies  of 
the  patent  thereafter  distributed  by  the  Patent  Office. 

"CHAPTBXB    29. PRESERVATION    OF    OTHER   RIGHTS 

"Sec. 

"301.  Preservation  of  other  rights ;  non-preemption. 

"§301.  Preservation,  of  other  rights;  non-preemption 

"This  title  shall  not  be  construed  to  preempt  or  otherwise  affect  in  any 
manner  rights  or  obligations  not  expressly  arising  by  operation  of  this  title 
whether  arising  by  operation  of  State  or  Federal  law  of  contracts,  of  confiden- 
tial or  proprietary  information,  of  trade  secrets,  of  unfair  competition,  or  of 
other  nature. 

"Transitional  and  Supplementary  Provisions 

"Sec.  2.  If  auy  provision  of  title  35,  Patents,  United  States  Code,  as 
amended  by  this  Act,  or  any  other  provision  of  this  Act,  is  declared  unconsti- 
tutional or  is  held  invalid,  the  validity  of  the  remaining  provisions  shall  not 
be  affected. 

"Sec.  3.  (a)  This  Act  shall  take  effect  on  the  day  six  months  after  enact- 
ment. 

"(b)  Applications  for  patent  actually  filed  in  the  United  States  prior  to  the 
effective  date  of  this  Act  shall  continue  to  be  governed  by  the  provisions  of 
title  35  in  effect  immediately  prior  to  the  eft"ective  date,  except  that  any  such 
application  still  pending  eighteen  emonths  after  its  filing  date  or  effective  filing 
date  may  be  laid  open  for  public  inspection  and  published  by  the  Commis- 
sioner in  accordance  with  the  provisions  of  section  120  of  title  35  as  enacted 
by  this  Act. 

"(c)  Complete  applications  for  patent  actually  filed  in  the  United  States 
within  one  year  after  the  effective  date  of  this  Act  and  not  relying  on  a  prior 
preliminary  application  shall  continue  to  be  governed  by  the  provisions  of 
chapter  10.  and  by  the  provisions  relating  to  interfei'ences  in  chapters  12  and 
13,  of  title  35  in  elfect  immediately  prior  to  the  effective  date. 
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"(d)  Assistant  commissioners  of  patents  and  examiners-in-chief  in  office  on 
ttie  effective  date  of  tliis  Act  sliall  continue  in  office  under  and  in  accordance 
witli  ttieir  tlien  existing  appointments. 

"(e)  The  amendment  of  title  35.  United  States  Code,  by  this  Act,  shall  not 
affect  any  rights  or  liabilities  existing  under  title  35  in  effect  immediately 
prior  to  the  effective  date  of  this  Act. 

"(f)  Notwithstanding  any  other  provision  of  this  Act.  sub-section  (d)  of  sec- 
tion 112  of  title  35  as  amended  by  this  Act  shall  not  apply  to  patents  issued, 
and  applications  filed,  prior  to  the  effective  date  of  this  Act.  No  such  applica- 
tion shall  be  held  incomplete,  and  no  such  patent  shall  be  held  invalid,  because 
availability  to  the  public  of  a  deposit  of  a  microorganism  recited  therein  was 
conditioned  upon  issuance  of  a  United  States  patent  reciting  a  deposit  of  said 
microorganism. 

••Sec.  5.  Nothing  in  title  35  as  amended  by  this  Act  shall  affect  any  provision 
of  the  Atomic  Energy  Act  of  19.54  (Aug.  30,  1954,  ch.  1073,  68  Stat.  919)  as 
amended  or  of  the  National  Aeronautics  and  Space  Act  (Pub.  L.  85-.5(>8,  July 
:29,  1958,  72  Stat.  426)  except  that  the  functions  of  a  Board  of  Patent  Interfer- 
ences specified  in  said  Acts  may  be  performed  by  the  Board  of  Appeals  as 
specified  in  section  7  of  title  35  as  amended  by  this  Act. 

•'Sec.  6.  The  Clean  Air  Amendments  Act  of  1970  is  amended  by  striking  out 
section  308  and  inserting  in  lieu  thereof  the  following : 

"If  the  Administrator  determines  that  the  implementation  of  the  purposes 
and  intent  of  this  Act  is  being  significantly  retarded  by  any  section  of  title  35 
of  the  United  States  Co<le  he  shall,  after  consultation  with  the  Department  of 
Commerce,  recommend  to  the  Congress  such  modification  of  title  35,  as  may  be 
necessary. 

"Sec.  7.  This  Act  may  be  cited  as  "The  Patent  Act  of  1973." 


National  Association  of  Plaxt  Patent  Owners. 

Washington,  D.C.,  September  11,  1973. 
Hon.  .John  L.  McClellan, 

Chairman,  Subeommittee  on  Patents,  Trademarks  and  Copyrights,  Committee 
on  the  Judiciary,  U.S.  Senate,  Washington,  D.C. 

Dear  Senator  McCleixan  :  The  National  Association  of  Plant  Patent 
■Owners  is  a  trade  association  representing  members  and  businesses  to  whom 
plant  patents  have  been  granted. 

A  committee  of  our  Association  has  spent  nearly  two  years  studying  the  por- 
tions of  the  patent  laws  governing  the  grant  of  plant  patents.  As  the  result, 
we  have  concluded  that  a  minor  change  in  Section  161  and  the  addition  of  a 
new  Section  165  would  clarify  and  strengthen  these  laws  and  promote  their 
obiectives. 

Our  members  hope  that  these  changes  can  be  considered  by  your  Subcommit- 
tee during  the  hearings  and  review  of  S.  1321. 

The  changes  we  recommend  read  : 

Section  161. — Delete  the  words  "or  a  plant  found  in  an  uncultivated  state." 
Sction  161  would  then  read  as  follows : 

"Whoever  invents  or  discovers  and  asexually  reproduces  a  distinct  and  new 
•variety  of  plant,  including  cultivated  sports,  mutants,  hybrids  and  newly  found 
seedlings,  other  than  a  tuber  propagated  plant,  may  obtain  a  patent  therefor 
subject  to  the  conditions  and  requirements  of  this  title. 

"The  provisions  of  this  title  relating  to  patents  for  inventions  shall  apply  to 
patents  for  plants,  except  as  otherwise  provided." 

The  deletion  of  the  words  "or  a  plant  found  in  an  uncultivated  state"  will 
eliminate  the  need  for  deciding  what  constitutes  an  "uncultivated  state."  For 
example,  a  knowledgeable  person  might  find  a  wild  blackberry  plant  on  a  river 
Jiank.  with  berries  three  times  larger  than  normal.  Because  of  his  knowledge, 
he  recognizes  that  this  is  a  superior  plant  deserving  of  commercial  propaga- 
tion. He  could,  under  present  law.  obtain  a  plant  patent  only  by  failing  to 
make  full  disclosure  of  where  the  plant  was  found,  which  he  would  be  sorely 
tempted  to  do  and  which  might  well  be  undetected  in  any  litigation  over  a 
patent  for  this  blackberry  plant.  Under  our  proposed  change,  he  could  obtain  a 
plant  patent  just  as  if  he  found  the  plant  in  his  Imok  yard.  In  short,  the 
change  removes  the  temptation  for  dishonesty  and  promotes  the  incentives  of 
the  patent  system  to  make  public  new  botanic  discoveries. 
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The  other  recommended  change  is  the  addition  of  a  new  Section  165  which 
reads : 

165  Certificate  of  Plant  Variety  Protection. 

a.  For  purposes  of  Section  102  (d)  of  this  title,  a  certificate  of  plant  variety 
protection  or  any  grant  of  exclusive  rights  in  a  new  plant  variety  of  foreign 
country  shall  have  the  same  effect  as  a  patent  granted  by  that  country. 

b.  An  application  in  a  foreign  country  for  a  certificate  of  plant  variety  pro- 
tection or  the  grant  of  exclusive  rights  in  a  new  plant  variety  shall  have  the 
same  effect  for  the  purpose  of  a  right  of  priority  under  Section  119  of  this 
title  as  an  application  for  patent  in  that  country,  provided  the  conditions  and 
requirements  of  Section  119  for  applications  for  patent  are  complied  with. 

Public  Law  92-358  of  July  28,  1972  grants,  under  certain  circumstances, 
rights  of  priority  to  a  U.S.  patent  application  based  on  an  earier  filed  applica- 
tion for  an  inventor's  certificate  in  a  foreign  country.  It  further  provides, 
under  certain  circumstances,  that  an  inventox-'s  certificate  becomes  a  statutory 
bar  to  the  grant  of  a  U.S.  Patent.  This  law  was  designed  to  carry  into  effect 
provisions  of  the  Stockholm  revision  of  the  Paris  Convention  for  the  Protec- 
tion of  Industrial  Property  of  1883  to  which  we  will  shortly  be  bound. 

The  ratification  by  the  United  States  recognizes  an  inventor's  certificate  as  a 
right  tantamount  to  the  grant  of  a  patent.  Most  foreign  countries  rather  than 
providing  patent  protection  for  plants,  have  Breeder's  Rights  or  Plant  Variety 
Protection  Laws  which  grant  rights  in  the  same  manner  as  patents.  In  many 
of  these  countries,  one  who  has  filed  for  a  plant  patent  in  the  United  States, 
by  virtue  of  the  filing  can  establish  his  right  of  priority  imder  the  Breeders 
Rights  or  Plant  Variety  Protection  Laws.  On  the  other  hand,  one  who  has  filed 
or  obtained  an  exclusive  right  iinder  Breeders  Rights  or  Plant  Variety  Protec- 
tion Laws  in  foreign  countries  cannot  use  that  as  a  basis  for  a  right  of  prior- 
ity under  U.S.  Law — an  anomalous  situation. 

Proposed  Section  165  would  accord  a  certificate  of  plant  variety  protection, 
or  any  .similar  grant  of  exclusive  rights  in  a  plant  tlie  same  treatment  as  a 
patent  grant  by  the  country  under  Sections  102  (d)  and  119  of  Title  35. 

The  National  Association  of  Plant  Patent  Owners  strongly  recommends  adop- 
tion of  the  foregoing  changes  to  the  patent  laws. 
Sincerely, 

L.  J.  Donahue,  Administrator. 

The  New  York  Patent  I^w  Association. 

AVw  York,  A'.r..  September  11.  1913. 
Re  Written  statement  of  the  position  of  the  New  York  Patent  Law  Association 

on  selected  portions  of  the  Patent  Reform  Act  of  1973  (S.1321). 
Hon.  John  L.  ^McClellan 

Chairman,  Siihcommittee  on  Patents.  Trodeinarlcs  and  Copyrights,  U.S.  Scnnte, 
Senate  Office  Building,  Washington,  D.C. 

Dear  Senator  McClellan  :  The  New  York  Patent  Law  Association  is  a  pro- 
fessional organization  for  patent  attorneys  practicing  this  legal  specialty  in  the 
New  York  metroimlitan  area.  The  Association  has  served  tiie  interests  of  the 
public  and  the  bar  in  this  field  since  1922.  The  Association,  moreover,  has  a 
membership  of  about  1200  patent  attorneys.  This  membership  represents  most 
of  the  patent  attorneys  engaged  in  practice  in  New  York  City  and  the  sur- 
rounding New  York,  New  Jersey  and  Connecticut  areas. 

By  letter  dated  August  6.  1973  the  Chief  Counsel  of  the  Subcommittee  on- 
Patents.  Trademarks  and  Copyrights  of  the  United  States  Senate  invited  the 
New  York  Patent  Law  Association  to  submit  a  report  on  its  position  concern- 
ing selected  i)ortions  of  The  Patent  Reform  Act  of  1973  (S.1321)  (hereinafter 
called  the  "Hart  Bill").  The  New  York  Patent  Law  Association  is  grateful  for 
the  invitation  to  comment  on  the  Hart  Bill  and  this  letter  is  respectfully  sub- 
mitted in  tliat  connection. 

The  Hart  Bill  was  closely  examined  by  the  New  York  Patent  Law  Associa- 
tion through  its  Subcommittee  on  Patent  Law  Revision  and  this  letter  repre- 
sents the  position  of  the  Association  regarding  the  Hart  Bill. 

Our  patent  system  has  remained  basicallv  unchanged  since  1836.  It  has  been 
reviewed,  examined  and  re-exn mined  several  times  by  presidential  conmiissions, 
such    as    the    TNEC    Hearings    of    1938-41;    the    National    Patent    Planning 
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Commission,  c.  1945;  The  Attorney  General's  Committee  to  Study  the  Antitrust 
Laws  (Report,  March  31,  1955)  ;  and  The  Report  of  the  President's  Commis- 
sion on  the  Patent  System  (1966).  The  patent  system  has  been  reconfirmed  as 
beneficial  to  the  public  and  a  just  reward  for  inventive  contributions  to  the 
useful  arts.  As  most  recently  reported  by  the  Presidential  Commission  of  1966 : 

"The  members  of  the  Commission  unanimously  agreed  that  a  patent  system 
today  is  capable  of  continuing  to  provide  an  incentive  to  research,  development 
and  innovation.  They  have  discovered  no  practical  substitute  for  the  unique 
service  it  renders." 

This  remarkable  stability  of  the  patent  system  is  not  due  to  industry's,  pri- 
vate inventors'  or  the  patent  bars'  resistance  to  change.  Rather  it  results  from 
the  foresight  of  our  Founding  Fathers  in  recognizing  and  applying  the  simple 
logic  that  persons  invent  and  disclose  their  inventions,  and  entrepreneurs 
commit  the  necessary  capital  to  bring  these  inventions  to  the  public,  only 
where  there  is  an  adequate  incentive  to  do  so.  Quoting  further  fx-om  the  Presi- 
dential Commission : 

"First,  a  patent  system  provides  an  incentive  to  invent  by  offering  the  possi- 
bility of  reward  to  the  inventor  and  to  those  who  support  him.  This  prospect 
encourages  the  exijenditure  of  time  and  private  risk  capital  in  research  and 
development  efforts. 

Second,  and  complementary  to  the  first,  a  patent  system  stimulates  the 
investment  of  additional  capital  needed  for  the  further  development  and  mar- 
keting of  the  invention.  In  return,  the  patent  owner  is  given  the  right,  for  a 
limited  period,  to  exclude  others  from  making,  using,  or  selling  the  invented 
product  or  process. 

Third,  by  affording  protection,  a  patent  system  encourages  early  public  dis- 
closure of  technological  information,  some  of  which  might  otherwise  be  kept 
secret.  Early  disclosure  reduces  the  likelihood  of  duplication  of  effort  by  others 
and  provides  a  basis  for  further  advances  in  the  technology  involved. 

Fourth,  a  patent  system  promotes  the  beneficial  exchange  of  products,  serv- 
ices, and  technological  information  across  national  boundaries  by  providing 
protec-tion  for  industrial  property  of  foreign  nationals." 

We  are  seriously  concerned  that  the  proposed  Hart  Bill  would  work  against 
these  purposes  of  the  patent  system.  The  total  effect  of  the  bill  would  be  so 
l)urdensome  on  inventors  and  developed  of  inventive  technology  as  to  destroy 
their  incentive  to  invent  and/or  force  them  to  elect  secrecy  rather  than  public 
disclosure  imder  the  patent  system.  It  would  discourage  them  from  investing 
the  capital  necessary  for  developing  and  bringing  new  products  to  the  public. 
In  short,  the  progress  of  the  useful  arts  would  be  inhibited  rather  than  pro- 
moted. 

This  report  will  now  address  itself  to  the  specific  subjects  listed  in  the  Chief 
Counsel's  letter  of  August  7,  1973. 

1.  Modification  of  Patent  Examination  Proceedings  to  Provide  Public  Adver- 
sary Hearings 

The  provisions  of  the  Hart  Bill  establishing  adversary  proceedings  are  Sec- 
tion 122  which  requires  the  Commissioner  to  make  all  applications  available 
for  public  inspection  and  copying  within  six  months  of  filing,  and  Section  135 
which  permits  any  party  between  such  publication  and  allowance  to  intervene 
with  any  information  which  might  have  a  bearing  on  the  patentability  of  the 
application.  The  term  "party"  includes  the  Public  Counsel  (discussed  below), 
any  agency,  state,  political  subdivision,  or  instrumentality  thereof,  and  any 
person  adversely  affected  by  any  action  of  the  Patent  Office  imder  Section 
100(h).  The  intervening  party  may  identify  himself  and  participate  in  further 
proceedings,  or  remain  unidentified  under  Section  135(d). 

What  is  contemplated  is  an  open  ended,  unlimited,  pre-issuance  patent  oppo- 
sition proceeding  in  which  the  opponent  (or  opponents)  need  not  even  be  iden- 
tified. 

Past  proposals  for  pre-issuance  opposition  proceedings  have  consistently  been 
disapproved.  This  disapproval  usually  centered  on  the  increased  operating 
costs  in  the  Patent  Office  from  two  separate  publications  for  each  application, 
and  increased  cost  and  interminable  delay  to  the  applicant.  Pre-issuance  oppo- 
sition would  also  deprive  the  inventor  of  his  riglit  to  know  the  scope  of  his 
patent  before  being  obliged  to  surrender  his  right  to  keep  his  invention  secret. 
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The  consequence  of  such  opposition  proceedings  is  not  only  a  decrease  in 
Inventor's  rights,  but  also  the  probable  disuse  of  the  patent  system  to  the  det- 
riment of  the  public  and  the  progress  of  the  useful  arts. 

The  Hart  Bill  is  subject  to  all  of  these  objections  to  earlier  opposition  pro- 
posals and  adds  some  shortcomings  of  its  own.  The  twelve-year  patent  term 
from  the  date  of  filing  provided  by  Section  153(b)  without  a  saving  clause  in 
case  of  opposition  pi-oceedings.  together  with  the  provision  of  Section  271(a) 
limiting  infringements  to  activity  occurring  only  after  issuance,  subjects  an 
inventor  to  a  shortened  and,  in  the  event  of  a  protracted  opposition,  possibly 
no  effective  patent  life  at  all. 

In  addition,  since  the  proposed  Section  102(a)  follows  a  universal  prior  art 
approach  and  no  longer  limits  prior  art  to  pul)liely  available  printed  documen- 
tary evidence  (or  public  uses),  an  opposition  could  be  based  upon  prior  knowl- 
edge or  use  anywhere  in  the  world,  even  if  the  use  was  secret.  Thus,  an  inven- 
tor could  be  denied  his  riglits  notwithstanding  the  fact  that  he  is  the  first  to 
provide  in  this  country  what  is  now  recognized  as  the  quid  pro  quo  entitling 
him  to  a  patent,  namely,  the  disclosure  of  the  invention  to  the  public. 

The  proposed  opposition  proceedings  would  be  conducted  by  a  Primary 
Examiner.  The  Examiner's  decision  would  be  appealable  to  the  Board  of 
Appeals  under  Section  134(a),  and  appeal  could  be  initiated  by  any  party  (as 
that  term  is  defined  altove)  under  Section  137.  Furthermore,  under  Section 
134(c)  the  appeal  could  be  conducted  as  a  de  novo  proceeding  with  any  party 
introducing  new  evidence  not  previously  in  the  record.  The  potential  burdens 
on  the  applicant,  as  well  as  on  the  Patent  Office,  are  staggering.  Also,  it  is 
questioned  whether  a  Primary  Examiner  should  be  called  upon  to  receive, 
supervise  and  analyze  testimony  in  adversary  proceedings  (as  vrould  be  neces- 
sary on  public  use  proceedings)  and  to  make  decisions  based  thereon.  De  novo 
proceedings  on  appeal  could  lead  to  abuse  in  that  an  opposer  could  withhold 
art  from  the  Examiner  on  the  basis  that  he  could  always  introduce  it  on 
appeal. 

In  preference  to  the  pre-issuance  adversary  proceedings  proposed  in  the  Hart 
Bill,  we  would  recommend  a  post-issuance  reA-ocation  procedure.  This  type  of 
proceeding  would  not  destroy  the  present  trade  secrecy  rights  of  an  inventor. 
He  could  maintain  his  invention  secret  during  pendency  of  his  application.  The 
costs  on  the  Patent  Oflice  and  the  patentee  would  be  far  less.  In  addition,  this 
proceeding  would  not  shorten  the  effective  life  of  the  patent,  as  would  the 
adversary  proceedings  under  the  Hart  Bill. 

Accordingly,  we  feel  that  the  adversary  proceedings  provided  in  the  Hart 
Bill  w'ould  seriously  discourage  inventors  from  using  our  patent  system. 
Assuming  the  purpose  of  thse  provisions  to  be  the  improvement  of  the  quality 
and  relialtility  of  issued  patents,  we  believe  that  post-issuance  revocation  pro- 
ceedings are  a  far  better  means  for  accomplishing  this  purpose. 

2.  Creation  of  Office  of  PuMlc  Counsel 

The  Hart  Bill  (Section  3(d))  establishes  the  position  of  Public  Counsel  who 
shall  be  appointed  by  the  President  with  public  approval ;  and  he  shall  be 
"independent  of  the  Commissioner  in  carrying  out  his  responsibilities."  In 
addition  to  the  duties  now  assumed  by  the  Solicitor,  tlie  Public  Counsel  is  del- 
egated the  responsil)iIity  of  assuring  the  issuance  of  "high  quality  patents"  by 
reviewing  "all  proceedings  in  the  Patent  Ofiice."  He  "may  intervene  and  partic- 
ipate at  any  time  in  any  Patent  Office  proceeding"  where  he  believes  develop- 
ing law  or  technology  or  the  public  interest  warrants  such  intervention.  In 
order  to  carry  out  the  purpose  of  the  proposed  statute,  the  Public  Counsel,  at 
his  discretion,  may  take  any  action,  participate  in  any  other  proceeding,  or 
conduct  any  inventigations  or  inquiries  he  deems  appropriate. 

He  would  have  power  under  Section  24  to  subpoena  "any  applicant,  patentee, 
or  any  other  person  within  the  jurisdiction  of  the  United  States  ...  to  appear 
....  to  testify,  produce  documentary  evidence,  or  produce  other  information  or 
material  ...  or  file  reports  or  answers  in  writing  to  specific  questions."  I'nder 
Section  132  he  could  be  called  upon  by  the  Primary  Examiner  to  "intervene 
and  participate  in  any  proceeding".  He  would  brief  and  argue  appeals  to  the 
Board  of  Appeals  under  Section  134.a  nd  to  the  Court  of  Customs  and  Patent 
Appeals  under  Section  143,  and  to  the  District  Court  for  the  District  of 
Columbia  under  Section  145. 
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In  our  view,  this  section  should  be  opposed  because  of  the  anticipated  high 
costs  of  implementation  which  would  inevitably  result  in  escalation  of  patent 
fees  and  the  broadness  of  the  powers  granted  the  Public  Counsel.  We  have  dif- 
ficulty in  reconciling  the  anamolous  and  inconsistent  situation  of  having  the 
Public  Counsel  represent  the  Patent  Office  in  the  defense  of  appeals  from  iinal 
actions,  while  in  the  same  breath  l)eiug  virtually  independent  of  the  Commis- 
sioner or  Patent  Office  policy.  It  is  feared  that  his  autonomy  and  uncontrolled 
power  could  be  potentially  more  harmful  than  beneficial  to  the  patent  system. 

3.  Efttahlishmcvt  of  a  Si/stem  for  Deferred  Examination  of  Patent  Applications 

The  1966  President's  Commission  on  the  Patent  System  adopted  a.s  one  of 
its  recommendations  the  proposal  that  enabling  legislation  be  enacted  to 
permit  the  Commissioner  of  Patents  to  establish  a  deferred  examination  pro- 
gram if  he  deemed  it  desirable.  This  was  coupled  with  a  recommendation  for 
the  publication  of  each  application  within  an  18  to  24-month  period  after  its 
effective  filing  date.  (Cf.  the  Hai-t  Bill  proposal  of  6  months.) 

In  1966  the  average  pendency  period  between  filing  an  application  and  issu- 
ing a  patent  thereon  was  two  and  one  half  years  and  rising.  Likewise,  the 
patent  application  l)acklog  was  rising.  The  Commission's  purpose  in  recom- 
mending the  publication  of  applications  was  to  provide  the  public  with  knowl- 
edge of  the  advancements  in  technology  more  rapidly  than  the  Patent  Office 
was  then  doing  it.  The  deferral  of  examinations  was  believed  to  be  a  possible 
solution  to  relieving  the  Patent  Office  of  some  of  its  work  since  some  applica- 
tions would   be  abandoned  and  would  never  require  examination. 

Since  that  time  the  average  pendency  time  has  been  reduced  to  24  months. 
As  former  Commissioner  Gottschalk  reported  in  May  of  this  year.  "Pendency 
time  is  now  at  the  lowest  level  in  over  50  years."  (APLA  April-May  '73  Bul- 
letin, p.  262)  He  also  reported  that  the  application  backlog  is  going  down,  and 
that  the  Office's  rate  of  disposals  is  exceeding  the  new  filings  by  12,000  appli- 
cations per  year. 

With  this  present  average  period  of  pendency  of  two  years,  the  publication 
of  applications  for  the  purpose  of  early  disclosure  is  no  longer  necessary.  Like- 
wise, in  view  of  the  more  rapid  disposal  of  cases,  the  need  to  lighten  the 
workload  of  the  Patent  Office  (one  of  the  objects  of  deferred  examination)  is 
not  urgent  today  as  it  might  have  been  in  1966. 

It  is  also  not  known  whether  the  number  of  applications  that  will  be  aban- 
doned during  the  deferred  period,  if  any.  will  be  significant.  The  investment  an 
applicant  makes  in  filing  is  not  limited  to  the  Patent  Office  fees.  He  must  also 
pay  for  the  services  of  an  attorney  or  agent  and  generally,  as  a  result,  the 
total  expenditures  for  filing  become  substantial.  Having  made  the  decision  to 
file  despite  the  required  initial  investment,  it  is  not  likely  that  very  many 
applications  will  be  al)andoned  without  at  least  receiving  a  first  examination 
to  determine  possil»le  patentability. 

Section  192(b)  of  tlie  Hart  Bill,  providing  for  the  examination  of  deferred 
applications,  permits  any  party  (as  defined  above)  to  request  examination  by 
paying  a  so-called  basic  examination  fee.  The  applicant  would  then  be  required 
to  pay  all  other  fees.  The  amount  of  this  basic  fee  is  not  set  forth,  but  it  is 
assumed  that  it  would  be  nominal.  It  is  also  not  definite  whether  an  applicant 
may  refuse  to  pay  all  otlier  fees  subject  to  his  application  being  declared  aban- 
doned, but  this  "relief"  would  appear  to  be  available.  In  any  event,  it  would 
appear  that  this  provision  lends  itself  to  abuse  by  parties  who.  by  paying  a 
nominal  fee,  could  force  an  applicant,  at  best,  to  pay  the  remainder  of  an 
examination  fee  when  he  was  not  prepared  to  or,  at  worst,  to  abandon  his 
application. 

A  pre-issuance  publication  procedure  would  be  neces.sary  to  implement  a 
deferred  examination  system  if  delayed  disclosures  are  to  be  avoided.  Reasons 
for  opposing  such  publication  are  discussed  elsewhere  in  this  report.  These  rea- 
sons alone  are  sufficient  basis  for  opposing  the  deferred  examination  proposal. 

This  Association  opposes  the  deferred  examination  system  proposed  by  the 
Hart  Bill.  The  seemingly  insignificant  benefits  that  might  be  derived  from  such 
a  system  are  far  out  weighted  ]>y  the  disadvantages  that  would  result  from 
both  it  and  the  publicati(m  of  applications. 

Thus,  it  is  our  view  that  deferred  examination  is  unnecessary  in  view  of  the 
Patent  Office's  current  predency  and  backlog  status,  unfair  to  the  applicant  in 
that  it  would  require  pre-issuance  pulilication,  and  unwise  in  that  the  hoped' 
for  benefits  of  fewer  examinations  are  illusory. 
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If.  Patent  Office  Fees 

The  critical  provisions  of  Section  41  tliat  depart  from  existing  law  are  sum- 
marized as  follows: 

(a)  Fees  shall  be  designed  to  affect  an  overall  recovery  in  the  range  of 
65-75  per  centum  of  the  costs  of  operation  of  the  Patent  Office  (Section 
41(b) (1))  ;  and 

(b)  Maintenance  fees  are  established  to  maintain  a  patent  in  force.  Individ- 
ual inventors  and  small  businessmen  may  be  granted  exemptions  under  certain 
circumstances.   (Section  41(b)(2)) 

(c)  Beginning  with  the  fourth  year  after  a  patent  issues,  the  maintenance 
fees  shall  be  no  less  than  $1000  and  shall  increase  annually  by  at  least  25  per 
centum  each  year.  Deferred  payment  of  such  maintenance  fees  are  sanctioned 
provided  certain  prerequisites  are  met.  (Section  41(c)) 

We  oppose  this  section.  The  65-75  percent  cost  recovery  rate  is  far  too  high 
in  view  of  the  Office's  current  and  projected  operating  costs,  and  also  because 
it  ignores  both  the  public  interest  served  by  the  patent  system,  as  well  as  the 
tax  i-evenues  derived  from  that  system.  We  also  question  the  fairness  of  the 
proposed  fee  system  in  that  one  of  the  effects  would  be  that  corporations 
would  disproportionately  subsidize  a  major  part  of  the  patent  system.  And, 
tinally,  the  escalation  rate  of  maintenance  fees  and  the  relatively  high  mini- 
mum fee  established  appear  to  be  designed  (1)  to  punish  patent  owners  who 
are  not  working  their  patents,  and  (2)  place  a  large  percentage  of  issued  pat- 
ents in  the  pubic  domain  before  they  have  realized  their  commercial  potential. 

This  is  contrary,  in  our  view,  to  the  basic  spirit  of  the  Constitution  (Article 

I,  Sec.  8) 

We  favor  the  continuation  of  statutory  fees  subject  to  periodical  Congres- 
sional review. 

5.  Administrative  Restructuring  of  the  Patent  Office 

Section  2  of  the  Hart  Bill  establishes  the  Patent  Office  as  an  "independent 
agency". 

We  favor  granting  independence  of  action  to  the  Patent  Office  and  it  is  our 
understanding  that  there  are  presently  separate  bills  in  the  Senate  which 
would  accomplish  this. 

In  addition  to  the  specific  subjects  we  have  discussed  above  and  which  were 
referred  to  in  the  Chief  Counsel's  letter  of  August  7,  1973,  the  Association's 
Subcommittee  on  Patent  Law  Revision  has  also  examined  other  points  in  the 
Hart  Bill  and  the  Association's  position  on  these  other  points  will  be  submit- 
ted to  you  in  due  course. 

If  I  can  give  you  any  further  information  or  material  relating  to  the  above, 
please  let  me  know. 

Respectfully  submitted, 

Joseph  J.  Previto,  President. 

The  New  York  Patent  Law  Association, 

New  York,  N.Y.,  September  30,  1973. 
Re  Written  statement  of  the  position  of  the  New  York  Patent  Law  Associa- 
tion on  additional  portions  of  the  Patent  Reform  Act  of  1973  (S.  1321). 
Hon.  John  L.  McClellan, 

Chairman,  Subcommittee  on  Patents,  Trademarks  and  Copyrights,  U.S.  Senate, 
Senate  Office  Building,  Washington,  D.C. 
Dear  Senator  McClellan  :  This  supplements  our  letter  to  you  of  September 

II.  1973.  In  our  September  11,  1973  letter,  we  remarked  on  five  specific  sub- 
jects concerning  the  so-called  Hart  Bill  and  we  indicated  that  we  would 
sulimit  our  As.sociation's  position  on  other  points  of  the  Hart  Bill  at  a  later 
date.  This  letter  represents  our  Association's  position  on  the  other  points  set 
forth  in  the  Hart  Bill  which  we  did  not  comment  on  in  our  letter  of  Septem- 
ber 11.  1973. 

Section  102.  Conditions  for  patentability ;  novelt]/  and  bars  to  patent. — The 
introductory  phrase  is  a  change  from  present  law  in  that  it  states  that  a 
person  shall  not  be  entitled  to  a  patent  if  the  subject  matter  sought  to  be  pat- 
ented encounters  any  of  the  obstacles  recited  in  the  section,  as  contrasted  to 
the  present  law  which  states  that  the  applicant  shall  be  entitled  to  a  patent 
unless  certain  stated  conditions  are  encountered.   This   change   shifts   to   the 
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applicant  the  burden  of  jjoing  forward  with  evidence  of  absence  of  anticipation 
or  lack  of  obviousness.  This  change  should  be  considered  together  with  the 
new  proposed  Section  140  "Burden  of  Persuasion",  which  states  that  the  appli- 
cant shall  have  the  burden  of  persuading  the  Office  that  a  claim  is  patentable. 

It  is  far  too  burdensome,  indeed  practially  impossible,  for  an  applicant  to 
prove  the  absence  of  all  of  the  conditions  set  forth  in  Section  102.  This 
requires  the  proof  of  a  negative.  Under  the  Hart  Bill  the  Examiner  could 
nerely  say  under  Section  140  "you  have  failed  to  persuade  me  that  the  claim 
is  patentable"  because  you  (the  applicant)  have  failed  to  show  that  there  is 
no  prior  publiciition,  public  knowledge,  public  use,  etc. 

The  eftect  of  the  proposed  change  in  Section  102  should  also  be  considered 
together  with  Section  1  of  the  Hart  Bill.  Section  1  pui-ports  to  state  the 
national  policy  to  be  "to  promote  the  progress  of  science  and  the  useful  arts, 
by  gi-anting  inventors  the  privilege,  for  a  limited  time  ...  to  exclude  others 
.  .  ."  (Emphasis  added)  But  Article  1,  Sec.  8  of  the  Constitution  speaks  in  terms 
of  granting  inventors  "the  exclusive  right",  and  the  Courts  have  so  construced 
the  patent  grant.  The  distinction  is  subtle  but  significant  in  that  privileges  can 
and  frequently  are  set  aside  in  the  face  of  countervailing  equities. 

Thus,  Sections  102  and  140  as  proposed  would  place  an  intolerable  burden  on 
the  applicant  in  obtaining  a  patent,  and  Section  1  would  then  undercut  the 
value  of  that  patent  once  obtained. 

Sections  102(a)  and  102(b)  would  change  the  present  law  by  permitting  the 
use  of  universal  prior  art  to  defeat  a  patent,  i.e.  prior  knowledge,  public  use 
or  placing  on  sale  in  a  foreign  country.  This  has  been  debated  (and  defeated) 
before.  It  would  place  an  undue  burden  on  the  applicant  because  it  would 
require  him  to  explore  activities  of  others  in  foreign  countries  without  assur- 
ance of  the  assistance  of  service  of  process  or  the  right  of  full  and  complete 
cross-examination,  which  he  would  have  with  regard  to  similar  activities  in 
the  ITnited  States.  It  would  also  make  virtually  impossible  a  reliable  validity 
search  as  a  liasis  for  investment  in  the  invention,  and  it  would  make  patent 
validity  adjudication  even  more  expensive  than  it  already  is. 

Section  102(a)  and  102(b)  would  also  change  the  present  law  in  adding  to 
the  subject  matter  which  can  defeat  a  patent  application,  subject  matter  which 
is  "described  in  printed  or  other  tangible  form  in  this  or  a  foreign  country". 
This  would  abandon  the  well-founded  reliance  in  our  law  on  patents,  publica- 
tions, which  are  ascertainable  with  reasonable  certainty,  and  those  matters  in 
the  prior  art  which  are  accessible  to  the  public,  a  the  principal  measures  of 
the  information  availalde  to  the  American  public.  Instead,  it  would  include 
within  prior  art  all  writings,  whether  handwritten,  and  whether  published  or 
secret.  Thus,  as  literally  construed,  laboratory  notebooks  maintained  in  secrecy 
in  reseax'ch  laboratories,  patent  applications  filed  in  foreign  countries  and 
maintained  in  secrecy,  even  those  abandoned,  would  be  prior  art  which  could 
defeat  an  application  for  patent.  One  could  never  be  sure,  even  at  the  point  of 
litigation,  that  somewhere  in  the  world  there  would  be  uncovered  a  secret  doc- 
ument never  l)efore  known  by  anyone  except  its  author,  that  would  render  the 
litigated  patent  invalid. 

Section  102(c)  states  that  a  patent  is  to  be  refused  if  the  subject  matter, 
"was  forfeited,  suppressed,  or  concealed".  The  present  law  [Section  102(c)] 
states  that  the  applicant  is  to  be  refused  the  patent  if  he  has  abandoned  his 
invention. 

The  intended  effect  of  the  proposed  change  is  unclear.  There  is  no  definition 
of  the  terms  "forfeited",  "suppres.sed"  or  "concealed".  Consider  the  quite 
common  situation  where  the  inventor  spends  time  bringing  an  invention  to  the 
point  of  commercialization,  during  which  time  close  secrecy  is  maintained. 
This  might  be  considered  "suppressing"  or  "concealing"  the  invention  so  as  to 
defeat  the  right  to  a  patent  under  the  proposed  Section  102(c).  Moreover,  the 
section  makes  no  allowance  for  situations  where  the  applicant  resumes  activity 
after  a  period  of  inactivity  or  secrecy.  In  such  situations  the  applicant  should 
not  be  denied  his  right  to  a  patent. 

Section  102(e)  would  change  the  present  law  by  making  the  effective  date  of 
a  United  States  patent,  for  prior  art  purposes,  the  filing  date  of  a  correspond- 
ing foreign  aiiplication  under  Section  119,  rather  than  the  actual  filing  date  in 
the  T'nited  States  as  under  pre.sent  law.  The  language  of  the  paragraph  is 
somewhat  unclear  in  that  it  does  not  state  whether  the  U.S.  application  shall 
be  entitled  to  the  foreign  date  only  for  the  subject  matter  which  appeared  in 
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the  foreign  application  and  which  was  carried  forward  in  the  corresponding 
U.S.  application.  We  seriously  doubt  the  wisdom  of  this  change  in  the  law  pre- 
ferring the  contra  rationale  of  the  CCl'A  and  the  Court  of  Appeals  for  the 
District  of  Columbia  in  In  re  Uihuer  ct  al.,  I.'f9  USPQ  J/SO  CCPA,  1966  and  Eli- 
Lilly  and  Voinitann  v.  Brenner,  Com.  Pats.,  153  USPQ  95,  DC  Cir.  1967. 

Section  103.  "Conditions  for  patrntahilitu ;  non-obvious  subjcvt  mattter". — 
The  word  "identicall.v"  appearing  in  line  2  of  the  present  law  has  been  omitted 
in  the  Hart  Bill.  The  reason  for  the  omission  is  not  clear,  although  it  may  be 
an  attempt  to  codify  cases  decided  since  the  enactment  of  the  1952  Act,  e.g.  in 
In  re  Foster,  145  USPQ  166. 

More  significant,  however,  is  the  omission  of  the  last  sentence  of  Section  103 
of  the  present  law  "Patentability  shall  not  be  negatived  by  the  manner  in 
which  the  invention  was  made."  This  sentence  was  included  in  the  present  law 
to  overrule  the  ludding  of  Cano  Enyineeriny  Corporation  v.  The  Aiitoiiidtic 
Devices  Corporation,  51  USPQ  272,  U.S.  Supreme  Court,  19Jfl  which  held  that 
one  of  the  criteria  for  invention  was  a  "flash  of  genius".  Since  deletion  <»f  the 
quoted  sentence  could  adversely  change  the  criteria  for  patentability,  the  pro- 
posed change  is  opposed. 

Present  section  JO4.— This  section  of  the  present  law  entitled,  '"Inventions 
made  abroad"  has  been  deleted  in  the  Hart  Bill.  This  section  prevents  the  use 
of  knowledge  or  use  in  foreign  countries,  in  establishing  the  date  of  invention. 
Section  104  of  the  present  law  should  be  retained.  Otherwise  it  would  place 
the  same  intolerable  burdens  on  United  States  applicants  as  those  discussed 
above  in  Sections  102(a)  and  (b),  namely,  undue  hardship  in  proving  or  dis- 
proving the  activities  of  others  in  foreign  countries  without  the  assurance  of 
the  right  of  service  of  process  or  cross-examination. 

Section  104(a).  Date  of  invention;  priority. — This  section  precludes  an  appli- 
cant from  reliance  upon  a  date  of  invention  more  than  one  year  prior  to  his 
filing  date  or,  in  the  event  of  a  continuing  application,  to  a  date  more  than 
one  year  prior  to  the  filing  date  of  the  immediately  preceding  parent  applica- 
tion. This  also  has  been  debated  (and  defeated)  before.  Patents  should  not  be 
issued  on  the  basis  of  who  won  the  race  to  the  Patent  Office.  With  respect  to 
the  one  year  period,  it  is  felt  that  it  is  too  .short  since  more  time  is  frequently 
needed  to  conduct  the  research  necessary  to  ascertain  the  proper  metes  and 
bounds  of  the  discovery  involved  and  to  enable  the  application  to  be  prepared 
and  filed.  Furthermore  the  limitation  of  the  right  to  rely  only  upon  the  imme- 
diately preceding  parent  application  unduly  restricts  present  continuation  prac- 
tice, discouraging  the  application  from  updating  the  original  disclosures  to  dis- 
close the  best  mode  for  commercial  utilization.  To  the  extent  that  continuation 
practice  has  in  the  past  been  a  source  of  abuse  in  extending  the  period  of 
protection  for  an  invention,  the  revision  in  the  patent  term  to  measure  the 
term  from  filing  date  rather  than  from  issue  date  is  the  better  alternative. 

Section  104(b)  purports  to  deal  with  the  determination  of  priority  of  inven- 
torship, and  leaves  the  basis  for  such  determination  to  rules  and  regulations  to 
be  prescribed  by  the  Commissioner.  This  is  in  marked  contrast  to  present  law 
[see  35  USC  102(g)]  and  is  undesirable  a  promoting  uncertainty.  The  mean- 
ing of  the  language  "make  dispositive  the  respective  dates  of  filing  .  .  .  and 
reduction  to  practice"  is  unknown  and  certaintly  fails  to  provide  the  necessary 
guidance  to  the  Commissioner  and  to  the  public. 

Section  104(d)  would  appear  to  bar  an  applicant  from  obtaining  a  patent 
upon  a  material  that  has  been  disclosed  in  the  prior  art  even  though  it  failed 
to  teach  how  to  prepare  the  composition  and  failed  to  disclose  how  to  use  it. 
In  consequence,  this  provision  would  appear  to  countenance,  indeed  encourage, 
speculative  or  erroneous  disclosures  to  bar  later  workers  from  securing  protec- 
tion for  their  discoveries.  By  encouraging  specious  disclosures  such  a  provision 
would  seem  to  be  counterproductive  in  promoting  the  progress  of  useful  arts 
and  its  enactment  should  be  resisted.  It  also  appears  to  reverse  current  law  to 
the  extent  that  it  would  allow  reliance  on  inoperative  disclosures  as  prior  art. 
Section  104(e)  denies  patentability  "in  the  perception  of  a  problem  the  solu- 
tion of  which  is  obvious".  Discovery  of  the  nature  of  a  problem  may  well  con- 
stitute invention.  The  fact  that  the  solution  may  be  obvious,  once  the  problem 
is  understood,  has  frequently  been  held  to  be  the  hallmark  of  truly  meritorious 
inventions.  This  area  of  inventive  activity  should  not  be  singled  out  and 
denied  protection. 

Section  111.  Application  for  patent. — This  section  permits  application  for 
patents  to  be  filed  by  an  assignee,  not  necessarily  the  inventor.  This  change  is 
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desirable ;  however,  certain  improvements  should  be  made.  For  example,  provi- 
sions should  be  included  for  correcting  errors  in  the  naming  of  the  inventors 
during  pendency  of  the  application.  Another  is  that  there  should  be  steps  for 
inventor  ratification  of  the  agent's  authority  within  a  prescribed  period  of  time 
after  filing. 

Section  112.  Specification. — Paragraph  (a)  requires  a  great  deal  more  in  the 
disclosure  of  the  specification  than  does  the  present  law,  particularly  with 
regard  to  novel  or  unexpected  properties  and  results,  dates  of  each  invention 
claimed,  dates  of  reduction  to  practice  of  each  claim,  specific  designation  of 
best  modes  and  of  know-how  known  to  the  inventor  and  applicant  necessary 
for  commercial  utilization.  Besides  the  work  and  expense  involved,  these  new 
requirements  would  place  the  applicant  at  a  serious  disadvantage  with  regard 
to  possible  future  interferences  with  other  parties,  to  have  di.sclosed  his  dates 
of  invention.  Furthermore,  it  is  not  certain  whetJier  the  date  of  invention 
includes  the  date  of  conception  or  diligence.  With  regard  to  disclosing  the  best 
mode,  the  inventor  at  the  time  of  filing  of  the  application  may  not  know  what 
the  best  mode  is.  because  he  has  not  had  sufficient  time  to  test  all  of  varia- 
tions of  his  invention.  The  requirement  to  disclose  know-how  is  also  burden- 
some. Literal  compliance  would  require  including  in  the  application  detailed 
engineering  drawings,  techniques  and  technologies  in  the  published  prior  art 
but  which  may  be  important  for  success  for  commercial  development. 

Section  112(b),  first  sentence  would  require  the  applicant  to  state  not  only 
what  is  previously  known  but  also  what  is  obvious  therefrom.  This  in  effect 
requires  the  applicant  to  predict  a  conclusion  of  law  which  a  Court  might 
make  in  interpreting  the  patent  years  hence.  The  fourth  sentence  requires  the 
applicant  to  give  "the  range  of  equivalents  to  which  any  element  of  any  claim 
shall  be  accorded".  Here  again  the  law  would  be  requiring  the  inventor  to  pro- 
phecize  what  the  Courts  and  would-be  infringer  might  do  years  hence  with  the 
benefit  of  after-acquired  knowledge.  This  is  an  intolerable  burden  on  the  appli- 
cant. 

Section  112(c)  deals  with  claims  directed  to  combinations  of  means.  It  is 
essentially  the  same  as  the  present  statute  except  that  it  deletes  the  final 
phrase  "and  equivalents  thereof".  The  deletion  of  the  phrase  could  l)e  inter- 
preted as  a  significant  detraction  from  the  patentee's  scope  of  protection  and 
therefore  is  objectionable. 

Section  115.  Oath  of  invention.— T\\\h  provision  requires  a  number  of  oaths 
or  declarations  in  addition  to  the  oath  required  at  time  of  filing.  These  addi- 
tional oaths,  including  those  of  each  inventor,  each  applicant,  if  the  applicant 
is  not  the  inventor,  and  each  attorney  involved  in  the  preparation  or  prosecu- 
tion of  the  application,  are  to  be  submitted  prior  to  issuance  of  the  patent  and 
are  to  recite  an  absence  of  awareness  or  prior  public  uses,  prior  art  more  per- 
tinent than  that  considered  by  the  Patent  OflSce,  and  other  material  informa- 
tion. Given  the  present  state  of  the  fraud  defense  in  patent  litigation,  the 
submission  of  these  affidavits  would  appear  to  be  pointless  but  would  mate- 
rially add  to  the  cost  of  obtaining  a  patent  and  would  significantly  increase 
the  quantity  of  documents  to  be  processed  within  the  Patent  Office  without 
commensurate  benefit.  The  added  cost  and  burden  upon  an  applicant  make  this 
provision,  as  proposed,  wholly  undesira])le. 

Section  116  Joint  irwentors. — This  section  represents  a  significant  departure 
from  current  law.  Under  this  provision  claims  having  different  inventive 
entities  may  be  joined  in  a  single  patent  api>lication,  thereby  assisting  in  the 
reduction  of  the  number  of  applications  to  be  filed  to  protect  different  aspects 
of  a  given  inventive  concept.  This  change  is  deemed  highly  desirable  and  its 
enactment  is  strongly  recommended. 

Section  120.  Benefit  of  earlier  filing  date  in  the  United  States^. — This  section 
pertinent  to  continuation  and  continuation-in-part  practice  would  appear  to 
impose  significant  restrictions  on  such  practice.  For  example,  subsection  (a) 
(4)  (D)  and  (E)  would  bar  the  filing  of  such  an  application  after  the  filing  of 
appeal  or  after  one  year  from  the  public  availability  of  the  subject  matter  dis- 
closed in  the  parent  application.  For  reasons  discussed  earlier  (see  Section  104 
supra)  such  limitations  and  restrictions  on  the  filing  of  continuation  applica- 
tif)ns  are  deemed  to  be  inidesirable  and  counterproductive.  The  cutting  off  of 
the  riglit  to  file  a  continuation  application  after  a  notice  of  appeal  has  been 
filed  in  the  parent  case  is  particularly  obnoxious  since  an  Examiner  frequently 
fails  to  clearly  state  his  bases  for  rejection  prior  to  the  submission  of  an 
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Examiner's  Answer,  by  which  time  under  this  Section  a  continuation  applica- 
tion could  not  be  tiled. 

t<ectio)i  122.  Public  availability,  publication,  and  confidential  status  of  appli- 
cation.— Under  this  provision  applications,  except  those  placed  under  secrecy 
order,  are  to  be  made  pul)licly  available  within  six  months  of  the  actual  filing 
date  and  are  to  be  published  as  soon  after  becoming  available  as  possible.  The 
publication  of  pending  applications  has  long  been  considered,  and  has  long 
lieeu  opposed,  and  is  still  opposed  as  being  unsound.  Reasons  in  support  of 
such  opposition  can  be  briefly  summarized  as  follows : 

(1 )  It  deprives  the  inventor  of  his  right  to  keep  his  invention  secret. 

(2)  It  will  encourage  the  submission  of  ill-deflned  and  speculative  disclo- 
sures which  are  useless  as  a  base  for  Ijuilding  further  advances,  but  rather 
which  are  presented  largely  to  prevent  others  from  obtaining  patents. 

(3)  It  will  pyramid  the  cost  of  operation  of  the  patent  system  thereby 
reducing  its  use  by  others  than  the  large  corporation. 

(4)  It  will  encourage  hling  of  large  numbers  of  specious  desclosures  as  a 
means  for  clouding  the  precise  area  of  commercial  interest  on  the  part  of  the 
applicant. 

(5)  The  cost  of  publishing  all  applications  would  be  a  burden  on  the  Patent 
Ottice  budget,  and  eventually  on  the  applicants,  who  would  have  to  foot  the 
bill  for  the  major  portion  of  such  cost,  under  Section  41(b)  of  the  Hart  Bill. 

Section  131  (b)  of  the  Hart  Bill  requires  the  applicant  to  (1)  submit  prior 
art  which  the  applicant  has  considered  in  connection  with  his  patent  appli- 
cation "the  disclosure  of  which  is  necessary  to  make  the  application  as  a 
whole  not  misleading"'  and  (2)  provide  an  explantion  as  to  why  the  claims 
of  the  application  are  patentable  over  cited  prior  art.  The  quoteil  language  is 
unclear  in  sCoi>e  and  effect.  Furthermore  there  should  be  a  saving  clause  to 
the  effect  that  neither  matters  of  judgment  exercised  in  citing  prior  art  nor 
inadvertent  failure  to  comply  with  the  section  would  result  in  a  holding  of 
invalidity,  unenforceability,  misue  or  fraud. 

Section  132(e)  prohibits  amendments  which  would  add  claims  that  mate- 
rially enlarge  the  scope  of  the  claims  of  the  application.  This  limitation  appar- 
ently is  due  to  the  adversary  examination  feature  of  the  Hart  Bill  discussed 
elsewhere  in  this  report.  It  is  in  our  view  an  unjustified  curtailment  of  an 
applicant's  rights. 

Section  l.'fO.  Burden  of  Per.9uafiion. — This  section  places  on  the  applicant  the 
burden  of  persuading  the  Office  that  a  claim  is  patentable.  We  believe  the 
better  rule  is  that  reasonal)le  doubts  should  be  resolved  in  favor  of  patentabil- 
ity. The  market  place  is  the  best  means  for  resolving  doubts.  The  applicants 
j<hould  be  afforded  the  opportunity  to  prove  commercial  success  industry 
acceptance,  etc.  to  tip  the  balance  in  favor  or  patentability.  Such  factors,  how- 
ever, usually  does  not  appear  until  long  after  the  examination  process  is 
ended.  If.  as  provided  in  Section  140  of  the  Hart  Bill,  the  applicant  has  the 
burden  of  persuasion,  he  would  be  denied  the  opportunity  of  proving  commer- 
cial success  in  support  of  unobviousness  because  his  patent  would  never  issue. 

Section  147  provides  that  appeals  from  the  CCPA  shall  be  to  the  U.S.  Court 
of  Appeals  for  the  District  of  Columbia  and  further  denies  Petition  for  Cer- 
tiorari for  review  by  the  U.S.  Supreme  Court  unless  the  Petition  for  Review 
by  the  Court  of  Appeals  has  been  denied.  In  addition  it  appears  that  the  cur- 
rent Section  146  interference  review  action  in  the  district  of  the  adverse  party 
is  eliminated.  The  effect  of  this  section  is  to  displace  the  CCPA  to  a  level  sub- 
ordinate to  the  Court  of  Appeals.  In  our  view  this  change  is  not  warranted 
and  should  be  opposed. 

REISSUES  AND  DISCLAIMERS 

Section  201  provides  for  reissues  similar  to  the  present  law  with  the  excep- 
tion that  it  prohibits  enlarging  the  scope  of  the  claims  of  the  original  patent 
and  stays  the  reissue  application  if  the  validity  of  the  patent  or  the  conduct 
of  the  patentee  in  procuring  it  is  in  question  in  any  proceeding.  We  are 
opposed  to  the  prohibition  of  In-oadened  reissues  for  the  same  reason  as  dis- 
cussed above  with  respect  to  Section  132(e). 

Section  203  provides  for  disclaimer  and  is  similar  to  the  current  law.  but 
adds  the  feature  that  the  disclaimer  must  be  timely  upon  learning  of  the 
defect,  and  further  that  a  terminal  disclaimer  or  dedication  shall  have  no 
effect  in  the  determination  if  the  patentability  or  validity  of  a  claim  in  pat- 
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ents  involviug  a  double  patenting  problem.  We  believe  that  this  limitation  on 
the  effect  of  a  terminal  disclaimer  in  a  possible  double  patenting  situation  is 
wrong  and  should  be  opposed. 

Section  288  provides  that  an  infringement  action  may  be  brought  on  a 
patent  provided  the  requirements  of  Section  203(a)  are  met.  The  effect  of  this 
is  very  unclear  and  could  be  severely  limiting  on  a  patentee's  right.  It  should 
be  compared  with  the  current  Section  288  which  merely  denies  the  patentee  his 
costs  if  he  fails  to  disclaim. 

TERM  OF  PATENT  AND  STATUTE  OF  LIMITATION 

Section  153  limits  the  term  of  a  patent  to  twelve  years  from  the  filing  date 
except  that  the  term  may  be  extended  by  the  ijeriod  of  deferment  of  examina- 
tion. We  are  opposed  to  this  provision  for  two  reasons.  The  period  of  twelve 
years  from  filing  is  far  too  short.  Many  inventions,  particularly  those  fre- 
(luently  referred  to  as  being  "ahead  of  their  time",  would  only  then  be  coming 
into  full  commercial  use.  This  provision  is  also  defective  in  that  it  leaves  in 
the  hands  of  the  applicant  or  third  parties  a  degree  of  control  over  the  life  of  a 
patent.  Patents  should  be  of  uniform  duration.  We  are  not,  however,  opposed 
to  the  concept  of  measuring  the  life  of  a  patent  from  its  filing  date,  provided 
the  term  is  long  enough  to  permit  development  of  the  invention  and  adequate 
remuneration  for  the  patentee. 

Section  286  shortens  the  current  statute  of  limitations  from  six  years  to  two 
years,  illustrating  but  another  unreasonable  counter-productive  limitation  of 
the  patentee's  rights. 

RETROACTIVE  LICENSE 

Section  184(a)  prohibits  the  grant  of  a  retroactive  license  regardless  of  the 
circumstances.  This  seems  unwarranted  particularly  in  view  of  the  current 
trend  toword  liberalization  of  foreign  trade. 

LICENSING 

Section  261  changes  the  current  law  to  eliminate  the  patentee's  express  right 
of  territorial  licensing.  This  is  another  unwarranted  diminution  of  the  paten- 
tee's rights. 

EMPLOYEE-INVENTOR  BIGHTS 

Section  263  provides  for  a  minimum  of  two  percent  of  the  profit  or  savings 
to  the  employer  as  necessary  consideration  for  any  assignment  from  the 
employee  to  employer.  This  minimum  appears  to  be  an  arbitrary  amount  unre- 
lated to  the  status  of  the  employee,  the  complexity  of  the  invention,  or  the 
contril)ution  of  the  employee  to  the  invention.  The  determination  of  such  a 
percentage  for  a  complex  system  including  numerous  inventions  would  present 
an  accounting  problem  impossible  of  practicable  solution.  This  is  a  matter 
which  is  better  left  to  private  contract. 

We  trust  that  our  comments  in  connection  with  the  Hart  Bill  both  in  this 
letter  and  in  our  previous  letter  to  you  of  September  11,  1973  will  be  helpful 
to  your  subcommittee  in  this  very  important  field  letter. 

If  we  can  be  of  further  service  to  you  in  this  connection,  please  let  me 
know. 

Respectfully  submitted, 

Joseph  J.  PRE\^T0,  President. 


Supplemental  Statement  of  .John  J.  Pederson  Concerning  S.  1321 

The  following  comments  supplementing  my  statement  presented  Tuesday. 
September  11,  1973.  are  in  specific  response  to  positions  taken  and  statements 
made  by  other  witnesses,  namely.  Messrs.  Dann,  Scliuyler,  Irons,  Brenner  and 
Hogan,  on  the  subjects  included  in  the  hearing  agenda. 

AnVERS.\RY  proceedings 

A.  A  major  ol>jection  raised  by  several  witnesses  to  S.1321  is  the  require- 
ment for  pulilication  prior  to  detailed  ex  jiarte  examination  proceedings.  Tlie 
lielief  that,  as  a  matter  of  fairness  if  not  due  process,  the  inventor  is  entitled 
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to  at  least  a  prima  facie  determination  of  patentability  before  having  to  make 
a  decision  as  to  whether  to  publish  his  invention  or  to  keep  it  as  a  trade 
secret  bears  reexamination  in  view  of  the  Subcommittee's  questions.  Although 
this  proposition  has  been  so  widely  held  in  the  patent  profession  as  to  be  con- 
sidered axiomatic,  and  although  I  personally  was  of  that  conviction  as 
recently  as  the  time  of  my  principal  statement  and  testimony.  I  now  believe 
that  it' is  not  well-founded.  Tliere  is  nothing  inherently  inequitable  or  unfair 
about  making  early  publication  a  condition  of  eligibility  for  the  privilege  of 
receiving  a  patent  grant. 

Moreover,  the  choice  between  accepting  a  patent  and  retaining  the  subject 
matter  as  a  trade  secret  is  not  available,  as  a  practical  matter,  in  the  majority 
of  cases,  assuming  that  the  inventor  or  his  assignee  wishes  to  realize  any 
profit  or  other  commei-ciul  benelit  from  the  invention.  In  the  ordinary  case,  the 
innovative  advance  is  ascertainable  by  analysis  of  the  commercial  product  in 
which  it  is  used,  and  as  soon  a.s  the  proprietor  puts  such  a  product  on  the 
market  the  cat  is  let  out  of  the  bag.  Accordingly,  there  is  no  real  choice  except 
in  those  rare  cases,  like  the  f(n-niula  for  Coca-Cola  syrup,  which  defy  identifi- 
cation by  product  analysis.  I  estimate  that  the  prospect  of  maintaining  a  coni- 
merciall'y  useful  innovation  as  a  trade  set-ret  for  any  substantial  length  of 
time  exists  in  well  under  10%  of  the  cases;  outside  the  chemical  field,  the 
trade  secret  option  is  practically  nonexistent. 

Although  not  inequitable  or  unfair,  however,  it  may  he  unwise  to  estal)lish 
an  immediate  publication  requirement.  So  long  as  applications  are  preserved  in 
secrecy  during  their  pendency,  or  at  least  for  a  substantial  period  of  time  such 
as  IS  months  after  filing,  most  corporations  (who  constitute  the  real  parties  in 
interest  in  more  than  three  out  of  every  four  applications  filed)  can.  and  many 
do,  file  patent  apjilicatioiis  soon  after  conception  without  prematurely  revealing 
development  programs  or  product  plans.  Improvements  will  l)e  made  the  sub- 
ject of  additional  applications  filed  as  the  improvements  are  made.  However, 
under  a  system  providing  for  publication  of  patent  applications  promptly  after 
filing,  it  is  to  be  expected  that  on  the  basis  of  fundamental  competitive  consid- 
erations, many  applications  would  be  held  liack  until  completion  of  develop- 
ment and  final  preparations  for  commercial  use. 

B.  It  has  been  argued  that  early  publication  would  clutter  the  library  of 
prior  art  with  some  35,000  applications  abandoned  each  year  which  contain 
nothing  innovative.  This  argument  is  manifestly  inconsistent  with  the  asserted 
need  to  preserve  the  inventor's  right  to  choose  between  accepting  the  patent  or 
maintain  the  invention  as  a  trade  secret.  Not  all  of  the  35,000  abandoned 
applications  each  year  are  abandoned  because  they  contain  only  subject  matter 
which  is  old  or  disclosed  elsewhere.  Many  are  abandoned  because  the  scope  of 
those  claims  held  to  l)e  allowable  by  the  Patent  Office  Examiner  is  thought  to 
be  too  narrow  to  justify  the  payment  of  issue  fees  and  printing  fees.  Others 
are  dropped  on  economic  considerations  alone,  whereas  still  others  must  be 
presumed  to  have  been  dropped,  despite  the  allowability  of  some  claims,  on  the 
determination  that  the  trade  secret  option  is  more  attractive. 

C.  In  defense  of  the  propriety  of  the  standards  of  patentability  followed  by 
the  Patent  Office,  it  has  been  stated  that  the  percentage  of  applications  filed 
which  proceed  to  grant  has  held  steady  at  approximately  70%  for  many  years. 
This  fact  Ls  not  probative  of  the  adequacy  of  patentability  standards.  The 
quality  of  issued  patents  is  measured,  not  by  their  numbers  or  by  the  percent- 
age of  applications  filed,  but  by  the  adequacy  of  the  claims  of  the  patents 
which  do  issue  to  satisfy  the  statutory  criteria  for  patentability.  This  crucial 
factor  is  not  reflected  in  any  statistics. 

D.  Adversary  proceedings  have  been  criticized  on  the  basis  that  they  can  be 
used  to  delay  the  patent  grant  and  thus  deprive  the  patentee  of  a  substantial 
portion  of  tlie  patent  term.  This  objection  has  been  overcome  in  foreign  cf>un- 
tries  having  opposition  proceedings  by  provisions  for  the  assessability  of  dam- 
ages for  past  infringement  in  cases  surviving  the  opposition  practice. 

DEFERRED  EXAMIXATION 

A.  It  has  been  stated  that  publication  in  advance  of  an  ex  parte  patentabil- 
ity determination  is  undesirable.  In  addition  to  the  responses  enumerated  to 
this  objection  under  the  caption  "Adversary  Proceedings"  above,  it  can  be 
pointed  out  that  the  provision  of  a  deferred  examination  option  is  beneficial  to 
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tho  applicant  as  well  as  to  the  Patent  Office  and  the  puljlic,  and  that  there  is 
nothiii.u'  requiring  the  applicant  to  avail  himself  of  the  deferred  examination 
option  if  lie  does  not  want  the  immediate  pnhlication  that  that  would  entail. 

H.  It  is  stated  that  deferred  examination  practice  yields  uncertainty  over  a 
prolonjred  period  of  time  as  to  the  scope  of  ultimately  issuing  patent  claims. 
This  is  true,  of  course,  lait  the  monopoly  grant  only  commences  with  a  finding 
of  allowalile  claims  and  tlie  delay  in  reaching  any  such  finding  is  a  henefit  to 
the  public  in  precluding  infringement  charges  for  Commercial  activity  of  others 
during  the  deferral  term.  Moreover,  if  this  is  thought  to  he  a  .serious  concern, 
it  would  he  a  sim!»le  matter  to  provide  for  intervening  rights  to  protect  those 
who  undertake  commercial  practice  of  the  invention  while  the  application  is  in 
a  deferred  condition. 

C.  It  is  stated  that  deferred  examination  has  only  been  adopted  abroad  in 
countries  faced  with  emergency  backlogs,  as  an  expedient  to  permit  backlog 
reduction,  and  that  we  do  not  face  such  emergency  conditions  here.  This  argu- 
ment is  obviously  non-responsive.  The  premise  can  be  conceded  without  com- 
pelling the  conclusion.  Whatever  the  motivation  for  adoption  of  a  deferred 
examination  practice  in  other  countries,  it  can  l)e  used  heie  as  a  means  of 
eliminating  wheel-spinning  in  the  Patent  Office,  which  is  an  obviously  desirable 
objective. 

MAINTENANCE   FEES 

A.  It  has  been  argued  in  support  of  maintenance  fees  that  they  can  be  used 
to  prevent  further  increases  in  filing  or  issue  fees  while  maintaining  a  recov- 
ery of  the  desired  Go  to  75  percent  of  Patent  Office  operating  costs.  It  should 
be  pointed  out.  however,  that  the  filing  and  issue  fees  now,  as  in  the  past  con- 
stitute a  small  part  of  an  applicant's  expense  in  applying  for  and  securing  a 
patent.  At  Zenith  Radio  Corporation,  the  average  cost  of  obtaining  a  U.S. 
patent  is  some  several  thousands  of  dollars,  represented  primarily  by  profes- 
sional staff  time  and  overhead ;  government  fees  are  a  small  part  of  the  cost. 
Even  an  independent  inventor  with  a  simple  invention  will  necessarily  be  sub- 
jected to  attorney's  fees  several,  if  not  many,  times  greater  than  the  govern- 
ment filing  and  i.ssue  fees ;  the  average  billing  rate  of  patent  attorneys  in 
accordance  with  a  recent  API>A  survey  is  in  excess  of  $^10.00  an  hour,  and 
even  the  simplest  application  will  require  a  day  or  two  of  an  attorney's  time 
at  those  rates.  Additional  attorney's  fees  are  typically  incurred  in  connection 
with  responses  to  Patent  Office  objections.  Accordingly,  filing  and  issue  fees 
are  not  a  significant  determining  factor  in  the  decision  to  file  or  not  to  file  a 
patent  application,  and  they  can  bear  substantial  and  even  severalfold 
increases  v>ithout  becoming  such  a  factor. 

B.  There  is  a  consideration  which  could  possibly  be  urged  to  support  the 
institutitm  of  maintenance  fees.  At  the  present  time,  among  all  of  the  major 
countries  of  the  world,  only  the  United  States  and  Canada  have  patent  sys- 
tems in  which  maintenance  fees  are  not  required  at  some  time  or  times 
during  the  life  of  the  patent.  This  state  of  affairs  places  American  companies 
at  a  competitive  disadvantage  with  foreign  companies  in  the  same  industry. 
More  particularly,  our  foreign  competitors  can  acquire  and  maintain  extensive 
patent  portfolios  in  the  United  States  (our  home  market)  without  incurring 
contiiniing  maintenance  fee  burdens.  U.S.  patents  are  relatively  inexpensive  in 
tliis  respect.  However,  American  companies  wishing  to  maintain  patent  portfo- 
lios in  the  home  countries  of  their  foreign  competitors  find  that  as  a  practical 
matter  they  must  Ite  much  more  selective  in  view  of  the  continuing  expense 
represented  by  maintenance  fees.  If  the  imposition  of  maintenance  fees  is  to 
become  a  part  of  the  U.S.  system,  I  believe  that  this  constitutes  better  justifi- 
cation for  that  change  than  any  heretofore  advanced. 

PUBLIC  COUNSEL 

The  public  counsel  provisions  of  S.1321  have  been  opposed  on  the  l>asis  that 
the  establishment  of  a  Public  Counsel's  office  would  be  impractical  or  unduly 
expensive.  It  is  suggested  that  it  would  be  l)etter  to  use  the  same  monetary 
ai)pr(>i)riation  or  .some  part  of  it  to  strengtlien  and  improve  the  present  ex 
jiartc  procedure  by  enlarging  the  examining  corps  and  by  other  measures.  The 
simi)le  answer  to  this  position  is  that  the  money  would  not  be  uswl.  that  an 
ex  parte  procedure,  no  matter  how  strengthened,  would  still  suffer  from  the 
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shortcominsis.  developed  in  my  initial  statement,  and  that  improved  patent 
(|ualit.v  cannot  be  expected  to  come  without  additional  cost.  Moreover,  institu- 
tion of  the  Office  of  Public  Counsel  can  reasonably  be  expected  to  result  in  an 
increase  in  the  standard.s  of  patentability  as  estal)Iished  by  the  Patent  Office 
interpretation  of  the  statutory  retiuiremeiits  for  unobviousness  (Section  103), 
and  after  an  interim  transition  i)eriod.  it  is  to  be  expected  that  the  number  of 
trivial  or  marjrinal  applications  wjiich  are  tiled  will  Ite  irreatly  diminished, 
thus  redncin.u:  the  examining  Imrden  on  the  Patent  Ofiice.  Finally,  the  added 
cost  burden  of  the  I'uldic  Counsel's  ofiice  will  be  otLset,  at  least  in  large  mea.s- 
ure,  by  t,he  cost  savings  effected  through  deferred  examination  practice. 

COXCLUSION 

In  closing,  I  wish  to  repeat  my  initial  observation  that  S.1321  constitutes  a 
bold  and  imaginative  approach  to  the  urgently  needed  patent  reform.  Any  bill 
deserving  of  the  name  of  patent  reform  will  require  major  changes  in  the 
practice,  and  it  will  be  incumbent  upon  the  patent  bar  to  adapt  to  such 
changes.  I  am  confident  that,  with  appropriate  revisions,  S. 1.321  will  serve  the 
intended  purpose  of  strengthening  the  patent  .system  to  better  serve  the  basic 
constitutional  objective  of  promoting  progress  in  science  and  the  useful  arts. 

John  ,T.  Pedersox. 


Pharmaceutical  Maxi^factureks  Association, 

Washington,  D.C.,  September  27,  1973. 
Hon.  .ToHN  L.  McClellan, 
Chairnuui, 

Suhcominittec  on  Pntentt,  Tradonarlca  and  Copyrights. 
Dirkxoi  Senate  Office  Building, 
Washington,  D.C. 

Dear  Senator  McClellan  :  The  Pharmaceutical  Manufacturers  Association 
submits  the  following  comments  on  S.1321,  for  the  General  Reform  and  Revi- 
sion of  the  Patent  I>aws,  introduceil  zy  Senator  Hart  on  March  22,  1973  and 
referred  to  the  Committee  on  the  Judiciary. 

The  PMA  is  a  voluntary,  non-profit  meml)ership  association  composed  of  112 
companies  engaging  in  the  development  and  production  of  prescription  and  eth- 
ically promoted  over-the-counter  drugs.  PMA  member  companies  regularly  seek 
protection  of  the  results  of  their  extensive  research  for  new  therapeutic  agents 
through  the  United  States  patent  system  and  are  therefore  concerned  that  it 
continue  to  provide  adequate  incentives  to  stimulate  such  research  and  thereby 
benefit  the  public. 

Our  comments  are  limited  to  sul).sections  100(g),  114(c),  122(a),  153(b)  and 
section  273  of  S.1321.  Enactment  of  these  provisions  would  have  a  direct  and 
substantial  adverse  effect  on  both  the  type  and  scope  of  patent  protection  for 
pharmaceutical  products  and  processes. 

SUBSECTION    1( 1 0  ( g  I 

Subsection  100(g)  w<nild  create  a  statutory  definition  of  the  terms  "manu- 
facture, composition  of  matter,  and  new  and  useful  improvement  thereof"  so 
as  not  to  include  any  known  manufacture  or  composition  of  matter,  any 
obvious  variation  thereof,  or  any  conventional  formulation  or  preparation  of 
any  of  the  foregoing  or  of  any  material,  whether  or  not  the  same  is  adapted 
for  practicing  a  new  use  thereof.  Subsection  100(g)  apparently  is  intended  to 
modify  current  law  regarding  the  patentability  of  compositions  of  matter.  If 
subsection  100(g)  is  intended  simply  to  codify  present  law,  in  our  view,  the 
language  iss  confusing  and  somewhat  contradictory.  In  any  event  it  is  a  nega- 
tive definition  which  is  unnecessary  and  redundant  in  view  of  the  present  state 
of  the  law.  Further,  if  this  section  is  intended  as  a  codification  of  current  law, 
the  legislative  history  should  clearly  reflect  this  fact. 

Under  present  law,  a  patent  may  be  obtained  on  a  new,  unobvious  and 
useful  machine,  manufacture,  composition  of  matter,  or  new  and  useful 
improvement  thereof.  A  patent  may  not  be  obtained  on  a  knoirn  machine,  man- 
ufacture or  coni])osition  of  matter,  or  improvement  thereof,  even  if  a  new  use 
advantage  or  property  has  been  discovered.  The  inventor  of  a  new  use  for  a 
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I)roviously  known  compound  may  obtain  patent  protection  for  the  new  vise  of 
the  known  compound.  In  addition,  in  accordance  with  well  established  and 
well  reasoned  case  law,  a  use  or  advantage  or  property  may  be  considered  in 
determining  whether  a  new  machine,  manufacture  or  composition  of  matter  is 
non-obvious  under  section  10.3  of  the  patent  law. 

Thus,  if  a  compound,  machine  or  manufacture  differs  in  some  way  from 
those  of  the  prior  art,  one  may  argue  its  oatentability  by  pointing  to  the  uses, 
advantages  or  properties  to  which  the  new  compound,  machine  or  manufacture 
may  be  applied  to  demonstrate  that  his  novel  contribution  is,  in  fact,  a  non-ob- 
vious one. 

In  our  opinion,  it  is  logical  that  demonstrated  "new  uses"  of  an  invention, 
while  not  solel.v  determinative,  are  certainl.v  relevant  to  the  question  of 
obviousness.  We  oppose  any  change  in  the  law  in  this  regard. 

Sulisection  100(g),  which  we  view  as  intending  to  modify  present  law,  would 
virtually  eliminate  product  patent  protection  for  new  and  useful  chemical  com- 
pounds and  would  limit  patent  claims  to  a  new  method  of  using.  This  would 
result  in  a  severe  disincentive  to  continued  chemical  and  pharmaecutical 
research  since  that  research,  even  if  new,  useful  and  unobvious  could  not  be 
given  I  product  protection.  Therefore  we  strongly  urge  that  new  subsection 
100(g)  be  eliminated  from  the  l)ill. 

8lBSECTIO.\S    114(C)     AM)    ]L'-_'(Al 

Subsection  114(c)  of  S.1321  would  rerjuire  the  rommissioner  of  Food  and 
Drugs,  upon  request  of  the  Patent  f)fEce,  to  furnish  all  information  of,  and 
avail;! !>!('  to.  the  FDA  with  respect  to  any  drug  or  sul\iect  matter  for  which 
therajieutic  utility  is  asserted  by  the  applicant  for  patent.  The  FDA  Commis- 
sioner would  Im^  further  required,  upon  recpiest  by  the  Patent  Office,  to  conduct 
research  upon  special  prolileins,  including  evaluation  of  the  utility,  .safety  or 
efficacy  of  such  drugs,  and  to  detail  FDA  officers,  and  employees  to  the  Patent 
Office  as  may  be  necessary.  The  FDA  Commissioner  would  be  required  to 
submit  all  information  of,  and  available  to,  the  FDA,  notwithstanding  any 
other  provision  of  law. 

The  Food.  Drug  and  Cosmetic  Act  (Title  21)  was  amended  in  1962  by  the 
addition  of  a  new  subsection  372(d).  This  subsection  provides  that  the  Secre- 
tary of  Health,  Education  and  Welfare  is  authorized  and  directed,  upon 
request  from  the  Commissioner  of  Patents,  to  furnish  full  and  complete  infor- 
mation with  respect  to  such  questions  relating  to  drugs  as  the  Commissioner 
may  submit  concerning  any  patent  application.  Subsection  372(d)  further  pro- 
vides that  the  Secretary  of  Health.  Education  and  Welfare  is  antJiorized.  upon 
recpiest.  to  conduct  such  research  as  may  be  required.  The  legislative  history 
of  subsectitm  372(d)  clearly  indicates  that  the  patent  Offic**,  at  its  discretion, 
and  without  the  prior  consent  of  the  patent  applicant,  may  seek  the  advice  of 
HEW  experts  on  certain  scientific  issues.  The  Patent  Office  remains  the  arliiter 
of  patentatiility  and  in  no  way  abdicates  this  responsibility.  Subsection  372(d) 
was  intended  to  "help  to  insure  that  patents  are  promptly  issued  for  those 
developments  in  the  drug  field  which  are  true  inventions  which  the  patent 
system  is  designed  to  reward.  It  would  not  slow  the  pace  of  drug  research 
wliich  is  so  vital  to  continued  improvement  in  the  public  health." 

We  understand  that  the  Patent  Office  has  sought  the  expert  advice  of  HEW 
approximately  20  times  since  1962.  The  I'atent  Office  has  never  requested  that 
HEW  conduct  research.  The  HEW  or  FDA  written  report  lesponding  to  spe- 
cific Patent  Office  inquiries  is  made  a  part  of  the  patent  application  file,  is 
made  available  to  the  applicant,  and  is  then  availalile  to  the  pul)lic  if  the 
patent  is  granted.  However  the  information  supplied  by  IH]W  is  pulilicly 
available  only  if  the  Patent  f)ffice  grants  the  patent,  and  no  information  suli- 
niittcd  by  the  patent  applicant,  or  l)y  any  third  party,  to  either  HEW  or  FDA, 
is  disclosed  when  the  patent  issues. 

Sulisection  114(c)  confuses  the  clear  distinction  between  FDA's  mandate  to 
retpiire  a  drug  manufacturer  to  establish  the  safety  and  efficacy  of  a  new  drug 
before  government  marketing  approval  is  obtained,  and  the  Patent  Office's 
mandate  to  grant  patent  protection  on  new  and  useful  advances  in  the  art. 
Thus,  sulisection  114(c)  which  suggests  that  patentability  could  somehow  he 
conditioned  upon  the  type  and  extent  of  the  information  available  to  another 
Government    agency,    would    discriminate    against    the    patentability    of    drug 
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inventions.  One  well-recosnized  objective  of  the  United  States  patent  system  is 
to  encourage  public  disclosure,  at  the  time  a  patient  is  issued,  of  new  and 
useful  inventions  so  as  to  stimulate  others  to  improve  on  the  disclosed  technol- 
ogy. This  objective  is  frustrated  if  patentability  is  conditioned  or  delayed  until 
FDA  marketing  approval  is  obtained. 

In  addition  a  suggestion  that  patent  status  be  delayed  until  market  status  is 
determined  would  inevitably  result  in  less,  rather  than  more,  commerciali- 
zation of  new  and  useful  products  since  the  incentive  to  invest  developmental 
funds  would  be  weakened  becau.se  the  patent  status  of  the  uncommercialized 
product  had  not  been  determined.  The  patent  system  serves  to  encourage  com- 
mercialization of  unmarketed  products  only  to  the  extent  that  the  scope  of 
I)atent  protection  can  be  assessed  by  the  potential  developer  before  commit- 
ment of  investment  funds.  Determination  of  patent  availability  is  particnhirly 
crucial  before  tremendous  investment  funds  are  committed  to  the  commercial 
development  of  new  drugs.  Pharmaceutical  products  classified  as  new  drugs 
may  not  legally  be  marketed  unless  the  FDA  has  approved  a  new  drug  appli- 
cation for  the  particular  product.  New  drug  applicants  must  submit  to  the 
FDA  extensive  evidence  establishing  safety  and  efiicacy  under  exacting  stand- 
ards. It  has  been  estimated  that  the  human  and  animal  studies  and  other 
research  iiecessary  to  obtain  FDA  approval  costs  on  the  average  three  to  five 
million  dollars  for  each  new  drug.  This  research  effort  requires  from  five  to 
seven  years  on  the  average. 

Finally,  the  sheer  volume  of  material  submitted  by  new  drug  applicants  to 
the  FDA  would  be  of  no  practical  use  to  the  Patent  Examiner.  He  could  not 
proi)erly  utilize  this  informatifm  in  determining  patentability  since  the  FDA 
information  relates  to  animal  and  human  .safety  and  etticacy  tests  required  by 
the  drug  laws  and  not  to  the  issue  of  whether  the  compound  is  a  new,  useful 
and  unobvious.  and  therfore  a  patentable,  advance  in  the  state  of  the  art. 

In  our  view.  1?1  U.S.  372(d)  is  an  acceptable  provision  by  which  the  Patent 
Office  may  seek  the  advice  of  other  government  scientists  in  particular 
instances  without  significant  adverse  consequences  to  the  public  or  the  patent 
applicant.  21  U.S.C.  372fd)  was  enacted  in  1962  as  an  alternative  to  a  proposal 
which  would  have  in  effect  conditioned  the  patent  grant  upon  a  determination 
by  a  separate  Federal  agency  of  greater  therapeutic  effect.  A  patentability 
requirement  of  this  extreme  nature  was  wisely  rejected  by  the  Congress.  Simi- 
larly a  .suggestion  as  implied  in  sul)section  114(c)  that  patentability  be  condi- 
tioned upon  market  status,  or  upon  a  showing  of  greater  utility,  safety  or 
efficacy,  should  not  be  favoral)ly  considered. 

Subsection  122(a)  would  require  that  the  Patent  Commissioner,  prior  to  the 
date  of  first  examination,  make  available  for  public  inspection  and  cop.ving  all 
I)ending  applications  for  patent,  and  any  papers  filed  during  the  prosection  of 
the  application. 

In  our  view  subsection  122(a),  in  itself,  creates  a  severe  disincentive  to  the 
utilization  of  the  patent  system,  since  all  information  submitted  by  a  patent 
applicant  would  automatically  be  made  publicly  available  prior  to  any  exami- 
nation for  y)atental)ility  or  indication  of  allowability  by  the  Patent  OflSce.  It 
must  be  expected  that  inventors  will  be  reluctant  to  make  disclosure  to  the 
Patent  Offic-e,  knowing  that  the  information  will  be  made  public  prior  to  any 
Patent  Office  decision  on  potentability.  Proposed  subsection  114(a),  when  read 
in  conjunction  with  subsection  122(a),  would  result  in  the  public  disclosure  of 
information  submitted  to  the  FDA  by  either  the  patent  applicant  or  some 
other  individual  or  company.  These  provisions  go  far  beyond  the  present 
requirements  of  l)Oth  the  Patent  and  Food,  Drug  and  Cosmetic  laws,  and  are 
in  direct  cimtradiction  to  the  provisions  of  the  1966  Freedom  of  Information 
Act. 

The  resultant  effect  then  of  proposed  subsections  114(c)  and  122(a)  would 
be  public  disclosure  of  information  supplied  to  the  FDA  liy  either  the  patent 
applicant,  or  by  any  other  individual  or  concern.  New  drug  products  may  not 
be  marketfHl  until  the  FDA  has  first  aj^proved  a  new  drug  application.  The 
research  effort  to  generate  the  animal  and  human  wifety  and  efficacy  data  to 
support  a  new  drug  application  consumes  five  to  seven  years,  ami  costs  three 
to  five  million  dollars.  The  great  majority  of  the  infornuition  contained  in  the 
new  drug  application — and  in  the  investigational  new  drug  file  submitted  prior 
to  the  filing  of  the  formal  new  drug  application — consists  of  trade  secret  and 
commercial   or  financial   information,   which   is   privileged   or   confidential,   and 
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other  information,  such  as  medical  files,  which  is  exempt  from  disclosure 
under  the  P'reedom  of  Information  Act.  This  information  i.s  su))mitted  to  the 
FDA  hy  private  parties  upon  the  understanding  that  it  will  be  retained  as  con- 
fidential and  not  disclosed.  The  information  is  of  great  commercial  value  since 
a  new  drug  may  not  he  marketed  unless  the  FDA  has  first  approved  a  new 
drug  application  lta.sed  on  the  extensive  submission  made  by  the  applicant. 

On  May  5.  1972,  the  FDA  proposed  extensive  amendments  to  its  current  reg- 
ulations regarding  the  disclosure  of  information  under  tlie  1966  Freedom  of 
Information  Act.  This  proposal  has  not  yet  been  finalized.  The  PMA  has 
strongly  olijected  to  those  provisions  of  the  FDA  May  1972  projiosal  which  are 
inconsistent  with  the  exemptions  to  disclosure  provided  in  the  1966  law.  It  is 
essential  to  note,  however,  that  even  under  the  FDA  proposal,  which  is 
designed  to  increase  public  disclosure,  the  great  majority  of  the  information 
and  test  results  contained  in  new  drug  application  files  would  not  be  disclosed 
.since  the.se  materials  are  considered  trade  secrets  and  commercial  or  financial 
information  or  otherwise  exempt  from  disclosure. 

On  August  17,  1973  the  Department  of  Helath,  Education  and  Welfare 
amended  it.s  regulations  regarding  the  availability  of  information  under  the 
Freedom  of  Information  Act.  The  HEW  regulation  provides  that  information 
of  a  personal  and  private  nature  or  having  commercial,  financial  or  profes- 
sional value  in  which  the  applicant  has  a  proprietary  interest  will  not  be  dis- 
closed. 

Sul)sections  114(c)  and  122(a)  would  inevitably  result  in  public  disclosure  of 
trade  secret,  other  conunercially  valuable  information  and  medical  information. 
To  this  extent  these  provisions  contravene  the  1966  Freedom  of  Information 
Act.  In  addition,  subsections  114(c)  and  122(a)  would  not  provide  any  proce- 
dural safeguards  to  protect  the  owner  of  the  conunercial  information  from 
unauthorized  disclosure. 

Finally  these  provisions  would  create  a  severe  deterrent  to  the  potential 
patent  applicant,  particularly  the  drug  patent  applicant,  since  his  initial  disclo- 
sure to  the  Patent  OflSce  could  well  result  in  the  pulilic  availability  of  all  of 
the  information  he  has  previously  submitted  to  the  Food  and  Drug  Adminis- 
tration. 

It  may  be  argued  that  subsection  122(a)  would  not  compel  public  disclosure 
l>y  the  Patent  Office  of  information  from  FDA  files,  since  the  FDA  material 
would  not  constitute  "papers  filed  during  the  prosecution"  of  the  application. 
This  interpretation  is  inconsistent  with  existing  practice  under  21  U.S.C. 
372(d)  Ity  which  the  FDA's  I'eport  is  made  a  part  of  the  application  file.  Even 
if  the  above  interpretation  were  correct,  subsection  114(c)  is  an  unwarranted 
legislative  provision. 

SECTION    27.> 

Section  273  would  permit  a  patentee  to  recover  damages  for  the  unauthor- 
ized practice  of  the  patented  invention  during  an  interim  period  (as  defined  in 
.sub.section  273(b))  before  patent  issuance.  Damages  would  be  limited  to  rea- 
sonable royalties  without  injunctive  or  other  relief  for  subsequent  use  or  sale 
of  products  made  prior  to  the  patent  grant.  In  addition  the  courts  would  be 
permitted  to  provide  for  continued  practice  of  the  patented  invention  after  the 
patent  issue<l.  This  section  strongly  .suggests  that  a  party  may  not  enjoin  a 
prior  user  when  the  patent  issues.  The  adverse  consequences  of  this  section  are 
particularly  discriminatory  against  the  drug  patentee  when  viewed  in  connec- 
tion with  subsections  114(c)  and  122(a).  These  latter  sections  would  permit  a 
second  manufacturer  to  gain  access  to  the  new  drug  files,  and  other  materials 
submitted  by  the  patent  applicant  to  the  FDA,  by  the  simj^le  expedient  of  copy- 
ing the  publicly  available  patent  application  records. 

The  .second  manufacturer  could  then  submit  this  information  to  the  FDA  in 
support  of  his  own  new  drug  application,  market  the  product  before  the  patent 
issucHl,  and  not  be  confronted  with  the  threat  of  being  enjoined  when  the 
patent  is  granted  to  the  first  manufacturer.  It  must  be  expected  that  the  new 
drug  originator  will  be  discouraged  to  disclose  his  invention  to  the  Patent 
Office  in  the  hope  of  later  being  awarded  a  patent,  when  faced  with  the  threat 
of  puldic  disclosure  of  his  proprietary  new  drug  application  research.  i)articu- 
larly  when  there  is  no  practical  possibility  of  enjoining  his  competitor  wlien 
the  patent  issues. 
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SUBSECTION    15."  I  111 

Subsection  153(b)  would  define  the  term  of  the  patent  to  be  12  years  from 
the  filing  date  of  the  application,  provided  tliat  there  will  be  added  to  the  12- 
year  period  the  period  of  time  during  which  examination  was  deferred.  Tlii.s 
provision,  if  enacted,  would  effectively  limit  the  jiatent  term  to  .-something  less 
than  12  years  from  the  date  of  grant.  On  the  average  the  patent  term  would 
be  about  10  years,  since  the  average  patent  application  examination  period  is 
less  than  two  years.  The  DMA  endorses  the  concept  of  relating  the  patent  term 
to  the  date  of  filing  of  the  application,  providetl  the  patent  term  is  of  sufficient 
duration  so  as  not  to  nullify  the  basic  objectives  of  the  U.S.  patent  system. 
The  limitation  of  tlie  present  term  to  a  shortened  peri(Kl  of  approximately  10 
years  would  be  particularly  discriminating  with  respect  to  subject  matter 
which  may  not  be  marketed  without  advance  federal  government  approval, 
such  as  is  the  case  with  new  drugs.  As  referenced  earlier,  on  tlie  average,  five 
to  seven  years  of  intensive  research  are  required  to  generate  the  information 
needed  to  obtain  fe<leral  marketing  approval.  During  this  time  the  drug  appli- 
cant must  conduct  extensive  animal  and  human  trials  to  establish  the  safety 
and  efficacy  of  the  product.  In  many  instances,  particularly  in  recent  yt^ars.  the 
patent  covering  a  new  drug  issues  well  before  marketing  approval  is  obtained. 
The  duration  of  the  patent  examination  has  l)een  le.ssened  in  recent  years  and 
the  FDA  clearance  procedure  is  becoming  more  time  consuming.  In  many  cases 
the  patent  term  for  a  new  dnig  is  already  of  limited  duration  since  the  patent 
issues  several  years  before  the  dnig  is  approved  for  marketing.  A  limited 
patent  term  of  twelve  years  from  filing  would  thus  be  particularly  discrimina- 
tory to  inventive  subject  matter  which  may  not  be  marketed  without  advance 
Government  approval. 

CONCLUSIONS 

The  PMA  strongly  opposes  the  enactment  of  sub.sections  100(g),  114(c), 
122(a),  153 (b)  and  section  273.  We  appreciate  the  opportunity  to  submit  com- 
ments for  the  Subcommittee's  consideration  in  evaluating  the  provisions  of  ^. 
1321.  If  you  require  additional  explanation  of  the  PMA's  position,  we  will  pro- 
vide whatever  additional  materials  are  needed  or  desirable. 

C.  Joseph  Stetlek. 


Statement  of  Phillips  Petroleum   Company 

Pliillips  Petroleum  Company  is  a  highly  integrated  petrochemical  company 
which  has  enjoyed  a  rapid  growth  since  it  was  incorporated  in  1917. 

We  became  very  patent  conscious  in  the  mid-1920"s  when  we  were  sued  for 
alleged  infringement  of  a  patent.  Technical  people  who  were  hired  for  the  pur- 
pose of  preparing  a  defense  of  that  suit  formed  the  nucleus  of  a  new  research 
department.  Tliat  developed  into  what  has  through  the  years  been  a  very 
effective  research  activity. 

During  World  War  II,  Pliillips  designed  and  built  the  first  commercial  plant 
for  the  manufacture  of  butadiene,  a  product  to  be  used  in  the  manufacture  of 
rubber  desperately  needed  for  tires.  The  American  Cliemical  Society  later  rec- 
ognized Phillips  for  its  research  excellence  in  connection  with  its  commercial 
development  of  cold  rubber  and  of  a  process  for  producing  carbon  black  from 
oil.  These  are  but  a  few  of  the  firsts  from  Philliiis'  research.  Phillips  has 
licensed  many  of  its  synthetic  rubber  and  carbon  black  developments  in  foreign 
countries  as  well  as  in  the  United  State.s. 

patents  foster  completion 

We  believe  that  communication  between  scientists  carrying  on  the  research 
is  vital  to  the  degree  of  success  of  that  research.  A  success  story  in  wliich  tliis 
element  of  open  communication  among  scientists  played  no  small  part  may 
serve  to  demonstrate  that  point.  In  1952.  two  Phillips'  researchers  were  work- 
ing on  a  project  for  producing  motor  fuel  from  gaseous  hydrocarbons  when 
they  disc-overed  that  tlieir  equipment  was  becoming  badly  plugged  with  a 
white,  solid,  waxy-type  material.  Examination  of  that  material  di.sclosed  that 
it  contained  a  relatively  high  density  polypropylene  of  a  tyjie  which  had  not 
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theretofore  been  produced  commercially.  Further  work  soon  showed  the  process 
would  produce  high  density  polyethylene  in  high  yield.  Utilizing  our  usual 
open  communication  between  scientists.  Phillips  assembled  a  sizeable  group  of 
persons  who  were  able  to  apply  their  various  skills  in  the  laboratory,  in 
l)ench-sfMle  work,  pilot  plant  work,  and  in  the  design  and  construction  of  a 
multi-million  dollar  commercial  plant.  Within  a  relatively  short  period  of  time 
after  that  initial  discovery,  our  first  patent  applications  were  on  file  in  the 
United  States  Patent  Office.  By  the  end  of  1956,  Phillips  had  authorized  and 
constructed  its  own  commercial  plant,  had  licensed  three  United  States  compa- 
nies and  eight  companies  outside  of  the  United  States  to  utilize  the  Phillips 
process  for  producing  high-density  polyethylene. 

Our  sense  of  security  in  knowing  that  the  original  discovery  and  process 
details  were  being  protected  by  means  of  patent  applications  (by  the  end  of 
1965  resulting  in  288  patents)  not  only  permitted  us  freedom  in  carrying  on 
our  research  but  it  permitted  us  to  publish  a  number  of  scientific  papers  on 
the  process  and  products  and  to  train  plant  operators  in  the  broad  concepts  of 
the  process.  It  permitted  us  to  exercise  considerable  freedom  in  discussing 
details  of  the  process  with  various  engineering  companies  who  were  proceeding 
with  the  mechanical  design  necessary  to  build  commercial  plants  on  our  behalf 
as  well  as  on  behalf  of  the  licensee.s. 

It  is  worth  noting  at  this  point  that  in  the  latter  part  of  1954,  a  German 
scientist.  Dr.  Karl  Ziegler,  began  licensing  a  new  process  for  making  high 
density  polyethylene  based  on  his  technology.  Both  Phillips  and  Ziergler  were 
diligent  in  filing  patent  applications  to  protect  their  respective  developments. 
However,  it  was  only  after  several  years  of  major  financial  investment  that 
jirodueers  of  high  density  polyetliylene  were  able  to  develop  sufficient  large 
volume  uses  for  that  product  to  permit  any  real  optimism  for  its  future.  By 
the  end  of  1965  (about  13  years  after  filing  our  first  patent  applications  on  the 
process)  the  production  of  high  density  polyethylene  in  the  U.S.  was  about  i)OC 
million  pounds  per  year.  It  is  anticipated  that  by  the  end  of  1973  U.S.  produc- 
tion will  total  about  2.8  billion  pounds.  Instead  of  two  processes,  there  are 
now  at  least  sixteen  competitive  high  density  polyethylene  processes  or  varia- 
tions. 

We  have  referred  to  this  development  for  the  purpose  of  demonstrating  that 
the  issuance  of  patents  does  not  prevent  competition.  The  opposite  is  true,  pat- 
ents foster  competitive  research. 

While  we  strongly  support  the  avowed  objectives  of  patent  reform  legisla- 
tion, we  find  many  of  the  provisions  of  S.  1321  to  be  such  as  might  provide  a 
strong  deterrent  for  widespread  u.se  of  the  U.S.  patent  .system. 

PUBLIC  COUNSEL 

We  agree  that  it  is  desirable  to  obtain  a  high  likelihood  of  validity  of  any 
patent  issued  by  the  Patent  Office.  The  public  should  not  have  to  be  concerned 
with  invalid  patents.  Cost  of  patent  litigation  is  so  great  that  it  makes  adjudi- 
cation almost  impractical.  It  is  even  debatable  in  many  instances  whether  the 
l)atentee  will  be  able  to  obtain  a  net  profit  on  his  patent  if  he  has  to  sue 
before  he  succee<ls  in  licensing.  The  cost  of  litigation  alone  is  sufficient  incen- 
tive for  the  attorney  to  use  this  best  efforts  to  obtain  only  valid  patents. 

If  tliere  was  a  greater  likelihoml  of  validity,  fewer  patents  would  have  to  be 
litigated.  However,  no  cure  should  be  adopted  which  would  increase  the  cost  of 
obtaining  a  i)atent  to  a  point  where  the  American  public  is  deprived  of  the  far 
ranging  benefits  of  the  patent  system. 

The  provision  for  Public  Counsel  in  S.  1321  would  (1)  drastically  increase 
the  cost  of  obtaining  a  i^atent,  and  (2)  could  well  result  in  long  delays  in 
patent  prosecution.  This  provision  would  establish  costly  and  lengthy  discovery 
procedures  together  with  a  super  examining  force  superimiwsed  over  the  exam- 
ining force  wliich  presently  exists.  Instead  of  providing  a  system  for  improving 
the  examination  with  tli(^  present  examining  staff,  S.  1321  would  simply 
increase  the  manpower  by  providing  a  second  tier  of  examiners  over  the  pre.s- 
ent  examining  staff. 

One  reason  given  for  the  need  for  Public  Counsel  is  to  prevent  fraud  on  the 
Patent  Office.  The  objective  is  good.  However,  does  the  fault  require  the  cure? 
In  the  period  1968  through  1972  the  courts  ruled  on  the  validity  of  880  sepa- 
rate patents.  In  06  of  those  ca.ses,  fraud  was  alleged.  The  court^s  found  fraud 
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or  unclean  hands  in  only  17  of  these,  or  1.94  percent  of  the  total  cases  consid- 
ered. As  reprehensible  as  fraud  may  be,  we  do  not  believe  that  the  magnitude 
of  this  problem  justifies  the  proposed  solution. 

As  a  side  note,  we  believe  that  if  attorneys  defending  their  clients  in  patent 
infringement  actions  would  refrain  from  pleading  a  fraud  defense  until  actual 
evidence  of  such  is  uncovered,  the  picture  of  malpractice  in  the  Patent  Office 
would  assume  its  real  perspective. 

ADVERSARY  PROCEEDINGS 

Our  experience  with  opposition  proceedings  in  foreign  countries  indicates 
that  such  practice  results  in  a  considerable  increase  in  costs,  and  is  often  used 
primarily  to  delay  the  issuance  of  a  patent.  We  believe  that  quality  can  be 
obtained  without  the  use  of  oppositions.  For  this  reason,  we  oppose  this  pro- 
posed change  in  the  patent  system.  Some  suggestions  for  obtaining  the  result 
of  quality  without  undue  increase  in  costs  are  listed  at  the  end  of  this  state- 
ment. 

DEFERRED  EX.\MINATION 

We  favor  the  provision  for  deferred  examination  if  adequate  safeguards  are 
provided  for  protecting  secrecy  rights.  For  example,  no  publication  of  an  appli- 
cation should  take  place  prior  to  18  months  following  its  filing  date  and  no 
publication  should  be  made  if  during  that  18  months  a  request  for  examination 
is  made  or  the  application  is  expressly  abandoned.  A  research  program  is  very 
time  consuming  and  expensive.  Most  companies  will  not  wish  to  publish  cer- 
tain results  of  their  research  unless  they  have  a  good  chance  of  getting  patent 
I)rotection.  Tlie  safeguards  to  which  I  have  referred  would  give  a  reasonable 
opportunity  for  evaluating  that  possibility. 

MAINTENANCE  FEES 

We  oppose  the  imposition  of  maintenance  fees,  and  particularly  those  pro- 
vided in  S.  1321.  Such  fees  discriminate  against  corporations  because  of  size 
and  for  no  other  reason.  The  fees  as  provided  in  S.  1321  are  confiscatory  in 
nature.  Even  with  the  unreasonable  term  of  twelve  years  and  assuming  two 
years  to  issue  the  patent,  the  total  of  the  six  payments  which  would  be  paid  if 
the  patent  was  maintained  for  its  full  life  would  be  at  least  $11,264.  This 
would  be  a  powerful  deterrent  against  using  the  patent  system. 

The  problem  of  how  best  to  finance  the  opeation  of  the  Patent  Office  is  per- 
ennial. Furthermore,  the  push  to  have  patent  fees  pay  more  and  more  of  the 
costs  of  the  Patent  Office  l)ecomes  stronger  and  stronger.  There  appears  to  be 
little  realization  of  how  closely  publications  in  technical  journals  are  tied  to 
the  protection  of  patents.  The  corporate  inventor  likes  to  publish  the  results  of 
his  work.  Corporations  encourage  such  publication  if  reasonable  patent  protec- 
tion can  be  anticipated.  In  our  estimation,  the  public  is  the  recipient  of  great 
benefits  from  operation  of  the  Patent  Office,  not  only  by  issuance  of  patent  dis- 
closures themselves  but  by  the  earlier  publication  of  technology  in  journals. 

Some  persons  have  strongly  voiced  arguments  that  when  a  patent  is  used 
the  patentee  gains  and  should  pay  substantial  fees  to  support  the  Patent 
Office.  If  use  of  such  a  patent  results  in  an  increase  in  the  user's  profits,  the 
income  tax  laws  extract  considerable  payment.  Of  course,  no  portion  of  the 
income  tax  is  earmarked  for  support  of  the  Patent  Office.  It,  like  fees  collected 
directly  by  the  Patent  Office,  goes  into  the  General  Fund.  In  view  of  the  tre- 
mendous contribution  of  the  patent  system  to  the  public  benefit,  it  is  not  logi- 
cal to  expect  direct  Patent  Office  fees  to  support  more  than  fifty  percent  of  the 
Patent  Office  operation.  The  public  is  the  recipient  of  tremendous  benefits,  so 
due  consideration  should  be  given  to  their  equal  financial  support  of  the  patent 
system. 

LIFE  WITHOUT  PATENTS 

The  individual  inventor  can  maintain  his  inventions  in  secrecy  without 
difficulty.  However,  companies  having  research  groups,  dealing  in  complex 
research  programs,  under  some  circumstances  may  be  forced  to  forego  patent 
protection  and  to  resort  to  a  trade  secret  type  operation.  This  will  be  particu- 
larly difficult  to  handle  in  the  United  States  where  the  scientific  population  is 
transitory   in    nature.    Unlike    some   countries,    such    as    Germany    and    Japan, 
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where  teclinical  people  spend  most  of  their  lifetime  with  one  particular 
employer,  scientists  in  the  United  States  tend  to  move  from  job  to  job. 
Obviously,  if  a  new  patent  law  provides  an  inadequate  term  or  if  secrecy  of 
technology  presently  inherent  in  the  patent  system  is  eliminated  without  ade- 
quate protection  or  if  the  law  is  otherwise  confiscatory  in  nature,  it  may  be 
necessary  to  i-esort  to  trade  secrets.  One  aspect  of  such  reliance  on  trade 
secrets  might  limit  the  amount  of  information  which  any  particular  scientist 
may  be  given  with  respect  to  any  i)rocess  or  operation.  Under  such  a  system 
few  persons  would  have  more  than  a  very  small  portion  of  a  given  package  of 
technology  available  to  him.  The  same  would  be  true  of  operators  of  commer- 
cial plants.  Such  a  system  is  undesirable  from  several  points  of  view.  The 
open  communication,  such  as  we  have  referred  to  in  connection  with  Phillips' 
high  density  polyethylene  development  would  be  precluded  and  the  volume  of 
technical  journal  and  patent  publications  which  would  be  available  to  the 
public  would  be  pi-aetically  eliminated.  It  would  also  make  licensing  of  techni- 
cal developments  very  difficult. 

PATENT  OFFICE 

We  believe  that  there  may  be  some  advantages  to  making  the  Patent  Office 
an  indei>endent  agency.  However,  in  our  government  of  ever  multiplying  agen- 
cies, we  believe  the  interests  of  the  public  will  be  l)est  served  by  maintaining 
the  Patent  Office  as  a  part  of  the  Commerce  Department.  We  recommend  that 
the  Commissioner  of  Patents  be  elevated  to  the  post  of  Assistant  Secretary  of 
Commerce  and  report  directly  to  the  Secretary  of  Commerce. 

SUGGESTIONS 

We  do  not  wish  to  imply  by  the  foregoing  that  we  are  satisfied  with  the 
quality  of  many  U.S.  patents.  We  share  a  strong  desire  to  improve  that  qual- 
ity. However,  careful  attention  should  be  given  to  the  matter  of  increased  cost 
to  each  applicant  which  that  improvement  may  cause.  In  that  spirit,  we  pro- 
pose :  that 

(1)  We  utilize  our  present  examining  force  : 

(2)  The  examiner  be  required  to  oppose  the  i.s.suance  of  a  patent  in  the 
absence  of  his  firm  conviction  of  patentability  : 

(3)  A  memorandum  of  each  inter\'iew,  signed  by  both  the  examiner  and  the 
attorney  be  made  a  part  of  the  permanent  file ; 

(4)  Before  passing  an  application  to  issue,  the  examiner  would  be  required 
to  confer  on  the  question  of  patentability  with  at  least  two  other  examiners 
skilled  in  the  same  subject  matter  and  to  gain  concurrence  of  at  least  one  of 
them  on  the  question  of  patentability  ; 

(5)  The  position  of  each  conferee  would  be  made  of  record  in  the  permanent 
file :  and 

(6)  When  an  api>eal  is  Involved  and  an  oral  hearing  has  been  granted,  the 
examiner  would  be  required  to  present  his  position  orally  before  the  Board  of 
Appeals. 

One  factor  which  contributes  to  a  lack  of  quality  of  patents  being  issued 
from  the  U.S.  Patent  Office  is  that  the  examiners  are  faced  with  court  deci- 
sions from  a  multitude  of  courts  and  judges.  It  is  o])vious  that  there  is  a  lack 
of  uniformity  in  decisions  from  those  judges.  This  is  akin  to  having  a  few 
hundred  bosses.  Now  is  the  time  to  establish  a  Patent  Court  which  would  be 
given  full  responsibility  for  trying  all  infringement  and  validity  actions.  This 
would  provide  more  uniform  guidance  for  Patent  Office  standards. 


A  twelve-year  term  extending  from  the  date  of  filing  would  not  provide  a 
sufficient  incentive  to  justify  a  disclosure  of  the  valuable  technology  developed 
in  connection  with  the  high  density  polyethylene  processs  which  I  have  dis- 
cussed above.  In  view  of  the  tremendous  sums  of  money  required  to  both 
develop  the  process  and  markets  for  the  product,  competitors  could  afford  1o 
sit  on  their  hands  and  wait  for  the  patents  to  expire  and  the  markets  to 
develoj). 

In  this  connection  we  urge  that  you  refer  to  a  report  prepared  by  Mr. 
Eugene  W.  (leniesse  for  the  Snbconunittee  on  Patents.  Trademarks  and  Copy- 
rights as  part  of  its  study  of  the  U.S.  patent  system  conducted  pursuant  to 
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Senate  Resohition  240  of  the  86th  Congress.  The  report,  Study  No.  29,  is  one 
of  a  series  prepared  under  the  supervision  of  Professor  John  C.  Stedman,  asso- 
ciate counsel  of  the  Subcomniittec.  At  page  49,  spealving  of  a  proposal  which 
would  limit  the  patent  term  to  20  years  (rather  than  12  years)  from  the  date 
of  filing  the  application.  Mr.  Genies.se  stated  : 

••It  is  the  writers  view  that  the  proposed  20-year  limitation  would  be  in- 
eqnitaltle  to  inventors  unless  tempered  by  a  requirement  fur  a  ruling  apportion- 
ing the  blame  for  delays." 

FURTHER  HEARINGS 

A  number  of  other  provisions  of  S.  1321  should  be  considered  in  hearings. 
We  trust  that  opportunity  will  be  provided  at  a  later  date  for  consideration  of 
the  balance  of  the  bill. 


ROCHESTEB,  N.Y., 

Scptonher  IJ,  1973. 
Re  S.  1321. 
U.S.  Sc7iatc, 

Committee  on  the  Judiciary, 

Suhcotnmittee  on  Patents,  Trademarks  and  Copyrights, 
Washington,  D.C. 

Gentlemen:  The  "Legislation  Committee"  of  the  Rochester  (New  York) 
Patent  Law  Association  (168  members)  has  held  a  series  of  open  meetings  for 
the  purpose  of  determining  what  kinds  of  changes  in  the  Patent  Laws  of  the 
United  States  might  be  necessary  in  order  to  substantially  improve  the 
strength  of  our  Patent  System.  At  the  outset,  we  agreed  with  tho.se  critics  of 
our  present  system  that  some  changes  are  necessary.  Our  minimum  objective 
was  to  halt  the  apparent  avalanche  of  court-made  law  that  threatens  to  make 
almost  every  patent  unenforceable.  Our  ultimate  objective  was  to  recommend 
changes  in  our  Patent  Laws  which,  if  adopted,  would  result  in 

(a)  the  issuance  of  patents  of  high  quality,  and 

(b)  the  adoption  by  our  Federal  Courts  of  a  positive  attitude  toward  pat- 
ents. 

We  accepted  the  fact,  for  example,  (which  I  believed  was  expressed  by  sev- 
eral Federal  Judges  including  Justice  Fortas)  that  one  very  important  reason 
why  the  Courts  seem  to  approach  patents  with  an  extremely  negative  or 
"anti-patent"  attitude  is  that  these  important  patent  rights  are  issued  as  a 
result  of  an  ex  parte,  essentially  non-adversary,  proceeding  before  a  relatively 
minor  Federal  employee.  Justice  Fortas,  and  substantially  the  entire  Rochester 
(New-  York)  Patent  Law-  Association  membership,  believe  that  a  very  signifi- 
cant improvement  in  the  attitude  of  our  Courts  toward  patents  can  be  made 
by  providing  some  sort  of  meaningful  adversary  type  proceeding  in  the  Patent 
Office.  (As  a  matter  of  fact,  more  than  95%  of  the  membership  of  the  RPLA 
favors  the  introduction  of  a  meaningful  adversary  procedure  int  our  patent 
procurement  practice.)  Of  the  various  alternative  "adver.sary-type"  practices 
that  can  be  considered,  w^e  recommend  to  you  the  approach  being  presently 
considered  by  the  Commissioner  of  Patents,  relating  to  the  "voluntary"  subjec- 
tion by  the  patentee  to  a  "Protest  Procedure",  as  outlined  to  you  a  few  min- 
utes ago. 

AVe  feel  that  the  mere  citation  of  art  to  the  Patent  Office  would  not  he  of  a 
sufficiently  adversary  nature  to  overcome  the  aforementioned  anti-patent  bias 
of  a  large  part  of  the  judiciary.  On  the  other  hand,  we  believe  a  full  fledged 
opposition  procedure  like  that  in  the  United  Kingdom  would  tend  to  be  too 
exi>ensive  for  (and  therefore  discriminatory  against)  the  individual  inventor. 
Hence,  we  believe  effective  control  of  whatever  adversary  procedure  is  adopted 
should  remain  with  the  Patent  Office,  with  the  opposer  being  unable  to  drag 
out  the  proceedings  unreasonably. 

We  would  like  to  add  one  additional  feature  to  any  adversary  procedure 
that  might  be  adopted.  That  is,  cited  art,  briefs  and  arguments,  and  informa- 
tion and  affidavits  concerning  prior  public  use,  etc.  which  are  submitted  by 
third  parties  (after  publication  of  the  application)  should  be  reviewed  by  a 
group  of  three  members  of  an  inlarged  Patent  Office  Solicitor's  staff  which  is 
charged  to  help  strengthen  the  patents,  and  who  do  so  (a)  by  determining 
whether  to  reopen  the  prosecution  of  the  application  in  view  of  the  material 
supplied  by  the  "protestor"  and    (b)    by  handling  the  subsequent  communica- 
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tions  with  the  patentee  on  these  matters.  One  member  of  the  Protest  Review 
Board  would  be  the  Primary  Examiner  handling  the  case.  This  would  over- 
come any  possible  bias  on  the  i)art  of  the  Examiner  in  favor  of  the  patentee 
which  may  have  developed  during  the  prosecution. 

Please  note  that  this  latter  suggestion  of  ours  sounds  something  like  the 
"Public  Patent  Ck)unsel"  of  Senator  Hart.  We  believe  our  "Protest  Review 
Board"  would,  in  fact,  function  to  some  extent  like  the  Senator's  proposed 
Public  Patent  Counsel  by,  for  example,  also  having  the  power  to  become 
involved  in  the  initial  prosecution  of  important  applications,  and  representing 
the  Examiner  before  the  Board  of  Api^eals.  On  the  other  hand,  we  are 
definitely  against  the  strong  subpoena  power  that  Senator  Hart  has  proposed 
be  made  available  to  the  Public  Patent  Counsel.  We  also  believe  that  any 
Public  Patent  Counsel  should  be  responsible  to  the  Commissioner  of  Patents. 

Other  items  wliich  are  strongly  endorsed  by  the  Legislation  Committee  of 
the  Rochester  (New  York)  Patent  Law  Association  are 

(a)  Maintenance  fees,  wherein  fees  are  very  low  for  the  first  8-10  years, 
and  then  escalated  thereaftei-. — This  is  to  help  efray  the  costs  of  the  Patient 
Office  and  to  encourage  the  abandonment  of  all  but  the  most  important  patents 
after  the  patentee  has  had  a  reasonable  time  to  commercialize  his  invention. 
Senator  Hart's  proposal  to  require  excessive  payments  which  begin  after  only 
4  years  is  totally  impractical  because  more  than  four  years  are  almost  invaria- 
bly required  to  develop  an  invention  to  the  point  of  commercial  action.  The 
proposal  of  S.  1321  would  effectively  eliminate  the  independent  inventor  and 
the  small  company  from  the  U.S.  patent  system  [Section  41(e)(2) 
notwithstanding] . 

(b)  A  deferred  examination  procedure  combined  with  the  early  publication 
of  all  applications  with  publication  being  accomplished  about  18  mmiths  after 
filing. 

(c)  Tlie  acknowledgement  in  Section  1  of  S.  1.321  that  patents  are  temporary 
property  rights  (rather  than  "privileges"). 

(d)  The  additional  acknowledgement  that  almost  every  patent,  by  definition, 
cannot  be  a  "monopoly"'.  In  this  respect  we  suggest  the  addition  of  a  new  par- 
agraph to  Section  1  of  S.  1321  as  follows : 

(b)  A  patent  is  personal  property  and  shall  be  treated  as  such  subject  to 
the  provisions  of  this  title.  Like  all  property  a  patent  may  constitute  a  monop- 
oly through  control  of  a  relevant  market.  Control  of  a  relevant  market  is  not 
possible  where  an  alternative  to  the  patented  invention  exists  in  that  market 
or  where  the  invention  is  widely  licensed  or  offered  for  license.  In  the  instance 
where  a  valid  patent  does  control  a  relevant  market  and  thus  is  a  monopoly 
for  a  period  of  years  under  this  title,  it  is  expressly  exempt  from  the  antitrust 
proscriptions  of  any  .statute  of  the  United  States  as  a  partial  incentive  to  pro- 
mote the  continued  progress  of  science  and  useful  arts. 

(e)  The  institution  of  a  "petit"  patent  system.  Actually  this  would  be  a  pre- 
ferred alternative  to  a  "deferred  examination"  procedure.  (A  brief  description 
of  such  a  system  is  attached  hereto  as  "Appendix  I"). 

We  liope  that  the  above  comments  will  l)e  given  the  serious,  favorable  con- 
sideration they  deserve  during  the  deliberations  of  the  Committee  on  the  Judi- 
ciary on  Patent  Law  revision.  Please  note  that  they  represent  the  overwhelm- 
ing oiiinions  of  a  group  of  patent  professionals  representing  all  types  of 
clients.  By  comparison,  it  is  readily  '""ident  that  whoever  drafted  the  major 
portion  of  S.1321  had  very  little,  if  any,  practical  experience  either  in  Patent 
jtractice  or  in  the  business  world.  In  our  opinion,  the  adoption  of  S.1321  in  its 
present  form  would  result  in  the  effective  destruction  of  the  United  States 
I'atent  System  because  inventors  would  be  discouraged  from  seeking  U.S.  pat- 
ents. Instead,  the  incentive  in  this  country  to  invent  and  to  di.sclose  would  dis- 
appear ;  the  objective  "to  promote  the  progress  of  science  and  useful  arts" 
would  be  lost ;  and  any  research  that  might  survive  in  such  a  discouraging 
"patent"  environment  would  be  protected  as  a  trade  secret.  We  would  much 
I)r<'fer  the  adojjtion  of  a  more  reasonable  bill  like  the  Patent  Law  Moderniza- 
tion Bill  proposed  by  the  American  Patent  Law  Association. 
Sincerely, 

JoHX  T.  Lewis, 
Chnirmnih  LcriiKhtiion  Committee, 
Rochester  Patent  Law  Association. 


683 

APPENDIX   I. — A   PROPOSAL  RELATING  TO  THE  ISSUANCE  OF  TWO   CLASSES   OF   PATENTS 

A  "regular"  patent  would  be  the  same  as  the  present  utility  patent,  while  a 
limited  patent  would  have  a  life  of  five  years  from  the  date  of  issue.  A  '•lim- 
ited" patent  would  be  subject  to  the  patentability  requirements  of  Section  102 
only,  i.e.,  novelty,  and  Section  103  would  be  inapplicable. 

ViKtn  filing  an  application,  the  inventor  could  elect  whether  to  have  his 
application  considereil  for  a  limited  patent,  a  regular  patent,  or  both.  The 
Examiner  would  examine  the  application  in  the  same  manner  as  he  does  now, 
however,  at  the  time  of  his  first  office  action,  if  he  has  not  found  a  S102  rejec- 
tion, and  the  applicant  has  electel  for  examination  as  both  a  limitel  and  a 
regular  application,  the  Examiner  will  indicate  to  the  applicant  that  his  case 
would  be  allowable  as  a  limited  patent. 

The  applicant  can  continue  to  prosecute  his  case  as  a  regular  patent  and,  if 
he  is  successful,  a  regular  patent  will  issue  the  same  as  now.  If  the  applicant 
is  not  successful  in  obtaining  claims  for  a  regular  patent,  because  of  oltvious- 
iiess,  or  if  he  feels  that  the  claims  he  will  receive  are  too  narrow  to  be  of  any 
worth,  he  may  elect  to  have  his  limited  patent  issue  and  drop  his  request  for 
regular  patent  coverage. 

The  fees  for  filing  a  limited  patent  would  be  roughly  75%  of  those  of  a  reg- 
ular patent  and.  if  the  applicant  elects  examination  as  both  a  limited  and  a 
regular  patent,  he  would  pay  both  fees. 


Statement  of  John  T.  Roberts 
introduction 

In  November  1966.  nearly  seven  years  ago,  the  President's  Commission  on 
tlie  Patent  System  issued  its  Report  containing  thirty-five  recommendations, 
many  of  which  were  multipart,  for  amending  the  patent  laws.  Since  that  time, 
each  hearing  before  Congress,  excepting  those  directed  to  licensing  practices, 
has  been  all-inclusive,  each  witness  addressing  every  subject. 

Without  second  guessing  the  Commission's  stated  l)elief  that  tackling  prol)- 
lems  one  at  a  time  would  lead  to  internal  contradictions,  two  unfortunate 
results  are  apparent.  The  first  is  that,  although  there  was  general  agreement 
on  the  following  points,  we  have  for  seven  years  had  no  law  including  the 
twenty -year  term,  assignee  filing  or  citation  periods.  The  second  result  of  the 
procediire  is,  in  my  view,  that  the  controversial  matters  have  never  received 
individually  adequate  attention. 

I  would  like  initially  to  commend  the  Committee  for  holding  hearings  on 
selected  subjects,  each  of  wliich  is  of  sufficient  importance  and  scope  to  war- 
rant all  the  time  and  testimony  this  Committee  can  give  to  it,  to  the  end  that 
any  legislative  proposal  approved  by  this  Committee  is  approved  after  com- 
plete hearings  and  consultation,  not  of  a  bill,  but  of  that  proposal. 

RESTRUCTURING  THE  PATENT  OFFICE 

A  vote  of  approbation  is  due  from  evedyone  concerned  with  our  patent 
system  to  the  author  of  S.  1321  for  laying  before  Congress  the  proposition  that 
the  Patent  Office,  our  oldest  and  perhaps  largest  administrative  agency,  should 
statutorily  l)e  treated  as  such. 

The  proposal  has  had  eminent  advocates  over  the  years,  including  former 
Commissioner  Robert  J.  Watson,  but  the  initiative,  even  for  debate,  could 
Iiardly  be  expected  from  any  Administration. 

From  the  viewpoint  of  a  practitioner  before  the  agency,  I  see  very  consider- 
able benefits.  Initially  it  will  focus  on  the  Commissioner  both  responsibility 
and  authority  for  the  operation  of  the  Patent  Office.  I  believe  this  change  in 
authority  over  procedures,  regulations  and  personnel  will  increase  the  effec- 
tiveness of  the  agency. 

A  second  benefit  will  be  the  increased  prestige  of  working  for  an  independ- 
ent agency  which  shoiild  make  it  easier  to  attract  and  retain  a  high  caliber 
professional  career  staff  at  all  levels.  While  there  are  many  fine  people  in  the 
agency  there  is  likewise  an  annual  exodus  of  many  equally  good  ones  who 
might  have  remained  in  an  independent  agency.  As  I  write  this,  the  Adminis- 
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tratioiv  is  going  through  its  near  perennial  search  for  a  netv  Commissioner. 
Unfortunately,  very  few  of  those  with  the  high  qualifications  the  office 
deserves  are  attracted  to  the  job  under  the  current  conditions. 

A  third  benefit  this  change  would  make  is  to  remove  the  Office  from  a  parti- 
san political  conflict.  Our  government  has  many  political  departments  and  the 
Department  of  Commerce  is  to  a  very  large  extent  one  of  them.  The  Patent 
Office,  however,  does  not,  and  should  not,  belong  to  any  segment  of  the  electo- 
rate, either  in  substance  or  appearance. 

ADVERSARY   PROCEEDINGS 

The  greatest  substantive  lienefit  a  new  patent  law  could  have  is  to  allow 
increased  adversai-y  proceedings  within  the  Patent  Office.  I  submit  that  a  vrell 
administered  system  would  actually  reduce  the  cost  of  securing  and  defining 
inventive  rights. 

There  is  no  question  that  the  cost  of  obtaining  a  particular  patent  will 
increase,  perhaps  substantially,  where  opposition  by  an  adversary  is  incurred. 

It  is  a  change  which  I  believe  that  substantially  all  inventors,  whatever 
their  economic  station,  will  approve  of  once  the  alternatives  are  assessed. 

There  is  no  sadder  spectacle  than  an  inventor  of  modest  means  investing 
heavily  in  a  new  product  and  obtaining  a  patent  only  to  be  faced  with  sub- 
stantial competition  from  a  large  corporation. 

The  classic  drama  is  for  the  corporation  to  tell  the  inventor  his  patent  is 
wortliless  because  of  a  prior  art  reference  assertedly  more  pertinent  than  that 
cited  by  the  Patent  Office. 

The  inventor  may  genuinely  disagree  and  indeed  he  may  be  right.  At  pres- 
ent, however,  he  has  no  remedy  other  than  an  incredibly  expensive  infringe- 
ment suit  in  a  Federal  court. 

At  the  conclusion  of  such  a  suit,  the  parties  and  the  Judge  will  have  gone 
througli  an  exercise  al)out  as  extensive  and  time-consumming  as  before  an 
examiner  in  applying  the  prior  art  and  arguing  obviousness.  The  tragedy  of 
this  pi'ocedure  is  that  this  exercise  invarialtly  involves  less  than  10%,  and  in 
my  experience,  usually  involves  under  5%  of  the  total  time  and  expense  of  the 
suit. 

An  adversary  system  would  also  benefit  the  general  public  as  represented  by 
a  person  accused  of  infringement.  This  person  may  believe  that  he  has  a  good 
defense,  but  cannot  afford  a  five  or  six  figure  lawsuit  to  test  it.  Available 
adversary  proceedings  would  allow  that  person  to  lay  the  matter  before  a  pri- 
mary examiner  and  abide  by  his  decision,  continuing  if  favorable,  and  either 
securing  a  license  or  ceasing  the  operation  if  unfavorable. 

The  adversary  procedui'es  set  out  in  S.  1321  would  be  substantially  improved 
by  allowing  a  person  accused  of  infringing  an  issued  patent  to  prove  for  can- 
cellation of  that  patent  before  the  Patent  Office. 

MAINTENANCE  FEES 

We  must  accept  as  a  postulate  that  applicants  and  patentees  must  collec- 
tively pay  a  substantial  portion  of  the  Patent  Office  budget. 

The  very  real  choice  is  therefore  payment  of  initial  high  filing  and  issuance 
fees  or  the  option  of  deferring  these  payments. 

I  support  unequivocally  the  deferring  of  a  large  portion  of  these  fees  until 
the  applicant  has  had  an  opportunity  to  commercialize  his  invention  and  pay 
these  fees  from  present  earnings  not  from  prior  savings  or  indebtedness. 

"With  this  baf'kground  I  have  three  suggestions  for  the  amendment  of  the  fee 
system  of  S.  1321. 

The  first  proposal  may  almost  sound  silly,  but  will  result  in  a  tremendous 
clerical  saving.  All  fees  should  be  due,  not  on  the  anniversary  of  grant,  but  on 
a  day  certain,  e.g.  July  1. 

Tlie  prihcipal  purpose  of  the  maintenance  fee  is  to  collect  net  revenues  for 
the  Patent  Office.  My  experience  witli  foreign  maintenance  fees  is  that  of  the 
gross  fee  paid  by  the  client  over  half  is  used  up  in  the  clerical  effort  of 
recording  receipt  of  the  fee  and  mailing  a  receipt  l)y  the  foreign  Patent  Office 
and  the  docket  systems  of  the  attorneys  to  note  all  of  the  due  dates,  enquire 
of  tlie  cliput  about  payment,  reminder  letters  (usually),  instructions  for  pay- 
ments billing,  collections,  and  the  like. 
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I  believe  the  yearly  payment  on  a  day  certain  will  materially  reduce  the 
gross  cost  to  the  patentee,  relative  to  the  net  return  to  the  Government. 

As  a  background  to  my  second  proposal,  in  the  1966  House  hearings  one  of 
the  subjects  discussed  was  whether  Congress  or  the  Commissioner  should  set 
the  fees.  The  argument  made  by  the  Administration  was  that  it  could  not  have 
time  to  secure  legislation  to  meet  the  required  portion  of  yearly  budget 
increases.  I  remember  distinctly  and  commend  to  this  Committee  the  statement 
of  then  Representative  Poff  that  Congress  stands  ready  to  respond  much  more 
promptly  than  the  Administration  to  initiate  any  fee  revision. 

I  urge  this  because  I  believe  that  Congress  should  oversee  and  couple 
together  the  yearly  appropriation  and  the  respective  fees.  Before  a  committee 
of  Congress  the  public  could  be  heard  on  the  necessity  of  particular  expendi- 
tures and  the  resultant  increase  if  any  in  fees. 

I  could  now  mention  two  practices  of  the  Patent  Office  which  add  perhaps 
$5-10  million  to  the  annual  cost  of  examining  patents,  and  are  without  justifi- 
cation other  than  history. 

This  is,  however,  not  the  proper  moment  to  debate  whether  the  current 
Patent  Office  budget  of  $68  million  for  fiscal  year  1974  is  justified  or  whether 
provident  management  could  control  it. 

What  is  proper  to  debate  here  is  whether  Congress  will  scrutinize  as  closely 
as  proper  a  recompensed  budget  and  whether  a  future  Commissioner  will 
respond  to  public  pressures  to  control  costs  or  would  increase  his  fees  to  jus- 
tify even  larger  budgets. 

If  this  latter  course  occurs,  then  the  patent  system  will  truly  become  the 
exclusive  property  of  our  wealthiest  and  largest  corporations  who  will  happily 
pay  large  fees  to  secure  their  own  patents  and  preclude  this  form  of  competi- 
tion from  the  small  newcomer. 

The  third  matter  is  the  amount  of  fees  specified  in  S.  1321.  Section  41(c) 
prescribes  maintenance  fees  which  may  total  as  much  as  $16,000  per  patent. 
There  are  well  intentioned  and  generous  exemptions  for  "individual  inventors," 
"small  investors"  and  good  faith  unsuccessful  efforts. 

The  thrust  of  these  provisions  appears  clearly  enough  not  to  raise  revenue 
but  to  reduce  the  patent  portforlios  of  large  corijorations  by  selective  discrimi- 
natory taxation. 

While  this  may  indeed  occur,  I  suggest  a  major  beneficiary  of  this  system 
will  be  the  legal  profession.  The  patent  bar  will  again  raise,  and  litigate  exten- 
sively the  requirement  of  dividing  out  inventions  into  separate  patents  and 
rather  than  straightforward  assignments  of  patent  rights  there  will  return  the 
convoluted  exclusive  licenses,  patent  holding  corporations  and  other  legal  sub- 
terfuges whose  sole  purpose  is  tax  avoidance. 

This  Committee  may  have  misgivings  about  a  twenty-year  patent  in  the 
hands  of  certain  interests.  Against  the  unused  inventions  this  or  any  mainte- 
nance fee  will  have  effect  in  forcing  abandonment.  Against  this  most  widely 
used  inventions  and  the  therefore  most  potent  patents  even  this  fee  will  have 
little  effect.  I  would  suggest  then  that  such  a  system  of  taxation  is  not  well 
designed  to  achieve  control  over  a  domiuent  patent  or  a  successful  commercial 
product. 

DEFERRED  EXAMINATION 

The  objective  of  deferred  examination,  the  reduction  of  iinnecessary  work,  is 
laudable.  I  believe  there  are  identifiable  cla-sses  of  patent  applications  which 
require  little  if  any  examination.  I  would  commend  to  the  Committee's  atten- 
tion statutory  modification  in  those  areas,  as  set  out  below. 

As  to  the  deferring  of  examination  of  all  patent  applications  generally,  I 
must  oppose  it  because  the  price  the  public  would  pay  to  a  certain  class  of 
inventors  would  lje  too  high. 

There  is  an  inherent  vice  in  the  patent  system  which  legislation  over  the 
past  century  and  a  quarter  has  attempted  to  control,  but  which  this  proposal 
would  greatly  expand. 

The  patent  system  was  truly  designed  to  protect  the  inventor  who  carries 
forward  his  new  machine  or  method  to  commercial  fruition  and  as  an  ancil- 
lary matter  olitains  a  patent  on  that  subject. 

Our  patent  laws,  however,  also  invite  applications  by  persons  who  have  iden- 
tified a  prnl)lem  and  speculated  about  possil)le  solutions.  It  invites  them  to  file 
an  application  and  let  it  lay  fallow  in  the  Patent  Office  until  another  goes  to 
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the  real  work  and  expense  of  experimenting  and  devising  the  operable  inven- 
tion. 

Perhaps  the  classic  case  is  the  Selden  automobile  patent,  kept  pending  from 
1879  until  1895  when  others  had  finally  devised  an  operable  car.  Mr.  Seldeu's 
efforts  to  enforce  his  patent  on  the  industry  very  nearly  succeeded.  See  Colum- 
bia Motor  V.  Duerr,  184  Fed.  893  (2  Cir.  1911). 

Mr.  Selden's  legal  procedure  was  not  his  original  invention.  Fifty  years  ear- 
lier Judge  Greer  in  Goodyear  v.  Day,  10  Fed.  Cas.  687,  stated : 

"When  genius  and  patient  perserverence  have  at  length  succeeded.  *  *  * 
Every  luisuccessful  experimenter  who  did,  or  did  not  come  near  making  the 
discovery  now  claims  it." 

The  iJroposal  for  deferred  examination  is  in  substance  almost  identical  with 
removing  all  the  restrictions  placed  over  the  years  on  reissue  applications. 

Nearly  one  hundred  years  ago,  Congress  was  told  by  an  attorney  : 

"Granting  reissues  ...  is  an  unmitigated  fraud  ...  A  very  large  majority 
are  taken  out  for  the  sole  purpose  of  incorporating  an  improvement  subse- 
quently mnde  by  others."  (Committee  on  Patents,  1878). 

That  same  year,  in  the  case  of  Railway  v.  Saylcs,  97  U.S.  554,  Justice  Brad- 
ley stated : 

"Courts  should  regard  with  jealousy  and  disfavor  any  attempts  to  enlarge 
the  scope  of  applications  once  filed  or  of  patents  once  granted,  the  effect  of 
which  would  be  to  enable  the  patentee  to  appropriate  *  *  *  that  which  has  in 
the  meantime  gone  into  public  use.  *  *  *" 

In  that  case  an  application  was  filed  in  1847  for  double  truck  railroad 
brakes.  To  quote  the  opinion,  "the  application  lay  dormant  for  five  years"  and 
then  "Iieing  considerably  modified  and  changed"  issued  in  1852.  This  revision 
was  sufficient  to  successfully  assert  in  the  Circuit  Court  the  patent  against  he 
concurrently  developed  "Stevens"  brake. 

I  cite  these  examples  from  history  to  show  that,  in  the  future,  as  in  the 
past,  able  solicitors  and  advocates  will  be  able  to  take  the  "speculations"  of 
"philosophers  and  mechanics"  about  "the  possibilities  or  probabilities  of  cer- 
tain discoveries  or  inventions"  (Judge  Greer,  supra)  and  find  in  tbem  the 
verbal  eciuivalents  of  later  inventions.  It  will  indeed  be  profitable  source  of 
new  business  to  the  legal  profession  but  will  cause  the  patent  system  a  well 
justified  condemnation  from  the  public  it  is  designed  to  benefit. 

SELECTIVE  EXAMINATION 

Earlier,  I  stated  the  regular  examination  of  certain  claims  of  patents  was 
not  necessary  and  which  therefore  created  an  unnecessary  burden  on  the 
system. 

Since  recognition  of  these  classes  of  patents  would  require  statutory  action, 
and  would  reduce  or  eliminate  examination,  I  feel  the  subject  pertinent  to  sug- 
gest as  an  alternative  to  the  deferred  examination  of  S.  1321. 

PATENTS  OF   IMPROVEMENT 

The  laws  of  most  foreign  countries,  e.g.  France,  Great  Britain.  Japan.  Ger- 
many, provide  this  class  of  patents  for  tlie  owner  of  the  base  patent.  This  is 
not  an  added  luxury  for  inventoi's,  but  an  intelligent  alternative  since  a  .siza- 
ble perc^ontage  of  our  100,000  annual  patent  applications  are  presently  for  this 
class  of  patents. 

Tills  is  not  tlie  place  to  demonstrate  why  these  applications,  perhaps  20.000 
per  year,  are  filed,  examined  and  aggressively  prosecuted.  Suffice  it  to  say  here 
that  a  more  intelligent  statutory  scheme  would  allow  the  owner  of  a  patent  to 
file  for  a  patent  of  improvement,  which  because  it  depends  for  its  validity  on 
tlie  main  patent,  need  not  be  examined. 

SHORT  TERM   PATENTS 

Tliese  have  been  .i  feature  of  (xerman  patent  law  for  over  fifty  years.  Their 
term  translates  as  "utility  models."  The  number  of  patents  filed  on  gadgets, 
toys  and  devices  of  short  commercial  life  is  very  large. 

Tlie  sulijoct  of  short  term  patents  has  been  debated  for  many  years  and  has 
unfortunntcly  lieen  ensnarled  with  the  del-ate  over  wliether  it  is  Constitution- 
ally permissible  to  have  a  lower  standard  of  invention  for  certain  classes  of 
improvements. 
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I  believe  the  argument  is  misplaced.  The  Constitution  mandates  patents  for 
unobvious  inventions  in  toys  as  well  as  electronics  and  permits  no  lower  stand- 
ard for  one  than  another.  However,  the  principal  vice  of  deferred  examination 
I  liave  pointed  out  above  would  not  apply  to  a  patent  which  expires  four  or 
five  years  after  filing. 

From  my  own  experience,  I  can  testify  that,  given  an  option,  a  substantial 
number  of  inventors  would  choose  an  immediately  granted,  initially  unexam- 
ined, short  term,  and  less  expensive  patent,  wiiich  would  be  subject  to  recall, 
and  examination  over  its  term,  should  a  contiict  develop. 

Such  a  statutory  scheme,  in  addition  t<i  its  otlier  benefits  would  perhaps 
eliminate  the  filing  and  examination  of  from  10  to  20,000  applications  per  year. 

DEFENSIVE  APPIJCATIONS 

A  fairly  common  occurrence  for  a  p.-Uent  attorney  is  to  have  a  client  show 
him  a  development  which  lie  is  using  and  state  he  does  not  wisli  a  patent  on 
it  but  does  not  wish  to  disclose  it  to  his  competition  and  cert-iinly  does  not 
wish  for  his  competition  to  obtain  a  patent  on  it.  A  very  sound  reason  for  this 
last  concern  is  that  it  is  often  far  easier  to  prove  you  "invented"  something 
before  your  competition  than  it  is  to  provi-  the  invention  is  not  patentable. 

Unfortunately,  the  only  way  at  present  to  nchieve  tliese  objectives  is  to  file 
an  application  for  defensive  purposes.  These  applications  are  at  present  exam- 
ined like  all  others  in  due  course. 

If  the  defensive  application  were  used  solely  to  prevent  the  issuance  of  a 
patent  to  another  on  one's  own  prior  invention,  then  deferring  the  examination 
in  perpetuity  would  do  no  harm,  and  indeed  it  might  be  unnecessary  to  recjuire 
the  filing  of  the  application  within  the  one  year  time  limits  of  Section  102(b). 

CONCLUSION 

These  three  proposals,  patents  of  additions,  short  term  parents  and  defensive 
applications,  go  considerably  beyond  the  subject  of  deferred  examination,  the 
current  enquiry. 

Tliey  would,  however,  have,  I  believe,  the  currently  relevant  effect  of  elimi- 
nating about  a  third  of  the  current  workload  of  examination,  roughly  the  same 
as  the  projections  for  deferred  examination. 


Wyjstt.  Gereer  &  Shoup, 
Kew  York,  X.Y.,  Septemher  25,  1973. 
The  Honorables  ,Tohn  L.  McClellan,  Hugh  Scott,  Philip  S.  Hart,  Quentin 

L.  BuRnicK,  Hiram  Fong, 
Sifhconimittee  on  Patently,  Trndematk-o:  avd  Copyrhihta,  Committee  on  the  Judi- 
ciary, U.S.  Senate  RunseU  Offiec  BuihVmg,  WasiJiington,  B.C. 

Dear  Sirs:  I  enclose  a  proposed  amendment  to  the  Patent  Act  of  1952  (Title 
35.  United  States  Code),  which  I  believe  deserves  close  and  careful  considera- 
tion in  connection  with  any  amendments  to  be  made  to  the  Patent  Laws.  My 
belief  is  buttressed  by  substantial  support  from  the  objective  academic  commu- 
nity. 

The  amendment  is  designed  to  meet  a  recent  5—1  Supreme  Court  decision 
holding  that  a  United  States  patent  evader  could  copy  exactly  a  patented 
machine  when  the  machine  is  made  for,  or  sold  to,  a  foreign  customer,  so  long 
as  one  part  is  not  "finally"  Iiolted  to  the  machine  in  the  United  States. 

Thus,  having  disclosed  his  invention  to  the  pul)lic  in  his  United  States 
patent,  and  "[promoted]  the  Progress  of  Science  and  the  useful  Arts"  (United 
States  Constitution,  Article  I,  §8,  cl.  8),  the  American  inventor  gets  nothing 
for  his  invention. 

The  5-4  majority  held,  remarkably,  the  United  States  patents  may  be 
evaded  in  making  and  selling  patented  items  for  export  merely  by  packaging 
one  part  or  ingredient  of  the  item  separately  or  by  telling  the  foreign  cus- 
tomer where  to  olrtain  that  one  jiart  or  ingredient. 

The  proposed  amendment  is  enclosed  as  Appendix  A  to  this  letter.  The 
amendment  is  designed  to  overturn  the  Supreme  Court  majority  opinion.  Until 
there  is  an  enforceable  international  patent,  .some  domestic  legislation  of  this 
type  is  necessary  to  protect  United  States  inventors  from  the  transparent  eva- 
sion  that  the   Supreme   Court   majority   countenanced.    An   attempt   has   been 
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made  to  track  present  statutory  language  as  closely  as  possible,  specifically  35 
U.S.C.  §271  (b)  and  §271  (c).  An  amendment  alternative  to  the  one  enclosed 
could  have  lieen  drafted  to  directly  meet  the  Supreme  Court  majority.  This 
amendment  could  have  referred  to  making  or  selling  "substantially  all"  of  the 
material  parts  of  the  invention. 

'The  central  purpose  of  the  proposed  amendment  is  to  meet  the  ramifications 
of  the  5-4  decision  of  the  Supreme  Court  in  Deepsouth  Packiyig  Co.,  Inc.  v. 
The  Laitram  Corporation,  406  U.S.  518,  92  S.Ct.  1700,  32  L.Ed.2d  273  (May  30, 
1972),  motion  for  leave  to  supplement  Petition  for  Rehearing  granted,  rehear- 
ing denied,  409  U.S.  902,93  S.Ct.  94,  34  L.Ed.2d  165  (October  10,  1972).  A  copy 
of  the  majority  and  dissenting  opinions  in  Deepsouth  v.  Laitratn  is  enclosed  as 
Exhibit  B  to  this  letter. 

The  majority  opinion  is  a  fairly  stunning  example  of  the  triumph  of  form 
over  substance. 

Perhaps  the  most  practical  test  of  the  inequities  of  the  bare  majority  opin- 
ion is  to  put  the  question  to  a  general  lawyer,  unfamiliar  with  patent  law,  or 
a  layman,  as  to  whether  or  not  the  fact  situation  in  Deepsouth  v.  Laitram  is 
patent  infringement — the  incvituMe  reaction  is  yes,  it  is  infringement. 

But  that  is  not  what  the  Supreme  Court  held. 

The  unfortunate  results  of  this  5-4  decision  are  as  follows : 

(1)  Total  emasculation  of  United  States  patent  protection  for  items  made  of 
more  than  one  part  and  intended  for  export. 

(2)  Placement  of  great  financial  burden  on  a  fledgling  United  States  busi- 
ness enterprise  (or  on  individual  inventor)  making  an  invention  which  may  be 
of  great  value  and  not  having  the  $10,000  to  $50,000  (or  knowledge  or  fore- 
sight) to  obtain  patent  protection  for  that  one  invention  in  the  more  than  100 
countries  where  it  is  available. 

(3)  Discrimination,  insofar  as  patent  protection  is  concerned,  between 
United  States  inventors  of  physically  large  machines  which  are  impossible  to 
assemble  at  the  manufacturing  site,  e.g.  oil  drilling  rigs,  and  physically  small 
machines  or  items,  e.g.  kitchen  implements. 

(4)  Requiring  a  United  States  patentee  to  bring  patent  infringement  actions 
against  prospective,  (current  or  past)  foreign  customers  who  have  bought  from 
the  United  States  patent  evader.  Does  a  businessman  want  to  sue  a  prospec- 
tive customer  ?  No ! 

(5)  Where  the  patent  evader  is  a  United  States  company,  it  is  impossible  to 
bring  suit  directly  against  that  evader,  in  the  United  States,  or  anywhere,  if 
that  United  States  evader  has  no  place  of  business  in  any  foreign  country. 

(6)  As  for  infringement  suits  in  foreign  jurisdictions,  there  is  great  uncer- 
tainty in  result,  because,  generally,  there  is  no  comity  given  to  decisions  on 
patent  validity  by  the  courts  of  one  country  to  those  of  another. 

(7)  The  addition  of  a  new  dimension  to  the  "knowledge"  requirement  of 
§271  (c)  of  the  present  patent  law.  The  patent  owner-plaintiff  must  now  knoic, 
in  order  to  bring  an  infringement  suit,  that  the  last  screw  on  an  infringing 
item  will  be  tightened  within  the  United  States.  This  is  impossible.  There  is  no 
way  of  knowing  when  a  storeowner  sells  a  patented  "knocked-down"  child's 
doll  house  or  a  coaster  w^agon  in  Detroit,  whether  the  doll  house  or  coaster 
wagon  will  be  finally  assembled  in  Honolulu,  Bismarck,  Mexico  or  Japan. 

There  are,  additionally,  two  ironical  legal  inconsistencies  resulting  from  the 
decision : 

(1)  United  States  court  decisions  are  unanimous  in  the  protection  of  the 
other  Constitutionally  based  and  intellectually  created  property  right— copy- 
riglit — in  analogous  situations.  See  Sheldon  v.  Metro-Goldwyn  Pictures  Corpo- 
ration, et  al,  106  F.2d  45,  52  (2nd  Cir.  1939,  Learned  Hand,  C.J.),  aff'd.  309 
U.S.  390  (1940)  ;  Famous  Music  CorporatiGn  v.  8eeco  Records,  Inc.,  201 
F.Supp.  560,564,  56S-569(  S.D.N. Y.  1961);  G.  Ricordi  d  Co.,  Inc.  v.  Columbia 
araphophone  Co.,  270  Fed.  822,  826 (S. D.N. Y.  1920)  ;  Fishel,  et  al  v.  Lucckel,  et 
al,  53  Fed.  499,  501  (C.C. S.D.N. Y.  1892). 

(2)  the  acts  performed  in  the  foreign  country  in  Deepsouth  v.  Laitram 
("final"  assembly  of  the  machine)  would  not  be  enough  to  constitute  "work- 
ing" of  an  invention  under  the  patent  laws  of  at  least  the  United  Kingdom  or 
Canada.  "Working",  in  general,  are  legal  requirements  in  certain  foreign  coun- 
tries that  keep  a  patent  in  good  staJidiug.  Johnson's  Patent,  26  R.P.C. 
52,56(1909)  (United  Kingdom);  Hill's  Patent,  23  R.P.C.  475(1915)  (United 
Kingdom)  ;  552-553  Fox,  Canadian  Patent  Law  and  Practice  (4th  Ed., 
Toronto,  1969). 
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I  was  principal  counsel  for  The  Laitram  Corporatinn  at  all  stages  of  Deep- 
south  V.  Laitram,  discovery,  hearing  in  tlie  District  Court,  proceedings  in  the 
Court  of  Appeals  and  briefing  and  argument  before  the  Supreme  Court. 

There  have  been  to  this  date  five  comments  on  the  Supreme  Court  decision 
in  law  reviews : 

(1)  Vanderhilt  Laio  Rcvietv,  Vol.  26,  No.  1,  p.  201  (January,  1973) 

(2)  Fordham  Laic  Review,  Vol.  XLI,  No.  2,  p.  458  (December,  1972) 

(3)  Houston  Laic  Revieic,  Vol.  10,  No.  1,  p.  216  (October,  1972) 

(4)  Lipman,  "Deepsoutli  Packing  Co.  v.  Laitram — How  to  Succeed  in  De- 
veining  Without  Really  Trying"  Journal  of  the  Patent  Office  Society,  Vol.  54, 
No.  11,  p.  695  (November,  1972) 

(5)  Law  and  Polici/  in  International  Business,  Vol.  5,  No.  1,  p.  319  (1973) 
Comments   (1)  through  (4)  were  critical  of  the  Supreme  Court  majority  opin- 
ion; Comment  (5)   was  not  critical  of  it. 

I  enclose,  as  Appendix  C  to  this  letter,  a  copy  of  the  comment  from  the  Van- 
derhilt Law  Review ;  my  thanks  to  the  Editors  of  the  Vanderhilt  Law  Review 
for  their  permission  to  include  it  in  this  submission. 

I  have  information  that  the  Stanford  Law  Review  will  soon  publish  another 
comment  on  the  Supreme  Court  decision ;  my  information  is  that  the  Stanford 
Law  Review  comment  will  be  critical  of  the  Supreme  Court  majority  opinion. 

It  is  my  understanding  that  the  California  Law  Review  planned  to  publish  a 
comment  critical  of  the  Supreme  Court  majority  opinion,  but  the  California 
Law  Review  indicated  that  it  could  not  improve  on  tlie  arguments  made  in  the 
Brief  for  the  Respondent  (the  losing  party)  filed  in  the  Supreme  Court  or  an 
Iowa  Law  Review  comment  (enclosed  as  Appendix  D  to  this  letter).  I  also 
have  information  that  the  Georgetown  Law  Journal  planned  to  publish  a  com- 
ment critical  of  the  results  of  the  Supreme  Court  opinion  but  that  comment 
was  scrapped  when  pre-empted  by  the  prior  publication  of  Comment  (5), 
supra,  another  publication  of  the  same  law  school. 

A  recent  article  in  Fortune  said  that  the  majority  opinion  in  Deepsouth  v. 
Laitram  could  be  described  as  an  "obvious  end  run  around  the  patent  law." 
Hummerstone,  "How  the  Patent  System  Mousetraps  Inventors",  Fortune,  May, 
1973,  pp.  262-263. 

There  were  five  comments  on  the  unanimous  Court  of  Appeals  decision,  Lai- 
tram Corporation  v.  Deepsouth  Packing  Co.,  Inc.,  443  F.2d  936,  170  U.S.P.Q. 
196 (5th  Cir.  1971),  (which  the  Supreme  Court  majority  reversed)  : 

(1)  Iowa  Law  Review,  Vol.  57,  No.  3,  p.  889  (February,  1972) 

(2)  Texas  International  Law  Journal,  Vol.  7,  No.  2,  p.  325  (Winter,  1972) 

(3)  Texas  Tech  University  Law  Review,  Vol.  3,  No.  1,  p.  216  (Fall,  1971) 

(4)  Houston  Law  Review,  Vol.  9,  No.  2,  p.  379  (November,  1971) 

(5)  Washington  and  Lee  Law  Review,  Vol.  XXIX,  No.  1,  p.  174  (Spring, 
1972) 

Comments  (1)  through  (4)  were  favorable  to  the  Court  of  Appeals  decision 
holding  in  favor  of  the  patent  owner  (which  the  Supreme  Court  majority 
reversed)  and  Comment  (5)  adverse.  I  enclose,  as  Appendix  D  to  this  letter,  a 
copy  of  the  comment  from  the  Iowa  Law  Review ;  my  thanks  to  the  Editors  of 
the  Iowa  Law  Review  for  their  permission  to  include  it  in  this  submission. 

The  arguments  made  in  the  two  (out  of  ten)  academic  journals  favorable  to 
the  bare  Supreme  Court  majority  are  of  no  substance  and  are  easily  rebutted, 
but  the  details  of  rebuttal  do  not  warrant  treatment  here,  although  they  would 
be  available  on  short  notice. 

This  "box  score"  of  academic  comment  is  significant,  as  law  students  often 
are  prone  to  attack  property  rights— even  property  rights  created  by  intellec- 
tual activity.  Yet  the  law  students  have  chosen  to  recognize  the  equities  the 
United  States  inventor  needs  to  adequately  protect  his  invention. 

United  States  patents  are  "personal  property"  (35  U.S.C.  §261).  Yet  the 
Supreme  Court  majority  seems  to  say  that  patents  are  property  which  may  be 
stolen  at  will,  merely  by  separately  wrapping  a  screw. 

This  "end  run"  around  the  patent  laws,  which  allows  the  patent  evader  to 
tell  his  customer  he  has  manufactured  a  machine,  which  the  Supreme  Court 
majority  now  tells  us  is  not  a  machine,  should  be  cut  down  by  remedial  legis- 
lation. 

Respectfully, 

Guy  W.  Shoup. 
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Appexdix  a. — Pkoposed  Patent  Law  Amendment 

The  followins:  .section  to  be  added  to  §271  ,Title  35,  U.S.  Code  (preferably 
as  S271(d),  with  present  §271  (d)  being  reletteretl  as  §271  (e) ). 

§271.  (d)  :  Whoever  makes  or  .sells,  or  actively  induces  the  making  or  selling 
of,  within  the  United  States,  for  iise  outside  the  United  States,  a  material 
com])onent  of  a  patented  macliine,  manufacture,  or  composition  of  m_atter,  con- 
stituting a  material  part  of  the  invention,  and  not  a  staijle  article  or  commod- 
ity of  commerce,  knowing  the  component  to  be  especially  made  or  especially 
adapted  for  use  in  a  machine,  manufacture,  or  composition  of  matter,  which,  if 
made  within  the  United  States,  would  be  an  infringement  of  the  patent,  shall 
be  liable  as  an  infringer. 

Appendix  B 

Notice :  This  opinion  is  sul'.iect  to  formal  revision  before  publication  in  the 
preliminary  print  of  the  United  States  Reports.  Readers  are  requested  to 
notify  the  Reporter  of  Decision.s,  Supreme  Court  of  the  United  States,  Wash- 
ington, D.C.  20543,  of  any  typographical  or  other  formal  errors,  in  order  that 
corrections  may  be  made  before  the  preliminary  print  goes  to  press. 

Supreme  Court  of  thr  United  States 
No.  71-315 

Deepsouth  Packing  Co.,  Inc.,  Petitioner,  v.  The  Laitram  Corporation.  On 
Writ  of  Certiorari  to  the  United  States  Court  of  Appeals  for  the  Fifth  Circuit. 
[May  30,  1972]. 

JilR.  Justice  White  delivered  the  opinion  of  the  Court. 

The  United  States  District  Court  for  the  Eastern  District  of  Louisiana  has 
written : 

"Shrimp,  whether  boiled,  broiled,  barbecued  or  fried,  are  a  gustatory  delight, 
but  they  did  not  evolve  to  satisfy  man's  palate.  Like  other  crustaceans,  they 
wear  their  skeletons  outside  their  bodies  in  order  to  shield  their  savory  pink 
and  white  flesh  against  predators,  including  man.  They  also  carry  their  intes- 
tines, commonly  called  veins,  in  bags  (or  sand  bags)  that  run  the  length  of 
their  bodies.  For  .shrimp  to  be  edible  it  is  necessary  to  remove  their  shells.  In 
addition,  if  the  vein  is  removed,  shrimp  become  more  pleasing  to  the  fastidious 
as  well  as  more  palatable."  ^ 

Such  "gustatory''  observations  are  rare  even  in  those  pescatorily  favored 
federal  courts  I)lissfully  situated  on  the  Nation's  Gulf  Coast,  but  they  are 
properly  recited  in  this  case.  Petitioner  and  respondent  lioth  hold  patents  on 
machines  which  devein  shrimp  more  cheaply  and  efficiently  than  competing 
machinery  or  hand  labor  can  do  the  job.  Extensive  litigation  lielow  has  estab- 
lished that  respondent,  the  Laitram  Corporation,  has  the  superior  claim  and 
that  the  distribution  and  use  of  petitioner  Deepsouth's  machinery  in  this  coun- 
try should  be  enjoined  to  prevent  infringement  of  Laitram's  patents.  Laitratn 
Corporation  v.  Deepsouth  Packing  Co.,  Inc.,  443  F.  2d  928  (CA5  1971).  We 
granted  certiorari,  404  U.S.  1037  (1972),  to  consider  a  related  question:  Is 
Deepsouth,  barred  from  the  American  market  by  Laitram's  patents,  also  fore- 
closed by  the  patent  laws  from  exporting  its  deveiners,  in  less  than  fully 
assembled  form,  for  use  abroad? 

I.  A  rudimentary  understanding  of  the  patents  in  di.spute  is  a  prerequisite 
to  comprehending  the  legal  issue  presented.  The  District  Court  determined  that 
the  Laitram  Cori)oration  held  two  valid  patents  for  machinery  used  in  the 
process  of  deveining  shrimp.  One,  granted  in  1954,^  accorded  Laitram  rights 
over  a  "slitter''  which  exposed  the  veins  of  shi-imp  by  u.sing  water  pressure 
and  gravity  to  force  the  shrimp  down  an  inclined  trough  studded  with  razor 
blades.  As  the  shrimp  descend  through  the  trough  their  backs  are  slit  by  the 
blades  or  other  knife-like  objects  arranged  in  a  zig-zag  pattern.  The  second 
patent,  granted  in  1957,  covers  a  "tumbler,"  "a  device  to  mechanically  remove 
substantially  all  veijis  from  shrimp  whose  backs  have  previously  been  slit," 
App.  127,  by  the  machines  described  in  the  1954  patent.  This  invention  uses 


1  The  Laitram  Corporation  v.  Deepsouth  Packing  Co.,  Inc.,  301  F.  Supp.  10.37,  1040 
(lOfitt). 

2  This  patent  expired  shortly  before  argument  In  this  court  and  Is  therefore  not  relevant 
to  Laitram's  claim  for  injtmctive  relief.  It  is  descrilied,  however,  because  Laitram  claims 
damages  for  Deepsouth's  asserted  past  exportation  of  the  parts  of  this  machine. 
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streams  of  water  to  carry  slit  shrimp  into  and  then  out  of  a  revolving  drum 
fabricated  from  commercial  sheet  metal.  As  shrimp  pass  through  the  drum  the 
hooked  "lips"  of  the  punched  metal,  "projecting  at  an  acute  angle  from  the 
supporting  member  and  having  a  smooth  roinuled  free  edge  for  engaging 
beneath  the  vein  of  a  shrimp  and  for  wedging  the  vein  between  the  lip  and 
the  s^ipporting  member,"  App.  131,  engage  the  veins  and  remove  them. 

Both  the  slitter  and  the  tumbler  are  combination  patents.  That  is, 

"None  of  the  parts  referred  to  are  new,  and  none  are  claimed  as  new;  nor  is 
any  portion  of  the  combination  less  than  the  whole  claimed  as  new,  or  stated 
to  produce  any  given  result.  The  end  in  view  is  proposed  to  be  accomplished 
by  the  union  of  all,  arranged  and  combined  together  in  the  manner  described. 
And  this  combination,  composed  of  all  the  parts  mentioned  in  the  specification, 
and  arranged  with  reference  to  each  other,  and  to  other  parts  of  the 
[machine]  in  the  manner  therein  described,  is  stated  to  be  the  improvement, 
and  is  the  thing  patented."  Prouty  v.  Buy  gits,  IG  Petrs.  336,  341  (1842). 
Tlie  slitter's  elements  as  recited  in  Laitram's  patent  claim  were :  an  inclined 
trough,  a  "knife"  (actually,  knives)  positioned  in  the  trough,  and  a  means 
(water  sprayed  from  jets)  to  move  the  shrimp  down  the  trough.  The  tumbler's 
elements  include  a  "lip,"  a  "support  member"  and  a  '"means"  (water  thrust 
from  jets).  As  is  usual  in  combination  patents,  none  of  the  elements  in  either 
of  these  patents  were  themselves  patentable  at  the  time  of  the  patent,  nor  are 
they  now.  The  means  in  both  inventions,  moving  water,  was  and  is,  of  course, 
commonplace.  (It  is  not  suggested  that  Deepsouth  infringed  Laitram's  patents 
by  its  use  of  water  jets.)  The  cutting  instruments  and  inclined  troughs  used  in 
slitters  were  and  are  commodities  available  for  general  use.  The  structure  of 
the  lip  and  support  member  in  the  tumbler  were  hardly  novel :  Laitram  eon- 
cedes  that  the  inventors  merely  adapted  punched  metal  sheets  ordered  from  a 
commercial  catalog  in  order  to  perfect  their  invention.  The  patents  were  war- 
ranted not  by  the  novelty  of  their  elements  but  by  the  novelty  of  the  combina- 
tion they  represented.  Invention  was  recognized  because  Laitram's  assignors ' 
combined  ordinary  elements  in  an  extraordinary  way — a  novel  union  of  old 
means  was  designed  to  achieve  new  ends.^  Tlius,  for  both  inventions  "the 
whole  in  some  way  exceed [ed]  the  sum  of  its  parts.''  Great  AdP  Tea  Co.  v. 
Sitiicrmarkct  Equipment  Corp.,  340  U.S.  147,  152   (1950). 

II.  The  lower  court's  decision  that  Laitram  held  valid  combination  patents 
entitled  the  corporation  to  the  privileges  bestowed  by  35  U.  S.  C.  §  154,  the 
keystone  provision  of  the  patent  code.  "For  the  term  of  seventeen  years"  from 
the  date  of  the  patent,  Laitram  had  "the  right  to  exclude  others  from  making, 
using  or  selling  the  invention  throughout  the  United  States  .  .  .  ."  The  §  154 
right  in  turn  provides  the  basis  for  affording  the  patentee  an  injunction 
against  direct,  induced,  and  contributory  infringement,  35  U.  S.  C.  §  283,  or  an 
awai'd  of  damages  when  such  infringement  has  already  occurred,  35  U.  S.  C. 
§  2S4.  Infringement  is  defined  by  35  U.  S.  C.  §  271  in  terms  wliich  follow  those 
of  §  154 : 

"(a)  Except  as  otherwise  provided  in  this  title,  whoever  without  authority 
makes,  uses  or  sells  any  patented  invention,  within  the  United  States  during 
the  term  of  the  patent  therefor,  [directly]  infringes  the  patent. 

"(b)  Wiioever  actively  induces  infringement  of  a  patent  shall  be  liable  as  an 
infringer. 

"(c)  Whoever  sells  a  component  of  a  patented  machine,  manufacture,  combi- 
nation or  composition,  or  a  material  or  apparatus  for  use  in  practicing  a  pat- 
ented process,  constituting  a  material  part  of  the  invention,  knowing  the  same 
to  lie  especially  made  or  especially  adapted  for  use  in  an  infringement  of  such 
patent,  and  not  a  staple  article  or  commodity  of  commerce  suitable  for  sub- 
stantial noninfringing  use,  shall  be  liable  as  a  contributoi-y  infringer." 

As  a  result  of  these  provisions  the  judgment  of  Laitram's  patent  superiority 
forecloses  Deepsouth  and  its  customers  from  any  future  use  (other  than  a  use 


"  The  machines  were  developed  by  two  brothers  who  are  now  president  and  vice- 
president  of  the  Laitram  Corporation.  The  patents  are  in  their  names,  but  have  been 
assigned  to  the  corporation. 

^  The  District  Court  wrote  : 
"Def.  urges  that  the  [1057]  patent  Is  Invalid  as  aggregative,  anticipated  by  the  prior 
art,  obvious,  described  In  functional  language,  overbroad,  and  Indefinite.  While  It  Is  clear 
that  the  elements  in  the  .  .  .  patent,  especially  the  punch  lip  material,  had  been  available 
for  a  considerable  period  of  time,  when  combined  they  coact  In  such  a  manner  to  perform 
a  new  function  and  produce  new  results."  301  F.  Supp.  1037,  1063  (1969). 
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approved  by  Laitram  or  occurring  after  the  Laitram  patent  has  expired)  of  it» 
deveiners  "throii.cliout  the  United  States."  The  patent  provisions  taken  in  con- 
junction with  thi  judgment  below  also  entitle  Laitram  to  the  injunction  it  has 
received  prohibiting  Deepsouth  from  continuing  to  "make"  or  once  made,  to 
"sell,"  deveiners  "throughout  the  United  States."  Further,  Laitram  may 
recover  damages  for  any  past  unauthorized  use,  sale  or  making  "throughout 
the  United  States."  This  much  is  not  disputed. 

But  Deepsouth  argues  that  it  is  not  liable  for  every  type  of  past  sale  and 
that  a  portion  of  its  future  business  is  salva gable.  Section  154  and  related  pro- 
visions obviously  are  intended  to  grant  a  patentee  a  monopoly  only  over  the 
United  States  market ;  they  are  not  intended  to  grant  a  patentee  the  bonus  of 
a  favored  position  as  a  flagship  company  free  of  American  competition  in 
international  commerce.  Deepsouth,  barred  from  itself  using  its  deveining 
machines,  or  from  inducing  others  to  use  them  "throughout  the  United  States," 
barred  also  from  making  and  selling  the  machines  in  the  United  States  seeks 
to  make  the  parts  of  deveining  machines,  to  sell  them  to  foreign  buyers,  and 
to  have  the  buyers  assemble  the  parts  and  use  the  machines  abroad.^  Accord- 
ingly, Deepsouth  seeks  judicial  approval,  expressed  through  a  modification  or 
interpretation  of  the  injunction  against  it,  for  continuing  its  practice  of  ship- 
ping deveining  equipment  to  foreign  customers  in  three  separate  boxes,  each 
containing  only  parts  of  the  one  and  three  quarter  ton  machines,  yet  the  whole 
assemblable  in  less  than  one  hour.^  The  company  contends  that  by  this  means 
both  the  "making"  and  the  "use"  of  the  machines  occur  abroad  and  Laitram's 
lawful  monopoly  over  the  making  and  use  of  the  machines  throughout  the 
United  States  is  not  infringed. 

Laitram  counters  that  this  course  of  conduct  is  based  upon  a  hyper-technical 
reading  of  the  patent  code  which  it  tolerated  will  deprive  it  of  its  right  to  the 
fruits  of  the  inventive  genius  of  its  assignors.  "The  right  to  make  can  scarcely 
be  made  plainer  by  definition  .  .  .  ,"  Bauer  v.  O'Donnell  ,229  U.S.  1,  10  (1913). 
Deepsouth  in  all  respects  save  final  joinder  of  the  parts  "makes"  the  invention. 
It  does  so  with  the  intent  of  having  the  foreign  user  effect  the  combination 
without  Laitram's  permission.  Deepsouth  sells  these  components  as  though 
they  were  the  machines  themselves ;  the  act  of  assembly  is  regarded,  indeed 
advertised,  as  of  no  importance. 

The  DistrictCourt,  faced  with  this  dispute,  noted  that  three  prior  circuit 
courts  had  considered  the  meaning  of  "making"  in  this  context  and  that  all 
three  had  resolved  the  question  favorably  to  Deepsouth's  position.  See  Hewitt- 
Robins,  Inc.  V.  Link-Belt  Co.,  371  F.  2d  22.5  (CAT  1966),  Cold  Metal  Process 
Co.  V.  United  Eng'r  Foundry  Co.,  235  F.  2d  224  (CA3  1956),  and  Radio  Corpo- 
ration of  America  v.  Andrea,  79  F.  2d  626  (CA2  1935).  The  District  Court  held 
that  its  injunction  should  not  be  read  as  prohibiting  export  of  the  elements  of 
a  combination  patent  even  when  those  elements  could  and  predictably  would  be 
combined  to  form  the  whole. 

"It  may  be  urged  that  [this]  result  is  not  logical.  .  .  .  But  it  is  founded  on 
twin  notions  that  underlie  the  patent  laws.  One  is  that  a  combination  patent 
protects  only  the  combination.  The  other  is  that  monopolies — even  those  con- 
ferred by  patents — are  not  viewed  with  favor.  These  are  logic  enough."  The 
Laitram  Corp.  v.  Deep.^outh  Packing  Co.,  Inc.,  310  F.  Supp.  926,  929  (1970). 

The  Fifth  Circuit  Court  of  Appeals  reversed,  thus  departing  from  the  estab- 
lished rules  of  the  Second,  Third,  and  Seventh  Circuits.  In  the  Fifth  Circuit 
panel's  opinion,  those  previous  courts  which  considered  the  question  "worked 
themselves  into  ...  a  conceptual  box"  by  adopting  "an  artificial,  technical  con- 
struction" of  the  patent  laws,  a  construction,  moreover,  which  in  the  opinion 
of  the  panel,  "[subverted]  the  Constitutional  scheme  of  promoting   (the  Prog- 


s  Dpf-psoiith  is  entirely  straljrht-forward  In  Indlcatlnjj  that  Its  course  of  conduct  Is 
motivated  by  a  desire  to  avoid  patent  Infringrement.  Its  president  wrote  a  Brazilian 
customer  : 

"We  are  handicapped  by  a  decision  apalnst  us  In  the  United  States.  This  was  a  very 
technical  decision  and  we  can  manufacture  the  entire  machine  without  any  complication 
In  the  Ignited  States,  with  the  exception  that  there  are  two  parts  that  must  not  be 
assembled  in  the  TTnlted  States,  but  assembled  after  the  machine  arrives  in  Brazil." 

Quoted  in  Laitram  Corp.  v.  Derp.wuth  Packing  Co.,  44."  F.  2d  n2S,  fl.'^S    (CA.^)  lf)71). 

"As  shipped,  Deepsouth's  tumbler  contains  .a  develnlnp  belt  different  from  Laitram's 
support  member  and  lip.  But  the  Laitram  elements  are  includpd  In  a  separate  box  and 
the  Di-epsouth  tumbler  Is  made  to  accommodate  the  Laitram  elements.  The  record  shows 
that  many  customers  will  use  the  machine  with  the  I<altram  parts. 
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ress  of  Science  and  the  useful  Arts)"  by  allowing  an  intrusion  on  a  patentee's 
rights,  443  F.  2d  936,  938-939  (1971),  citing  U.S.  Constitution,  Art.  I,  §  8. 

III.  We  disagree  with  the  Fifth  Circuit  Court  of  Apiteals.^  Under  the  common 
law  the  inv^entor  had  no  right  to  exclude  others  from  making  and  using  his 
invention.  If  Laitram  lias  a  right  to  suppn^ss  Deepsouth's  export  trade  it  must 
be  derived  from  its  patent  grant,  and  thus  from  tlie  patent  statute.^  We  find 
that  35  U.S.C.  §  271,  the  provision  of  the  patent  laws  on  which  Laitram  relies, 
does  not  support  its  claim. 

Certainly  if  Deepsouth's  conduct  were  intended  to  lead  to  use  of  patented 
deveiners  inside  the  United  States  its  production  and  sales  activity  would  be 
subject  to  injunction  as  an  induced  or  contributory  infringement.  But  it  is 
established  that  there  can  be  no  contributory  infringement  without  the  fact 
or  intention  of  a  direct  infringement.  "In  a  word,  if  there  is  no  [direct] 
infringement  of  a  patent  there  can  be  no  contributory  infringer."  Mercoid 
Corp.  v.  Mid-Continent  Co.,  320  U.S.  661,  667  (1944)  (Justice  Frankfurter  dis- 
senting on  other  grounds).  Aro  Manufacturing  v.  Convertible  Replacement  Top 
Co.  365  U.S.  336,  341-342   (1961),  succinctly  articulates  the  law: 

"It  is  plain  that  §  271(c) — a  part  of  the  Patent  Code  enacted  in  1952 — made 
no  change  in  the  fundamental  precept  that  there  can  be  no  contributory  infringe- 
ment in  the  absence  of  a  direct  infringement.  That  section  defines  contributory 
infringement  in  terms  of  direct  infringement — namely  the  sale  of  a  component 
of  a  patented  combination  or  machine  for  use  'in  an  infringement  of  such 
patent.'  " 

The  statute  makes  it  clear  that  it  is  not  an  infringement  to  make  or  use  a 
patented  product  outside  of  the  United  States.  35  U.S.C.  §  271.  See  also  Dowa- 
ffiac  Mfg.  v.  Minnesota  Moline  Plow  Co.,  235  U.S.  641,  650  (1915),  Broivn  v. 
Duchesne,  19  How.  (60  U.S.)  183  (1856).  Thus  in  order  to  secure  the  injunc- 
tion it  seeks  Laitram  must  show  a  §  271(a)  direct  infringement  by  Deepsouth 
in  the  United  States,  that  is,  that  Deepsouth  "makes,"  "uses,"  or  "sells"  the 
patented  product  within  the  bounds  of  this  country. 

Laitram  does  not  suggest  that  Deepsouth  "uses"  the  machines.  Its  argument 
that  Deepsouth  sells  the  machine.s— based  primarily  on  Deepsouth's  sales 
rhetoric  and  related  indica  such  as  price  9— cannot  carry  the  day  unless  it  can 
be  shown  that  Deepsouth  is  selling  the  "patented  invention."  The  sales  ques- 
tion thus  resolves  itself  into  the  question  of  manufacture :  did  Deepsouth 
"make"  (and  then  sell)  something  cognigable  under  the  patent  law  as  the 
invention,  or  did  it  "make"  (and  then  sell)  something  which  fell  short  of 
infringement? 

The  Court  of  Appeals,  believing  that  the  word  "makes"  should  be  accorded 
"a  construction  in  keeping  with  the  ordinary  meaning  of  that  term,"  443  F.  2d, 
at  938,  held  against  Deepsouth  on  the  theory  that  "makes"  "means  what  it 
ordinarily  connotes — the  substantial  manufacture  of  the  constituent  parts  of 
the  machine."  Id.,  at  939.  Passing  the  question  of  whether  this  defintion  more 
closely  corresponds  to  the  ordinary  meaning  of  the  term  than  that  offered  by 
Judge  Swan  in  Andrea  35  years  earlier  (some  thing  is  made  when  it  reaches 
the  state  of  final  "operable"  assembly),  we  find  the  Fifth  Circuit's  definition 
imacceptable  because  it  collides  head-on  with  a  line  of  decision  so  firmly 
embedded  in  our  patent  law  as  to  be  unassailable  absent  a  congressional 
recasting  of  the  statute. 

We  cannot  endorse  the  view  that  the  "substantial  manufacture  of  the  con- 
stituent parts  of  a  machine"  constitutes  direct  infringement  when  we  have  so 
often  held  that  a  combination  patent  protects  only  against  the  operable  assem- 
bly of  the  whole  and  not  the  manufacture  of  its  parts.  "For  as  we  pointed  out 


"For  slmnllclty's  sako,  wp,  like  the  lower  eourts.  will  discuss  only  Deepsouth's  elalm  as 
to  permissible  future  conrluet.  It  Is  obvlons,  however,  that  what  we  say  as  to  the  scope 
of  the  Injunction  In  Laltram's  favor  applies  also  to  the  calculation  of  damages  which 
Laitram  may  recover. 

8  "But  the  rlsrht  of  property  which  a  patentee  has  In  his  Invention,  and  his  right  to  Its 
exclusive  use.  Is  derived  altogether  from  these  statutory  provisions  :  and  this  court  have 
always  held  that  an  Inventor  has  no  right  of  property  in  his  Invention,  upon  whleh  he 
can  maintain  a  suit,  unless  he  obtains  a  patent  for  It.  according  to  the  Acts  of  Congress  : 
and  that  his  rights  are  to  be  regulated  and  measured  by  these  laws,  and  cannot  go  beyond 
them."  Brown  v.  Duchesne,  lf»  How.  (00  U.  S.)   IS.^.  19.t  (IS.TG). 

9  Deepsouth  sold  the  less  than  completely  assembled  machine  for  the  same  price  as  It 
had  sold  fully  assembled  mnchl.ies.  Its  advertisements,  correspondence,  and  invoices  fre- 
quently referred  to  a  "machine"  rather  than  to  a  kit  or  dlsas-serabled  parts.  See  respond- 
ents brief,  pp.  8-11. 
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in  Mercoid  v.  Mid-Continent  Investment  Co.,  [320  U.S.  661,  676]  ...  a  patent 
on  a  combination  is  a  i)atent  on  the  assembled  or  functioning  whole,  not  on 
the  separate  parts."  Mercoid  Corp.  v.  Minneapolis  Honeyivell  Regulator  Co., 
320  U.S.  680,  684  (1944).  See  also  Leeds  and  Catlin  Co.  v.  Victor  Talking 
Machine  Co.,  213  U.S.  .301 : 

"A  combination  is  a  union  of  elements,  which  may  be  partly  old  and  partly 
new,  or  wholly  old  or  wholly  new.  But  whether  new  or  old  the  combination  is 
a  means — an  invention — distinct  from  them.  Id.,  318. 

*  *  ♦  »  ♦ 

"[0]ne  element  is  not  the  combination.  Indeed,  all  the  elements  are  not.  To 
be  that, — to  be  identical  with  the  invention  of  the  combination, — they  must  be 
united  by  the  same  operative  law."  Id.,  at  320. 
And  si'e  Brown  v.  Guild,  90  U.S.  181  (1874).  In  sum. 

"[I]f  anything  is  settled  in  the  patent  law,  it  is  that  the  combination  patent 
covers  only  the  totality  of  elements  in  the  claim  and  that  no  element,  sepa- 
rately viewed,  is  within  the  grant.  Aro  Mfg.  Co.  v.  Convertible  Top  Replace- 
ment Co.,  365  U.S.  336,  344  (1961)." 

It  was  this  basic  tenet  of  the  patent  system  which  led  Judge  Swan  to  hold 
in  the  leading  case.  Radio  Corp.  of  America  v.  Andrea,  79  F.  2d  626  (1935), 
that  unassembled  export  of  the  elements  of  an  invention  did  not  infringe  the 
patent. 

"[The]  relationship  is  the  essence  of  the  patent.  ...  No  wrong  is  don  ethe 
patentee  until  the  combination  is  formed.  His  monopoly  does  not  cover  the 
manufacture  or  sale  of  separate  elements  capable  of  being,  but  never  actually, 
associated  to  form  the  invention.  Only  when  such  association  is  made  is  there 
a  direct  infringement  of  his  monopoly,  and  not  even  then  if  it  is  done  outside 
the  territory  for  which  the  monopoly  was  granted."  Id.,  at  628. 
See  also  Cold  Metal  Process  Co.  v.  United  Engineer  and  Fdry,  Co.,  235  F.  2d 
224.  230  (CA3  1956)  ("We  are  in  full  accord  with  the  rule  thus  laid  down  in 
the  Andrea  case  and  we  think  that  the  master  and  the  District  Court  were 
right  in  applying  it  here"),  Ilewitt-Robins  Inc.  v.  Link  Belt  Co.,  371  F.  2d  225, 
229  (CA7  1966)    (to  the  same  effect). 

We  reaffirm  this  conclusion  today. 

IV.  It  is  said  that  this  conclusion  is  derived  from  too  narrow  and  technical 
an  interpretation  of  the  statute  and  that  this  Court  should  focus  on  the  consti- 
tutional mandate 

*♦*•**♦♦ 
"To  Promote  the  Progress  of  Science  and  useful  Arts,  by  securing  for  lim- 
ited Times  to  Authors  and  Inventors  the  exclusive  Right  to  their  respective 
Writings  and  Discoveries.  .  .  .  Art.  I,  §  8. 

and  construe  the  statute  in  a  manner  that  would,  allegedly,  better  reflect  the 
policy  of  the  framer. 

We  cannot  accept  this  argument.  The  direction  of  Art.  I  is  that  Congress  shall 
have  the  power  to  promote  the  progress  of  science  and  the  useful  arts.  When, 
as  here,  the  Constitution  is  permissive,  the  sign  of  how  far  Congress  has 
chosen  to  go  can  come  only  from  Congress.  We  are  here  construing  the  pro- 
visions of  a  statute  passed  in  19.52.  The  prevailing  law  in  this  and  other 
courts  as  to  what  is  necessary  to  show  a  patentable  invention  when  a  com- 
bination of  old  elements  is  claimed  was  clearly  evident  from  the  cases  when 
the  Act  was  pa.ssed ;  and  at  that  time  Andrea,  representing  a  specific  application 
of  the  law  of  infringement  with  respect  to  the  export  of  elements  of  a  com- 
bination patent,  was  17  years  old.  When  Congress  drafted  §  271,  it  gave  no 
indication  that  it  desired  to  change  either  the  law  of  combination  patents  as 
relevant  here  or  the  ruling  of  Andrea. ^o  Nor  has  it  on  any  more  recent  occasion 
indicated  that  it  wanted  the  patent  privilege  to  run  farther  than  it  was  under- 
stood to  nui  for  35  years  prior  to  the  action  of  he  Cour  of  Appeals  for  the 
Fifth  Circuit. 

Moreover,  we  must  consider  petitioner's  claim  in  light  of  this  Nation's  his- 
torical antipathy  to  monopoly  ^^  and  of  repeated  congressional  efforts  to  pre- 


'«Whon  S  271  wns  dmfted  and  submlttod  to  the  Sfnate  In  1052,  Senator  Saltonsall 
asked  :  "Poos  the  hiil  rhnnce  the  law  in  any  way  or  only  codify  the  present  patent  laws?' 
Senator  McCarran.  Chairman  of  the  .Tiidlclarv  Committee,  responded :  "It  codifies  the 
present  patent  laws  "  ns  Conp.  Rec.  9.^,2.3  (July  4,  1052). 

"  See  the  discussion  In  Oraham  v.  John  Deere,  383  U.  S.  1,  7fl  (1966). 
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serve  aud  foster  competition.  As  this  Court  recently  said  without  dissent : 

"[I]u  rewarding  useful  invention,  the  'rights  and  welfare  of  the  community 
must  be  fairly  dealt  with  and  effectually  guarded.'  Kendall  v.  Wvnsor,  21  How. 
322,  329  (1S59).  To  that  end  the  prerequisites  to  obtaining  a  patent  are 
strictly  observed,  and  when  the  patent  has  issued  the  limitations  on  its  exer- 
cise are  equallv  strictly  enforced."  Sears,  Roebuck  and  (Jo.  v.  Stiffel  Co.,  376 
U.S.  22.".,  230  (19G4). 

It  follows  that  we  should  not  expand  patent  rights  by  overruling  or  modifying 
our  prior  cases  construing  the  patent  statutes,  unless  the  argument  for  expan- 
sion of  privilege  is  based  on  more  than  mere  inference  from  ambiguous  statu- 
tory language.  We  would  require  a  clear  and  certain  signal  from  Congress 
before  approving  the  position  of  a  litigant  who,  as  respondent  here,  argues 
that  the  boaehliead  of  privilege  is  wider  and  the  area  of  public  use  narrower, 
than  courts  had  previously  thought.  No  such  signal  legitimizes  respondent's 
position  in  this  litigation. 

In  conclusion,  we  note  that  what  is  at  stake  here  is  the  right  of  American 
companies  to  compete  with  an  American  patent  holder  in  foreign  markets.  Our 
patent  system  makes  no  claim  to  extraterritorial  effect,  "these  acts  of  Congress 
do  not.  and  were  not  intended  to,  operate  beyond  the  limits  of  the  United 
Statea,"  Broivn  v.  Durheme,  19  How.  183,  19.5  (1856),  and  we  correspondingly 
reject  the  claims  of  others  to  such  control  over  reject  the  claims  of  otliers  to 
such  control  over  our  markets.  Cf.  Boesch  v.  Graff,  133  U.S.  697,  703  (1890). 
To  the  degree  that  the  inventor  needs  protection  in  markets  other  than  those 
of  this  country,  the  wording  of  35  U.S.C.§§  154  and  271  reveal  a  congressional 
intent  to  have  him  seek  it  abroad  througli  patents  secured  in  countries  where 
his  goods  are  being  used.  Respondent  holds  foreign  patents ;  it  does  not  ade- 
quately explain  why  it  does  not  avail  itself  of  them. 

V.  In  sum :  the  case  and  statutory  law  resolves  this  case  against  the 
respondent.  When  so  many  courts  have  so  often  held  what  appears  so  evident 
— a  combination  patent  can  be  infringed  only  by  combination — we  are  not  pre- 
pared to  break  the  mould  and  begin  anew.  And  were  the  matter  not  so 
resolved,  we  would  still  insist  on  a  clear  congressional  indication  of  intent  to 
extend  the  patent  privilege  before  we  could  recognize  the  monopoly  here 
claimed.  Such  an  indication  is  lacking.  Accordingly,  the  judgment  of  the  Court 
of  Appeals  for  the  Fifth  Circuit  is  reversed  and  the  case  is  remanded  for  pro- 
ceedings consistent  with  this  opinion. 

It  is  so  ordered. 

SxjpREME  Court  of  the  United  States 
No.  71-315 

Deepsouth  Packing  Co.,  Inc.,  Petitioner,  v.  The  Laitram  Corporation.  On 
Writ  of  Certiorari  to  the  United  States  Court  of  Appeals  for  the  Fifth  Circuit. 
[May  30.  1972]. 

Mr.  Justice  Blackmun,  with  whom  The  Chief  Justice,  Me.  Justice 
Powell,  and  Mr.  Justice  Rehnquist  join,  dissenting. 

Because  our  grant  of  certiorari  was  limited.  404  U.S.  1037  (1972),  the  cus- 
tomarily presented  issues  of  patent  validity  and  infringement  are  not  before  us 
in  this  case.  I  necessarily  accept,  therefore,  the  conclusion  that  the  Laitram 
patents  are  valid  and  that  the  Deepsouth  deveining  machine,  when  manufac- 
tured and  assembled  in  the  United  States,  is  an  infringement.  The  Court  so 
concedes.  The  Court,  however,  denies  Laitram  patent  law  protection  against 
Deepsouth's  manufacture  and  assembly  when  the  mere  assembly  is  effected 
abroad.  It  does  so  on  the  theory  that  there  then  is  no  "making"  of  the  pat- 
ented invention  in  the  United  States  even  though  every  part  is  made  here  and 
Deepsoutli  ships  all  the  parts  in  response  to  an  order  from  abroad. 

With  all  respect,  this  seems  to  me  to  be  too  narrow  a  reading  of  35  U.S.C.  §§ 
154  and  271(a).  I.  In  addition,  the  result  is  unduly  to  reward  the  artful  com- 
petitor who  uses  another's  invention  in  its  entirety  and  who  seeks  to  profit 
tliereby.  Deepsouth  may  be  admissive  and  candid  or,  as  the  Court  describes  it, 
ante,  at  6  n.  5.  "straightforward,"  in  its  sales  "rhetoric."  ante,  at  9-10.  but  for 
me  that  rhetoric  reveals  the  very  iniquitous  and  evasive  nature  of  Deepsouth's 
operations.  I  do  not  see  how  one  can  escaj^e  the  conclusion  that  the  Deepsouth 
machine  was  made  in  the  United  States,  within  the  meaning  of  the  protective 
language  of  §§  154  and  271(a).  The  situation,  perhaps,  would  be  different  were 
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parts,  or  even  only  one  vital  part,  manufactured  abroad.  Here  everything  was 
accomplished  in  this  country  except  putting  the  pieces  together  as  directed  (an 
operation  which,  as  Deepsouth  represented  to  its  Brazilian  prospect,  would 
"take  less  than  one  hour"),  all  much  as  the  fond  father  does  with  his  little 
daughters  doll  house  on  Christmas  Eve.  To  say  that  such  assembly,  accom- 
plished abroad,  is  not  the  prohibited  combination  and  that  it  avoids  the  re- 
strictions of  our  patent  law,  is  a  bit  too  much  for  me.  The  Court  has  opened 
the  way  to  deny  the  holder  of  the  United  States  combination  patent  the  bene- 
fits of  his  invention  with     respect  to  sales  to  foreign  purchasers. 

I  also  suspect  the  Court  substantially  overstates  when  it  describes  Radio 
Corp.  of  America  v.  Andrea,  79  F.  2d  626  (CA2  1935),  as  a  "leading  case," 
ante,  at  11,  and  when  it  imputes  to  Congress,  in  drafting  the  1952  statute, 
an  awareness  of  Andrea's  "prevailing  law,"  ante,  at  12.  Andrea  was  seriously 
undermined  only  two  years  after  its  promulgation,  when  the  Court  of  Appeals 
modified  its  decree  on  a  second  review.  Radio  Corp.  of  America  v.  Andrea, 
90  F.2d  612  (CA2  1937).  Its  author,  Judge  Swan  himself,  somewhat  ruefully 
allowed  that  his  court  was  overruling  the  earlier  decision.  Id.,  at  615.  I 
therefore  would  follow  the  Fifth  Circuit's  opinion  in  the  present  case,  443 
F.  2d  9,36  (1971),  and  would  reject  the  reasoning  in  the  older  and  weakened 
Andrea  opinion  and  in  the  Thii-d  and  Sevent  Circuit  opinions  that  merely 
follow  it. 

By  a  process  of  only  the  most  rigid  construction,  the  Court,  by  its  decision 
today,  fulfills  what  Judge  Clark,  in  his  able  opinion  for  the  Fifth  Circuit,  dis- 
tressingly forecast : 

".  .  .  To  liold  otherwise  [as  the  Court  does  today]  would  subvert  the  Consti- 
tutional scheme  of  promoting  'the  Progress  of  Science  and  useful  Arts,  by  se- 
curing for  limited  Times  to  Authors  and  Inventors  the  exclusive  Right  to  their 
respective  Writings  and  Discoveries.'  U.S.  Const.,  Art.  I,  §  S.  CI.  8.  It  would 
allow  an  infringer  to  set  up  shop  next  door  to  a  patent-protected  inventor  whose 
product  enjoys  a  substantial  fcn-eign  market  and  deprive  him  of  this  valuable 
busines.  If  this  Constitutional  protection  is  to  be  fully  effectuated,  it  must 
extend  to  an  infringer  who  manufactures  in  the  United  States  and  then 
captures  the  foreign  markets  from  the  patentee.  The  Constitutional  mandate 
cannot  be  limited  to  just  manufacturing  and  selling  within  the  United  States. 
The  fringer  would  then  I>e  allowed  to  reap  the  fruits  of  the  American  economy 
^t(H-hnology,  labor,  materials,  etc. — but  would  not  be  suJiject  to  the  responsi- 
bilities of  the  American  patent  laws.  We  cannot  permit  an  infringer  to  enjoy 
these  benefits  and  then  be  allowed  to  strip  awav  a  portion  of  the  patentee's 
protection."  443  F.  2d.  at  939. 

I  share  the  Fifth  Circuit's  concern  and  I  therefore  dissent. 

Appendix   C 
Yanderbilt  Law  Review,  Vol.  26,  No.  1  (January,  1973) 

PATENT  LAW — INFKINGEMEXT  OF  COMBINATION  PATENT — A  PATENTED  MACHINE 
WHOSE  PARTS  ARE  PRODUCED  IN  THE  UNITED  .STATES  IS  NOT  "ifADE"  WITHIN  THE 
UNITED  STATES  WITHIN  THE  MEANING  OF  SECTION  271(a)  OF  THE  PATENT  ACT  IF 
ITS  COMPONENT  PARTS  ARE  EXPORTED  IN  UNASSEMBLED  FORM 

Appellant,  Deepsouth  Packing  Company,  sought  modification  ^  of  an  injunc- 
tion preventing  it  from  manufacturing  and  exporting  component  parts  of  a 
shrimp-cleaning  device  upon  which  appelle.  the  Laitram  Corporation,  held  a 
combination  patent.-  Ai)ppl]ant  contended  that  its  manufacture  of  the  elements 
of  a  combination  patent  within  the  United  States  and  subsequent  exportation 
of  those  parts  in  unassembled  form   was  not  an  infringement  under   section 


1  The  Injimetlon  prpvented  Deepsouth  from  mfxnufncturlns:  and  exportlnff  the  device  In 
unnssemWofl  form.  Appellant  f;ou;Erht  to  modify  the  Injunction  so  that  it  could  export  the 
machine  in  unnssemhled  form. 

-A  combination  patent  is  one  in  which  "fnlone  of  the  parts  referred  to  are  new,  and 
none  are  claimed  as  new  :  nor  is  any  portion  of  the  combination  loss  than  the  whole 
claimed  as  new,  or  stated  to  produce  any  jriven  result.  The  end  in  view  is  proposed  to 
he  accomplished  by  the  union  of  all,  arrnnped  and  combined  together  in  the  manner 
described.  And  this  combination,  composed  of  all  parts  mentioned  in  the  specification,  and 
arranged  with  reference  to  each  other,  and  to  other  parts  of  the  fmachine]  In  the  manner 
therein  des'>rihed,  is  stated  to  be  the  imnrovement.  and  is  the  thlnsr  patented."  Deepsouth 
Packing  Co.  v.  Laitram  Corp..  406  U.S.'  518,  520-21  (1972),  citing  Prouty  v.  Ruegles. 
41  U.S.   (IG  Pet.)  336,  .^41   (1S42). 
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271(a)  of  the  Patent  Act,3  because  the  patented  invention  itself  was  not 
"made"  within  the  United  States,*  and  that  an  injunction  prohibiting  such 
practices  therefore  is  not  authorized  by  the  Patent  Act.  Appellee  maintained 
that  an  apparatus  is  made  within  the  United  States  witliin  tlie  meaning  of 
section  271(a)  if  the  component  parts  are  manufactured  in  tlie  United  States 
and  exported  with  the  intention  of  having  the  foreign  ust-r  assembU^  tliose 
parts  into  the  patented  object.  The  district  court  foiuid  that  no  enjoinable 
patent  violation  had  occurred  and  modified  the  injunction.''  Tlie  United  States 
Court  of  Appeals  for  the  Fifth  Circuit  reversed,  applying  a  "substantial  manu- 
facture" test  to  hold  that  a  device  is  considered  to  be  "made"  witliin  the 
United  States  if  its  parts  are  produced  in  this  country  and  can  be  transformed 
into  the  patented  combination  through  a  relatively  simple  assembly  process.^ 
On  appeal  to  the  United  States  Supreme  Court,  held,  reversed.  Under  section 
271(a)  of  the  Patent  Act,  an  invention  with  a  combination  patent  whose  parts 
are  produced  in  the  United  States  is  not  "made"  within  the  United  States  if 
those  parts  are  exported  in  unassembled  form.  Deepsouth  Packing  Co.  v.  Lai- 
tram  Corp.,  406  U.S.  518  (1972). 

At  common  law,  inventors  had  no  legal  means  of  excluding  other  manufac- 
turers from  making,  using,  or  selling  their  inventions."  In  order  to  "promote 
the  progress  of  the  useful  arts."  the  drafters  of  the  Constitution  provided  Con- 
gress with  the  power  to  establish  a  patent  system  and  to  grant  inventors  the 
exclusive  right  to  control  the  u.se  of  their  discoveries  for  a  limited  period  of 
time.^  Congress  implemented  this  constitutional  mandate  early  in  American 
jurispriidence  through  the  passage  of  patent  acts  in  1790,  1836.  and  1870.^ 
Presently,  the  Patent  Act  of  1952  provides  protection  to  patent  holders  from 
those  who  seek  to  infringe  upon  the  rights  afforded  by  the  act.^"  The  protec- 
tion afforded  by  a  patent  benefits  both  the  inventor  and  society  because  it 
encourages  the  inventor  to  disclose  his  novel  idea  to  the  public  and.  at  the 
same  time,  protects  the  inventor's  discovery  from  being  stolen  and  capitalized 
upon  by  another.  In  the  last  50  years,  however,  because  of  the  antimonopoly 
philosophy  expressed  in  antitrust  legislation,  the  courts  have  re-evaluated  the 
impact  of  the  protection  provided  by  patent  laws  in  general, ^^  and  have  begun 
to  construe  strictly  the  scope  of  combination  patents.^-  Because  only  the 
combination  i^  it.^elf  is  protected  by  the  patent  laws,  the  public  has  the  privi- 
lege of  using,  manufacturing,  and  selling  the  individual  elements  of  the  combi- 
nation without  violating  the  patentee's  legal  rights. ^^  The  patent  holder's 
monopoly  has  been  narrowed  further  by  the  liberal  attitude  that  the  courts 
have  taken  toward  a  patentee's  competitors  who  export  the  patented  invention. 
Although  a  patent  holder  may  exclude  others  from  making  or  using  the  pat- 
ented apparatus  in  the  domestic  market,  the  courts  have  held  that  domestic 


3.35  U.S.C.  §  271(a)  (1970)  :  "Except  as  otherwise  provided  in  this  title,  whoever  with- 
out authority  makes,  uses  or  sells  any  patented  Invention,  within  the  United  States 
during:  the  term  of  the  patent  therefor.  Infringes  the  patent." 

*  Deepsouth  was  barred  hy  Laltrams  patents  from  selling  Its  shrlmp-cleaalng  machines 
on  the  American  market,  but  it  sought  to  avoid  the  patents  by  selling  the  machines  to 
foreign  buyers  In  subassemblies  that  required  less  than  one  hour  for  installation. 

5  Laitram  Corp.  v.  Deepsouth  Packing  Co.,  310  F.  Supp.  926  (E.D.  La  1970). 

8  Laitram  Corp.  v.  Deepsouth  Packing  Co.,  448  F.2d  936  (.5th  Cir.  1971). 

•'Note,  The  Xature  of  a  Patent  Right,  17  CoLUM.  L.  Kev.  663  (1917). 

*' U.S.  Const,  art.  I,  §  8,  provides  that  Congress  shall  have  the  power  "[t]o  promote  the 
Progress  of  Science  and  useful  Arts,  by  securing  for  limited  Times  to  Authors  and  Inven- 
tors the  exclusive  Right  to  their  respective  Writings  and  Discoveries  .  .  .  ." 

»R.  Calvert,  Patent  Pactice  &  Inventio.x  Management,  394-404  (1964). 

"3.-5  U.S.C.   §   2.51    (1970). 

^^E.g.,  Morton  Salt  Co.  v.  G.S.  Suppiger  Co.,  314  U.S.  488  (1942)  (patent  cannot  be 
used  to  secure  any  monopoly  beyond  that  contained  In  the  patent)  ;  IBM  v.  United  States, 
298  U.S.  131  (1936)  (the  patent  monopoly  may  not  be  used  in  disregard  of  the  antitrust 
laws)  :  United  Shoe  Mach.  Corp.  v.  United  States,  258  U.S.  451  (1922)  (a  patent  secures 
the  right  to  exclude  others  from  making,  using,  or  vending  the  thing  patented  without  the 
permission  of  the  patent  holder,  but  it  does  not  exempt  him  from  regulations  consistent 
with  those  rights,  made  by  Congress  In  the  public  interest,  forbidding  agreements  that 
may  lessen  competition  or  build  up  monopoly  in  interstate  trade)  ;  Faber,  Contributory 
Infringement — .4  Limited  Tort.  42  Chi. -Kent  L.  Rev.  1  (1965). 

^  "For  If  anything  Is  settled  in  the  patent  law.  It  Is  that  the  combination  patent  covers 
only  the  totality  of  the  elements  in  the  claim  and  that  no  element,  separatelv  viewed  Is 
within  the  grant."  Aro  Mfg.  Co.  v.  Convertible  Top  Replacement  Co.,  365  U.S.  336  344 
(1961);  accori  ,  Mercoid  Corp.  v.  Minneapolis-Honeywell  Regulator  Co..  320  US  680 
(1944)  ;  Brown  v.  Guild,  90  U.S.  (23  Wall.)  181  (174). 

"Aro  Mfg.  Co.  V.  Convertible  Top  Replacement  Co.,  365  U.S.  336  (1961)  ;  Morton  Salt 
Co.  V.  G.S.  Suppiger  Co.,  314  U.S.  48   (1942). 

^*E.g.,  Aro  Mfg.  Co.  v.  Convertible  Top  Replacement  Co.,  365  U.S.  336  (1961). 
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competitors  do  not  infringe  a  combination  pf^tent  if  they  merely  mamifacture 
the  component  parts  within  the  United  States  and  ship  tliose  parts  overseas 
before  assembling  them  into  "operable"  condition.i^  This  position  was  reached 
by  construing  very  strictly  the  word  "makes"  in  section  271(a)  of  the  Patent 
Act. ^6  The  leading  case  interpreting  this  provision  of  the  Patent  Act  is  the 
Second  Circuit's  decision  in  RCA  v.  Andrea.'^'  In  that  case,  RCA  had  a  combi- 
nation patent  on  a  type  of  radio  receiver  and  Andrea  began  to  manufacture 
similar  radio  sets  for  export  aliroad.  The  parts  for  these  receivers — with  the 
exception  of  vacuum  tulies  that  were  not  placed  in  the  sets  prior  to  exporta- 
tion— were  manufactured  and  assembled  by  Andrea  in  its  American  plant.  To 
make  the  set  operable,  the  overseas  buyer  merely  had  to  insert  the  vacuum 
tubes  into  the  radio. ^^  The  court  held  that  RCA's  combination  patent  did  not 
cover  the  manufacture  and  sale  of  separate  elements  of  the  patented  apparatus 
that  never  were  combined  to  form  the  invention  itself  and  that  no  direct  or 
contributory  infringement  could  occur  unless  the  receivers  were  "made"  opera- 
ble within  the  I'nited  States. ^^  The  Andrea  case  came  before  the  Second  Cir- 
cuit for  a  second  time, 20  because  of  additional  evidence  introduced  by  the 
plaintiff.  In  its  final  disposition  of  this  case,  the  court  found  that  prior  to 
exportation  the  tubes  had  been  inserted  into  the  radios  for  testing  purposes 
and  rhat  this  constituted  the  requisite  "combination"  for  holding  Andrea  liable 
for  patent  infringement. -^  The  court,  however,  did  not  overrule  the  position  it 
had  taken  previously,  but  rather  based  its  finding  of  infringement  upon  the 
factual  distinction  between  nonassembly  and  temporary  assembly  for  testing 
purposes.22  A  number  of  cases  with  similar  factual  situations  have  arisen  in 
the  Third  and  Seventh  Circuits  .since  the  Andrea  decision.  Based  upon  the 
imderlying  concepts  that  a  combination  patent  protects  only  the  combination 
and  that  monopolies  conferred  by  patents  are  not  to  be  viewed  with  favor, -^ 
these  circuits  have  followed  the  "final  assembly  test"  articulated  by  the  court 
in  the  first  Andrea  decision,  and  have  held  that  no  patent  infringement  can 
occur  in  the  absence  of  a  complete  assembly  of  the  device  within  the  United 
States.21 


3=  Hewitt-Robins,  Inc.  v.  Link-Belt  Co.,  371  F.2d  225  (7th  Cir.  1966)  (combination 
patent  covers  onlv  totality  of  elements  in  claim  and  no  element,  separatelv  viewed,  is 
within  the  grant),  Cold  Metal  Process  Co.  v.  United  Eng'r  &  Foundry  Co.,  235  F.2d  224 
(3rd  Cir.  1956)  (in  the  case  of  a  combination  patent,  the  combination  is  not  to  be 
regarded  as  made  until  all  its  elements  are  completed)  ;  RCA  v.  Andrea,  79  F.2d  626  (2d 
Cir.  103."))  (doctrine  of  contributory  infringement  permits  elements  of  patented  combina- 
tion to  be  sold  In  the  United  States  with  Intent  that  buyer  make  and  use  the  Invention 
abroad ) . 

18  35  U.S.C.  §  271(a)  (1970). 

1779  F.2d  626  (2d  Cir.  1935). 

i»  T'h  at  627. 

"  "Xo  wrong  is  done  the  patentee  until  the  combination  Is  formed.  His  monopoly  does 
not  cover  the  manufacture  or  sale  of  separate  elements  capable  of  being,  but  never  actu- 
iilly.  assocLited  to  form  the  invention.  Onl.v  when  such  association  is  made  is  there  a  direct 
infringement  of  his  monopoly,  and  not  even  then  if  it  is  done  outside  the  territory  for 
which  the  monopoly  was  granted."  Id.  at  628 ;  see  K.  W.  Ignition  Co.  v.  Temco  Elec. 
Motor  Co.,  283  F.  873  (6th  Cir.  1922)  (defendant  held  liable  for  patent  infringement  for 
e.\porting  patented  shock  absorbers  whollv  made  and  assembled  in  the  United  States)  ; 
Computing  Scale  Co.  v.  Toledo  Computing  Scale  Co.  279  F.  64S  (7th  Cir.  1021)  (defend- 
ant not  liable  for  exporting  parts  of  a  patented  scale  to  Canada  when  parts  were  assem- 
b'ed  in  Canada  to  form  the  combination  and  sold  there)  ;  Bullock  Elec.  &  Mfg.  Co.  v. 
Westinghouse  Elec.  &  Mfg.  Co.,  129  F.  105  (6th  Cir.  1004)  (the  making  and  selling  of  a 
.single  element  of  a  patented  combination,  with  the  purpose  that  such  element  will  be 
exported  abroad  and  there  used  in  combination  with  other  elements,  Is  not  contributory 
infringement). 

-'"KCA  V.  Andrea,  90  F.2d  612  (2d  Cir.  1937). 

21  The  court  held  that  the  tests  were  made  to  see  If  the  radio  receivers  were  market- 
able. Because  this  was  a  commercial  use,  the  court  stated  that  this  violated  the  patent. 
Id.  at  614. 

"  In  his  dissent,  .ludge  Swan,  author  of  the  first  Andrea  decision,  states  :  "In  holding 
that  the  sale  in  this  country  of  the  disassembled  parts  of  the  invention  for  assembly  and 
use  abroad  is  a  direct  infringement,  I  think  we  overrule  our  prior  decision  .  .  .  ."  Id.  at 
615  (Swan,  J.,  dissenting). 

-I  La  it  ram  Corp.  y.  Deepsouth  Packing  Co.,  310  F.  Supp.  926   (E.D.  La.  1970). 

-*In  Hemtt-Robins,  Inc.  v.  Link-Belt  Co..  371  F.2d  225  (7th  Cir.  1966),  the  Seventh 
Circuit  concludtMl  that  manufacture  and  sale  in  this  country  of  parts  for  a  "reelainHT" 
deyice  to  be  asseml)led  outside  the  territorial  limits  of  the  United  States  do  not  fall 
within  the  purview  of  35  U.S.C.  §  271  (1970)  ;  therefore  no  patent  infringement  resulted. 
The  court  followed  that  a  combination  patent  covers  only  the  totality  of  the  elements 
fompnslrig  the  invention  and  that  no  element,  separately  viewed,  is  within  the  protection 
of  the  patent.  The  Third  Circuit  In  Cold  Metal  Process  Co.  v.  United  Eng'r  &  Foundry 
Co.,  23.-  F.2d  224  (3d  Cir.  1956).  held  that  the  monopoly  of  the  patient  extends  only  to 
the  making  of  the  patented  device  within  the  United  States  ;  therefore  steel  rolling  mills 
maniifactured  In  the  United  States,  but  shipped  unassembled  to  foreign  countries,  did  not 
constitute  patent  Infringement. 
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In  the  instant  decision,  the  Court  recognized  that,  in  enforcing  the  patent 
laws,  courts  must  consider  not  only  the  protection  of  the  patent  holder's  in%-en- 
tion  hut  also  the  preservation  of  competition  by  restricting  the  growth  of 
monopoly  power  through  the  patent  device.^^  In  addition,  the  majority  noted 
that,  because  the  statute  in  question  -«  clearly  indicates  that  it  is  not  an  infr- 
ingement to  "make"  or  use  a  patented  product  outside  the  United  States,  the 
patentee,  in  order  to  establish  a  violation  of  the  patent  laws,  must  prove  that 
the  alleged  infringer  made  or  used  the  inventicm  within  the  United  States.-^ 
Having  found  that  the  Audnn  standard  for  determining  when  a  patented 
apparatus  is  "made"  within  the  United  States  represents  the  overwhelming 
weiglit  of  authority-^  and  having  concluded  that  existing  patent  rights  should 
not  be  expanded  in  the  absence  of  a  clear  directive  to  do  so  from  Congress, 
the  Court  held  that  the  export  of  a  patented  machine  in  h-ss  Ihan  fully  assem- 
bled form  does  not  infringe  the  combination  patent.  The  dissent  maintained 
that  the  Court  had  construed  too  narrowly  tlie  meaning  of  to  "make"  in  sec- 
tion 271(a)  and  had  erred  in  applying  the  Andrea  rule,  since  the  status  of  the 
first  Ainlrca  decision  as  controlling  authority  was  weakened  considerably  by 
the  Court's  disposition  of  the  case  on  rehearing.  In  addition,  the  dissent 
argued  that  the  adoption  of  the  Andrea  standard  would  sul)vert  the  constitu- 
tional scheme  of  patent  protection. ^9 

Although  the  Courfs  definition  of  the  term  "made"  as  used  in  .section 
271(a).  adequately  protects  the  patentee  when  tlie  combination  is  assemliled 
completely  within  the  United  States,  it  affords  no  protection  at  all  to  the 
patent  holder  when  a  competitor  manufactures  all  the  elements  of  the  combi- 
nation within  the  United  States  and  has  them  asseml)led  abroad.  Under  these 
circumstances,  the  technical  Andrea  rule  adopted  l)y  the  Court  in  the  instant 
case  subverts  the  constitutional  policy  of  promoting  the  sciences  and  tlie  useful 
arts  tlirough  affording  an  inventor  the  opportunity  to  control  the  use  of  his 
discovery  for  a  limited  period  of  time  because  it  allows  another  producer  to 
deprive  the  inventor  of  his  right  to  the  exclusive  use  of  his  patented  product 
when  that  product  is  traded  in  the  international  market.  By  basing  its  deci- 
sion on  the  premise  that  the  patent  should  only  protect  the  completed  machine 
and  not  its  individual  unassembled  elements,  the  Court  failed  to  recognize  that 
the  ultimate  purpose  of  the  patent  laws  is  to  protect  the  inventor's  uni<pie  idea 
and  not  just  to  control  the  use  of  tlie  physical  ol)ject  tliat  is  constructed  from 
that  idea.  An  examination  of  cases  that  involve  similar  factual  situations  but 
fall  under  the  copyright  laws  further  indicates  the  inappropriateness  of  the 
Courfs  decision.^*^  In  those  cases,  the  courts  generally  proceed  on  the  assump- 
tion that  the  copyright  laws  were  designed  to  protect  the  copyright  owner  at 
tlie  expense  of  the  infringer  and  do  not  emphasize  the  anticompetitive  effect  of 
those  laws.-^i  There  does  not  appear  to  be  any  sound  reason  for  diawing  a  dis- 
tinction l^etween  the  property  rights  created  under  the  copyright  laws  and 
those  created  under  the  patent  laws.  Furthermore,  the  property  right  of  tlie 
patent  holder  should  be  protected  by  giving  the  v/ord  "makes"  an  interpreta- 
tion in  keeping  with  the  ordinary  meaning  of  the  term  insttad  of  a  technical 
construction.  This  result  could  be  achieved  by  utilizing  the  "substantial  manu- 
facture" test,  which  would  involve  balancing  tlie  public's  right  to  use  the  con- 
stituent parts  against  the  patent  holder's  right  to  control  the  use  of  his  inven- 
tion, for  determining  whether  a  patented  object  was  made  within  the  United 
States  rather  tlian  tlie  "final  assembly"  test  that  was  applied  in  the  Andrea 
case.  Although  the  substantial  manufacture  test  is  more  subjective  and,  aa 
such,  more  diflScult  to  apply  than  the  Mnal  assembly  test,  it  would  provide  the 
patent  holder  with  considerably  more  protection  than  the  Andrea  rule.  In  addi- 
tion, adoption  of  the  final  assembly  test  by  the  courts  would  force  the  Ameri- 
can patent  holder  to  pay   patent   fees  and  to   bring  infringement  actions   in 


-''  .S'ee  cases  cited  note  12  supra. 

=«S.5  U.S.C.   §  271    (1970). 

="  See  note  3  supra. 

-s  See  note  12  supra. 

-■9  406  U.S.  at  .0.32-.S4. 

30  See  Mazer  v.  Stein.  ?A7  U.S.  201   (19.54). 

•ii  E.g.,  Sheldon  v.  Metro-Goldwyn  Pictures  Corp.,  .S09  U.S.  390  (1940)  (defendant  held 
lialjle  for  copyright  infriiigenient  for  making  negatives  of  a  motion  picture  here  and  ex- 
hibiting the  positives  abroad)  :  Famous  Music  Corp.  v.  Seeco  Kecords,  Inc.,  201  F.  Supp. 
.560  (S.D.N.Y.  1961)  (defendant's  preparation  of  tapes  that  were  sent  to  persons  abroad 
to  be  used  to  manufacture  phonograph  records  containing  renditions  of  copyrighted  musi- 
cal compositions  violated  copyright  law  and  Involved  company  as  joint  tort-feasor  ia 
"manufacture"). 
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numerous  foreign  countries,  wlieroas,  under  the  substantial  manufacture  test, 
one  court  could  make  a  final  determination  of  the  patentee's  rights. 

Appendix  D 
Iowa  Law  Review,  Vol.  57,  No.  3  (February,  1972) 

COMMENTS — TIGHTENING  THE  SCREWS  ON  MINOR  ASSEMBLIES  ABROAD  :  THE  MEANING 
OF  "makes"  under  the  patent  INFRINGEMENT  STATUTE 

In  the  recent  case  of  Laitram.  Corp.  v.  Deepsouth  Packing  Co.,^  the  United 
States  Court  of  Appeals  for  the  Fifth  Circuit,  despite  directly  conflicting 
authority  in  three  other  circuits,-  uplield  the  validity  of  a  company's  patents 
for  certain  shrimp-deveining  machinery,  by  ruling  that  a  minor  final  assembly, 
in  a  foreign  country,  of  an  identical  machine  manufactured  by  a  rival  com- 
pany could  not  escape  the  reach  of  the  federal  patent  infringement  statute,  35 
U.S.C.  section  271.^  This  section  of  the  patent  law  provides  that  anyone  who 
without  authority  makes  any  patented  invention  within  the  United  States 
during  the  term  of  the  patent,  infringes  the  patent.-*  Since  the  patent  laws  do 
not  prohibit  the  manufacture  of  a  patented  article  in  another  country,^  the 
(juestion  of  patent  infringement  involved  in  Laitram  goes  directly  to  tlie  heart 
of  wliat  constitutes  the  "making  of  an  invention  within  the  United  States."  ^ 

The  answer  to  this  interpretive  dilemma  is  of  paramount  importance  to  the 
area  of  patent  law.  It  is  determinative  of  wliat  conies  within  the  reach  of  a 
patent  claim  and,  therefore,  will  dictate  substantial  industrial  policy  in  this 
Country.  If  "making  within  the  United  States''  is  construed  so  that  a  com- 
pany, in  order  to  escape  liability  under  section  271,  is  permitted  to  manufac- 
ture the  constituent  elements  of  a  patented  invention  leaving  only  a  minor 
final  assembly  to  be  performed  overseas,  the  result  will  be  that  the  protection 
afforded  a  manufacturer,  with  a  United  States  patent  for  inventions  marketa- 
ble overseas,  is  substantially  less  than  that  provided  a  manufacturer  who  sells 
a  patented  invention  marketable  solely  within  the  United  States.  Thus,  this 
interpi-etation  of  "making  within  the  United  States"  will  protect  a  manufac- 
turer against  patent  infringement  only  where  the  patented  invention  is  totally 
assembled  within  the  United  States  prior  to  its  sale  or  use  in  a  foreign  nation. 

This  Comment  will  examine  the  Laitram  decision  to  see  what  it  adds  to  the 
development  of  the  legal  standards  of  patent  infringement,  urge  its  affirmance 
as  in  accordance  with  the  congressional  mandate  in  enacting  section  271,  and 
discuss  policy  arguments  as  to  why  the  interpretation  of  the  statute,  which  the 
case  advances,  should  be  upheld.  Prior  to  this  analysis  of  Laitram,  however,  it 
will  be  necessary  to  ascertain  the  state  of  the  prior  case  law  on  the  issue  of 
patent  infringement  in  similar  fact  situations  where  an  alleged  infringer  has 
manufactured  the  constituent  elements  but  does  not  complete  final  assembly 
until  after  the  parts  were  shipped  to  a  foreign  country. 

As  indicated,  three  previous  decisions  have  considered  a  patent  infringement 
issue  similar  to  that  hypothesized  and  each  reached  a  result  opposite  to  that 
in  Laitram.''  Tliese  cases  permitted  a  manufacturer  to  make  the  constituent 
elements  of  a  patented  machine  in  the  United  States,  assemble  the  elements 
once  they  arrive  overseas,  and  sell  the  assmbled  machine  without  being  held 
in  violation  of  section  271's  prohibition  against  making  a  patented  invention 
within  the  United  States.^  Analysis  of  these  decisions  will  show,  however,  that 
each  reached  an  incorrect  result  in  concluding  that  mere  minor  assembly  of 


1443  F.2fl  n.Sfi  (5th  Cir.  1971). 

2  Hewitt-Robins.  Inc.  v.  Link-Belt  Co.,  371  F.2d  225  (7th  Clr.  19(50);  Cold  Metal 
Process  Co.  v.  United  Ensr'r  &  Foundry  Co.,  235  F.2d  224  (3rd  Cir.  1956)  ;  Radio  Corp. 
of  America  v.  Andrea,  79  F.2d  626  (2d  Clr.  1935). 

3443  F.2d  93G,   (5th  Cir.  1971). 

*35  U.S.C.  §  271   (1970). 

(a)  Except  as  otherwise  provided  in  this  title,  whoever  without  authority  makes,  uses 
or  sells  any  patented  invention,  within  the  United  States  during  the  term  of  the  patent 
therefor,  infriuKes  the  patent.     Id. 

''E.g.,  Brown  v.  Duchesne,  60  U.S.  183,  195  (1856)  ;  Radio  Corp.  of  America  v.  Andrea, 
79  F.2d  627.  628  (2d  Cir.  1935)  ;  Bullock  Elee.  &  Mfg.  Co.  v.  Westlnghouse  Elec.  &  Mfg. 
Co.,  129  F.  105,  109  (6th  Clr.),  cert,  denied,  304  U.S.  573  (1904). 

8.35  U.S.C.   §  271    (1970). 

■^  »S'ce  authority  cited  note  2  supra. 

^Id. 
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the  component  parts  in  a  foreign  nation  avoided  direct  infringement  of  the 
patent. 

In  the  first  of  these  infringement  decisions,  Radio  Corp.  of  America  v. 
Andrea,^  the  defendants  raised  no  question  as  to  the  validity  or  title  of  the 
plaintiff's  patents.^"  Nor  did  they  dispute  that  they  would  have  "directly" 
infringed  ^^  the  palintiff's  patent  if  the  elements  which  they  had  manufactured 
had  been  totally  assembled  for  use  in  the  United  States.'-  Rather,  the  defend- 
ants contended  that  the  patented  combination  they  had  sold  was  incomplete 
and  unasseml)led  until  it  was  out  of  the  jurisdiction  of  the  United  States  and 
the  reach  of  its  patent  laws.^^  Thus,  they  denied  direct  infringement.'*  Addi- 
tionally they  argued  that  since  they  did  not  fall  within  the  doctrine  of  contri- 
butory infringement, 1^  they  were  not  liable  for  infringement.^" 

In  accepting  the  defendant's  assertion  that  they  did  not  infringe  the  plati- 
tiff's  patent  the  court  relied  extensively  on  the  contributory  infringement 
test.i"  The  court  stressed  that  the  defendants  escaped  infringement  because  the 
elements  which  they  manufactured  had  not  been  completely  assembled  within 
the  United  States,  since  they  were  shipped  overseas  for  assembly. is  Thus,  the 
court  apparently  adopted  the  theory  that  a  manufactuer  could  escape  infringe- 
ment merely  by  sending  the  elements  of  the  patented  combination  to  a  foreign 
country  to  be  assembled  even  if  it  had  the  intent  that  the  element  be  used 
there  in  combination  with  the  otlier  elements  of  tlie  original  patented 
invention.i^ 

Ev^en  though  the  Andrea  court  held  that  there  was  neither  direct  nor  contri- 
butory infringement,  the  ruling  was  substantially  undermined  in  a  modified 
opinion  by  the  same  court  wiien  confronted  with  tlie  same  fact  situation. 20  At 
this  second  trial  -^  {Andrea  II)  new  facts  were  admitted  into  evidence  which 
sliowed  that  the  component  elements  had  been  assembled  for  testing  purposes 
in  the  United  States  and  then  disassembled  for  shipment  overseas. -2  Although 
the  Andrea  II  court  appeared  to  put  major  emphasis  on  the  fact  that  the 
defendant  had  asseml)led  the  constituent  elements  in  order  to  test  the  machine 
before  shipment,  it  nevertheless  explicitly  recognized  that  the  contributory 
infringement  doctrine  relates  only  to  the  aiding  of  another  person  by  the  sale 
of  an  element  of  the  patented  combination.^s  The  doctrine  does  not  apply  to 
the  sale  by  a  single  manufacturer  of  all  of  the  elements  of  the  machine  which 
are  to  be  assembled  abroad.^*  The  modified  decision  recognized,  therefore,  that 
the  doctrine  of  contributory  infringement  was  totally  irrelevent  to  a  factual 
situation  where  all  of  the  constituent  parts  of  a  patented  combination  were 
shipped  to  a  foreign  nation  for  mere  minor  final  assembly  there.^s  Based  upon 
this  analysis,  it  is  readily  apparent  that  the  contributory  infringement  test  is 
also  irrelevent  to  the  facts  in  the  Laitram  case  since,  in  that  case,  more  than 
a  single  element  of  a  patented  combination  was  manufactured  by  Deepsouth.^^ 


979  F.2cl  626   (2d  Clr.  1935), 

10  Id.  at  627. 

^1  To  constitute  direct  infringement  "It  Is  essential  that  there  be  present  in  the  Infring- 
ing device  or  combination  every  element  of  such  [patent]  claim  ...  so  combined  as  to 
produce  substantially  the  same  result  operating  in  substantially  the  same  way."  Safety 
Car  Heating  &  Lighting  Co.  v.  Gould  Coupler  Co.,  2.30  F.  848.  851    (D.C.N.Y.  1916). 

^  Radio  Corp.  of  America  v.  Andrea,  79  F.2d  626,  627  (2d  Cir.  1935). 

13  /rf. 

1-.35   TT.S.C.    §  271(c)  (1970). 

(c)  Whoever  sells  a  component  of  a  patented  machine,  manufacture,  combination  or 
composition,  or  a  material  or  apparatus  for  use  In  practicing  a  patented  process,  consti- 
tuting a  material  part  of  the  invention,  knowing  the  same  part  to  be  especially  made  or 
especially  adapted  for  use  in  an  infringement  of  such  patent,  and  not  a  staple" article  or 
commodity  suitable  for  substantial  noninfringing  use,  shall  be  liable  as  a  contributory 
infringer.     Id. 

18  Radio  Corp.  of  America  v.  Andrea,  79  F.2d  626,  627  (2d  Cir.  1935). 

"  Id.  at  628-29. 

"  Id.  at  628. 

M  More  recent  decisions  have  stated  that  there  can  be  no  contributory  Infringement 
without  a  direct  infringement.  35  U.S.C.  §  271  (c)  (1970)  ;  Aro  Mfg.  Co.,  Inc.  v.  Conver- 
tible Top  Replacement  Co.,  Inc.,  365  U.S.  336,  341  (1961)  ;  Mercoid  Corp.  v.  Mld-Contl- 
nent  Inv.  Co.,  320  U.S.  661,  677  (1944)    (Frankfurter,  J.  dissenting). 

2"  Radio  Corp.  of  America  v.  Andrea,  90  F.2d  612  (2d  Cir.  1937). 

22  Id.  at  613. 

» Id.  at  614. 

^*Id. 

^Id. 

28  Laitram  Corp.  v.  Deepsouth  Packing  Co.,  443  F.2d  936,  937  (5th  Clr.  1971). 

23-932—74 45 
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To  further  undermine  the  precedential  value  of  Andrea  I,  the  Andrea  II 
court  went  on  to  state  explicitly  that  if  the  components  of  a  patented  inven- 
tion are  sold  in  a  substantially  unified  and  combined  form,  direct  infringement 
cannot  be  avoided  by  leaving  a  minor  final  integration  to  the  purchaser.^''  This 
statement  describes  the  exact  situation  which  was  presented  to  the  Laitram 
court.  After  an  injunction  vras  issued  which  prohibited  Deepsouth  and  its 
affiliate  Skrmetta  Machinery  Corporation  from  "malviug,  using,  or  selling  the 
infringing  apparatus,"  -»  Skrmetta  subsequently  wrote  a  prospective  foreign 
customer  as  follows : 

AVe  ai-e  handicapped  by  a  decision  against  us  in  the  United  States.  This  was 
a  very  technical  decision  and  we  can  manufacture  the  entire  machine  without 
any  complication  in  the  United  States,  with  the  exception  that  there  are  two 
parts  that  must  not  lie  assembled  in  the  United  States,  but  assembled  after  the 
machine  arrives  in  Brazil.  This  assembly  will  take  less  than  one  hour.-^ 

It  is  obvious  then  that  the  Court  of  Appeals  for  the  Fifth  Circuit  in  decid- 
ing Lait)-ani  must  have  recognized  that  it  was  tlie  clear  intent  of  Deepsouth 
and  its  afiiliate  company  Skrmetta  to  try  to  use  a  technicality  of  minor  assem- 
bly overseas  to  escape  the  protection  given  to  the  original  patentee  by  the 
United  States  patent  laws.  The  Fifth  Circuit  thus  correctly  recognized  that 
regardless  of  whether  the  deveining  machine  had  been  assembled  for  testing 
purposes,  it  was  the  expectation  of  the  foreign  customer  when  it  paid 
Skrmetta  Machinery  Corporation  in  United  States  currency  tliat  it  would 
receive  a  "complete  machine"  not  just  a  component  part  or  parts.  Therefore,  in 
reality.  Deepsouth  was  selling  Laitram's  patented  machine  with  the  commer- 
cial result  for  Laitram  of  the  deprivation  of  a  possible  sale  on  a  machine 
which,  according  to  its  patent,  it  had  the  right  to  exclude  others  from  making 
and  selling  in  the  United  States. "o 

Tbere  are  only  two  other  cases  which  deal  with  the  infringement  issues  pre- 
sented in  the  Andrea  and  Laitram  cases.  In  Cold  Metal  Procens  Co.  v.  United 
Engineering  d  Foundry  Co.,^'^  the  Third  Circuit  followed  the  first  Andrea  ease 
staring: 

^Xo  are  in  full  accord  with  the  rule  thus  laid  down  in  the  Andrea  case  and 
we  think  that  the  master  and  the  district  court  were  right  in  applying  it  here. 
Its  force,  in  our  view,  is  not  impaired  by  the  later  opinicni  of  the  court  after 
final  hearing  in  the  same  case  .  .  .  which  held  that  the  defendant  had  infringed 
the  combination  patent  there  sued  on  in  view  of  evidence  that  the  radio 
sets  in  question  had  been  completely  assembled  in  this  country  and  tests  of 
operation  made  after  vrhich  they  were  disassembled  and  shipi^ed'  to  purchasers 
abroad.  We  do  not  quarrel  with  the  conclusion  of  the  court  that  such  assem- 
bling and  testing  constituted  a  making  and  use  of  the  patented  combination  in 
this  country.  In  the  present  case,  however,  no  such  assembling  or  testing  in 
this  country  took  place.  Accordingly,  the  rule  laid  in  the  first  Andrea  opinion 
applies  here  rather  than  that  stated  in  the  second.^- 

Therefore,  the  Third  Circuit  in  Cold  Metal  was  merely  following  what  has 
already  been  shown  as  an  incorrect  reading  of  the  Andrea  II  case."^  The  court 
in  the  Andrea  II  decision  did  not  rely  entirely  on  the  testing  aspect  of  the 
assembly  to  hold  that  the  manufacturing  involved  constituted  infringement.^-* 
This  latter  decision  in  the  case  recognized  that  direct  infringement  coukl  not 
be  avoided  by  a  separation  or  division  of  parts  which  leaves  to  the  purchaser 
a  simple  task  of  integration.^s 

The  last  of  the  cases  which  deals  directly  with  the  patent  question  raised  in 
Laitram  is  Hewitt-Rohins,  Ine.  v.  Link-Belt  Co.'-^^'  which  involved  substantial, 
not  merely  minor,  assembly  overseas.^'  In  that  case  the  Seventh  Circuit  stated 
that : 


-'R.Tlio  Corp.  of  America  v.  Andrpa,  00  F.2d  012,  Gl.*?  (2d  Cir.  in.'?7K 

=«  I.aitram  Corp.  v.  Deepsouth  Packing  Co.,  443  F.2d  9.36,  938  (.5th  Cir.  1971). 

20  /,/. 

3»Althoncrh  none  of  the  ca.ses  concerned  with  the  activit.v  dealt  with  in  this  Comment 
consider  the  infrinj.'eraeiit  of  a  patent  by  "selUnc"  the  manufactured  parts  that  are  not 
completely  assembled,  this  activity  is  also  prohibited  if  done  within  the  United  States. 
35  U.R.C.  §  271(a)    (1970). 

»23.'5  F.2d  224   (3rd  Cir.  19.56). 

3-  Id.  at  230. 

'^  .See  text  accompanying  notes  19-29  .lupra. 

3*  Rid io  Corp.  of  America  v.  Andrea,  90  F.2d  612,  613  (2d  Cir.  1937). 

=«3l'7  F.2d  225    (7th  Cir,   1966). 
"  See  id.  at  227-28. 
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If  anything  is  settled  in  tlie  patent  law,  it  is  that  a  combination  patent 
covers  only  the  totality  of  the  elements  in  the  claim  and  that  no  element,  sepa- 
rately viewed,  is  within  the  grant  .  .  .  We  deem  it  eciually  clear  that  nnasseni- 
hled  elements  of  a  combination  patent  do  not  constitute  the  "patented 
inventit;n."  ^* 

There  was  no  cited  authority,  however,  to  substantiate  the  second  statement. 
The  Court  relied  entirely  un  the  decisions  in  Andrea  I  and  ('old  3Ietul,  merely 
quoting  from  rliem  with  no  new  analysis.  Thus,  Hewitt- Rohins  rests  .solely 
upon  the  precedential  value  of  Andrea  I  and  Cold  Metal.  As  the  prior  analysis 
has  shown,  it  may  be  strongly  argued  that  the  precedential  weight  of  these 
cases  decided  before  Laitnun  is  of  little  value. ■'■'  Cold  Metal  and  Ileiciti-Rohivs 
relied  upon  the  analysis  used  by  the  Second  Circuit  in  tlie  Andrea  I  case.'^ 
Tliese  cases,  however,  failed  to  consider  the  fact  that  the  holding  in  Andrea  I 
was  subsrautially  undermined  by  the  modified  opinion  of  Andrea  IF  wliich 
dealt  with  the  same  factual  situation  and  which  pointed  out  the  inapplicability 
of  the  infringement  analysis  used  by  the  court  in  Andrea  I. 

By  considering,  in  Laltratn,  the  economic  reality  of  Deepsouth's  manufacture 
of  rhe  coiisrituent  elements  of  the  deveining  machine  and  subsequent  sale  to  a 
foreign  c^mipany  for  minor  final  assembly,  the  Court  of  Appeals  for  the  Fifth 
Circuit  nor  only  correctly  interpreted  case-law  precedent,  but  also  followed  the 
legislative  intent  and  history  behind  section  1171  of  the  patent  statute.'^  In 
order  to  prove  direct  infringement  under  section  271  (a)  the  patenree  must 
prove  that  the  alleged  infringer  "makes"  the  article  within  the  United 
States.-*-  The  controversy  turns  around  what  definition  Congress  intended  to  Ite 
given  "makes" ;  a  technical  one  of  complete  and  full  assembly,  or  a  realistic 
one  of  completed  manufacture  of  constituent  parts  with  only  minor  final 
asseml)ly  remaining,  as  was  Deepsouth's  practice. 

In  this  analysis  of  congressional  intent  it  is  important  to  note  that  .'section 
271  is  a  new  section  which  was  not  in  force  when  the  two  Andrea  cases  were 
decided.^3  prior  to  that  time  there  was  no  congressional  declaration  of  what 
constituted  infringement  under  the  old  statutes.-**  Although  Cold  Metal  and 
Eciritt-Roljiiis  were  decided  after  the  statute  was  passed  in  19r)2,  neiti;er  dis- 
cussed the  impact  of  the  new  statute  but  merely  followed  the  decision  reached 
in  the  Andrea  I  case.^^  Therefore,  Laitram  is  the  first  independent  analysis  of 
the  scoi>e  of  the  patent  statute. 

Considering  this  state  of  affairs  together  with  an  analysis  of  the  legislative 
history  behind  section  271,  reveals  that  the  decision  reached  in  the  Laitram 
ease  represents  an  attempt  by  the  Fifth  Circuit  to  follow  the  congressionally 
expressed  mandate  of  expanding  the  protection  against  patent  infringement. 
The  legislative  documents  concerned  with  secticm  271(a)  evidence  an  intent  by 
Congress  to  implement  a  more  realistic  infringement  policy  than  that  laid 
down  in  Andrea  I  and  followed  in  Cold  Metal  and  Hewitt-Rohins.  The  senate 
reports  on  the  legislative  hearing  expressly  declare  that,  because  there  had 
been  a  number  of  conflicting  and  contradictory  decisions  in  the  infringement 
area.  Congress  felt  it  was  necessary  to  codify  the  principles  of  patent  infringe- 
ment which  most  effectively  aid  the  purpose  for  patents.**'  This  congressional 
puriJOse  was  to  extend  the  scope  of  the  right  to  exclude  infringers  from 
making,  using,  or  selling  the  patented  invention  for  the  duration  of  the 
patent.*'^ 

Specific  evidence  supporting  this  congressional  expression  of  protection 
against  patent  infringement  is  offered  by  section  271's  contributory  infringe- 
ment provisions.***  It  is  clear  from  the  hearings  on  section  271  that  Congress 


^Ul.  at  229. 

'^  See  text  accompanying  notes  19-29,  .30-.34  supra. 


«See  Hewitt-Robins,  Inc.  v.  Link-Belt  Co.,  371  F.2d  225   (7th  Clr.  1966)  ;  Cold  Metal 
Process  Co.  v.  Uniterl  Engr  &  Foundry  Co.,  235  F.2d  224  (3rd  Clr.  1956). 
■•IS.!  U.S.C.   §   271    (1971». 
«.35  U.S.C.   §  271    (1970). 

«  Act  of  .Tiil.v  19.  19.^.2.  Pub.  L.  Ko.  593,  ch.  28,  §  271,  66  Stat.  Sll  (1952). 
«  H.R.  Misc.  Rep.  No.  1923.  82d  Cong..  2d  Sess.  9  (1952). 
■^  .See  text  accompanying  notes  30-39  .swpro. 
^  S.  Misc.  Rep.  No.  1979,  82d  Cong.,  2d  Sess.  8  (1952). 
■•'  See  id. 
«35  U.S.C.  §§  271(c).   (d)    (1970). 
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specifically  rejected  a  number  of  court  decisions  which  had  severely  limited 
the  doctrine  of  contributory  infringement. -^^  Despite  the  fact  that  it  was  si)ecirt- 
cally  pointed  out  to  Congress  that  the  proix>sed  provisions  were  contrary  to 
prior  case  law  which  had  limited  the  doctrine,^^  section  271  was  passed  with- 
out amendment.51  Thus,  it  is  readily  apparent  from  this  passage  of  section  271 
tliat  Congress  intended  to  broaden  the  protection  offered  a  patentee  against 
contributory  infringement. 

In  keeping  with  this  congressional  protection  against  infringement  is  the 
reasonable  inference  that  if  Congress  had  not  intended  to  codify  the  decision 
reached  in  Andrea  II,  tliey  would  have  specifically  passed  a  provision  w^hicli 
would  have  overruled  that  decision.  As  evidenced  by  its  treatment  of  contribu- 
tory infringements,  when  Congress  intended  to  overturn  tlie  existing  law  tliey 
passed  a  specific  statute  to  accomplish  that  purpose.  This  failure,  however,  to 
overrule  the  existing  law  of  the  Andrea  II  case  is  additional  evidence  of  con- 
gressional acceptance  of  its  expressed  treatment  of  the  problem  of  the  manu- 
facture of  constitutent  elements  with  a  mere  minor  assembly  abroad.^^  TIius,  it 
is  reasonable  to  conclude  that  Laitram  was  the  correct  interpretation  of  direct 
patent  infringement  which  Congress  wished  to  codify  when  they  passed  section 
271. 

However,  even  if  the  legislative  intent  arguments  concerning  contributory 
infringement  and  its  effect  on  the  direct  infringement  of  section  271^3  are 
ignored,  any  policy  need  to  protect  the  public's  right  to  be  al)le  to  use  the  ordi- 
nary and  staple  constituent  elements  of  a  patented  macliine  does  not  justify 
the  activity  involved  in  LaitramJ'*  This  need  to  protect  tlie  public's  riglit  to 
constituent  parts  would  be  an  inappropriate  and  inadequate  defense  to  an  in- 
fringement by  Deepsouth.  The  defendants  did  not  manufacture  one  or  even  two 
of  the  constituent  elements  to  be  used  independently  from  the  patented  inven- 
tion. Instead,  they  manufactured  the  entire  machine.^^  Deepsoutli  merely  failed 
to  assemble  the  parts  into  a  whole  within  the  United  States  in  an  attempt  to 
escape  the  protection  offered  to  the  original  patentee,  Laitram,  by  the  patent 
law.s^  Therefore,  the  policy  of  making  the  independent  elements  of  a  patented 
machine  available  to  the  public  is  of  no  relevance  to  activities  such  as  Deep- 
south's. 


*^  Hearings  on  H.R.  S760  Before  Suhcomm.  No.  3  of  the  House  Comm.  on  the  Judiciary, 
82ncl  Cong.,  1st  Sess..  ser.  9,  at  159  (1951).  To  fully  understand  how  Congress  Intended 
to  clarify  this  situation,  however,  it  is  necessary  to  understand  the  pre-1952  case  law 
on  how  hte  doctrine  of  contributory  infringement  developed.  The  doctrine  made  its 
appearance  in  Whitney  v.  Nw  York  Scaffolding  Co.,  224  F.  452  (8th  Cir.),  cert,  denied, 
289  U.S.  640  (1915).  This  case  held  that  one  who  makes  and  sells  one  element  of  a 
patented  combination,  with  the  Intention  and  for  the  purpose  of  bringing  about  its  use 
in  a  patented  combination  is  guilt.v  of  contributory  infringement,  and  is  equally  liable 
with  the  one  who  in  fact  organizes  the  completed  combination.  Id.  at  459.  Therefore, 
the  intent  of  the  manufacturer  is  the  decisive  factor  in  showing  a  contributor.v  in- 
fringement. However,  the  doctrine  of  contributory  Infringement  Is  limited  to  situations 
where  the  articles  sold  were  either  components  of  a  patented  invention,  or  had  no  inde- 
pendent use  from  the  patented  combination,  or  were  so  used  as  to  constitute  infringe- 
ment. Cortelyou  v.  Charles  E.  Johnson  &  Co.,  145  F.  933.  934-35  (2d  Cir.  1906).  It  has 
not  been  extended  to  apply  to  ordinary  and  staple  articles  of  commerce  used  in  connec- 
tion with  the  patented  machine;  either  by  case  law,  id.  at  935,  or  by  the  present  statute, 
35  U.S.C.  §  271(c)  (1970).  Thus,  an  article  which  has  a  use  independent  of  its  use  in 
the  patented  invention  would  not  fall  within  the  contributory  infringement  doctrine 
unless  sold  with  the  intent  that  it  be  used  in  the  patented  invention. 

In  1944,  the  Court  in  Mercoid  Corp.  v.  Mid-Continent  Inv.  Co.,  320  U.S.  661  (1944), 
however,  completely  destroyed  the  significance  of  the  doctrine  of  contributory  infringe- 
ment. That  case  held  that  the  owner  of  a  system  patent  ma.v  not  use  it  to  secure  a 
limited  monopoly  of  an  unpatented  device  employed  in  practicing  the  invention  even 
though  the  un(iatonted  device  is  itself  an  integral  part  of  the  patented  system  and  has 
no  use  ind(  pciuleiit  of  the  patented  combination.  Id.  at  665.  Thus  even  if  another  com- 
pany manufactured  the  unique  and  vital  components  of  a  patented  machine,  thev  could 
escape  infringpment  after  the  Mercoid  decisions,  as  long  as  they  did  not  manufacture 
all  of  the  elements  of  the  patented  invention.  No  longer  was  intent  to  manufacture  and 
sell  an  integral  component  of  a  patented  combination  In  violation  of  the  contributory 
Infringement  doctrine.  The  Mercoid  rule  was  still  in  effect  and  being  followed  by  some 
of  the  lower  courts  when  Congress  resurrected  the  doctrine  of  contributorv  infringement 
in  section  271(c).  See  Stokes  &  Smith  Co.  v.  Transparent-Wrap  Mach.  Corp  156  F  2d 
198   (2d  Cir.  1946)  ;  Stroco  Prods.,  Inc.  v.  Mullenbach,  67  U.S. P.O.  168   (S.D.  Cal.  1944) 

^oid.  at  158-62. 

"  Aro  Mfg.  Co.  V.  Convertible  Top  Replacement  Co.,  365  U.S.  336,  378  n.7  (1961) 
(Harlan,  J.,  dissenting). 

62  Radio  Corp.  of  America  v.  Andrea,  90  F.2d  612,  613  (2d  Cir.  1937). 

"35  U.S.C.  S   271(a)    (1970). 

«See  .3.5^U.S.C.  §  271(c)    (1970)  ;  Laitram  Corp.  v.  Deepsouth  Packing  Co.,  443  F.2d 

«'443  F.'2d  at  937-38." 
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Another  basic  policy  consideration  which  militates  against  allowing  a  manu- 
facturer such  as  Deepsouth  to  use  the  technicality  of  minor  final  assembly 
abroad  in  order  to  avoid  the  patent-infringement  laws  is  that  this  would 
destroy  the  purpose  behind  the  protection  afforded  by  the  patent  laws.  The 
patent  laws  are  designed  to  assure  the  patentee  the  privilege  of  excluding 
infringers  from  making,  using,  or  selling  the  patented  invention  for  the  dura- 
tion of  the  patent.^^  If  the  technicality  of  minor  final  assembly  abroad  is  per- 
mitted, the  patentee  would  be  effectively  deprived  of  its  exclusive  sales 
privilege.^s  An  infringer,  such  as  Deepsouth,  would  be  able  to  manufacture  all 
of  the  component  parts  of  the  patented  machine  with  the  intent  that  they  be 
used  to  form  the  patented  invention.  Even  though  the  machine  is  essentially 
manufactured  solely  within  the  United  States,  mere  assembly  in  a  foreign 
country  would  avoid  the  prohibition  of  section  271.  Consequently,  the  paten- 
tee's rights  are  substantially  diminished  with  regard  to  machines  made  within 
the  United  States ;  a  result  the  patent  laws  are  designed  to  prevent. 

Patent  law  conmieutators  agree  with  these  arguments  supporting  the  con- 
gressional policy  that  realistically  a  combination  is  "made  within  the  United 
States''  when  all  of  its  components  are  finished  and  ready  to  be  united  in  a 
final  assembly. 59  Thus,  according  to  these  authorities.  Deepsouth  and  its  affili- 
ate would  more  than  meet  the  definition  of  "makes"  by  their  activities  of  man- 
ufacturing the  entire  machine  and  leaving  only  final  assembly  of  two  parts.*''" 

In  light  of  these  considerations,  the  Court  of  Appeals  in  the  Laitram  case 
correctly  recognized  the  reality  of  the  transaction  in  which  Deepsouth  used  the 
technical  point  of  nonassembly  in  final  form  to  deprive  the  original  patentee  of 
the  protection  offered  by  the  United  States  patent  law.  Previous  conflicting 
■case  law  in  this  area  can  be  effectively  distinguished.  The  Third  and  Seventh 
Circuits  in  Cold  Metal  and  IIcnitt-L'obins  presented  no  new  analysis  and 
merely  followed  the  original  case  in  this  area — Radio  Corporation  of  America 
V.  Andrea.*^^  This  case  failed  to  take  into  account  the  commercial  results  of 
the  activity  involved  and  relied  upon  an  inappropriate  application  of  the  doc- 
trine of  contril)utory  infringement.  Furthermore,  in  a  second  opinion  the 
Andrea  court  distinguished  the  line  of  cases  used  in  the  first  opinion  to  sup- 
port the  result  reached  and  stated  that  if  the  elements  of  the  invention  are 
sold  in  substantially  unified  and  combined  form,  infringement  is  not  avoided 
by  packaging  the  i)arts  together  and  leaving  a  minor  final  assembly  to  the  for- 
eign purchaser.<5- 

In  refusing  to  follow  the  previous  decisions  of  tlie  Second,  Third,  and  Sev- 
enth Circuits,  the  Fifth  Circixit  realized  that  section  271  was  expressive  of  a 
congressional  intent  to  explicitly  provide  extensive  protection  against  patent 
infringement.  By  effecting  a  liberal  interpretation  of  what  constitutes  "makes," 
the  court  only  reinforces  sul)stantial  arguments  related  to  legislative  intent 
which  reveal  a  desire  against  infringement  afforded  by  Congress  to  extend  the 
protection  the  patentee.  In  balancing  the  need  to  protect  the  patentee  and  the 
right  of  the  public  to  utilize  the  unpatented  constituent  elements  of  the  pat- 
ented machine,  the  Fifth  Circuit  correc-tly  decided  that  the  public's  right 
extends  only  to  those  cases  where  the  elements  are  ordinary  and  staple  arti- 
cles of  commerce  or  are  elemnts  manulactured  for  other  legitimate  purposes. 
The  intent  and  knowledge  can  not  be  to  manufacture  the  patented  machine  in 
its  entirety  and  leave  only  a  minor  assembly  operation  in  order  to  escape  the 
protection  offered  to  the  original  patentee  by  the  infringement  statute.  "While 
the  law  as  expounded  in  Laitram  remains  the  minority  view  in  the  circuits,  it 
articulates  the  sounder  policy  in  this  narrow  but  important  area  of  patent  law 
and  should  be  adopted  and  followed  as  the  better  rule. 


Statement  of  the  Society  of  Patent  Classifier 

The  Society  of  Patent  Classifiers  is  the  professional  organization  of  substan- 
tially the  entire  force  in  the  U.S.  Patent  Office  concerned  with  the  administra- 
tion and  creation  of  patent  search  systems.  The  Society  has  63  members.  Our 


•'^•r.S.  Cox.ST.  art.  I.  §  S^«!)  :  ?..-.  F.S.C.  §  1.54  (1070). 

^  f^ee  Laitram  Corp.  v.  Deepsouth  P.^ckins  Co..  44.S  F.2d  Or^fi.  9^0  f.^th  Cir.  10711. 
^^  H   W.    RoBixsox,    The    Law    of    Patents    §    924,    at    101    (1800);   see   H.   Todlmin, 
HAvnBonic  OF  Patents  61.*^-14   {10.''i4). 

•^"Laitram  Corp.  v.  Dpepsouth  Packing  Co.,  443  F.2d  936,  938  (5th  Cir.  1071). 

"70  F.2fl   026    (2rt   Cir.   10.3.5). 

«=  Radio  Corp.  of  America  v.  Andrea,  90  F.2d  612,  613  (2d  Cir.  1937). 
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comments  are  limited  to  section  6  of  the  bill,  other  sections  being  outside  the 
immediate  focus  of  the  Society. 

In  general,  we  approve  of  the  terminology  "The  Commissioner  shall.  .  ." 
which  appears  in  all  paragraphs  of  this  section.  This  is  an  improvement  over 
the  merely  permissive  terminology  employed  in  the  present  law. 

Section  6,  paragraph  (a)  is  satisfactory. 

In  paragraph  (b),  we  believe  that  both  appearances  of  the  term  "without 
charge"'  sliould  be  stricken.  So  much  material  may  be  required  of  the  Patent 
Office  by  other  agencies  that  the  transactions  would  be  a  significant  burden  on 
the  Patent  Office  budget.  The  beneficiary  of  the  materials  should  bear  the 
burden  of  the  cost. 

In  regard  to  section  6,  paragraph  (c),  we  have  no  position  on  the  substan- 
tive issue  of  whether  abandoned  patent  applications  should  be  opened  to  the 
public.  However,  it  should  be  pointed  out  that  if  abandoned  patent  application.? 
are  to  be  included  in  the  classified  files  of  patent  materials,  a  significant  addi- 
tional burden  will  be  placed  upon  the  Patent  Office  budget  for  reclassification 
projects. 

Paragraph  (d)  provides  for  "satellite"  search  centers  which  would  have  all 
the  facilities  of  the  Patent  Office  Scientific  Library  as  well  as  of  the  Patent 
Office  Public  Search  Room.  We  favor  the  estal)lishment  of  such  centers,  but 
the  materials  of  such  centers  should  be  restricted  to  patent  materials  only.  We 
do  not  believe  it  to  be  necessary  or  feasible  for  the  Patent  Office  to  duplicate 
scientific  library  facilities  which  exist  elsewhere  in  the  country.  Therefore,  we 
urge  that  the  term  "prior  art  and"  be  stricken  from  each  of  the  three  sen- 
tences of  this  paragraph.  Also,  in  the  second  sentence,  after  the  expression 
"complete  and  current,"  all  of  the  rest  of  the  sentence  should  be  stricken. 

Section  6,  paragraph  (e)  should  be  clarified.  It  should  be  made  clear  that 
any  mechanized  sy.stems  adopted  by  the  Patent  Office  for  its  own  use  shouUl  be 
made  available  to  the  public  for  its  use.  We  do  believe,  further,  that  the 
results  of  search  system  research  projects  should  l)e  made  known  to  the  public. 

In  conclusion,  we  request  that  the  Society  of  Patent  Classifiers  be  given 
early  notice  of  further  public  hearings  in  matters  of  patent  legislation  so  that 
oral  testimony  may  be  given. 


Respectfully  submitted, 


I.  J.  RoTKiN,  President. 
September  20.  1973. 


Senator  John  L.  ^NIcCleli.an, 
U.S.  Senate, 
Washington,  D.C. 

Dear  Senator  McClellan  :  The  undersigned  individuals,  who  represent  all 
of  the  living  former  United  States  Commissioners  of  Patents,  are  deenly  con- 
cerned about  the  erosion  of  the  status  of  the  United  States  Patent  "System. 
While  there  are  many  reasons  for  this  deterioration,  the  purpose  of  thi^  letter 
is  to  focus  on  one  major  step  that  should  be  taken  at  the  earliest  possible 
moment  in  order  to  help  reverse  the  present  unfavorable  trend. 

More  particularly,  it  is  the  unanimous  recommendation  of  the  undersigned 
former  Commissioners  that  it  is  essential  to  the  future  of  the  United  States 
Patent  System  and  our  country  that  tlie  voice  of  the  Patent  System  ]>o  elevated 
in  the  Executive  Branch  of  the  Federal  Government.  From  the  beginnings  of 
our  country  when  tlie  patent  system  was  administered  personally  by  Thomas 
Jeffer.son  to  the  present  time,  history  has  demonstrated  that  the  incentives  of 
tlse  patent  system  have  brought  forth  a  stream  of  inventions  which  have  con- 
tributed substantially  in  making  our  country  the  greatest  and  strongest  in  the 
world.  However,  now  all  the  warning  signs  indicate  that  the  incentives  for 
invention  and  innovation  have  been  waning  in  the  country,  in  large  part  due 
to  the  erosion  of  tlie  incentives  originally  contemplated  by  the  founders  of  our 
country. 

There  have  been  a  number  of  specific  proposals  made  in  recent  years  for 
increasing  the  effectiveness  of  the  voice  for  the  patent  system  in  the  organiza- 
tiiinal  .structure  of  the  Government,  such  as  by  making  the  Patent  Office  an 
independent  agency,  designating  the  position  of  Commissioner  of  Patents  as 
that  of  an  Assistant  Secretary  of  Commerce,  establishing  a  new  position  of 
Assistant  Secretary  of  Commerce  for  Invention  and  Intellectual  Property  and 
others.  The  purpose  of  this  letter  is  not  to  recommend  adoption  of  any  particu- 
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lar  one  of  these  specific  proposed  organizational  changes  since  we  have  not 
been  able  to  reach  a  unanimous  agreement  in  support  of  any  particular  one  of 
them.  However,  we  wish  to  unanimously  endorse  a  certain  step  that  we  believe 
is  the  least  that  should  be  taken  to  restore  the  voice  and  influence  of  the 
United  States  Patent  System  to  its  former  position  of  eminence  in  the  govern- 
ment. 

More  particularly,  we  strongly  recommend  that,  as  a  minimum,  the  position 
of  Commissioner  of  Patents  be  elevated  to  at  least  the  level  of  an  Assist.nnt 
Secretary  of  Commerce  and  preferably  to  the  level  of  an  Under  Secretary  of 
Commerce  so  that  the  Commissioner  would  no  longer  be  required  to  report  to 
the  Assistant  Secretary  of  Commerce  for  Science  &  Technology.  This  proposed 
organizational  change  would  then  he  similar  {<>  the  chan'.:e  made  :;everal  years 
ago  in  the  status  of  the  Weather  Bureau  in  the  Department  of  Commerce.  A 
similar  change  in  the  case  of  the  Patent  OfBce,  we  believe,  would  Increase  the 
effectiveness  of  the  operation  of  the  Patent  Ofl3ce  and  eliminate  some  of  the 
problems  that  have  arisen  from  time  to  time  as  a  result  of  the  present  organi- 
zational structure. 

Sincerely  yours, 

Cox  WAY  P.  COE  (1933-15) 
Robert  C.  Watson  (10.33-61) 
David  L.  Ladd  (1961-63) 
Edward  J.  Brenxer  (1964-69) 
VriLLiAM  E.  Schuyler.  Jr.   (1969-71). 
Robert  Gottschalk  (1971-73). 


U.S.  Patent  Office, 
Supervisory  Primary  Examiners-Classified  Organization, 

Washington,  D.C.,  September  27,  1973. 
Hon.  John  L.  McClellan.  Chairman,  Senate  Subcommittee  on  Patents,  Trade- 
marks d  Copyrights,  Old  Senate  Office  Building,  Washington,  D.C. 

Dear  Senator  McClellan  :  We  solicit  favorable  consideration  from  the  Sub- 
committee of  the  amendments  to  S.  1321  which  we  are  proposing,  a  copy  of 
which  is  enclosed. 

Our  organization  includes  in  its  membership  about  75  out  of  78  supervisory 
primary  examiners  in  the  Patent  OfBce.  The  proposed  amendments  are  directed 
primarily  to  defining  and  improving  the  status  of  these  examiners.  (It  may  be 
noted  that  the  number  of  supervisory  primary  examiners  has  dropped  sharply 
in  recent  years  and  it  appears  to  be  an  object  of  the  Office  to  reduce  the 
number  still  further). 

While  there  is  presently  no  statutory  definition  of  a  primary  examiner,  the 
current  usage  in  the  Patent  Office  is  to  apply  this  term  to  any  examiner 
having  full  signatory  authority,  that  is,  the  authority  to  sign  final  rejections 
and  allowances.  The  supervisory  primary  examiners,  all  of  whom  are  in  grade 
15,  supervise  tlie  other  primary  examiners,  some  of  whom  are  also  in  grade  15 
but  most  of  whom  are  in  grade  14.  as  well  as  assistant  examiners  of  lower 
grades.  Each  supervisory  primary  examiner  is  in  charge  of  an  Art  Unit,  having 
on  the  average  about  15  examiners  each. 

Our  organization  is.  in  general,  pleased  with  the  descriptions  contained  in 
sections  131  to  136  of  S.  1321  of  both  the  present  duties  and  the  proposed 
expanded  duties  of  the  primary  examiners.  This  is  in  welcome  contrast  to  the 
existing  statute  which  does  not  define  these  duties  at  all.  However,  we  note 
that  S.  1321,  like  the  existing  statute,  lacks  any  antecedent  definition  of  the 
term,  "primary  examiner". 

The  proposed  amendments  are  intended  mainly  to  supply  this  deficiency. 
This  is  thp  intent  of  proposed  section  5.1,  which  is  modelled  after  section  5  of 
the  bill,  which  defines  the  status  of  the  examiners-in-chief. 

In  addition  certain  changes  have  l)een  proposed  to  section  5(a)  and  also 
incorporated  in  proposed  section  5.1(a),  to  remove  the  language  "appointed  .  .  . 
in  the  manner  prescribed  for  administrative  law  judges  (5  U.S.C.  3105.  5362, 
7521)'".  which  leaves  it  unclear  whether  such  appointees  would,  in  fact,  be 
administrative  law  judges  or  who  would  fix  their  pay.  (The  pay  of  the  exam- 
iners-in-chief is  presently  fixed  by  the  Secretary  of  Commerce.)  The  language 
in  proposed  section  5.2  is  intended  to  make  it  clear  that  they  are  not  adminis- 
trative law  judges  but  are  subject  to  the  same  protection  with  reference  to  the 
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three  named  sections  of  title  5  (5335,  7521  and  4301).  This  would  protect  the 
independence  of  the  examiners-in-chief  and  primary  examiners  in  their  deci- 
sion making  functions  by  making  applicable  to  them  the  provisions  dealing 
with  performance  ratings,  step  increases,  and  removal  relating  to  administra- 
tive law  judges. 

The  proposed  changes  to  section  5(e)  are  intended  to  reflect  the  grade  maxi- 
mums being  proposed  for  primary  examiners. 

Proposed  section  5.1  would  authorize  a  maximum  of  grade  16  for  primary 
examiners,  the  per  annum  compensation  to  be  fixed  by  the  Commissioner  of 
Patents.  It  is  intended  that  the  Grade  16  rate  would  be  fixed  for  supervisory 
primary  examiners  only.  This  would  make  possible  a  grade  differential 
between  them  and  the  grade  15  non-supervisory  primary  examiners.  It  would 
appear  to  be  just  as  logical  to  specify  the  maximum  grade  of  primary  examin- 
ers as  that  of  examiners-in-chief,  both  of  these  positions  being  expressly  pro- 
vided for  by  statute.  The  proposed  grade  is  believed  justified  by  the  duties 
spelled  out  in  the  bill. 

Respectfully  yours, 

Leon  Zitver, 
Chairman,  Legislative  Committee. 

Proposed  Amendments  to  S.  1321  Submitted  by  Supervisory  Primary 
Examiners  and  Classifiers  Organization  (SPECO) 

Rewrite  Section  5(a)  as  follows: 

There  shall  be  in  the  Patent  Office  not  to  exceed  twenty-four  Examiners-iu- 
Chief,  who  shall  be  appointed  under  the  competitive  service.  The  per  annum 
rate  of  basic  compensation  of  each  Examiner-in-Chief  shall  be  fixed  by  the 
Commissioner  at  not  in  excess  of  the  maximum  scheduled  rate  provided  for 
positions  in  Grade  17  of  the  General  Schedule  (5  U.S.C.  5104). 

In  section  5(e),  insert  "supervisory"  before  "primary  examiner"  (p.5,  line  20 
of  the  bill)  and  change  "16"  to  "17"  (p.5,  line  29  of  the  bill). 

Insert  the  following  sections  after  Section  5 : 

Sec.  5.1(a)  There  shall  be  in  the  Patent  Office  such  number  of  Primary 
Examiners  as  are  necessary  for  the  proceedings  required  to  be  conducted  in 
accordance  with  Sections  131  to  136  of  this  Title,  who  shall  be  appointed 
under  the  competitive  service.  The  per  annum  rate  of  basic  compensation  of 
each  Primary  Examiner  shall  be  fixed  by  the  Commissioner  at  not  in  excess  of 
the  maximum  scheduled  rate  provided  for  positions  in  Grade  16  of  the  General 
Schedule  (5  U.S.C.  5104). 

(b)  The  Primary  Examiners  shall  be  persons  of  competent  legal  knowledge 
and  scientific  ability. 

Sec.  5.2  The  Examiners-in-Chief  and  the  Primary  Examiners  shall  be  subject 
to  the  same  provisions  of  law  and  regulations  of  the  Civil  Service  Commission 
as  are  Administrative  Law  Judges  appointed  under  Section  3105  of  Title  5, 
Unite<l  States  Code,  with  respect  periodic  step  increases  under  Section  5335 ; 
removal  under  Section  7521 ;  and  exclusion  from  performance  ratings  under 
Section  4301  of  said  Title. 


Watson,  Cole,  Grindle  &  Watson, 
Washington,  B.C.,  September  20,  1973. 
Re  S.  1321. 

Hon.  Philip  A.  Hart, 
U.S.  Senate, 
Russell  Office  Building, 
Washington,  B.C. 

My  dear  Senator  Hart:  One  of  your  assistants,  Mr.  Nash,  was  kind  enough 
to  send  me  a  copy  of  the  Bill  which  you  introdiiced  last  March  for  the  purpose 
of  effecting  numerous  changes  in  our  patent  laws.  This  is  to  let  you  know  that 
I  favor  quite  a  few  of  your  proposals,  particularly 

(1)  To  make  the  Patent  Office  independent  of  the  Commerce  Department; 

(2)  To  require  patentees  to  pay  maintenance  fees ; 

(3)  To  publish  before  patent  issuance. 

As  I  understand  the  Bill,  it  includes  no  clause  or  section  which  protects 
members  of  the  Examining  Staff  of  the  Patent  Office  from  Court  attack,  i.e., 
from  being  required  to  testify  in  Court  with  reference  to  proceedings  which 
took  place  in  the  Patent  Office  and  which  resulted  in  the  issuance  of  a  patent. 
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The  Bill  should,  in  my  opinion,  be  amended  to  fully  protect  Examiners  against 
demands  of  plaintiffs  or  defendants  engaged  in  patent  litigation.  I  enclose  a 
copy  of  an  article  which  appeared  in  the  July  1967  issue  of  the  Journal  of  the 
Patent  Office  Society  and  call  your  attention  to  the  paragraph  which  appears 
on  page  39  of  that  article  and  which  deals  with  that  subject. 

Also  enclosed  is  a  copy  of  an  article  written  by  Mr.  Ray  Lupo  of  the  legal 
staff  of  the  Patent  OflSce  in  which  the  same  problem  is  discussed.  This  article 
is  well  written  and  most  persuasive,  clearly  having  been  drafted  after  consid- 
eration of  all  aspects  of  that  problem. 

It  will  be  observed  that  Mr.  Lupo  entertains  the  view  that  Examiners  should 
be  allowed  to  testify,  when  ordered  to  do  so,  as  to  purely  factual  matters. 
However,  it  is  my  belief  that  the  best  long  term  interests  of  the  public  will  be 
served  if  Examiners  are  not  required,  or  permitted,  to  testify  in  Court  even 
with  respect  to  purely  factual  matters  and  that  the  examining  procedure  be  so 
conducted  that  every  material  fact  may  be  ascertained  by  one  who  studies  the 
file  wrapper  of  the  patent  involved  in  litigation.  No  attempt  will  be  made  in 
this  letter  to  enumerate  all  of  the  factors  which  tend  to  support  the  view  that 
Examiners  should  not  be  required  to  testify  as  witnesses  in  suits  involving 
patents.  Study  of  the  "tetracycline"  case  to  which  Mr.  Lubo  makes  reference 
will  reveal  the  nature  of  some  of  the  problems  involved. 

The  purpose  of  this  letter  is  to  suggest  that  this  subject  be  given  considera- 
tion while  S.1321  is  pending  and  that  appropriate  action  be  taken. 
Very  truly  yours, 

Robert  C.  Watson, 
Commissioner  of  Patents  1953-61. 

[The  two  carticles  referred  to  Journal  of  the  Patent  Office  Society, 
July,  1967,  page  39,  and  Journal  of  the  Patent  Office  Society,  April, 
1973,  page  217,  may  be  found  in  the  files  of  the  committee.] 


Virginia  State  Bar, 
Section  on  Patent,  Trademark  and  Copyright  Law, 

September  28,  1973. 
John  L.  McClellan, 
U.S.  Senate, 
Washington,  D.C. 

Dear  Senator  McClellan  :  The  Patent,  Trademark  and  Copyright  Section  of 
the  Virginia  State  Bar  has  polled  its  membership  on  the  five  subjects  covered 
in  the  recent  hearings  on  Senator  Hart's  bill,  S  1321,  before  the  Patents, 
Trademarks  and  Copyrights  Subcommittee  of  the  Senate  Judiciary  Committee. 
The  results  of  the  poll  are  shown  in  the  attached  report. 

Our  questions  were  essentially  the  same  as  those  used  in  a  parallel  poll  by 
the  PTC  Section  of  the  D.C.  Bar,  except  for  our  addition  of  supplemental 
questions  4(a)  and  4(b),  so  that  the  results  of  the  two  polls  may  readily  be 
compared  or  combined.  Approximately  30%  of  our  membership  responded  in 
time  for  inclusion  in  this  report. 

Patent  lawyers  are  interested  in  the  improvement  of  the  patent  system,  both 
in  the  Patent  Office  and  in  the  courts,  and  favor  changes  that  do  more  good 
than  harm.  Thus,  the  responses  to  our  poll  favor  a  number  of  changes,  but 
indicate  a  desire  that  each  change  should  be  carefully  considered  to  give  the 
desired  end  result,  rather  than  a  net  adverse  effect.  For  example,  a  majority 
favored  maintenance  fees,  but  not  if  they  are  so  high  as  to  be  unduly  burden- 
some. 

This   submission   on  behalf  of  our   section   is   offered   for   inclusion   in   the 
record  of  the  hearings. 
Very  truly  yours, 

John  F.  C.  Glenn,  Chairman. 

Poll  of  Members  of  the  Patent,  Trademark  &  Copyright  Law  Section 
OF  the  Virginia  State  Bar  on  Five  Aspects  of  Hart  Bill  S  1321 

adversary  proceedings 

1.  (Are  you  in  favor  of  providing  for  adversary  proceedings  in  the  United 
States  Patent  Oflice  with  the  opportunity  of  the  public  to  participate  in  the 
examination 

Yes  17        No  9 
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Pro:  Majority  favored  adversary  proceedings  in  order  to  be  of  assistance  to 
the  Patent  OfSce  in  uncovering  prior  art  and  strengthening  presumption  of 
validity  of  patents ;  however,  many  of  the  majority  wish  to  have  adversary 
proceedings  limited  so  that  the  time  and  money  involved  will  not  be  prohibi- 
tive. 

Con:  Minority  indi<"ated  that  cost  of  additional  adversary  proceedings  would 
be  so  expensive  that  parties  having  economic  leverage  would  be  able  to  harass 
the  small  business  man.  In  addition,  the  cost  to  the  taxpayers  for  an  adver- 
.'^ary  proceeding  was  thought  to  be  excessive  as  compared  to  the  benefits 
obtained. 

PUBLIC  COUNSEL 

2.  Are  you  in  favor  of  a  public  counsel  participating  in  an  examination  pro- 
ceeding? 

Yes  6         No  22 

Pro:  In  favor  of  public  counsel  are  a  small  minority  who  believed  that  a 
public  counsel  would  enhance  the  presumption  of  validity  of  a  patent.  How- 
ever, many  of  the  minority  cpialified  their  views,  e.g.,:  (a)  only  at  the  request 
of  the  Examiner,  (b)  only  when  no  other  member  of  the  public  enters  into  an 
adversary  proceeding,  and  (c)  only  to  the  extent  of  submitting  additional  prior 
art  to  the  Examiner. 

Con:  The  sul'stantial  majority  were  against  public  counsel  and  considered 
sur-h  an  institution  to  be  redundant  to  the  function  of  the  Patent  Examiner, 
and  one  which  would  cast  a  bad  reflection  on  the  work  product  of  the  Patent 
Office  and  lead  to  morale  problems. 

DEFEKRED  EXAMINATION 

3.  Are  you  in  favor  of  deferred  examination  before  expiration  of  five  years 
from  the  filing  date? 

Yes  10        No  15 

Pro:  The  minority  who  were  in  favor  of  deferred  examination  based  their 
opinion  on  the  assertion  that  .similar  systems  have  worked  well  in  foreign 
countries,  that  the  cost  of  prosecution  could  be  delayed  until  the  time  of  com- 
mercial acceptance  of  the  invention,  and  that  the  load  on  the  Patent  Ofiice 
would  i)e  reduced  so  that  the  Patent  Oflice  would  be  able  to  focus  attention  on 
more  important  matters. 

Con:  Against  deferred  examination  was  a  majority  who  believed  it  would 
create  great  uncertainty  on  the  part  of  industry  as  to  the  extent  of  patent  pro- 
tectif^n  for  disclosed  inventions.  Furthermore,  many  indicated  that  because 
the  reduced  backlog  in  the  Patent  OfQce,  there  was  no  real  justification  for 
deferred  examination. 

MAINTENANCE  FEES 

4.  Are  you  in  favor  of  maintenance  fees? 

Yes  16        No  14 

Pro:  The  consensus  of  the  members  in  favor  of  maintenance  fees  emphasize 
that  they  were  in  favor  only  if  such  fees  are  not  exorbitant.  The  fees  should 
be  fairly  tied  to  the  cost  of  helping  maintain  the  patent  system  and  to  hold 
down  the  cost  of  applications.  Many  felt  that  such  reasonable  fees  would  help 
identify  live  or  productive  patents.  The  individual  inventor  and  smaller  compa- 
nies are  more  able  to  pay  additional  fees  several  years  after  the  patent  has 
been  in  force  and  used. 

Con:  Those  members  against  the  concept  of  maintenance  fee.s,  cited  most 
often  that  it  would  discourage  private  inventors  and  small  companies  from 
filing  patent  applications  in  the  first  instance.  Another  point  raised  against 
maintenance  fees  was  tiiat  the  public's  responsibility  should  not  be  forgotten 
since  the  quid  pro  quo  for  the  exclusive  right  for  a  limited  time  to  exclude 
others  is  the  full  disclosure  of  tlie  invention.  Further,  it  was  pointed  out  by 
some  tliat  it  would  be  unfair  to  tax  patents  on  all  inventions  alike  when  they 
produce  different  results  in  terms  of  profit  for  the  parties  concerned. 

4(a).  Would  you  be  in  favor  of  maintenance  fees  in  magnitude  of  $1,000.00 
per  year  with  twenty-five  jjercent  increase  each  year? 

Yes  1        No  29 
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Pro:  One  member  felt  that  the  "commercially  meaningless"  patents  should 
be  so  eliminated. 

Con:  The  point  made  by  the  overwhelming  majority  in  voting  against  this 
provision  is  that  the  amount  is  excessive  and  would  stille  the  patent  system. 
Secrecy  of  technology  would  be  the  way  of  life  in  the  United  States  in  the 
opinion  of  several  of  the  memliers.  The  amount  is  not  fairly  related  to  the  cost 
of  maint.'iiiiing  the  patent  system. 

4(b).  Would  you  be  in  favor  of  a  single  maintenance  fee  in  magnitude  of 
pOO.OO  at  the  end  of  the  eighth  year? 

Yes  12         No  15 

Pro:  This  "compromise"  was  favored  by  slightly  under  half  of  the  members 
responding.  It  seems  that  this  amount  would  be  sufficient  to  eliminate  the 
"dead  wood"  in  the  issued  patents  thereby  certainly  opening  more  technology 
to  tlie  iiublic  domain.  It  would  assist  in  tiscal  maintenance  of  the  patent 
system,  but  is  not  too  burdensome  for  small  inventors  and  small  companies 
that  have  been  able  to  place  their  patents  into  the  economic  main  stream. 

Van:  Those  opposed  to  the  maintenance  fee  "compromise"  felt  that  the  pres- 
ent system  of  expense  recovery  is  sound.  Some  favored  nominal  maintenance 
fees.  liut  expressed  concern  that  possibly  the  eighth  year  was  too  soon  to  pro- 
vide the  owner  with  the  necessary  time  in  all  cases  to  sufficiently  commercial- 
ize the  invention. 

INDEPENDENT  AGENCY 

5.  Are  you  in  favor  of  the  Patent  Office  becoming  an  independent  agency? 

Yes  IS        No  5 

Pro:  The  consensus  here  was  that  the  Patent  Office  would  be  strengthened 
by  niaking  it  an  independent  agency.  Members  cited  the  conflicts  of  recent 
Commissioners  with  the  Commerce  Department  hierarchy  and  the  fact  that  the 
present  several  agencies'  views  could  l)etter  be  brought  together  in  a  single 
agency  resulting  in  an  asrreement  on  a  patent  policy  that  is  workable.  It  is 
thought  that  an  independent  agency  with  Secretary  status  would  also  be  able 
to  work  more  closely  with  Congress  when  needs  arise. 

Con:  The  present  system  h.as  not  presented  major  problems.  A  compromise, 
such  as  Assistant  Secretary  of  Commerce  status  for  the  Commissioner  of  Pat- 
ents, is  suggested  by  some.  Avoidance  of  direct  budget  cuts  is  seen  by  some 
be  an  advantage  of  remaining  under  the  Commerce  umbrella. 


:McLean,  Va.. 
September  2t},  1973. 
Re  S.  1321 — five  points  included  in  the  hearings  of  September  11,  12,  and  14, 

1973. 
Senator  .John  L.  McClellan, 
CJiairmaii.  Senate  Judiciari/  Committee, 
Subcommittee  on  Patents,  Trade  Marks  and,  Copyrights, 
Washington,  D.C. 

Dear  Senator  McClellan  :  The  comments  presented  in  this  paper  are  based 
on  my  30+  years  of  service  in  the  United  States  Patent  Office.  During  those 
years  I  came  into  close  contact  with  nearly  all  operating  areas  of  the  Patent 
Office.  In  addition  to  basic  service  in  tlie  patent  examining  professional  corps, 
I  served  as  a  Designs  Examiner,  as  a  Trade  Mark  examiner,  as  a  Patent  Clas- 
sitier  and  as  an  acting  member  of  tlie  Board  of  Appeals.  In  August,  1905,  Pres- 
ident Lyndon  B.  Johnson  appointed  me  to  be  Assistant  Commissioner  of  Pat- 
ents. My  appointment  was  continued  by  President  Richard  M.  Nixon  in  1908 
and  in  1972.  Also,  I  have  been  active  in  international  patent  and  patent  classi- 
fication matters,  serving  as  chairman  of  the  Technical  Cooperation  subc(mimit- 
tee  of  the  Patent  Cooperation  Treaty  Interim  Committee  and  chairman  of  the 
12-nation  .Toint  ad  hoc  Committee  of  the  Council  of  Europe  and  the  World 
Intellectual  Property  Organization  on  the  International  CIas.silication  of  Pat- 
ents. 

I  re.signed  as  Assistant  Commissioner  and  retired  in  May,  1973. 

In  quick  overview,  my  position  on  the  five  points  considered  at  the  hearings 
is: 
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I.  I  support  modification  of  patent  examining  procedures  to  provide  public 
opposition  or  adversary  proceedings. 

II.  I  oppose  the  creation  of  the  Oflace  of  Public  Counsel. 

III.  I  oppose  the  establishment  of  a  system  for  Deferred  Examination  of 
Patent  Applications, 

IV.  I  oppose  the  establishment  of  Maintenance  Fees. 

V.  I  favor  administrative  restructuring  of  the  Patent  Office,  including  the 
proposed  establishment  of  the  Office  as  an  Independent  Agency. 

I  will  address  each  of  the  five  points,  briefly,  to  explain  my  position. 

I.  I  believe  that  only  tliose  patent  applications  which  have  been  either,  (a) 
passed  to  issue  ("allowed")  by  the  examiner,  or,  (b)  appealed  by  applicant 
from  an  adverse  holding  by  the  examiner,  should  be  opened  for  public  opposi- 
tion. Tliose  patent  applications  which  are  rejected  or  refused  by  the  examiner, 
and  in  which  no  appeal  is  taken  by  the  applicant,  do  not  enter  into  the  patent 
grant  arena ;  no  further  public  or  private  funds  or  manpower  should  be 
expended  on  such  applications.  Appealed  applications  should  be  subject,  to 
opposition  proceedings  so  the  entire  question  of  patentability  under  the  law 
can  be  settled  in  one  further  proceeding  in  the  Patent  Office. 

Before  my  retirement  I  advocated  institution  of  public  opposition  proceed- 
ings by  permitting  applicants  whose  applications  had  been  passed  to  issue  by 
the  examiner  to  opt  for  publication  of  the  allowed  application  under  a  system 
which  would  invite  public  involvement.  My  view  was  tliat  this  could  be  done 
by  the  Commissioner  under  existing  law.  I  also  advocated  public  involvement 
in  "public  use"  proceedings  (Patent  Office  Rule  292)  and  in  reissue  applica- 
tions especially  where  the  parent  patent  was  involved  in  litigation. 

A  period  for  i)ublic  opposition  and  the  proceedings  thereimder  should  be 
such  as  to  consolidate  all  oppositions  and  hear  the  matter  in  but  one  proceed- 
ing; tliis  would  minimize  or  eliminate  harrassment  possibilities. 

II.  I  oppose  the  creation  of  the  Office  of  Public  Counsel.  The  purpose  suppos- 
edly is  to  weed  out  and  eliminate  frivolous  or  fraudulent  claims  for  patentabil- 
ity. In  hindsight,  it  may  be  easy  to  pick  examples  of  patents  whose 
applications  might  have  been  challenged  by  a  public  counsel.  However,  while 
an  application  is  still  only  pending,  it  is  a  well-nigli  impossible  task  to  identify 
such  candidates  for  attention  by  the  public  counsel.  The  counsel  could  not 
intervene  in  each  of  the  100,000+  applications  now  being  filed  each  year 
Intervention  in  less  than  all  could  (and  probably  would)  be  challenged  as  dis- 
criminatory or  retaliatory  or  political. 

A  far  better  way  to  accomplish  the  weeding  out  process  is  the  use  of  public 
adversary  or  opposition  proceedings  on  allowed,  appealed  or  reissue  applica- 
tions. 

III.  The  usual  justification  for  a  deferred  examination  system  is  to  lighten 
the  case  load  on  the  examiner  and  thereby  increase  the  quality  of  the  exami- 
nation. A  basic  assumption  here  is  that  the  number  of  examiners  funded  by 
appropriations  would  remain  at  today's  level.  There  is  no  assurance  of  such  a 
manpower  level  continuation.  To  the  contrary,  based  on  my  long  experience  in 
the  budgetary  process  of  the  Federal  government,  the  odds  are  strongly  in 
favor  of  a  cut  in  authorized  staff  and  appropriations  if  the  workload  drops. 
Indeed,  in  the  past  several  years,  in  the  face  of  rising  numbers  of  applications 
filed  each  year.  Patent  Office  requests  for  increases  in  examiner  staff  have 
been  denied  or  reduced,  variously  at  the  Secretarial,  O.M.B.  or  Congressional 
level.  No  reasons  have  been  advanced  to  show  that  this  budgetary  situation 
will  be  different  under  a  deferred  examination  system. 

Much  has  been  said  lately  about  a  "quota"  or  goal  systems  for  examiners 
that  compels  them  to  spend  too  little  time  on  each  application,  thereby  lower- 
ing quality  of  examination.  This  efi"ect  has  been  alleged  in  view  of  the  constant 
increases  in  new  filings  and  the  necessity  to  keep  output  abreast  of  the  input. 
True,  the  Patent  Office  uses  productivity  measurement  systems  in  several  areas 
of  its  operations.  Such  systems  are  fostered  by  any  good  and  reasonable  man- 
agement in  government  or  in  private  industry.  However,  and  very  importantly, 
the  individual  productivity  measurement  system  has  not  been  tied  to  the 
annual  output  expectancy  of  the  Patent  Office  Examining  Corps  as  set  forth  in 
annual  appropriation  re(iu(>sts.  The  expectancy  figure  for  any  individual  exam- 
iner docket  has  been  constant  even  though  the  Office  expectancy  has  moved  up, 
for  example,  from  104,000  in  the  FY  1971  Congressional  budget  submission  to 
118,000  in  the  FY  1973  submission. 
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The  Patent  Office  relies  primarily  on  two  factors  to  achieve  increases  in 
output  of  examined  applications:  (1)  increasing  the  staff  as  permitted  by  the 
budgetary  process,  and  (2)  achieving  real-time  savings  in  examination  such  as 
by  making  a  thorough  and  complete  first  search  and  action,  pointing  out  how 
claims  may  be  amended  to  make  them  allowable,  and  acting  on  all  applications 
in  order  of  their  filing  date. 

Therefore,  it  is  not  believed  there  is  undue  pressure  on  the  examiner  which 
a  deferred  examination  system  would  obviate. 

Also,  much  has  been  said  about  the  quality  of  issued  patents.  However,  the 
patents  in  litigation  now  or  litigated  in  the  past  several  years  generally  have 
received  their  examination  many  years  ago.  The  new  examination  procedures 
adopted  since  1964  could  well  result  in  higher  quality.  In  any  event,  it  should 
be  remembered  that  the  Patent  Office,  as  an  administrative  agency  under  the 
patent  law  (35  U.S.C),  examines  only  for  patentability  under  the  law.  The 
courts  are  the  final  testing  fround  for  validity.  A  patent  may  be  declared 
invalid  or  unenforceable  on  grounds  not  available  to  the  Patent  Office  to  refuse 
the  issuance  of  a  patent. 

It  is  my  belief  that  a  deferred  examination  system  will  not  make  any  signif- 
icant change  in  the  quality  of  issued  patents. 

Consideration  should  be  given,  however,  to  deferring  the  examination  of  for- 
eign-filed U.S.  applications  where  the  priority  application  is  in  a  deferred 
status  in  its  home  country.  This  could  affect  up  to  about  25%  of  all  filings  in 
the  United  States  Patent  Office. 

An  irreversible  high-cost  impact  of  any  deferred  examination  system  is  that 
all  patent  applications  would  be  published  and  consequently  would  have  to  be 
classified  and  copies  thereof  placed  in  the  search  files.  This  increases  the  input 
to  the  files  by  about  50%  over  the  present  full  examination  system  which  elim- 
inates about'  32%  of  all  applications.  The  eliminated  applications  have  little 
value  as  a  prior  art  disclosure  because  they  are  obvious  improvements  or  are 
completely  anticipated  by  already  existing  reference  material  in  the  search  file. 
When  placed  in  the  file,  permanent  storage  space  requirements  are  a  liability 
and  the  examiner  loses  time  looking  at  puldications  which  are  merely  duplica- 
tive. Here  again,  it  is  not  seen  that  a  deferred  examination  system  compares 
favorably  with  full  examination. 

V.  I  favor  independent  status  for  the  Patent  Office,  particularly  if  it  would 
make  the  budgetary  system  more  realistic  and  more  responsive  to  the  needs  of 
the  Office.  Further,  the  present  4  statutory  commissioners  should  be  replaced 
by  a  3  or  5  person  commission  with  commissioner  serving  a  3  or  5  year  term 
on  an  overlapping  basis.  This  would  provide  a  desperately  needed  continuity  of 
administration. 

Respectfully, 

Richard  A.  Wahl 
Former  Assistant  Commissioner. 


Orchard  Lake,  Mich., 

September  20,  191/3. 
Re  Hart  Bill  S.  1321. 
Mr.  Thomas  C.  Brennan, 

Chief  Counsel.  U.S.  Senate  Committee  on  the  Judiciarp,  Subcommittee  on  Pat- 
ents, Trademarks  and  Copyrights,  Washinffton,  D.C. 
Dear  Mr.  Brennan  :  I  am  a  patent  attorney  practicing  patent  law  in  the 
State  of  Michigan.  I  would  appreciate  it  if  you  would  consider  my  comments 
on  Bill  S.1321.  These  comments  may  be  broken  down  into  the  following  subject 
areas : 

(1)  Modification  of  patent  examination  proceedings  to  provide  public  adver- 
sary hearings — 

(2)  The  creation  of  the  Office  of  Public  Counsel — 

(3)  Establishment  of  a  system  for  deferred  examination  of  patent  applica- 
tions, and 

(4)  Revision  of  the  patent  fee  schedule  including  establishment  of  mainte- 
nance fees. 

Concerning  Item  I,  the  modification  of  patent  examination  proceedings  to 
provide  pul)lic  adversary  hearings,  I  believe  it  would  be  more  advantageous  to 
institute  mandatory  opposition  proceedings  in  which  interested  third  parties 
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may  forward  their  comments  to  the  Patent  Office  in  order  to  question  the  pat- 
entability of  allowed  but  pending  api)lications.  These  opijosition  proceedings 
should  contain  the  following  features : 

(1)  Every  application  shall  be  automatically  opened  up  for  inspection  and 
copying  after  the  Notice  of  Allowability. 

(2)  iXotice  of  access  to  such  applications  shall  be  simultaneously  published 
in  the  Official  Gazette  along  with  a  representative  figure  of  the  drawings,  the 
broadest  claim  and  a  list  of  references  cited. 

(3)  The  public  shall  have  a  limited  period  (at  least  three  months)  beginning 
from  the  date  of  the  Official  Gazette  notice  to  protest  the  grant  of  a  patent. 

(4)  Prosecution  shall  l)e  suspended  during  the  protest  period. 

(5)  If  the  submitted  evidence  is  considered  to  be  probative  and  relates  to 
public  use  or  sale  of  the  invention  more  than  one  year  before  the  filing  of  the 
application,  inter  partes  public  use  proceedings  outlined  in  present  Rule  292 
should  he  followed. 

(6)  If  submitted  evidence  is  considered  to  be  probative  and  relates  to  publi- 
cations and  patents  not  cited  by  the  Patent  Office  or  to  the  manner  in  which 
cited  art  has  been  applied,  examination  shall  be  reopened. 

(7)  If  the  submitted  evidence  is  considered  to  be  not  probative,  the  protest- 
ing party  shall  be  so  notified  and  a  Notice  of  Allowance  shall  he  issued  in  due 
course.  The  protesting  party  shall  have  no  right  to  appeal  from  this  adverse 
decision. 

(8)  If  the  examination  is  reopened  the  applicant  shall  be  allowed  to  amend 
his  claims,  submit  new  claims,  or  argue  the  proprietary  of  the  new  rejection. 
After  a  final  decision  on  patentaliility  by  the  Patent  Office,  the  applicant,  if 
the  decision  is  adverse,  shall  be  given  the  right  to  appeal  along  presently  pro- 
vided channels.  The  applicant  shall  be  provided  with  copies  of  all  papers  for- 
warded to  the  Patent  Office  during  the  protest  period. 

(9)  Identity  of  the  protesting  party  shall  not  be  revealed  to  the  applicant 
unless  the  protesting  party  insists  that  he  be  identified. 

(10)  A  provision  must  be  provided  that  in  any  subsequent  litigation  involv- 
ing a  patent  issuing  from  the  protested  application  tb.at  there  shall  be  no 
estoppel  or  res  judicata  based  on  participation  or  lack  of  i)articipation  in  oppo- 
sition proceedings  relating  to  the  application  that  subsequently  matured  into 
the  patent.  Such  a  provision  would  be  in  accordance  with  present  legal  stand- 
ards since  the  protesting  party  had  no  right  to  appeal  the  I'atent  Office  deci- 
sion on  the  submitted  evidence  and  had  no  right  to  rebut  comments  made  by 
the  applicant  regarding  the  submitted  evidence. 

(11)  There  should  be  no  governmental  fees  required  in  connection  with  the 
opposition  proceedings  and  all  pai'ties  shall  bear  their  own  costs. 

(12)  Following  issuance  of  the  patent  the  patentee  shall  have  the  right  in 
an  infringement  action  to  recover  damages  for  infringing  acts  occurring  during 
and  after  the  protest  period.  Such  right  should  be  subject  to  the  following  two 
conditions : 

(a)  the  claim  sued  upon  shall  be  substantially  identical  to  a  claim  appear- 
ing in  the  application  at  the  time  it  was  opened  up  for  inspection,  and 

(b)  the  infringer  shall  have  received  an  actual  Notice  of  Infringement 
which  was  transmitted  after  the  application  was  opened  for  inspection. 

Concerning  Item  2,  the  creation  of  the  Office  of  Public  Counsel,  it  is  my 
opinion  that  such  a  bureau  is  not  needed.  As  patent  laws  pre';ently  stand  the 
examiner  fulfills  this  position  by  determining  patentability.  His  decisions  are 
in  turn  reviewed  by  the  primary  examiner  which  are  in  turn  reviewed  on  a 
periodic  basis  by  other  agencies  of  the  Patent  Office.  The  addition  of  a  Public 
Counsel  could  only  add  extra  expense  to  the  already  overburdened  applicant. 
It  should  further  be  appreciated  that  an  adversary  proceeding  does  not  exist 
in  the  Patent  Office  at  this  time.  Applicant's  counsel  is  required  to  present  all 
information  in  his  possession  to  the  Patent  Office  which  he  believes  is  relevant 
to  the  question  of  patentability  and  which  was  not  uncovered  by  the  Exam- 
iner. In  the  absence  of  performing  such  a  task  applicant's  attorney  is  subject 
to  di.sbarment  and  the  patent  may  l)e  invalidated  for  reasons  of  fraud  in  the 
procurement.  If  it  is  truly  believed  that  the  examining  procedure  is  not  as 
adequate  as  it  should  be,  then  more  time  should  be  provided  to  the  examiners 
to  make  a  more  thorough  investigation  on  each  application. 

Concerning  Item  3,  the  establishment  of  a  system  for  deferred  examination 
of  patent  applications,  I  am  in  favor  of  such  a  system.   I  believe  that  the 
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deferred  examination  would  provide  applicant  with  the  time  needed  to  deter- 
mine the  couimercial  value  of  his  invention.  In  IJiis  manner  he  may  decide  to 
drop  certain  ideas  which  at  the  time  of  tilins  appeared  to  be  commercially 
viable  but  sulisequently  pi-oved  to  be  of  no  commercial  value.  A  deferred  exam- 
ination period  should  exist  for  a  minim  inn  of  tliree  years  after  tiling.  If  the 
deferred  examination  i)roceeding  is  in.stituted  for  a  three-year  period  it  would 
be  preferable  to  change  the  term  of  a  patent  from  17  years  from  the  issuance 
date  to  20  years  from  the  filing  date. 

Concerning  Item  4,  I  am  against  the  establishment  of  maintenance  fees  for 
patents.  Such  fees  would  put  an  undue  burden  upon  the  patent  holder  in  that 
he  would  be  required  to  periodic  review  of  all  patents  in  his  portfolio  to  deter- 
mine which  patents  were  being  used,  which  patents  weren't  being  used  and 
which  of  those  patents  that  weren't  being  used  would  not  be  used  at  some  sub- 
sequent date.  Further,  an  individual  private  inventor  woiild  be  required  to  pay 
maintenance  fees  on  patents  which  he  was  trying  to  develop  or  market  at  a 
time  when  he  was  least  able  to  afford  such  fees. 

I  hope  the  above  comments  will  provide  some  aid  to  you  and  the  members  of 
the  Committee  in  determining  the  future  of  the  patent  system  in  the  United 
States.  It  is  recognized  that  certain  portions  of  the  system  could  and  probably 
should  be  modified.  It  is  further  recognized  however  that  the  U.S.  Patent 
System  has  been  instrumental  in  its  present  state  in  bringing  the  United 
States  of  America  to  the  forefront  as  a  world  leader  in  new  technology.  ISIajor 
modifications  to  the  system  would  appear  to  be  detrimental  to  such  continued 
leadersiiip. 

Sincerely, 

JOHX   Vr.   YAKIilOW. 
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